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DECISIONS 

OF  mm 

COMMISSIONER  OF  PATENTS 

FOB 

THE    YEAR    1908. 


MuRPHT  V.  Borland. 

PATENT  INTBRFBRSNCE. 

Decided  November  t9, 1907. 

132  O.  O.,  281. 

1.  IHISBIKBBNOB — ^DlSSOLtTTIOH — AMOTION  ALTKBH ATIVIfr— IHMUTIH  ITC 

A  motion  to  dissolve  aUeglng  that  each  of  the  counts  of  the  issue  ts  antici- 
pated or  necessarily  limited,  so  as  to  prevent  them  from  being  read  npon 
the  devices  of  both  of  the  parties  in  view  of  seven  enumerated  patents,  is 
indefinite,  because  the  allegation  that  the  counts  are  anticipated  or  limited 
Is  in  the  alternative  and  the  motion  does  not  state  which*  counts  are  to  be 
urged  as  anticipated  and  which  limited,  nor  does  it  state  which  of  the  pat- 
ents are  relied  upon  for  anticipation  and  which  for  restriction. 

2.  Samb — ^Redeclabed — ^Motion  to  Dissolve  Rixatino  to  Old  aito  New  Ooxtnts. 

A  motion  to  dissolve  filed  after  the  redeclaration  of  an  interference  with 
additional  counts  directed  to  the  old  as  well  as  the  new  counts  Held  to  have 
been  properly  refused  transmission  so  far  as  it  related  to  the  old  counts,  no 
showing  being  made  why  this  part  of  the  motion  was  not  brought  in  the 
proper  time. 
8.  Sams— DissoLUTioH — Motion  Govebing  Tbaitsmissiblb  and  Noh-Tbansmis- 

8IBLB  OBOUNDB. 

The  fact  that  a  statement  of  a  ground  for  dissolution  of  an  interference 
covers  two  sets  of  counts,  as  to  one  set  of  which  it  is  proper  to  transmit  the 
motion  and  as  to  the  other  of  which  transmission  is  improper,  is  not  a  suffi- 
cient reason  for  refusing  transmission  of  the  motion  as  a  whole.  The 
motion  should  be  transmitted  as  to  the  set  of  counts  which  would  be  other- 
wise transmitted. 
i  Saicb-— Same— HonoH  Alleging  Bab  or  Pbiob  Knowledge  and  Use. 

A  motion  to  dissolve  alleging  the  bar  of  prior  knowledge  and  use  should 
not  be  transmitted.  {Thomson  and  Unbehend  v.  Hisley,  G.  D.,  1894,  48;  66 
O.  G^  1596;  DavU  v.  Swift,  C.  D.,  1901,  134;  96  O.  O.,  2409:  f^hrum  v. 
Baumgartm,  G.  D.,  1903,  150;  104  G.  G.,  577;  Cory  et  oi.  v.  Blakey,  (X  Dn 
1900^  116;  115  G.  G.,  1828.) 
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2  decisions  of  the  commissioner  of  patenib. 

Appeal  on  Motion. 

LOCK. 

Messrs.  Seymour  db  Earle  for  Murphy. 
Me88rB.  Oclbum  <6  McRoherU  for  Borland 

Moore,  Gam/missianer: 

Both  parties  to  this  interference  have  appealed  from  the  decirion 
of  •the  Examiner  of  Interferences  on  Murphy's  motion  to  transmit  a 
motion  to  dissolve.  Muiphy  appeals  from  the  refusal  to  transmit  all 
grounds  of  the  motion  to  dissolve  except  grounds  10  and  11,  while 
Borland  appeals  from  the  transmission  of  these  grounda 

This  interference  was  originally  declared  with  two  counts,  and 
motions  were  brought  to  dissolve  the  interference  and  to  add  addi- 
tional counts  to  the  interference.  The  Primary  Examiner  acted  upon 
the  motions  on  July  9, 1907,  and  redeclared  the  interference,  adding 
counts  8  to  9.  New  preliminary  statements  were  filed  covering  the 
invention  of  the  added  counts. 

Oround  1  of  the  motion  to  dissolve  was  refused  transmission  for 
the  reason  that  it  is  not  sufficiently  specific.    This  ground  alleges — 

that  additional  issues  (coonts)  8,  4,  5,  6,  7,  8  and  9  and  each  of  them  are  and  is 
anticipated  or  necessarUy  limited  so  as  to  pi^event  them  and  each  of  them  from 
being  read  npon  the  devices  of  both  of  the'  iMirtieB,  in  view  of  the  following 
anticipatory  or  restrictive  patents  and  each  of  them,  namely : 

Here  follow  seven  enumerated  patents.  The  Examiner  of  Interfer- 
ences held  that  although  anticipation  is  alleged  in  view  of  several 
patents  and  each  of  them  it  appears  from  the  remainder  of  the  mo- 
tion that  Murphy  does  not  rely  upon  an  anticipation  of  the  issue  by 
these  patents  taken  singly,  and  since  this  ground  does  not  state  how 
they  are  to  be  combined  it  is  not  sufficiently  specific  While  in  some 
of  the  following  grounds  of  the  motion  Murphy  has  combined  two  or 
more  of  these  patents,  in  others  he  uses  them  singly.  It  is  not  thought 
that  the  inference  of  the  Examiner  of  Interferences  is  warritnted 
or  necessarily  true.  This  ground,  however,  appears  to  be  clearly 
indefinite,  for  the  following  reasons :  The  allegation  is  in  the  alterna- 
tive that  the  counts  are  "  anticipated  or  necessarily  limited ;  "  but  the 
motion  does  not  state  which  counts  Murphy  intends  to  urge  as  being 
anticipated  and  which  limited,  nor  does  it  state  which  of  the  patents 
cited  he  relies  upon  to  show  anticipation  and  which  for  restriction  of 
the  counts.  Limiting  the  meaning  of  the  issues  is  not  of  itself  a  rea- 
.son  for  dissolving  the  interference,  and  the  statement  ^^  so  as  to  pre- 
vent them  and  each  of  them  from  being  read  upon  the  devices  of  both 
of  the  parties  "  leaves  the  motion  indefinite  as  to  which  party  cannot 
make  the  restricted  counts  or  whether  the  motion  contemplates  argu- 
ing it  against  each  party.  The  opposite  party  would  evidently  be 
quite  at  sea  as  to  what  would  be  urged  under  this  ground.  Grounds 
2, 8, 4, 6,  and  12  of  the  motion  are  also  indefinite,  for  the  same  reasons. 
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Grounds  8,  4,  5,  6|  7,  9,  and  12  were  refused  transmission  by  the 
Examiner  of  Interferences  because  they  ^  apply  to  counts  in  the  inter- 
ference when  originally  declared."  Murphy  contends  that  inasmuch 
as  the  interference  was  redeclared  to  include  additional  counts  it  is  a 
new  interference  for  all  purposes  and  gives  him  the  right  to  bring  a 
new  motion  to  dissolve  respecting  the  old  counts  as  a  matter  of  course. 
This  oHitenticm  is  unwarranted.  The  interference  retained  its  old 
serial  number  and  the  preliminary  statements  on  file  as  to  the  original 
counts.  Motions  to  dissolve  based  upon  the  same  grounds  as  those 
formerly  urged  should  not  be  transmitted  as  to  the  original  counts, 
nor  should  new  grounds  be  transmitted  as  to  said  counts,  without  a 
proper  showing  in  excuse  of  the  delay  in  bringing  the  motion.  Bor- 
land contends  that  by  analogy  to  the  court  practice  concerning  as- 
signments of  error  grounds  of  the  motion  covering  both  the  original 
counts  and  the  added  counts  should  not  be  transmitted  because  they 
cover  two  propositions — the  adjudicated  matter  of  the  original  counts 
and  the  new  matter  of  the  added  counts.  It  is  not  the  intention  in  the 
practice  regarding  the  framing  of  motions  to  dissolve  to  follow  the 
technical  rules  of  the  courts,  but  merely  to  require  that  the  motions 
shall  clearly  and  definitely  set  forth  the  points  to  be  urged.  The  fact 
that  a  ground  includes  some  counts  that  cannot  be  transmitted  is 
believed  to  constitute  no  valid  reason  for  refusing  transmission  as  to 
the  remaining  counts.  All  of  the  grounds  except  7  and  9  refused 
transmission  by  the  Examiner  of  Interferences  for  the  above  reason 
should  not  be  transmitted  for  other  reasons  stated  herein. 

Although  grounds  7  and  9  include  both  the  original  and  added 
counts,  they  are  based  on  matter  not  urged  in  the  former  motion  to 
dissolve,  and  Murphy  has  stated  reasons  in  excuse  of  the  delay  in  not 
urging  said  matter  sooner.  The  original  counts  1  and  2  stand  so 
related  to  the  added  counts  that  whatever  conclusion  the  Examiner 
readies  regarding  the  dissolution  of  the  interference  as  to  the  latter 
counts  would  probably  be  applicable  to  the  former.  For  these  rea- 
sons grounds  7  and  9  diould  be  transmitted  as  to  all  the  counts. 

Grounds  8, 4,  and  5  allege  the  bar  of  prior  knowledge  and  use  based 
upon  the  affidavit  of  one  Plumb.  These  grounds  were  properly 
refused  transmission  under  the  well-established  practice  set  forth  in 
ThofMon  and  Unbehend  v.  Hisley^  (C.  D.,  1894,  43;  66  O.  G.,  1596;) 
Dam$  V.  Swifty  (C.  D.,  1901, 134;  96  O.  G.,  2409;)  Shrum  v.  Baum- 
gartefij  (C.  D.,  1903, 166;  104  O.  G.,  577;)  Cart/,  Gebhart,  and  Mar- 
tin,  Jr.,  V.  Blakey,  (C.  D.,  1905,  116;  116  O.  G.,  1828.)  Murphy 
contends  that  because  these  decisions  refer  primarily  to  the  bar  of 
public  use  the  practice  set  forth  therein  is  not  applicable.  This  con- 
tention, however,  is  not  well  taken,  since  the  bar  of  prior  knowledge 
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and  use  aUeged  in  the  Plumb  affidayit  would  have  to  be  proved  in  a 
manner  similar  to  the  bar  of  public  use. 

Groimd  8  of  the  motion  consists  of  an  argument  pointing  out 
alleged  error  in  the  decision  of  the  Primary  Examiner  on  the  prior 
motion  to  dissolve.  It  was  properly  refused  transmission,  as  setting 
forth  no  proper  ground  for  dissolution. 

In  Borland's  appeal  from  the  transmission  of  grounds  10  and  11  he 
urges  that  these  grounds  are  indefinite  in  that  they  do  not  specifically 
indicate  whether  the  patents  to  Roche,  cited  therein,  4tre  to  be  consid- 
ered with  one  or  all  of  the  patents  to  Kewell,  Munger,  and  Taylor. 
It  appears  to  be  clear,  however,  that  each  of  these  patents  taken  singly 
is  relied  upon  to  disclose  the  ^' broad  idea''  mentioned.  The  terms 
^^  basic  invention  "  and  '^  broad  idea  "  are  not  believed  to  render  these 
grounds  indefinite,  as  contended  by  Borland. 

Ground  10  states  that  it  applies  to  counts  4  and  9;  but  ground  11 
does  not  state  what  counts  it  is  urged  against,  and  for  that  reason  is 
indefinite  and  should  not  be  transmitted.  {Heyne^  Hayward,  and 
McCarthy  v.  De  Vilbiss^  Jr.,  C.  D.,  1906,  450;  126  O,  Q.,  669.) 

Grounds  7,  9,  and  10  shouid  be  transmitted.  The  decision  of  the 
Examiner  of  Interferences  is  accordingly  reversed  as  to  grounds  7,  P, 
and  10  and  is  affirmed  as  to  the  remaining  grounds. 


Ex  PARTS  WeKZELMANN  AND  OvBRHOi;r. 
APPLICATION  FOR  PATENT. 

Decided  December  e,  1907. 
182  O.  O.,  232. 

1.  iNTEBnaBHCB— DBCI8I09  OK  PUOBITT— TB8TIM0HT  AS  TO  PUBLIC  VSE, 

Where  after  a  decision  on  priority  in  favor  of  G.  has  become  final,  public- 
use  proceedings  are  instituted  In  view  of  a  protest  of  W.  and  O.,  the  deci- 
sion on  priority  will  not  be  set  aside  in  view  of  the  testimony  taken  in 
that  proceeding. 

2.  iRTBBrEBEirOB  AND  PUBLIO-tJSB  PBOCBEDIHaS. — ^MATTEHS  AT  ISSUK  DmVBBNT. 

The  matters  at  issue  in  an  interference  and  in  public-use  proceedings  are 
different,  and  the  testimony  taken  in  the  latter  cannot  be  held  conclualve 
of  the  que8tix>n  of  priority  of  invention* 

On  Petition. 

WAQON-DUMP  01  THE  LIOL 

Messrs.  Bacon  <6  MUans  for  the  applicants. 

Moore,  Com/missioner: 

This  is  a  petition  by  Wenzelmann  and  Overholt  that,  acting  under 
my  supervisory  authority,  I  issue  an  order  setting  aside  the  judgment 
adverse  to  petitioners  in  the  interference  GUman  v.  Wen»elmann  and 
Overholt 
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It  appears  that  petitioners'  application  was  involved  in  an  interfer- 
ence with  an  application  of  Gilman;  that  on  April  8,  1906,  the  Ex- 
aminer of  Interferences  awarded  priority  of  invention  in  favor  of 
Oilman,  holding  that  the  odIj  witness  called  to  sapport  the  testimony 
of  the  joint  invenfaMrs,  Wenzelmann  and  Overholt,  failed  to  corrobo- 
rate their  testimony,  and  that  their  testimony  alone  was  insufficient  to 
prove  the  dates  of  conception  and  reduction  to  practice  alleged  in 
their  preliminary  statement  After  the  termination  of  said  interf er- 
ence  petitioners  filed  a  protest  against  the  issuance  of  a  patent  to 
Oilman,  on  the  ground  that  the  invention  was  in  public  use  more  than 
two  years  prior  to  the  filing  of  Oilmim's  application.  A  public-use 
proceeding  was  thereupon  instituted.  Oilman  took  no  testimony  in 
said  proceeding,  and  upon  the  evidence  filed  by  Wenzelmann  and 
Ov^holt  the  Primary  Examiner,  in  a  decision  in  the  proceeding  ren- 
dered August  19, 1907,  held  that  a  bar  of  two  years'  public  use  against 
Oilman's  applicaticm  was  established  and  fixed  a  limit  of  appeal  to 
expire  September  9, 1907.  Petitioners  contend  that  the  same  evidence 
upon  which  the  Primary  Examiner  found  the  existence  of  the  public- 
use  bar  against  Oilman's  application  also  establishes  the  fact  that  they 
are  the  prior  inventors  and  fills  out  the  proof  that  was  lacking  in  the 
interference  proceeding;  also,  that  said  us^was  less  than  two  years 
prior  to  the  filing  of  their  application  and  does  not,  therefore,  bar 
them  from  receiving  a  patent 

The  matters  at  issue  in  an  interference  proceeding  and  a  public-use 
proceeding  are  different,  and  it  is  for  this  reason  that  testimony  taken 
on  the  questicm  of  priority  in  an  interference  is  not  used  on  the  issue 
of  public  use  without  further  proceedings,  in  which  the  party  ad- 
versely affected  is  given  an  opportunity  to  cross-examine  the  witnesses 
with  that  issue  framed  and  to  produce  witnesses  to  explain  the  evi- 
dence. (Ex  parte  Weber^  C.  D.,  1902, 467 ;  101 0.  O.,  2670.)  For  the 
same  reason  testimony  taken  in  the  public-use  proceeding  cannot  be 
held  conclusive  of  the  question  of  priority  of  invention  and  should 
not  be  used  against  Oilman  without  the  institution  of  a  second 
interferencei 

The  Court  of  Appeals  of  the  District  of  Columbia  held  in  Black- 
ford  V.  wader  (C.  D.,  1907,  491;  127  O.  Q.,  1266)  and  HoHne  v. 
Wende  (C.  D.,  1907, 616;  129  O.  O.,  2868)  that  a  second  interference 
upon  the  same  subject-matter  should. not  be  instituted  between  the 
same  parties;  also,  that  the  subject-matter  of  the  second  interference 
is  tea  adjudicata  by  reason  of  the  first  interference,  notwithstanding 
the  &ct  that  this  Office  had  in  each  of  the  above  cases  awarded  prior- 
ity upon  the  additional  testimcmy  taken  in  the  second  interference  to 
the  {Murty  defeated  in  the  first  interference.  In  the  second  case  cited 
above  Wende  petiti<med  that  in  view  of  these  facts  I  exercise  my 
a0c»— EL  Doc  1848.  eo-2 — 2  jgitized  by  Google 
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supervisory  authority  and  reinstate  the  first  interference.  (Wende  v. 
Harme^  C.  D.,  1907, 266;  180  O.  Q.,  1811.)  The  reasons  for  denying 
that  petition  are  largely  applicable  in  this  case.  This  petition  is  even 
of  less  merity  for  Wenzelmann  and  Overholt  have  not  requested  a  re- 
instatement of  the  first  interference,  but  that  the  decision  in  the  inter- 
ference be  arbitrarily  set  aside. 

The  contention  of  Wenzelmann  and  Overholt  that  no  additional 
consideration  of  the  testimony  taken  in  the  public-use  proceeding 
will  be  necessary  in  view  of  the  decision  of  the  Primary  Examiner  is 
not  warranted,  for  while  the  Primary  Examiner  held  that  a  device 
embodying  the  invention  in  question  was  constructed  and  successfully 
operated  at  a  date  more  than  two  years  prior  to  that  claimed  by  Oil- 
man he  did  not  hold  that  it  was  the  invention  of  Wenzelmann  and 
Overholt  Petitioners  have  had  their  day  in  the  Patent  Office  so  far 
as  proceedings  relating  to  priority  of  invention  are  concerned,  and  if 
they  have  a  remedy  under  section  4916  of  the  Revised  Statutes,  as 
they  contend,  it  is  an  additional  reason  why  the  regular  order  of  pro- 
ceedings should  not  be  disturbed. 

It  is  further  noted  that  the  claims  of  Oilman  have  not  as  yet  been 
rejected  in  his  ^09  parte  application,  and  since  when  rejected  he  un- 
doubtedly has  a  right  of  appeal  under  section  4909,  Revised  Statutes, 
the  question  of  the  public-use  bar  cannot  be  said  to  be  finally  estab- 
lished, as  contended  by  petitioners. 

The  petition  is  denied. 


Ex  PARTE  The  Cobb  Manufacturing  Compakt. 

AFFLIOATIOK  FOR  REGISTRATION  OF  TRADE-MARK. 
Decided  November  7,  1907, 
182  O.  O.,  283. 

1.  Trade-Marks— Descriptive— Not  Rboistbable. 

A  word  or  phrase  which  is  not  descriiitive  of  the  Ingredients  or  charae- 
terlstics  of  an  article  of  merchandise  to  which  it  is  applied  is  not  registra- 
ble if  it  is  descriptive  of  the  uses  to  which  the  same  may  be  put. 

2.  Same — "Silver  Dip" — Descriptive. 

The  words  "Silver  Dip"  as  a  trade-mark  for  a  preparation  in  which 
silver  articles  may  be  dipped  or  immersed  for  the  purpose  of  cleaning 
them  is  descriptive^  and  hence  not  registrable. 

On  Appeal. 

trade  mark  for  glranikg  compound  for  silver,  Era 

MeanrH.  Ileidman  <6  Street  for  the  applicant. 

Billings,  AaaiHant  Oammissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  ^  Silver  Dip ''  as  a  trade- 


DECIBI0K8  OF  THE  00MMI88I0KEB  OF  PATSKTS.  7 

mark  for  deaning  compound.  In  the  applicant's  statement  it  is 
made  to  appear  by  amendment  that  the  article  to  which  the 
trade-mark  is  applied  is  ^^for  cleaning  and  polishing  metals, 
plate-glassy  mirrors  eta,  in  Class  No.  8,  Detergents."  It  appears 
however,  on  the  label  which  has  been  filed  with,  the  application,  that 
the  merdiandise  is  used  for  '^  cleaning  and  polishing  diver  and  other 
fine  metals."  It  is  also  stated  that  ^^  it  finishes  the  silver  like  new 
and  delays  retamishing."  The  following  extracts  are  also  taken  from 
the  label: 

The  simplest  Clfanest  and  Quickest  means  of  Gleaning  Silver  Imown.  Bxcel- 
lent  for  Plate  Glass  and  Fine  Mirrors. 

The  following  directions  also  appear: 

Dip  the  silver  into  the  jar  and  stir  slightly.  Lay  aside  and  wipe  brislcly  with 
a  soft  dry  doth.    Finish  polishing  with  cliamois  ricin. 

Jar  should  be  weU  shaken  before  opening.  For  large  pieces  put  a  little  of 
well  mixed  solution  in  a  saucer,  apply  with  cloth. 

As  stated  by  the  Examiner,  one  of  the  definitions  in  the  Century 
Dictionary  of  the  word  "  dip  "  is  "Any  liquid  into  which  something 
is  to  be  dipped."    The  Examiner  says: 

As  an  illustration  of  the  use  of  the  word  '*  dip/'  the  following  quotation  is 
given: 

"The  bronzing  dip  may  be  prepared  by  dissolving  in  1  gal.  hot  water  \  lb. 
esch  perchloride  of  iron  and  perchloride  of  copper.  The  metal  should  not  be 
allowed  to  remain  in  this  dip  any  Icmger  than  is  necessary  to  produce  the 
desired  colour.     {Workshop  Receipts,  2d  ser.,  p.  244.)*' 

The  applicant  states  in  his  brief: 

While  it  is  true  that  the  article— silver,  gold  or  glass—may  be  dipped  into 
the  preparation,  there  is  no  suggestion  in  these  words  of  the  qualities,  ingre- 
dient8»  or  characteristics  of  the  preparation  to  which  it  is  applied. 

The  contention  that  a  word  or  phrase  is  registrable  as  a  trade-mark 
because  it  does  not  describe  the  ingredients  or  characteristics  of  the 
article  of  merchandise  to  which  the  word  or  phrase  is  applied  is  not 
well  taken  when  that  word  or  phrase  is  clearly  descriptive  of  the  uses 
to  which  the  goods  may  be  put.  It  is  very  clear  that  the  words 
"  Silver  Dip  "  signify  a  preparation  in  which  silver,  articles  may  be 
dipped  or  immersed  for  the  purpose  of  cleaning  the  silver  or  giving 
those  articles  the  appearance  of  silver.  This  being  the  fact,  and  this 
&ct  is  not  controverted  by  the  appellant,  it  is  very  clear  that  any  manu- 
facturer who  puts  upon  the  market  sudi  a  preparation  has  a  right  to 
designate  it  as  ^  silver  dip."  The  principle  upon  which  a  word  or 
phrase  used  as  a  trade-mark  may  be  refused  registration  on  the 
ground  that  it  is  descriptive  is  based  upon  the  fact  that  such  word  or 
phrase  is  open  to  the  use  of  any  one,  and  consequently  is  not  such  an 
arbitrary  or  fanciful  mark  as  to  make  it  capable  of  exclusive  appro- 
priation. 

The  decisum  of  the  Examiner  of  Trade-Marks  is  afflrmeiip^Ogie 
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WHnrmfosi  Bbos.  &  Co.  v.  C.  L.  Hattthawat  A  Soks,  Ikoo»- 

PORATID. 
GANGELATION. 

Decided  November  £5,  ldC7» 
182  O.  G.,  288. 

1.  TkADB-MABKB— OaNOKLATION — SHOWING    THAT     RbGISTEANT     WAS     NOT    THX 

SOLB  USBB  iNflUmCIENT. 

Where  a  mark  was  registered  under  the  "  ten-years  "  clause  of  section  0 
of  the  Trade-Mark  Act  of  1906,  a  showing  that  the  registrant  Was  not  the 
sole  aser  of  the  mark  daring  the  ten  years  next  preceding  the  passage  of 
that  act  is  not  sufficient  to  justify  the  cancelation  of  the  mark. 

2.  8amb--Sam»— ''  BxoLUSivs  tJss." 

The  phrase  **  exclusive  use"  in  the  "  ten-years "  clause  of  section  5  of  the 
act  of  1905  does  not  mean  "  sole  use,"  but  the  right  to  exclude  others  from 
using. 
8.  Same — Samb— Testimoht  Impbopbb  Rebuttal. 

Testimony  tending  to  show  use  of  the  mark  in  issue  by  parties  other  than 
the  parties  to  the  controversy  Held  to  be  improper  rebuttal. 
4.  Samb — Same — Use  or  Descbiftivb  Term. 

Where  the  registrant  has  shown  exclusive  use  of  the  word  ''Hautha- 
way*s  "  for  ten  years  next  preceding  the  passage  of  the  act  of  1906,  Held  that 
it  is  entitled  to  register  the  mark  *'  Hauthaway's  Lynn  Burnishing  Ink  ** 
even  if  the  term  "  Lynn  Burnishing  Lik  "  has  become  the  name  of  an  article 
of  commerce 

Appbal  from  Examiner  of  Interferences. 

TSAOB-MABK  VOB  BUBNISHING-IKK. 

Mr.  Faust  F.  Oram'ptcn  for  Whittemore  Bros.  A  Co. 
Messre.  Macleod^  CaJher^  Oopeland  db  Dike  for  C.  L.  Hauihaway  A 
Sons,  Incorporated. 

B1LLIKG8,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences dismissing  the  application  of  Whittemore  Bros.  &  Co.  for  the 
cancelation  of  Trade-Mark  No.  47,987,  registered  to  C.  L.  Hautha- 
way  A  Sons,  Inc. 

The  mark  is  shown  and  described  as  consisting  of  the  words 
^  Hauthaway's  Lynn  Burnishing  Ink  "  and  was  registered  under  the 
^  ten-year  "  proviso  of  section  6  of  the  Trade-Mark  Act  of  February 
20, 1906.  Five  grounds  for  cancelation  are  assigned.  The  first  three 
are  based  on  the  alleged  prior  adoption  and  use  by  Whittemore  Bros. 
A  Co.  of  a  mark  identical  with  that  registered  by  C.  L.  Hauthaway  A 
Sons,  Inc.,  or  so  nearly  identical  therewith  as  to  be  likely  to  deceive 
purchasers  and  cause  confusion  in  trade.  The  fourth  ground  alleges 
that  C.  L.  Hauthaway  A  Sons,  Inc.,  has  no  title  to  the  mark  and  also 
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alleges  that  the  mark  was  not  adopted  by  C.  L.  Hauthaway  &  Sons, 
Inc.,  until  long  after  its  adoption  by  Whittemore  Bros.  &  Go.  The 
fifth  ground  is  that  the  use  of  the  mark  by  C.  L.  Hauthaway  &  Sons, 
Inc.,  was  not  ezdusive  during  the  ten  years  next  preceding  the  pas- 
sage of  the  act,  as  it  was  used  by  Whittemore  Bros.  &  Co.  during  that 
time  and  long  prior  thereto. 

The  Examiner  of  Interferences  has  carefully  analyzed  the  testi- 
mony, and  no  useful  purpose  would  be  subserved  by  repeating  that 
analysis  here.  This  testimony  clearly  shows  that  the  mark  as  regis- 
tered has  been  continuously  used  by  C.  L.  Hauthaway  &  Sons,  Inc., 
and  its  predecessor  in  business,  the  firm  of  C.  L.  Hauthaway  &  Sons, 
since  1872.  The  testimony  offered  on  behalf  of  Whittemore  Brothers 
A  Ca  shows  that  they  have  used  the  words  ^'  Lynn  Burnishing  Ink '' 
since  about  1888.  <>ie  witness,  Badley,  testifies  that  he  entered  the 
employ  of  Whittemore  Brothers  &  Co.  on  November  7, 1872,  and  that 
he  commenced  to  manufacture  ^^  Lynn  Burnishing  Ink  "  a  few  days 
later.  He  does  not,  however,  testify  as  to  any  sales  of  the  ink,  and 
his  testimony  alone  is  not  sufficient  to  establisb  a  use  of  the  mark  as 
of  that  date.  There  is  no  testimony  that  Whittemore  Brothers  &  Co. 
ever  used  the  word  ^^  Hauthaway's "  in  connection  with  the  words 
"  Lynn  Burnishing  Ink,"  and,  in  fact,  no  such  use  is  claimed. 

It  has  been  pointed  out  in  several  decisions  {Worcester  Brewing 
Co.  V.  Reuter  <&  Co.,  C.  D.,  1907, 161 ;  128  O.  G.,  1687 ;  Beech  HtU  Die- 
fUUng  Co.  v.  Brown-Forman  Co.^  C.  D.,  1907,  146;  128  O.  G.,  1293; 
ex  parte  Cdhn,  Belt  dk  Co.,  C.  D.,  1905, 422;  118  O.  G.,  1936)  that  the 
term  ^  exclusive  use  "  as  used  in  the  ten-years  clause  of  section  6  of 
the  act  of  February  20, 1906,  does  not  mean  '^  sole  use,'^  but  the  right 
to  exclude  others  from  using,  and  that  therefore  the  person  who  was 
the  first  to  adopt  and  use  a  mark  and  whose  use  had  been  continuous 
since  the  adoption  would  be  entitled  to  register  the  mark  even  though 
others  were  using  it  during  the  ten  years. 

It  follows,  therefore,  that  even  if  it  be  held  that  the  marks  used 
by  the  two  parties  are  so  nearly  alike  as  to  cause  confusion  in  trade 
and  deceive  purchasers  the  right  of  C.  L.  Hauthaway  &  Sons,  Inc.,  to 
register  its  mark  would  not  be  affected  by  the  subsequent  adoption 
of  Whittemore  Brothers  &  Co.  of  the  mark  used  by  them. 

In  rebuttal  Whittemore  Brothers  &  Co.  introduced  testimony  to 
show  that  the  term  '^  Lynn  Burnishing  Ink ''  was  used  by  others  than 
the  parties  to  this  controversy.  This  testimony  was  objected  to,  and 
it  is  clearly  inadmissible  under  the  pleadings  of  the  case;  but  even 
if  it  could  be  held  admissible  under  ground  4  of  the  application  for 
cancelation  it  is  clearly  improper  rebuttal  testimony. 

Furthermore,  if  it  be  held  that  this  testimony  is  admissible  and 
that  it  establishes  that  the  term  ^^  Lynn  Burnishing  Ink  "  is  merely  the 
name  of  an  article  of  commerce  and  not  capable  of  exclusive  use  by 
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any  one  the  right  of  C.  L.  Hautbaway  &  Sons,  Inc.,  to  register  the  mark 
is  not  affected  thereby.  Its  use  of  the  term  ^  Hauthaway's  "  had  un- 
doabtedly  been  exclusive  for  the  ten  years  next  preceding  the  passage 
of  the  Trade-Mark  Act  There  being,  therefore,  no  bar  to  the  reg- 
istration by  C.  L.  Hauthaway  &  Sons,  Inc.,  of  the  term  ^^Hauth- 
away's  "  as  a  trade-mark  for  bumishing-ink,  there  is  nothing  in  the 
statute  to  prevent  the  registration  of  that  term  in  ccmnectiiHi  with  the 
name  of  an  article  of  commerce. 

The  decision  of  the  Examiner  of  Interferences  dismissing  the  ap- 
plication for  cancelation  is  affirmed. 


SOCKSTBOH  V.  WaRNOCK. 
PATENT  EKTKHFEBBNCE. 

Decided  December  11^  1907. 
182  O.  G.,  284. 

1.  iNTEBTissNCB— Motion  to  Dibsolvs— Time  rem  Bunging. 

A  party  may  under  Rale  122  wait  tiU  the  thirtieth  day  after  the  approval 
of  the  preliminary  statements  to  bring  a  motion  to  dissolve;  but  if  he 
brings  it  before  the  thirtieth  day  he  waives  his  right  to  the  remainder  of 
the  period. 

2.  Same— Same— Amended  Motion— Tbanbmibsion. 

Where  a  party  acting  in  good  faith  files  a  motion  which  is  held  to  be 
Indefinite  and  an  amended  motion  curing  the  informalities  is  promptly  filed 
within  the  limit  of  appeal  set  from  the  previoos  decision,  the  amended 
motion  should  be  transmitted. 

8.  Samb — Same — Same— Bxpebimentai.  Pbosecution. 

A  party  cannot  be  permitted  to  prosecute  a  case  experimentally,  and 
where  the  amended  motion  does  not  cure  the  informalities  pointed  oat  In 
the  first  decision  a  third  motion  Is  entitled  to  no  consideration* 

Apfbal  on  Motion. 

PBINTINO-PLATB  HOLDEI. 

Mr.  Harold  SerreU  for  Bockstroh. 

Mr.  Oeorge  L.  Cragg  and  Mr.  L.  8.  Bacon  for  Wamock. 

BiLLiNos,  Assistant  CommUssioner: 

This  is  an  appeal  by  Rockstroh  from  a  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  motion  to  dissolve. 

The  preliminary  statements  were  approved  August  16,  1907,  and 
the  time  within  which  to  bring  motion  was  set  to  expire  September 
17,  1907.    On  August  81,  1907,  Bockstroh  brou^t  a  motion  to  dis- 
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solve  on  two  grounds — (1)  that  there  is  no  interference  in  fact;  (2) 
tiiat  the  party  Wamock  has  no  right  to  make  the  claim  of  the  issue. 
The  Examiner  of  Interferences  on  September  6,  1907,  refused  to 
transmit  the  motion  for  the  reason  that  it  was  not  accompanied  by 
a  statement  of  the  facts  relied  upon  in  support  of  the  same  of  such 
a  definite  and  particular  character  as  is  required  by  the  present 
practice,  as  set  forth  in  several  decisions,  which  were  cited.  The 
limit  of  appeal  was  set  to  expire  September  20, 1907. 

Bockstroh  did  not  appeal  from  this  decision ;  but  on  September  7, 
1907,  filed  another  motion  on  the  same  grounds,  but  enlarging  a 
little  as  to  the  facts  upon  which  he  relied.  On  September  11,  1907, 
the  Examiner  of  Interferences  denied  this  motion,  for  the  reason 
that,  as  to  the  first  ground,  the  particular  terms  of  the  counts  which 
were  regarded  as  capable  of  supporting  different  meanings  were  not 
pointed  out,  and,  as  to  the  second  ground,  that  the  particular  facts 
relied  on  to  ahGW  that  Wamock  had  no  right  to  make  the  claims  were 
not  set  forth  with  the  particularity  required  by  the  decisions  cited 
in  disposing  of  the  prior  motion.  The  limit  of  appeal  was  set  to 
expire  September  18, 1907. 

Bockstroh  did  not  appeal  from  this  decision,  but  on  September  12, 
1907,  filed  a  third  motion  to  dissolve  on  the  same  grounds  as  the 
other  two.  The  Examiner  of  Interferences  on  September  20  refused 
to  transmit  the  motion,  for  the  reason  that  the  failure  to  present  the 
motion  in  proper  form  at  the  second  attempt  must  have  been  due  to 
a  lack  of  care  in  preparing  it  and  that  therefore  a  third  motion  was 
entitled  to  no  consideration.  He  denied  transmission  also  as  to  the 
first  ground,  for  the  reason  that  the  language  of  the  issue,  which  was 
believed  by  the  moving  party  to  be  capable  of  different  meanings, 
was  not  specifically  stated. 

Bole  122  provides  that  motions  must  be  brought,  if  possible,  not 
later  than  the  thirtieth  day  after  the  preliminary  statements  have 
been  opened.  A  party  may  therefore  wait  till  the  thirtieth  day  to 
bring  his  motion;  but  if  he  btings  it  before  the  thirtieth  day  he 
waives  all  right  to  the  remainder  of  the  period. 

It  has  recently  been  held  in  Gold  v.  Gold  (C.  D.,  1907,  877;  181 
O.  G.,  1442)  that  wh^i  a  party  acting  in  good  faith  files  a  motion 
which  is  held  to  be  indefinite  and  an  amended  motion  curing  the 
informalities  is  promptly  filed  within  the  limit  of  appeal  set  from 
the  prior  decision  the  Examiner  of  Interferences  should  transmit  the 
second  or  amended  motion. 

This  does  not  mean,  however,  that  an  applicant  can  bring  motions 
indefinitely.  He  cannot  be  permitted  to  present  his  case  experi- 
mentally. The  Examiner  of  Interferences  having  denied  the  first 
motion  because  it  was  not  sufficiently  definite  and  having  cited  de- 
Digitized  by  VjOOQ  IC 
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dsiond  to  show  what  the  requirements  of  the  Office  are  with  respecfe 
to  such  motions,  it  was  incumbent  upon  the  moving  party  to  draw 
his  second  motion  strictly  in  accordance  with  the  practice  prescribed 
by  these  decisions. 

Having  failed  to  do  so,  the  third  motion  is  entitled  to  no  con- 
sideration. It  is  true  that  this  motion  was  filed  within  the  thirty 
days  specified  in  the  rules;  but,  as  pointed  out  above,  the  moving 
party  had  waived  the  time  remaining  after  bringing  his  first  motion. 
Furthermore,  the  continued  repetition  of  motions  is  a  hardship  not 
only  to  the  opposing  party,  but  to  the  Office.  It  unnecessarily  con- 
sumes the  time  of  every  one  concerned,  causes  them  to  perform  much 
unnecessary  labor,  and  involves  the  parties  in  needless  expense. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Green  v.  Fablbt. 

patent  interference. 

Decided  December  It,  19C7. 

182  O.  G.,  286. 

WCE  —  PBEUmHABT      STATUCENT  —  AMXirDMBNT      Aim      TRSmCONT 

Taken. 
Where  a  party  gave  notice  at  the  conclusion  of  the  taking  of  his  testi- 
mony that  he  proposed  to  bring  a  motion  to  amend  his  preliminary  state- 
ment to  conform  to  his  proofs,-  but  failed  to  bring  the  motion  until  after  the 
testimony  of  the  opposing  party  was  taken  and  filed,  although  the  error  to 
be  corrected  by  such  amendment  was  known  to  him  at  least  two  months 
before  notice  of  the  proposed  amendmeut  was  given.  Held  that  amendment 
will  not  be  permitted,  as  no  excuse  is  offered  for  the  delay  and  it  does  not 
appear  that  the  OTldence  on  which  the  motion  was  based  was  not  accessible 
or  would  not  have  been  discovered  before  preparing  the  original  statement 
had  proper  care  and  diligence  been  exercised. 

Appeal  on  Motion. 

TBOTTSKBS-BOtTOMB. 

Mr.  WaUam  H.  Ftnchel  for  Green. 
Mr.  E.  G.  Siggers  for  Farley. 

BiLUNOs,  Assistant  Commissioner: 

This  is  an  appeal  by  Oreen  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  for  leave  to  amend  his  preliminary 
statement 
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Green's  original  preliminary  statement,  filed  December  6, 1906,  was 
objected  to  on  the  ground  that  it  was  not  sufficiently  definite,  and  he 
was  given  time  within  which  to  file  an  amended  statement  In  his 
second  statement,  filed  December  26, 1906,  Green  alleged  reduction  to 
practice  on  May  10, 1905.  By  his  proposed  amended  statement  Green 
now  desires  to  set  up  September  6,  1901,  as  his  date  of  reduction  to 
practice. 

Although  counsel  for  Green  gave  notice  on  April  8,  1907,  at  the 
conclusion  of  the  taking  of  testimony  in  behalf  of  Green,  of  his  inten- 
tion to  fie  a  motion  to  amend  the  preliminary  statement,  the  motion 
to  amend  was  not  filed  until  June  18,  1907,  after  Farley  had  taken 
and  filed  his  testimony.  In  the  notice  placed  on  the  record  of  his 
intention  to  move  for  permission  to  amend  his  preliminary  statement 
Ghneen  did  not  state  definitely  how  he  proposed  to  amend  it,  but 
merely  that  he  would  move  to  amend  the  preliminary  statement 

la  any  partlciilani  in  which  it  may  require  amendmeat  in  order  to  conform  to 
the  anesatknis  of  fact  supix>rted  by  the  foregoing  testimony  and  that  he  ahaU 
use  this  foregoiiig  testimony  in  support  of  such  motion.   (Qreen's  record,  p.  121.) 

Farley  was  ignorant,  therefore,  until  after  he  had  filed  his  testi- 
mony, of  the  dates  upon  which  Green  proposed  to  stand.  The  Exam- 
iner of  Interferences  denied  the  motion  on  the  ground  that  it  was  not 
brought  promptly  after  the  discovery  of  the  alleged  error  and  because 
Green  did  not  exercise  proper  care  and  diligence  in  the  preparation 
of  his  preliminary  statement. 

The  testimony  shows  that  Green  discovered  the  error  months 
before  he  made  his  motion  to  amend  and,  it  is  admitted,  at  least  two 
months  before  he  gave  notice  of  his  intention  to  make  said  motion. 
No  satisfactory  excuse  is  offered  for  the  delay.  It  is  claimed  that  the 
error  was  discovered  when  the  time  for  taking  testimony  was  ap- 
proaching and  Green  was  searching  for  testimony  to  support  his  case. 
It-does  not  appear  that  this  evidence  was  not  accessible  or  would  not 
have  been  discovered  by  Green  at  the  time  of  preparing  his  original 
statement  if  he  had  used  proper  care  and  diligence.  If  a  party  is 
permitted  to  take  his.  testimcmy  and  then  to  amend  his  statement  to 
conform  to  said  testimony,  the  purpose  of  the  preliminary  statement, 
dependent  upon  its  being  executed  in  ignorance  of  the  other  party's 
dates,  is  not  fulfilled  and  the  practice  of  requiring  preliminary  state- 
ments mij^t  as  well  be  abandoned. 

No  error  is  found  in  the  decision  of  the  Eaaminer  of  Interferences^ 
'  U  is  aeeordingly  affirmed. 
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Phillips  v*  Sbnbbmich. 

patent  intebfesengb* 

Decided  Jvne  11, 19(n. 

132  O.  G.,  e77, 

1.  IlfTEBFEBBNGB — ^PBOOFS   BkSTUCTED   BY  ALLEGATIONS   OF   PrELIMINABT   STATR- 

MBHT. 

Where  the  prelimiDary  statement  of  a  party  alleges  reduction  to  practice 
in  January,  1905,  evidence  showing  the  construction  of  an  alleged  model  in 
1895  cannot  be  accepted  as  proving  an  earlier  date  of  reduction  to  practice. 

2.  Same — Issue — Oonstbttction. 

The  terms  of  an  interference  issue  will  not  be  given  a  strained  or  un- 
natural meaning  or  be  construed  to  refer  to  something  not  disclosed  by 
either  party  in  order  to  include  within  the  issue  an  early  device  made  by 
one  of  the  parties. 

3.  Same — Supplemental  Oath  Nbcessabt — Ex  paste  Matteb. 

The  question  whether  or  not  a  supplemental  oath  should  be  requii-ed  has 
been  uniformly  held  by  the  Office  to  be  an  e^  parte  matter  upon  which  the 
proper  determination  of  priority  is  not  d^[)endent,  and  the  absence  of  such 
an  oath  furnishes  no  ground  for  holding  that  the  issue  is  not  patentable  to 
the  party  in  whose  case  the  same  is  required. 

4.  Claims— Altebnativb  Bxpbessions. 

Alternative  expressions  in  claims  are  not  generally  permitted ;  but  where 
two  terms  are  employed  to  designate  a  particular  element,  both  of  which 
terms  describe  the  element  correctly,  the  claim  is  not  objectionable,  as  the 
altemativeness  is  of  language  rather  than  of  structure.  (Bo  parte  Holder^ 
C.  D..  1903,  442;  107  O.  G.,  833.) 

Appeal  from  Examiners-in-Chief. 

self-oiuno  cab-wheeu 

Messrs.  CannoUy  Brothers  for  Phillips. 

Mr.  J.  M.  Nesbii  and  Mr.  H.  E.  Peck  for  Senseniclu 

MooBE,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  of  Interferences  and  awarding 
priority  of  invention  to  Sensenich  upon  the  following  issue : 

1.  A  self-oiling  wheel  provided  with  an  oil-chamber  having  a  fllling-opening, 
a  valve-cage  extending  into  the  chamber  from  the  flUing-opening,  the  cage  being 
open  at  its  inner  end  and  having  slitted  or  prong-like  sides,  an  inwardly-opening 
valve  operative  within  the  cage  for  normally  closing  the  fiUing-opening,  and  a 
valve-holding  spring. 

2.  A  sell-oiling  wheel  provided  with  an  oil-chamber  having  a  filling-opening 
n  one  side  thereof,  a  valve-cage  within  the  oil-chamber  and  extending  from  the 
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aning-openlng  toward  but  stopping  short  of  the  opposite  wall  of  the  chamber, 
0ie  cage  being  open  laterally  and  at  Its  Inner  end,  an  inwardly-opening  valve 
within  the  cage,  and  a  ooUed  spring  extending  through  the  inner  open  end  of 
0ie  cage  and  engaging  said  opposite  wall  of  the  chamber  and  the  valve  for 
holding  the  latter  normally  in  closed  position. 

8.  A  self-olllng  wheel  having  an  oil-chamber  formed  with  an  opening,  a  valve- 
cage  extending  into  the  chamber  and  having  a  tabular  end  portion  fitting  the 
diamber-opening;  the  cage  being  open  at  its  inner  end  and  having  its  sides 
slotted  from  said  end  toward  the  tabular  end,  the  Interior  of  tlie  cage  tapering 
toward  said  tubular  end,  a  yalve,  and  a  spring  within  the  cage  for  holding  the 
valve  normally  seated  and  closing  said  tubular  cage  end. 

4.  A  self-oiling-  car-wheel  having  a  chambered  hub  with  an  oil-inlet  through 
one  wall,  a  valve-seat  consisting  of  a  pronged  guiding-seat  cast  in  said  wall 
adjacent  to  said  Inlet,  a  valve,  and  spring  bearing  against  said  valve  and  seating 
against  the  opposite  side  of  the  cavity. 

The  invention  in  issue  relates  to  improvements  in  self -oiling  wheels 
for  mine-cars  in  which  the  inlet  to  an  oil-chamber  contained  within 
the  wheel  is  normally  closed  by  a  spring-pressed  valve.  The  subject- 
matter  in  issue  involves  cmly  the  specific  constructi<m  of  the  valve- 
cage  and  the  arrangement  of  the  spring  which  holds  the  valve  in  its 
seat.  In  the  devices  disclosed  by  both  parties  the  valve-cage  has 
slitted  or  prong-like  walls  extending  part  way  across  the  chamber 
and  a  coiled-spring  seated  upon  the  wall  of  the  chamber  opposite  to 
the  oil-inlet  for  supporting  the  valve  within  the  cage. 

Hie  testimony  clearly  shows,  and  it  is  not  disputed,  that  Sensenich 
conceived  the  invention  in  May,  1908,  and  reduced  the  same  to  prac- 
tice by  manufacturing  and  selUng  wheels  embodying  the  invention  in 
issue  in  June  or  July,  1908. 

Phillips  alleges  in  his  preliminary  statement  that  he  conceived  the 
invention  in  issue  and  disclosed  it  to  others  in  the  year  1898 — 

tliat  on  or  about  the  first  day  of  February,  1896,  he  first  made  a  model  showing 
aid  invention;  that  he  first  embodied  his  invention  in  a  fuU-siaed  car-wheel 
whldi  was  completed  on  or  about  the  first  day  of  January,  1906 — 

and  that  said  car- wheel  was  successfully  operated  on  the  24th  day  of 
January,  1905. 

Phillips  has  offered  in  evidence  a  valve-cage,  Phillips's  ^  Exhibit 
1,"  which  he  says  he  made  prior  to  the  year  1895,  (Qs.  9-10,)  and 
J.  M.  Phillips,  a  brother  of  the  appellant,  testifies  that  he  first  saw 
this  device  early  in  1895.  It  is  contended  by  Phillips  that  this  device 
constitutes  a  reduction  to  practice  of  the  invention,  as  stated  in  count 
1  of  the  issue.  Phillips  admittedly  had  no  conception  of  the  specific 
construction  set  forth  in  counts  2,  8,  and  4  until  November,  1904, 
which  is  subsequent  of  Sensenich's  established  date  of  reduction  to 
practice. 

It  is  well  settled  that  a  party  to  an  interference  is  bound  by  the 
allegations  of  his  preliminary  statement     {Lovnie  v.  Tatdor  md 
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Taylor,  C.  D.,  1906,  718;  128  O.  G-,  1665;  FawUr  v.  Bayee,  C.  D., 
1906,  669;  122  O.  Q.,  1726;  Hammond  v.  Bosch,  C.  D.,  1905,  616;  116 
O.  Q.,  804;  Cross  v.  PhUUps,  C.  D.,  1899,  842;  87  O.  G.,  1899.)  If, 
therefore,  it  could  be  conceded  that  Phillips's  Exhibit  1  embodied  the 
invention  set  forth  in  count  1,  it  is  proof  only  of  conception  of  that 
invention  in  1895,  and  he  is  entitled  to  no  earlier  date  of  reduction  to 
practice  than  that  alleged  in  his  preliminary  statement — January, 
1906 — ^which  is  subsequent  to  Sensenich's  filing  date.  There  is  no 
showing  of  diligence  coupling  this  alleged  concept:ion  with  a  subse- 
quent reduction  to  practice,  and  Phillips  cannot  therefore  in  any 
event  prevail  as  to  priority  of  invention. 

The  lower  tribunals  have  held  that  Phillips's  Exhibit  1  does  not 
embody  the  invention  in  issue.  The  cage  of  this  exhibit  comprises 
a  cylindrical  barrel  having  four  elliptical  openings  through  which 
the  oil  may  pass  to  the  oil-chamber  of  the  wheel.  The  form  of  valve- 
cage  specified  in  count  1  is  limited  to  one  ''  having  slitted  or  prong- 
like  sides."  Phillips  contends  that  the  terms  ^^  slitted  "  and  ^^  prong- 
like "  are  alternative  and  that  the  former  is  broad  enough  to — 

include  a  cage  having  closed  slits  as  distinguished  from  any  limited  definition 
sought  to  be  placed  on  the  term  "  slitted  "  used  in  count  1  to  indicate  that  the 
openings  are  necessarily  extended  tlirough  the  end  of  the  cage. 

It  is  a  well-settled  practice  of  the  Office  not  to  permit  an  applicant 
to  make  alternative  claims.  Where,  however,  an  applicant  employs 
two  terms  to  designate  a  particular  element,  both  of  which  terms 
describe  the  element  correctly,  the  claim  has  been  held  to  be  unob- 
jectionable, since  the  applicant's  alternativeness  is  of  language  rather 
than  of  structure.  {Ex  parte  Holder,  C.  D.,  1903,  442;  107  O.  G., 
888.)  The  terms  "slitted  "  or  " prong-like"  as  read  in  the  light  of 
the  disclosures  of  the  interfering  applications  define  the  same  thing 
and  refer  to  openings  in  the  walls  of  the  cage  which  extend  through 
the  end  of  the  cage,  and  neither  term  is  therefore  applicable  to  the 
construction  of  Exhibit  1.  In  view  of  these  facts  it  is  held  that 
Exhibit  1  does  not  constitute  evidence  of  conception  of  the  invention 
in  issue.  No  other  testimony  is  presented  to  show  that  Phillips  was 
in  possession  of  the  invention  stated  in  any  of  the  counts  of  the 
issue  prior  to  Sensenich's  date  of  reduction  to  practice.  Phillips  can- 
not therefore  prevail,  even  if  the  testimony  concerning  Exhibit  1 
should  be  accepted. 

It  is  urged  in  behalf  of  Phillips  that  the  original  claims  of  Sensen- 
ich's  application  were  generic  and  covered  a  structure  not  limited  to 
the  specific  features  in  controversy,  that  the  specific  invention  in 
issue  was  not  covered  by  the  original  oath,  and  that  in  the  absence 
of  a  supplemental  oath  the  claims  in  issue  were  not  admissible  at 
the  time  they  were  presented  and  are  not  now  patentable  to  Sen- 
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senicfa.  This  conteDtion  is  without  force.  The  subject-matter  in 
issue  was  clearly  disclosed  in  Sensoiich's  original  application.  The 
question  whether  or  not  a  supplemental  oath  should  be  required 
has  been  uniformly  held  by  this  Office  to  be  an  e^o  forie  matter  up(m 
which  the  proper  determination  of  priority  is  not  dependent.  (Auer- 
hach  and  OvMng  y.  Wuwell,  C.  D.,  1904, 7 ;  108  O.  G.,  289 ;  Silverman 
y.  Hendricksan,  C.  D.,  1902,  123;  99  O.  O.,  445;  Kane  y.  BriU  and 
Adams,  C.  D.,  1898, 146;  84  O.  O.,  1142;  Rennyson  y.  Merrittj  C.  D., 
1892,  54;  58  O.  G.,  1416.)  . 

Phillips  also  urged  at  the  hearing  that  the  claims  in  issue  are  not 
patentable  in  yiew  of  certain  references.  The  record  shows  that  these 
references  were  considered  by  the  Primary  Examiner  upon  a  motion 
for  dissolution  brought  by  Phillips  upon  this  ground. 

The  Ezaminers-in-Ohief  in  their  decision  upon  the  question  of 
priority  denied  Phillips'  request  to  make  a  reconmiendaticm  that  the 
claims  in  issue  are  not  patentable.  I  do  not  find  in  the  arguments 
adyanced  by  Phillips  any  reason  which  would  warrant  the  exercise 
of  the  superyisory  authority  of  the  Commissioner  in  the  further  con- 
sideration of  this  question. 

The  decision  of  the  Ewamtner-inrChief  is  affirmed. 


Matticb  v.  Lanowortht. 
patent  iktehfebence. 
Decided  Decemlfer  20, 1907. 

182  o.  G.,  era 

1.  IimsrEBENCB— Motions  Uhdsb  Rule  109 — VuAonoE, 

Wbere  a  motion  to  amend  under  Rule  109  by  the  addition  of  two  claims 
was  transmitted,  the  Primary  Examiner  properly  refused  to  consider  two 
other  claims  presented  for  the  first  time  at  the  hearing  of  the  motion. 

2.  Sams — Samb— Delat  ibt   Bbinoibto. 

A  motion  to  amend  under  Rule  100  brought  after  the  thirty  days  allowed 
by  the  rules  and  accompanied  by  no  excuse  for  the  delay  is  entitled  to  no 
oonaideratlon  and  should  not  be  transmitted. 

Oh  PKrrnoN. 

MANOLB. 

Messrs.  Ward  dk  Camion  and  Messrs.  Meyers,  Ouskman  db  Rea  for 
Mattice. 
Messrs.  Arthur  C.  Fraser  dk  Usina  for  Langworthy. 

MooKB,  Commissioner: 

This  case  is  before  me  on  a  petition  by  Langworthy  that  the  Pri- 
mary Examiner  be  directed  to  enter  and  consider  certain  claims 
which  were  presented  in  connection  with  his  brief  at  the  hearing  of  a 
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motioii  to  amend  under  Bule  109  and  also  upon  an  appeal  by  Lang- 
worthy  from  the  decision  of  the  Examiner  of  Interferences  refusing 
to  transmit  a  second  motion,  to  amend  under  Bule  109. 

The  record  shows  that  the  preliminary  statements  were  approved 
July  6,  1907;  that  on  August  7  Langworthy  presented  a  motion  to 
transmit  a  motion  to  amend  his  application  by  the  insertion  of  two 
claims,  numbered  6  and  7.  On  August  14  the  motion  was  transmitted 
to  the  Primary  Examiner.  At  the  hearing  upon  this  motion,  which 
was  had  September  26,  Langworthy  presented  two  additional  claims, 
numbered  8  and  9,  which  the  Examiner  refused  to  consider.  Lang- 
worthy contends  that  these  claims  should  be  entered  and  considered 
in  order  that  he  may  present  before  the  Office  the  broadest  claims 
which  may  be  had  to  cover  the  invention  common  to  the  interfering 
applications. 

It  appears  from  the  brief  filed  in  connection  with  claims  8  and  9 
that  the  reason  for  the  presentation  of  these  claims  was  that — 

If  the  Examiner  Is  of  the  opinion  that  claims  6  and  7  do  not  distinguish  the 
invention  with  sufficient  clearness  he  is  asked  to  admit  claims  8  and  9.  If  the 
Examiner,  however,  agrees  with  us  that  claims  6  and  7  abundantly  avoid  the 
prior  art  he  is  asked  to  admit  all  of  the  four  claims. 

Present  Kulel09  was  promulgated  in  view  of  the  decisions  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Blackford  v.  Wilder 
(C.  D.,  1907, 491 ;  127  O.  G.,  1266)  and  Horine  v.  Wende,  (C.  D.,  1907, 
616 ;  129  O.  G.,  2868,)  in  which  the  court  refused  to  consider  a  second 
interference  for  the  purpose  of  permitting  applicants  to  present 
daims  cofering  all  Uie  patentable  subject-matter  common  to  the 
interfering  applications.  It  is  not  intended  by  this  practice  to  per- 
mit a  party  to  present  claims  and  if  they  are  not  acceptable  to  amend 
them,  and  thus  enter  upon  a  regular  prosecution  of  his  case  before  the 
Examiner,  nor  is  it  intended  to  permit  an  applicant  to  present  his 
proposed  claims  in  a  piecemeal  manner. 

The  thirty  days  allowed  by  Rule  109  for  applicants  to  make  mo- 
tions is  ordinarily  ample  time  for  applicants  to  present  claims  which 
satisfactorily  cover  the  interfering  subject-matter,  and  claims  pre- 
sented after  the  expiration  of  this  time  without  excuse  for  the  delay 
are  entitled  to  no  consideration.  The  decision  of  the  Examiner 
refusing  to  consider  these  claims  was  right,  and  the  petition  is  denied. 

Ijangworthy's  motion  to  transmit  his  second  motion  to  amend  was 
filed  November. 27,  1907,  and  was  denied  by  the  Examiner  of  Inter- 
ferences upon  the  ground  that  no  sufficient  excuse  for  the  delay  was 
presented.  I  agree  with  the  Examiner  of  Interferences  that  no  suffi- 
cient reasons  have  been  given  to  excuse  the  delay  in  presenting  this 
motion  of  over  five  months  from  the  date  upon  which  the  preliminary 
statements  were  approved. 

The  decision  of  the  Examiner  of  hiterferencee  is  affirmed.  , 
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Ex  PABTB  E.  WsBTHmODR  A  OOL 
APFUGATION  FOR  RBGI8TRATION  OF  TBADB-MABK* 

Decided  January  10^  1908. 
182  O.  G^  e79. 


Teai>»-Mamm— Appoihtmibwt  op  Rspbeskntativb  IK  Uhitb)  States. 

The  appointment  of  a  represeDtattye  in  the  United  States  required  bj 
Mction  3  of  the  Trade-Marlc  Act  of  1905  mnet  be  made  hj  the  applicant  for 
registration.  Authority  to  appoint  such  repreientati?e  maj  not  be  dele- 
gated to  an  attorney. 

On  Petition. 

TKADE-MABK  FOB  PKBTUMEBT,  COMFLEZIOH  POWPEB  ARD  TIIITB* 

Mr.  Henry  P.  Blair  for  the  applicant 

MooBB,  Commiseianer: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Ttade-Marks 
requiring  that  an  appointment  of  a  representative,  as  required  by  sec- 
tion 3  of  the  Trade-Mark  Act  of  1905,  be  made  of  record  in  this  case. 

It  appears  that  the  papers  as  originally  filed  included  a  paper  pur- 
porting to  be  an  appointment  of  a  representative;  but  the  paper  was 
in  blank,  the  name  of  the  representative  not  having  been  filled  in. 
On  October  4, 1907,  an  amendment  was  presented  directing  that  the 
name  of  William  S.  Hodges,  902  F  street  northwest,  Washington, 
D.  C,  be  inserted  in  the  blank  space  in  this  paper.  The  Examiner 
refused  to  enter  the  amendment  on  the  ground  that  section  3  required 
that  the  representative  be  appointed  by  the  applicant  and  not  by  the 
attorney. 

Tills  refusal  is  believed  to  have  been  proper.  Section  8  of  the 
Trade-Mark  Act  requires  that  the  applicant  designate  the  representa- 
tive. The  formal  power  of  attorney  gives  the  attorney  no  right  to 
designate  such  a  representative.  Nor  can  the  appointment  in  blank 
whidi  was  filed  with  the  papers  be  considered  as  delegating  the  right 
lo  select  a  representative  for  tde  applicant  to  the  attorney. 

The  petition  U  denied.  / 


Brown  v.  Gakmeter. 

patent  interferbncr. 

Bedded  January  18,  190S. 

182  O.  O.,  679. 

IHTKarEEBIICg— APFEAL  OBT  PRIOBCTV— SUPEBVISOBT  AtJTHOBITT  OP  OOMMISSIORBB. 

A  petition  to  dismiss  an  appeal  from  a  decision  of  tlie  Examiner  of  Inter- 
ferences on  priority  rendered  on  the  record  will  not  be  considered  by  tlie 
Commissioner  in  tlie  exercise  of  his  supervisory  authority  since  petitioner 
iHM  adequate  remedies  prorided  by  tlie  rulesL 
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On  Petition. 

nUBTTIira-MAOHIlfB. 

Mr.  William  H.  Babcock  for  Brown. 
Messrs.  Bates^  Fonts  <6  HuU  for  Gammeter. 

MooBE,  Oommissioner: 

This  is  a  petition  that  the  Examiners-in-CSiief  be  instructed  to  dis- 
miss the  appeal  of  Brown  from  the  record  judgment  of  the  Examiner 
of  Interferences,  holding  that  since  the  allegation  of  conception  in 
Brown's  preliminary  statement  failed  to  overcome  the  filing  date  of 
Gammeter's  application  Ganmieter  was  the  prior  inventor  of  the 
subject-matter  in  issue. 

It  is  urged  on  behalf  of  this  petition  that  inasmuch  as  there  can 
be  no  dispute  as  to  the  date  of  Gammeter's  application  and  the  date 
of  conception  alleged  in  Brown's  preliminary  statement  no  grounds 
exist  for  such  appeal;  that  Brown  is  not  entitled  to  urge  that  Gam- 
meter  has  no  right  to  make  the  claims  in  issue  or  that  the  issue  is 
unpatentable,  which  are  the  grounds  set  forth  in  his  reasons  for 
appeal  to  the  Examiners-in-Chief . 

The  present  appeal  purports  to  be  taken  under  section  4909  of  the 
Revised  Statutes  from  the  final  decision  of  the  Examiner  of  Inter- 
ferences upon  the  question  of  priority  of  invention.  Whether  the 
reasons  assigned  in  behalf  of  ihis  appeal  are  sufficient  to  confer  juris- 
diction upon  the  Examiners-in-Cfaief  is  a  question  which  should  be 
presented  before  that  tribunal  in  the  first  instance. 

It  is  well  settled  that  the  supervisory  authority  of  the  Commis- 
sioner will  be  exercised  only  to  correct  a  manifest  error  upon  the 
part  of  a  lower  tribunal  or  in  cases  where  there  is  no  adequate  remedy 
provided  by  the  rules.  Inasmuch  as  the  applicant  has  presented  no 
motion  before  the  Examiners-in-Chief  to  dismiss  the  appeal  pending 
before  them,  and  since  appeal  lies  to  the  Oommissioner  from  the  deci- 
sion of  the  Examiners-in-Ohief  if  the  case  is  decided  by  them,  there 
is  clearly  no  reason  for  invoking  the  supervisory  authority  of  the 
Oommissioner  at  this  time. 

The  petition  is  dismissed. 


Larkin  Oomfant  V.  Pacifio  Ooast  Borax  Oomfant. 

TRADE-MARK  INTERFERENCE. 

Bedded  July  2S,  1907. 

182  O.  G.,  e79. 

1.  Tbade-Mabks — Intibfebknce  ih  Fact. 

An  interf er^ce  in  tSLCt  exists  between  the  words  "  Boraxine  "  and  **  Bo- 
raxald."  since  they  look  alike  and  sound  •Mka.3,g,,edbyGoOgIe 
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%  8au»— MonoH  TO  Dibsoltb-— PiAonoB 

QnestlonB  cannot  be  nrged  on  aiq;>eal  which  hare  not  been  raised  In  the 
motion  and  paased  on  below  except  under  dcciunatanoee  which  wonld  war- 
imnt  soperrlaory  action  being  taken. 

Appeal  on  Mottok. 

TBinn-MABK  nm  soap  fo^ 


Mes9r$.  Ma$af^  FeMoieh  <6^Laiorenee  for  LaiHkin  CcnniMmy. 
Mr.  E.  O.  Siggers  for  Pacific  Coast  Borax  Company. 

BiLUKOs,  Asiktant  Oommisrianer: 

This  is  an  appeal  by  the  Padfic  Coast  Borax  Company  from  the 
decision  of  the  Examiner  of  Trade-Murks  refusing  to  dissolve  the 
above-entitled  interference.  The  motion  for  dissoluticm  alleged  that 
no  interference  in  fact  exists. 

The  issae  of  the  interference  is  as  follows: 

Tlie  word  "  Boraxlne  **  or  the  word  "  Boiazald  "  for  soap  powder. 

Tliere  can  be  no  question  but  that  the  goods  to  which  the  marks  are 
applied  are  substantially  of  the  same  descriptive  properties.  The 
interference  was  declared  under  the  provisions  of  section  7  of  the  act 
of  February  20,  1905,  which  provides  that  whenever  an  application 
is  made  for  the  registration  of  a  trade-mark  which  so  nearly  resem- 
bles a  trade-mark  used  and  owned  by  another  as  to  be  likely  to  be  mis- 
taken therefor  by  the  public  the  Commissioner  may  declare  an  inter- 
ference as  to  sudi  trade-marks.  On  consideration  of  the  two  words 
it  is  held  that  the  Examiner  was  right  in  holding  that  there  was  a 
dear  interference  in  fact,  for  the  reason  that  the  words  look  alike  and 
sound  alike.  His  ruling  is  in  accordance  with  that  of  the  Commis- 
sioner in  ex  parte  The  Dr.  Parker  Medicine  Company^  (C.  D.,  1908, 
(78;  106  O.  O.,  1779.)  Appellant  contends,  furOier,  that  the  word 
"  Boraxine  "  is  descriptive.  It  is  noted,  however,  that  this  question 
was  not  raised  upon  the  motion.  The  practice  is  dear  as  to  this  point 
Questions  cannot  be  urged  on  appeal  which  have  not  been  raised  in  the 
motion  and  passed  on  below.  This  practice  is  well  settled  in  regard 
to  patent  interferoices,  and  Trade-Mark  Bule  46  states  that  the  prac- 
tice in  trade-mark  interferences  will  follow  as  nearly  as  practicable 
the  practice  in  interferences  between  applications  for  patents.  The 
word  ^  Boraxine  ^  is  not  so  descriptive  as  to  warrant  supervisory 
action  being  taken. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afirmed. 
09Q2(H-H.I>OCl349,e0-2 8 
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Bhodes  V.  Bjelodeb. 

PATENT  INTERFEBENCB. 

Decided  December  16,  1907, 

132  O.  O^  680. 

iHTJCttiTEiiEWCB—TKBTiMOBrT— Suppression. 

Testimony  should  not  be  suppressed  <m  account  of  the  ftiilnre  of  a  wit- 
ness to  read  his  deposition  before  signing  the  same  where  it  does  not 
appear  that  such  notice  was  gir^  to  tLe  opposite  party,  as  is  required  by 
Bule  168. 

Appeal  on  Motion. 

nSTON-BOD  PAOKIKG. 

Mr.  John  M.  Spellman  and  JHfeasrs.  Bacon  <6  MUans  for  H.  P. 
Bhodes. 
Mr.  Fred  0.  DeUerich  for  J.  M.  Rhodes. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  John  M.  Bhodes  from  the  decision  of  the  Ex- 
aminer of  Interferences  granting  the  motion  of  Hampton  P.  Bhodes 
to  strike  out  the  depositicn  of  W.  D.  Jewell  oflFered  on  behalf  of  John 
M.  Bhodes.  The  ground  on  which  this  motion  was  brought  was  that 
the  requirements  of  section  3  of  Bule  154  were  not  complied  with 
when  Jewell's  deposition  was  taken,  the  specific  requirement  to  which 
reference  was  made  being  as  follows : 

The  officer  shall  annex  to  the  deposition  his  certificate  showing  •  •  • 
(5)  the  reading  by,  or  to,  each  witness  of  his  deposition  before  he  signs  the 
same. 

The  notary ^s  certificate  contained  the  following  statement: 

That  the  witness,  after  consultation  with  J.  M.  Rhodes'  counsel,  waived  the 
reading  of  his  deposition  before  signing  the  same. 

Affidavits  were  filed  in  support  of  the  motion,  and  affidavits  were 
also  filed  on  behalf  of  J.  M.  Bhodes.  These  affidavits  set  forth  affi- 
ants' versions  as  to  what  occurred  at  the  time  of  closing  Jewell's 
deposition  and  whether  or  not  counsel  for  H.  P.  Bhodes  consented  to 
Jewell's  waiving  the  reading  of  his  deposition. 

The  Examiner  of  Interferences  held  that  these  affidavits  were  so 
contradictory  that  it  could  not  be  presumed  from  them  that  there 
was  a  verbal  agreement  that  the  reading  of  the  deposition  be  waived, 
no  stipulation  to  this  effect  being  on  record.  He  therefore  granted 
the  motion,  because  the  certificate  of  the  notary  showed  that  the  re- 
quirements of  the  rules  had  not  been  complied  with,  citing  Rolfe  v. 
Taylor,  (C.  D.,  1904,  888;  111  O.  G.,  1938.) 

It  appears  from  the  affidavits  filed  that  counsel  for  Hampton  P. 
Bhodes  was  present  when  Jewell's  deposition  was  closed  and  when  it 

Jigitized  by  >^ 


DBCI8I0KB  07  THB  OOMIOBSIONEB  OF  PATENTS.  23 

was  signed;  but  tlie  record  does  not  show  that  notice  was  gi^n  that 
he  objected  to  Jewell's  not  reading  his  deposition  and  that  a  motion 
would  be  made  to  suppress  the  testimony  on  that  ground.  The  mo- 
tion to  strike  out  was  not  brought  until  a  month  after  the  testimony 
was  filed  in  the  Office.  Bule  159  provides  that  notice  will  not  be  taken 
of  merely  formal  or  technical  objections  which  do  not  appear  to  have 
wrought  a  substantial  injury  to  the  party  raising  them,  and,  fiuUier, 
that  in  case  of  such  injury  it  must  be  made  to  appear  that  as  soon 
as  the  party  became  aware  of  the  ground  of  objection  he  gave  notice 
thereof  to  the  Office  and  also  to  the  opposing  party,  informing  him 
that  unless  it  be  removed  he  would  urge  the  objection  at  the  hearing. 

As  stated  above,  no  notice  whatever  appears  to  have  been  given 
either  to  the  Office  or  to  the  opposing  party.  For  this  reason  it  is 
believed  that  the  deposition  should  not  have  been  suppressed. 

TAe  decision  of  the  Examiner  of  Interferences  is  reversed. 


GbeknEi  Tweed  ft  Co.  v.  Makufactusers'  Bee;t  Hook  Co. 

OPPOSITION. 

Decided  December  £4,  1907* 
182  O.  O.,  680. 

TIAIIE-ICaBKS— INTBBFKBENCB— MonOir     TO     SUFPBBBS     ShnDENOX—APPEAL     NOT 

Entebtainkd  BiaroiB  Final  Heauno. 
Where  upon  motion  to  sappress  evideace  on  the  ground  that  it  is  irrelevant 
tiie  Bzaminer  of  Interferences  postpones  consideration  of  the  question  until 
final  hearing,  his  decision  wiU  not  be  reviewed  and  reversed  upon  appeal 
prior  to  final  hearing  except  in  a  clear  case  of  abuse  of  discretion.  (Royoe 
V.  KempMhaU,  C.  D^  1906,  461 ;  110  O.  G.,  838.) 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK  lt)B  BELT-FASTEN  BBS. 

Mr.  Arthur  E.  Parsons  and  Mr.  John  M.  Coit  for  Greene,  Tweed 
&  Co. 

Messrs.  Dyrenforth^  Lee^  Chritton  ds  Wiles  and  Messrs.  Dudley^ 
Browne  dk  Phelps  for  Manufacturers'  Belt  Hook  Co. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Greene,  Tweed  &  Company  from  the  decision 
of  the  Examiner  of  Interferences  denying  their  motion  to  expunge 
from  the  record  certain  exhibits  filed  by  the  Manufacturers'  Belt 
HcA  Company.  ^         . 
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A  previous  motion  to  expunge  these  exhibits  was  dismissed  by  the 
Examiner  of  Interfer^ioes  on  July  20, 1907,  on  the  ground  that  the 
question  raised  could  best  be  considered  and  disposed  of  in  the  con- 
sideration of  the  case  upon  final  hearing. 

It  subsequently  developed,  however,  at  the  final  hearing  that  the 
said  exhibits  had  not  been  filed,  and  a  motion  by  the  Manufacturers' 
Belt  Hook  Company  for  leave  to  file  them  and  for  a  postponement 
of  the  final  hearing  was  granted  upon  appeal  upon  said  company's 
furnishing  proof  that  it  had  paid  to  Greene,  Tweed  A  Company 
their  reasonable  costs  occasioned  by  the  delay  of  the  Manufacturers' 
Belt  Hook  Company  to  file  its  testimony  within  the  time  set. 

Upon  admission  of  said  exhibits  as  stated  above  Greene,  Tweed  & 
Company  renewed  their  motion  to  expunge  them  from  Uie  record. 
In  denying  this  motion  it  appears  that  the  relevancy  of  these  ex- 
hibits was  not  determined  by  the  Examiner  of  Interferences,  for  he 
says  that  whether  they  are  entitled  to  any  weight  ^  will  be  determined 
at  the  final  hearing,"  and  concludes  his  decision  with  the  statement : 
^^  Without  in  any  manner  approving  the  evidence  objected  to  it  is 
decided  that  the  same  shall  not  be  struck  out  at  this  time." 

The  appeal  therefore  appears  to  properly  raise  merely  the  ques- 
tion of  whether  the  Examiner  of  Interferences  was  justified  in  hold- 
ing that  the  evidence  objected  to  should  not  be  struck  out  at  the 
present  time  and  in  postponing  consideration  of  the  question  of  the 
relevancy  of  the  evidence  until  final  hearing.  In  Royce  v.  KempshaU 
(C.  D.,  1905, 461 ;  119  O.  G.,  888)  it  was  held  that  this  matter  will  not 
be  reviewed  and  reversed  upon  appeal  prior  to  final  hearing  except 
in  a  clear  case  of  abuse  of  discretion.  I  find  no  such  dear  abuse  of 
discretion  on  the  part  of  the  Examiner  of  Interferences  in  this  case. 

In  his  decision  on  the  present  motion  the  Examiner  of  Interfer- 
ences set  no  limit  of  appeal.  In  the  case  of  Deitsch  Brothers  v. 
Loonen  (C.  D.,  1907, 413;  181  O.  G.,  2146)  it  was  stated: 

It  is  bellered  that  it  wUl  be  in  tbe  interest  of  good  practice  and  will  work  no 
hardflbip  to  the  parties  if  hereafter  no  appeal  be  allowed  from  a  decision  of  the 
Examiner  of  Interferences  denying  a  motion  to  suppress  testimony  or  a  motion 
to  require  the  other  party  to  print  exhibits  prior  to  the  appeal  from  his  decision 
on  priority  rendered  after  final  hearing.  The  question  of  the  correctness  of  his 
decision  on  the  motion  can  of  course  be  raised  on  such  appeal. 

Although  this  appeal  was  taken  prior  to  the  date  of  said  decision, 
the  reasons  which  prompted  the  practice  set  forth  therein  are  ap- 
plicable to  the  present  case  and  afford  an  additional  ground  why  the 
decision  of  the  Examiner  of  Interferences  should  not  be  disturbed* 

Tf^  decision  of  the  Examiner  of  Interfereneee  is  affirmed. 
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Hamm  v.  Black. 

patent  interfebencb. 

Decided  June  19,  1007. 

182  O.  O.,  84U 


1.  IiUBRBBHOB— Pbiobitt— Lack  of  Diligence. 

Brldenoe  held  to  show  tbat  B.,  wbile  the  first  to  conceive  the  Inyentiou 
In  lasne,  was  the  last  to  reduce  to  practice  and  was  not  exercising  diligence 
at  the  time  H.  entered  the  field  and  subsequently  thereto  and  priority  prop- 
erly awarded  to  H. 

2.  Samb— Same — Same— Work  oh  otheb  Intbrtions. 

Where  an  inventor  has  a  conception  of  a  device  which  can  be  put  to 
practical  use  upon  devices  existing  in  the  art«  delay  in  reducing  the  in- 
vention to*  practice  for  the  purpose  of  perfecting  other  inventions  to  be 
used  in  connection  therewith  cannot  be  considered  as  an  exercise  of  due 
diligence  where  another  has  In  the  meantime  entered  the  field  and  reduced 
the  invention  to  practice. 
8.  8a»— Same— InvEimoif  bt  Thud  Pabtt. 

The  question  whether  a  third  party  not  involved  in  an  interference  is 
the  real  inventor  of  the  subject-matter  in  issue  is  not  pertinent  to  the  ques- 
tion of  priority  of  invention. 

Appeal  from  Examiners-in-Chiel 

fllON AL  LAMP  OB  LAKTEBB  GLASS  HOLDBI. 

Mr.  Louia  K.  Oillson  for  Hamin. 
Mr.  Harold  SerreU  for  Black. 

MooBB,  Assistant  Commissioner: 

This  is  an  appeal  by  Black  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Hamm  on  the  following  issue : 

1.  In  a  signal-lantern,  an  apertured  frame-arm  for  a  color-glass  having  an 
angular  rim  extending  around  the  major  portion  of  the  periphery  of  the  glass, 
a  finger  overturned  from  the  rim  at  one  side  and  a  pivoted  plate  at  the  opposite 
aide  with  an  offset  free  end  to  pass  over  the  edge  of  the  glass. 

Z  In  a  signaMantem,  an  apertured  frame-arm  for  a  color-glass  having  an 
augDlar  rim  extending  around  the  major  portion  of  the  periphery  of  the  glass, 
a  finger  overturned  from  the  rim  at  one  side,  a  pivoted  plate  at  the  opposite 
aldt  with  an  offset  free  end  to  pass  over  the  edge  of  the  glass,  and  means  for 
holding  the  said  pivoted  plate  in  place  free  from  accidental  displacement  by 
vibratlofi. 

S.  In  a  SignaMantem,  an  apertured  ftume-arm  for  a  color-glass  having  an 
angular  rim  extending  areund  the  major  portion  of  the  periphery  of  the  glass, 
a  finger  overturned  from  the  rim  at  one  side,  a  pivoted  plate  at  the  opposite 
aide  with  an  offset  free  end  to  pass  over  the  edge  of  the  glass,  the  frame-arm 
being  provided  with  a  recess  and  the  pivoted  plate  with  an  interloping  pro- 
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jectlcm  for  holding  said  pivoted  plate  In  an  Initial  position  of  lue  free  from 
accidental  displacement  by  vibration. 

4.  In  a  signaMantem,  an  apertnred  frame-arm,  composed  of  an  apertured 
sheet-metal  part  and  a  plate  connected  thereto  by  rivets,  a  rim  formed  on  the 
sheet-metal  part  bounding  the  major  portion  of  the  aperture  therein  and  Into 
which  rim  the  color-glass  Is  adapted  to  be  received  and  fit,  a  fing^  overturned 
from  the  rim  at  one  side  and  a  pivoted  plate  with  an  offset  free  end  to  extend 
over  the  opposite  edge  of  the  color-glass,  secured  to  the  plate  portion  of  the 
frame-arm  and  adapted  to  be  turned  toward  the  glass  to  hold  the  same,  or 
away  from  the  glass  to  release  the  same. 

The  invention  in  issue  relates  to  improvements  in  means  for  re- 
movably holding  a  glass  in  an  adjustable  frame  of  a  signal-lamp  and 
consists  in  providing  a  flanged  sheet-metal  frame  of  the  desired  form 
with  a  finger  bent  over  from  the  flange  at  one  side  and  a  pivoted 
finger  having  an  offset  end  at  the  opposite  side  to  embrace  the  edge 
of  the  glass.  The  pivoted  finger  acts  as  a  turn-button  and  is  secured 
from  displacement  by  a  projection  which  interlocks  with  a  depression 
in  the  frame. 

The  Ezaminers-in-Chief  and  the  Examiner  of  Interferences  con- 
curred in  finding  that  although  Black  was  first  to  conceive  he  was 
lacking  in  diligence  at  the  time  Hamm  entered  the  field  and  reduced 
the  invention  to  practice,  and  accordingly  awarded  priority  of  inven- 
tion to  Hamm. 

Black  is  a  patentee,  and  in  view  of  the  fact  that  Hamm's  applica- 
tion was  not  filed  until  after  he  became  aware  of  the  existence  of 
Black's  patent  (Hamm,  X-Q.  62)  the  burden  is  heavily  upon  him  to 
establish  priority  of  invention  beyond  a  reasonable  doubt 

The  testimony  in  behalf  of  Black  clearly  shows,  and  it  is  not  seri- 
ously disputed,  that  Black  conceived  the  invention  in  issue  as  early 
as  January,  1903,  and  that  he  reduced  the  invention  to  practice  by 
constructing  a  full-sized  lamp — Black's  Exhibit  No.  2 — ^in  June,  1904. 

Hamm  alleges  in  his  preliminary  statement  that  he  conceived  the 
invention  on  or  about  March  30, 1904,  and  reduced  the  same  to  prac- 
tice on  or  about  April  14,  1904.  He  offers  in  evidence  a  full-sized 
lamp,  ^^  Hamm's  Exhibit  Tail  Lamp,"  which  he  says  is  one  of  a  pair 
which  was  completed  April  14,  1904.  This  lamp  clearly  embodies 
the  invention  and  constitutes  a  reduction  to  practice  thereof. 

It  is  contended  in  behalf  of  Black  that  the  testimony  offered  by 
Hamm  is  insufficient  to  establish  conception  or  reduction  to  practice 
by  him  at  the  date  alleged. 

Hamm,  who  is  in  the  employ  of  The  Adams  &  Westlake  Company, 
testifies  that  the  order  for  the  construction  of  the  pair  of  lamps,  one  of 
which  is  Hamm's  Exhibit  Tail  Lamp  in  evidence,  was  entered  in  tiie 
order  books  of  that  company  on  March  28, 1904,  that  work  was  begun 
on  these  lamps  March  28,  and  the  lamps  completed  April  14,  1904. 
Thi^  ^op-order,  which  is  numbered  24,061  and  bears  the  date  of 
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Maidi  24, 1904,  is  offered  in  evidence.     (Hamm's  Exhibit  Shop  Or- 
der.)    It  calls  for  a — 

Pair  No.  88  Tall  Lamps  with  1-6''  green  to  engine  1-6"  green  to  side  1--6'' 
white  with  raby  ft  green  auto  slides  to  rear.  Lamps  to  have  No.  1  signal- 
burner  and  double  stationary  bracket  like  on  B/P  Neg.  696  with  handle  under 
bottom  of  lamp  Copper  Foants. 

Peterson,  the  foreman  of  The  Adams  &  Westlake  Company,  iden- 
tifies the  exhibit  lamp  as  one  which  was  made  under  this  order  by 
reason  of  the  fact  that  this  lamp  was  one  of  the  first  pair  made  by 
that  company  which  had  two  green  lenses  and  one  white  lens,  with 
an  aatomatic  device  for  changing  the  colors,  and  having  a  bradcet  of 
that  particular  form.  (Qs.  14,  15;  X-Q&  89-41.)  Peterson  offered 
in  evidence  certain  pay-roll  time-sheets  of  a  workman,  J.  G.  Mc- 
Gregor, (Exhibits,  Time  Sheet  A  and  B,)  covering  a  period  from 
March  28  to  April  28, 1901,  and  it  is  stipulated  by  opposing^  counsel 
that  if  the  time-keeper,  Brightspecker,  were  called  .as  a  witness  he 
would  testify  that  these  time-sheets  were  filled  by  him  at  the  time 
they  purport  to  be  dated  and  correctly  state  the  numbers  of  the  orders 
up<m  wUdi  McGregor  was  employed  during  the  period  covered  by 
them. 

These  time-sheets  show  that  work  was  done  upon  order  No.  24,061, 
above  referred  to,  during  a  period  from  March  28  to  April  13,  1904. 
McGregor,  who  is  called  as  a  witness,  testifies  that  he  made  Hamm's 
Exhibit  Engine  Tail  Lamp  in  the  spring  of  1904  under  Peterson's 
directi(m  and  that  but  one  pair  of  lamps  of  this  precise  character  was 
made,  although  he  continued  to  make  lamps  embodying  the  invention 
in  issue.  He  states  upon  cross-examination  that  his  memory  as  to  the 
time  he  made  these  lamps  was  refreshed  by  reference  to  the  time- 
sheets  brought  to  his  attention  by  Peterson.  This  pair  of  lamps  was 
placed  in  service  on  the  Pennsylvania  lines  west  of  Pittsburg  in  May, 
1904,  and  other  lamps  embodying  the  invention  in  issue  have  been 
made  continuously  to  the  present  time  by  The  Adams  &  Westlake 
Company. 

The  testimony  of  Peterson,  McGregor,  and  Hamm  that  the  exhibit 
lamp  and  its  mate  were  completed  April,  1904,  and  were  the  only 
lamps  of  this  precise  character  which  were  made,  their  identification 
of  t^i«  exhibit  lamp  with  that  called  for  by  the  shop-order,  and  the 
time-sheet  record  lowing  work  upon  lamps  corresponding  in  order 
number  to  the  shop-order  in  March  and  April,  1904,  are  believed  to 
conclusively  establish  the  construction  of  the  exhibit  lamp  in  April, 
1904,  and  the  testimony  of  Peterson  (Q.  26)  and  McGregor  (Qs. 
9-10)  that  the  swinging  frames  for  the  glass  are  the  same  as  when 
first  made  shows  that  it  constituted  a  reduction  to  practice  of  the  in- 
▼enticm  at  that  time.  ^         t 
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It  is  contended  by  Black  that  the  testimony  does  not  show  that 
Hamm  was  the  inventor  of  the  device  in  issue.  The  question  whether 
a  third  party  not  involved  in  an  interference  is  the  real  inventor  of 
the  subject-matter  in  issue  is  not  pertinent  to  the  question  of  priority 
of  invention.  {Faster  v.  AnHsdelj  C.  D.,  1899,  418;  88  O.  G.,  1527; 
GarreU  et  dl.  v.  Freeman^  C.  D.,  1908, 642 ;  108  O.  O.,  1688 ;  Prindle  v. 
Brown^  C.  D.,  1904,  680;  112  O.  O.,  957.)  In  this  case,  however, 
there  appears  to  be  no  reason  to  doubt  that  Hamm  was  the  inventor  of 
the  device  in  issue.  Hamm  avers  that  he  is  the  inventor,  and  Peter- 
son states,  (Q.  81 :) 

WeU,  I  beliere  it  (the  InTeDtlon)  was  Mr.  Hanun's,  I  tiilnk.  I  am  sure  of 
that 

It  having  been  established  that  Hamm  was  first  to  reduce  the  in- 
vention to  practice,  it  remains  to  be  seen  whether  Black  was  active  at 
the  time  Hamm  entered  the  field  and  thereafter  exercised  diligence  in 
reducing  the  invention  to  practice.  It  appears  that  in  January, 
1904,  Eklund,  under  Black's  instructions,  made  a  model,  which  is 
offered  in  evidence  as  Black's  Exhibit  1.  This  model  does  not  em- 
body the  ^  finger  overturned  from  t^he  rim  at  one  side,"  nor  the  ^  piv- 
oted plate  at  the  opposite  side  with  an  offset  free  end  to  pass  over  the 
edge  of  the  glass,"  called  for  by  the  issue.  A  perforated  plate  having 
an  offset  and  projecting  lug  corresponding  to  the  pivoted  plate  of  the 
issue  is  attached  to  the  frame  and,  according  to  the  testimony  of 
Black  and  Eklund,  has  been  so  attached  since  January,  1904,  for  &e 
purpose  of  illustrating  the  pivoted  catch  to  be  embodied  in  full-sized 
lanterns. 

It  appears  from  the  testimony  of  Black  and  Eklund  that  this  model 
was  made  to  demonstrate  a  mechanism  for  operating  the  colored 
glasses  from  the  outside  of  the  lamp,  and  that  when  Black  became 
satisfied  that  the  mechanism  for  shifting  the  colored  glasses  would 
operate  properly  he  ^^  told  the  experimenter  not  to  bother  with  this 
pivoted  plate  on  this  identical  model  until  he  had  the  lamp  completely 
made  and  then  put  the  pivot  on  the  frame-arm."  (Black,  Q.  29.) 
Eklund  testifies  to  the  same  effect.  (Q.  20.)  It  does  not  appear  from 
the  testimony  that  Black  made  any  further  effort  to  reduce  the  inven- 
tion in  issue  to  practice  until  a  lantern  which  is  offered  in  evidence  as 
Black's  Exhibit  No.  2  was  made.  This  lantern  was  begun  in  May  and 
completed  in  June,  1904.  (Black,  Qs.  30-^7,  X-Q.  54;  Eklund,  Qa 
21—28.) 

It  is  urged  that  Black's  delay  in  reducing  the  invention  in  issue  to 
practice  was  due  to  his  efforts  to  perfect  a  mechanism  for  operating 
the  frames  embodying  the  invention  in  issue.  In  view  of  Black's 
testimony  that  he  was  satisfied  with  the  mechanism  for  operating  the 
pivoced  frames  in  January,  1904,  this  contention  is  believed  to  be 
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without  foundation.  Furthermore,  the  invention  in  issue  is  inde- 
pendent of  the  mechanism  for  operating  the  frames  and  appears  to  be 
applicable  to  any  lantern  in  which  such  colored  glasses  are  used. 
Where  an  inventor  has  a  conception  of  a  device  which  could  be  put  to 
practical  use  at  any  time  upon  devices  existing  in  the  art,  dday  in 
reducing  the  invention  to  practice  for  the  purpose  of  perfecting  other 
inventions  to  be  used  in  connection  therewith  cannot  be  considered  as 
an  exercise  of  due  diligence  where  another  has  in  the  meantime  entered 
the  field  and  reduced  the  invention  to  practice.  {Lotterfumd  v.  Haiv- 
<on,  C.  D.,  1904, 647;  110  O.  G.,  861 ;  StapUtan  v.  Kinney ^  C.  D.,  1901, 
414;  96  O.  G.,  1482.) 

By  having  conclusively  established  reduction  to  practice  of  the 
invention  in  April,  1904,  during  the  period  of  Black's  inactivity, 
Hamm  has  sustained  the  burden  of  proof  resting  upon  him. 

The  decision  of  the  Examinera-in-Chief  awarding  priori^  of  inven- 
tion to  Hamm  is  affirmed. 


EbBSSOIA  t;.  DUBKIN. 
PATENT  INTEBFERENCE. 

Decided  August  1, 1907. 
182  O.  G.,  842. 

1  IHiUtfiaaircE — ^EvniBKCB— Oeal  Testimont. 

Wbere  wltnoasca  have  an  independent  recollection  of  events  and  the  dates 
of  tlieir  oceorrence,  the  records  of  which  are  accessible  to  opposing  counsel, 
it  Is  unnecessary  that  documentary  evidence  be  produced  as  a  means  of 
refreshing  their  recollection. 

2l  SAiofr— Sams — Same— RsDuonoN  to  PBAcncs. 

The  statement  of  witnesses  who  were  thoroughly  familiar  with  the  con- 
strocticm  of  a  device  that  it  operated  successfully  Held  sufficient  to  estab- 
lish a  successful  test  where  the  operation  of  the  device  is  easily  understood 
and  the  device  itself  is  in  evidence  and  found  to  satisfactorUy  perform  the 
intended  functions. 

&  8am»— Beductioh  to  PnAoncn— Orabactbb  or  Tests. 

Where  devices  of  the  kind  involved  were  weU  understood  and  the  only 
point  to  be  determined  by  the  test  was  whether  upon  the  operation  of  the 
oontroUer-liandle  the  dog  which  was  attached  thereto  would  move  in  the 
way  stated*  Beld  that  it  was  not  necessary  that  a  test  t>e  performed  under 
oonditkm  of  actual  service  in  order  to  establish  a  reduction  to  practicOi 

ApfSAij  from  Examiners-in-Chief. 

oohtbollbb. 

Meurs.  Jonee  db  Addington  and  Messrs.  Jones^  Addington  dh  Amee 
for  Ebersole. 
Mr.  Charles  N.  ButUr  for  Durkin.  Dig  t  zed  by  Google 
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MoosBy  OamnUmaTker: 

This  is  an  appeal  by  Ebersole^from  a  dedsion  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Durkin  on  the  following  issue: 

1.  A  controller  provided  with  a  dog  Jointed  to  permit  its  movement  in  two 
directions,  a  series  of  stops  for  engaging  said  dog,  and  a  rack  for  throwing  said 
dog  into  engagement  with  said  stopa 

2.  A  controller  provided  with  a  dog  jointed  to  permit  its  movement  in  two 
directions,  stops  for  engaging  said  dog,  and  serrations  for  throwing  said  dog 
against  said  stops,  the  construction  being  snch  that  the  dog  will  automatlcaUj 
disengage. 

3.  A  controller  provided  with  an  oscillating  dog  having  a  pivotal  action  In 
transverse  directions,  a  supporting  and  limiting  mechanism  for  said  dog,  and 
means  for  shifting  and  holding  said  dog. 

4.  A  controller  provided  with  a  revolving  supporting  and  limiting  device^  an 
oscillating  dog  having  a  universal-joint  connection  with  said  device  for  support- 
ing It  and  limiting  Its  action,  stops  for  engaging  said  dog,  and  serrations  for 
throwing  said  dog  against  said  stops,  said  dog  being  disengaged  from  said  stops 
automatically. 

The  invention  in  issue  relates  to  controller-regulators  which  are 
designed  to  prevent  an  operator  from  too  rapidly  cutting  out  the  re- 
sistance in  a  motor-circuit  and  comprises  a  handle  adapted  to  be 
mounted  on  the  controller-shaft  provided  with  a  compound  dog 
capable  of  movement  in  two  directions  arranged  to  cooperate  with  a 
rack  and  stops  fixed  to  the  controller-casing,  whereby  the  operator 
is-  obliged  to  turn  the  controller  slowly  step  by  step. 

Ebersole  does  not  claim  to  have  conceived  the  invention  prior  to 
the  first  part  of  February,  1904.  It  is  claimed  on  behalf  of  Durkin 
that  he  reduced  the  invention  to  practice  in  the  month  of  January, 
1904,  and  it  has  been  found  by  each  of  the  lower  tribunals  that  Durkin 
did  reduce  the  invention  to  practice  at  this  time  by  the  construction 
and  operation  of  a  device  which  is  known  in  the  record  as  "  Durkin's 
Exhibit  E."  In  the  view  which  I  take  of  the  case  this  is  the  only 
question  which  need  be  considered. 

Prioi;  to  the  conception  of  the  invention  in  controversy  Durkin 
devised  several  different  forms  of  mechanism  intended  to  accomplish 
the  function  of  the  device  in  issue.  The  present  device  differs  from 
the  prior  ones  and  from  prior  devices  of  this  character  principally  in 
the  form  of  the  pawl  or  dog  which  cooperates  with  the  fixed  rack 
and  stops.  Durkin«6tates  that  he  first  conceived  the  idea  about  De- 
cember, 1903 ;  that  work  was  begun  on  Exhibit  E  in  Eckersley's  shop 
during  the  first  part  of  January,  1904;  that  the  device  was  ccnnpleted 
and  in  its  present  condition  about  the  6th  or  7th  of  January,  and 
that  it  worked  all  right  at  that  time. 

The  workman  who  made  this  exhibit,  Wetzel,  states  that  he  worked 
on  it  in  the  ^  fore  part  of  January ''  and  that  it  was  completed  and 
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in  its  present  form  before  January  SO,  1901.  He  fixes  the  date  of  the 
completion  of  this  exhibit  as  being  inmiediately  after  the  holidays 
and  also  by  reference  to  a  conversation  with  applicant,  Durkin,  dur- 
ing which  Durkin  told  him  that  he  was  going  to  be  married  on  Janu- 
ary 20  and  gave  him  a  few  cigars. 

Eckersley,  in  whose  shop  this  Exhibit  E  was  made,  states  that  the 
exhibit  was  made  before  January  20,  1904,  and  that  it  worked  all 
right  This  witness  is  also  able  to  recall  the  date  as  being  just  before 
Durkin's  marriage. 

It  is  contended  by  counsel  for  Ebersole  that  since  Durkin  did  not 
testify  as  to  the  date  of  his  marriage  and  as  no  record  evidence  was 
produced  with  respect  to  this  event  the  bare  recollection  of  the  wit- 
nesses is  insufficient  to  establish  this  date ;  but  as  the  witnesses  seemed 
to  have  an  independent  recollection  of  the  events  in  question  and  the 
date  of  their  occurrence  it  was  unnecessary  to  produce  documentary 
evidence  as  a  means  of  refreshing  their  recollection.  They  testify 
positively  as  to  the  date,  their  testimony  is  uncontradicted  and  un- 
shaken by  cross-examination,  and  I  see  no  reason  for  disregarding 
it  or  concluding  that  they  were  mistaken,  especially  in  view  of  the 
fact  that  the  event  to  which  they  referred  as  a  means  for  fixing  the 
date  was  one  which  was  not  exdusively  within  their  knowledge,  but 
which  could  have  easily  been  disproved  by  counsel  for  Ebersole  had 
he  been  apprehensive  Uiat  they  were  mistaken. 

Counsel  for  Ebersole  points  out  certain  apparent  inconsistencies  in 
Durkin's  record,  presumably  with  the  purpose  to  show  that  the  testi- 
mony is  to  be  given  but  little  weight  It  is  pointed  out  that  although 
Durkin  states  that  he  did  not  "  get  the  idea  "  until  December,  1903,  he 
states  that  he  began  work  on  Exhibit  E  in  July,  1903 ;  but  the  part 
which  Durkin  states  he  made  in  July,  1903,  was  the  rack,  which, 
while  it  foi-nis  a  part  of  the  new  combination  set  forth  in  the  issue,  is, 
in  fact,  an  old  construction,  similar  to  those  used  by  the  applicant  in 
his  previous  inventions.  It  seems  clear  from  the  whole  record  that 
this  rack,  which  he  says  he  made  in  July,  1903,  was  made,  for  use 
with  one  of  the  prior  constructions  of  controller-handles  and  not  with 
a  view  to  its  use  with  the  specific  construction  of  pawl  which  forms 
the  gist  of  the  invention  in  issue.  It  is  further  pointed  out  that 
although  it  is  claimed  that  Exhibit  E  was  completed  before  Durkin's 
marriage  Durkin,  in  answer  to  cross-question  103,  in  which  he  is 
asked  why  a  construction  like  Exhibit  E  was  not  put  into  use  in  New 
Tork  city  instead  of  another  construction,  made  the  following  state- 
m^it: 

A.  Tbe  reaflon  was,  at  tbe  time  I  got  up  Exhibit  E  in  1004  I  did  not  have 
moaef  enough  to  back  it  up,  as  I  had  a  wife  and  family  to  take  care  of,  and 
otber  tilings  to  take  up  my  money.    That  was  the  reason  that  I  tried  to  get 
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Mr.  Balrd,  Taylor  and  others  Interested  In  my  machine.  If  I  had  had  money 
enough  at  that  time  I  would  have  put  It  Into  New  York,  but  "  D  "  Exhibit  D» 
was  In  New  Tork  at  that  time  that  I  was  getting  up  Exhibit  B,  knowing  that 
Exhibit  E  was  simpler  than  '<  D." 

At  first  sight  this  answer  appears  to  be  inconsistent  with  the  claim 
that  Exhibit  E  was  made  before  Durkin's  marriage;  but  it  seems  ob- 
vious to  me  that  the  witness  had  in  mind  not  the  time  when  the 
exhibit  was  made  but  the  time  when  the  invention  was  ready  for 
commercial  exploitation,  since  the  commercial  use  of  the  device  was 
the  matter  under  consideration,  and  since,  if  this  was  not  what  was 
in  the  witness's  mind,  that  part  of  the  answer  which  states  that  he 
^^  did  not  have  money  enough  to  back  it  up ''  would  be  without  point, 
because  the  witness  unquestionably  had  tiie  money  to  complete,  and 
did,  in  fact,  complete,  the  exliibit  to  which  he  referred. 

I  am  of  the  opinion  that  the  evidence  is  sufficient  to  show  that 
Exhibit  E  was  complete  and  in  its  present  condition  prior  to  January 
20, 1901. 

It  is  further  strenuously  urged  that  Exhibit  E  is  not  a  reduction 
to  practice  because  it  was  never  tested  in  actual  practice  on  a  con- 
troller; but,  as  pointed  out  by  the  lower  tribunals,  devices  of  this 
character  were  well  understood  at  the  time  this  exhibit  was  made, 
and  the  only  point  to  be  determined  by  a  test  was  whether,  upon  the 
operation  of  the  controller-handle,  the  dog  which  was  attached 
thereto  would  function  in  the  way  intended.  This  could  be  deter- 
mined just  as  well  by  the  operation  of  the  exhibit  as  it  stands  on  its 
block  of  wood  as  if  it  were  attached  to  the  shaft  of  a  controller.  The 
witnesses  state  that  it  operated  satisfactorily  when  it  was  completed. 
It  is  objected  that  this  is  only  the  conclusion  of  the  witnesses,  and  it  is 
urged  that  their  bare  statements  are  not  sufficient  on  this  point,  but 
that  they  should  have  stated  how  the  device  was  tested  and  how  the 
parts  bcdiaved  under  the  test  While  this  is  not  one  of  those  simple 
devices  which  requires  no  test  to  demonstrate  its  operativeness,  it  is 
so  simple  that  the  bare  statement  that  it  operated  satisfactorily  by 
witnesses  who  thoroughly  understood  its  construction  and  knew  what 
it  was  intended  to  do  is  sufficient  evidence  of  a  successful  test,  particu- 
larly where  the  device  itself,  unchanged,  is  introduced  in  evidence 
and  is  found  to  satisfactorily  perform  its  intended  functions. 

It  is  therefore  held  that  Durkin  reduced  the  invention  to  practice 
before  it  was  conceived  by  Ebersole. 

The  decision  of  the  Examinera-in-Chief  awarding  priority  of  tn- 
vention  to  Durkin  is  affirmed* 
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Ex  PARTE  Empire  Oraik  &  'Eubvatoh  Co. 

APPLICATION  FOR  RE0I8TRATI0N  OF  T.T4DE-MABK. 

Decided  November  tl,  19(yt. 

1S2  O.  Q^  ML 

T^adb-Mabxb — **  Nevebfail  '*— Descbiptive. 

The  word  **  Neverfall "  as  a  trade-mark  for  stock  and  poultry  food  prop- 
erly refused  registration,  since  it  is  descriptive  of  tbe  character  or  quality 
of  the  goods  to  which  it  is  applied. 

Ok  AppEAii. 

TEADB-MABK  FOB  lEED  FOB  STOOK  AND  F0I7LTBT. 

iiesBTs.  Alexander  <6  DaweUy  for  the  applicants. 

Moore,  Cammiesioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  mark  ^^  Neverfail "  as  a  trade-mark  for  stock 
and  poultiy  food  for  the  reason  that  it  is  descriptive  of  the  character 
or  quality  thereof  and  is  not  r^strable  in  view  of  section  6  of  the 
Trade-Mark  Act 

The  specimen  filed  with  the  application  to  show  how  the  mark  is 
actually  used  upon  the  goods  contains  in  addition  to  '^  Neverfail '' 
the  words  ^  Egg  Producer  Blended  Chicken  Feed  Makes  Hens  Lay.'' 
The  Examiner  of  Trade-Marks  held  that  it  is  clearly  the  intention 
of  the  label  to  indicate  that  the  use  of  the  said  chicken  feed  will  never 
fail  to  make  hens  lay.  This  is  believed  to  be  the  natural  inference 
from  the  label  as  used.  Undoubtedly  as  applied  to  stock  or  poultry 
food  the  mark  indicates  that  the  food  will  never  fail  to  have  the 
desired  effect  and  is  therefore  descriptive  of  the  quality  of  the  food. 

The  mark  is  very  similar  to  the  word  ^  Infallible,"  which  was  re- 
fused registration  as  a  trade-mark  for  flour  on  the  ground  that  it  was 
descriptive  of  the  quality  of  the  goods,  in  the  case  of  ex  parte  The 
Sauers  Milling  Company  (C.  D.,  1907,  231;  129  O.  G.,  8161.)  In 
fact^  one  of  the  definitions  given  in  Wehster^e  Unabridged  Dictionary 
im  «  infallible ""  is  "  not  liable  to  fail." 

The  mark  of  the  application  is  also  similar  to  the  following  marks, 
which  have  been  refused  registration  on  the  ground  that  they  are 
descriptive  of  the  goods  with  which  they  were  used :  "  Nevers-Tick," 
for  lubricants,  {ex  parte  Woolworth^  C.  D.,  1902,  811 ;  100  O.  G,, 
1976;)  "  Wortiunore,"  for  shoes,  (ex  parte  Block  Brothers  Clothing 
Company,  C.  D.,  1906,  867;  124  O.  G.,  1621;)  "Bust?  Neverl  "  for 
hooks  and  eyes,  (ex  parte  The  De  Long  Hook  %&  Eye  Company^  C.  D., 
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1907,  182;  128  O.  G.,  885;)  «  Self  Loading,"  for  cartridges,  {The 
Peters  Cartridge  Company  v.  The  Winchester  Repeating  Arms  Com- 
pany, C.  D.,  1907, 181;  128  O.  G.,  8287.) 

Likewise  the  United  States  Circuit  Court  of  Appeals  in  the  case 
of  FtiOer  v.  Huf  (C.  D.,  1900,  861;  92  O.  G.,  1620)  held  "Health 
Food ''  not  to  be  a  technical  trade-mark  for  food,  because  the  term 
means  health  food  or  health-producing  food  and  is  therefore  descrip- 
tive of  quality. 

Obviously  appellant  should  not  be  permitted  to  monopolize  the 
term  "  Neverf ail  ^  for  food  of  any  kind,  since  any  other  manufacturer 
has  an  equal  right  to  describe  his  goods  by  stating  they  "  never  fail " 
to  produce  ceirtain  results. 

The  decision  of  the  Examiner  is  affirmed. 


JOSLEYJX  V.  Hui^E. 

PATENT  INTBRFESENGB. 

Decided  January  20,  190S. 

182  O.  O.,  Sii. 

PEAonos— Rule  109. 
No  appeal  Ues  from  a  fiiTorable  decision  rendered  on  a  motion  to  amend 
under  Rnle  109  whether  rendered  by  the  Examiner  or  the  Bxaminers-ln- 
Ghlef. 
2.  Samb— Samb— Rule  180. 

The  fact  that  a  party  cannot  under  the  provisions  of  Rule  109  bring  a 
motion  to  diSBOlye  as  to  counts  added  to  the  issue  of  the  interference  will 
not  of  Itself  prevent  him  from  urging  under  the  provisions  of  Rule  180  the 
right  of  his  opponent  to  make  the  claims. 

Ok  Pbtitiok. 

TTFB-WBITIKa  MAOHINS. 

Mr.  Jacob  FeCbd  for  Josleyn. 
Messrs.  Knight  Bros,  for  Hulse. 

BiiiLiNGS,  Assistant  Commissiorver: 

This  is  a  petition  by  Josleyn  that  an  appeal  filed  by  him  from  a 
decision  of  the  Examiners-in-Chief  be  heard  and  decided  and  that  if 
the  decision  be  affirmed  an  order  be  entered  granting  to  Josleyn  per- 
mission to  urge  under  the  provisions  of  Rule  180  the  non-patentabil- 
itj  to  Hulse  of  the  claims  involved. 

It  appears  that  Hulse  brought  a  motion  under  Rule  109  to  amend 
the  issue  by  the  addition  of  certain  claims  which  had  been  made  by 
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JoAeyiL  The  motioii  was  denied  by  the  Primary  Examiner,  bat  on 
appeal  his  decision  was  reversed  by  the  Examiners-in-Chief.  It  is 
from  this  decision  that  Josleyn  desires  to  appeaL 

Bule  124  provides  that  no  appeal  will  be  permitted  from  an  affirm- 
ative decision  rendered  on  a  motion  to  dissolve  on  the  question  of  the 
right  to  make  the  claims,  and  this  applies  to  a  decision  rendered  by 
the  Examiners-in-Chief  as  well  as  to  a  decision  by  the  Primary 
Examiner.  (Coleman  v.  BvUard  v.  Struble,  C.  D.,  1906,  40;  114 
0.  G.,  978.)  The  question  of  the  right  of  Hulse  to  make  the  claims 
in  the  case  arose  on  a  motion  brought  under  Bule  109;  but  the  same 
reasons  for  not  permitting  an  appeal  from  a  favorable  decision  exists 
in  this  case  as  on  a  motion  to  dissolve.  In  the  case  of  Totimsend  v. 
Gopeland  v.  Robinson  (C.  D.,  1907, 85 ;  126  O.  G.,  1865)  it  was  pointed 
oat  that  the  practice  on  motions  under  Bule  109  should  follow  the 
practice  under  Bule  124. 

As  to  the  second  part  of  the  petition,  an  order  such  as  asked  for 
would  not  be  proper  at  this  time,  as  the  question  of  a  party's  right 
under  Bule  130  to  argue  the  question  of  the  patentability  of  the 
daims  to  his  opponent  is  one  which  should  be  passed  upon  in  the  first 
instance  by  the  Examiner  of  Interferences.  It  is  thought,  however, 
proper  to  state  that  the  fact  that  Josleyn  has  not  made  a  motion  to 
dissolve  tiie  interference  as  to  the  counts  included  in  the  motion  to 
amend  brought  under  Bule  109  should  not  of  itself  prevent  him  from 
urging  the  question  of  non-patentability  to  Hulse  at  the  final  hear- 
ing. Bule  180  explicitly  covers  the  case  as  here  presented,  for  it 
states  that  the  moving  party  must  have  duly  presented  and  prose- 
cuted a  motion  under  Bule  122  for  dissolution  upon  the  ground  in 
question  ^  or  show  good  reason  why  such  a  motion  was  not  presented 
and  prosecuted.'^    Inasmuch  as  Bule  109  provides  that — 

motloDB  for  dlssolation  will  not  be  transmitted  in  regard  thereto  where  the 
questions  raised  could  haye  been  disposed  of  in  connection  with  the  admission 
of  the  claims — 

and  where  the  record  clearly  shows  that  these  questions  were  duly 
raised  and  disposed  of  in  connection  with  the  admission  of  the  claims 
good  reasons  are  apparent  "  why  such  a  motion  was  not  presented 
and  prosecuted.''  It  is  evident,  moreover,  that  what  Bule  180  re- 
quires is  that  the  question  of  the  patentability  of  the  claims  to  the 
other  party  shall  have  been  duly  presented  and  prosecuted  before  the 
Primary  Examiner,  and  it  is  therefore  immaterial  whether  this  was 
done  on  a  motion  to  dissolve  or  on  a  motion  to  amend. 
The  petition  is  denied. 
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Gouii>  V.  Babnabd. 

PATENT  IKTEHFEBENCB. 

Decided  October  8,  19<n. 
132  O.  O.,  1071; 

1.  iMTKBnsBBiros—TESTncoNT— Rebuttal. 

When  Qm  the  junior  party,  alleges  In  his  preliminary  stat^nent  dis- 
closure to  others  In  1964  and  neither  he  nor  his  witness,  M.,  In  his  testi- 
mony-ln-chlef,  refer  to  an  earlier  disclosure.  Held  that  the  testimony  of  M. 
in  rebuttal  that  G.  disclosed  the  Invention  to  him  in  1903  is  not  to  be  given 
credence. 

2.  Same— Obiginautt— Bmploteb  Ain>  Emploteb. 

Bvid^ice  considered  and  Heid  to  show  that  B.  originated  the  invention 
and  that  no  such  relation  of  employer  and  employee  was  shown  to  exist  as 
would  cause  the  invention  to  inure  to  the  benefit  of  O. 

Appeal  from  Examiners-in-Chief . 

FIRS-ALABM  APPABATU8 

Mr.  Reuben  L.  Roberts  for  Gould. 
Mr.  William  A.  Megrath  for  Barnard 

Moobe,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflbming  the  decision  of  the  Examiner  of  Interferences  and  awarding 
priority  of  invention  to  Barnard. 

The  following  count  of  the  issue  sufficiently  illustrates  the  nature 
of  the  invention : 

Ck>unt  1.  In  an  electrical  thermostat,  a  metal  plate  of  relatively  low  fusing- 
point  and  a  relatively  porous  Insulatlng-sbeet  upon  one  side  thereof,  the  two 
located  between  two  metal  plates  of  relatively  high  fuslng-xwint  in  close  contact 
therewith,  an  insulating-chamber  which  peripherally  incloses  the  plate  of  low- 
fusing  metal,  and  a  terminal  for  a  circuit-conductor  electrically  connected  with 
each  high-fusing  plate,  for  the  purpose  described. 

The  invention  in  issue  is  a  fire-detecting  device  designed  to  be  con- 
nected in  an  electric  circuit  with  an  alarm.  It  comprises  a  metal  plate 
having  a  relatively  low  fusing-point  placed  between  and  separated 
from  two  plates  in  the  electric  circuit,  having  relatively  high  fusing- 
points,  by  porous  insulation.  When  the  temperature  in  the  vicinity 
of  the  device  rises  sufficiently  to  fuse  the  plate  having  the  relatively 
low  fusing-point,  the  molten  metal  penetrates  the  porous  insulating 
material,  completes  the  electric  circuit,  and  actuates  the  alarm. 

The  question  presented  is  that  of  originality  rather  than  of  priority 
of  invention.  At  the  time  the  invention  was  made  Gould  was  presi- 
dent of  the  Montauk  Fire  Detecting  Wire  Company  and  Barnard  a 
salesman  for  that  company.    It  is  claimed  by  the'%>pellant,  Gould, 
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that  the  inventioii  was  disclosed  by  him  to  Barnard,  who  made  draw- 
ings in  accordance  with  his  disclosure,  and  that  a  device  embodjring 
the  invention  in  issue  was  made  from  these  drawings.  Gould  also 
claims  that  whatever  Barnard  did  should  accrue  to  him,  because  of 
the  relation  of  employer  and  employee.  Barnard,  on  the  other  hand, 
claims  to  have  made  these  drawings  in  view  of  a  suggestion  of  GK)uld 
that  the  device  the  company  was  at  that  time  making  was  not  satis- 
factory and  denies  that  Gould  disclosed  the  invention  to  him  or  made 
any  suggesticMis  as  to  its  manner  of  construction. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  con- 
curred in  finding  that  Gould  had  failed  to  establish  any  disclosure  of 
the  invention  to  Barnard  and  that  there  was  no  relation  of  employer 
and  employee  between  the  contesting  parties.  They  also  found  that 
the  invention  was  made  by  Barnard  and  not  by  Gould.  In  my  opin- 
ion the  decisions  of  the  lower  tribunals  are  right. 

Gould  alleges  in  his  preliminary  statement  that  he  conceived  the 
invention  in  April,  1903,  and  disclosed  it  to  others  in  May,  1904.  His 
testimony  is  to  the  same  effect.  No  evidence  other  than  his  unsup- 
ported testimony  is  presented  in  his  testimony-in-chief  to  establish 
the  alleged  date  of  conception.  Upon  rebuttal,  however,  Montgom- 
ery, an  employee  of  the  Montauk  Company,  testifies  that  Gould  dis- 
closed the  invention  to  him  in  October,  1903.  This  testimony  is  not 
to  be  given  credence,  since  it  was  given  after  both  Gould  and  Mont- 
gomery had  testified  in  regard  to  the  invention  in  their  testimony-in- 
chief  without  referring  to  this  alleged  disclosure  and  after  the  proofs 
taken  in  behalf  of  Barnard  had  closed,  and,  further,  for  the  reason 
that  it  is  at  variance  with  the  allegations  of  Gould's  preliminary 
statement. 

It  is  not  disputed  that  Gould  was  present  at  the  time  Barnard  made 
the  first  drawing  of  the  device  in  controversy;  but  Gould's  testimony 
in  regard  to  his  alleged  disclosure  to  Barnard  is  not  corroborated. 
On  the  contrary,  the  circumstances  surrounding  the  development  of 
the  invention  indicate  that  the  invention  was  made  by  Barnard  and 
not  by  Gould. 

The  first  drawing,  Barnard's  Exhibit  No.  1,  which  is  dated  April 
28-29. 1904,  is  witnessed  by  H.  D.  Montgomery  and  I.  Bichards,  and 
it  is  admitted  that  these  signatures  were  inscribed  there  by  those  per- 
sons on  the  dates  appearing  after  their  names.  Gould  states  that  he 
made  no  objection  to  the  witnesses  aflSxing  their  names  to  these  draw- 
ings, because  he  ^  believed  them  at  that  time  to  be  witnessed  as  draw- 
ings and  not  inventions :  ^    (Reb.  Q.  86.) 

Jenkins,  who  was  a  director  of  the  Montauk  Company  in  1903  and 

1901  and  who  was  subpoenaed  to  testify  in  behalf  of  Barnard,  says 

that  be  always  ifiderstood  that  Barnard  was  the  inventor  and  that 
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he  inferred  that  the  act  of  Barnard  in  signing  the  drawings  and  hav- 
ing it  witnessed  constituted  his  claim  to  the  invention. 

He  also  states  that  he  subsequently  called  this  fact  to  (Mould's  at- 
tention when  (Jould,  objecting  to  a  claim  of  Barnard's  for  remunera- 
tion as  ezcessiTe,  said  that  he  and  not  Barnard  made  the  invention. 
Jenkins  testifies  concerning  this  circumstance  as  follows: 

Q.  10.  What  did  yoQ  say  t6  Mr.  Gould  when  he  laid  claim  to  tbis  Invention  T 
A«  My  recoUection  ia  basy  about  it,  but  I  am  sure  I  said  one  tbing  to  him, 

and  that  was  that  if  he  invented  the  thermostat  himself  why  should  he  let  the 

drawing  go  through  witnessed. 

It  does  not  appear  from  the  testimony  that  Oould  claimed  to  be  the 
inventor  of  the  invention  in  issue  at  the  time  these  drawings  were 
made  or  at  any  time  prior  to  the  date  upon  which  Barnard  submitted 
to  him  a  specific  claim  for  stock  in  the  company  in  exchange  for  the 
assignment  of  the  invention. 

After  the  construction  of  this  drawing  a  thermostat  was  made  in 
accordance  therewith  by  the  Bruckner  Telephone  Company  under 
Barnard's  directions.  The  bill  therefor  was  charged  to  the  Montauk 
Company  and  was  paid  by  that  company.  After  the  construction  of 
the  device  Barnard's  attorney,  Megrath,  was  caUed  to  the  oflSce  of  the 
Montauk  Company  for  the  purpose  of  arranging  for  an  application 
for  patent  upon  the  invention,  and  it  appears  from  the  testimony  of 
Barnard  and  Megrath  that  the  question  of  the  amoimt  Barnard  was 
to  receive  for  this  invention  was  discussed  at  this  interview.  Qouldi 
however,  denies  that  this  matter  was  considered  and  that  he  ever  gave 
Megrath  instructions  to  prepare  any  application  for  him,  but  admits 
that  the  invention  disclosed  in  Barnard's  drawings,  which  included 
this  invention,  was  discussed. 

Megrath's  blotter  contains  an  entry  under  date  of  May  17,  1904, 
charging  and  preparing  application  on  this  and  ^systems"  and 
^  drawing  "  to  the  Montauk  Fire  Detecting  Company.  This  bill  was 
subsequently  paid  by  Barnard. 

It  appears  that  no  decision  as  to  the  amount  of  compensation  Bar- 
nard was  to  receive  was  reached  at  the  interview  between  Gould,  Bar- 
nard, and  Megrath,  and  that  subsequently  Barnard  wrote  a  letter  to 
Gould  stating  the  amount  of  stock  in  the  company  he  would  accept 
for  his  inventions  in  thermostats.  A  press  copy  of  this  letter  is  in 
evidence.  (Barnard's  Exhibit  No.  7.)  Gould  admits  having  re- 
ceived this  letter,  but  alleges  that  it  referred  to  an  ^^  automatic  dr- 
cuit-clianger  "  and  a  "  circuit-board,"  both  of  which  he  admits  were 
invented  by  Barnard  and  were  constructed  at  the  expense  of  the  Mon- 
tauk Company.  The  circumstances  above  related  all  tend  to  support 
Barnard's  claim  to  inventorship  despite  the  denials  and  explanations 
made  by  Gould,  and  the  testimony  presented  in  behalf  of  Gould  is 
dearly  insufficient,  in  view  of  these  circumstances,  to  sustain  the  bur- 
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den  of  proof  placed  upon  him  as  the  jnnior  applicant  The  claim  on 
behalf  of  Oonld  that  the  inventicm  in  issue  belongs  to  Oould  because 
of  Barnard's  having  been  in  the  employ  of  the  Montauk  Company  at 
the  time  he  made  the  drawings  of  the  invention  and  directed  its  de- 
velopment is  not  warranted  by  the  facts  established  in  the  testimony. 
Barnard  entered  the  employ  of  that  company  in  the  summer  of 
1903  as  a  salesman  on  commission.  Subsequently,  in  March,  1904, 
he  was  paid  fifteen  dollars  per  week  for  work  done  for  that  company 
other  than  actual  sales  of  their  product  This  work,  according  to 
Barnard's  statement,  was  in  remuneration  of  time  spent  in  the  com- 
pany's interest  as  representing  the  company  before  underwriters  and 
similar  work.  It  does  not  appear  that  there  was  any  contnict,  either 
expressed  or  implied,  that  he  was  employed  to  develop  inventions  for 
Gould  or  for  the  Montauk  Company,  as  appears  from  Gould's  testi- 
mony on  cross-examination. 

X-Q.  47.  Was  tliere  any  understanding  that  any  Inventions  Mr.  Barnard  made 
beknged  to  you? 

A.  He  came  there  to  work  generaUy  for  the  Interests  of  myself  and  that  of 
the  comtMuiy. 

It  furthermore  appears  that  Barnard  made  other  inventions  dur- 
ing his  connection  with  that  company  which  were  developed  at  the 
expense  of  the  Montauk  Company  in  the  same  manner  as  the  one  in 
issue  and  of  which  his  claim  to  inventorship  and  ownership  is  not 
disputed. 

In  view  of  these  facts  it  is  clear  that  no  such  relation  of  employer 
and  employee  between  Gould  and  Barnard  is  established  as  would 
cause  the  invention  of  the  latter  to  inure  to  the  benefit  of  the  former. 

The  decigion  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Barnard  is  affirmed. 


Ex  PARTB  DBMrSBT. 
APPLICATIOK  FOR  PATENT. 

Decided  Decemher  2X,  IWt. 
132  O.  Q^  1072. 

1.  Fuf  AL  Fn— -Delay  ih  Fujho — Nor  Accepted. 

A  final  fee  which  was  inclosed  in  a  letter  registered  at  a  sabstation  of  the 
IMMt-olllce  of  Washington,  D.  C,  at  about  half-pnst  ten  o'clock  of  the  last 
day  for  payment,  but  which  was  not  delivered  to  the  Office  until  the  second 
day  thereafter  because  of  an  intervening  holiday,  will  not  be  accepted  and 
affiled,  as  it  was  filed  outside  of  the  period  fixed  by  law. 

2.  PoeTAL  AUTHOBITIES  AGENTS  OF  SENDER. 

The  postal  authorities  are  the  agents  of  the  sender  and  not  of  the  Patent 
Offic«;  and  a  delay  by  them  must  be  charged  to  the  principal.   ^  t 
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3.  Final  Feb  Received  Late— €k>H8iDiRATiON  of  Methods  of  DELiVEEnro  Mah.. 
A  flual  fee  which  is  filed  too  late  cannot  be  received  on  the  ground  that  If 
the  poBt-ofiice  instead  of  an  agent  of  the  Patent  Office  had  delivered  the 
same  or  if  the  agent  of  the  Patent  Office  had  called  at  the  post-office  late  In 
the  day  instead  of  the  middle  thereof  the  fee  would  have  reached  the  Patent 
Office  in  time.  The  Patent  Office  is  required  to  send  for  its  mail,  and  It 
cannot  control  this  matter,  and  experioice  has  shown  that  it  Is  necessary  to 
the  security  of  those  having  business  with  the  Office  and.  is  most  convoiient 
to  the  Office  and  the  public  to  collect  the  registered  mail  shortly  after  mid- 
day, and  no  good  reason  Is  seen  for  departing  from  the  practice. 

On  Petition. 

METALLX7BGI0AL  WVKXAOL 

Mr.  Walter  H.  Pumphrey  for  the  applicant. 

MooBE,  Commii8%aner: 

This  is  a  petition  that  a  final  fee  which  reached  the  Office  after  the 
expiration  of  the  six  months  allowed  for  the  payment  of  final  fees  be 
received  and  applied. 

It  appears  that  the  fee  was  mclosed  in  a  letter  which  was  registered 
at  a  substation  of  the  post-office  of  Washington,  D.  G.,  at  about  half- 
past  ten  o'clock  on  the  morning  of  November  27, 1907,  which  was  the 
last  day  of  the  period  allowed  for  payment;  but  the  letter  was  not 
received  at  the  Office  until  November  29, 1907. 

With  respect  to  the  delivery  of  registered  mail  to  this  Office,  it  is 
the  practice  to  send  a  special  messenger  to  the  post-office  for  the  same 
at  about  12.50  p.  m.  each  day.  When  this  messenger  called  at  the 
post-office  on  November  27,  1907,  the  registered  letter  sent  by  peti- 
tioner was  not  delivered  to  him,  and  it  did  not  reach  the  Office  until 
November  29, 1907,  the  intervening  day  being  a  holiday. 

It  is  clear  that  so  far  as  there  was  any  delay  by  the  postal  authori- 
ties this  Office  is  not  responsible  therefor,  as  the  post-office  is  the  agent 
of  the  sender  and  not  of  the  one  to  whom  the  mail  is  directed.  It  is 
urged,  however,  that  the  letter — 

would  have  beoi  delivered  in  ample  time  but  for  some  special  messenger  service 
institnted  or  organized  for  the  convenience  of  the  Patent  Office^  which  interfered 
with  and  prev^ited  such  regular  delivery. 

As  to  this,  it  is  to  be  said  that  the  Patent  Office,  like  the  other  bureaus 
of  the  Government,  is  required  to  send  for  the  official  mail,  and  it  is 
without  the  power  of  the  Office  to  control  this  practice,  which  has 
been  in  vogue  for  many  years.  It  is  further  urged  that  in  any  event 
registered  mail  should  be  delivered  more  than  once  a  day,  or  at  least 
that  the  delivery  be  made  late  in  the  day  and  not  at  noon.  As  to  this 
point,  it  is  to  be  said  that  the  practice  of  which  complaint  is  made  has 
been  determined  by  long  experience  and  is  deemed  necessary  for  the 
security  of  those  having  business  with  the  Office.    It  is  believed  that 
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this  practice  resnilts  in  the  least  inconvenience  to  the  Office  and  to 
applicants  in  general  and  that  it  should  not  be  changed  in  order  to 
meet  the  unusual  circumstances  presented  here.  In  this  connection 
attention  is  directed  to  the  decision  of  the  Assistant  Secretary  of  the 
Interior  in  the  case  of  ex  parte  Gannon^  (C.  D.,  1901,  268 ;  94  O.  G., 
2165.)  Applicants  have  six  months  in  which  to  pay  final  fees,  which 
is  regarded  as  ample  time,  especially  in  view  of  the  excellent  trans- 
portation facilities  which  the  world  affords  at  the  present  time.  In 
this  case  it  would  seem  that  proper  precautions  were  not  taken  to 
insure  delivery.  It  is  well  known  that  the  registration  of  mail  does 
not  toid  to  insure  quick  delivery,  but  security.  In  choosing  this 
method  instead  of  special  delivery  or  a  delivery  by  special  agent  appli- 
cant assumed  the  risk  of  delay  and  must  abide  by  the  result. 
The  petition  is  denied. 


Mattice  v.  Langwortht. 
patent  intebference. 
Decided  January  22,  1908. 

132  O.  Gm  1073. 

Ijitebfebence — Rule  109 — ^Appeal. 

Where  an  Examiner  rejects  claims  presented  by  a  party  for  Interference 
mider  Rule  109,  lie  ahould  set  a  limit  of  appeal  from  his  decision  whether 
the  claims  had  been  allowed  to  the  other  party  or  had  been  made  for  the 
first  time  by  the  moving  party. 

On  pETmoN. 

MANGLE. 

Messrs.  Ward  dk  Cameron  and  Messrs.  Meyers^  Cushman  cfe  Rea  for 
Mattice. 
Messrs.  Arthur  C.  Praser  <&  Usina  for  Langworthy. 

BiLUNGS,  Assistant  Commissioner: 

This  is  a  petition  by  Mattice  that  the  Commissioner  adjudge  that 
the  decision  of  the  Primary  Examiner  on  Langworthy's  motion  to 
amend  the  issue  under  Rule  109  is  final  and  that  the  Examiners-in- 
Chief  have  no  jurisdiction  to  consider  and  determine  an  appeal  there- 
from. 

It  appears  that  within  the  time  allowed  for  bringing  such  motions 
Langworthy  filed  a  motion  to  amend  the  issue  by  the  addition  of 
two  claims.  This  motion  was  transmitted  to  the  Primary  Examiner, 
Uid  at  the  hearing  thereon  Lamgworthy  presented  two  additional 
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claims  for  the  consideratioii  of  the  Ezaminer.  The  Examiner  held 
that  the  first  two  claims  presented  by  Langworthy  were  not  patent- 
able and  rejected  the  same  and  that  he  had  no  authority  to  consider 
the  other  two  claims.  Therenpoa  Langworthy  brought  a  motion 
before  the  Examiner  of  Interferences  to  transmit  a  second  motion 
to  amend,  which  included  the  two  daims  which  the  Examiner  had 
refused  to  consider.  This  motion  was  denied  transmission,  and  on 
appeal  to  the  Commissioner  in  a  decision  rendered  December  20, 1907, 
the  action  of  the  Examiner  in  refusing  to  consider  the  claims  pre- 
sented at  the  hearing  and  the  action  of  the  Examiner  of  Interferences 
in  refusing  to  transmit  the  second  motion  were  held  to  have  been 
proper.  The  question  of  LangwcHrthy's  right  to  appeal  as  to  these 
two  claims,  which  were  numbered  8  and  9,  is  therefore  settled. 

As  to  the  other  two  claims,  Langworthy's  appeal  was  taken  in 
accordance  with  the  practice  laid  down  in  Tawnaend  v.  Gopeland  v. 
Bobinsan^  (C.  D.,  1907,  86, 126  O.  O.,  1865,)  which  decision  pointed 
out  that  the  Examiner  should  enter  the  claims  and  if  he  regarded 
them  as  unpatentable  or  that  the  moving  party  had  no  right  to  make 
them  he  should  follow  the  practice  under  Rule  124 — ^namely,  to  reject 
the  claims,  set  a  time  for  reconsideration,  and  if  up<m  reconsiderati<m 
he  adhered  to  his  original  decision  he  should  make  his  action  final 
and  set  a  limit  of  appeal  therefrom.  It  is  true  that  at  the  time  this 
decision  was  rendered  there  was  a  distinction  made  between  claims 
which  had  been  allowed  to  the  other  party  and  were  provided  for 
under  Rule  109  as  it  existed  at  that  time  and  claims  which  were  not 
included  in  the  other  party's  case,  but  had  been  made  for  the  first 
time  by  the  moving  party,  and  which  were  provided  for  under  the 
C(»nmissioner's  decision  in  Churchward  v.  Doiiglaa  v.  Cutler^  (C.  D., 
1903,  889;  106  O.  O.,  2016.)  Rule  109  was,  however,  amended  on 
July  17,  1907,  so  as  to  include  both  of  these  cases,  and  it  is  believed 
that  no  distinction  should  be  made  between  them  as  to  the  right  of 
appeal 

The  petition  is  denied. 


Ex  PARIS  C.  Shxnkbbbq  Ca 

▲PPUCATION  FOR  REQISTRATION  OF  TRADE-HARK. 

Decided  Jemor^  24,  iSOS. 
182  O.  On  1078. 

TSADS-MaBXS — "  NUTTT  OoaR  '* — DEaCKOTlYWL 

The  words  "  Nutty  Corn  **  held  to  be  descrlptiye  of  a  mixture  of  candied 
nat%  conit  and  oocoanat  and  registration  of  the  same  properly  refused. 
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Oh  Affmaiu 

TMASm-UAUi  Wtm  OORnBOnORBT. 

Me99r$.  Spear^  MiddUton^  Dandldaan  dk  Spear  tot  the  applicant. 

Billings,  As^istofU  Oammiasioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Harks  refusing  to  register  the  words  ^'  Nuttjr  Com  "  as  a  trade-mark 
for  a  candied  mixture  of  nuts  and  com  and  cocoanut.  The  ground  of 
the  refusal  is  that  the  mark  is  descriptive  of  the  goods  and  that  regis- 
tration is  therefore  prohibited  by  section  5  of  the  act  of  February  90, 
1905. 

The  specimens  on  file  show  that  this  mark  is  applied  to  a  nuucture 
of  candied  nuts,  com,  and  cocoanut.  Since  the  word  ^  nutty  "  means 
abounding  in  nuts,  it  is  believed  that  this  mark  as  applied  to  candy 
would  indicate  candy  which  contains  nuts  and  com.  It  is  therelpre 
descriptiye  of  the  goods  to  which  it  is  applied. 

The  refusal  to  register  this  mark  is  in  accordance  with  the  well- 
settled  practice  of  the  Office,  as  shown  in  the  following  decisions: 
Ex  parte  Hariick^s  Food  Company^  (C.  D.,  1898, 626;  84  O.  O.,  1870) 
where  the  words  ^  Malted  Milk  "  were  refused  registration  as  a  trade- 
mark for  a  food  preparation  for  infants;  ex  parte  G.  F.  HeubMn  dk 
Bro.j  (C.  D.,  1899,  64;  87  O.  O.,  179)  where  "Apple  and  Honey  *• 
was  refused  registration  as  a  trade-mark  for  a  cure  for  coughs  and 
colds,  the  main  ingredients  of  which  were  cider-brandy  and  honey; 
ex  parte  Spaydj  (C  D.,  1899,  19;  86  O.  O.,  681)  where  the  words 
**  Bromo  Soda  Mint  ^  were  refused  registration  as  a  trade-mark  for 
a  remedy  for  certain  named  diseases. 

The  decision  of  the  Examiner  is  af/lrmed. 


Ex  PAsra  Jackson. 

ArPUCATlOK  for  PATENT. 

Decided  January  H,  iPOS. 
182  O.  O.,  1821. 

ItMAL  RBlBOnOH-^Pnif  ATUBB. 

Wbere  an  Bxaminer  finds  it  necessary  to  give  reasons  explaining  tlie 
apiilicablUty  of  a  reference,  a  final  rejection  should  not  be  entered  in  the 
letter  in  which  these  reasons  are  stated  for  the  first  time. 

Ok  PsTmoN. 

■LsomoAL  ifBASuanra  nrsniriiENT. 

Mr.  Charles  A.  Brown  and  Mr.  MarceUus  Bailey  for  the  applicant. 

BiLLnfOS,  Assistant  Commissioner: 
This  is  a  petition  that  the  final  rejection  in  this  ca<«  be  set  aside  as 
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It  appears  from  the  record  that  the  Examiner  rejected  three 
claims  on  a  certain  patent  and  in  his  letter  of  rejection  did  not  ex- 
plain the  applicability  of  this  patent  to  the  claims  against  which  it 
was  cited.  The  applicant  responded  with  quite  a  full  statement,  set- 
ting forth  his  reasons  why  in  his  opinion  the  patent  cited  should  not 
be  insisted  upon  as  a  reference.  It  is  clear  from  the  record  that  this 
case  is  not  one  of  those  simple  cases  in  which  the  requirements  are 
merely  satisfied  by  a  citation  of  the  references  without  further  expla- 
nation, for  in  response  to  the  appellant's  argument  the  Examiner 
gave  quite  fully  his  reasons  for  the  citation  of  the  patent  as  a  refer- 
ence. In  this  second  letter,  in  which  the  reasons  of  the  Examiner 
were  stated  for  the  first  time,  the  claims  were  finally  rejected.  The 
only  course  that  the  applicant  could  pursue,  should  this  final  rejection 
stand,  would  be  to  cancel  these  claims  or  to  appeal  to  the  Examiners- 
in-Chief .  Such  a  state  of  affairs  should  not  exist,  for  it  is  very  clear 
that  the  applicant  should  not  be  forced  to  eliminate  the  claims  of  the 
case,  neither  should  he  be  forced  to  take  an  appeal  upon  claims  which, 
considered  in  the  light  of  the  statement  of  the  Examiner,  require  fur- 
ther amendment,  for  the  record  shows  that  the  applicant  did  amend 
his  claims  in  the  next  action.  This  amendment  was  not  entered, 
because  the  Examiner  held  the  case  to  be  under  final  rejection. 
Where  an  Examiner  finds  it  necessary  to  give  reasons  explaining  the 
applicability  of  a  reference,  a  final  rejection  should  not  be  entered  in 
the  same  letter  where  those  reasons  have  been  stated  for  the  first  time. 

Th/C  petition  is  granted. 


McArthur  v.  Mygatt. 
patent  interference. 

Decided  October  «-J,  i9(?7. 
132  O.  G.,  1585. 

1.  IWTEMrEBENCE— PbIOBITT — DILIGENCE. 

Where  McA.  conceived  the  invention  in  the  rammer  of  1008,  but  did 
practically  nothing  toward  redaction  to  practice  until  April  21,  1904,  when 
he  wrote  to  his  patent  attorney  instructing  him  to  file  an  application, 
which  was  prepared  promptly  and  sent  to  McA.,  hot  was  not  filed  until 
September  19,  1904,  Held  that  he  was  not  diligent  as  against  M.,  who 
entered  the  field  on  March  1,  1904. 

2.  Same— Same — Same — Alleged  Povebtt. 

A  claim  by  McA.  of  poverty  as  an  excuse  for  fkilure  to  reduce  to  iwactlce 
is  not  sustained  by  evidence  showing  that  it  was  not  until  six  months  after 
his  business  was  established  that  he  could  aifbrd  to  move  from  a  place  for 
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whidi  the  rental  was  elevoi  dollan  per  montli  to  a  place  f6r  which  the 
tental  was  thirty-five  dollan  i^er  sionth*  where  It  appeared  that  the  old 
place  was  retained  and  buainesa  carried  on  at  both  places  for  about  three 
months  before  his  opp<mait  entered  the  field;  nor  does  the  fact  that  he 
Bostained  a  financial  loss  by  the  peculation  of  an  employee  affect  the 
qnestion  where  such  loss  occurred  some  months  after  the  beginning  of  the 
period  to  be  corered  by  the  showing. 

Afpeal  from  Examiners-in-Chief. 

OOMnNED  LAMP  SHADB  Aim  IBPLBOTOB. 

Ut.  Thanuu  Ewing^  Jr.j  and  Mr.  Vernon  M.  Dorsey  for  McArthur. 
Mr.  Wallace  A.  Bartlett  and  Mr.  Fenelon  B.  Brock  for  MygatL 

MooKBy  Commissioner: 

This  is  an  appeal  by  McArthur  from  a  decision  of  the  ii^zaminers- 
in-Chief  affirming  the  decision  of  the  Examiner  of  L[iterferences  and 
awarding  priority  of  invention  to  Mygatt 

The  issue  relates  to  prismatic  shades  or  reflectors,  McArthur  is  a 
patentee,  the  application  on  which  the  patent  was  granted  having 
been  filed  September  19, 1904.  Mygatt's  application  was  filed  March 
24,  1904.  The  lower  tribunals  have  found  that  McArthur  was  the 
first  to  conceive,  but  the  last  to  reduce  to  practice,  and  that  he  was 
lacking  in  diligence,  priority  being  therefore  awarded  to  Mygatt 

It  seems  to  be  clearly  established  by  the  record  that  Mygatt  con- 
ceived the  invention  about  March  1,  1904,  as  found  by  the  Examiner 
of  Interferences.  The  evidence  also  warrants  the  conclusion  reached 
by  the  Examiner  of  Interferences  that  McArthur  conceived  the 
invention  in  the  summer  of  1903,  but  that  he  did  not  reduce  it  to 
actual  practice  prior  to  the  filing  of  his  application.  It  was  thus 
necessary  for  McArthur  to  show  that  just  prior  to  March  1,  1904, 
he  was  diligently  engaged  in  an  endeavor  to  reduce  his  invention 
to  practice  and  that  his  endeavors  in  this  direction  did  not  cease 
before  actual  accomplishment  or  that  because  of  poverty  or  other 
compelling  circumstances  it  was  impossible  for  him  to  so  reduce  the 
invention  to  practice.  On  this  question  of  diligence  the  lower  tri- 
bunals found  against  McArthur.  It  has  been  urged  by  McArthur 
that  Mygatt's  application  does  not  disclose  the  invention  in  issue. 
This  question  was  not  decided  by  the  Examiner  of  Interferences, 
bat  the  Examiners-in-Chief  held,  in  two  decisions  rendered  after 
ex  parte  and  inier  partes  consic^eration,  that  Mygatt's  application 
contained  a  proper  foundation  for  these  claims.  The  only  questions 
which  appear  to  be  of  any  consequence  here  are,  therefore,  that  of 
McArthur's  diligence  and  whether  Mygatt  can  properly  make  the 
daims  in  issue. 
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On  the  question  of  diligence  McArthur  admowledgee  that  nothing 
was  done  toward  filing  an  application  until  April  21, 19M,  when  he 
wrote  to  his  patent  attorney  giving  him  instructions  to  prepare  the 
application.  Although  the  application  was  prepared  and  sent  to 
McArthur  within  a  few  days  after  the  letter  was  written,  it  was  not 
filed  until  September  19, 1904. 

The  only  testimony  tending  to  show  any  activity  toward  actual 
reduction  to  practice  by  McArthur  prior  to  the  filing  of  his  appli- 
cation is  that  of  the  inventor  himself,  who  states  (McA.  Rec.,  p.  70, 
Q.  87)  that  he  received  the  first  pressing  of  the  new  style  of  goods 
in  August,  1904;  but  the  particular  construction  referred  to  is  not 
described,  and  in  any  event  this  testimony  of  the  inventor  is  not 
corroborated.  McArthur  states  (McA  Bee.,  p.  68,  A.  88)  that  he 
intended  to  make  molds  and  file  papers  about  the  time  he  made  a 
wooden  model  in  June,  1903,  but  owing  to  the  condition  of  his  busi- 
ness from  that  time  to  a  year  or  more  later  he  did  not  see  his  way 
clear  to  spare  the  money.  Since  McArthur  was  doing  nothing  at  aU 
with  his  invention  when  Mygatt  entered  the  field  on  March  1,  1904, 
and  since  the  record  fails  to  prove  any  acts  toward  an  actual  or  con- 
structive reduction  to  practice  from  Uiat  time  on  up  to  the  filing  of 
his  application  except  the  preparation  of  the  application  papers  on 
April  21,  it  is  believed  that  the  lower  tribunals  were  correct  in  hold- 
ing that  McArthur  was  lacking  in  diligence. 

McArthur  seeks  to  excuse  his  lack  of  diligence  on  the  ground  that 
he  was  financially  unable  to  reduce  the  invention  to  practice.  I  fail 
to  find  in  the  evidence,  however,  anjrthing  of  a  compelling  nature 
which  prevented  McArthur  from  reducing  the  invention  to  practice. 

As  evidence  of  McArthur's  inability  to  bear  the  expense  incident 
to  the  filing  of  an  application  or  an  actual  reduction  to  practice  it  is 
pointed  out  that  it  was  not  until  December,  1908,  six  months  after 
embarking  in  the  business  in  which  he  is  now  engaged,  that  he  could 
afford  to  move  from  a  place  for  which  he  paid  eleven  dollars  per 
month  rental  to  a  place  where  he  paid  thirty-five  dollars.  It  is  to  be 
observed,  however,  that  the  old  place  was  retained  and  business  was 
carried  on  at  both  places.  This  tends  to  indicate  that  McArthur 
thought  more  of  enlarging  his  business  than  of  securing  his  rights  to 
his  new  invention.    As  McArthur  states,  (Bee.,  p.  67,  Q.  82 :) 

.  I  had  goods  then  which  I  knew  I  could  seU  and  I  also  knew  that  the  constme- 
tlon  was  practical  and  this  new  compound  prism  was  in  a  measure  an  experi- 
ment, and  I  could  not  afford  to  take  any  chances  on  its  being  a  fkilure. 

The  testimony  accords  with  this  view  of  appellant  that  he  preferred 
to  enlarge  his  old  business  rather  than  take  any  chances  on  the  new 
ocmstruction.    An  inventor  camiot  thus  make  the  rights  of  another 
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dependent  upon  his  own  business  ccAvenience.  Mygatfc  having  in 
tiie  meantime  entered  the  field  in  good  faith  and  taken  the  necessary 
steps  to  place  the  invention  before  the  public  must  be  considered  as 
having  acquired  superior  rights. 

McArthur  is  shown  to  have  sustained  considerable  financial  loss 
through  the  peculation  of  an  employee;  but  this  did  not  occur  until 
the  summer  of  1904,  (the  month  is  not  given,)  and  hence  has  no  ma- 
terial bearing  on  the  question  under  consideration.  It  must  be  held, 
therefore,  that  the  evidence  is  insufficient  to  excuse  McArthur's  lack 
of  diligence. 

The  remaining  question  for  consideration  is  whether  Mygatt's  ap- 
plication discloses  the  invention  in  issue.  The  invention  is  a  combined 
lamp  shade  and  reflector  the  outer  surface  of  which  is  substantially 
covered  with  a  series  of  integral  prisms  adapted  to  reflect  light-rays 
emanating  from  a  source  within  the  reflector  back  into  the  reflector 
and  out  at  the  open  mouth  thereof.  The  contention  made  on  behalf 
of  McArthur  is  that  Mygatt  does  not  disclose  series  of  prisms  which, 
within  the  meaning  of  the  specification  of  McArthur's  patent  from 
which  the  claims  were  copied,  are  raised  in  step-like  formation  above 
those  of  an  adjacent  series,  as  called  for  by  the  issue.  As  understood 
the  specification  of  the  patent  defines  the  meaning  of  ^^  step-like  for- 
mation "  as  being  that  arrangement  whereby  the  prisms  of  ^  one  series 
are  disposed  along  a  curved  surface  raised  relatively  above  (or  re- 
moved from)  the  surface  of  disposition  of  the  adjacent  series.''  The 
curvature  of  the  surface  may  be  disregarded,  as  this  is  a  mere  matter 
of  form,  ^disregarding  this  feature  we  find  in  the  device  of  Mygatt 
a  construction  responding  to  the  language  of  the  patent,  for  upon 
looking  at  the  drawing  it  is  seen  that  the  upper  end  of  each  prism 
18  bwer  than  the  lower  end  of  the  upper  adjacent  prism,  the  upper 
ends  of  the  whole  series  being  thus  lower  than  the  lower  ends  of  the 
adjacent  upper  series.  Again,  a  plane  including  the  upper  edge  of 
ooe  prism  is  below  a  plane  including  the  upper  edge  of  the  adjacent 
prism  above,  so  that  the  series  of  prisms  are  arranged  in  step-like 
formati<m  whether  we  regard  the  expression  as  applicable  only  to  the 
adjacent  portions  of  the  series  of  prisms  or  to  the  entire  surfaces  of 
adjacent  seriea  It  is  true  that  the  McArthur  device  is  specifically 
different  from  the  device  disclosed  by  Mygatt;  but  as  I  view  the  issue 
of  this  interference  it  defines  only  features  common  to  the  two  con- 
structions and  is  not  confined  to  the  construction  shown  by  McArthur. 

The  decision  of  the  Examinera-iTirChief  awarding  priority  of  in- 
vtnHon  to  Mygatt  is  affirmed* 
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Ex  PABTB  MOORHEAD. 

APPIIGATION  FOR  PATENT. 

DeciSed  January  21,  190^ 

132  O.  G^  1680. 

Reqtjibement  of  DiYisioir — Gubsobt  BzAicixrATioxr. 

Where  a  requirement  of  division  Is  made,  the  most  pertinent  referencee 
readily  available  should  be  cited  in  order  that  the  applicant  may  be  able 
to  intelligently  divide  his  application. 

On  Petition. 

FLOOB-CLEANSING    APPABATUfl. 

Mr.  Vernon  Hodges  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  that  the  Examiner  cite  references  in  the  art  per- 
taining to  the  claims  before  insisting  upon  the  requirement  of  divi- 
sion. The  record  shows  that  in  his  action  requiring  division  in  the 
case  certain  claims  were  held  to  relate  to  the  invention  in  fountain 
scrub-brushes,  certain  other  claims  to  cover  inventions  in  dust-col- 
lectors, and  the  remaining  claims  to  comprise  aggregations  of  the  two 
alleged  inventions.    No  references  were  cited. 

Upon  request  by  the  applicant  that  references  be  cited  the  Exam- 
iner stated  that  he  ^^  had  no  knowledge  of  any  references  at  the  time 
the  requirement  of  division  was  made."  The  practice  in  regard  to  the 
examination  of  applications  where  division  is  required  is  believed  to 
be  well  settled.  An  order  published  in  83  Official  Gazette,  page 
301,  is,  in  part,  as  follows: 

In  requiring  division  the  E«xaminer  will  observe  the  decision  of  the  Ck>mmls- 
sioner  and  furnish  such  references  and  other  information  as  will  enable  the 
applicant  to  divide  Intellig^itly. 

This  order  is  still  in  force  and  has  been  repeatedly  quoted  with 
approval.  {Ex  parte  Randall  and  Lucky  C.  D.,  1901,  47;  95  O.  Q., 
2063;  ex  parte  Albert^  C.  D.,  1901,  66;  96  O.  G.,  426;  ex  parte  Mac- 
Kaye,  C.  D.,  1903,  112;  103  O.  G.,  888.)  In  the  latter  decision  it  b 
stated  that — 

The  "  cursory  examination  "  which  is  contemplated  by  the  order  consists  In 
the  citation  of  any  references  of  which  the  Examiner  may  have  Imowledge  at 
the  time  the  requirement  of  division  is  made. 

The  order  is  not  based  upon  any  right  of  an  applicant;  but  it  is  a  courtesy 
extended  to  him  by  the  Office.  If  the  Examiner  is  not  aware  of  any  pertinoit 
reference,  a  statement  of  that  fact  would  be  a  compliance  with  the  order.  If, 
however,  the  Examiner  is  aware  of  any  references  which  are  pertinent  to  the 
case  or  if  he  can  readily  find  such  references,  he  should  cite  them  to  indicate 
the  state  of  the  art  when  requiring  divisioik  ^  . 
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It  appears  in  the  present  case  that  the  Examiner  was  not  a«7are 
of  any  references  for  the  claims  at  the  time  the  requirement  for 
division  was  made.  It  does  not  appear,  however,  whether  he  could 
readily  find  such  references.  In  order  that  the  applicant  may  be  able 
to  intelligently  divide  his  application,  he  should  be  given  the  benefit 
of  the  references  in  the  art  corresponding  most  nearly  to  the  devices 
disclosed  in  his  application.  It  is  not  the  duty  of  the  Examiner  to 
make  an  exhaustive  search  of  the  art  in  such  cases;  but  the  nearest 
references  readily  available  should  in  each  case  be  cited.  If  in  the 
present  case  references  of  this  character  can  be  readily  found,  they 
should  be  dted. 

TAs  petition  is  granted  to  ihie  extent. 


Ai/r  V.  Caspknthu 

Bedded  January  22,  i90S, 
182  O.  O.,  1687. 

IirTBOBBlfCV— OONOBSSION   Or   PUOUTT — SlGNATUUB  Or  APFUOANT  NKCESSABT. 

A  ooneesrton  of  priority  ghonld  be  signed!  by  the  applicant,  if  liring,  or. 
If  not,  by  hie  ezecntor  or  administrator,  even  though  both  the  applications 
tnvolTed  in  the  interference  are  assigned  to  the  same  party. 

Affbal  ok  MonoK. 


Messre.  Mason^  Fenwick  db  Lawrence  for  Alt. 
Meure.  Munn  A  Oo.  and  Messrs.  Masons  Fenwick  dk  Lawrence  for 
Carpenter. 

MocMOB,  CofMnissioner: 

This  is  an  appeal  by  Alt  from  the  decision  of  the  Examiner  of 
Interferences  dismissing  his  motion  for  judgment  of  priority  and 
dismissing  a  concession  of  priority  of  invention  signed  by  the  as- 
signee of  the  entire  interest  in  the  application  of  Carpenter. 

The  application  of  Carpenter  was  filed  by  the  administratrix  of 
the  estate  of  the  inventor  on  February  1,  1906.  The  application  of 
Alt  WIS  filed  April  1,  1907.  Both  applications  are  assigned  to  the 
American  Battery  Company,  of  Cedarhurst,  N.  Y.  No  preliminary 
statements  were  filed,  and  the  Examiner  of  Interferences  issued  an 
order  requiring  Alt  to  show  cause  why  judgment  of  priority  on  this 
record  dionld  not  be  rendered  against  him. 

A  ^xmoession  of  priority  was  filed  in  favor  of  Alt  signed  by  the 
assignee  of  the  Carpenter  application.    Subsequently  an  affidavit 
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was  filed  by  the  administnixix,  who  executed  the  Carpenter  appli- 
cation, opposing  the  ccmcession  and  alleging  that  the  same  is  in  fraad 
of  her  rij^ts. 

Rule  126  provides  that  a  concession  of  priority  in  order  to  afford 
a  suiBcient  basis  for  a  judgment  of  priority  must  be  ^  signed  by  the 
inventor  himself  (and  by  the  assignee,  if  any.)**  In  the  case  of 
Skinner  v.  Murray^  (C.  D.,  1908, 429 ;  107  O.  O.,  642,)  where  Rule  126 
is  construed,  it  is  stated: 

In  aU  papers  of  this  kind  the  signature  of  the  real  owner  Is  of  course  nec- 
essary, and  to  SToid  dispute  it  is  beUered  that  the  signatures  of  nominal  par- 
ties are  necessary  as  well.  The  parties  are  not  claiming  tangible  property 
to  which  any  one  has  a  legal  title  at  the  present  time,  but  merely  the  rl^t 
to  secure  a  patent  by  following  the  requirements  of  the  law.  The  statute 
requires  the  inrentor  to  make  the  application,  even  where  he  has  parted  with 
all  interest,  and  therefore  in  all  cases  he  is  at  least  a  nominal  party.  If  after 
abandonment  the  attempt  should  be  madie  to  file  a  new  application  for  the 
same  thing,  it  would  have  to  be  made  by  the  inrentor.  He  should  be  required 
to  place  a  statement  on  record  which  would  est(^  him  from  coming  forward 
with  such  application. 

Where  the  inventor  is  dead,  (he  right  of  applying  for  and  obtain- 
ing the  patent  devolves  upon  the  executor  of  administrator,  (sec 
4896,  R.  S.,)  and  papers  that  would  require  the  signature  of  the 
inventor,  if  living,  must  be  signed  by  said  executor  or  administrator. 

In  the  present  case  not  only  has  the  administratrix  refused  to  sign 
the  concession  of  priority,  but  has  filed  in  protest  an  affidavit  alleg- 
ing fraud.  Where  the  applicaticHi  of  both  parties  to  an  interference 
are  assigned  to  the  same  company,  circumstances  may  arise  where 
it  is  for  £he  interest  of  the  common  assignee  to  have  judgment 
awarded  in  favor  of  one  party  to  the  prejudice  of  the  rights  of  the 
other  party  and  without  regard  to  the  actual  dates  of  invention. 
This  would  be  easy  of  accomplishment  where  both  applications 
are  assigned  to  the  same  assignee  unless  the  signature  of  the  in- 
ventor or,  in  case  he  is  deceased,  of  the  executor  or  administrator 
is  required  to  a  concession  of  priority. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Blackmore  v.  Hall. 

patent  interference. 

Decided  February  S,  1908. 

132  O.  G.,  1587. 

iHmrBSEivcK— Delay  ixr  Fiuxro  Motion  to  Dissolve— TsAiisiiissioiv. 

A  delay  of  seven  weeks  In  the  flliug  of  a  motion  to  dissolve  will  not  be 
excused  on  a  showing  that  counsel  called  applicants  attention  to  the  ad- 
Tiaability  of  filing  the  motion,  that  it  was  applicant's  intention  to  ylalt 


DSCIBIOlfB  OF  THB  00MMI88I0NEB  OF  PATSKTg.  51 

WaahingtOD  for  the  fnupoae  of  ooiURiltliiff  his  attorney  regarding  tbe 
motion,  bnt  tbat  before  a  meeting  ooold  be  arranged  boalneaa  of  great  Im- 
portance called  him  to  other  places,  eepedally  In  Tlevr  of  a  Tlgorooa  proteet 
by  the  opposing  party  against  delay  and  a  showing  that  such  delay  would 
resnlt  in  hardship  to  him. 

Afpiai.  on  Motion.  « 

MSTHOD  or  noDcrcina  aluminium. 

tit.  J.  B.  NoUmgham  for  Blackmore. 
Mr.  Joseph  B.  HaU  per  w. 

MoQBB^  Commissioner: 

This  is  an  appeal  by  Blackmore  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  motion  to  dissolve  the 
interference. 

The  Examiner  of  Interferences  denied  the  motion  to  transmit  on 
the  ground  that  appellant  was  not  diligent  in  bringing  his  motion  and 
Uiat  the  showing  made  did  not  excuse  the  delay. 

The  preliminary  statements  were  opened  and  approved  on  October 
4, 1907.  Consequently  the  thirty  days  provided  by  Rule  122  for  the 
filing  of  motions  to  dissolve  expired  November  4,  1907.  Blackmore 
did  not  file  his  motion  until  December  26,  1907.  The  showing  in 
excuse  of  the  delay  in  bringing  the  motion  consists  of  the  affidavits 
of  Blackmore  and  of  his  counseL  It  appears  therefrom  that  Black- 
more's  counsel  called  his  client^s  attention  to  the  advisability  of 
bringing  such  a  motion.  Blackmore  states  that  it  was  his  intention 
to  visit  Washington  for  the  purpose  of  consulting  with  his  attorney 
concenaing  the  matter,  but  that  before  a  meeting  could  be  arranged 
bttsinees  of  great  importance  called  him  to  various  other  places,  so 
that  he  did  not  reach  Washington  until  December  19, 1907. 

If  Blackmore  was  unable  to  personally  consult  his  attorney  within 
the  proper  time,  it  does  not  appear  why  the  matter  could  not  have 
been  attended  to  through  correspondence.  According  to  Blackmore's 
own  showing  the  delay  was  not  unavoidable,  but  rather  a  matter  of 
business  convenience,  in  that  he  chose  to  attend  first  to  matters  he 
considered  of  greater  importance.  These  affidavits  do  not  indicate 
that  Blackmore  exercised  due  diligence  to  show  circumstances  that 
would  justifjr  excusing  the  delay,  especially  in  view  of  Hall's  vigor- 
ous protest  and  his  showing  that  great  hardship  would  result  to  him 
by  reason  of  the  delay.  {Carney  v.  Latimer,  C.  D.,  1905,  481;  119 
0.  G.,  652;  McKee  v.  Baker,  C.  D.,  1906,  22;  120  O.  G.,  657.) 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Barber  v.  Wood. 

PATENT  interference. 

Decided  January  9,  1908, 

182  O.  G..  1588. 

Ihtebfebbngb — ^Abandonment  of  Invention — Not  Ck>NsiDERSD  on  PanTioir. 

A  petition  that  a  rule  be  Issued  against  an  opposing  party  to  show  cause 
why  it  should  not  be  held  that  he  has  abandoned  his  invention  and  that 
petitioner  be  permitted  to  offer  testimony  upon  such  question  will  not  be 
entertained  under  the  Gommissioner*s  supervisory  authority  where  peti- 
tioner has  other  remedies  and  is,  in  fact,  pursuing  another  remedy  before 
the  Examiner  of  Interferences. 

On  Petition. 

8HEET-DBLIVEBT  MBCHANISIC. 

Mr.  Wdtter  P.  Rogers  for  Barber. 
Messrs.  Southgate  <6  Southgate  for  Wood. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  by  Barber  that  a  rule  be  issued  against  Wood  to 
show  cause  why  it  should  not  be  held  that  he  has  abandoned  the  in- 
vention of  the  issue  of  this  interference,  that  counsel  for  Barber  be 
permitted  to  be  present  and  to  participate  in  the  examination  of  the 
witnesses  on  behalf  of  Wood,  and  that  Barber  be  permitted  to  offer 
such  testimony  in  support  of  the  averment  herein  as  may  be  deemed 
advisable. 

Barber's  petition  is,  in  effect,  a  petition  for  the  exercise  of  the 
supervisory  authority  of  the  Commissioner.  It  is  well  settled  that 
the  supervisory  authority  of  the  Commissioner  will  be  exercised  only 
in  case  of  manifest  error  and  where  the  moving  party  has  no  other 
remedy.  {Hicks  v.  CosteOoy  C.  D.,  1903, 123 ;  108  O.  G.,  1168 ;  Woods 
V.  Waddell,  C.  D.,  1908,  891;  106  O.  G.,  2017;  Sobey  v.  Holsclav), 
C.  D.,  1905,  628;  119  O.  G.,  1922;  Locke  v.  Crehhin,  C.  D.,  1906,  298; 
124  O.  G.,  817;  Adkins  and  Lewis  v.  Seeherger^  C.  D.,  1907,  87;  127 
O.  G.,  1578;  Barber  v.  Wood,  C.  D.,  1907,  96;  127  O.  G.,  1991; 
Daggett  v.  Kaufmann,  C.  D.,  1907, 121 ;  127  O.  G.,  3641.) 

In  the  present  case  the  record  shows  that  petitioner  did  not  exhaust 
his  remedies  before  bringing  this  petition.  On  the  day  that  this  peti- 
tion was  filed  Barber  filed  before  the  Examiner  of  Interferences  the 
following  motion: 

Motion  is  hereby  made  for  an  order  permitting  Barber  to  take  testimony  for 
the  purpose  of  showing  that  the  Wood  Invention  is,  in  certain  respects,  inopera- 
tive as  set  forth  by  his  application,  and  to  establish  the  ground  of  public  use  of 
the  invention  prior  to  the  date  of  Wood's  application  in  interference,  Serial 
No.  294,923,  and  that  the  invention  was  In  use  under  circumstances  showing 
that  Wood  had  in  fact  abandoned  the  invention  before  he  filed  hia  second  or 

D€W  application.  jgitlzed  by C 
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By  granting  an  accompanying  motion  for  suspensicm  of  proceed-, 
ings  pending  the  determination  of  the  above  petition  to  the  Conmiis- 
sioner  the  Examiner  of  Interferences  suspended  action  on  the  first- 
mentioned  motion.  Said  motion,  brought  in  the  regular  course  of 
the  proceedings,  affords  petitioner  an  adequate  remedy  without  the 
necessity  of  invcddng  the  supervisory  authority  of  the  Commissioner 
and  should  be  determined  in  the  first  instance  by  the  Examiner  of 
Interference&  (Lowry  and  Cowley  v.  Spoon,  C.  D.,  1906,  224;  122 
O.  G.,  2687.) 

It  is  noted  that  petitioner  in  his  brief  bases  his  petition  largely  on 
the  holding  of  the  Court  of  Appeals  of  the  District  of  Columbia  in 
the  case  of  Ohristeneen  y.  Nayes,  (C.  D.,  1900,  201;  90  O.  O.,  223.) 
In  that  case  the  application  of  Noyes  was  forfeited  at  the  time 
Christensen's  patent  issued,  so  that  ^  there  was  no  pending  applica- 
tion in  the  Office  nor  any  unexpired  patent  with  which  it  would  in- 
terfere.'' In  the  present  case  the  patent  to  Barber  was  granted 
April  12,  1904,  while  the  application  of  Wood,  allowed  January  23, 
1904,  did  not  become  forfeited  until  after  July  23,  1904.  The  facts 
in  this  case  therefore  differ  materially  from  those  considered  by  the 
court  of  appeals  in  the  case  of  Ghriatensen  v.  Noyes,  supra. 

The  petition  is  denied. 


DuNiiEVT  &  Brother  v.  Nelson  Morris  &  Ca 

TRADE-MARK  INTERFERENCE. 

Decided  January  15,  1908. 

132  O.G.,  1588. 

Trase-Maeks — iHmiEBENCE— Applicant  axtd  Rboibtbant. 

Wbere  In  an  Interference  between  an  applicant  and  a  reglfltrant  the 
latter  takes  no  testimony  and  the  former  establishes  a  date  of  adoption  and 
nse  prior  to  the  date  of  regtstratlon,  It  Is  unnecessary  to  consider  whether 
there  Is  an  Interference  In  fact  or  whether  the  testimony  shows  actual  con- 
flict In  trade. 
On  Appeal. 

TBADB-IIABK  FOE  LARD. 

Mr.  T.  W.  Johnson  for  Dimlevy  &  Brother. 
ifr.  H.  A.  Seymour  for  Nelson  Morris  &  Co. 

B1L.LINOS,  Assistant  Com/missioner: 

This  is  an  appeal  by  Nelson  Morris  &  Co.,  the  senior  party  to  this 
interference,  from  a  decision  of  the  Examiner  of  Interferences  hold- 
ing that  Dunlevy  ft  Brother  is  entitled  to  register  a  mark  consisting 
of  the  words  ^  White  Lily  "  associated  with  a  cluster  of  calla-lilies  as 
t  trade-maric  for  lard. 
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The  prooeeding  inyolyes  the  application  of  DunleTy  &  Brother, 
filed  May  8,  1905,  and  the  registration  of  Nelson  Morris  &  CSo.,  No. 
20,180,  granted  September  29, 1891. 

The  questions  raised  by  the  assignment  of  errors  may  be  reduced  to 
four  contentions — ^first,  that  the  evidence  shows  that  Dunlevy  & 
Brother  used  their  mark  as  a  grade-mark  and  not  as  a  trade^mark ; 
second,  that  the  record  does  not  show  continuons  use  by  Dunlevy  A 
Brother  and  their  predecessors  since  the  year  1882;  third,  that  there 
is  no  interference  in  fact,  and,  fourth,  that  the  testimony  fails  to 
show  actual  confusion. 

As  to  the  first  contention,  there  is  not  sufficient  evidence  to  warrant 
the  conclusion  that  the  mark  in  issue  was  used  by  appellee  as  a  grade- 
mark  and  not  as  a  trade-mark.  Unquestionably  the  mark  was  used 
in  a  way  to  satisfy  the  requirements  of  the  law  as  to  trade-mark  use, 
and  the  evidence  fails  to  show  that  appellee  used  any  other  trade- 
mark on  the  particular  product  to  which  the  mark  in  issue  was  ap- 
plied. 

The  testimony  of  Jeremiah  Dunlevy  and  Paul  Dunlevy,  who  are 
the  present  members  of  the  firm  of  Dunlevy  A  Brother,  and  who  are 
also  members  t)f  the  firm  of  Walker,  Dunlevy  ft  Bro.,  predecessors  of 
the  present  firm,  and  of  other  witnesses  who  were  employed  by  both 
of  these  firms  shows  that  the  trade-mark  in  issue  has  been  in  contin- 
uous use  by  Dunlevy  ft  Brother  and  by  their  predecessors  since  1882. 
This  testimony  is  so  clear  and  convincing  that  it  requires  no  discus- 
sion. As  Nelson  Morris  ft  Co.  took  no  testimony  to  prove  adoption 
and  use  prior  to  their  registration,  dated  September  29, 1891,  it  fol- 
lows that  Dunlevy  ft  Brother  must  be  regarded  as  the  first  to  adopt 
and  use  the  mark. 

Since  Dunlevy  ft  Brother  were  the  first  to  adopt  and  use  the  mark, 
registration  must  be  granted  to  them  even  though  their  miirk  may 
conflict  with  the  mark  registered  by  appellant.  Hence,  the  allegation 
that  there  is  no  interference  in  fact  and  that  the  testimony  is  insuffi- 
cient to  show  an  actual  conflict  in  trade  are  immaterial  to  the  de- 
termination of  the  right  of  Dunlevy  ft  Brother  to  registration. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


OswBQo  Maizx  Pboduots  C!ohpant  v.  National  Stabch  Compakt. 

OPPOSITION. 

Decided  FeJmMry  6,  1908, 

182  O.  G.,  1688. 

1.  TaADK-MASKS— Ofpobxtion — SurricxiHT  or  Paoor  to  NcoATnn  Bxclttbitx 

USK. 

In  a  trade-mark  opposition  proceeding  opposing  registration  of  a  mark 
under  Uie  ''ten-year'*  proviso  of  Section  5  of  tbe  Trade-Mark  Act  proof 
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of  oontemponuieoiifl  ate  by  the  opposer  after  the  paaatse  of  the  act  U  not 
■oillcieQt  to  negatlTO  the  "ezdualYe"  nee  required  by  the  statute.  In 
order  to  negatire  ezdnalTe  use,  contemporaneous  use  within  the  ten  yeare 
next  preceding  the  paeeage  of  the  act  must  be  shown* 

2.  Samb — CUmb — Gbounds  for  Rktusixtq  Bboistbatioii. 

While  the  statute  proTldes  that  any  one  who  beUeyes  he  would  be  dam- 
aged by  thie  registration  of  a  mark  may  oppose  registration  of  the  same, 
reglstratloo  cannot  be  refused  by  the  Office  unless  the  opposer  shows  that 
the  mark  does  not  come  within  the  registrable  marks  specified  In  section  6 
of  the  Trade-lCark  Act 

ippEAii  from  Examiner  of  Interferences. 

rmuM^uAMK  won  jsAxnamr  stabob. 

Mr.  ArehSbdld  Oom  for  Oswego  Maize  Products  Ccmipany. 
Messrs.  Dichersoriy  Brown^  Baegener  db  Binney  for  National  Starch 
Company. 

Billings,  Assistant  Oammissianer: 

This  is  an  appeal  by  the  Oswego  Maise  Products  Company  from  a 
decision  of  the  Examiner  of  Interferences  dismissing  its  notice  of 
opposition  to  the  registration  by  the  National  Starch  Company  of 
the  word  ^  Oswego  "  as  a  trade-mark  for  corn-starch. 

The  mark  claimed  is  geographical,  being  the  name  of  a  well-known 
city  of  the  State  of  New  York.  Registration  can  be  granted,  there- 
fore, only  under  the  ^  ten-years  ^  clause  of  section  6  of  the  present 
Trade-Mark  Act 

The  record  is  dear  that  applicant  used  the  mark  claimed  as  a  trade- 
mark for  more  than  ten  years  next  preceding  the  passage  of  the 
Trade-Mark  Act,  and  appellant  does  not  appear  to  be  contesting  this 
question. 

But  it  is  contended  that  such  use  was  not  exdusive,  because  the 
evidence  shows  that  opposer  used  this  word  prior  to  April  1,  1905, 
the  date  of  the  passage  of  the  act,  or  at  any  rate  that  opposer  began 
the  manufacture  and  sale  of  starch  before  such  date,  as  is  condu- 
sively  shown  by  the  fact  that  it  registered  the  mark  ^  Vdvet "  for 
stard)  in  January,  1905. 

The  Examiner  of  Interferences  discussed  the  evidence  relative  to 
Uie  question  of  opposer's  use  of  the  mark  prior  to  April  1, 1905,  and 
conduded  that  it  failed  to  prove  such  use.  Appellant  points  out 
that  the  witness  called  on  behalf  of  the  opposer  testified  that  the 
use  of  the  word  ^  Oswego  "  began  very  soon  after  the  business  of 
oppceer  began,  and  that  in  view  of  the  fact  that  the  opposer  regis- 
tered the  mark  ^^  Vdvet  '^  for  starch  in  January,  1905,  on  an  applica- 
tion filed  December  28, 1904,  in  which  the  accompanying  affidavit  stated 
that  such  mark  had  been  used  since  about  December  1, 1904,  it  must  be 
ocmduded  that  oppoeer's  business  began  before  AprU  1, 1905,  and  it 
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is  argued  that  if  this  eTidence  proTes  that  the  biuniieas  began  before 
April  1, 1905,  it  also  sufficiently  proves  flie  use  of  the  word  ^  Oswego  ** 
before  this  time,  since  opposer  could  not  carry  on  business  without 
using  its  corporate  name  and  address,  each  of  which  includes  the 
word  ^  Oswego;"  but  this  evidence  is  not  regarded  as  sufficient  to 
discharge  the  burden  of  proof  resting  upon  the  oppoeer  upcHi  the  issue 
of  contemporaneous  use  within  the  ten-year  period  thus  raised  bj  the 
oppoeer. 

It  is  also  urged  that  it  is  not  necessary  to  show  use  by  the  oppoeer 
prior  to  the  passage  of  the  Trade-Mark  Act,  but  that  it  is  sufficient 
to  negative  exclusive  use  by  the  applicant  if  it  is  shown  that  another 
began  the  use  of  the  mark  after  the  date  of  the  pnfism^  of  the  act 
and  before  the  filing  of  the  application  against  wUdi  the  opposition 
is  directed.  Upon  this  point  I  am  of  the  opinion  that  the  meaning 
of  the  statute  is  clear.  The  statute  clearly  specifies  the  ^  passage  of 
the  act"  as  the  end  of  the  period  within  which  exclusive  use  is 
required,  and  I  am  unable  to  see  how  the  plain  wording  thereof  can 
be  construed  in  any  other  way. 

The  contention  which  appellant  characterizes  as  involving  the  real 
merits  of  the  opposition  is  that,  as  section  6  of  the  present  Trade-Mark 
Act  provides  that  any  one  who  "  believes  he  would  be  damaged  by 
the  registration  of  a  mark  may  oppose  the  same,"  if  an  opposer  shows 
that  he'  would  be  damaged  by  the  registration  such  registration  must 
be  refused  imless  the  applicant  has  a  monopoly  in  the  use  of  the 
mark  for  which  registration  is  asked.  Appellant  then  points  out  rea- 
sons why  he  would  be  damaged  and  endeavors  to  show  that  the  appli- 
cant has  no  right  to  a  monopoly  of  the  mark  claimed,  ftom  which 
he  concludes  that  registration  should  be  refused;  but  it  is  thought 
that  this  argument  misconceives  the  purpose  and  effect  of  the  present 
statute.  While  the  statute  provides  that  any  one  who  believes  he 
would  be  damaged  may  oppose  a  registration,  it  seems  dear  that  an 
opposition  cannot  be  successful  unless  the  opposer  shows  that  the 
mark  does  not  come  within  the  registrable  marks  specified  in  section 
6  of  the  act.    Section  6  states  that— 

No  mark  by  which  the  goods  of  the  owner  of  the  mark  may  he  distlJigutshed 
from  other  goods  of  the  same  class  shall  be  refosed  reglstratioii  as  a  trade-mark 
on  accomit  of  the  nature  of  such  mark  mileis  such  mark — 

is  of  specified  character.   After  specifying  certain  marks  which  shall 
not  be  registered  this  section  condudes  as  follows: 

And  provided  further,  That  nothing  herein  shall  prevent  the  registration  of 
any  mark  used  by  the  applicant  or  his  predecessors,  or  by  those  from  whom 
title  to  the  mark  is  derived,  in  commerce  with  foreign  nations  or  among  the  sev- 
eral States,  or  with  Indian  tribes  which  was  in  actual  and  exclusive  nse  as  a 
trade-mark  of  the  applicant  or  his  predecessors  from  whom  he  derived  title  for 
tSD  years  next  preceding  the  passage  of  this  act  ^  t 
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The  applicant  herein  having  made  the  necessary  allegations  to 
bring  his  case  within  this  proviso,  registration  can  be  refused  only 
upon  evidence  showing  that  he  has  not  complied  with  some  of  its 
conditions.  The  notice  of  opposition  sets  forth  only  two  grounds 
which  bring  in  question  applicant's  non-cMnpliance  with  such  condi- 
tions, one  of  such  grounds  being  that  applicant  has  not  used  'the 
mark  as  a  trade-mark,  and  the  other  that  the  applicant  has  not  had 
exclusive  use  of  the  mark  during  the  ten-year  period  specified.  As 
stated  above,  the  evidence  is  regarded  as  clearly  showing  applicant's 
use  of  the  mark  as  a  trade-mark.  The  record  also  fails  to  show  that 
any  person,  firm,  or  corporation  other  than  the  applicant  used  the 
mark  as  a  trade-mark  within  the  ten  years  next  preceding  the  passage 
of  the  act,  as  above  pointed  out,  and  hence  there  is  nothing  in  the 
record  to  overcome  applicant's  prima  facie  right  to  registration. 

The  decision  of  the  Examiner  of  Interferences  diemiesing  the  op- 
poriHon  ii  affirmed. 


Papendell  v.  Bunnell  v.  Rsizenstein  v.  Gaisman  v.  Gillettb. 
patent  interference. 

Bedded  January  15, 1908. 
182  O.  G.,  1837. 

iRTEirEBSNCE — MOTION  TO  DiSBOLVS — DeLAT  IN   BbINOINO. 

The  fBCt  that  an  appeal  had  been  taken  from  a  decision  refnslng  to  trans- 
mit a  fbrmer  motion  to  dissolve  and  that  appHennt  was  awaiting  a  decision 
thereon  Held  Insufllelent  to  excuse  delay  in  bringing  a  second  motion. 

Appeal  ok  Motion. 

SAFETY  BASOB. 

Meure.  Redding^  Kiddle  <6  Oreeley  for  Papendell. 
Messrs.  Beddings  Kiddle  <&  Greeley  and  Mr.  Arthur  P.  Cheeley  for 
BonnelL 
Messrs.  Wiedersheim  <6  Fairbanks  for  Reizenstein. 
Mr.  T.  F.  Bourne  for  Gaisman. 
Mr.  E.  D.  Ohadwick  and  Messrs.  Bacon  <&  Milans  for  GillettOi 

MooBE,  Commissioner: 

This  is  an  appeal  by  Bunnell  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve. 

It  appears  that  on  July  26, 1907,  an  order  was  issued  against  Bun- 
nell to  show  cause^hy  judgment  on  the  record  should  not  be  rendered 
ligainst  him.  On  August  22,  1907,  Bunnell  brought  a  motion  to  dis- 
solye,  which  the  Examiner  of  Interferences,  in  a  decision  i*endei*ed 
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Aiigust  26,  1907,  refused  to  transmit,  on  the  ground  that  the  allega- 
tions upon  which  the  motion  was  based  were  not  sufficiently  specific 
Upon  appeal  this  decision  was  affirmed  by  the  Assistant  Commissioner 
on  October  29,  1907.  On  November  21,  1907,  Bunnell  brought  an- 
other motion  to  dissolve,  which  was  denied  by  the  Examiner  of  Inter-, 
ferences  in  a  decision  rendered  November  29,  1907,  on  the  ground 
that  the  motion  was  brought  long  after  the  time  allowed  for  bringing 
such  motions  and  that  the  facts  set  up  in  excuse  of  the  delay  did  not 
cover  the  whole  period  of  delay.  It  is  from  this  decision  that  the 
present  appeal  was  taken. 

The  excuse  offered  for  the  delay  is  that  the  present  attorney  was 
not  actively  called  into  the  case  till  after  the  first  decision  of  the 
Examiner  of  Interferences;  that  it  seemed  to  him  that  an  appeal 
from  that  decision  was  proper;  that  the  decision  of  the  Assistant 
Commissioner  indicated  that  a  second  motion  might  be  filed  if  accom- 
panied by  a  sufficient  excuse  for  the  delay;  that  the  present  motion 
was  filed  as  soon  as  it  could  be  prepared  thereafter. 

The  decision  of  the  Examiner  of  Interferences,  holding  this  excuse 
insufficient  was  correct  As  pointed  out  in  Rockstroh  v.  Wamock^ 
(ante^  10;  182  O.  6.,  284,)  where  a  motion  to  dissolve  is  refused  trans- 
missicm  as  being  not  sufficiently  specific  an  amended  moti(Hi  curing 
the  informalities  of  the  first  may  be  transmitted  if  filed  within 
the  limit  of  appeaL  If  filed  thereafter,  it  can  be  transmitted  only 
when  accompanied  by  a  sufficient  excuse  for  the  delay.  Clearly  the 
fact  that  an  appeal  had  been  taken  from  the  first  decision  and  that 
applicant  was  awaiting  a  dedsion  on  the  appeal  before  he  began  to 
prepare  the  amendment  is  not  a  sufficient  excuse  for  the  delay. 

The  deoUion  of  the  Ewambner  of  Interferences  is  affirmed. 


Ex  PASTE  DiLO  AND  FoWLBB,  Jr. 
APFLIOATION  FOB  PATENT. 

Decided  JamiOfy  $0,  1908. 
182  O.  O^  1S87. 

ABANDOHlCBira  OF  AFPLIOATIOII — DeLAT  HOT  UNAVOIDABLE. 

Where  an  applicant  delays  action  on  an  application  beyond  the  statntorj 
period  In  order  to  prevent  another  party  from  secarlng  access  thereto  by 
reason  of  Its  being  the  parent  case  of  an  application  Inyolved  in  interference 
with  soch  party,  JSTeld  that  the  faUnre  to  act  was  not  onaToidable  within 
the  meaning  of  section  4894  of  the  Bevised  Statutes  and  that  the  aM>lica 
tion  is  abandoned. 

On  PtornoN. 

■OAP-sxnrpLnEi. 

Mr.  J.  OdeU  Fowler^  Jr.^  for  the  applicantsiP^^^d  by  Google 
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MooRB,  Coimnissianer: 

This  is  a  petition  requesting  that  an  application  be  held  not  aban- 
doned although  action  therein  was  delayed  beyond  the  statutory 
period  of  one  year. 

It  appears  that  petitioners  have  a  copending  application  covering 
matter  disclosed  in  this  application  and  which  was  divided  out  for  the 
purposes  of  interference.  During  the  progress  of  the  interference 
the  opposing  party  requested  access  to  the  present  or  parent  applica 
tion,  which  was  refused.  Petitioners  aver  that  they  understood  from 
the  decision  denying  access  that  the  matter  was  not  determined  by 
sach  action,  but  that  a  final  decision  would  be  later  rendered  by  the 
Commissioner. 

The  year  allowed  for  action  in  this  case  expired  on  December -26, 
1907.  Petitioners  state  that  they  did  not  wish  to  amend  the  applica- 
tion until  after  the  question  of  access  thereto  was  finally  determined, 
because  if  they  did  amend  and  access  was  granted  the  opposing  party 
would  have  knowledge  of  such  amendment  contrary  to  their  desires. 
It  is  averred  that  the  amendment,  which  it  is  now  sought  to  have  con- 
sidered in  the  case,  was  prepared  long  before  the  expiration  of  the 
year  and  that  petitioners  were  ready  to  file  the  same  as  soon  as  the 
question  of  access  was  finally  determined. 

It  is  believed  that  the  delay  in  this  case  was  not  unavoidable  within 
the  meaning  of  section  4894  of  the  Revised  Statutes.  Although  peti- 
tioners were  aware  that  action  was  required  on  or  before  December 
26, 1907,  they  deliberately  let  this  time  pass  without  action  in  order 
to  prevent  the  possibility  of  an  opposing  party  to  a  related  interfer- 
ence securing  access  to  such  amendment.  Petitioners'  understanding 
regarding  the  determination  of  the  motion  for  access  in  the  inter- 
ference proceeding  has  nothing  to  do  with  this  case  and  cannot  affect 
the  decision  herein.  Even  if  petitioners'  understanding  were  correct 
and  the  Commissioner  had,  in  fact,  taken  up  the  petition  for  access 
and  determined  the  questions  presented  they  could  not  have  deferred 
action  in  this  case  beyond  the  year  whether  such  decision  had  been 
tendered  before  or  after  the  expiration  of  the  year.  If  the  Commis- 
sioner had  decided  the  matter  before  the  expiration  of  the  year,  action 
would  have  been  necessary  before  the  end  of  that  period  and  if  he 
had  decided  it  after  such  period  petitioners  could  not  successfully 
excuse  inaction  because  the  matter  was  not  decided  earlier. 

The  petition  is  denied. 
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GhUBOHIIjL  V.  Go(X>WIK. 
PATENT  INTBBFBREKGB. 

Decided  Fe}>ruary  10,  1908. 
182  O.  a,  1888. 

1.  lETMigmrca— PuLiiawABY  STATSMKivT^-BxnaiDiiie  Tnot  iob  Fiuho^ 

Where  the  time  for  filing  preUmlnary  statements  had  been  extended  sev- 
eral months  in  view  of  the  mental  condition  of  one  of  the  parties,  Held  that 
a  motion  for  further  extension  was  properly  denied  where  the  only  show^iiig 
In  support  of  the  motion  is  the  affidavit  of  a  physician  stating  that  In  bis 
opinion  the  applicant  will  in  a  f^  months  be  snfflciently  recovered  to  be 
reliable  as  to  his  recollection  of  past  occurrences. 

2.  Samb— Saio— Bquixablb  Absionsb. 

An  order  permitting  an  alleged  equitable  assignee  to  file  a  prelimliuiry 
statement  will  not  be  entered  where  the  assignment  is  not  o.f  record  and 
'ample  opportunity  has  been  given  to  file  a  statement  in  accordance  with 
Bule  181  and  the  failure  to  do  so  is  not  sufficiently  excused. 

Appeal  on  Motion. 
On  Petition. 

LOOK  IOB  LOCKBBrBOOBB. 

Messrs.  Brovm^  Darby  <6  Hopkins  for  ChurchilL 
Mr.  Robert  C.  Mitchell  for  Goodwin. 

Moore,  Commissioner: 

This  case  comes  up  on  an  appeal  by  Churchill  from  a  decision  of 
the  Examiner  of  Interferences  denying  his  motion  for  thirty  days  for 
additional  time  in  which  to  file  his  preliminary  statement,  and  also 
upon  a  petition  by  Churchill  that  the  Examiner  of  Interferences  be 
instructed  to  allow  the  petitioner,  who  is  alleged  to  be  mentally  in- 
capacitated, sufficient  time  in  which  to  have  his  case  placed  under  the 
care  of  a  legal  representative,  or  that  an  order  be  entered  permitting 
Churchill's  equitable  assignee  of  a  half  interest  to  make  a  preliminary 
statement  in  the  latter's  stead,  and  that  in  the  latter  event  thirty  days 
be  allowed  the  assignee  in  which  to  file  a  preliminary  statement. 

It  is  noted  that  a  paper  purporting  to  be  a  preliminary  statement 
by  the  alleged  assignee  was  presented  February  6, 1908. 

The  record  shows  that  this  interference  was  declared  March  12, 
1907,  and  the  time  for  filing  preliminary  statements  was  originally 
fixed  for  April  9, 1907.  Since  that  time  seven  motions  for  extensions 
of  time  for  filing  his  preliminary  statement  have  been  granted  to 
Churchill  in  view  of  certain  affidavits  by  counsel  and  by  the  physician 
attending  Churchill.  In  the  last  motion  for  extension,  which  was 
granted  October  8, 1907,  giving  Churchill  three  months  in  which  to 
file  a  preliminary  statement,  the  Examiner  of  Interferences  said: 
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I  am  of  tbe  opinion  that  tbe  aflldayit  sets  forth  tho  pr«Mnt  Incapacity  of 
CbnrchlU  to  make  the  statttnent  with  sofllclent  cortalnty  to  Jastlty  the  extension 
now  asked.  It  must  be  obTlous^  however,  to  counsel  for  Oharchlll  that  there 
most  be  some  limit  to  the  time  In  which  the  case  of  the  opposing  party  In  the 
interference  can  be  tied  np  through  Chnrchlirs  sickness.  It  Is  therefore  advised 
tliat  every  reasonable  effort  be  made  to  file  a  statemoit  for  Ghnrchlll  In  the 
time  now  allowed.  No  further  extension  of  time  will  be  granted  except  upon  a 
Mtlsfactny  showing  that  this  has  been  done. 

The  present  motion  is  accompanied  by  an  affidavit  by  th6  physician 
that  Gharchill  is  still  mentally  incapacitated  for  making  a  reliable 
statement  as  to  past  occurrences  and  that  in  the  opinion  of  the  de- 
ponent he  will  within  a  few  months  be  sufficiently  recovered  to  be 
reliable  as  to  his  recollection  of  past  occurrences. 

It  18  believed  that  the  showing  made  in  support  of  this  motion  is 
insufficient.  It  does  not  appear  that  there  is  any  greater  likelihood 
of  obtaining  the  preliminary  statement  of  the  applicant  within  the 
period  asked  for  than  in  any  previous  time,  since  the  affidavit  of  the 
physician  is  substantially  the  same  as  his  prior  affidavits,  nor  does  it 
appear  that  any  effort  has  been  made  to  have  a  legal  representative 
appointed  for  the  applicant  at  any  time  during  the  period  of  nine 
months  which  has  already  been  allowed  to  Churchill  to  file  his  pre- 
liminary statement. 

In  view  of  these  facts  the  decision  of  the  Examiner  of  Interferences 
is  affirmed. 

The  first  prayer  of  the  petition  covers  substantially  the  same  ground 
as  the  appeal  and  is  denied  for  the  same  reason. 

In  respect  to  the  request  that  an  order  be  entered  permitting 
C!hurchill's  equitable  assignee  of  one-half  interest  to  make  the  pre- 
liminary statemrat  in  Churchill's  stead  it  may  be  said  that  this  Office 
has  no  record  of  any  assignment  to  the  alleged  assignee.  No  reason, 
^lerefore,  i^pears  for  recognizing  said  party  in  this  case.  Ample 
opportonity  has  been  given  to  the  applicant  and  his  assigns  to  present 
a  preliminary  statement  in  accordance  with  Kule  181,  and  the  failure 
to  do  so  is  not  sufficiently  excused. 

The  petition  is  denied. 


Ex  PARTS  Havana- Ambhigan  Cohpant. 

APFUCATH)N    FOB    REGISTRATION    OF    TRADE-MARK* 

Decided  February  18,  1908. 

182  O.  O.,  1839. 

TuDB-lfAaKS — ^PiAoncB— Rboistrations  Undeb  the  Invalid  Act  or  1870  Will 

BB  DlSaBOABDBD. 

In  view  of  tbe  tect  tbat  notice  of  tbe  appUcatlon  for  registratloa  of  a 
trmde-nuurk  Is  pabliabed  in  the  Ofpicial  Gazette  and  since  tbe  act  of  1906 
providea  tbat  any  person  wbo  believes  be  wiU  be  damaged  may  file  an 
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opposition,  H^d  thnt  the  burden  ahonld  not  be  plaoed  upcm  an  a^^licant 
for  registration  to  ahow  the  aliandonment  or  non-oae  of  a  mark  registered 
under  tlie  act  of  1870,  and  tbat  reglBtration  under  the  Invalid  Act  of  1870 
ahonld  no  longer  be  held  a  bar  to  the  registration  of  a  trade-mark. 

On  Affbal. 

TBADS-lTABK  lOB  OIOABa 

Messrs.  Meyers^  Oushman  <6  Rea  for  the  applicant 

BiiiLiNGS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  Examiner  of  Trade-Marks  refusing 
registration  of  trademark  ^^Antonia  Y  Cleopatra"  for  cigars  in 
view  of  the  trade-mark  registration  of  C.  O.  Peterson,  No.  6,737, 
dated  October  22,  1878. 

This  registration  was  effected  under  the  act  of  1870,  which  was  de- 
clared'invalid  by  the  Supreme  Court  of  the  United  States  in  The 
Trade-Mark  Cases,  C.  D.,  1879,  619;  16  O.  G.,  999;  100  U.  S.  82. 

It  is  contended  on  behalf  of  the  appellant  that  since  this  law  was 
declared  unconstitutional  the  registrations  granted  under  the  same 
are  of  no  effect  and  that  the  reference  dted  in  this  case  should  there- 
fore be  withdrawn  and  registration  granted  to  this  applicant. 

The  Examiner  of  Trade-Marks  refused  registration  of  the  appli- 
cant's mark  upon  the  ground  that  Peterson's  registration,  while  not 
prima  facie  evidence  of  ownership  of  the  trade-mark  in  controversy, 
is  evidence  of  a  known  mark^  and  that  under  the  well-established 
practice  it  is  incumbent  upon  the  applicant,  if  he  is  to  be  granted 
registration,  to  overcome  the  known  mark  by  the  presentation  of  evi- 
dence bj  affidavit  or  otherwise  showing  that  the  mark  is  not  in  use 
or  has  been  abandoned. 

In  the  case  of  ex  parte  Lyon,  Dupuy  <6  Co.  (C.  D.,  1884,  29;  28 
O.  G.,  191,)  the  applicant  sought  to  register  the  word  "^  Triumphant " 
for  wheat-flour,  and  registration  was  refused  in  view  of  a  prior  regis- 
tration of  Imbs,  Meyer  &  Co.,  No.  8,472,  dated  February  29,  1876. 
In  passing  upon  the  question  of  the  validity  of  the  registration  under 
the  act  of  1870  Acting  Commissioner  Dyrenf  orth  said : 

The  registration  of  Imbs,  Meyer  &  Ck>.  was  complete  under  the  law  of  1870» 
and  established  not  only  title  to  the  trade-mark  in  controversy,  bat  that  they 
had  been  using  it  fbr  ten  years.  There  is  no  pretense  that  that  record  does 
not  disclose  the  exact  truth.  The  point  made  is  that  the  law  under  which 
that  solemn  act  took  place  and  the  record  of  it  was  made  up  was  unconstitu- 
tional, and,  ergOf  I  must  shut  my  eyes  to  what  that  record  discloses.  But  the 
statute  says  that  applicant  shall  not  be  entitled  to  registration  of  a  trade- 
mark which  is  Identical,  or  substantially  identical,  with  the  registered  or  knoum 
trade-mark  of  another.  This  record  discloses  to  me  that  applicants  are  sedUng 
to  register  substantially  the  knoum  trade-mark  of  another— to  wit,  that  of 
Imbs,  Meyer  &  Co.    It  is  true  that  these  parties  may  have  abandoned  their 
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tnde-mftrk,  but  abandonment  Is  not  to  be  pretnmed.  If  It  bad  become  worth- 
ten^  no  otlier  person  wonld  bSTe  sooght  to  appropriate  It,  or  that  wblch  Is 
■nhstantially  Identical  with  It 

This  position  has  been  generally  adhered  to  by  the  Office  since  that 
time.  In  em  parte  Star  DieHOery  Company  (0.  D.,  1905^  498;  119 
0.  O.,  964)  Commissioner  Allen  said  in  respect  to  registration  under 
the  act  of  1870  that^ 

The  act  of  1870  was  declared  miconstltutlonal  by  the  Supreme  Court,  and 
coDBeiiiiently  registrations  thereonder  were  invalid  and  furnished  no  protection 
to  the  parties  securing  them.  They  constitute  publications,  however,  in  which 
the  registrants  made  public  daim  and  al&davlt  to  ownership  of  the  marks 
disclosed  therein.  They  made  that  claim,  furthermore,  before  the  present  appli- 
cant entered  the  field  and  long  before  it  made  claim  to  ownership.  While 
those  registrations  do  not  constitute  legal  proot  of  ownership,  they  constitute 
eridence,  and  it  is  l>elieved  that  this  Ol&ce  is  warranted  in  accepting  it  as 
making  oat  a  prima  facie  case  until  overcome  in  some  way  by  the  applicant 

The  decision  in  ScTmeider  ▼.  The  Union  DistOling  Co.  (C.  D.,  1906, 
129;  121  O.  O.,  1676)  is  to  the  same  effect  Under  these  decisions  it 
has  been  the  practice  of  the  Office  to  require  an  applicant  to  show  by 
aiEdayit  or  otherwise  a  prior  claim  to  the  trade-mark  sought  to  be 
registered  or  that  the  registrant  under  the  act  of  1870  has  ceased  to 
use  the  mark  or  has  iibandoned  the  same. 

It  is  urged  by  the  appellant  that  since  registrations  effected  under 
the  act  of  1870  are  invalid  the  burden  should  not  be  placed  upon  an 
applicant  of  overcoming  such  registrations;  that  either  they  should 
be  disregarded  or  that  an  interference  shotQd  be  declared  therewith 
in  order  that  the  applicant  should  not  be  put  to  the  expense  of  pro- 
curing and  presenting  testimony  which  must  from  the  very  nature 
of  the  case  be  negative  in  its  character  and  unconvincing. 

The  contention  of  the  appellant  is  believed  to  be  well  founded. 
This  position  was  recognized  in  ex  parte  American  Lead  Pencil  Com- 
pemy^  (0.  D.,  1892, 199;  61  O.  G.,  151,)  in  which  case  (Commissioner 
Simmidssaid: 


The  TByamlner  declines  to  institute  the  interference  on  the  ground  that  the 
rOKistratloiis  under  the  act  of  1870  are  known  to  be  null  and  Toid  through 
the  dedsJon  of  the  United  States  Supreme  Court,  and  he  declines  to  grant 
rOKistratlon  because,  although  the  previous  registration  is  TOld,  yet  it  makes 
the  trade-mark  in  question  known  to  the  Patent  Office. 

Under  soch  circumstances  the  proper  and  eauitable  thing  seems  to  be  to  giro 
the  regtstiant  nnder  the  act  of  1S70  opportunity  to  file  an  application  under 
the  csigttaig  act  and  become  an  interterence  contestant  if  that  party  so  chooses. 

MoUee  wm  be  issued  to  the  registrant  under  the  act  of  1870  that  an  appll- 
catlOQ  tat  registry  is  pending  with  which  the  said  registry  would  interfere  if 
it  woe  a  reglsUy  under  the  existing  act,  and  that  sixty  days  will  be  allowed 
whvein  soch  registrant  may  make  application  under  the  existing  act  with  a 
Hsw  to  Interf erenoe. 


Digitized  by 


Google 


64  DE0IBI0N8  OF  THB  C0MMI8BI0KBB  OF  PATBKT8. 

By  the  procedure  indicated  in  this  decisifm  it  appears  that  the 
registrant  was  duly  notified  of  the  conflicting  claim  of  the  applicant 
and  was  given  an  opportunity  to  contest  the  same  if  he  so  desired. 
The  burden  in  such  case  was  not  placed  upon  the  applicant  to  present 
evidence  of  a  negative  character  showing  that  the  registrant  had  no 
valid  title  to  his  trade-mai^ 

The  act  of  1881  contained  no  provision  for  the  notification  of  the 
public  of  the  pendency  of  applications  for  registration  of  trade- 
marks. The  act  of  1905,  however,  provides  in  section  6  that  if  after 
examination — 

*  *  *  it  shall  appear  tliat  the  appUcant  is  entitled  to  have  his  trade-mark 
registered  under  the  provisions  of  this  act,  the  Commissioner  shaU  cause  the 
mark  to  be  published  at  least  once  in  the  Oftigial  Qazeitb  of  the  Patent  Office. 

This  section  further  provides  that — 

Any  person  who  beUeves  he  would  be  damaged  by  the  registration  oT  a 
mark  may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds 
therefor,  in  the  Patent  Ofllce  within  thirty  days  after  the  publication  of  the 
mark  sought  to  be  registered,  etc 

It  is  clear  that  by  this  provision  the  public  at  large  is  notified  of 
the  pendency  of  an  application  for  the  registratiim  of  a  trade-mark 
in  the  Patent  Office,  and  any  person  who  believes  that  he  has  a 
superior  title  to  said  mark  has  tihe  right  to  delay  registration  of  the 
nmrk  by  the  interposition  of  a  notice  of  opposition  and  finally  pre- 
vent the  registration  should  he  succeed  in  establishing  legal  grounds 
for  the  refusal  of  the  registration  for  which  application  was  made. 

Furthermore,  section  18  of  the  act  of  1906  provide 


That  whenever  any  person  shaU  deem  himself  Injured  by  the  registration 
of  a  trade-mark  in  the  Patent  Office  he  may  at  any  time  apply  to  the  Oom- 
missioner  of  Patents  to  cancel  the  registration  thereof. 

In  view  of  these  provisions  of  the  present  Trade-Mark  Act  it  is 
believed  that  registrants  under  the  act  of  1870,  as  well  as  parties  who 
have  no  registration,  are  sufficiently  advised  of  the  presentation  of 
the  daim  of  an  applicant  fcnr  registration  and  that  the  burden  is 
upon  them,  if  they  dteire  to  contest  the  right  to  such  registration,  to 
either  present  an  application  for  interference  or  to  file  notice  of 
opposition,  or  if  such  time  has  elapsed  that  neither  can  be  done  the 
right  of  canoelation  is  adequate  to  protect  their  interests. 

It  is  to  be  noted  that  aftw  the  Trade-Mark  Act  of  1870  was 
declared  invalid  registrants  under  that  act  had  the  right  under  the 
act  of  1881  to  register  such  inarks  as  were  used  in  commerce  with 
foreign  nations  or  with  Indian  tribes.  By  the  act  of  February  20, 
1905,  the  rigliv  to  registration  was  extended  to  trade-marks  used  in 
interstate  commerce.  It  is  believed  that  where  a  registrant  under 
the  act  of  1870  has  not  availed  himself  of  the  right  to  register  his 
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maik  under  the  act  of  1861  or  under  the  provisions  of  the  present 
act,  whidi  has  already  been  in  force  for  three  years,  the  burden 
shautd  not  be  placed  upon  another  applicant  for  registration  of  the 
same  mark  or  one  resembling  the  same  to  present  evidence  to  over- 
come a  mark  registered  under  the  invalid  act  of  1870  as  a  pre- 
requisite to  registration  of  his  mark. 

As  above  stated,  registrants  under  the  act  of  1870  are,  by  the  pub- 
lication of  the  mark  sought  to  be  registered,  given  notice  of  the 
applicant's  claim,  and  ample  remedies  are  provided  for  contesting 
the  right  of  ownership  of  such  mark.  In  view  of  these  facts  I  am 
of  the  opinion  that  registrations  under  the  invalid  act  of  1870  should 
no  longer  be  held  a  bar  to  the  registration  of  a  trade-mark  presented 
under  the  provisions  of  the  act  of  1905.  The  decisions  in  ex  parte 
Star  DUtiUery  Company  and  in  Schneider  v.  The  Union  DieHUinj 
Co.^  iupra,  are  overruled  to  the  extent  indicated. 

The  decision  of  the  Examiner  of  Trade-Marks  ie  reversed. 


Ex  PABTB  Krubb. 

APPLICATION  FOR  PATENT. 

Decided  February  7,  1908, 
183  O.  G^  229. 

AMXHBlODfT  TO  APPUCATIOIT — ^RlGHT  TO  WlTRDKAW. 

Wbere  an  applicant  filed  an  amendm^it  directing  the  cancelation  of  the 
finally-redected  claims  of  his  application  and  requesting  that  the  ease  be 
psned  to  issuer  but  on  the  same  day  filed  an  appeal  from  the  Bzamlner's 
final  rejection,  in  which  appeal  papers  he  aaked  that  the  amendment  be 
withdrawn,  although  the  request  for  the  withdrawal  of  the  ammidment  was 
informal.  In  that  it  was  embodied  in  the  appeal  papers  Instead  of  in  a 
separate  paper,  the  Examiner  should  not  have  Altered  the  amendment  and 
passed  the  case  to  issue  without  giving  the  applicant  an  opportunity  to  elect 
the  course  he  desired  to  pursue. 

On  PEnnoN. 

MRALUO 


Mr.  Obed  0.  ^ittman  for  the  applicanti 

MooKB,  Commissioner: 

This  is  a  petition  that  this  case  De  withdrawn  from  issue  and  that 
the  claims  canceled  by  the  amendment  of  January  8,  1908,  be  rein- 
serted and  that  the  appeal  filed  January  8, 1908,  be  forwarded. 

On  January  9, 1907,  claims  1  to  9  were  finally  rejected.  On  Janu- 
ary 8,  1906,  applicant  filed  an  amendment,  dated  January  6,  1908, 
dirediiig  that  these  claims  be  canceled  and  requesting  that  the  case 
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be  passed  to  issue  at  an  early  date.  On  the  same  day  there  was  filed 
an  appeal  to  the  Ezaminers-in-Chief  as  to  these  claims,  also  dated 
January  6, 1908,  and  in  this  appeal  paper  the  following  statement  was 
made:    ^^  The  amendment  this  day  mailed  is  hereby  withdrawn.** 

The  appeal  and  the  amendment  reached  the  examining  division  on 
January  10, 1908 ;  but  when  the  Examiner  took  the  case  up  for  action 
on  January  16, 1908,  the  amendment  had  been  entered,  and  he  refused 
to  forward  the  appeal  on  the  ground  that  the  rejected  claims  had 
been  canceled  and  that  if  the  statement  above  quoted  from  the  appeal 
was  intended  as  a  direction  to  reinsert  the  claims  canceled  by  the 
amendment  of  January  8,  1908,*it  was  too  indefinite  to  warrant  the 
reinsertion  of  the  rejected  claims.  He  thereupon  passed  the  case  to 
issue. 

The  error  in  this  action  arose  from  overlooking  the  fact  that  the 
amendment  directing  the  cancelaticm  of  the  claims  should  not  have 
been  entered,  having  been  withdrawn  by  the  appeal  paper.  Undoubt- 
edly  if  the  withdrawal  of  the  amendment  had  been  embodied  in  a 
paper  separate  from  the  appeal  paper  and  had  reached  the  examining 
division  on  the  same  day  as  the  amendment  the  Examiner  would  not 
have  entered  the  latter. 

Although  the  withdrawal  was  in  the  appeal  paper,  the  Examiner 
should  not  have  passed  the  case  to  issue  without  first  notifying  the 
applicant  of  the  informality  and  giving  him  an  opportunity  to  elect 
the  course  he  desired  to  pursue.  It  is  not  the  policy  of  the  Office  to 
take  advantage  of  technical  points  of  procedure  to  the  detriment  of 
applicants  who  are  prosecuting  their  cases  in  good  faith.  If  appli- 
cant will  file  an  amendment  reinserting  the  claims  the  cancelation 
of  which  was  directed  by  the  amendment  of  January  8,  1908,  the 
appeal  will  be  forwarded. 

The  petition  is  granted  to  the  extent  indicated. 


Anderson  v.  Pegk. 

patent  inisbferbnob. 

Decided  February  tO,  1908. 

183  O.  Q.,  220. 

iHTEBmEROB — PBELIMINABT     StATSMBNT— DBLAT    IN     FUJHQ — ^BZOUSB     iHSUr- 
FICIENT. 

Permission  to  file  a  preliminary  statement  will  not  be  granted  when  filed 
nearly  four  months  after  the  expiration  of  the  period  allowed  for  such 
action  and  after  the  granting  of  two  extensions  of  time  for  the  taking  of 
testimony  where  it  appears  that  applicant's  counsel  notified  the  amlguee 
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of  an  ondiTided  balf  Interest  of  the  tnterferenoe  and  asked  lUm  to  secure 
from  the  applicant  the  information  necessary  to  make  a  preliminary  state- 
ment and  that  said  counsel  addressed  a  letter  to  applicant  advising  him 
about  the  preliminary  statemoit,  which  presumably  was  delivered,  as  it 
was  not  returned.  Whether  applicant  had  actual  notice  or  not,  the  failure 
to  obtain  the  necessary  data  by  counsel  or  by  the  assignee  was  negligence 
with  which  applicant  is  chargeable. 

AfpkaIi  on  Motion. 

OABHSB. 

Mr.  Charies  S.  Gaims  and  Messrs.  MoBon^  Pemoick  db  Lawrence 
for  Anderson. 
Meurs.  Paul  db  Paul  for  Peck. 

Billings,  Asmstant  Commissioner; 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences denying  a  motion  by  Peck  for  leave  to  file  a  preliminary 
statement. 

The  record  shows  that  the  time  to  file  preliminary  statements  was 
originally  set  to  expire  August  26,  1907.  Within  diat  time  a  state- 
ment was  filed  by  Anderson,  but  no  statement  was  filed  by  Peck. 
Times  for  the  taking  of  testimony  were  set  on  August  80, 1907,  and 
two  extensions  of  time  have  since  been  granted  by  the  Examiner  of 
Interferences.  On  December  24, 1907,  Peck  filed  his  motion  for  leave 
to  file  a  preliminary  statement  in  the  cose. 

The  showing  in  support  of  this  motion  consists  in  the  affidavits  of 
Peck,  his  assignee,  Hewson,  and  his  counsel,  Richard  Paul.  It 
appears  from  these  affidavits  that  Paul  notified  Hewson  of  the  pend- 
engr  of  the  interference  and  requested  him  to  obtain  certain  infor- 
mation from  Peck  which  could  be  used  in  the  preparation  of  a  pre- 
Uminaiy  statement;  that  Hewson  spoke  to  Peck  concerning  the 
same,  but  while  talking  with  him  was  interrupted  by  a  telephone 
message  and  failed  thereafter  to  call  Peck's  attention  to  this  matter 
again.  Peck  states  in  his  affidavit  that  until  he  was  notified  by  Paul 
that  notice  had  been  given  for  the  taking  of  testimony  by  Anderson 
he  had  no  knowledge  that  the  interference  was  pending  and  that 
when  notified  of  that  proceeding  he  at  once  signified  his  desire  to 
actively  contest  the  same. 

It  appears  from  the  affidavit  of  Cairns,  counsel  for  Anderson, 
that  in  November,  1907,  he  communicated  with  Paul  relative  to  this 
mterference  and  tiiat  Paul  stated  that  he  had  written  to  Peck  about 
the  preliminaiy  statement,  but  that  he  had  received  no  response 
from  Peck.  Peck  avers  that  he  never  received  a  letter  from  Paul ; 
but  the  fact  is  not  denied  that  Paul  addressed  a  letter  to  him  reti^ard- 
ing  this  matter,  and  it  is  not  shown  that  this  letter  miscarried,  nnd, 
as  stated  by  the  Examiner  of  Interferences,  the  record  sliows  that 
Peck  was  well  known  in  the  place  to  which  the  letter  was  addressed, 
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and  it  seems  likely  that  he  either  should  have  reoeived  the  letter 
or  that  the  same  would  have  been  returned  to  the  attorneys  before 
this  time. 

The  record  shows  that  on  May  23,  1907,  the  Examiner  suggested 
to  Peck  a  claim  taken  from  Anderson's  application,  which  claim  was 
made  by  amendment  on  May  29,  1907*  It  was  incumbent  upon 
counsel  for  Peck  to  have  notified  his  principal  of  this  suggested 
claim  in  order  that  he  might  be  advised  whether  Peck  asserted  his 
right  to  the  invention  stated  therein.  Such  action  is  now  required 
by  Rule  96,  which  provides  that  when  claims  are  suggested  a  copy 
of  the  same  shall  be  sent  to  the  applicant  as  well  as  to  the  attorney  of 
record. 

After  the  declaration  of  the  interference,  as  appears  from  the 
affidavits  above  referred  to,  Hewson,  the  assignee  of  one-half  interest, 
was  notified  of  the  pendency  of  the  interference  and  was  advised  by 
his  counsel  that  certain  data  was  needed  for  the  preparation  of  a  pre- 
liminary statement.  The  failure  to  obtain  this  data  on  the  part  of 
counsel  or  of  the  interested  party,  Hewson,  and  of  Peck  to  fumisli 
the  data  is  not  excused  by  the  averments  of  their  affidavits.  No 
motion  was  made  for  additional  time  within  which  to  file  a  pre- 
liminary statement.  More  than  three  months  elapsed  after  the  date 
for  which  time  was  set  for  taking  testimony  before  the  proposed 
preliminary  statement  was  filed,  and  during  this  time  the  statement 
of  Anderson  was  open  to  inspection  of  the  other  party,  although  both 
counsel  and  the  applicant  averred  that  they  have  not  had  access  to 
the  statement.  During  this  time  stipulations  entered  into  between 
counsel  for  the  respective  parties  for  extending  time  for  taking  tes- 
timony and  the  fact  that  the  interference  was  to  be  contested  by 
Anderson  was  thus  brought  to  the  attention  of  Peck's  counsel ;  but 
there  is^no  indication  that  Peck  or  his  counsel  intended  to  contest 
the  interference  at  that  time. 

It  is  well  settled  that  the  applicant  is  chargeable  with  such  acts 
of  negligence  on  th^  part  of  counsel.  (Jones  ▼.  Ztnn,  C.  D.,  1904,  203 ; 
110  O.  G.,  1480;  Heinitsh  and  Mariarty  v.  Oongdon  v.  Keheoj  C.  D., 
1903,  302;  106  O.  O.,  542.)  Furthermore,  in  the  present  case  the 
assignee  of  a  half  interest  was  notified  of  the  pendency  of  the  inter- 
ference and  advised  that  a  statement  of  the  inventor  should  be 
secured.  The  failure  of  Hewson,  the  assignee,  to  communicate  this 
information  to  Peck  or  to  obtain  data  for  the  statement  for  counsel 
clearly  shows  such  negligence  on  the  part  of  the  parties  interested 
as  should  preclude  the  granting  of  their  request  for  relief.  (Fowler 
v.  Boyce  et  al.,  C.  D.,  1908,  432;  107  O.  G.,  548;  White  v.  Hewitt  and 
Nolan,  C.  D.,  1905,  180;  115  O.  G.,  1846;  Dutcher  v.  Matthew  et  al. 
a  D.,  1905,  455;  118  O.  G.,  2538.) 
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In  view  of  the  drcumstanoes  above  stated  it  must  be  held  that 
the  excuse  for  the  delay  in  filing  a  preliminaiy  statement  is  insuffi* 
dent  and  that  the  decision  of  the  Examiner  of  Interf eruices  refusing 
to  accq>t  the  preliminary  statement  at  this  time  was  right.  It  u 
aceofdingjy  afirmed. 


WHEBIiBR  V.  PaLMROS. 

PATBKT  I19TERFERENGB. 

Decided  February  21, 190S. 

183  O.  G..  230. 

1.  iRiBRBDrcB— Motion  to  Amend  SPGcincAnoN— Tbansmibsion. 

A  motion  to  amend  the  speciflcatlon  of  an  application  involTed  in  an  in- 
terference toT  the  porpose  of  curing  an  alleged  error  therein  should  not  he 
transmitted. 
2l  Samb— Motion  to  Amkno  Ibsub  Undeb  Ritle  100— Teanbmxsbion. 

A  motion  to  amend  the  issue  of  an  interference  under  Rule  100  was  prop- 
erly refused  transmisBion  where  it  contained  a  proTlso  that  the  claims 
diaU  he  added  "without  prejudice  to  the  right  to  contest  such  claims 
under  the  proTisionB  of  Rule  122." 

Apfbaii  on  Motion. 

pneumatio  tool. 

Mr.  Joeeph  M.  NeahU  and  Mr.  Hubert  E.  Peck  for  Wheeler. 
Messrs.  Knight  Brothers  for  Palmros. 

BnuNOS,  Assistant  Oommissioner: 

This  case  is  before  me  on  an  appeal  by  Wheeler  from  the  decision 
of  the  Examiner  of  Interferences  refusing  to  transmit  a  proposed 
tmendmoit  curing  an  alleged  error  in  Wheeler's  specification  and 
refusing  also  to  transmit  a  motion  to  add  certain  claims  to  the  issue 
under  Rule  109. 

The  record  shows  that  on  December  11,  1907,  Wheeler  filed  the 
above-mentioned  motion  to  amend  and  also  a  motion  to  dissolve  upon 
the  ground,  among  others,  that  there  was  such  informality  in  the 
declaration  of  interference  as  would  preclude  the  proper  determina- 
tion of  the  question  of  priority  of  invention.  It  appears  from  the 
brief  that  the  question  raised  by  this  ground  of  the  motion  relates 
to  the  same  matter  as  that  which  is  proposed  to  be  cured  by  the 
unendments  submitted. 

It  is  contended  that  if  this  amendment  is  transmitted  the  matter 
can  be  considered  m  toto  inter  partes  in  connection  with  the  motion 
for  disMdution  which  has  been  transmitted.  This  contention  is  not 
well  founded.  If  there  has  been  such  irregularity  in  the  declaration 
IS  would  preclude  the  proper  determination  of  the  question  of  pri- 
ority, the  interference  should  be  dissolved.    The  question^  whether 
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the  applicant  will  be  permitted  to  amend  his  specification  after  such 
dissolution  to  incorporate  the  matter  submitted  or  any  other  amend- 
ment is  BJi  ex  parte  question,  which  must  be  determined  independ- 
ently of  any  interference  proceeding.  The  right  of  appeal  fr<xn  an 
adverse  decision  upon  such  amendment  is  likewise  ew  parte  in  its 
nature,  and  it  is  necessary  that  the  question  as  to  the  patentability 
of  claims  based  upon 'the  specification,  whether  original  or  amended, 
be  finally  determined  before  the  case  is  placed  in  interference.  The 
decision  of  the  Examiner  of  Interferences  refusing  to  transmit  this 
amendment  is  right. 

The  motion-to  amend  under  Bule  109  contains  a  proviso  that  such 
claims  shall  be  added — 

without  prejudice  to  Wheeler's  right  to  contest  such  claims  under  the  proyisions 
of  Rule  123  (122). 

This  condition,  as  stated  by  the  Examiner  of  Interferences,  is  in 
contravention  of  Bule  109,  which  provides  that  motions  for  dissolu- 
tion will  not  be  transmitted  in  regard  to  claims  presented  under  this 
rule  where  the  questions  could  have  been  disposed  of  in  connection 
with  the  admission  of  the  claim&  Under  the  provisions  of  this  rule 
it  is  contemplated  that  the  question  of  each  party's  right  to  make  the 
claims  should  be  determined  in  connection  with  the  motion  to  add 
such  claims. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


The  Andrew  Jergens  Co.  v.  Woodburt. 

opposition. 

Decided  January  29, 1908. 

183  O.  a,  513. 

Tbade-Mabks — Opfosftion — Name  of  Applicant. 

The  applicant,  Woodbury,  having  given  opposer  the  excluslTe  right  to 
use  certain  trade-names  and  a  trade-marlc  which  had  been  associated  for 
many  years  with  applicant's  name,  Held  that  he  is  not  entitled  to  register 
a  mark  of  which  the  name  "  Woodbury  "  constitutes  a  prominent  feature 
for  goods  of  the  same  descriptive  properties. 

Appeal,  from  the  Examiner  of  Interferences. 

TBADB-MABKS  FOB  DETEBOBNTS,    (TOILET  SOAP.) 

Mr.  Roswell  S.  Nichols  and  Messrs.  Knight  Bros,  for  The  Andrew 
Jergens  Co. 
Mr.  C.  T.  Belt  for  Woodbury. 

Moore,  Commissioner: 

This  is  an  appeal  by  John  H.  Woodbury  from  a  decision  of  the 
Examiner  of  Interferences  mf^tainieg  the  opposition  andjidjudging 
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that  John  £L  Woodbury  is  not  entitled  to  register  the  mark  for  which 
he  has  made  application. 

It  appears  that  Woodbury  made  application  for  the  registration 
of  a  trade-mark  for  toilet  soap,  which  consists  of  the  name  ''  Wood- 
bury" arranged  in  a  circular  shape  between  two  concentric  circles, 
which  inclose  the  representation  of  a  serpent  and  arrows. 

The  opposition  is  based  on  the  ground  that  by  virtue  of  certain 
contracts  between  the  parties  to  these  proceedings  John  H.  Woodbury 
had  given  to  the  opposer  the  right  to  use  the  name  "  Woodbury  "  on 
certain  toilet  soap;  that  therefore  John  H.  Woodbury  had  no  right  to 
use  this  name  in  connection  with  toilet  soap,  and  that  the  opposer 
would  be  injured  by  the  registration  by  Woodbury  of  a  mark  for 
toilet  soap  of  which  the  name  constituted  a  part. 

The  record  shows  that  on  June  7, 1897,  Andrew  Jergens  &  Co.,  the 
predecessors  in  business  of  the  opposer,  entered  into  a  contract  with 
the  applicant,  who  had  for  many  years  been  engaged  in  selling  a 
toilet  soap  known  as  '^  Woodbury's  Facial  Soap,"  whereby  Andrew 
Jergens  A  Co.  was  to  manufacture  this  soap  for  the  applicant.  On 
June  29,  1900,  another  contract  was  entered  into  between  the  same 
parties  with  reference  to  this  soap,  and  on  June  18,  1901,  Andrew 
Jergens  A  Co.  purchased  from  the  applicant  and  those  associated  in 
business  with  him  the  business  of  manufacturing  certain  named  com- 
modities, of  which  ^  Facial  Soap  "  was  one. 

The  contract  of  June  29, 1900,  contains  the  following  statement : 

Whereas  John  H.  Woodbury  is  the  owner  of  the  proprietary  toilet  articles 
known  as  Woodhnry's  Facial  Soap,  Woodbury's  Facial  Cream,  Woodbury's 
Dental  Cream,  Woodbury's  Tooth  Powder  and  Woodbury's  Odorine  Powder, 
and  as  sole  and  ezclusiye  owner  of  the  aforesaid  articles  having  made  them 
ralnable  by  long  adyertising  thereby  acquiring  a  considerable  patronage  and 
demand  for  the  same  and  an  identification  of  the  same  in  the  minds  and  eyes 
of  the  public 

When  the  contract  of  June  18, 1901,  was  entered  into,  the  applicant 
sold  to  Andrew  Jergens  A  Co.  and  its  assigns — 

all  right,  title  and  interest  in  and  to  the  commodities  Imown  as  Facial  Soap, 
Facial  Cream,  Dental  Cream,  Tooth  Powder,  Shaving  Sticlcs  and  Shaving  Soap 
and  all  trade-marks,  copyrights  and  privileges  of  every  name  and  nature  wliat- 
■oerer  apparteoant  to  the  ownership  thereof. 

The  statement  quoted  above  from  the  former  contract  shows  that 
the  applicant  considered  that  these  goods  were  known  as  ^^Wood- 
bury's goods,"  and  the  testimony  shows  that  they  are  so  considered 
by  the  public  and  that  the  ^^  Facial  Soap  "  was  often  ordered  from 
the  opposer  and  its  predecessor  as  ^'Woodbury's  Soap."  Further- 
more, it  is  clearly  shown  by  the  testimony  that  in  advertising  this 
soap  the  name  "  Woodbury  "  was  made  a  prominent  feature  of  the 
advertising,  and  that  this  was  done  with  John  IL  Woodbury's  knowl- 
edge and  conaent.  <^ 
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In  view  of  these  facts  it  must  be  held  that  wh€n  Andrew  Jergens 
&  Co,  acquired  from  John  H.  Woodbury  all  right,  title,  and  interest 
in  the  commodity  known  as  ^  Facial  Soap  "  and  all  privileges  of  any 
name  and  nature  whatsoever  appurtenant  thereto  it  acquired  the  right 
to  use  the  name  ^  Woodbury  "  therewith.  The  contract  of  June  18, 
1901,  also  gave  Andrew  Jergens  A  Co.  the  right  to  use  the  ^  neckless- 
head  "  trade-mark  on  ^  Facial  Soap."  This  trade-mark  was  the  head 
of  John  H.  Woodbury  and  was  so  known  and  recognized. 

The  mark  which  applicant  seeks  to  register  includes  as  a  promi- 
nent feature  thereof  the  word  ^  Woodbury,"  and  the  merchandise  in 
connection  with  which  the  mark  is  used — yiz.y  toilet  soap— is  mer- 
chandise of  the  same  descriptive  properties  as  the  ^  Facial  Soap  ^  of 
the  opposer. 

The  mark  which  applicant  seeks  to  register,  therefore,  so  nearly 
resembles  a  ^  known  trade-mark  owned  and  in  use  by  another  and 
appropriated  to  merchandise  of  the  same  descriptive  properties  "  that 
its  registration  is  prohibited  by  section  5  of  the  act  of  February  20, 
1908. 

The  name  ^  Woodbury  "  is  the  name  of  the  applicant,  and,  gener- 
ally speaking,  a  man  has  the  right  to  use  his  own  name  in  all  legiti- 
mate ways;  but,  as  pointed  out  by  Mr.  Chief  Justice  Fuller  in  Howe 
Scales  Co.  v.  Wyckof^  Seamans  (6  Benedict^  (C.  D.,  1905,  717;  116, 
O.  O.,  299;  198  U.  S.,  118,)  he  has  this  right  only  ^  in  the  absence  of 
contract,  fraud,  or  estoppel."  The  facts  above  stated  bring  this  case 
clearly  within  that  limitation. 

The  decieion  of  the  Ewaminer  of  Interferences  is  affirmed. 


PtatcB  V.  Blackmorb. 

PATENT  IHTBRFBRENCB. 

Decided  March  S,  190S. 

138  O.  G^  514. 

iNmnsENCV— Motion  to  Disbolyi — ^Delat  in  BBiROiifo. 

Tbe  pendency  of  a  motion  to  shift  the  burden  of  proof  is  no  excuse  for  the 
delay  in  bringing  a  motion  to  disaolye. 

Afpbai^  ok.  MonoK. 

XUCTBODE. 

Messrs.  Byrnes  dk  Townsend  for  Price. 
Mr.  J.  R.  Nottingham  for  Blackmore. 

Moore,  Commissioner: 

This  is  an  appeal  by  Blackmore  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  to  the  Primary  Examiner  a 
motion  to  dissolve  the  above-entitled  ioterfere^nj^^  ^QqqqI^ 
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The  reason  for  the  appeal  is  stated  to  be — 

that  the  Examiner  of  Interferences  erred  In  holding  that  the  showing  made  for 
the  delay  >n  bringing  a  motion  within  the  time  prescribed  by  the  rule  was  not 
SBtisfactory. 

The  record  shows  that  the  time  for  filing  a  preliminary  statement 
expired  on  November  4,  1907.  On  October  24,  1907,  Blackmore  filed 
a  motion  to  shift  the  burden  of  proof,  which  motion  was  granted  by 
the  Examiner  of  Interferences  on  November  27, 1907.  On  December 
26,  1907,  Blackmore  filed  a  motion  to  dissolve,  which  was  denied 
transmission  on  the  ground  that  it  was  brought  late  and  that  no  show- 
ing in  excuse  for  the  delay  accompanied  the  motion*  On  January 
17,  1908,  Blackmore  filed  a  second  motion  to  dissolve,  accompanied 
by  the  affidavits  of  himself  and  his  attorney,  setting  forth  certain 
reasons  in  excuse  for  the  delay. 

The  reasons,  stated  briefly,  are  that  the  attorney  for  certain  reasons 
thought  it  proper  that  the  motion  to  shift  the  burden  of  proof  should 
be  decided  before  the  motion  to  dissolve  was  brought,  that  he  thought 
he  had  thirty  days  from  the  date  of  the  decision  on  the  motion  to 
shift  the  burden  of  proof  within  which  to  bring  the  motion  to  dissolve, 
and  that  owing  to  the  fact  that  the  applicant  was  away  from  his 
pkee  of  business  the  attorney  was  unable  to  communicate  with  him 
until  within  a  few  days  of  the  bringing  of  the  motion. 

These  reasons  are  clearly  insufficient  to  excuse  the  delay.  In  the 
first  place,  the  pendency  of  one  motion  is  no  excuse  for  the  delay  in 
bringing  another,  as  was  stated  in  McArthur  v.  OUherty  (C.  D.  1904, 
814;  111  O.  O.,  1624,)  where  the  motions  were  the  same  as  in  the 
present  case — namely,  a  motion  to  shift  the  burden  of  proof  and  a 
motion  to  dissolve.  Furthermore,  it  does  not  appear  why  it  was 
necessary  to  have  a  confere^nce  between  the  applicant  and  the  attorney 
prior  to  filing  the  motion.  In  both  the  affidavits  it  is  stated  that  as 
soon  as  access  to  Price's  file  was  had  the  attorney  was  instructed  to 
bring  both  motions,  but  that  he  postponed  bringing  the  motion  to  dis- 
solve for  the  reason  above  stated. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Degen  V,  Pfadt. 

PATENT  INTEBFBRENGE. 

Decided  February  11^  1908. 

183  O.  Q.,  514. 

vcE — ^MonoR  TO  Dissolve — Res  Adjudicata. 
A  decision  refusing  to  dissolve  an  Interference  on  the  ground  of  res  ad" 
judicata  is  a  fSavorable  dedsion  on  the  merits  and  wlU  not  be  reviewed  on 
appeal.    (Bole  124.)  <-" 
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Appeal  on  MonoK. 

OOf  TUrUOAL  PUMP. 

Messers.  Prindle  dk  WiUianCBon  for  Degen. 
Messrs.  J.  C.  dk  H.  M.  Sturgeon  for  Pfadt 

BruLiNQSy  Assistant  Commissioner: 

This  is  an  appeal  by  Pfadt  from  a  decision  of  the  Primary  Exam- 
iner denying  his  motion  *to  dissolve  the  above-entitled  interference. 

The  groimd  of  the  motion  is  that  the  question  of  priority  is  res 
adjudicata. 

The  motion  relates  to  Degen's  right  to  make  the  claims  constituting 
the  issue.  If  the  motion  were  sustained  upon  that  ground,  it  would 
be  necessary  to  reject  Degen's  claims,  and  therefore  it  is  clear  that  the 
ground  involves  ttie  merits.  The  Examiner's  decision  being  in  favor 
of  Degan's  right  to  make  the  claims,  there  is  no  appeal  permitted  by 
the  rule.  (Rule  124.)  A  limit  of  appeal  should  not  have,  been  set 
from  the  Examiner's  decision. 

In  the  case  of  Blackford  v.  Wilder  a  similar  motion  was  made,  and 
an  appeal  from  the  decision  of  the  Examiner  denying  the  motion  was 
dismissed.  {See  Blackford  v.  Wilder,  C.  D.,  1906,  804;  124  O.  G., 
319.) 

The  question  can,  however,  be  raised  under  the  provisions  of  Rule 
130  at  final  hearing  before  the  Examiner  of  Interferences  and  on 
appeals  from  his  decision. 

The  appeal  is  dismissed. 


O'Bribn  v.  Gaub  v.  Zimmer  v.  Calderwood. 

PATENT    interference. 

Decided  February  11,  1908. 
183  O.  G.,  514. 

iRTEBnBBEROD — SETTIlfO  ASDB  RECORD  JUDGlfBRT— AmAL, 

No  appeal  will  be  entertained  from  a  decision  of  the  Examiner  of  Inters 
ferences  setting  aside  a  record  Judgment  and  fixing  a  time  for  final  hearing. 

Samb— Rule  190. 

The  fact  tbat  on  appeal  from  a  decision  on  a  motion  to  dissolve  the  Bzam- 
Iners-ln-Ghlef  have  held  that  a  party  has  a  right  to  make  the  claims  does 
not  prevent  the  question  being  raised  before  the  Examiner  of  Interferences 
at  final  hearing  under  Role  IdO. 

Appeal  on  Motion. 

CUBBKllT-OOimOLUNO    AVPABATUa. 

Sfr.  Robert  Watson  for  O'Brien. 

Mesrs.  Brown  <&  Darby  and  Mr.  O.  M.  Nissen  for  Gr*|5\3Qle 
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Mr.  Albert  E.  Davis  for  Zimmer.     (Mr.  Frank  J.  SeaboU  of  coun- 
sel.) 
Mr.  Charles  E.  Lard  for  CalderwoocL 

BiLLENoa,  Assistant  Commissioner: 

This  is  an  appeal  by  Gale  from  the  deciaon  of  the  Examiner  of 
Interferences  rendered  January  7,  1908,  setting  aside  a  judgment 
rendered  against  O'Brien  on  the  record  on  December  16,  1907,  and 
setting  the  case  down  for  final  hearing  upon  the  right  of  the  parties 
seni(v  to  O'Brien  to  make  the  claims. 

In  the  case  of  Lemp  v.  Randall  and  Bates  t.  Thomson  (C.  D.,  1906, 
42;  120  O.  O.,  905)  it  was  held  that  no  appeal  would  lie  from  a  deci- 
sion of  the  Examiner  of  Interferences  denying  a  motion  for  judgment 
on  tiie  record,  as  such  decision  is  not  a  final  determination  tiiat  judg- 
ment will  not  be  rendered  in  favor  of  the  moving  party.  For  a  simi- 
lar reason  it  is  thought  that  where  the  Examiner  of  Interferences  sets 
aside  a  record  judgment  and  fixes  a  time  for  final  hearing  no  appeal 
diould  be  allowed  from  such  action. 

No  reason  is  seen  why  the  action  of  the  Examiner  of  Interferences 
diould  be  reviewed  in  the  exercise  of  the  supervisory  authority  of  the 
Gonunissioner,  especially  as  Zinamer  and  Calderwood,  the  parties 
alleged  by  O'Brien  not  to  be  entitled  to  make  the  claims,  make  no 
objection  thereta 

It  may  be  stated  here  that  the  purpose  of  Rule  180  is  to  allow  a 
party  whose  motion  that  his  opponents  have  no  right  to  make  the 
claims  has  been  denied  to  urge  the  question  before  the  Examiner  of 
Interferences  and  on  appeals  from  his  decision.  This  purpose  would 
be  defeated  if  it  were  held  that  because  the  Examiners-in-Chief  had 
held  on  appeal  from  a  decision  of  the  Primary  Examiner  on  a  motion 
to  dissolve  that  a  party  had  a  right  to  make  the  claims  the  question 
could  not  be  raised  before  the  Examiner  of  Interferences  at  final 
hearing. 

The  appeal  is  dismissed. 


BowE  V.  Brinkmank. 

PATENT  INTERFERENCE. 

Decided  February  25,  1908. 

183  O.  G.,  515. 

L  iRTunBENCE— MonoH  TO  Dissolve— TEANBifiSBiON. 

A  motion  to  dissolve  baaed  on  the  defectlyeness  of  the  oath  filed  by  the 
opporing  party  ahoold  not  be  transmitted,  as  It  Is  well  settled  that  the 
matter  of  a  proper  oath  la  an  e#  fiarte  one  and  fumlshes  no  ground  for 
dlasolatloD.  ^  t 
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2.  SAifs^B^m— Samb. 

A  motion  alleging  that  the  imposing  party  baa  no  right  to  make  tlie 
clalma  on  account  of  informality  of  his  q;»eciflcation  la  too  Indsflnite  to  be 
tranamitted. 

Appeal  ok  Moteok. 

KLBGTBOlfBOHAlflOAL  VKnOM, 

Messrs.  Raymond  <6  Bamett  for  Rowe. 

Mr.  Claud  N.  Bennett  and  Messrs.  Wilkinson^  Fisher  A  Wither'^ 
spoon  for  Brinkmnnn. 

BnxiNGS,  Assistant  Commissioner: 

This  is  an  appeal  by  Rowe  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve. 

The  motion  was  based  on  two  grounds — first,  that  there  was  such 
informality  in  declaring  the  interference  as  would  preclude  a  proper 
determination  of  the  question  of  priority  of  invention ;  second,  that 
Brinkmann  had  no  right  to  make  the  claim. 

The  reasons  alleged  in  support  of  the  first  ground  are  that  the  oath 
filed  by  Brinkmann  is  defective  and  that  his  original  specification  is 
informal.  The  informality  of  the  specification  is  also  alleged  in  sup- 
port of  the  second  ground. 

Transmission  was  denied  on  the  ground  that  the  matter  of  a  proper 
oath  to  an  application  is  an  ex  parte  one,  which  cannot  be  considered 
on  a  motion  to  dissolve,  and  on  the  further  ground  that  the  alleged 
lack  of  right  of  Brinkmann  to  make  the  claim  was  not  supported  by 
the  specific  facts  upon  which  the  contention  is  based,  and  that  the 
motion  was  therefore  informal. 

The  Examiner  of  Interferences  was  clearly  right  in  refusing  to 
transmit  the  motion  so  far  as  it  related  to  the  oath.  It  is  well  set- 
tled that  the  matter  of  a  proper  oath  is  an  60^  parte  one  and  offers  no 
ground  for  dissolution,  and  this  for  the  reason  that  should  the  inter- 
ference be  dissolved  on  such  a  ground  the  applicant  could  file  a  new 
oath  and  the  interference  would  have  to  be  redeclared. 

As  to  Brinkmann's  original  specification,  while  the  Examiner  held 
that  it  was  informal  he  made  no  objection  that  it  was  not  a  proper 
basis  for  the  substitute  specification  which  was  filed  later.  If  by 
alleging  that  Brinkmann  had  no  right  to  make  the  claim  on  account 
of  the  informality  of  the  original  specification  Rowe  meant  to  allege 
that  the  substitute  specification  contained  new  matter  and  the  claims 
could  not  be  based  on  the  original  disclosure,  he  should  have  so 
framed  his  motion.  In  its  present  form  the  motion  is  too  indefinite 
to  be  transmitted. 

While,  as  pointed  out  above,  the  motion  to  dissolve  cannot  be 
transmitted,  it  is  thought  that  as  Brinkmann  has  filed  no  preliminary 
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sUtement  he  should  file  a  proper  oath  as  a  condition  precedent  to  the 
ccmtinnation  of  the  interference.  The  Examiner  of  Interferences 
will  therefore  sospend  the  interference  for  a  period  of  thirty  days, 
and  if  within  that  time  Brinkmann  does  not  file  such  an  oath  the 
interference  will  be  dissolyed* 
Th4  dedaian  of  the  EwamUner  of  InterfereneeM  i$  afirm^ 


Oaklit  a  CSompant  v.  Babcxxjx. 

OPFOSinOK. 

Decided  December  t$,  1907. 

188  O.  G^  701. 

1  OrvosmoN — Aixbutiohs— NonoB  or. 

Where  an  applicatlOD  tor  regtotntion  of  a  tnde-mark  aUeges  that  the 
mark  had  heen  used  oo  **  perfdmery,  toilet  powder,  and  talcum  powder,"  a 
notice  of  opposition  which  allegea  that  the  oppoeer  need  the  same  mark  on 
perfumeries  la  sufficient  to  warrant  the  acceptance  of  proof. 
1  Saio— ArPBAL  wuou  DacisioR  Dehtiro  Motion  to  Dismiss. 

An  appeal  from  a  decision  of  the  Bzamlner  of  Interferences  denying  a 
motion  to  dismiss  a  notice  of  opposition  will  not  be  allowed. 

1  SaMB— -AMDIDlf  BUT  TO  NOTIOB  OV. 

An  amendment  to  a  notice  of  <4)posltion  setttns  forth  tiiat  tlie  opposer 
bellevea  he  would  be  damaged  by  the  registration  of  the  mark  HOd  to  have 
properly  admitted* 


A»BAi«  from  Examiner  of  Interferenoe8# 

nuim-iiABX  10B  PBBFuif Bans. 

Mr.  John  J.  Schwartz  for  Oakley  &  Company. 

Mr.  Simon  Lyon  and  Mr.  Hvhert  E.  Peck  for  Babcock. 

MooKB,  Commiseioner: 

This  is  an  appeal  by  Babcock  from  the  decision  of  the  Examiner 
of  Interferences  denying  her  motion  to  dismiss  the  <HJginal  and 
tmended  notices  of  opposition  filed  by  Oakley  &  Company. 

The  record  shows  that  a  demurrer  was  filed  to  the  original  notice  of 
opposition  which  was  oyerruled  by  the  Examiner  of  Interferences, 
with  leave,  however,  to  the  opposers  to  file  an  amended  notice  of 
opposition  specifically  alleging  that  said  opposer  would  be  injured 
I7  the  registration  opposed.  An  amended  notice  of  opposition  was 
filed  in  which  the  former  pleadings  were  elaborated  throughout 
The  applicant  then  filed  a  motion  to  dismiss  both  the  original  and 
smsDded  notices  of  opposition.    The  Examiner  of  Interferences  de* 
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nied  the  motion,  holding  that  in  so  far  as  it  related  to  the  original 
notice  of  opposition  the  question  was  res  adjudicata  by  reason  of  his 
decision  overruling  the  demurrer,  and,  further,  that  the  amended 
notice  of  opposition  did  not  include  new  matter.  He  fixed  a  limit 
of  appeal  from  this  decision.  The  motion  to  dismiss  the  original 
and  amended  notices  of  opposition  is  analogous  to  a  demurrer  to 
these  pleadings.  In  the  case  of  Drevet  Manufdcturing  Company  v. 
Liquozone  Company  (C.  D.,  1906,  237;  122  O.  G.,  8014)  it  was  held 
that  an  appeal  from  the  decision  of  tiie  Examiner  of  Interferences 
oyerruling  a  demurrer  to  a  notice  of  opposition  would  not  be  enter- 
tained except  under  circumstances  of  such  unusual  or  extreme  char- 
acter as  would  justify  the  exercise  of  the  supervisory  authority  of  the 
Commissioner.  For  the  same  reasons  an  appeal  from  a  decision 
denying  a  motion  to  dismiss  a  notice  of  opposition  should  not  be 
allowed. 

In  view,  however,  of  the  fact  that  the  Examiner  of  Interferences 
set  a  limit  of  appeal  in  the  present  case  the  merits  of  the  present  ap- 
peal have  been  considered.  The  first  three  grounds  of  the  appeal 
aUege  an  error  of  the  Examiner  of  Interferences  in  not  holding  that 
the  opposition  is  restricted  solely  to  the  use  of  the  trade-mark  upon 
"  perfumeries,"  whereas  the  application  for  registration  covers  **  per- 
fumeries, toilet  powder,  and  talcum  powder." 

The  original  notice  of  opposition  alleges  that  the  trade-mark  was 
used  by  the  opposer  and  others  as  applied  to  "  perfumeries,  etc,''  and 
submitted  certain  labels  in  connection  therewith,  which  it  was  alleged 
had  been  used  by  the  aforesaid  parties  for  a  period  of  thirty  years. 
These  labels  show  the  mark  as  applied  to  perfumeries  and  also  to 
sachets.  Whether  the  opposer  has  used  the  trade-mark  upon  all  the 
goods  mentioned  in  the  application  for  registration  is  a  matter  which 
can  be  determined  upon  proof  presented,  and  it  is  believed  that  the 
allegations  in  the  notice  of  opposition  are  sufficient  to  warrant  the 
acceptance  of  such  proof.  In  any  event  proof  that  the  applicant  is 
not  the  owner  of  the  trade-mark  in  issue  as  applied  to  perfumeries 
would  bar  the  registration  of  the  mark  as  now  presented,  and  in  such 
event  the  notice  of  opposition  would  be  sustained.  For  this  reason 
the  notice  of  opposition  should  not  be  dismissed. 

The  fourth  a^nd  fifth  grounds  of  appeal  are  that  the  Examiner 
of  interferences  erred  in  not  dismissing  the  original  notice  of  opposi- 
tion as  insufficient  because  there  is  no  positive  allegation  of  belief  as  to 
damage  by  such  registration.  As  stated  by  the  Examiner  of  Inter- 
ferences, this  question  is  res  adjudicata  in  view  of  his  decision  over- 
ruling the  demurrer.  Furthermore,  it  is  well  settled  that  amend- 
ments to  pleadings  to  set  forth  jurisdictional  averments  are  liberally 
permitted,  and  in  this  case  the  terms  of  the  original  notice  of  opposi- 
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tion  are  dearly  sufficient  to  warrant  the  amendment  permitted  by 
the  Examiner  of  Interferences. 

The  sixth  ground  of  appeal  is  that  the  Examiner  of  Interferences 
erred  in  not  dismissing  the  amended  notice  of  opposition  as  setting  up 
new  grounds.  For  the  reason  stated  by  the  Examiner  of  Interfer- 
ences I  am  of  the  opinion  that  the  amended  notice  of  opposition  does 
not  set  forth  material  matter  not  included  in  the  original  pleading. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


In  rs  Batus,  Jb. 

DeoMed  Fehruary  11,  1008. 

183  0.G.,762. 

ACCBM  TO  PlRDINO  APPLICATION. 

A  corporation  which  held  an  exclusive  licoise  to  make  and  nee  an  article 
diadoeed  in  certain  applications  went  into  bankruptcy,  and  the  trustee  in 
bankruptcy  included  this  license  in  the  assets  of  the  company.  Held  that 
the  purchaser  of  said  assets  at  the  trustee's  sale  did  not  acquire  such  a 
title  to  the  license  as  will  eititle  him  to  be  permitted  to  inspect  these  appli- 
cations. 

On  Petition. 

Messrs.  KrUgkt  Bros,  for  George  A.  Bayle,  Jr. 
Mr.  N.  M.  Ooodlett  for  Edwin  E.  Johnson. 

BiujNGS,  Assistant  Commissioner: 

This  is  a  petition  by  George  A.  Bayle,  Jr.,  that  he  be  given  permis- 
wm  to  inspect  the  files  of  two  applications  of  Edwin  E.  Johnson. 

These  applications  were  assigned  to  M.  J.  Pope  and  Frank  D. 
Thome,  who  gave  an  exclusive  license  to  the  Mazo  Manufacturing 
C(Hnpany,  of  St  Louis,  Mo.,  a  corporation  of  Missouri,  to  manufac- 
ture and  sell  the  compound  disclosed  in  thes!|B  applications  and  to 
practice  the  process  of  compounding  the  same.  This  company  went 
into  bankruptcy,  and  the  trustee  in  bankruptcy  sold  to  George  A. 
Bayle,  Jr.,  all  the  assets  of  the  said  Mazo  Manufacturing  Company, 
and  he  included  in  the  assets  the  license  above  referred  to. 

It  is  by  virtue  of  this  sale  that  Bayle  claims  to  be  entitled  to  inspect 
these  Johnson  applications.  The  petition  is  opposed  by  the  assignees 
of  Johnson  on  the  ground  that  Bayle  never  acquired  any  title  to  the 
license. 

The  right  of  a  trustee  in  bankruptcy  to  take  title  to  patent  prop- 
erty is  defined  in  the  Bankruptcy 'Act  of  July  1, 1898.    It  was  held  by 
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Judge  Shins  in  r€  McDonald^  <101  F.  R.,  289,)  and  agmin  by  Jadge 
Seaman  in  re  Dann^  (129  F.  K,  495,)  that  a  bankrupt's  title  to  a 
pending  application  did  not  under  the  act  above  referred  to  pass  to 
the  trustee  in  bankruptcy.  If  a  trustee  cannot  acquire  a  title  to  the 
application  of  a  bankrupt,  it  is  not  seen  that  he  can  acquire  a  title  to 
a  license  to  make  and  use  the  article  described  in  such  application.  It 
must  be  held,  therefore,  that  the  petitioner  has  not  shown  sudi  title 
to  the  license  referred  to  as  will  entitle  him  to  be  permitted  to  inspect 
these  applications. 
The  petition  is  denied. 


Ex  PARTE  Gallt. 

AFFUCATIOK   FOR  PATENT. 

Decided  March  9, 1908. 
1S8  O.  G.,  901. 

1.  ABAinX>NlfBlfT    or    ArPEICATIOlf— Rfe8P0N8I?BRBB8    OF    AOTION^BOirSKBTIOir 

or  Claims  Aitbb  Electior. 
An  amendment  wbich  is  otherwise  responslye  to  an  action  by  tbe  Ofllce 
is  not  rendered  unresponaiye  by  reason  of  tbe  fact  tbat  It  indndea  a  claim 
to  an  ind^>endent  Invention,  claims  for  which  were  previooBly  canceled 
upon  requirement  for  division.  In  such  cases  the  Examiner  should  require 
the  cancelation  of  such  claim  on  the  ground  that  it  covers  an  invention 
different  fh>m  that  orislnally  elected,  and  tbe  amendment  should  otherwise 
receive  action  as  though  such  claim  were  not  present 

2.  PSACnCB— AlfKRDlfBRT— ^RxnrSRKmrO    GLAXMS    to    AR    iRnSPBRDRRT    IRVDT- 

noR  AnsB  Electior. 
Where  an  applicant  cancels  claims  to  an  Ind^Mndent  Invention  upon 
requirement  fbr  division  and  Just  within  the  year  aUowed  by  law  for 
action  responds  to  a  rejectloo  by  amending  the  rejected  claims  and  adding 
a  series  of  new  claims,  one  of  which  is  drawn  to  the  independent  inventl<m, 
the  amendment  should  be  entered  and  a  requirement  should  be  made  that 
the  reinserted  claim  be  canceled  on  the  ground  that  applicant  was  bound 
by  his  original  election,  and  at  the  same  time  action  should  be  given  on  tbe 
merits  of  the  claims  of  the  Invention  elected. 

On  PfennQN. 

PRSUlf  ATIO  ARB  SBJT-PLATIRO  MUSICAL  ArPABATVa. 

Mr.  Robert  A.  OaUy  pro  ee. 

MooRB,  Commissioner: 

This  is  a  petition  seeking  the  reversal  of  the  decision  of  the  Pri- 
mary Examiner  holding  an  application  to  have  become  abandoned 
through  lack  of  proper  prosecuticxi.    The  question  fit  issue  relates  to 
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the  siificien<7  of  the  amendment  filed  within  the  year  allowed  by  law 
for  action. 

The  application  relates  to  pneumatic  aelf-playing  musical  appa- 
ratus and  as  originally  filed  contained  claims  to  several  different 
inventions.  Division  was  required,  and  after  considerable  corre- 
spondence between  applicant  and  the  Examiner  the  requirement  of 
division  was  avoided  by  the  cancelation  of  claims  to  certain  of  the 
independent  inventions  and  by  the  amendment  of  other  claims.  The 
application  was  then  placed  in  interference,  after  the  termination  of 
which  the  prosecution  of  the  case  was  resumed.  On  January  20, 
1906,  some  of  the  claims  in  the  case  were  rejected  and  certain  in- 
quiries made.  Within  a  year  following  this  rejection  an  unresponsive 
letter  was  filed,  to  which  the  Examiner  replied,  calling  attention  to 
the  fact  that  such  action  was  not  responsive  and  would  not  operate  to 
save  the  case  from  abandonment  at  the  expiration  of  the  year  allowed 
for  action,  which  began  to  run  from  January  20, 1906. 

Qn  January  19,  1907,  an  amendment  was  filed  ammding  the  re- 
jeded  claims  and  adding  sixty-one  new  claims,  one  of  which  was 
directed  to  one  of  the  independent  inventions  the  claims  of  which 
had  been  previously  canceled  in  response  to  the  requirement  for  di- 
vision. The  Examiner  took  the  position  that  this  action  was  not  a 
proper  response  to  the  action  of  January  20,  1906,  refused  to  enter 
the  amendment,  and  held  the  application  to  have  become  abandoned. 
The  Examiner  regarded  the  action  as  unresponsive  because — 

as  regards  the  possibiUty  of  action  on  the  merits  the  case  stands  In  exactly  the 
suae  poflltloii  as  when  It  was  originally  filed. 

Aside  from  the  reintroduction  of  the  claims  previously  cancei  'd 
from  the  case  the  action  by  applicant  of  January  19,  1907,  appear 
to  be  a  responsive  action,  and  it  is  not  understood  that  the  Examiner 
has  held  otherwise.  Having  otherwise  made  a  responsive  action, 
does  the  attempt  to  reinsert  such  claims  to  a  different  invention  make 
the  action  as  a  whole  unresponsive?  It  is  now  the  practice  where  an 
applicant  has  complied  with  a  requirement  for  division  and  subse- 
quently attempts  to  reinsert  the  claims  of  the  invention  eliminated 
from  the  case  to  enter  the  amendment  and  require  the  cancelation  of 
such  claims.  This  practice  is  founded  upon  the  decision  of  the 
Supreme  Court  in  the  case  of  Steinmetz  v.  Allen^  (C.  D.,  1904,  708; 
109  0.  O.,  549,)  which  makes  the  question  of  independence  of  inven- 
tions a  question  of  merits  to  be  considered  on  appeal  by  the  Examin- 
ers-in-Chief  in  the  first  instance.  It  is  believed  that  such  practice 
dionld  be  followed  in  this  case. 

The  Examiner's  answer  to  this  petition  points  out  that  the  action 
of  January  19, 1907,  instead  of  advancing  the  prosecution  of  the  case 
placed  it  in  the  same  condition  that  it  was  when  filed.    No^'eason  is 
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seen,  however,  why  mn  action  of  tihis  kind  should  stop  the  fordier 
prosecution  of  the  case.  Where  the  applicant  has  made  his  electicm 
upon  requirement  for  division,  he  is  bound  thereby.  For  this  reason 
where  claims  which  have  been  canceled  upon  requirem^it  for  division 
are  reinserted  the  fact  that  they  relate  to  an  invention  different  from 
that  elected  is  a  sufficient  ground  for  refusing  their  allowance  in  such 
applicati<»L  At  the  same  time  the  claims  to  the  invention  elected 
may  be  treated  as  though  they  stood  alone — rejected  or  allowed,  as 
the  state  of  the  art  seems  to  warrant.  No  action  on  the  merits  of  the 
reinserted  claims,  however,  need  be  given.  In  this  way  all  questions 
as  to  the  merits  of  the  claims  elected  and  as  to  the  independence  of 
the  inventions  covered  by  the  original  and  reinserted  claims  may  be 
determined  by  the  £xaminers-in-Chief  upon  one  appeal.  Sudi  a 
practice  will  bring  to  a  speedy  conclusion  all  those  cases  in  which  the 
decision  of  the  Primary  Examiner  upon  the  independence  of  the  in- 
ventions is  found  by  the  Examiners-in-Chief  to  be  correct  and  will 
not  in  the  least  prol<mg  the  prosecution  of  those  cases  in  which  the 
decision  of  the  Examiner  is  reversed.  In  the  latter  event  action  on 
the  merits  of  the  reinserted  claims  will  be  given  when  the  case  is  re- 
turned from  the  Examiners-in-Chief . 

The  circumstances  of  this  case  are  similar  to  those  of  em  parte  ScoU^ 
(C.  D.,  1902,  268;  100  O.  O.,  681,)  which  was  rendeied  prior  to  the 
decision  of  the  United  States  Supreme  Court  in  the  case  of  SteinmetB 
v^  AUetij  iuproj  changing  the  practice  on  the  question  of  division. 
The  practice  laid  down  in  the  case  of  ex  parte  Scottj  eupra^  is  believed 
to  be  proper,  and  it  has  been  followed  in  this  case  except  in  so  far  as 
it  was  necessary  to  modify  it  to  meet  the  views  expressed  by  the 
Supreme  Court  in  the  decision  to  which  reference  is  above  made. 

The  petition  ie  granted. 


FlOTD  v.  BOHLFINa 

PATENT  IMTESFEBXNCB. 

« 

Decided  MarOi  U,  1908. 

138  O.  Q.,  902. 

L  IimifBDDrcv— PnxjMiKAxr  Statement— Ambrdmbnt  Aftem  Testimoitt 
Takxv. 
Where  a  party  in  preparing  a  preliminary  statement  recollects  hartng 
had  a  conTersation  in  which  the  invention  in  issue  was  discassed  and  writes 
a  letter  addressed  to  the  party  with  whom  the  oonrersatlon  was  had  to 
find  ont  whether  the  inrention  was  disclosed  to  him  at  that  time*  hut  gets 
no  reply,  and  does  nothing  further  with  respect  thereto*  and  it  does  not 
appear  whether  the  letter  was  returned  or  whether  it  even  had  a  return 
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cud  on  It  or  that  applicant  ondeatored  to  find  <nit  throogli  mutual  flriends 
of  aoch  party's  whereaboota,  Held  tbat  soch  party  was  negligent  and  tliat 
he  waa  not  entitled  to  amend  hia  preliminary  statement  after  testimony 
was  taken  carrying  his  date  <if  disclosure  back  to  the  date  of  such  oonyersa- 
tlon  on  the  plea  of  poverty,  spplicant  having  failed  to  take  the  steps  within 
bis  meana  to  secure  the  Infonnation  sought.  «. 

2.  Sams— MonoH  io  Amend  PinjifiNABT  STAmiKiri^— Deeat  ih  Baiiiouio. 

A  motion  to  amend  a  preli  Binary  statement  should  be  brought  promptly 
after  the  discovery  of  the  facts  on  which  the  motion  is  based*  and  delay  in 
bringing  the  motion  is  a  suffldent  ground  for  denying  it. 

3.  Bamb— Samb— Basid  oh  TBsmffoinr— Dnmnmrasfl. 

Where  a  motion  to  amend  a  preliminary  statement  is  based  upon  testi- 
mony taken  in  the  case^  it  is  indefinite  if  it  fails  to  point  out  the  particular 
parts  of  the  testimony  upon  which  reliance  is  placed. 
1  8am»— PaEuifiNABT   Statement— AifEiiDifKiiT  to   Gabbt  Back   Date  or 

DlSGLOStntB. 

Since  the  rule  regarding  the  allegations  of  preUndnary  statements  re- 
quires a  specific  statement  as  to  disclosure  as  well  as  to  conc^ition  of  the 
invention,  a  party  may  not  amend  hie  statement  1^  carrying  back  the  date 
alleged  for  disclosure  to  the  date  aliped  for  conception  on  the  theory  that 
disclosure  is  merely  evidence  of  conception. 

APFBAii  ON  Motion. 

BAILWAT-TBVOK. 

Messrs.  Offield^  Towle^  dk  LitUkicum  and  Messrs.  Bacon  <b  MUans 
for  Floyd. 
Messrs.  Sheridan  dk  Wilkinson  for  Bohlfing. 

MooKB,  Commissioner: 

This  is  an  appeal  by  Bohlfing  from  a  decision  of  the  Examiner  of 
Interferences  denying  a  motion  by  appellant  to  amend  his  pre- 
liminary statement. 

The  original  preliminary  statement  alleged  June  15,  1905,  as  the 
date  of  conception,  and  June  15, 1906,  as  the  date  of  disclosure  of  the 
invoition  to  others.  The  proposed  preliminary  statement  carries 
back  the  date  of  disclosure  to  June  15, 1905. 

The  moving  party,  Rohlfing,  is  the  senior  party.  During  the 
taking  of  his  testimony  one  of  the  witnesses,  one  Kirby  Whitman, 
testified  that  appellant  disclosed  the  invention  to  him  more  than  a 
year  prior  to  the  date  of  disclosure  alleged  in  the  original  preliminary 
statement.  Thereupon  appellant  gave  notice  on  the  record  that 
either  before  or  at  final  hearing  he  would  bring  a  motion  to  amend 
his  preliminary  statement. 

The  reasons  for  failure  to  allege  the  earlier  date  in  the  original 
statement  appear  alone  from  the  testimony  taken  on  behalf  of  appel- 
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lant  in  the  interferenoe  proceeding.    Appellant  statee  in  his  teeti- 
mony  that: 

I  remembered  of  haying  spoken  about  the  idea  to  Mr.  Kirby  Wliitman  while 
In  Alliance,  and  wrote  to  him  asking  whether  he  remembered*onr  conrersation 
at  the  time.  I  receiyed  no  reply,  and  it  left  me  with  the  idea  that  probably  I 
had  not  said  anything  to  him  about  it,  although  I  distinctly  remember  a  oon- 
yersation  with  Mr.  Whitman  about— 

the  invention  in  issue.    (Bohlfing,  Q.  23*) 

Since  appellant  at  the  time  of  making  the  original  preliminary 
statement  remembered  having  had  a  cimversation  with  witness  Whit- 
man with  respect  to  the  invention,  the  well-established  doctrine  of 
diligence  in  the  preparation  of  preliminary  statements  requires  that 
he  should  have  ascertained  from  Whitman  what  was  disclosed  to 
him,  and  before  his  failure  to  determine  this  matter  prior  to  the 
execution  of  the  original  statement  can  be  excused  a  very  satis&ctory 
explanation  of  his  inability  to  communicate  with  the  witness  at  that 
time  must  be  given. 

The  only  excuse  offered  is  that  of  poverty.  It  is  urged  that  in 
sending  a  letter  to  the  witness  appellant  did  all  that  should  be  ex- 
pected of  him  under  the  circumstances  and  that  he  was  financially 
unable  to  make  a  trip  from  St.  Louis  to  Alliance,  where  the  witness 
lived,  to  secure  the  information  sought  On  this  point  it  appears 
from  the  testimony  that  appellant  was  not  in  good  financial  circum- 
stances at  the  time  his  statement  was  prepared;  but  it  is  believed 
that  he  did  not  take  the  steps  which  were  then  within  his  means. 
There  is  no  evidence  that  anything  whatever  was  done  except  to  send 
the  letter  to  Whitman  referred  to  in  the  above  answer,  no  response 
to  which  appears  to  have  been  received.  It  does  not  appear  that  the 
letter  was  returned  to  appellant  or  that  he  even  took  the  precaution 
to  place  his  return  card  upon  the  letter  to  insure  its  return  to  him  in 
case  of  non-delivery.  Appellant,  had  he  been  exercising  proper  dili- 
gence, could  have  sent  a  registered  letter,  by  means  of  which  hd  would 
have  been  advised  whether  his  inquiry  had  reached  its  proper  destina- 
tion. Moreover,  it  appears  that  appellant  had  friends  in  the  city 
where  the  witness  resided,  and  it  does  not  appear  that  he  tried  to 
locate  the  witness  through  such  channels.  In  view  of  these  facts,  the 
conduct  of  appellant  in  the  preparation  of  his  preliminary  statement 
indicates  carelessness  and  lack  of  diligence,  and  it  is  believed  that  the 
Examiner  of  Interferences  properly  refused  to  permit  him  to  change 
the  dates  alleged  therein. 

Moreover,  the  claim  of  poverty  has  not  been  satisfactorily  estab- 
lished. Some  one  is  furnishing  means  to  prosecute  this  interfer- 
ence at  this  time,  and  it  has  not  been  shown  that  the  parties  who  are 
interested  in  the  interference  now  were  not  interested  at  the  time  the 
original  statement  was  prepared.    Appellant  testifies  that  the  in- 
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▼entioii  inTolved  in  the  issue  has  not  been  assigned  and  that  he  does 
not  know  who  is  paying  the  expenses  of  the  proceedings^  When 
asked  if  any  agreement  with  respect  to  the  invention  had  been  made, 
he  stated  that  he  had  tried  to  come  to  an  agreement  with  the  chief 
mechanical  engineer  of  the  American  Foundry  Company,  with 
whom  he  took  the  matter  up  about  May  or  June,  1907.  The  original 
statement  was  not  executed  until  August  27,  1907,  about  three 
months  thereafter.  This  testimony  tends  to  indicate  that  the  parties 
who  are  now  interested  in  this  case  were  interested  at  that  time,  and 
hence  the  plea  of  poverty  is  not  borne  out  by  the  evidence  upon  which 
reliance  is  placed. 

It  is  to  be  noted  also  that  aftf&r  the  discovery  by  appellant  of  the 
facts  on  which  the  motion  is  based  a  delay  of  practically  a  month 
occurred  before  the  motion  was  brought.  It  is  generally  necessary 
to  proceed  with  the  utmost  diligence  when  it  is  desired  to  amend  a 
preliminary  statement,  and  no  reason  is  seen  for  relaxing  the  rule 
in  this  case,  for  had  the  motion  been  brought  promptly  it  might 
have  heexk  determined  before  the  taking  of  appellee's  rebuttal  testi- 
mony. The  failure  to  move  promptly  furnishes  an  additional  reason 
for  denying  the  motion. 

The  motion  was  not  accompanied  by  the  usual  verified  showing, 
reliance  being  placed  entirely  upon  the  testimony  taken  in  the  case 
to  justify  the  admission  of  the  amendment.  The  Examiner  of 
Interf^enceB  stated  in  his  decision  that  the  motion  was  indefinite, 
because  the  opposing  party  was  not  notified  of  the  grounds  on 
which  the  motion  was  based ;  but  he  waived  this  objection  and  con- 
sidered the  motion  on  its  merits  in  the  absence  of  any  authority 
which  required  the  moving  party  in  such  case  to  point  out  the  par- 
ticular portions  of  the  testimony  he  intended  to  rely  upon.  It  is 
believed  that  the  Examiner's  objection  was  well  taken,  and  he  would 
have  been  justified  in  refusing  consideration  to  the  motion  in  its 
present  form. 

The  point  is  also  made  by  appellant  that  inasmuch  as  the  original 
statement  alleged  June  15,  1905,  as  the  date  of  conception  appellee — 

hag  not  been  taken  at  any  disadvantage  in  the  matter  of  presenting  hia  testi- 
mony, for  the  reaaoQ  that  he  had  warning  from  the  start  that  Rohlflng  (appel- 
lant) lateDded  to  prove  conception  on  June  15,  1906,  the  date  of  disclosure 
^lidi  he  now  desires  to  Insert  In  his  preliminary  statement 

It  is  further  said  that  disclosure  to  others  is  not  a  part  of  the 
inventive  act,  but  only  evidence  of  conception.  As  to  the  latter 
point,  all  that  need  be  said  is,  whether  disclosure  is  a  question  of 
evidence  or  not,  the  rule  requires  a  specific  statement  on  this  point, 
and  it  is  believed  that  parties  should  be  held  as  strictly  to  their 
original  statements  upon  this  matter  as  upon  any  other.  As  to  the 
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iBrst  point,  it  may  be  that  appellee  took  his  testimony  on  the  theory 
that  conception  could  not  well  be  shown  prior  to  any  disdosure.  In 
such  case  a  change  in  the  date  of  such  disclosure  might  Tery  mate- 
rially affect  the  attitude  with  respect  to  the  character  of  the  proob 
to  be  adduced. 
The  decision  of  the  Eooaminer  of  Interferenoee  ii  af/trmed. 


Gold  «.  Goii>. 

PATENT  IKTERFERBNGB. 

Decided  FefMruoiry  U.  1908, 
188  O.  Gn  008. 

Ill  TUf  BSKNOl — fnUTlJfONT— -StTUEBnTTAL. 

The  junior  party  took  testimony  at  to  priority,  but  did  not  attack  the 
operatlvenefls  of  the  senior  party's  device.  The  senior  party  took  the  tes- 
timony of  two  witnoseos  to  show  that  the  deyice  flhown  in  Fignre  8  of  hia 
application  was  operative^  and  certain  eachibits  were  introduced,  which  cme 
of  the  witnesses  testified  were  tested  by  him.  In  rebnttal  the  junior  party 
offered  expert  testimony  to  show  certain  structural  differences  between 
the  exhibits  and  the  Invention  disclosed  in  the  senior  party's  application. 
Meld  that  such  testimony  afforded  do  ground  for  allowing  tlie  senior  party 
to  take  surrebuttal  testimony. 

Affbal  on  MonoK  • 

BOSB-OOUFUNO. 

Mesere.  Arthur  O.  Fraeer  db  Co.  for  Edward  E.  Gold. 
Messere.  Raymond  db  Bamett  for  Egbert  H.  Gk>Id. 

BiLUNGS,  Aesietant  Oommiasioner: 

This  is  an  appeal  by  E.  H.  Oold,  the  senior  party,  from  the  decision 
of  the  Examiner  of  Interferences  denying  the  motion  for  leave  to  take 
surrebuttal  testimony.  It  appears  from  the  record  of  the  case  that 
during  the  ex  parte  prosecution  of  E.  H.  Gk>Id's  application  claims 
corresponding  to  the  counts  in  issue  were  rejected  upon  the  ground 
that  the  drawings  did  not  show  an  arrangement  which  would  opera- 
tively  effect  the  functions  of  the  claims.  Upon  appeal  to  the  Exam- 
iners-in-Chief,  however,  this  holding  of  the  Examiner  was  overruled 
and  the  claims  were  allowed. 

After  the  declaration  of  the  interference  E.  E.  Gold,  the  junior 
party,  moved  to  dissolve  the  interference  upon  the  ground,  inter  aUoj 
that  E.  H.  Gk>ld  had  no  right  to  make  the  claims.  This  ground  of 
the  motion  was  predicated  upon  the  questions  which  had  been  con- 
sidered by  the  Examiners-in-Chief  on  ex  parte  appeal  and  was  denied 
by  the  Examiner  in  view  of  their  decision.  ^         Y 
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It  appears  that  Uie  prima  facie  tfistimony  taken  on  the  part  of  E.  E. 
Gold,  the  junior  party,  related  to  the  question  of  priority  only  and 
did  not  attack  the  operativeness  of  the  senior  party's  disclosures  or 
his  right  to  make  the  claims  in  issue.  The  senior  party,  however, 
apparently  anticipating  that  an  attack  on  the  operativeness  of  his 
device  might  be  made  at  the  final  hearing,  took  the  testimony  of  two 
witnesses,  Jennings  and  Roth,  for  the  purpose  of  showing  that  the 
device  disclosed  in  Fig.  8  of  his  application  and  involved  in  this  inter- 
ference was  operative.  Certain  exhibits  were  introduced,  and  Jen- 
nings testifies  that  the  exhibit  devices  were  successfully  tasted  by  him. 
He  also  made  a  sketch  in  evidence  for  the  purpose  of  showing  the 
conditions  under  which  the  tests  were  made. 

In  lebuttal  E.  E.  Gk>ld  offered  the  expert  testimony  of  one  Free- 
man, purporting  to  show  certain  structural  differences  between  the 
exhibits  introduced  in  Jennings's  testimony  and  the  invention  dis- 
closed in  E.  H.  Gold's  application;  also,  that  these  exhibit  devices 
were  tested  under  conditions  which  did  not  ordinarily  obtain  in  prac- 
tice. Certain  mathematical  deductions  were  also  introduced  to  show 
that  the  practical  operativeness  of  the  device  was  impossible. 

It  was  contended  in  behalf  of  E.  IL  Gold  that  Freeman's  testimony 
is  in  the  nature  of  new  matter  in  avoidance  but  not  in  denial  of  the 
testimony  of  Jennings  and  Roth  and  that  opportunity  should  be 
given  to  him  to  present  evidence  controverting  the  statement  of  this 
witnesa   This  contention  is  not  well  founded. 

By  his  introduction  of  testimony  relative  to  the  operativeness  of 
the  device  E.  H.  Gold,  in  effect,  challenged  the  production  of  testi- 
iDony  to  the  contrary  upon  the  part  of  his  adversary.  The  testimony 
of  Freeman,  it  is  believed,  is  strictly  rebuttal  testimony,  and  there  is 
no  showing  of  reasons  why  this  testimony  is  in  the  nature  of  a  sur- 
prise or  that  it  is  new  evidence.  Inasmuch  as  E.  H.  Gold  recognized 
that  the  operativeness  of  his  device  would  be  likely  to  be  attacked 
sod  offered  testimony  to  show  that  his  device  was  operative,  it  would 
seem  that  reasonable  prudence  should  have  induced  him  to  present 
sU  the  testimony  necessary  to  establish  the  successful  operativeness 
of  the  device  at  that  time.  Exhibits  were  presented  in  support  of 
this  position,  and  it  was  the  duty  of  E.  H.  Gold  to  anticipate  and 
guard  against  all  ordinary  attacks  upon  the  same.  No  reason  there- 
fore appears  for  granting  him  leave  to  take  surrebuttal  testimony  in 
this  case. 

The  decision  of  the  ExwnUner  of  Interferences  is  affii'med. 
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G.  W.  CoLB  Co.  V.  Mabahatji  Oil  Co. 

OFFOSmOK. 

Decided  Felfruary  ^9, 1908. 

188  O.  On  904. 

1.  Tradb-Mabks — Opposinoir — ^Rbsemblahce  of  Masks. 

Applicant's  mark  consists  of  tlie  representation  of  two  hands  above  the 
figure  "6'*  and  tlie  words  "To  One'*  associated  tberewitii.  The  mark  of 
the  opposer  consists  of  the  nomeral  "1"  with  the  nnmeral  ''8''  and  the 
word  "  In  "  contained  within  the  nomeral  **  1  **  and  the  w<»^  **  Three  in 
One  "  associated  therewith.  H^d  that  these  marks  do  not  so  resemble  each 
other  that  purchasers  would  be  likely  to  be  deceived  thereby. 

2.  Sams — Sams— Aotual  Contusion. 

Where  the  marks  of  the  opposer  and  the  applicant  do  not  so  nearly 
resemble  each  other  that  it  is  apparent  tliat  confusion  in  trade  would  lie 
likely  to  arise  from  their  use,  reglstrati<m  of  applicant's  mark  .will  not  be 
refused  in  the  absence  of  proof  that  confusion  has  takoi  place. 

Appeal  from  Examiner  of  Interferences. 

nADB-MABK  lOB  eUN-OIL, 

Messrs.  Steuart  <6  Steuart  for  G.  W.  Cole  Company. 
Mr.  Fred  Oerlachy  for  Marshall  Oil  Company. 

BnjiiKGS,  Assistant  Commissioner: 

This  is  an  appeal  by  the  G.  W.  Cole  Company  from  a  decision  of 
the  Examiner  of  Interferences  dismissing  its  opposition  to  the  regis- 
tration by  the  Marshall  Oil  Company  of  a  trade-mark  for  oil  consist- 
ing of  the  representation  of  two  hands  above  a  figure  ^(jl"  and  the 
words  "  To  Otoe  "  associated  therewith. 

The  opposition  is  based  on  the  ground  that  this  mark  so  nearly 
resembles  a  mark  owned  and  used  by  the  opposer  and  applied  to  the 
same  class  of  goods  that  the  use  of  the  two  marks  would  cause  confu- 
sion in  trade  and  deceive  purchasers. 

The  mark  used  by  the  opposer,  as  appears  from  the  testimony  and 
from  certain  certificates  of  registration,  consists  of  the  numeral  ^  1 " 
having  the  numeral  ^*  8  "  and  the  word  ^  In "  contained  within  the 
numeral  "  1 "  and  the  words  "  Three  in  One  ^  associated  therewith. 

The  testimony  shows  that  the  G.  W.  Cole  Company,  the  opposer, 
has  used  its  mark  since  1894  and  that  the  Marshall  Oil  Company,  the 
applicant,  has  used  its  mark  since  1904. 

The  only  question  to  be  considered,  therefore,  is  whether  there  is 
such  a  resemblance  between  the  marks  that  purchasers  are  likely  to 
be  deceived,  since  if  there  is,  registration  must  be  refused  in  view  of 
the  opposer'd  prior  use. 
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The  Examiner  of  Interf eraices  held  that  the  marhB  did  not  so 
rasomUe  each  other  in  appearance,  sound,  or  significance  and  pointed 
oat  that  there  was  no  testimony  that  actual  canfusion  had  taken 
placeu 

It  18  evident  from  an  inspection  of  the  marks  that  they  do  not  so 
nearly  resemble  each  other  in  appearance  that  confusion  would  be 
likely  to  arise  from  their  use.  It  is  argued  by  the  opposer  that  he  is 
entitled  to  use  his  mark  in  the  form  of  the  numeral  ^Z^  with  the 
'^In"  and  4he  numeral  ^1"  placed  in  the  lower  curve  of  the  ^S,**  in 
which  case  the  resemblance  between  the  marks  would  be  quite  close. 
In  both  of  the  certificates  of  registration  of  the  opposer,  however,  it  is 
stated  that  the  numeral  ^8 "  is  placed  within  4he  numeral  ^  1,"  and 
thoe  is  no  proof  that  it  was  ever  used  in  any  other  manner. 

There  is  a  greater  similarity  in  the  sound  of  the  q[K>kBn  words 
^Threein  One  "and  ^  Five  to  One"  than  there  is  in  the  appearance 
of  the  marks;  but  even  here  it  is  not  believed  that  the  similarity  is 
such  as  to  justify  a  refusal  to  register  the  applicant's  mark  in  the 
ibsence  of  proof  of  actual  confusion  in  trade.  It  is  well  settled  that 
in  cases  where  the  marks  are  so  alike  that  it  is  evident  confusion  is 
likdy  to  arise  it  is  not  necessary  for  the  opposer  to  prove  actual  con- 
fusion in  order  to  prevent  the  applicant's  registration.  This,  how- 
ever, is  not  such  a  case.  As  pointed  out  above,  there  is  a  decid^  dif- 
ference in  the  appearance  of  the  marks,  and  while  the  difference 
between  the  sounds  of  the  q[K>ken  words  is  less  it  is  nevercheless  a  sub- 
eUntial  one. 

If  confusion  had  arisen,  it  would  apparently  not  have  been  very 
difficult  to  establish  that  fict  The  record  shows  that  the  opposer's 
ftttentlon  was  called  to  applicant's  use  of  the  mark  very  soon  after 
SQch  use  commenced;  but  the  president  of  the  O.  W.  Cole  Company, 
the  opposer,  admits  that  he  did  not  know  of  a  single  instance  in  which 
the  oil  of  the  Marshall  Oil  Company  had  been  substituted  for  that  of 
(heqppoeer. 

Furthermore,  it  appears  from  the  record*  that  on  February  28, 1905, 
the  attorneys  for  the  O.  W.  Cole  Company  notified  the  Marshall  Oil 
Company  that  the  mark  was  considered  to  be  an  infringement  of  the 
^Three  in  One"  mark  and  threatened  to  bring  suit  if  such  infringing 
use  was  not  discontinued.  It  appears  from  the  testimony  on  behalf 
of  the  Marshall  Oil  Company  that  no  such  suit  was  ever  brought 

Thedeeirian  of  the  Examiner  of  Interfererioes  dumuUng  the  oppo* 
mOon  and  holding  that  appUcamt  ii  entUlod  to  register  it$  mark  ii 
ofirmed. 
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Graham  Paper  Co.  v.  National  Blank  Book  Go. 
trade-mark  intbrfeeengb. 

Decided  FelMruary  5,  190S. 

188  O.  O.,  1187. 

TaADs-lfABK0 — ^iHTEurBuafOK— Motion  to  Dissolvb— Teahsmission  BKruBn. 
The  question  of  the  right  of  an  applicant  for  registration  of  a  trade-mark 
to  demand  an  Interference  with  another  party  because  of  his  failure  for 
more  than  two  years  to  file  a  notice  of  opposition  to  the  registration  of  tlM 
mark  of  such  party  is  a  question  for  the  determination  of  the  Examiner  of 
Interferences  at  ilnal  hearing  after  opportunity  lias  been  had  for  the 
presentation  of  testimony  and  is  not  a  proper  question  for  transmission  to 
the  Bxaminerof  Trade-Marks  on  a  motion  to  dissolvOi 

Appeal  on  Motion. 

PBINTnrO  AND  WBITXire  papib. 

Messrs.  DyrenfortJi^  Lee,  Ghritton  <6  Wiles  for  Graham  Paper  C!a 
Mr.  Nathan  P.  Avery  and  Mr.  Walter  D.  Groesbeck  for  National 
Blank  Book  Co. 

BnjiiNQS,  Assistant  Oommissianer: 

This  is  an  appeal  by  the  National  Blank  Book  Company  from  a 
decision  of  the  Examiner  of  Interferences  refusing  to  transmit  to 
the  Examiner  of  Trade-Marks  in  part  a  motion  for  dissolution  filed 
by  said  National  Blank  Book'Co.  The  record  shows  that  the  Exam- 
iner of  Interferences  transmitted  the  motion  as  to  the  ground  of  non- 
interference in  fact,  but  refused  to  transmit  the  same  in  so  far  as  it 
related  to  the  allegation  of  such  laches  on  the  part  of  the  Graham 
Paper  Co.  as  to  establish  an  abandonment  of  his  right  to  demand  an 
interference  because  of  its  failure  for  more  than  two  years  to  file  a 
notice  of  opposition  to  the  registration  of  the  moving  party.  The 
question  raised  by  the  second  ground  of  the  motion  which  was  refused 
transmission  clearly  relates  to  the  right  to  registration  to  be  deter- 
mined by  the  Examiner  of  Interferences  at  the  final  hearing  of  the 
case  after  opportunity  has  been  had  for  the  presentaticm  of  the  testi- 
mony, and  it  is  not  a  matter  which  the  Examiner  of  Trade-Marks 
has  jurisdiction  to  decide. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Hawkins  v.  Coleman  v.  Thullbn. 

patent  interierenoe. 

Bedded  March  Si,  1908. 

183  O.  O.,  1187. 

ISCTafaanrog— Motion  to  Dissolve — Favosablb  Decision  Non-Appbalablb. 
A  party  to  an  interference  has  no  right  to  a  reyiew  by  the  Gomniissloner 
oif  a  faTorable  deetsion  by  the  Primary  Examiner  on  a  motion  to  dlasolTS 
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iillfgtng  noD-pateiitabUity  of  the  Issne  either  on  direct  appeal  or  upon 
petition  for  the  exercise  of  his  fupervisory  authority.  While  section  49M, 
Bevlsed  Statutes,  gives  the  Commissioner  the  right  to  determine  when  an 
Interference  exists,  this  authority  is  delegable,  and  when  It  is  delegated  to 
the  Primary  Examiner  and  he  makes  a  faTorable  decision  thereon  such 
decision  will  be  reviewed  only  In  an  extraordinary  case. 

On  Petition. 

BLOCK-SIGNAL  STSTElf. 

Mr.  Albert  O.  Davis  for  Hawkins.  {Mr.  Arthur  A.  Buck  of 
counsel.) 

Mr.  Henry  D.  WUliams  for  Coleman. 

Mr.  George  E.  Cruse  and  Messrs.  BakeweUy  Byrnes  <t  Parmelee 
for  Thullen. 

Moose,  Cammissumer: 

Hawkins  has  filed  an  appeal  from  the  decision  of  the  Primary  Ex- 
aminer refusing  to  grant  his  motion  for  dissolution  of  the  inter- 
ferenoe,  also  a  petition  that  the  Commissioner  take  jurisdiction  of  the 
interference  and  dissolve  it  under  the  exercise  of  his  supervisory 
authority. 

The  reason  of  appeal  given  by  Hawkins  is — 

That  there  is  no  common  patentable  subject-matter  lietween  the  application 
of  Hawlcins  on  the  one  hand  and  the  applications  of  Coleman  and  Thullen  on 
the  other. 

Hawkins  admits  that  under  Rule  124  there  is  no  appeal  from  the 
decisicm  of  the  Primary  Examiner  holding  that  there  is  c(»nm<Mi 
patentable  subject-matter  between  the  said  applications ;  but  he  con- 
tends that  he  has  a  right  to  the  personal  opinion  of  the  Commissioner 
upon  the  matter,  under  the  provision  of  section  4904  of  the  Revised 
Statutes,  which  reads: 

Whenever  an  application  is  made  for  a  patent  which,  in  the  opinion  of  the 
Commissioner,  would  interfere  with  any  pending  application,  or  with  any  un- 
expired patent,  he  shall  give  notice  thereof  to  the  applicants,  or  applicant  and. 
pateotee^  as  the  case  may  be,  and  shall  direct  the  Primary  Examiner  to  pro- 
ceed to  determine  the  question  of  priority  of  invention. 

A  sufficient  answer  to  this  contention  is  found  in  the  following 
excerpt  from  the  decision  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  the  case  of  AUen  v.  United  States^  ex  rel,  Lowry^  (C.  D., 
1905,  648;  116  O.  G.,  2263,)  affirmed  by  the  United  States  Supreme 
Court  in  United  States^  ex  rel.  Lowry^  v.  Allen^  (C.  D.,  1906,  765 ;  126 
0.  a,  2865:) 

We  cannot  emphasize  too  strongly  that,  in  our  opinion,  the  statutes  relating 
to  iDterferences  only  provide  that  they  shall  be  instituted  for  the  sole  purpose 
of  determining  priority  of  invention,  and  that  it  logically  follows  that  appeals 
in  roch  proceedings,  so  far  as  the  statutes  go,  only  provide  for  appeals  from 
the  decisions  of  priority.    The  Commissioner  of  Patents,  under  the  authority 
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given  to  regulate  the  proceedings  In  the  Patent  Office,  it  dotiied  with*  power 
to. regulate  all  Interlocntory  proceedings  in  interference  cases  by  rales  not 
inconsistent  with  law.  If  he  deems  it  wise  to  proTide,  after  the  interference 
has  once  been  declared,  for  reinanding  the  interference  to  the  Primary  Ex- 
aminer for  the  purpose  of  an  interlocutory  hearing  and  determination  of  a 
motion  to  dissolve  it  for  any  reason  which  he  considers  may  be  in  the  interest 
of  the  public  or  the  parties,  we  talce  it  that  he  has  fuU  power  to  do  so,  and  that 
he  may  also  provide  that  such  motions  may  or  may  not  in  some  or  all  respects 
be  reviewed  by  the  appellate  tribunals  of  the  Patent  Office  and  in  so  doing  he 
is  not  thereby  depriving  any  party  of  any  statutory  right  to  have  all  questlofis 
passed  upon  at  final  hearing,  and  on  appeals  therefrom,  which  are  necessary 
for  a  correct  determination  of  the  question  of  priority,  which  is  the  sole  ques- 
tion for  which  interferences  are  declared. 

The  Court  of  Appeals  of  the  District  of  Columbia  also  said  in  the 
recent  case  of  United  States^  ex  rel.  The  Newccmb  Motor  Company y 
Y.  Moorcj  {post J  832;  183  O.  Q.,  1688;  Washington  Law  Beparter^ 
vol.  36,  No.  10,  p.  160:) 

It  is  further  contended  that  because  section  .4904,  Revised  Statutes,  provides 
that  whenever  "  in  the  opinion  of  the  Gommissioner "  an  interference  eziBts, 
notice  shall  be  given  the  parties,  etc^  a  non-delegable  duty  is  imposed  upon  the 
Gommissioner.  This  question  was  considered  in  AUen  v.  Lowry,  supra,  and  it 
was  there  held  that  the  Commissioner  "for  any  reason  which  he  considers 
may  be  in  the  interest  of  the  public  or  the  parties  *'  may  delegate  to  the  Primary 
Bzaminer  the  duty  of  determining  primarily  whether  an  interference  in  fkct 
exists,  and  that  "in  so  doing,  he  is  not  thereby  depriving  any  party  of  any 
statutory  right  to  have  all  questions  passed  upon  a  final  hearing,*  and  on  appeals 
therefrom,  which  are  necessary  for  a  correct- determination  of  the  question  of 
priority,  which  is  the  sole  question  for  which  interferences  are  declared.** 

To  adopt  the  view  of  the  appellee  would  reverse  a  practice  which  has  pre- 
vailed in  the  Patent  Office  since  the  statute  was  enacted  in  1870,  and  would  in 
effect  render  the  statute  nugatory  since  it  would  be  a  physical  impossibility  for 
the  Gommissioner  personally  to  pass  upon  aU  these  preliminary  questiops.  He 
was  given  assistants  for  that  purpose. 

In  view  of  Kule  121  and  of  the  above  decisions  interpreting  sec- 
tion 4904,  Revised  Statutes,  it  dearly  follows  that  Hawkins  is  not 
entitled  as  a  matter  of  right  to  the  appeal  prayed  for. 

Hawkins  petitions  that  in  case  it  is  held  an  appeal  will  not  lie 
that  the  matter  be  considered  under  the  supervisory  authority  of  the 
Commissioner. 

Hawkins  contends  that  there  is  no  interference  in  fact,  that  the 
count?  are  unpatentable,  and  that  Thullen's  device  is  inoperative, 
and  that  he  therefore  cannot  make  the  claims  of  the  issue. 

The  Primary  Examiner  held  counts  1  to  10  unpatentable  to  Thul- 
len;  but  his  decision  was  reversed  on  appeal  to  the  Ezaminers-in- 
Chief,  who  held  that  the  question  of  the  operativeness  of  Thullen's 
device  could  be  better  determined  at  final  hearing  after  the  taking 
of  testimony. 

It  is  well  settled  that  the  supervisory  authority  of  the  Commis- 
sioner will  be  exercised  only  in  case  of  manifest  error.  (Sobey  v. 
HoUdaw,  a  D.,  1906,  628;  119  O.  G.,  1922;  Locke  Y.'Orebbin,  C.  D^ 
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1906,  298;  124  O.  G.,  817;  DaggeU  v.  Eaufmann^  C.  D.,  1907,  121; 
127  O.  O.,  8641 ;  Diwon  and  Marsh  ▼.  Graves  and  Whittemare^  C.  D., 

1907,  811;  130  O.  G.,  2874;  Hess  v.  Joerissen  v.  Felbely  C.  D.,  1907, 
869;  181  O.  G.,  1419.) 

In  the  present  case  I  find  no  such  extraordinary  circumstances  or 
manifest  enpr  as  will  warrant  the  exercise  of  supervisory  authority. 
The  appeal  is  dismissed  and  the  petition  denied. 


Ex  PAKn  Samstag. 

APPLICATION  POB  PATENT. 

Decided  Mafysh  1$,  1908. 

188  O.  O.,  1188. 

1  Bxncnoit — Ezflahation  of  Refesbnces. 

Tlie  statement  by  the  Bzamlner  that  the  first  three  claims  were  clearly 
met  In  either  one  of  three  references  cited  and  that  the  last  three  chiims 
were  met  In  the  same  in  view  of  either  of  the  last  two  references  cited 
Seld  in  Yiew  of  the  character  of  the  invention  to  be  a  snfilcient  com- 
pliance with  applicant's  request  for  a  specific  application  of  the  references. 

1  SaU— BSOONSDEa^TIOH. 

After  the  Bzamlner  has  properly  applied  the  references  the  applicant  is 
not  entitled  to  further  reconsideration  unless  he  points  out  why  the 
references  did  not  meet  the  claims. 

Qh  PirrrnoK. 

DOUBLE  TOP  lOB  GAMES. 

Mr.  Joseph  L.  Levy  for  the  applicant. 

BnuNQS,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  ^  be  advised  that  the  claims 
be  separately  considered  and  acted  upon  in  accordance  with  Rules 
65, 66,  and  67.'' 

It  appears  that  in  the  first  Office  action  on  November  1,  1907, 
certain  formal  objections  were  noted  and  the  claims  were  rejected 
on  five  references.  On  December  5,  1907,  an  amendment  was  filed 
making  the  formal  corrections  and  requesting  that  the  Examiner 
apply  the  references  to  the  claims,  but  no  attempt  was  made  to  show 
why  the  references  did  not  meet  the  claims.  The  Examiner  replied 
to  this  amendment  on  January  15,  1908,  and  applied  the  refei*ences 
as  follows: 

Hie  first  three  claims  are  clearly  and  obyiously  met  in  either  one  of  the 
flm  three  references;  the  last  three  claims  are  clearly  met  in  the  same  in  view 
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of  either  one  of  the  last  two  references,  both  of  which  show  cones  baTing  headi 
and  elastic  buffers  secured  in  a  manner  equiyalent  to  applicant's,  that  is,  by 
interlocking  flanges  and  grooves — 

and  again  rejected  the  claims.  He  also  cited  four  more  references, 
and  with  respect  thereto  made  the  following  statement: 

Any  one  of  the  first  three  of  these  meets  claim  1.  There  is  no  invention  in 
the  washers  of  claims  2  and  8,  but  th^  are  shown  in  substantially  the  same 
relation  in  Figure  2  of  Hendrlck,  which  with  either  of  the  others  meets  tiiese 
claims. 

The  applicant  responded  to  this  letter  on  January  27,  1908,  and 
again  made  no  attempt  to  show  why  the  references  did  not  meet  the 
claims,  but  insisted  that  the  Examiner  consider  each  daim  separately, 
apply  the  references  separately,  and  state  the  pertinency  of  the  ref- 
erences fully. 

The  Examiner  replied  to  this  letter  on  February  4,  1908,  stating 
that  in  view  of  the  character  of  the  invention  and  the  references  his 
statement  that  the  claims  were  obviously  met  in  the  references  was 
a  sufficient  application  of  them,  and  again  rejected  the  claims.  It 
is  from  this  action  that  the  present  petition  is  taken. 

In  view  of  the  character  of  the  invention  and  the  references  the 
action  of  the  Examiner  of  January  15,  1908,  was  a  sufficient  com- 
pliance with  applicant's  request  for  a  specific  application  of  the 
references.  Thereafter  it  was  incumbent  upon  the  applicant  to  point 
out,  as  required  by  Rule  69,  why  the  references  did  not  meet  the 
claims  in  order  to  be  entitled  to  further  reconsideration.  As  he  made 
no  effort  to  do  this,  the  Examiner's  action  was  clearly  sufficient. 

I'he  petition  is  denied. 


Hebmsdorf  v.  Drigos  v.  SbHNBIDSa. 

PATENT  INTERFERENCE. 

Decided  March  18, 1908. 

183  O.  O.,  1189. 

iNTBBrBBBNCE — ^MOTION    TO    DISSOLVE— PaSTT*S    BIGHT    TO    QUZSTIOH    HiS    OWH 

Right  to  Make  Claims. 
Where  an  applicant  adopted  claims  suggested  under  Rule  96  from  another 
application,  a  motion  to  dissolve  filed  by  him  alleging  that  he  has  no  right 
to  make  such  claims  is  proper,  and  the  same  should  be  transmitted  to  the 
Primary  Examiner.  {MiUer  v.  Perham.  C.  D.,  1906,  157;  121  O.  G.,  2067, 
and  Martin  v.  MuUin,  C.  D.,  1907,  119;  127  O.  O.,  3216,  modified;  doctrine 
of  Eichelherger  and  Hibner  ▼.  Dillon,  C.  D.,  1907,  280;  129  O.  Q^  8161, 
extended.) 
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AsvmAis  ON  Motion. 


Messrs:  Knight  Bras,  for  9enii8dorl 

Messrs.  WHkinsan  db  Fisher  for  Driggs. 

Messrs.  Mauro^  Camerot^  Lewis  db  Massie  for  Schneider. 

BuuNOSy  Assistani  Oammissianer: 

This  is  an  appeal  by  Hennsdorf  from  a  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion  for  dissolution  so 
far  as  the  same  relates  to  the  denial  of  his  own  right  to  make  the 
ckims  in  issue. 

The  Examiner  of  Interferences  refused  to  transQiit  the  motion  on 
the  authority  of  the  decisions  in  the  cases  of  MiOer  v.  Perham^  (C.  D., 
1906,  157;  121  O.  G.,  2667,)  Mcatkk  ▼.  MuOin,  (C.  D.,  1907,  119; 
127  O.  G.,  8216,)  and  Eiehelberger  and  Hibner  v.  DiUenj  (C.  D.,  1907| 
230;  129  O.  G.,  8161.) 

The  record  diows  that  claims  in  issue  were  suggested  to  Hennsdorf 
from  the  application  of  Driggs  under  the  provisions  of  Bule  96. 
Hennsdorf  filed  an  amendment  incorporating  these  claims  in  his 
application,  and  an  interference  was  thereupon  declared.  After  the 
approval  of  the  preliminaiy  statements  Hermsdorf  moved  for  the 
dissolution  of  the  interference  up<m  the  ground  that  he  had  no  right 
to  make  the  claims  of  the  issue,  alleging  that  they  are  not  capable 
of  the  same  meaning  when  read  upon  his  applicaticxi  as  when  con- 
strued in  the  li^t  of  the  specification  of  Drigg's  application,  in 
which  they  were  originally  presented. 

In  the  decision  of  MiUer  v.  Perham^  suproy  Commissioner  Allen 
held  that  where  claims  were  suggested  to  an  applicant  under  the  pro- 
moDs  of  Bule  96  and  he  accepted  such  claims  and  included  them  in 
his  application  he  laid  claim  to  the  invention  which  they  defined, 
and  if  he  wished  to  withdraw  the  claim  to  the  possession  of  such 
invention  he  should  do  so  l^  conceding  priority  or  abandoning  said 
invention.  It  was  also  pointed  out  that  if  he  did  not  regard  the  in- 
vention as  his  own  he  need  take  no  action  wliatever  in  the  interfer- 
ence and  permit  judgment  by  default  against  him. 

In  the  case  of  Martin  v.  MtiUiny  supra,  it  was  urged  that  the  con- 
cession of  priority  suggested  in  the  earlier  decision  of  MiUer  v.  Per- 
ham  threw  a  cloud  upon  the  rights  of  the  party  making  such  conces- 
fflon.  It  was  pointed  out  in  the  decision  in  that  case  that  the  conces- 
sion of  priority  did  not  necessarily  result  in  acquiescence  in  the 
finding  of  identity  of  invention,  which  is  assumed  as  the  basis  of  the 
dedaration  of  interference.    The  Commissioner  said: 

ne  fMts  attendlDg  tbe  adoption  of  dalnis  by  parties  upoa  sosgestlQii  under 
Bala  96  and  the  practice  In  the  Patent  Office  sobseqaent  to  the  adoption  of  the 
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suggested  daimi  In  the  matter  of  tlie  adoiiter't  rigbt  to  make  the  wunm  tMlag 
presented  to  tlie  court,  it  Is  not  to  be  presomed  tliat  tbe  conrt  will  render  an 
improper  decision  because  of  a  concession  of  priority.  MoreoYer,  tlie  place  to 
guard  against  decisions  by  tbe  courts  which  are  not  warranted  by  the  factp  and 
circumstances  would  seem  to  be  in  tbe  courts.  The  possibility  that  such  a 
decision  might  by  inadyertance  be  rendered  affords  no  reascm  tor  conducting 
proceedings  in  the  Patent  OiBce  merely  to  determine  the  rii^t  of  the  party  to 
assert  claims  to  a  patent  when  no  one  but  him  denies  that  he  has  that  right. 

The  conclusion  in  tbe  case  above  referred  to  is  belieyed  to  be  cor- 
rect in  respect  to  cases  in  which  claims  of  a  patent  are  adopted  by  an 
applicant,  since  in  such  cases  the  applicant  has  an  opportnni^  to 
inspect  the  patented  file  and  obtain  knowledge  of  the  character  of  the 
invention  disclosed  therein  as  well  as  the  scope  of  the  daims  relating 
to  the  same. 

Where  claims  are  suggested  to  an  applicant  from  another  applica- 
tion for  patent,  the  same  conditions  do  not  obtain.  Applications  for 
patents  are  maintained  in  secrecy  in  the  Office,  and  an  applicant  to 
whom  claims  are  suggested  has  no  knowledge  of  the  invention  upon 
which  they  are  predicated  other  than  that  which  is  contained  in  the 
terms  of  the  suggested  claims  themselves. 

Rule  96,  which  provides  for  the  suggestion  of  claims  for  the  purpose 
of  interference,  also  requires  that  the  parties  to  whom  the  cUdms  are 
suggested  shall — 

^  ^  ^  make  such  claims  and  put  the  applications  in  cbndition  fbr  allow- 
ance within  a  specified  time  in  order  that  ah  interference  may  be  declared. 
Upon  the  failure  of  any  applicant  to  make  the  claim  suggested  within  the  time 
specified,  such  failure  or  refusal  shaU  be  taken  without  further  action  as  a 
disclaimer  of  the  invention  coyered  by  the  claim.    ^    ^    m 

Inasmuch  as  the  applicant  to  whom  the  claims  are  suggested  has 
had  no  opportunity  to  inspect  his  opponent's  application  and  is  there- 
fore without  knowledge  of-  the  character  of  the  invention  disclosed 
therein,  and  since  by  failure  to  make  these  claims  a  disclaimer  of  any 
invention  which  may  be  covered  by  the  terms  of  the  claim  is  entered 
against  him,  it  is  obvious  that  sudi  an  applicant  will  be  placed  in  a 
position  requiring  him  either  to  make  claims  which  he  may  think  are 
not  readable  upon  his  own  structure  or  to  disclaim  the  same  by  impli- 
cation. If  he  refuses  to  make  the  suggested  claims  and  it  afterward 
appears  that  these  claims  are  drawn  upon  substantially  the  same 
structure  as  that  disclosed  in  his  application,  the  disclaimer  will 
nevertheless  be  effective  against  him,  although  his  failure  to  make 
such  claims  resulted  from  his  misunderstanding  of  their  scope  in  the 
absence  of  the  specification  and  drawing  upon  which  they  are  based. 
If  he  makes  the  suggested  claims  and  afterward  concedes  priority  or 
permits  judgment  by  default  to  be  entered  against  him  because  of  his 
belief  that  the  suggested  claims  do  not  read  upon  his  structure,  a 
judgment  of  priority  will  stand  against  him  as  to  these  dahns.    It  ia 


TKECmiONB  OF  THB  OOMKIBBIOXnBB  OV  PATBNT8.  97 

tpparent,  therefore,  that  whether  he  pennits  either  the  implied  dis- 
daimer  to  be  made  of  record  or  a  judgment  of  priority  to  be  entered 
against  him  his  patent  may  be  unduly  restricted  by  virtue  of  such 
idverse  action«  The  practice  announced  in  Miller  v.  Perham  was 
modified  in  the  case  of  Eiohelberger  and  Hibner  ▼.  Dillon^  supra^  in 
whidi  it  was  held  that — 

Wliere  elalins  have  been  soggested  to  an  arollcant  and  be  makes  the  same 
ODder  protest,  accompanying  the  protest  with  a  statement  that  he  does  not 
belleye  he  has  a  right  to  make  them,  gfying  his  reasons  tor  that  statement,  and 
where  aft»  imq>ecting  the  other  party's  application  he  still  contends  that  he 
has  no  ri^t  to  make  these  claims,  he  should  be  permitted  to  argue  the  question 
before  the  Primary  Bzaminer. 

It  is  thought  that  this  practice  should  be  extended  in  yiew  of  the 
considerations  above  stated  and  that  where  an  applicant  adepts  claims 
suggested  to  him  from  another  application  pending  at  that  time  he 
should  be  permitted  thereafter,  if  he  so  desires,  io  present  a  motion 
denying  his  own  right  to  make  those  claims,  whether  such  claims  are 
made  under  protest  or  not  In  such  cases,  however,  the  reasons  upon 
which  the  motion  is  based  must  be  explicitly  stated. 

The  decisions  in  MiBer  v.  Perham  and  Martin  v.  Mullinj  tupra^ 
are  modified  to  the  extent  indicated. 

The  decision  of  the  Examiner  of  Interferencee  ie  reversed^ 


Smtth  ako  Wigkbs  v.  Embsson  v.  Sandebs. 

PATBHT  nCTaSFKBENCB. 

Decided  Maroh  SS,  1908. 
188  O.  G.,  1438. 

1  IXmmBHCB— PSKLntlNAXT  jSTATBMBNTS — ^MOTION  TO  AMBBII. 

The  practice  in  permitting  amendments  to  preliminary  statements  has 
been  weU  defined  in  many  consistent  decisions,  and  the  applicability  of  the 
prindides  announced  therein  to  the  fkcts  in  any  particular  case  should  ordi- 
narily be  left  to  tiie  discretion  of  tiie  Bzaminer  of  Interferences. 

1  SaMB— fiUMB--SAMB~APFBAL8. 

Since  the  granting  of  a  motion  to  amend  a  preliminary  statement  will 
tnjnre  the  opposing  iiarty  only  so  f^r  as  his  case  wiU  be  prejudiced  by 
evidence  showing  tlie  true  state  of  facts,  a  limit  of  appeal  should  be  set 
by  the  SSzaminer  of  Interferences  in  his  decision  on  such  motions  only 
wlMD  he  denies  the  motion. 

Appeal  from  Examiner  of  Interferences. 

SBAlf  OPHOBB-BBOOBD  TABLBT. 

Mr.  Horace  PetHt  for  Smith  and  Wickes. 

Meure.  Mauro^  Cameron^  Lewis  dk  Maseie  for  Emerson, 

Messrs.  0.  A.  Snow  <t  Company  for  Sanders.       ^.^^^^^^  ^y  Google 
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Moore,  Gofnmvmoner: 

This  is  an  appeal  by  Emerson  from  the  decision  of  the  Examiner  of 
Interferences  granting  Smith  and  Wickes  leave  to  amend  their  pre- 
liminary statement  The  amended  preliminary  statement  of  Smith 
and  Wickes  does  not  carry  back  the  date  of  conception  and  reduction 
to  practice  to  a  time  prior  to  Emerson's  first  alleged  reduction  to 
practice,  and  it  does  not  appear  that  Sanders  has  opposed  the  motion 
to  amend. 

It  is  stated  in  the  decision  in  KarpeMtein  r.  HertBherg  (C.  D., 
1907, 106;  127  O.  G.,  239a)  that^ 

The  qnestioii  of  amending  a  preliminary  statement  is  a  matter  largely  wittiln 
the  discretion  of  the  Examiner  of  Interferences.  Unless  it  be  shown  that  such 
discretion  has  been  abused  his  decision  will  not  be  disturbed. 

The  practice  in  permitting  amendments  to  preliminary  statements 
has  be^  well  defined  in  many  consistent  decisions,  and  the  appli- 
cability of  the  principles  announced  therein  to  the  facts  in  any  par- 
ticular case  should  ordinarily  be  left  to  the  discretion  of  the  Examiner 
of  Interferences,  as  indicatcKl  in  Karpenstein  ▼.  Hertzberg^  supra. 

A  party  should  be  permitted  to  amend  his  preliminary  statement 
only  when  a  motion  for  that  purpose  is  brought  in  good  faith  and  is 
accompanied  by  a  sufficient  excuse  for  his  failure  to  allege  the  facts 
sought  to  be  introduced  thereby  in  his  original  preliminary  state- 
ment Under  such  circumstances  the  amendment  of  the  preliminary 
statement  will  injure  the  opposing  party  only  in  so  far  as  his  case 
will  be  prejudiced  by  the  admission  of  evidence  showing  the  true 
facts  concerning  the  development  of  the  invention.  On  the  other 
hand,  the  denial  of  such  a  motion  may  result  in  the  grant  of  a  patent 
on  a  technicality  to  a  party  who  was  not  the  first  inventor.  In  view 
of  these  facts  the  Examiner  of  Interferences  will  not  hertefter  set 
a  limit  of  appeal  in  decisions  granting  motions  to  amend  preliminary 
statements.  He  will,  however,  set  a  limit  of  appeal  in  his  decisions 
denying  leave  to  amend  preliminary  statements. 

In  this  case  the  Examiner  not  only  carefully  considered  the  affi- 
davits  presented  in  support  of  the  motion  to  amend  the  preliminary 
statement  in  his  original  decision,  but  at  the  request  of  Emerson 
granted  a  rehearing  of  the  case,  and  after  considering  the  arguments 
presented  therewith  adhered  to  his  former  decision.  I-  do  not  find 
upon  reviewing  the  matters  presented  that  the  Examiner  of  Interfer- 
ences has  abused  his  discretion  in  this  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Dtbok  V.  Land  v.  Dukbab  v.  Bbownb. 

PATENT  INTERFSBSNGB. 

Deoide4  Moroh  t6, 1908. 

138  O.  O^  1670* 

L  iHmnEUBHOB— MonoH  to  Suffbus  Tbbtimoft— Afpsal  waou  Dboisioh  ov 

THS  BZAMIHXB  OF  IHTEBFEBBNOIB. 

Wliere  the  Bzaminer  of  Interferences  in  liia  dedsioD  on  priority  decided 
a  motion  to  snppren  testimony,  HeU^  tliat  an  appeal  fhxm  that  decision 
wiU  not  be  considered  nntQ  the  case  comes  before  the  €k>mmlssioner  on 
appeal  on  priority. 
1  SAi»-43A]f»— Samv— JuusDionoN  or  thk  BacAinmBBS-iH-OHixr. 

The  Bzaminers-in-CShief  have  jurisdiction  to  pass  opon  the  correctness  of 
the  action  of  the  Bzaminer  of  Interferences  in  suppressing  testimony  and  to 
consider  the  same  if  in  their  opinion  it  should  not  hsTo  been  suppressed. 
8.  Bakb— MonoN  to  Amxnd  Pbeliminabt  Statement — ^RsooNSiDKaATiON  Amca 

DBOISIOH  BT  THB  GOMMISSIONBB. 

Where  a  motion  to  amend  a  preliminary  statement  has  been  denied  by 
the  Bxaminer  of  Interferences  and  his  decision  affirmed  on  appeal*  it 
shoold  not  be  reconsidered  in  the  absence  of  any  additional  showing  as  to 
the  grounds  on  which  it  was  denied. 

1  SaICB— BXMTBWAL  OF  MOTIOH— NOTICB. 

Bule  168  provides  that  reasonable  notice  of  all  motions  must  be  glren  and 
that  a  motion  will  not  be  entertained  in  the  absence  of  proof  of  serrlce  of 
ioch  notice.  The  same  reason  exists  for  requiring  notice  of  the  renewal  of 
a  motimi  as  of  the  motion  itself,  and  the  mere  request  at  the  final  hearing 
and  in  a  brief  filed  at  iinal  hearing  is  not  such  notice. 

On  Motion. 

TELEFHONB  STSTEIC. 

Mr.  Geo.  L.  Oragg  for  Dyson. 
Ut.  Tho9.  H.  Ferguson  tor  Land. 
Mettrs.  Bacon  and  MUans  for  Dunbar. 

Mr.  Chas.  Necfve  and  Messrs.  Mauro^  Cameron^  Letois  dk  Massie  for 
Browne. 

MooBB,  Commissioner: 

This  case  conies  up  on  a  motion  by  Browne  to  dismiss  an  appeal  by 
Dyson  from  the  decision  of  the  Examiner  of  Interferences  sap- 
pressing  certain  testimony  taken  on  behalf  of  Dyson  and  to  dismisB 
tn  appeal  by  Land  from  a  decision  of  the  Examiner  of  Interferences 
refusing  to  allow  Land  to  amend  his  preliminary  statement 

It  appears  that  Browne  filed  a  motion  to  strike  out  the  testimony 
tbove  referred  to  on  June  26,  1907.  The  Examiner  of  Interferences 
refused  to  consider  the  motion  prior  to  final  hearing  and  dismissed  it 
vithont  prejudice  to  Browne's  right  to  renew  at  that  time^  On  ap- 
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peal  this  decision  was  affirmed.  Browne  gave  notice  prior  to  final 
hearing  that  he  would  renew  his  motion,  and  it  was  heard  at  that 
time  and  decided  in  his  favor  at  the  same  time  that  the  decision  was 
rendered  on  priority. 

Land  contends  that  the  appeal  should  not  be  dismissed,  for  the  rea- 
son that  if  it  is  not  decided  now  the  £xaminers-in-Chief  will  be 
bound  by  the  decision  of  the  Examiner  of  Interferences  and  cannot 
consider  the  testimony  which  he  has  decided  should  be  suppressed, 
whereas  on  appeal  from  their  decision  it  may  be  decided  that  this 
testimony  should  not  have  been  suppressed,  and  therefore  the  record 
before  the  Commissioner  may  be  different  from  that  considered  by 
the  Examiners-in-Chief. 

The  contention  is  thought  to  be  not  well  taken.  The  Examiners- 
in-Chief  can  pass  upon  the  correctness  of  the  action  of  the  Examiner 
of  Interferences  in  suppressing  the  testimony  and  consider  the  same 
if  in  their  opinion  it  should  not  have  been  suppressed.  The  Exam- 
iners-in-Chief  considered  such  a  motion  in  the  case  of  Rayoe  v. 
KempahaU^  as  appears  from  the  following  statement  in  the  decision 
of  Commissioner  Allen  on  priority  in  that  case  (C.  D.,  1906,  469; 
126  0.  a,  1847:) 

FoUowlng  tbe  decision  of  the  Examiner  of  Interferences  on  priority,  In  which 
he  held  that  it  would  be  Improper  to  give  Royce  the  benefit  of  the  letters  as 
eyldence,  but  denied  Kempshairs  motion  to  strike  them  from  the  record,  Kemp- 
shall  filed  an  appeal  and  petition  that  such  correspondence  be  stricken  from 
the  record.  In  my  decision  dated  May  16,  1906,  it  was  held  that  in  view  of 
the  decision  of  the  Bxaminers-in-Chlef  rendered  in  the  meantime^  to  the  effect 
that  the  motion  to  strike  out  was  without  merit,  the  testimony  would  not  be 
stricken  out  without  consideration  of  the  merits  of  the  motion,  and  such  con- 
sideration was  postponed  until  final  hearing  upon  the  appeal  on  priority.  This 
motion  is  therefore  given  consideration  at  this  time. . 

The  reason  which  induced  the  Examiner  of  Interferences  to  post- 
pone consideration  of  the  motion  to  final  hearing — ^viz.,  that  it  would 
involve  a  consideration  of  the  record  v^hich  must  necessarily  be  given 
at  final  hearing — applies  equally  as  well  to  the  present  appeal.  If  the 
case  comes  before  me  on  appeal,  the  propriety  of  suppressing  this 
testimony  can  be  considered  and  decided  in  connection  with  the  ques- 
tion of  priority. 

As  ^o  Land's  appeal,  it  appears  that  on  January  18,  1907,  Land 
brought  a  motion  to  amend  his  preliminary  statement  which  was 
denied  by  the  Examiner  of  Interferences  in  a  decision  rendered  Jan- 
uary 28, 1907.  On  appeal  the  decision  was  affirmed  by  Commissioner 
Allen. 

Land  filed  no  other  motion  to  amend  his  preliminary  statement, 
and  the  record  does  not  show  that  any  notice  was  given  by  Land  that 
he  would  ask  for  reconsideration  of  his  motion  which  had  been  denied, 
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although  his  brief  at  final  hearing  ocmtains  a  request  for  such 
monsidmration* 

Apparently  Land  at  the  final  hearing  asked  for  snch  reoonsidera^ 
tion,  for  the  decision  of  the  Examiner  of  Interferences  contains  the 
fallowing  statement: 

With  VMpeet  to  Land's  motion  to  amend  his  statement,  the  reco>rd  diows  that 
flie  faJM  is  a  renewal  of  a  motion  preyiously  presented  and  decided  adTsrsely 
to  the  fflOflng  party.    Land  nrges  a  reconsideration  of  the  farmer  decision. 

Bole  168  provides  that  reasonable  notice  of  all  motions  must  be 
giTsn  and  that  a  motion  will  not  be  entertained  in  the  absence  of 
proof  of  service  of  sach  notice.  The  same  reason  exists  for  requiring 
nolaee  of  the  renewal  of  a  moti<m  as  of  the  motion  itself,  and  the 
BMTB  reqneet  at  the  final  hearing  and  in  the  brief  filed  at  final  hearing 
isnot  such  notice.  The  motion  should,  therefore,  have  been  dismissed 
by  the  Examiner  of  Interferences.  Ab  the  motion  should  have  been 
l^MnlaM<^^  it  follows  that  the  appeal  from  the  decision  must  be 


Fnrtfaermore,  Land's  moti<m  to  amend  his  preliminary  statement 
was  denied  by  the  Examiner  of  Interferences  and  on  appeal  by  the 
Gommiflsioner,  because  he  did  not  exercise  proper  care  and  diligence 
in  the  preparation  of  his  preliminary  statement,  his  mistake  being 
one  of  law  and  not  of  fitct,  and  because  he  offered  no  excuse  for  his 
long  delay  in  bringing  his  motion.  Whether  the  allegations  of  the 
prqmed  amended  statement  were  true,  was  not  considered.  The 
only  showing,  therefore,  that  would  have  justified  a  reconsideration 
of  the  modim,  was  a  showing  with  respect  to  the  grounds  on  which 
the  motion  was  denied.  It  appears  both  fnmi  the  decision  of  the 
RT^miTMw*  of  Interferences  and  fnmi  Land's  brief  at  final  hearing 
that  no  snch  showing  was  made,  nor  is  it  now  alleged  that  it  was 
made.  The  alleged  new  showing  ccmsisted  of  testimony  tending  to 
ffltsMlfh  the  truth  of  the  allegati<His  of  the  proposed  statement,  but, 
IS  pointed  out,  this  could  not  affect  the  granting  of  the  motion,  and 
was  deaiiy  insufficient  to  have  Warranted  a  reconsideration  thereof. 
For  this  further  reason  the  appeal  must  be  dismissed. 

The  motUm  i$  granted  and  ths  appeah  of  Dyson  and  Land  are 


McBama  v.  Kbodxi. 
Decided  March  rt,  1908. 

188  O.  o.,  leso. 

fOB— -MonOH  VO  DlSSOLVS^-IUBGTTLABITT  Hf  DeCLASATIOIT. 

The  »*«w*<«^  SQSgested  to  H.  two  claims  which  were  the  same  as  two 
of  BL*s  dalBis^  except  that  the  Una  "  supporting  member  *'  was  sobstituted 
for  '^attadHnf-hracket,"  but  did  not  sogsest  them  to  K.   After  M»  made  the 
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dalnui  tiie  Intorforenoe  was  dedared  with  tlieae  datms  as  two  counts  of 
tbe  issoe.  J7sM  that  this  was  an  irregolarlly  In  the  declarattoo  of  tlie 
Interfersnos^  as  Role  96  clearly  contonplates  that  the  issoe  shall  be  in 
terns  of  tiie  daims  actuallj  made  by  both  parties  or  which  they  ha^e  had 
an  opportnnily  to  make. 

A»BAL  OK  MonoK. 

ODBTAXll-ff  ULTU  ME, 

Mr.  John  W.  Lowland  and  Mr.  WdUer  AUen  for  McBride. 
Mesmrs.  Munn  dk  Oo.  for  Kroder. 

BnxiKGa,  AsHstani  Oommi^naner: 

This  is  an  appeal  bj  Kroder  from  tho  dedsioii  of  the  Examiner 
refusiiig  to  diseolve  an  interference  on  the  ground  of  irregularil^  ii 
tbe  dedaration  thereof. 

It  appears  that  4Am  Examiner  suggested  to  McBride  two  daims 
which  were  the  same  aa  Kroder's  oaunte  2  and  8,  except  that  the  term 
^supporting  member''  was  aubetituted  for  the  term  ^^ attaching- 
bracket,"  but  did  not  suggest  these  claims  to  Kroder.  McBride 
having  made  the  daims,  they  were  made  counts  2  and  8  of  the  issue 
of  the  interference,  these  counts  being  stated  to  be  E^roder's  daims 
2  and  8. 

Bule  96  dearly  contemplates  that  the  issue  shall  be  in  the  terms 
of  the  daims  actually  made  1^  both  parties,  or  at  least  that  both 
parties  should  have  had  an  opportunity  to  make  such  daims.  If 
neither  party  has  made  a  daim  which  can  be  made  by.the  other  by 
reason  of  the  indusion  of  dements  whidi  are  not  of  th^  essence  of 
the  inyention,  then,  as  pointed  out  in  em  parte  Thampaonj  (C.  D., 
1902,  6;  98  O.  G.,  227,)  the  Examiner  should  suggest  a  claim  to  each 
whidi  will  coyer  the  real  indention  common  to  the  two  cases,  omitting 
such  limitation. 

If  one  of  the  parties  refuses  to  make  such  a  daim,  it  may  be  neces- 
sary to  floake  the  daim  of  one  party  the  issue,  holding  that  it  is  sub- 
stantially the  same  as  the  daim  of  the  other;  but  this  should  not  be 
done  until  the  parties  have  had  the  opportunity  to  make  the  identical 

5*lMfna- 

Ths  deeUion  of  the  Emammer  ie  reversed. 


Ex  PABKB  AXKBIGAN  OPTICAL  COMPANT. 

applioahoh  warn  uoistsation  of  trade-mabk. 

Decided  Aprtt  9, 1908. 

IBS  O.  Q^  196S. 

1.  HumD-KABXS— **  FiTS-U  **— Descnptivk. 

The  word  "  FIts-U  "  as  a  trade-mark  for  qreglasses  and  spectade  flrajBes 
and  Boonthigs  Isa  mere  mlsq)enins  of  the  descriptlTe  words  **  fits  yon  **  and 
Is  not  registrable  as  a  teehntcal  trade-mark.  c  > 
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2.  Sams— "  Mkblt  DESuurnvi  **— Sionoir  6  or  thx  Act  or  1906  Oonbibubi. 
TlM  reglstratloii  of  words  or  deylces  which  are  "  merely  deecrlptlye  **  be- 
ing prohibited  by  aectlon  6  of  the  act  of  190S»  an  arrangement  of  the  lettem 
of  such  a  word  in  a  particalar  way  or  a  mere  mlaapelllng  thereof  doea  not 
aToid  tlie  iirolilbltioiu 

Oh  fisHBABING. 

JMJJm-UABK  rOB  ETSOLASa  AND  snOTAOLB  IBAMBS,  Kia 

Mr.  John  C.  Dewey  and  Mr.  Henry  Cdher  for  the  applicant 

IfooBB,  CafMnissianer: 

This  case  comes  before  me  upon  a  rehearing  of  my  decision  dftted 
January  21, 1908.  In  that  decision  I  held  that  the  word  ''  Fits-U  ^ 
was  not  registrable  as  a  trade-mark  for  eyeglasses  and  spectacle 
frames  and  mountings,  as  it  amounted  merely  to  the  misEfpelling  of 
the  descriptiye  words  fits  youy  it  being  pointed  out  that  under  the 
long  recognized  practice  the  mere  misspelling  of  a  descriptiye  word 
did  not  take  away  its  'descriptive  character.  (Ew  parte  Kipling^ 
G.  D.,  1888,  64;  SI  O.  O.,  899;  ex  parte  Henderson,  C.  D.,  1898,  647; 
85  O.  O.,  468;  M  parte  Crescent  Mfg.  Ck>.,  C.  D.,  1901, 160;  97  O.  O., 
750;  ex  parte  Seager,  C.  D.,  1901, 169;  97  O.  G.,  749;  ex  parte  Wool- 
foorth,  C  D.,  1902,  811;  100  O.  6.,  1976;  ex  parte  Bat  Biscuit  Co.^ 
C  D^  1907,  S41;  180  O.  6.,  800.)  The  rehearing  was  requested  on 
the  ground  that  the  principal  point  argued  by  counsel  was  that  the 
statute  permitted  registration  of  marks  of  a  descriptiye  nature  unless 
they  were  ^  merely  "  descriptive,  and  that  my  decision  did  not  pass 
upon  the  meaning  of  this  word  ^  merely  ^  as  used  in  the  statute. 

Since  my  decision  in  this  case  the  Court  of  Appeals  of  the  District 
of  Columbia  has  rendered  a  decision  in  the  case  of  the  Crescent  Type- 
wiier  Supply  Company ,  (post,  818;  188  O.  G.,  281,)  which  pre- 
asQted  the  question  of  the  right  to  register  a  mark  for  ink-ribbons 
and  caibon-paper  consisting  of  the  following  combination  of  letters: 
^  0B]|NT,''  inclosed  in  a  wreath.  The  mark  had  been  refused  regis- 
tration by  the  Commissioner  on  the  ground  substantially  that  the 
word  "  Orient  **  is  of  geographical  significance,  and  that  the  arbitrary 
arrangemeiit  of  two  letters  of  the  word  and  the  addition  thereto  of  a 
wreath  surrounding  the  same  did  not  entitie  the  mark  to  registration. 

In  that  case  it  was  contended  by  the  appellant  that — 

Tlie  mark  la  a  derlce  cooslating  of  a  wreath  and  letters  arranged  therein  In 
an  atfoltrary  manner,  In  other  words,  that  It  takes  the  whole  design,  wreath  and 
letter^  to  compose  the  proposed  trade-mark. 

The  Court  said: 

We  ate  of  the  opinion  that  the  only  reaaonahle  interpretation  of  the  oomhlna- 
tloB  of  letters  need  Is  that  they  speU  the  word  ''Orient"  and  at  once  conyej  tte 
■M  of  that  word  to  the  mind. 
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The  Ckmuninloiier  refnaed  to  register  tbe  appeUanf •  mark  '^  tor  tbe 
tbat  the  word  '  Orioit,'  tbe  dletlngalflhlng  feature  of  applicant's  mark.  Is  geo- 
graphical.'* Section  5  of  the  trade-mark  act  of  1906,  provides  In  part  that— 
**  no  mark,  which  consists  merely  In  the  name  of  an  Indlvldnal,  firm,  corporation 
or  association,  not  written,  printed,  Impressed  or  woyen  In  some  parttcniar 
or  dlstinctiye  manner  or  In  association  with  the  portrait  of  the  IndlvldQal,  or 
merely  In  words  or  dsTlces  which  are  descrlptlye  of  the  goods  with  which  thcQr 
are  naed,  or  of  the  character  or  qnallty  of  such  goods,  or  merely  a  geographical 
name  or  term,  shall  be  registered  under  the  terms  of  this  act" 

It  wlU  be  noted  that  this  section  of  the  trade-mark  act  does  not  permit  the 
use  of  a  "  geographical  name  or  term."  We  think  this  proyislon  of  the  stetute 
Is  broad  enough  to  prohibit  the  use  of  any  word  that  has  an  ezdnslTe  geo- 
graphical significance,  <Hr  that  would  suggest  any  particular  geographical 
location. 

Here  the  CSourt,  after  quoting  the  section  of  the  statutes  whidi 
excepts  from  the  right  of  registration  marks  whidi  owstitate 
^  merely  a  geographical  name  or  term,"  decided  that  the  mark  above 
described  fell  within  the  exception.  While  the  Court  did  not  spe- 
cifically refer  to  the  effect  of  the  word  ^  merely,"  it  cannot  be  pre- 
sumed that  this  limitation  in  the  statutes  was  overlooked.  In  the 
language  prohibiting  the  registraticm  of  descriptive  marks  the  word 
^  merely  "  is  used  iii  the  same  way  as  it  is  in  the  language  pro- 
hibiting the  registraticm  of  geographical  marks.  In  view  of  this 
construction  of  the  statutes  by  the  Court  of  Appeals  with  respect  to 
geographical  marks  it  is  held  that  a  particular  arrangement  of  the 
letters  of  a  descriptive  word,  or  a  mere  misspelling  thereof^  does  not 
avoid  the  prohibition  of  the  statute. 

/  adhere  to  my  previoiu  opinion^  and  regtatration  U  accordingly 
refvsed. 

Ex  PAKTB  C.  P.  GOLDSICTTH  ft  COMPAKT. 
APPLICATION  POB  BSGISTltATION  OF  TBADS-MAKK. 

Bedded  March  7,  190^ 
188  O.  O^  196S. 

Tbadb-Mabxs— "  Hold  On  '*  DsscBirnTB. 

The  words  "  Hold  On  "  as  a  trade-mark  for  clutches  for  snarf-plns  and 
hat-pins  properly  refused  registration  since  It  is  descriptlye  of  the  charac- 
ter or  quality  of  the  goods  to  which  It  Is  applied. 

On  Appeal. 

TSADK-ICABK  fOB  CLVTOOm  POB  SCAgr-PIirS  AND  HAT-PIHS. 

ATf .  Joseph  L.  Levy  for  the  applicant 

BiLLiNos,  AseietatU  Gommiesioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  ^  Hold  On  "  as  a  trade-mark 
lor  clutches  for  scarf-pins  and  hat-pins.        Dig,,ed  by  Google 
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Hm  groimd  on  which  registrati<m  was  refused  is  that  the  mark  is 
descriptive  of  the  character  or  qualily  of  the  goods  and  that  the 
registration  is  therefore  prohibited  by  section  5  of  the  Trade-Mark 
Act  of  1905. 

It  appears  that  the  article  to  which  the  trade-mark  is  applied  is 
an  attachment  to  a  scarf  *pin  to  prevent  the  loss  of  the  latter. 

The  name  appears  to  have  been  adopted  to  describe  the  fact  that 
the  clutch  holds  on  to  the  pin.  In  the  labd  filed  with  the  application 
the  following  statement  occurs  under  the  head  of  ^^Advantages:** 
^  It  holds.  The  harder  you  pull  the  titter  it  holds."  These  words 
therefore  seem  clearly  to  describe  the  character  or  quality  of  the 
dutch. 

It  is  well  settied  by  a  long  line  of  decisions  in  this  Office  and  in 
the  courts  that  words  which  are  descriptive  of  the  qualities  of  the 
goods  do  not  constitute  valid  trade-marks*  and  should  not  be  reg- 
istered. 

Examples  of  such  words  are  ^  No-Rip  "  for  sweat-pads,  which  was 
refused  registration  in  em  parte  The  Crescent  ConypoM/^  (C.  D.,  1901, 
160;  97  O.  O.,  760;)  "^  Nevers-Tick  "  as  a  trade-mark  for  lubricant, 
which  was  refused  registration  in  em  parte  Woohoarthj  (C.  D.,  1902, 
811;  100  O.  O.,  1976;)  "  In  Curve  ^  for  corsets,  which  was  refused 
NgiiBtration  in  ew  parte  Kaps  Brothere^  (C.  D.,  1906, 128;  121  O.  O., 
1675,)  and  ^  Instantaneous  "  for  a  preparation  of  tapioca  which  was 
adapted  for  immediate  use  without  a  preliminary  soaking,  which  in 
Oie  case  of  Betwiett  v.  MoKifdey  (65  F.  B.,  606)  was  held  by  the  court 
of  appeals  of  the  second  circuit  to  be  descriptive,  and  consequentiy 
not  a  valid  trade-mark. 

In  the  latter  case,  which  counsel  for  applicants  cites  as  a  precedent 
fcr  the  registration  of  the  mark,  the  following  statements  are 
mide: 

No  prlnclikle  of  the  law  ot  trade-mark  is  more  familiar  tban  that  which 
dokles  protectioii  to  any  word  or  name  which  is  descriptlye  of  the  qualities, 
l]isredlflQt%  or  characteristics  of.  the  article  to  which  it  is  applied.  An  ezclnsiye 
illfat  to  the  use  of  snch  a  word,  as  a  trade-mark,  when  applied  to  a  particular 
trtide  or  class  of  articles,  cannot  he  acquired  by  the  prior  appropriation  of  it, 
because  aU  persons  who  are  entitled  to  produce  and  vend  similar  articles  are 
entitled  to  describe  them,  and  to  employ  any  appropriate  terms  for  that  pur- 
poia   •    •    • 

Appiyins  the  rale  to  the  facts  of  the  present  case,  we  think  the  word  "  Instan- 
ttneooi^''  as  applied  to  the  kind  of  tapioca  dealt  in  by  the  parties,  is  descrip- 
thc^  and  consequently  not  a  yalid  trade-mark.  It  not  only  is  aptly  and  truth- 
fully descriptlye  of  one  of  the  properties  of  the  article  to  which  it  is  sought  to 
be  applied,  but  It  is  eq^MCiaUy  appropriate  to  point  out  concisely  and  accurately 
tile  peculiar  eharacteristle  which  distinguishes  the  particular  tapioca  from 
ottier  tarietles. 
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The  following  extract  is  cited  hy  counsel  for  applicant  from  the 
case  of  OaUfamia  Fig  Syrup  Co.  V.  Improved  Fig  Co.,  (C.  D.,  1892, 
685;  61  O.  O.,  Ifi5;  61  F.  B^  296;) 

Bespondent  ortes  tbat  tbe ^rords  "  Syrap  of  Figs"  are  deflcrlnHye  ^  •  • 
It  is  unimportant  if  they  are  deseriptiya 

The  whole  paragraph  from  which  this  statement  is  taken  reads  as 
follows: 

But  respondent  urges  that  the  words  "Symp  of  Figs**  are  descriptiTe,  and 
that  complainant  deeeives  when  it  uses  them  to  designate  its  componnd.  Tlie 
deceit  does  not  appear  on  the  fsce  of  the  hill,  and  it  is  onlmportant  if  th^  are 
descriptiye.  The  question  is  now,  not  whether  complainant  lias  the  ezdii- 
siye  right  to  nse  the  words  **  Symp  of  Figs"  or  " Fig  Symp,"  hnt  it  is  whether 
respondent  has  hy  nse  of  them  and  other  words  and  hy  the  other  imltatioiis 
alleged  and  exhibited  so  far  imitated  the  form  of  complainant's  deyice  and 
description  to  represent  its  goods  as  its  goods  and  appropriate  its  reputation 
and  trade.  The  grayamen  of  the  action  is  the  simnlation  of  complainant's 
deyiees  and  the  deception  of  pnrchasers. 

From  this  quotation  it  appears  that  the  question  of  the  descriptive- 
ness  of  the  mark  was  held  to  be  unimportant  in  this  case  because  the 
suit  was  brou^t  to  restrain  unfair  competition. 

The  ma^  which  it  is  sought  to  register  is  as  descriptive  as  any  of 
those  in  the  decisions  above  cited  and  clearly  falls  within  the  defini- 
tion of  what  constitutes  a  descriptive  mark  given  in  Bennett  v. 
McKirdejiy  supra.  It  must  be  held,  therefore,  that  the  action  of  the 
Examiner  in  refusing  registration  was  clearly  ri^t 

The  decision  is  affirmed. 


BOBBST  A.  SjBASBBT  CoMPANT  v.  PoBTLAMD  ClMENTFABRDL  HsMMOCtt. 

OFFOSmOK. 

Decided  March  tO,  1908. 

138  o.  o.,  isaa 

TaABK-MAaxa— OpposmoR— Tims  pob  Fiuno. 

The  thirty  days  allowed  hy  statute  for  filing  a  notice  of  oKMMltion 
include  Sundays  and  holidaya 

AvPEAL  from  Examiner  of  Interferences. 

nuDB-MAax  rea  roanuAin)  caicKirT. 

Messrs.  Oifford  db  BuU  and  Messrs.  Foster^  Freeman^  Watson  dk 
Coit  for  Robert  A.  Keasbey  Company. 

Mr.  Fritz  Worm  and  Messrs.  Mason^  Fenvnck  dk  Lawrence  for  the 
Portland  Gementfabrik  Hemmoor. 

Biu^iNOS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Int^fer- 
ences  dismissing  the  above-entitled  oppositicm  on  the  ground  that  it 
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was  filed  too  Imte.  The  record  diows  that  the  nuurk  was  pabliahed 
in  the  Qftigiai.  Oazeitb  December  8, 1907.  Hie  notice  of  <9poeitioii 
was  filed  January  8,  1908.  The  ground  upon  which  this  appeal  la 
based  is  that  the  Examiner  erred  in  not  excluding  legal  holidays  in 
compnting  the  thirty  days  allowed  by  law  after  the  publication  of 
the  mark  for  the  filing  of  a  notice  of  opposition* 

It  is  well  settled  that  in  the  absence  of  positiTe  written  law  exdudr 
ing  Sundays  from  the  period  of  time  prescribed  for  any  purpose  they 
are  counted,  even  though  the  period  ends  on  Sunday.  (LewuP  South- 
miand  StahUory  OcnstrueUan^  voL  1,  p.  886.)  The  same  principle 
18  applicable  to  holidays.  Inasmuch  as  the  period,  of  thirty  days 
fixed  by  section  6  of  the  Trade-Mark  Act  of  February  20, 190S,  does 
not  ccmtain  any  provision  for  excluding  Sundays  and  hoUdays  from 
sQch  computation,  they  cannot  be  disregarded  in  the.  computation  of 
time.  A  similar  question  was  presented  in  the  case  of  Bassj  BakUf 
d  OreUan^  Lim^  y.  HartmoMi,  Brewing  Company^  (C.  D.,  1906, 148; 
121  O.  O.,  2328,)  in  which  notice  of  opposition  was  filed  upon  the 
thirty-first  day  after  the  publication  of  the  mark,  this  period  includ- 
ing tiie  30th  of  May,  which  is  a  legal  holiday.  In  that  case  Com- 
miaEicDer  Allen  held  that  the  notice  of  oppositicm  was  filed  too  late. 
It  may  be  stated  that  Sundays  and  legal  holidays  haye  uniformly 
been  counted  in  the  perjpds  provided  by  statute  for  action  upon 
applicaticms  pending  in  this  Office — as,  for  example,  the  period  of 
one  year  within  which  action  must  be  taken  to  avoid  abandonment 
(ea  forte  KarUeki  and  Wipf,  C.  D.,  1904,  498;  118  O.  G.,  1145;  em 
parte  Weirich,  C.  D.,  1901,  183;  97  O.  O.,  1872)  and  the  period  of 
six  months  from  the  allowance  of  the  applicaticm  for  the  payment 
of  the  final  fee.  {Ex  parte  Eiley^  C.  D.,  1891,  186;  56  O.  O.,  1208; 
see  also  the  opinion  of  the  Assistant  Attorney-General  in  ex  parte 
Cannonj  C.  D.,  1901,  268;  94  O.  G.,  2165.)  It  is  therefore  held  that 
the  dismissal  of  this  notice  of  opposition  was  right. 

The  decision  of  the  Eaoamdner  of  Interferences  i$  affirmed. 


Ex  PABTB  EOK0IJ>. 

▲PPLIGATIOK  FOB  PATBKT. 

Decided  March  tl,  1908. 

183  O.  O.,  2189. 

PiAonoB — ^BSzAMiirm  Botnm  bt  thx  Decisions  or  thx  Highb  Tsmm als. 
It  is  self  evideat  that  an  Bzaminer  should  follow  the  decisioiis  of  the 
higher  trlhimalt  whether  he  agrees  with  them  or  not;  hnt  where  the  Bxam- 
iner  holds  that  a  decision  is  not  applicable  to  a  given  case  the  proper  man- 
ner in  which  to  hayo  his  decision  reviewed  is  by  appeal-  to  the  Bzaminera- 
fak-Cbief  tn  the  first  instance  and  not  by  a  petition  to  the  €k>minission«r. 
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On  Petition. 

DIES  POm  MAXINO  MATTOCKS  AND  SIMILAB  TOOLE. 

Messrs.  Kay^  Totten  <b  Winter  for  the  applicant 

MooBB,  Cammisioner: 

This  petition  asks  that  the  Examiner  be  ordered  to  show  cause  why 
he  should  not  allow  the  present  application  and  follow  the  decision 
of  the  Examiners-in-Chief  in  acting  upon  this  and  other  applications 
where  such  decisions  rule  the  questions  involved  therein. 

It  appears  that  the  daims  in  the  case  coyer  an  alleged  combination 
of  dies  to  be  used  in  making  mattocks  and  similar  tool&  The  Exam- 
iner held  that  the  claims  were  not  patentable,  as  they  coTered  aggre- 
gations of  elements.  His  attention  was  called  to  the  decisicm  of  the 
Examiners-in-Chief  in  the  application  of  John  M.  Hansen.  In  this 
case  the  same  Examiner  rejected  certain  claims  for  alleged  combina- 
tions of  dies  for  making  wheels  on  the  ground  that  there  was  ^no 
combinable  relationship  between  the  several  sets  of  dies  enumerated 
therein."  On  appeal  his  decision  was  reversed  by  the  Examiners-in- 
Chief,  who  held  that  the  claims  covered  true  combinations. 

It  is  urged  by  this  applicant  that  the  cases  are  on  all  fours  and 
that  the  Examiner  should  be  instructed  to  follow  this  decision  of  the 
Examiners-in-Chief  in  this  and  all  similalr  cases. 

It  is  self  evident  that  the  Examiner  should  follow  the  decisions  of 
the  higher  tribunals  whether  he  agrees  with  those  decisions  or  not.  It 
would  not  be  proper,  however,  for  the  Commissioner  to  instruct  the 
Examiner  that  the  claims  of  a  particular  applicaticm  should  be  al- 
lowed in  view  of  a  prior  decision.  The  Examiner  has  pointed  out  in 
his  statement  reasons  why  he  thinks  the  decision  in  the  HansMi  case 
is  not  applicable  to  the  present  case.  If  he  is  in  error  in  this,  the 
proper  manner  in  which  to  have  his  decision  reviewed  is  by  appeal  in 
the  first  instance  to  the  Examiners-in-Chiel 

The  petition  is  denied. 


GX7£NIFFBT,  BeNOIT,  AND  NiGAXTLT  i;.  WlOTOBSOHN. 

PATENT  INTERFERENCOB. 

Decided  AprU  7,  1908. 

184  O.  O.,  256. 

1.  APPEAL  AND  BBBOB— JtTBISDIGTION  OP  CSOMMISSIONEB  AtTEt  DBCIBIOR  BT  OOUIT 

OP  Appkalb. 
A  decision  by  the  Court  of  Appeals  of  the  District  of  Ck>1umbla  in  an  in- 
terference proceeding  which  leaves  no  question  open  for  farther  oonsidoa- 
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Hon  polfttliiir  to  priortty  of  InTcntlon  tofmliuitM  tb%  Intn'f w  isocb  procood- 
log;  and  Uie  Ckmmtaloner  of  Patoiti  !•  without  Jnrladlctlon  thereafter  to 
antiertatn  a  motion  by  the  loetng  party  to  dlnol^  the  Interferaoce  oa  the 
groand  that  the  court  held  that  the  oppoetng  party  was  n<it  entitled  to  a 
patent  by  reaaon  of  hla  haying  8ecui*ed  a  foreign  pateot  lor  the  aame  in- 
Tentlon  on  an  application  filed  more  than  the  atatotory  period  prior  to  the 
ffllng  of  the  application  in  thia  couitry. 
1  ImanBBircB— Statutobt  Bab  to  Om  Pamtx  am  Bs  fabxb  QraanoH. 

Tlie  qoeation  whether  one  of  the  partlea  to  an  Interference  proceeding  la 
debarred  from  receiylng  a  patent  by  reaaon  of  hie  haying  aecnred  a  foreign 
patent  for  the  aame  inyention  la  a  qneetion  for  em  parte  conaideration  after 
the  tennlnatlcn  of  the  interference. 

On  MoTiDK. 

MAOHniB  lOB  MAXnie  MOUTBPIBOn. 

Me99r$.  Frater  dk  Usina  for  Oueniffet,  Benoit,  and  Nicaolt 
Meun.  PhOipp^  Sawyer^  Bice  dk  KewMdy  tat  Wictorsohn. 

MbosB,  Oammimaner: 

This  is  a  motioii  by  Oueniffet  et  d.  to  dissolye  tiie  interference  on 
the  groond  that  Wictorsohn  is  not  entitled  to  a  patent  This  inter- 
fcrence  was  decided  in  fayor  of  Wictorsohn  by  the  yarious  Patent 
OflSoe  tribunals,  and  the  decision  of  the  Commissioner  was  affirmed  on 
sppeaL  The  Court  of  Appeals  in  its  decision,  rendered  February  18, 
1906,  awarding  priority  of  inyention  in  &yor  of  Wictorsohn,  said: 

It  la  contended  by  comiael  for  appellanta  that,  since  appellee  filed  hia  applica- 
tion in  thia  country  more  than  aeven  montha  after  the  filing  of  hia  application  in 
Aoatria,  the  Anatrian  application,  which  rlpeoed  into  a  patent,  erected  a  bar 
•galnat  the  laaoance  of  any  patent  to  appellee  in  thia  country.  Thia  conteotion 
Is  answered  by  coanael  for  appellee  by  conceding  that,  though  appellee*8  applica- 
tloD  waa  filed  aeyen  montha  and  four  days  after  he  filed  hia  application  In 
Aoatria,  and  waa  therefore  barred  from  maturing  into  a  pateot  under  the  law 
ta  It  then  exiated;  that,  under  the  act  of  Ckmgreaa  of  March  8,  lOOS,  the  llmita- 
tkm  within  which  an  application  muat  be  filed  here  after  the  filing  of  a  foreign 
aK»licatlon  for  the  aame  inyention  waa  extended  from  aeven  montha  to  twelve 
Bwntha;  and  that  by  operation  of  law  hia  application  waa  reriyed,  and  he 
ii  entitled  to  proceed  to  patent  under  the  preaent  law.  To  ao  interpret  the 
•ct  of  March  8,  lOOS,  would  be  to  make  it  apply  to  appUcationa  peudtng  at  the 
date  of  its  paaaage.  Thia  court  baa  decided  in  the  preaent  term  that  the  act  of 
Mtreh  Sto  190B,  cannot  be  construed  to  operate  retroacttyely,  and,  therefore, 
doea  not  apply  to  appUcationa  pending  at  the  date  of  Ita  paaaage.  (De  Ferranii 
T.  LMmark,  poet,  868;  134  O.  G.,  516.) 

The  only  gueetion,  howerer,  invoWed  in  thia  interference  proceeding  being 
one  of  prlorily  of  inyention,  it  la  unneccaaary  to  determine  what  right  either 
€(  tbe  parUea  ultimately  may  haye  to  a  patent  under  their  pending  applica- 
ttooa.  The  decialon  of  tlie  Oonmilsaloner  of  Patenta,  ao  far  aa  thia  proceeding 
it  ooDoemed,  muat  be  afllrmed.    {Poet,  807 ;  184  O.  G.,  770.) 

In  yiew  of  the  aboye  statement  of  the  court  of  appeals,  Oueniffeti 
tt  d^  contend  that  the  interference  should  neyer  hayB  been  declared| 
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and  that  it  should  now  be  diasolved  and  the  patent  issued  to  them. 
In  support  of  their  contention  they  cite  the  case  of  Fowler  v.  Dodge 
(C.  D.,  1898,  28;  82  O.  O.,  1687;)  and  claim  that  similar  procedure 
diould  govern  the  present  case.  In  the  case  cited  the  Ckmmiissioner 
held  in  his  decision  pn  priority  that  while  it  was  doubtful  whether 
Dodge's  application  disclosed  an  operative  device  it  was  unneoessaiy 
to  decide  thai  question,  since  the  evidence  in  any  event  showed  Fowler 
to  be  the  prior  inventor.  On  appeal,  however,  the  court  held  that 
according  to  the  evideqcb  Dodge  was  entitled  to  the  award  of  prior- 
ity, assuming  that  his  application  showed  an  operative  device.  The 
court  of  appeals  refused  to  pass  upon  the  latter  questi<m  and  ex- 
pressly left  it  open  for  further  consideration  by  the  Patent  Office, 
stating — 

We  are  not  to  be  uiijderstood  by  tbis  decision  as  predadlna  socb  action  by  tbe 
Office. 

Upon  the  return  of  the  case  to  this  Office  the  Commissioner  held 
that  in  view  of  the  above  statement  of  the  court  the  question  of  the 
operativeness  of  Dodge's  device  was  still  open  and  mi^t  properly  be 
raised  by  a  motion  to  dissolve,  and  he  reopened  the  interference  for 
the  consideration  of  such  a  motion.    In  his  decision  he  said : 

It  la  true,  as  contended  by  Dodge,  tbat  after  decision  on  priority  the  queetton 
as  to  the  right  of  the  8acces8fn^  party  to  a  patent  is  ordinarily  an  em  parte 
question ;  but  this  is  for  the  reason  that  in  mo0t  cabes  the  defeated  party  lias 
no  right  to  a  patent  in. any  case  whether  his  opponent  is  or  is  not  entitled  to  a 
patent,  and  th^efore  has  no  more  interest  in  the  question  as  to  whether  a 
patent  shall  be  granted  to  him  than  would  any  third  party.  The  rule  does  not 
apply  in  a  case  like  the  present,  where  a  decision  is  necessary  to  flnaUy  settle 
the  very  question  raised  by  the  inter  partes  proceedings. 

It  is  well  settled  that  a  prior  inoperative  machine  cannot  defeat  a  subse- 
quent applicant  for  a  patent 

In  other  words,  the  question  was  andllary  to  that  of  priority  of 
invention.  In  the  case  of  Podlesak  v.  Mclnnemey  (C.  D.,  1906,  588 ; 
120  O.  Q.,  2127)  the  Court  of  Appeals  of  the  District  of  Columbia 
held  that  such  questions  would  be  considered  as  involved  in  that  of 
priority  of  invention,  since  priority  should  not  be  awarded  against  a 
party  if  his  adversary  never  made  the  invention  of  the  issue.  In  the 
case  mentioned-  the  court  remanded  the  interference  to  the  Patent 
Office  for  further  consideration  and  reserved  its  decision  on  priority. 

In  the  present  case  the  circumstances  are  very  different  There  is 
no  question  but  that  Wictorsohn's  application  discloses  an  operative 
device.  The  court  held  without  any  reservation  that  he  was  the  first 
and  original  inventor.  The  fact  that  it  suggested  the  possible  exist- 
ence of  a  statutory  bar  to  his  receiving  a  patent  in  no  wise  affects 
the  award  of  priority  in  his  favor.    Because  Wictorsohn  may  be 
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dflbarred  from  receiving  a  patent  on  account  of  his  Austrian  patent 
it  does  not  follow  that  Gueniffet  et  dl.  are  entitled  to'  the  patent. 
Concerning  a  similar  question,  the  Court  of  Appeals  of  the  District 
of  Columbia,  in  the  case  of  HiU  r.  Hodge,  (C.  D.,  1898,  480;  88 
O.a.,1211,)  stated: 

Tlie  0(»nmisslOQer  was  rl«ht  in  refusina  to  entertain  the  issue  of  patent- 
ability. That  the  question  of  patentability  of  the  claim  in  interference  is  not 
inyolTed  th^ein  has  been  time  and  again  decided.  (Hfoey  y.  Peters,  O.  D., 
1S86^  840;  71  O.  O.,  882;  6  App.  D.  O.,  OS*  71;  Doyle  ▼.  McRoberta,  O.  D.,  1807, 
ilS;  70  O.  G.,  1020;  10  App.  D.  C,  445,  407,  and  cases  cited  therein.) 

AftBt  this  controyer^y  dtiall  haye  been  determined  the  question  of  patent- 
ability-may be  raised  in  the  Patent  Office  against  the  snccessfol  party.  As  a 
matter  of  fact  the  Commissioner,  though  refusing  to  talce  cognizance  of  the 
imne  of  patentability,  regarded  the  eyidence  of  prior  Inyention  and  pubUc  use 
by  Leeds  as  sufficiently  important  to  require  him  In  rendering  his  decision  to 
direct  the  Primary  Bzaminer  to  inquire  into  and  consider  the  question  of 
patentability  when  the  matter  aliall  again  come  before  him.  When  that  ques- 
tkn  ahaU  be  raised,  HiU  wiU  haye  no  other  interest  in  its  decision  than  as 
one  of  the  general  public  whose  interests  are  under  the  protection  of  the  Oom- 
nieiloner  of  Patents. 

In  the  |>resent  interference  the  court  did  not  leave  open  for  fur- 
ther consideration  any  question  relating  to  priority  of  invention. 
Its  decision  afllrming  the  holding  of  the  Commissioner  that  Wictor- 
8ohn  is  the  prior  inventor  clearly  terminated  the  interference  and 
must  "  govern  the  future  proceedings  in  the  case*"  (Sea  4014,  Bev. 
Stats.)  It  follows  that  the  Commissions  has  no  authority  to  reopen 
the  interference  and  is  without  jurisdiction  to  entertain  the  motion 
of  Gueniffet  et  al.  (In  re  Potts,  C.  D.,  1897, 842 ;  78  O.  G.,  2049 ;  166 
U.S.,  268.) 

Having  readied  this  conclusion,  it  is  unnecessary  to  discuss  further 
the  merits  of  the  motion.  Whether  Wictorsohn  is  entitled  to  a 
fiatent  is  a  matter  for  further  ew  parte  consideration.  In  the  case 
of  Schey  v.  HoUclafw  (0.  D.,  1907,  465;  126  O.  G.,  8041)  the  Court 
of  Appeals  of  the  District  of  Columbia  said : 

In  interferences  we  do  not  determine  whether  either  party  shall  receive  a 
mtnt  The  question  "presented  to  us  is,  conceding  that  there  is  a  patentable 
inyentioii,  which  party  was  the  one  first  to  Inyent  or  discoyer  the  same.  When 
an  toterferepee  is  returned  to  the  Patent  Oflice  after  we  haye  decided  the 
question  of  priority  it  is  within  the  power  of  the  Ck>mml88ioner  of  Patents  to 
withhold  a  patent  from  the  soccessful  interferant  In  such  case  by  an  orderly 
system  of  appeals  proyided  by  the  statute  the  action  of  the  Commissioner  of 
Patents  may  t>e  reyiewed  on  an  ew  parte  appeal. 

For  the  reasons  stated  the  motion  for  dissolution  of  the  interfere 
ence  is  dismissed* 


Digitized  by 


Google 


112  DBOISIOZTB  or  THB  OOHMISSIOKXB  OF  PATBVXB, 

HlTTGHINSOK,  PXERCB  ft  Co.  t^.  LOBWT. 
OANGELATION  FBOCEEDIKa 

Deoided  March  2, 1908. 
184  O.  O^  25d. 

1.  TIUOB-MABK0— Cahoklatior—Hauu  Not  lonraiOAi.. 

The  registration  of  a  trade-mark  consisting  of  a  comet  haying  the  reiire- 
sentation  of  a  star  at  Its  head  Instead  of  the  usual  nebulous  mass  and 
associated  therewith  the  words  ''The  Comet**  will  not  be  canceled  npon 
the  application  of  the  owner  of  the  registered  mark  "  Star  '*  for  the  same 
class  of  goods*  as  there  is  no  such  near  resemblance  between  the  marks 
as  to  cause  confusion  in  tradet 

2.  8AMB--fiUi»— Bight  to  Pbbvkrt  XJsi  or  Habx  bt  Avothsb  nr  OoMBorATioir 

WITH  OTHB  S^TUBBS. 

The  owner  of  a  technical  trade-mark  consisting  of  the  representation 
of  a  star  and  the  word  "  Star"  has  ho  such  right  therein  as  would  warrant 
the  cancelation  by  the  Patent  Office  of  a  registered  mark  for  the  same 
class  of  goods  adopted  at  a  later  date  consisting  of  a  stkr  and  other 
features  forming  a  part  thereof  which  clearly  distinguishes  as  a  whole 
from  the  prior  mark. 

Artm/kJL  from  Examiner  of  Interferences. 

TkADB-MABK  fOB  BHIBTB. 

Messra.  PhelpSy  Evim  dk  Eoit  and  Mr.  WUUam  O.  Henderson  for 
Hutchinson,  Pierce  ft  Ck>.    (Mr.  Archibald  Cox  of  counsel.) 

Me%9T%.  Moiony  Fewwieh  dk  Lawrence  and  Mr.  L.  L.  MarnU  for 
Loewy. 

B1UJNQ89  Auistimi  Oammieeianer: 

This  is  en  appeal  by  Hntchinson,  Pierce  ft  Co.  from  a  decision  of 
the  Examiner  of  Interferences  dismissing  its  application  for  the  can- 
celation of  the  registered  mark  of  Joseph  Loewy,  Na  56,10S,  August 
21,  1906,  for  dress-shirts. 

Appellant's  mark  was  registered  April  8, 1906,  No.  51,146.  It  con- 
sists of  the  representation  of  a  star  and  the  word  ^  Star  ^  and  is 
applied  to  shirts,  shirt-waists,  and  blouses.  Appellee's  mark  is  de- 
scribed as  consisting  of  a  representation  of  a  comet  and  the  words 
^^The  Comef  This  representation  as  it  appears  in  the  drawing 
forming  part  of  the  registration  is  not  of  the  usual  character.  A 
comet  is  ordinarily  represented  as  having  a  nebulous  head,  whereas 
in  appellee's  drawing  the  head  of  the  comet  consists  of  a  star  which 
is  given  great  prominence  with  respect  to  the  other  features  of  the 
mark. 

Appellant  seeks  the  cancelation  of  appellee's  mark,  alleging  that 
the  representation  of  a  star  and  the  word  "  Star  "  are  the  exclusive 
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property  of  appellant;  that  appellee's  use  of  the  representation  of  a 
star  is  an  unwarranted  invasioii  of  appellant's  property  ri^^ts 
therein,  and  that  appellee  has  no  right  to  use  this  symbol  eitW  alone 
or  in  ooinbinati<m  with  other  devices. 

It  appears  from  the  record  that  appellant  was  the  first  to  adopt 
tnd  use  its  mark,  and  if  it  is  found  that  the  marks  of  appellant  and 
appellee  are  identical  it  would  follow  that  appellee  had  no  right  to 
use  his  mark  at  the  time  the  application  for  registration  was  filed. 

I  agree  witii  the  conclusion  of  the  Examiner  of  Interferences  that 
the  marks  are  not  identical  and  that  there  is  no  sudi  near  resemblance 
between  them  as  to  be  likely  to  cause  confusion  in  trade.  Appellant's 
mark  consists,  as  above  stated,  of  the  representation  of  a  star  and  the 
word  ^Star,"  while  appellee's^ mark  has  in  addition  to  the  repre- 
sentation of  a  star  a  streamer  representing,  it  is  said,  the  tail  of  a 
comet  and  the  WOTds  *^  The  Comet "  printed  in  large  type.  These 
marks  give  an  entirely  different  impression  to  the  ^e,  and  there 
seems  to  be  no  likelihood  that  appellee's  goods  would  be  referred  to 
as  *^  Star  goods  "  instead  of  ^  Comet  goods."  There  seems  to  be  no 
likelihood  of  confusion  either  in  the  appearance  of  the  marks  or  in 
the  sound  of  the  words  by  which  the  goods  of  the  respective  parties 
would  probably  be  referred  ta 

Appellant  makes  the  contention,  however,  that  as  it  has  the  ez- 
dnsive  right  to  the  use  of  the  mark  consisting  of  the  representation 
of  a  star  and  the  word  ^  Star  "  no  other  person,  firm,  or  corporation 
kas  the  rig^t  to  use  the  representation  of  a  star  alone  or  with  acces- 
sories, no  matter  what  the  character  of  such  accessories  may  be.  A 
nrnnber  of  authmties  are  cited  in  support  of  this  contenticm.  These 
authorities  have  been  examined  in  connection  with  appellant's  argu- 
ment, but  it  is  believed  that  they  do  not  sustain  this  contention.  As 
I  understand  the  decistcms  on  this  subject  they  go  no  further  than  to 
kold  that  an  infringement  of  a  tedinical  mark  cannot  be  avoided  by 
the  use  of  accessories  which  do  not  form  part  of  the  mark  and  which 
do  not  in  fact  change  the  substantial  identity  of  the  mark.  One  of 
tke  principal  decisions  relied  upon  by  appellant  is  the  case  of  Baas  dk 
Cmpany  v.  Feiffempany  (96  Fed.  Bep.,  206,  212,)  from  which  appel- 
lant gives  copious  eztract&    In  this  decision  the  Court  said: 

196  one  wbo  has  eounterfeited  a  legitimate  trade-mark  and  applied  the 
malknm  siymbdl  In  competition  with  the  cenulne  can  avoid  ilie  duurge  of  In- 
trinfemeDt  bj  aliowlns  tbat  the  false  mark  h^"  In  practice  been  so  aocom- 
piolsd  on  lab^  capsules^  or  other  accessories,  not  forming  part  of  It  as 
1*  reader  It  miUkely  that  the  pnbUc  has  been  deoelved.  *  *  *  A  soond 
pQbUe  poiicj  requires  that  the  spurious  trade-mark  be  sappreaMd,  whether  It 
!•  or  Is  not  for  the  time  being  aeoompanled  by  such  accosaorles^  not  constttirt- 
lai  part  of  It,  as  to  avoid  deception  or  render  It  unlikely. 
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The  court  carefully  points  out  in  this  decision  that  the 
used  by  the  infringer  did  not  constitute  a  part  of  the  mark.  In  the 
present  case  the  features  of  appellee's  mark  referred  to  by  the  appel- 
lant as  accessories  form  an  actual  part  of  the  trade-mark,  and  in 
my  opinion  are  so  combined  with  the  representation  of  the  star 
which  forms  the  head  of  the  comet  in  appellee's  mark  as  to  be  clearly 
distinguishable  in  appearance  frmn  that  of  the  appellant.  Further- 
more, there  would  seem  to  be  no  phonetic  confusion  between  the 
trade-marks  when  the  words  defining  the  same  are  spoken,  for  the 
appellee's  goods  would  probably  be  known  as  ^  The  Comet"  goods, 
and  the  appellant's  goods  would  be  known  by  no  other  name  than 
the  "Star." 

The  decision  of  the  Eaaminer  of  Interferences  is  affirmed^ 


JoHNsoK  t;.  Brakdau. 

OPFOSmON. 

Decided  Apra  th  190$. 
184  O.  O^  207. 

1.  nunB-MABKS— OpposmoH— UsB  or  Aocbbsobobs  bt  AvormEB.. 

Section  0  of  the  Trade-Mark  Act  permits  tl^  registration  of  a  mark 
the  controlling  and  distingoishlng  feature  of  which  is  an  arbitrary  symbol, 
althoQgh  soch  symbol  is  accompanied  by  accessories  which  in  themselFes 
are  not  registrable,  and  the  nse  by  the  opposer  of  soch  non-tegistrable 
accessories  prior  to  applicant's  use  of  his  mark  does  not  defeat  the  tatter's 
right  of  registration. 

2.  Samb— "AsBBSTos '*— Descbiptivs. 

The  word  "Ari>estos"  as  applied  to  shoes  made  of  leather  and  asbestos 
1  clearly  deecriptiye. 

Appeal  irom  Examiner  of  InterferenoeSi 

TBADB-MABK  fOB  SHOES  MARUTAOTUBBD  Or  LBATHBB  AND  ASBBSTOB. 

Mr.  Henry  0.  Mulligan  and  Messrs.  Robertson  dk  Johnson  for 
Johnson. 

Mr.  Samuel  E.  Thomas  and  Mr.  Oeorge  C.  Shoemaker  for 
Brandau. 

BiLUKGS,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decisicm  of  the  Examiner  of  Interferences 
sustaining  a  demurrer  of  the  applicant^  Adam  Brandau,  to  a  notioe 
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of  oppositioii  filed  by  Charles  W.  Johnson  dismissing  the  notice  of 
opposition  and  holding  that  the  former  is  entitled  to  register  his 
nuufk. 

The  mark  of  the  applicant  consists  of  the  picture  of  a  mule  having 
the  words  ^  Asbestos  "  and  ^  Fireproof  "  printed  thereacross  and  the 
words  ^A.  Brandau's'*  printed  above  and  the  words  ^Holder's 
Shoes  "  below  the  same. 

The  grounds  of  opposition  are  stated  as  follows: 

I  baye  used  the  word  "Asbestos"  as  applied  to  boots  and  shoes  mannftic- 
tored  of  leather  of  heat-resisting  and  fireproof  qnalities  continnoasly  since 
etrly  In  1006  as  a  trade-name^  and  haye  had  the  name  "Asbestos  Shoe"  rei^ 
toed  under  the  laws  of  many  of  the  States.  My  shoe  has  been  known  from 
the  first,  as  the  "Asbestos  Shoe." 

The  shoes  manufactured  by  me  have  been  designed  eqpedaUy  for  the  moider's 
tnde  and  are  weU  known  to  the  trade  as  "  The  Holders'  Original  Asbestos 
Sioe."  I  am  informed  and  belieye  that  the  said  Adam  Brandau  well  knew  of 
By  sole  and  ezdusiye  use  of  the  word  "  AM>estos"  as  a  trade^name  appUed  to 
boots  and  shoes;  that  he  used  this  word  or  a  word  or  character  of  similar  ap- 
pes  ranee  as  a  part  of  the  trade-mark  for  which  he  has  made  application  for 
registration  for  the  parpoee  of  secnring  trade  already  established  by  me  among 
molders  for  my  "  asbestos  dioe." 

The  applicant  demurred  to  the  notice  of  opposition  on  the  grounds 
that  the  words  ^Asbestos"  and  ^Asbestos  Shoe"  taken  alone  are 
either  descriptive  or  deceptive,  and  therefore  cannot  be  segregated 
fw  trade-mark  purposes  and  that  the  word  ^Asbestos"  cannot  be 
regurded  as  the  essential  part  of  applicant's  mark. 

The  Examiner  of  Interferences  sustained  the  demurrer,  holding 
that  the  word  ^Asbestos''  was  clearly  descriptive  as  used  by  the 
applicant,  that  as  used  by  the  opposer  it  was  either  descriptive  or 
deceptive,  and  that — 

*  *  *  as  the  only  matter  in  common  use  by  the  parties  cannot  be  exdn- 
HTdy  appropriated  by  either,  but  is  a  word  which  every  one  is  entitled  to  nse» 
It  is  not  seen  that  the  opposer  can  be  damaged  by  the  registration  of  the  appU- 
Guf  s  mark  which  contains  this  word  as  an  element 

The  applicant  states  in  his  application  for  registration  that  he  uses 
his  nuirk  on  shoes  manufactured  of  leather  and  asbestos.  The  word 
^Asbestos''  as  applied  to  such  shoes  is  therefore  clearly  descriptive. 
Hie  opposer  does  not  state  the  material  employed  by  him  except  by 
saying  that  his  goods  are  made  of  leather  of  heat-resisting  and  fire- 
proof qualities.  His  use  of  the  word  is,  however,  descriptive,  whether 
be  employs  asbestos  in  making  the  shoes  or  renders  his  leather  heat 
resisting  in  some  other  way.  In  the  first  case  the  word  would  de- 
scribe one  of  the  constituents  and  in  the  second,  from  the  well-known 
<Iiialit]es  of  asbestos,  would  indicate  that  the  shoe  was  made  of  a  heat- 
resisting  materiaL 
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Section  6  of  the  Tnde-Mark  Act  of  Febniary  20,  1905,  proTides 
that  no  mark  by  which  the  goods  of  the  owner  of  the  mark  may  be 
distinguished  from  other  goods  of  die  same  dass  shall  be  refused 
registration  as  a  trade-mark  on  account  of  the  nature  of  the  mark 
unless  such  mark  comprises  certain  stated  prohibited  features,  and 
provides  further  that  no  mark  which  consists — 

^  ^  ^  merdy  tn  words  w  devices  which  are  deseriptiTS  of  the  soods  with 
which  thflj  are  used  or  of  the  diaracter  or  quality  of  such  soods  •  •  • 
shaU  be  registered  under  tlie  terms  of  thie  act 

By  virtue  of  this  provision  of  the  statute  registration  of  a  trade^ 
mark  is  permitted  where  the  controlling  and  distinguishing  feature 
of  the  mark  is  an  arbitrary  symbol,  although  such  symbol  may  be 
accompanied  by  accessories  which  in  themselves  are  not  registrable. 
This  being  the.  case,  it  follows  that  although  the  opposer  may  show 
that  he  has  used  the  word  ^Asbestos"  since  1908,  which  is  prior  to 
the  alleged  date  of  adoption  of  the  applicant's  mark,  in  connection 
with  goods  of  the  same  descriptive  properties  as  those  sold  by  the 
applicant  such  use  would  not  prevent  the  registration  by  the  latter 
of  a  mark  which  included  the  word  ^Asbestos  ^  merely  as  a  descrip- 
tive and  subordinate  feature,  since  any  manufacturer  of  asbestos 
goods  has  the  rij^t  to  describe  his  goods  by  that  term,  and  the  in- 
clusion of  this  word  by  the  applicant  in  his  trade-mark  would  not 
cause  legal  damage  to  the  opposer. 

The  dedrion  in  Kutrof  v.  CasieUa  Cciar  Co.^  (C  D.,  1907,  226; 
129  O.  G.,  8169,)  dted  by  the  opposer,  is  not  in  point,  as  the  marks 
there  involved  were  descriptive  and  registration  was  sought  under  the 
^  ten-year"  proviso  of  section  6  of  the  Trade-Mark  Act,  while  in  the 
present  case  the  mark  claimed  by  the  applicant  is  presented  for  regis- 
tration as  a  technical  trade-mark. 

The  second  ground  of  the  notice  of  opposition  raises  a  question  of 
unfair  competition,  which  it  is  well  settled  will  not  be  considered  in 
an  opposition  proceeding. 

It  is  also  urged  by  the  opposer  that  the  applicant  having  admitted 
by  his  demurrer  that  the  word  ^Asbestos''  is  descriptive  registration 
of  the  mark  should  be  refused.  This  is  not  one  of  the  grounds  of 
opposition,  and  the  question  is  not,  therefore,  before  me;  but  it  may 
be  noted  that  applicant  is  not  seeking  to  register  the  word  ^  Asbestoe  " 
alone.  Upon  the  contrary,  the  word  "Asbestos''  as  disdoeed  in  the 
applicant's  marie  is  merely  an  accessory  and  not  the  controlling  fea- 
ture of  the  mark. 

The  deeiiian  of  th$  Ewaminer  of  Inter ferenee$  is  afftrmei. 
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BoHonoN,  Sahdebson  a  Cohpant,  L/id.  y.  Chablbs  Dennehy  & 

Company. 

tbadb-mabk  intebfbsenca. 

Decided  April  28, 1908. 

L  TtLAsat-UAMKB — **  MotniTAiif  Dew  ** — ^Dbbcbiptttb. 

Tlie  words  "Moimtain  Dew'*  as  a  trade-mark  for  whisky  Held  to  be 
deacrlptiye  in  character,  and  therefore  not  registrable,  these  words  as 
commonly  nsed  meaning  whisky  or  a  particular  kind  of  whisky. 

2.  SaMB— AyPUCATIOll — AT.TJBATT01I      Or     BXCLUBXTX     USBc-CONSIDBaATIOir      AS 

Tkcbnical  Mabk. 
The  amendment  of  a  trade-mark  application  by  the  addition  of  a  state- 
ment that  the  mark  has  been  in  exclusive  use  by  the  applicant  for  ten  years 
next  preceding  the  passage  of  the  Trade-Mark  Act  after  refusal  to  register 
the  mark  as  a  technical  mark  will  not  preclude  consideration  on  appeal  on 
priority  of  the  question  whether  the  mark  is  in  fact  a  technical  mark* 

On  Appeau 

WHISKY. 

Messrs.  Kerry  Page  eft  Cooper  and  Mr.  Marcellus  Bailey  for  Bobert- 
8<»i,  Sanderson  &  Company,  Ltd. 
Mr.  Arthur  E.  Wallace  for  Charles  Dennehy  &  Company. 

MooBB,  OofMnissioner: 

This  is  an  appeal  by  Robertson,  Sanderson  &,  Company,  Ltd.,  from 
the  decision  of  the  Examiner  of  Interferences  holding  that  Charles 
Denn^y  ft  Company  were  the  first  to  adopt  and  use  and  are  entitled 
to  register  the  words  ^^  Mountain  Dew  "  as  a  trade-mark  for  whisky. 

The  Examiner  of  Interferences  found  that  the  use  of  the  mark 
claimed  by  Robertson,  Sanderson  &  Company  in  Scotland  since  1846 
is  immaterial  in  this  proceeding  and  that  the  earliest  date  of  adoption 
and  use  available  to  them  is  1894,  when,  according  to  the  testimony, 
their  ^  Mountain  Dew  "  whisky  was  sold  in  this  country  by  the  firm 
of  Saoul,  Duval,  Stevens  &  Hall  of  New  York  City,  with  whom  they 
entered  into  a  contract  in  said  year  to  represent  them  in  the  United 
States.  Charles  Dennehy  &  Company  he  found  entitled  to  a  date  of 
adoption  and  use  some  years  earlier  than  the  date  accorded  to  Robert- 
son, Sanderson  ft  Company,  Ltd.,  and  he,  therefore,  awarded  priority 
in  favor  of  the  former. 

The  correctness  of  these  conclusions  is  not  seriously  disputed ;  but 
Bobertson,  Sanderson  ft  Company,  Ltd.,  strenuously  contend  that 
Charled  Dennehy  ft  Company  are  not  entitled  to  register  the  mark 
because  it  is  descriptive  in  character  when  applied  to  whisky,  and 
they  have  not  had  the  ten  years  exclusive  use  necessary  to  entitle 
than  to  register  it  under  the  ten-year  proviso  of  tbe  Trade-Mark  Act 
00025— H.  Doc  1840, 00-2 0  jgitized  by  GoOglc 


118  DB0IBI0K8  07  THB  OOMMI88IONEB  07  VATEXfTS. 

Appellees  contend,  on  the  other  hand,  that  the  question  of  the 
alleged  descriptive  diaracter  of  the  mark  should  not  be  considered 
on  thiR  appeal,  upon  the  ground  that  it  is  here  raised  f  <»r  the  first 
time. 

The  ground  advanced  in  support  of  this  latter  contention  appears 
to  be  based  on. an  error  of  fact  The  Examiner  of  Trade-Marks  in 
his  first  action  on  the  application  of  Charles  Dennehy  A  Company 
refused  registration  on  the  ground  that  the  term  ^  Mountain  Dew  ^ 
is  a  common  name  applied  to  whisky  and  possesses  nothing  of  a  trade- 
mark character.  In  response  to  this  action  Charles  Dennehy  A  C(Hn- 
pany  filed  a  substitute  declaration  containing  the  allegation  of  ten 
years  exclusiTe  use,  accompanied  by  a  letter  stating  that  the  case  was 
brought  within,  the  ten-year  clause  by  said  substitute  declaration. 
While  the  matter  was  not  discussed  in  the  decision  of  the  Examiner  of 
Interferences,  this  may  be  for  the  reason  that  he  considered  the 
question  immaterial  under  the  Office  ruling,  prevailing  at  that  time, 
that  the  requirement  of  ten  years  exclusive  use  of  the  statute  was  sat- 
isfactory, if  the  right  to  exclude  existed  during  that  time.  Counsel 
for  Robertson,  Sanderson  A  Company,  Ltd.,  filed  no  brief  at  the 
hearing  before  the  Examiner  of  Interferences,  but  he  alleges  in  an 
affidavit  filed  October  18,  1907,  that  he  called  the  attention  of  the 
Examiner  of  Interferences  to  this  matter  in  his  oral  argument  More- 
over* the  record  shows  that  appellants  raised  the  question  in  a  motion 
to  dissolve  the  interference,  which  was  refused  transmission  by  the 
Examiner  of  Interferences;  also  that  they  served  notice  upon  the 
appellees  on  November  80,  1907,  that  the  matter  would  be  urged 
upon  this  appeal. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  Worcester 
Brewing  Oarparatian  v.  Renter  db  Company  (post,  829;  188  O.  G., 
1190)  and  in  Kentucky  Distilleries  dk  Warehouse  Co.  v.  Ths  Old 
Lexington  Club  Distilling  Company  (post,  417;  185  O.  O.,  220)  con- 
sidered and  passed  upon  the  registrability  of  the  marks  involved 
in  those  cases,  both  as  technical  trade-marks  and  under  the  ten-year 
proviso. 

It  was  held  oy  me  in  tne  case  of  L.  W.  Levy  dk  Company  t.  Uri 
(C.  D.,  1907,  886;  181  O.  O.,  1687)  that  the  inclusion  in  die  declara- 
tion of  the  additional  averments  necessary  to  secure  registration  under 
the  ten-year  proviso  does  not  operate  to  limit  an  applicant  to  regis- 
tration under  said  proviso,  providing  it  is  found  that  the  mark  is 
in  fact  a  technical  mark.  This  case  is  now  pending  on  appeal  before 
the  Court  of  Appeals  of  the  District  of  Columbia;  but  whether  this 
holding  is  sustained  by  the  court  is  immaterial  in  disposing  of  the 
present  case,  in  view  of  the  conclusion  reached  hereinafter  that  ap- 
pellant's mark  is  not  a  technical  trade-mark. 
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For  die  reasons  and  in  view  of  the  decisions  cited  above  considera- 
tion will  be  given  to  the  registrability  of  the  mark  in  question,  both 
as  a  technical  trade-mark  and  under  the  ten-year  provisa 

The  question  of  whether  the  words  ^Mountain  Dew ''when  ap- 
plied to  whisky  are  ^  descriptive  of  the  goods  with  which  they  are 
used  or  of  the  character  or  quality  of  such  goods  "  so  as  to  render 
them  ineligible  to  registration  as  a  technical  trade-mark  under  the 
first  part  of  section  6  of  the  Trade-Mark  Act  will  be  considered  first 
Judicial  notice  is  taken  of  the  fact  that  it  is  a  matter  of  common 
knowledge  that  the  term  ^Mountain  Dew"  means  whisky  and  is 
defined  in  the  Century^  Worcester j  Webster^  and  Standard  Dictionr 
ariei  as  follows: 

Mountain  dew.— -Whlskegr,  eipeclaUy  Hlgbland  whtekej.    (Scotch.) 

"Tlie  rtiepherds  wbo  had  aU  oome  down  from  the  mountain  helots  and  were 
eoUeeted  tocether  (not  without  a. quench  of  the  mountain  dew  or  water  of 
life)  hi  a  laise  shed.**  J.  WOmit  lAghU  end  Shadow  of  ScottUh  lAfe, 
PL  806b   (OmUwrp  DioHomrp,  edition  of  1890.) 

Mountain  dew. — Sootdi  Highland  whisky  that  has  paid  no  duty.  (Woroesier 
DMoiMfy,  emtlons  of  1S60  and  1002.) 

Mountain  dew.-r^tenulne  Scotch  whisky;  so  caUed  as  being  often  secretly 
distmed  hi  the  mountains  of  Scotland.  (IFeMer't  Unabridaed  DMUmary, 
edmcn  of  1872.) 

Mountain  dew.— nUdtly-dlstllled  whisky ;  so  caUed  from  bebig  rery  commonly 
mde  among  the  mountains.    (Biandard  DMkmarpt  edition  of  1896.) 

It  is  unnecessary  to  cite  others  than  these  commonly-accepted 
authorities,  which  are  conveniently  at  hand;  They  show  conclusively 
that  the  words  *^  Mountain-Dew  "  commonly  mean  whisky  or  a  par- 
ticular kind  of  whisky. 

It  is  noted,  moreover,  that  the  witness,  Thomas  C.  Dennehy,  the 
secretary  and  treasurer  of  Charles  Dennehy  A  Company,  who  testi- 
fied in  behalf  of  said  concern,  makes  the  following  admission  on 
crosB-ezamination : 

X-Q.  20.  (3an  you  tell  me  how  the  firm  of  CJharles  Dennehy  came  to  use  the 
name  of  '*  Hountatai  Dew  "  for  blended  whisky? 

A.  It  was  suggested  by  an  Irish  salesman  we  had.  The  words  or  the  com- 
bination of  words  **  Mountain  Dew  **  In  Ireland  are  suggestive  of  whisky. 

X-Q.  2L  Then  you  had  previously  known  of  the  use  of  the  torn  "  Mountain 
Dew  **  in  Ireland  as  a  name  for  whisky? 

A.Tes,  sir. 

It  follows  from  the  authorities  cited  and  the  testimony  quoted 
that  the  mark  is  descriptive  of  the  goods  upon  which  it  is  used  and 
cannot  under  the  statute  be  registered  as  a  technical  trade-mark  for 
whisky.  Consequently  if  the  mark  is  registrable  at  all  it  must  be 
under  the  ten-year  proviso  of  the  Trade-Mark  Act  This  clause  has 
been  recently  construed  by  the  Court  of  Appeals  of  the  District  of 
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Columbia  in  the  case  of  Worcester  Brewing  Corporation  y.  Renter  dk 
Company  (post,  829;  133  O.  6.,  1190)  as  follows: 

We  think  that  the  Ck)mmi88ioner  of  Patents  erred  in  holding  that  the  wonl 
**  exclusive/'  as  used  in  the  proviso  of  section  5,  means  "  the  right  to  ezdude.** 
It  has  no  reference  to  any  right  possessed  by  the  user.  Since  the  word  did 
not  constitute  a  technical  trade-mark,  no  right  to  exclude  could  be  asserted. 
Inasmuch  as  the  word  is  used  in  the  statute  in  connection  with  the  words 
"actual  use"  and  both  expressions  are  used  to  qualify  the  special  rii^t  con- 
ferred  by  this  provision  of  the  act,  we  hold  that  an  actual  use  must  be  shown 
to  have  been  possessed  and  enjoyed  by  the  applicant  to  the  sole  exdnslon  of 
all  others.  The  use  could  not  be  exclusive  if,  during  the  period,  it  appears  that 
another  was  using  the  same  word  as  a  trade-mark  upon  the  same  character  ol 
goods. 

Also  in  the  case  of  The  Natural  Food  Company  v.  WUliame^  (post, 
820;  138  O.  6.,  232,)  where  the  Court  said: 

Since  these  words  accurately  and  aptly  describe  an  article  of  food,  which 
according  to  the  testimony  has  been  produced  by  Williams  and  others  for 
more  than  ten  years,  it  follows  that  they  are  descriptive  within  the  meaning  of 
the  statute,  and  that  they  cannot  be  appropriated  as  a  trade-mark  by  appellant 
unless  it  has  been  the  exclusive  user  of  the  words  during  the  ten-year  period. 

Appellees  have  not  possessed  and  enjoyed  the  actual  use  of  the 
mark  ^'  to  the  sole  exclusion  of  all  others  "  during  the  ten-year  period 
necessary  to  entitle  them  to  registration  under  this  proviso,  for  the 
evidence  clearly  establishes,  as  found  by  the  Examiner  of  Inter- 
ferences, that  appellants  have  sold  whisky  bearing  the  mark  in  ques- 
tion continuously  in  this  country  since  1894. 

For  the  reasons  heretofore  stated  it  is  held  that  Robert  Sanderson 
&  Co.,  Ltd.,  are  not  entitled  to  register  the  mark  of  the  issue  because 
they  were  not  the  first  to  adopt  and  use  the  mark  in  this  country ;  also, 
that  Charles  Dennehy  &  C<Mnpany  are  not  entitled  to  register  said 
mark  as  a  technical  trade-mark  because  of  its  descriptive  character, 
nor  under  the  ten-year  proviso,  for  the  reason  that  they  have  not  had 
the  necessary  ten  years  exclusive  use. 

T?ie  decision  of  the  Examiner  of  Interferences  holding  CKaHes 
Dennehy  <&  Company  entitled  to  register  the  mark  of  the  issue  must 
be  reversed,  since  neither  party  is  found  entitled  to  register  said  m,ark. 


Udell-Pbedock  Manufactubing  Company  v.  The  Udell  Works. 

opposition. 

Decided  April  6, 1908. 

184  O.  O.,  614. 


Tbade-Mabxs — "  ExcELSioB  "—Use  on  Abticlb  Coyemmd  bt  Patkiits— Bnscr  of 
Expiration  or  Patents. 
Where  a  manufacturer  sold  several  types  of  step-ladders  embodylns 
features  covered  by  several  patents  owned  by  him,  to  each  of  which  types 
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a  diffooit  trade-mtrk  was  tpplied,  one  of  snch  marks  does  not  become 
pabllc  property  upon  the  expiration  of  tbe  patents  where  It  appears  that  It 
was  never  used  as  a  generic  and  Identlfjring  name  of  step-ladders  of  his 
tnannfscture. 

Appeal  from  Examiner  of  Interferences. 

TRADB-MABK  lOB  LADDKB8. 

Messn.  Hopkins  dk  Eicka  and  Mr.  WiUiam  N.  Cromwell  for  Udell- 
Piedock  Mfg.  Co. 

Messrs.  Bradford  dk  Hood  and  Mr.  Ernest  W.  Bradford  for  The 
Udell  Works. 

BnuNGS,  Assistant  Oommissioner: 

This  is  an  appeal  by  the  Udell-Predock  Manufacturing  Company 
from  the  decision  of  the  Examiner  of  Interferences  dismissing  its 
notice  of  opposition  and  holding  diat  the  Udell  Works  is  entitled  to 
register  the  mark  for  which  it  made  application. 

The  mark  in  issue  is  the  word  ^^  Excelsior  "  as  applied  to  step- 
ladders. 

The  opposition  is  based  on  the  ground  that  the  word  ^^  Excelsior  ^ 
was  originally  applied  by  Calvin  G.  Udell,  a  predecessor  in  business 
of  the  applicant,  to  step-ladders  of  the  same  type  as  those  now  manu- 
factm^  by  the  applicant,  that  these  step-ladders  were  made  in  ac- 
cordance with  certain  patents  granted  to  Calvin  G.  Udell,  and  that 
these  patents  having  expired  the  applicant  is  not  entitled  to  the 
exclusive  use  of  the  mark,  under  the  rule  of  law  laid  down  by  the 
Supreme  Court  of  the  United  States  in  Singer  Mfg.  Co.  v.  June 
Mfg.  Co.,  (C.  D.,  1896,  687;  76  O.  G.,  1703;  168  U.  S.,  169.) 

From  the  testimony  it  appears  that  Calvin  G.  Udell  took  out  sev- 
eral patents  for  improvements  in  step-ladders  between  1870  and  1884 
aad  that  he  manufactured  step-ladders  made  in  accordance  with 
these  patents  and  that  he  was  succeeded  in  business  by  A.  A.  Barnes, 
who  was  in  turn  succeeded  by  The  Udell  Works,  the  present  appli- 
cant It  appears  further  that  Calvin  G.  Udell  adopted  the  mark  in 
issue  and  applied  it  to  a  step-ladder  embodying  some  of  the  features 
of  several  of  these  patents  and  that  other  marks  were  adopted  for 
other  styles  of  ladders  embodying  some  of  the  features  of  these  and 
other  patents,  diese  marks  being  ^'  Model,"  ^^  Eclipse,"  ^^ Anchor,"  and 
"Gtobe.'' 

In  his  decision  disposing  of  certain  objections  to  the  answer  the 
Examiner  of  Interferences  correctly  stated  what  cases  come  within 
the  ruling  in  Singer  Mfg.  Co.  v.  June  Mfg.  Co.,  supra,  in  the  follow- 
ing language: 

la  order  to  bring  this  case  within  the  rnllng  of  the  Singer  Manufacturing 
Vimgtmif  v.  Jftne  Manufacturing  Company,  »upra.  It  must  be  shown  that  the 
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mark  In  isBue  was  tbe  generic  and  identU^ing  name  of  tbe  Inrentloo  sbown 
In  said  iMtents.  The  decisions  do  not*  go  so  ter  as  to  hold  that  every  trade- 
mark used  In  connection  with  a  patented  article  becomes  public  property  upon 
the  expiration  of  the  patent,  but  that  such  is  the  case,  only  when  the  mark 
applied  to  the  patented  article  became  the  generic  and  identifying  name  of  such 
articles. 

The  mark  in  issue  never  became  such  a  graieric  and  identafying 
name.  As  pointed  out  above,  Calvin  G.  Udell  manufactured  several 
different  types  of  step-ladders  all  embodying  features  of  his  patents, 
and  the  mark  in  issue  was  applied  to  only  one  type.  There  is  no 
proof  that  the  public  has  come  to  recognize  what  may  be  called  the 
^  Udell  construction ''  by  the  word  ^  Excelsior,"  and  this  cannot  be 
presumed. 

It  must  be  held,  therefore,  that  on  the  expiration  of  the  Udell  pat- 
ents the  word  ^  Excelsior  "  as  applied  to  step-ladders  did  not  become 
public  property. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Hansen  v.  Inland  Trn  Foundry* 

opposmoN. 

Decided  Anra  9, 1908. 

184  O.  O.,  77». 

!•  Tbaimb-Mabkb— OpposmoN— NoncB  or  Ambndmbnts. 

Where  the  allegations  of  a  notice  of  opposition  were  sufficient  If  true,  to 
defeat  the  application  for  registration,  an  amendment  which  set  forth  that 
the  opposer  beUeved  he  would  be  damaged  by  the  registration  was  properly 
allowed. 

2.  Same—Same— JtmsDionoir  or  Bzamifcb  or  iNTBEFEaEircis. 

A  judgment  was  rendered  against  the  opposer  for  failure  to  file  a  repli- 
cation within  the  time  set,  and  within  the  limit  of  appeal  from  such 
decision  a  replication  and  a  motion  to  set  the  judgment  aside  were  filed. 
Held  that  the  case  was  in  the  jurisdiction  of  the  Examiner  of  Interferences 
until  the  expiration  of  the  limit  of  appeal,  and  It  was  within  his  discretion 
to  reopoi  the  case. 

8.  SaIib — Same — **  Standaid  Luib  "  DBSCRiPmnE. 

The  words  "  Standard  Line "  as  applied  to  type  made  according  to  tbe 
"  lining  eystem  "  are  descrlptlTe  and  cannot  be  registered  as  a  technical 
trade-mark. 

4.  Same — Same— Registbatioit  Undbe  the  "  Tbn-Ybab  "  Pbovxso. 

The  evidence  considered  and  Held  to  show  that  applicant  did  not  possess 
and  enjoy  tbe  actual  use  of  the  mark  **  to  the  sole  exclusion  of  all  others  ** 
during  the  ten-year  period  necessary  to  entitle  him  to  registration  n««4er 
the  ten-year  proviso. 


Affjeal  from  Examiner  of  Interferences. 

Digitized  by 


Google 


tmxmorxB  ow  tbm  coMicissioinQi  of  ^AtsNtd.  12d 


Messrs.  Crosby  db  Oregory  for  Hansen. 

Messrs.  Cwrr  db  Oarr'  and  Mr.  E.  8.  Olarksan  for  Inland  Type 
Foundry. 

MooBB,  Commissioner: 

This  is  an  appeal  by  die  Inland  Type  Foundry  from  the  decisions 
of  the  Examiner  of  Interferences  sustaining  the  opposition  of  Hans 
C.  Hansen  and  adjudging  that  appellant  is  not  entitled  to  register 
the  words  ^  Standard  Line  "  as  a  trade-mark  for  printers'  type. 

The  notice  of  opposition  as  originally  filed  did  not  contain  the 
jurisdictional  averment  that  the  opposer  ^^  believed  he  would  be 
damaged  by  the  registration  of  the  mark,"  nor  did  it  allege  any  fact 
from  which  it  would  necessarily  follow  that  he  would  be  damaged. 
In  90  far  as  it  set  forth  any  allegations  of  fact  upon  this  jurisdictional 
qn^on  it  is  contained  in  paragraphs  10  and  11  of  the  notice  of 
opposition,  which  read  as  follows: 

(10)  Tbat  applicant  Is  not  entitled  to  register  said  mark  because  your  peti- 
tioner, as  well  as  a  number  of  otber  type-manufacturers  lu  the  United  States, 
are  and  always  bave  been  entitled  to  use  tbe  said  phrase  **  Standard  Line  **  In 
connection  with  type  manufactured  by  them. 

(U)  That  It  is  and  always  has  been  tbe  universal  and  common  custom  of 
porcfaasers  and  users  throushout  the  country  of  type  made  on  a  standard  line 
to  designate  such  type  by  the  descrlptlTe  phrase  "  Standard  Ldne^"  and  to  order 
and  designate  type  of  petitioner  and  d  other  type-founders  In  the  United 
Statea  by  such  name. 

Appellant  demurred  to  the  notice  of  opposition  upon  the  ground, 
am<Hig  others,  that  it  did  not  contain  such  an  averment  nor  set  forth 
such  facts  as  would  warrant  the  Patent  Office  in  taking  jurisdiction 
thereol  This  ground  of  the  demurrer  was  sustoined  by  the  Exam- 
iner of  Interferences,  but  the  opposer  was  given  permission  to  amend 
his  notice  of  oppositi<»L  As  amended  the  opposition  contains  the 
following  allegations  upon  this  question : 

(9)  That  the  petitioner  verUy  belleyes  that  he  will  be  damaged  by  the 
regiatratlon  of  the. mark  In  gueatlon. 

(10)  That  the  petitioner  has  used  the  said  mark  upon  and  In  connection 
with  type  manufactured  and  sold  by  him  In  the  United  Statea  without  license 
tnm  the  applicant,  and  at  various  times  within  the  ten  years  prior  to  the 
paange  of  the  Trade-Mark  Act  of  1905. 

A  demurrer  to  these  allegations  of  the  amended  notice  of  opposi- 
tion was  overruled  by  the  Examiner  of  Interferences. 

Appellant  omtends  that  the  original  notice  of  opposition  was 
fatally  defective  in  omitting  a  jurisdictional  averment  and  that  the 
order  of  the  Patent  Office  authorizing  its  insertion  by  amendment 
after  the  statutory  period  of  thirty  days  was  void. 
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While  it  is  apparently  true  that  the  notice  of  opposition  as  £led 
was  defective  in  that  it  did  not  set  forth  facts  showing  an  interest 
from  which  damage  might  be  inferred,  it  'is  believed  that  it  was 
within  the  discretion  of  the  Examiner  of  Interferences  to  permit  the 
amendment  made  by  the  opposer.  (Mcllhenny^s  San  v.  New  Iberia 
Extract  of  Tabasco  Pepper  Co.  Ltd.^  post^  326;  138  O.  O.,  995,  and 
the  decision  cited  in  the  following  paragraph.) 

In  the  case  of  BatUe  Creek  Samtarittm  Company  r.  FvJUer  the 
Court  of  Appeals  of  the  District  of  Columbia  said,  in  a  decision  ren- 
dered March  9,  1908,  (:po%ty  370;  134  O.  O.,  1299:) 

The  Braminer  of  Interferences  overmled  grounds  1,  2,  and  4  of  the  demorrer, 
but  sustained  grounds  3  and  6.  Without  asking  leave  to  amend  the  allegations 
of  the  opposition  to  which  the  said  objections  applied,  the  opponent  appealed 
to  the  Gonunissioner.  The  Ck)mmi8Sioner  affirmed  the  decision  and  denied  the 
opponent  leave  to  amend  the  opposition  in  order  that  it  mi|^t  allege  the  use  of 
the  trade-mark  by  it  upon  its  merchandise.  This  objection  was  called  to  the 
attention  of  the  opponent  by  the  fifth  ground  of  demurrer,  and  the  appropriate 
time  to  ask  leave  to  amend  was  when  the  Bzaminer  of  Interferences  sustained 
that  ground  of  the  demurrer.  Wh^i  the  case  came  before  the  Commissioner 
on  appeal  it  was  discretionary  with  him  to  aUow  or  to  refuse  the  leave  to 
amend.  Under  the  conditions  stated  there  was  no  abuse  of  that  discretion, 
and  we  need  not  pause  to  consider  whether  such  an  amendment,  setting  up  a 
new  ground  of  opposition,  would  be  equivalent  to  a  new  opposition,  and  there- 
fore not  permissible  because  the  {^riod  within  which  opposition  can  be  made 
had  elapsed. 

This  decision  clearly  states  that  ^  the  appropriate  time  to  ask  leave 
to  amend  was  when  the  Examiner  of  Interferences  sustained  that 
ground  of  the  demurrer ''  and  indicates  that  ^  it  was  discretionary 
with  him  to  allow  or  refuse  leave  to  amend  "  unless  '^  the  new  ground 
of  opposition  would  be  equivalent  to  a  new  opposition."  It  is 
thought  that  the  amendment  permitted  by  the  Examiner  of  Inter- 
ferences was  not  equivalent  to  a  new  opposition.  The  allegations  in 
the  original  notice,  if  true,  were  sufficient  to  defeat  appellant's  appli- 
cation for  registration.  The  amendment  merely  permitted  the  op- 
poser  to  show  that  he  came  within  the  class  of  persons  entitled  to  file 
oppositions  under  section  6  of  the  Trade-Mark  Act  {Robertson  v. 
Crease,  97  U.  S.,  646.) 

Appellant  further  contends  that  the  Examiner  of  Interferences  had 
no  jurisdiction  to  set  aside  his  judgment  of  September  18^  1906,  dis- 
missing the  opposition,  because  of  the  failure  of  Hansen  to  file  his 
replication  within  the  time  set.  On  the  day  this  judgment  was 
rendered  Hansen  filed  his  replication,  together  with  a  motion  that 
said  judgment  be  set  aside.  The  case  was  within  the  jurisdiction  of 
the  Examiner  of  Interferences  until  the  limit  of  appeal,  October  8, 
1906,  had  expired,  and  it  was  clearly  within  his  discretion  within 
this  time  to  reopen  the  case.  {Richards  v.  Meissner^  C.  D.,  1906,  595 ; 
114  O.  G.,  1831]  Doiminff  v.  Fisher,  C.  D.,  1906,  524;  125  O^G.,  2766. 
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Id  grounds  10  and  11  of  his  reasons  for  appeal  appellant  contends 
that  the  Examiner  of  Interferences  erred  in  overruling  its  motions  to 
sapress  testimony  taken  in  behalf  of  the  opposer.  It  is  unnecessary  to 
recite  these  numerous  motions  in  full.  They  have  been  discussed  in 
detail  by  the  Examiner  of  Interferences  in  his  decision.  One  of  these 
motions  asks  for  the  suppression  of  all  the  testimony  taken  by  the 
opposer,  for  the  reason  that  the  Patent  Office  has  no  jurisdiction  of 
the  case.  In  view  of  the  conclusion  reached  above  that  this  Office  has 
sQch  jurisdiction  the  decision  of  the  Examiner  of  Interferences  deny- 
ing this  motion  must  be  affirmed.  The  action  of  the  Examiner  of 
Interferences  denying  another  of  these  motions  was  affirmed  in  a  de- 
cision of  the  Commissioner  on  April  6, 1907.  No  reasons  are  set  forth 
which  would  justify  a  reconsideration  of  said  decision.  From  a 
careful  consideration  of  the  contentions  made  by  appellant  and  of  the 
decision  of  the  Examiner  of  Interferences  I  am  of  the  opinion  that 
the  other  motions  to  suppress  were  also  properly  denied,  for  the 
msons  stated  by  him. 

Concerning  the  merits  of  the  case,  the  contention  of  appellant  ap- 
pears to  be  that  it  is  entitled  to  the  registration  of  the  mark  in  ques- 
tion as  a  technical  trade-mark,  but  that  if  not  entitled  to  register  the 
mark  as  a  technical  trade-mark  it  is  still  entitled  to  register  the  mark 
under  the  ten-year  proviso  of  section  6  of  the  Trade-Mark  Act 

The  declaration  filed  as  a  part  of  the  application  contains,  in  addi- 
tion to  the  allegations  of  an  applicant  for  the  registration  of  a  techni- 
cal trade-mark,  the  following  statement: 

*  •  •  and  that  the  mark  has  been  In  actual  use  as  the  trade-mark  of  appli- 
cant for  m^re  than  ten  years  next  preceding  the  passage  of  the  act  of  Febm- 
ary  20^  1905;  and  that  to  the  best  of  his  knowledge  and  beliet  snch  use  has 
been  ezclnslTe  with  the  exception  of  certain  infringements  that  were  discon- 
tinued upon  notice  or  after  litigation  concerning  said  mark. 

The  letters  of  the  Exanuner  of  Trade-Marks  showed  that  he  treated 
the  case  as  an  application  for  registration  under  the  ten-year  proviso. 
It  was  held  by  me,  in  the  case  of  Kentucky  Distilleries  and  Ware- 
haute  Company  v.  The  Old  Lexington  Club  DiatiUing  Company 
past  J  417;  135  O.  G.,  220;  and  in  the  case  of  Z.  W.  Levy  db  Company 
V.  Vri,  (C.  D.,  1907,  886;  181  O.  6.,  1687,)  that  the  inclusi<m  in  the 
declaration  of  the  additional  averments  necessary  to  secure  registra- 
tion under  the  ten-year  proviso  does  not  operate  to  limit  an  appli- 
cant to  registration  under  said  proviso,  providing  it  is  found  that  the 
mark  is  in  fact  a  technical  mark.  These  cases  are  now  pending  on 
appeal  before  the  Court  of  Appeals  of  the  District  of  Columbia, 
but  whether  this  holding  is  sustained  by  the  court  is  immaterial  in 
disposing  of  the  present  case,  in  view  of  the  conclusion  reached 
hereinafter  that  appellant's  mark  is  not  a  technical  trade-mark. 
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The  record  shows  that  appellant,  if  not  the  originator,  was  amonj; 
the  first  to  adopt  and  put  into  extensive  use  a  system  of  casting  type 
that  would  facilitate  alining  the  same.  The  principal  of  this  system 
appears  to  consisti  in  so  locating  the  face  upon  the  body  of  the  type 
that  the  faces  of  similar  bodies  will  aline  without  justification  and 
those  of  different  bodies  by  the  use  of  leads  and  slugs  of  prede- 
determined  sizes.  Type  made  according  to  this  sfystem  was  given 
various  names  by  differelit  manufacturers.  Appellant  adopted  and 
was  the  first  to  place  upon  the  type  embodying  this  principle  the 
term  ^^  Standard  Line,''  for  which  it  desires  registration. 

While  it  is  satisfactorily  established  that  appellant  has  continu- 
ously labeled  its  type  with  the  phrase  ^  Standard  Line  "  at  least  since 
January  1,  1894,  the  date  alleged  in  its  application,  there  is  some 
question  as  to  whether  this  use  was  primarily  to  describe  the  char- 
acter of  the  type  or  to  indicate  its  origin.  However  this  may  be, 
in  my  opinion  the  mark  is  clearly  descriptive,  and  therefore  not 
registrable  as  a  technical  trade-mark.  Concerning  the  word  ^  Stand- 
ard," the  Court  of  Appeals  of  the  District  of  Columbia  m  re  National 
Phonograph  Company  (C.  D.,  1907,  650;  128  O.  O.,  1295,)  said: 

The  argument  In  WUUams  v.  MitcheU,  (106  Fed.  Rep.,  168,)  tbat  a  word  may 
be  t  descrlptiye  word  and  yet  used  In  a  non-descriptiye  sense  is  not  convlnclug, 
for  the  Oommissloner  should  prohibit  the  registration  of  descriptive  words, 
and  the  affidavits  of  the  president  of  the  Phonograph  Oompany  and  two  other 
persons  that  the  word  ''Standard"  does  not  Indicate  to  their  minds  or  the 
minds  of  other  persons  in  the  phonograph  trade  a  phonograph  of  any  particular 
type,  quality,  or  character  is  not  convincing,  if  indeed  relevant  here.  The  three 
affiants  can  testify  only  concerning  the  impression  the  word  ''Standard'* 
makes  upon  their  minds.  This  applicant  has  no  right  to  appropriate  the  v.ord 
"Standard"  which  others  may  desire  to  employ  with  equal  sincerity.  The 
applicant  should  not  have  the  exclusive  right  to  describe  its  product  as 
"Standard  Phonographs"  and  another  producer  should  have  an  equal  right 
to  employ  the  same  word  to  describe  its  similar  product  Many  manufacturers 
would  be  tempted  to  use  "Standard"  to  indicate  the  quality  or  grade  or 
uniformity  of  the  goods  they  produce. 

The  fact  that  appellant  desires  to  register  the  words  ^  Standard 
Line "  does  not  help  its  case.  If  the  word  ^^  Standard  "  applied  to 
its  type  would  be  descriptive,  the  term  ^^Standalrd  Line'*  used  in 
connection  with  type  made  on  the  ^  lining  system  "  is  even  more  so. 
Moreover,  the  evidence  indicates  that  instead  of  being  an  arbitrary 
mark  applied  to  all  kinds  of  type  the  term  was  used  by  appellant, 
as  well  as  its  competitors,  only  in  connection  with  type  made  accord- 
ing to  the  ^^ining  system"  and  as  appropriately  describing  the 
characteristic  feature  of  sudi  type. 

It  follows  that  if  appellant's  mark  is  registrable  at  all  it  must  be 
under  the  ten-year  proviso  of  the  Trade-Mark  Act  This  proviso 
has  been  recently  construed  by  the  Court  of  Appeals  of  the  District 
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of  Cdumbia  in  the  case  of  Worcester  Brewing  Corporation  y.  Rueter 
it  C<mip<my  (poet,  829;  188  O.  6.,  1190)  as  follows: 

We  tlUnk  tbat  the  Oommiasioner  of  Pateots  erred  in  holding  that  the  word 
"exdulTe^'*  as  used  In  the  proviso  of  section  5,  means  ''  the  right  to  exclude." 
It  bfts  no  reference  to  any  risht  possessed  by  the  user.  Since  the  word  did 
not  coDstitnte  a  tiyhnl<^1  trade-mark,  no  right  to  exclude  could  be  asserted. 
iQssmudi  as  the  word  is  used  In  the  statute  in  connection  with  the  words 
"actual  use"  and  both  Bxpressions  are  us^  to  qualify  the  special  right  con- 
ferred by  this  provision  of  the  act,  we  hold  that  an  actual  use  must  be  shown 
to  have  been  possessed  and  enjoyed  by  the  applicant  to  the  sole  exclusion  of  all 
otfaefs.  The  use  cbuld  not  be  exclusive  if,  during  the  period,  it  appears  that 
tootber  was  using  the  same  word  as  a  trade-mark  upon  the  same  character 
of  goods. 

The  evidence  clearly  shows  that  appellant  has  not  possessed  and 
enjoyed  the  actual  use  of  the  mark  ^^to  the  sole  exclusion  of  all 
oiheis  "  during  the  ten-year  period  necessary  to  entitle  him  to  regis- 
tration under  this  proviso. 

Appellant's  own  witness,  Damon,  testified  on  cross-examination 
(XQs.  281-285)  that  the  firm  of  Damon  ft  Peets  began  labeling 
packages  of  type  manufactured  and  sold  by  them  with  the  mark 
^Standard  Line  Point  Sef^  in  December,  1904,  and  has  continued 
to  sell  and  offer  for  sale  such  type  up  to  the  present  date. 

The  opposer,  Hansen,  testified  to  manufacturing  and  selling  to 
one  Holden  in  June  and  July,  1904,  type  marked  on  the  packages 
^  Standard  Line."  (Deposition  of  Hans  C.  Hansen,  Qs.  21-24;  XQs. 
80(W12.) 

In  view  of  the  above  finding  concerning  the  use  of  the  mark  by 
Damon  ft  Peets  and  by  Hansen  it  is  unnecessary  to  consider  whether 
applicant  would  be  barred  from  registering  its  mark  by  the  admitted 
extensive  use  thereof  within  the  ten-year  period  by  its  alleged  licen- 
sees, the  Keystone  Type  Foundry,  the  Pacific  States  Type  Foundry, 
the  Crescent  Type.  Foundry,  and  the  Standard  Type  Foundry. 

Whether  the  use  of  the  mark  by  Damon  ft  Peets  and  by  the  opposer 
was  intended  to  indicate  the  origin  of  the  goods  or  to  describe  their 
character  is  held  to  be  immaterial  under  the  ruling  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  the  Natural  Food 
Company  v.  WiUiams,  {poet,  820;  188  O.  G.,  282.)  The  mark  was 
applied  to  the  packages  and  used  in  a  manner  similar  to  that  of  a 
trade-mark.  In  the  case  cited,  which  is  similar  in  many  respects 
to  the  one  under  consideration,  the  Court  said : 

Siooe  these  words  accurately  and  aptly  describe  an  article  of  food,  which 
tcoordlng  to  the  testimony  has  been  produced  by  Wlllinms  and  others  for  more 
than  ten  years.  It  foUows  that  they  are  descriptive  within  the  meaning  of  the 
Btatate^  and  that  they  cannot  be  appropriated  as  a  trade-mark  by  appelant 
onless  It  has  been  the  ezcluslTe  user  of  the  words  daring  the  ten-years  period. 
The  erldence  aboTe  briefly  reviewed,  we  think,  clearly  establishes  the  fact  that 
ftppeUaat  was  not  the  ezdnslTe  user  of  these  words  during  the  ten-years  period. 
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No  clahn  Is  made  of  any  attempt  <m  the  part  of  Williams  to  deceive  tlie  public, 
or  tbat  the  product  of  hiiei  machines  Is  not  in  fact  as  much  entitled  to  be  called 
shredded  whole  wheat  as  is  the  product  of  appellant's  machines.  That  be  did 
not  use  the  words  as  a  trade-mark^  but  merely  in  a  descriptiTe  sense  is  of  no 
moment  He  in  conmion  with  all  other  mannfbctorers  of  shredded  whole 
wheat  had  the  same  right  to  properly  designate  their  product  as  did  The 
Natural  Food  Gompany.  The  fact  that  the  Patent  Ofllce  for  more  than  ten 
years  has  been  granting  patents  for  machines  for  conyerting  cereals  into  shreds 
adds  cogency  to  the  contention  that  the  words  "  shredded  whole  wheat  **  prop- 
erly describe  the  product  of  WiUiams^s  machines. 

Having  found  that  appellant  is  not  entitled  to  register  its  mark 
either  as  a  technical  trade-mark  or  under  the  tenryear  proviso^  it 
foUows  that  the  decision  of  the  Examiner  of  Interferences  m/ust  be 
ai 


SoBJX  T«  Liwis  ft  Bbos.  Company  v.  Phoenix  Paint  ft  Yabkibh 

Company. 

tbaob-mabk  intbrfebbngb. 

DecUed  Aprtt  SO,  1908. 

184  0.-0^1048. 

1.  Tsadb-Mabxs— Same   Class   or  Goods— Pasti  Paints   and  Riady-Mixd 
Paints. 
Beady-mixed  paints  and  paste  paints  Held  to  be  goods  of  the  same  de- 
scriptive properties. 
Z  Sams— Appabsht  Aoquhsobnoe  No  Obound  ios  Batrsmo  Rboistsation. 

The  fact  that  the  owner  of  a  trade-mark  knowingly  permits  the  use  the**e- 
of  by  another  upon  goods  and  in  advertisements  for  years  without  protest 
furnishes  no  sufficient  ground  for  refusing  registration,  as  it  is  well  settled 
that  mere  delay  in  asserting  a  trade-mark  rii^t  does  not  work  a  forfeiture 
thereof.  (Menendes  ▼.  Holt,  O.  D.,  1809,  844;  46  O.  O.,  971;  128  U.  8..  514, 
628;  McLeany.  Fleming,  O.  D^  1878,  262;  18  O.  O.,  918r96  U.  8.,  246»  258. 

Appeal  from  Examiner  of  Interferences. 

TBADS-MABK  IOB  lBADT-MDna>  PAIHTS  ARB  STAINS,  JAPANS,  AND  TABNISHKS. 

Mr.  Francis  M.  Phelps  for  John  T.  Lewis  A  Bros.  Company. 
Mr.  T.  W.  Johnson  for  Phoenix  Paint  A  Varnish  Company. 

MooBE,  Commissioner: 

This  is  an  appeal  by  the  Phoenix  Paint  ft  Varnish  Company  from 
a  decision  of  the  Examiner  of  Interferences  awarding  priority  of 
adoption  and  use  of  the  mark  ^  Phoenix  "  or  ^  Phoenix  WcMTka  "  for 
mixed  paints  to  John  T.  Lewis  ft  Bros.  Company. 

The  Phoenix  Paint  ft  Varnish  Company,  which  is  a  oopartnerdiip 
d<Mniciled  and  doing  business  in  the  dty  of  Philadelphia  and  State 


DB0I8I0N8  OF  THB  GOMMISSIOlfBB  OF  PATSNT8.  129 

of  Pennsylyania,  state  that  they  have  used  the  mark  upon  ready- 
mixed  paints,  stains,  and  varnishes.  The  John  T.  Lewis  A  Bros. 
Company,  which  is  a  corporation  doing  business  in  the  same  city  and 
State,  states  that  it  has  used  the  mark  on  paint  colors,  mixed  paints, 
white  zinc,  and  pigments  other  than  white  lead  used  for  paints. 

It  is  not  denied  by  appellants  that  John  T.  Lewis  A  Bros.  Company 
was  the  first  to  use  the  mark  on  paste  paints,  and  its  prior  right  to 
the  mark  for  these  goods  is  not  questioned.  While  the  John  T.  Lewis 
ft  Bros.  Ciompany  maintains  that  the  testimony  is  sufficient  to  show 
that  it  was  the  first  to  use  the  jnark  upon  ready-mixed  paints,  as  well 
as  upon  paste  paints,  in  the  view  which  I  take  of  the  case  it  is  un- 
necessary to  decide  tiiis  point.  On  the  admission  by  appellants  of 
the  prior  use  of  the  mark  upon  paste  paints  by  appdlee  and  admit- 
ting the  contention  of  appellants  that  the  testimony  does  not  show 
that  appellee  used  the  mark  upon  ready-mixed  paints  the  question 
presented  for  decision  is,  are  ready-mixed  paints  and  paste  paints 
goods  of  the  same  descriptive  properties.  This  is  the  principal  ques- 
tion for  consideration  on  this  appeal. 

It  appears  from  the  record  that  a  paste  paint  is  formed  by  grinding 
dry  colors  in  linseed-oil  until  they  become  intimately  associated  or 
mixed  together  and  assume  a  pasty  or  semifluid  condition.  In  this 
condition  the  paint  is  not  ready  to  be  applied,  but  requires  further 
thinning  with  linseed-oil  and  usually  a  drier,  no  further  grinding, 
however,  being  necessary.  After  this  operation  the  product  is  known 
to  the  trade  as  ^  ready-mixed  paint " — ^that  is,  it  is  ready  for  the 
brush.  In  this  form  it  is  placed  upon  the  market  put  up  in  cans  or 
buckets;  but  in  many  cases  the  painter  purchases  the  paint  in  paste 
form  and  adds  the  oil  and  drier  himself.  It  is  thus  seen  that  the 
distinction  between  a  paste  paint  and  a  ready-mixed  paint  is  but 
slight,  and  it  is  believed  that  persons  dealing  in  these  goods  might 
reasonably  expect  them  to  be  the  product  of  the  same  business.  It 
follows  that  the  use  of  the  mark  by  two  different  parties  would  tend 
to  cause  confusion  in  the  mind  of  the  public.  I  think,  therefore,  that 
the  Examiner  of  Interferences  very  properly  refused  registration  to 
appellants,  who  were  the  last  to  adopt  and  use  the  mark. 

It  is  further  contended  by  appellants  that  the  John  T.  Lewis 
ft  Bros.  Company  has  lost  its  right  to  registration  of  the  mark  in  issue 
for  ready-mixed  paints  by  reason  of  the  fact  that  with  full  knowledge 
of  the  use  of  the  mark  by  appellants  it  has  permitted  them  for  many 
years  to  use  the  mark  and  to  advertise  their  goods  thereunder  without 
protest  I  am  of  the  opinion,  however,  that  this  fact  furnishes  no 
sulBcient  ground  for  refusing  registration,  as  it  is  well  settled  that 
mere  delay  in  asserting  a  trade-mark  right  does  not  work  a  forfeiture 
thereol    {Menendea  v.  Holt,  C.  D.,  1889,  344;  46  O.  G.,  971;  128 
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U.  S.,  614;  McLean  v.  Fleming,  C  D.,  1878,  262,  18  O.  G.,  918;  96 
U.  S.,  245.) 

The  decieian  of  the  Examiner  of  incerferencee  is  affirmed,  and  pri- 
ority  of  adoption  and  use  of  the  mark  in  issue  is  awarded  to  John  T. 
Lewis  db  Bros.  Company. 


JjJJKABeMWBEM  V,  COU. 

PATENT  INTBBnUBNCB. 

DecUed  May  16, 1908. 

184  O.  O.,  lOGO. 

IinXBrEIBirGB— PUUMINABT  STATSICENT — ^BXTENDUrO  Tm  VOB  VnxKQ, 

The  QueBtioii  of  tbe  ezteaaloii  of  times  for  filing  prelimliiary  itatemaiti 
will  be  left  wholly  within  the  discretion  of  the  Examiner  of  InteMetencei^ 
and  no  appeal  will  lie  from  his  decision  thereon. 

On  Petition. 

METAL  jonic. 

Mr.  CJuxrles  F.  Dane  for  Lukassewskc 
Messrs.  Starr,  Cruse  db  Schorr  for  Coler 

MooBB,  Commissioner: 

This  is  a  petition  by  the  Eloc  Company,  assignees  of  the  party 
Cole,  that  I  review  the  decision  of  the  Examiner  of  Interferences  de- 
nying the  motion  in  behalf  of  Cole  to  postpone  the  date  of  filing  the 
preliminary  statement  for  a  period  of  forty  days.  It  is  well  settled 
that  the  question  of  the  extension  of  times  for  filing  preliminary 
statements  is  left  wholly  within  the  discretion  of  the  Examiner  of 
Interferences  and  that  from  his  decision  upon  these  matters  no  appeal 
will  lie.  {Ohmer  v.  Neth  and  Tamplin,  C.  D.,  1905,  412;  118  O.  O., 
1686.)  It  is  sought,  however,  by  the  present  petition  to  obtain  a  re- 
view of  the  Examiner's  decision  upon  this  question.  The  circum- 
stances of  the  case  are  not  such  as  warrant  the  exercise  of  the  super- 
visory authority  of  the  Commissioner  to  review  the  decision  of  the 
Examiner  of  Interference&  Cole  is  the  senior  party,  and  a  record 
judgment  cannot,  therefore,  be  rendered  against  him. 

Furthermore,  as  pointed  out  by  the  Examiner  of  Interferences: 
An  amended  statement  is  always  admissibie  where  it  is  ihown  to  be  neces- 
sary to  the  determination  of  the  case  in  accordance  with  the  fscts,  if  it  Is  also 
shown  that  the  data  of  the  amended  statement  could  not  have  been  earUtt  ob- 
tained. 

It  is  therefore  apparent  that  no  irremediable  injury  can  be  done  to 
Cole's  assignee  by  the  denial  of  the  motion  brought  on  his  behalf. 
The  petition  is  dismissed.  byGoo 
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H0PXIM8  V.  Pktebs  V.  Dbmbnt. 

PAIXNT  JLN  TUKFBBBNOOib 

J>0oM6tf  Maif  14,  1908. 

184  O.  G^  1060. 


-PlBJlf IHABT  STATKlf DTT— FAILVBE  TO  OVKBOOMI  THI  FUJHQ 

Daxb  ov  Sbhioi  Fastt— Obdsb  to  Show  Gau8& 
In  cases  where  tlie  junior  party  to  an  Interference  alleges  In  Ms  prelimi- 
nary statement  a  date  of  conception  prior  to  the  senior  party's  filing  date, 
bat  the  other  dates  alleged  are  sabseqaent  thereto,  the  Ibuuniner  of  Inter- 
ferences should  issue  an  order  to  show  cause  why  Judgment  on  the  record 
should  not  be  rendered  against  such  Junior  party,  as  experience  shows  it 
Is  rarely.  If  ever*  that  conception  is  proren  by  means  other  than  disclosora 
1  Sams— Sams— Saio. 

If  in  response  to  the  order  to  show  cause  such  Junior  party  or  his  attorney 
shall  file  an  affidavit  stating  that  it  is  proposed  to  establish  conception  by 
means  other  than  disclosure,  the  Bxamlner  of  Interferences  should  not  ren- 
der Judgment,  but  should  set  times  for  taking  testimony. 

ArpxAii  ON  Motion. 

ADDING-MAOHIinB. 

Mu9r$.  BakeweU  <6  OomwaU  for  Hopkins. 
Me$9n.  Rector^  Hibben  <&  Dams  for  Peters. 
Meun.  Kenyan  dk  Kenyan  for  Dement. 

B1LLING8,  Assistant  Oammissianer: 

This  case  comes  up  on  an  appeal  by  Peters  from  a  decision  of  the 
Examiner  of  Interferences  of  March  26, 1908,  denying  his  motion  to 
vacate  an  order  issued  August  16, 1907,  for  Peters  to  show  cause  why 
judgment  on  the  record  should  not  be  issued  against  him  and  on  a 
motion  by  Hopkins  to  dismiss  Peters's  appeaL 

It  appears  that  when  the  preliminary  statements  were  opened  it 
was  found  that  Peters  had  alleged  a  date  of  conception  prior  to  the 
filing  date  of  Dement,  the  senior  party,  but  that  the  dates  of  dis- 
closure, making  of  drawings,  and  reduction  to  practice  alleged 
were  subsequent  to  Dementis  filing  date.  The  Examiner  of  Inter- 
ferences thereupon,  on  August  16,  1907,  ordered  Peters  to  show 
cause  on  or  before  September  16,  1907,  why  judgment  should  not  be 
rendered  against  him,  and  this  time  was  extended  to  October  16, 1907. 
On  October  15, 1907,  Peters  filed  a  motion  to  dissolve  the  interference 
and  a  motion  to  vacate  the  order  of  August  16, 1907.  The  motion  to 
dissolve  was  transmitted  to  the  Primary  Examiner,  and  action  on  the 
moticm  to  vacate  was  suspended  pending  the  final  determination  of 
the  former  motion.    On  March  25,  1908,  the  motion  to  dissolve  hav- 
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ing  been  finally  dedded,  the  Examiner  of  Interferences  denied  the 
motion  to  vacate  and  on  the  same  day  rendered  a  judgment  that 
Peters  was  not  the  first  inventor  of  the  inyention  in  issue.  He  set 
no  limit  of  appeal  fnxn  the  decision  on  the  motion  and  set  April  14, 
1908,  as  the  limit  of  appeal  from  the  judgment  On  March  80, 1908, 
a  limit  of  appeal  was  set  from  that  motion,  and  the  running  of  the 
times  for  appeal  from  the  judgment  was  suspended  pending  the  final 
determination  of  the  motion. 

The  motion  to  vacate  was  based  on  the  ground  that  under  the  rules 
and  the  decisions  the  Examiner  of  Interferences  had  no  authority  to 
issue  the  order  to  show  cause,  since  Peters  had  alleged  a  date  of  con- 
ception prior  to  Dement's  filing  date,  and  it  is  conceivable  that  he 
might  establish  such  conception  by  means  other  than  disclosure. 

The  Examiner  of  Interferences  denied  this  motion  cm  the  ground 
that  as  in  practice  conception  is  proved  only  by  disdosure  Peters 
presumably  could  prove  no  earlier  date  than  the  date  of  disclosure 
alleged  in  his  preliminary  statement;  that  therefore  Peters's  statement 
^  failed  to  overcome  "  the  filing  date  of  his  opponent  within  the  mean- 
ing of  Bule  114.  With  respect  to  Peters's  contention  that  ccmception 
might  conceivably  be  proved  by  means  other  than  disclosure  he  stated 
that  if  Peters  proposed  to  prove  conception  by  means  other  than  dis- 
closure he  should  specifically  state  those  means.  It  is  contended  in 
behalf  of  Peters  that  he  should  not  thus  be  required  to  set  forth  his 
case  prior  to  the  taking  of  his  proofs.  There  seems  to  be  some  force 
in  this  cohtention;  but  there  is  no  reason  why  Peters  should  not  be 
required,  in  answer  to  the  order  to  show  cause,  to  formally  state  under 
oath  that  he  contemplates' establishing  the  fact  of  the  conception  of 
the  invention  by  means  other  than  disclosure  or  the  doing  of  the 
other  subsequent  acts  alleged  in  his  preliminary  statement  This 
requirement  is  reasonable,  inasmuch  as  it  is  obvious  that  he  must  so 
establish  the  fact  of  concepticm  if  this  fact  is  to  be  established  as  of 
the  date  alleged. 

Posters  has  cited  the  case  of  Winsar  y.  StruhUy  (C.  D.,  1904,  158; 
110  O.  O.,  600,)  where  a  motion  for  judgmoit  on  the  record,  on  the 
ground  that  Winsor  had  alleged  nttther  disclosure  nor  the  making  of 
drawings  prior  to  Struble's  filing  date,  was  denied.  In  that  decision 
the  following  statement  occurs : 

WbUe  It  Is  tm^  In  view  of  tbeee  aUegativos,  tbat  Wlnaor  li  precluded  by  his 
preUmlnarj  statement  from  establtshlng  a  ocmceptlon  of  the  lnyeQti<m  in  Novem- 
ber, IQOl,  1^  tbe  means  which  are  usnaUy  available  for  that  pnrpoee,  nevertbe- 
laiSi  mider  his  allegation  of  coiio^;»tioQ  of  the  inventioQ  in  Norember,  1901,  be 
is  prlTileged,  if  he  can,  to  establish  conception  of  the  inyention  prior  to  Noyem- 
ber  le,  1901,  the  date  on  which  Stmble  filed  his  application.  It  is  therefore 
seen  tliat  the  statement  filed  by  Wlnaor  does  not  Udl  to  oyercome  the  prima 
faeie  case  made  by  Btmble's  date  of  application. 
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It  is  interesting  to  note  that  the  record  of  the  interference  of  TTtn- 
9ar  y.  StnsbUj  supra^  shows  that  after  Winsor  had  brought  many  mo- 
tions and  they  had  all  been  decided  he  terminated  this  interference  by 
filing  a  concession  of  priority  in  favor  of  Struble. 

Experience  has  shown  that  it  is  only  in  rare  cases,  if  ever,  that  con- 
ception is  proved  except  by  a  disclosure  to  others,  either  orally  or  by 
means  of  some  tangible  evidence,  and  it  is  believed,  therefore,  that  in 
those  cases  where  a  junior  party  aUeges  the  fact  of  conception  only 
prior  to  the  filing  date  of  the  senior  party  the  better  practice  is  to 
issue  an  order  to  show  cause  against  the  junior  party.  If  the  case  is 
one  of  those  conceivable  but  exceedingly  rare  cases  where  conception 
can  be  established  by  means  other  than  disclosure  and  the  party 
against  whom  the  order  to  show  cause  has  been  issued  shall  within 
the  time  set  therein  file  the  affidavit  of  himself  or  of  his  attorney 
setting  forth  that  it  is  proposed  to  establish  conception  by  means 
other  than  disclosure,  the  Examiner  of  Interferences  will  not  render 
a  judgment^  but  will  set  times  for  taking  testimony.  This  practice 
will  work  no  hardship  upon  the  junior  party,  for  the  rule  permits 
him  to  bring  all  valid  motions  after  the  order  is  issued  to  show  cause 
why  judgment  should  not  be  rendered. 

The  records  of  this  Office  show  that  the  continuance  of  interfer- 
ences where  the  date  of  conception  of  the  junior  party  is  the  only  date 
alleged  in  his  preliminary  statement  which  is  earlier  than  the  filing 
date  of  the  senior  party  serves  no  good  purpose,  but  results  only  in 
useless  delay  and  expense  upon  the  parties  involved.  When  a  rare 
case  is  devdoped,  in  which  the  fact  of  early  conception  prior  to  a 
disclosure  may  be  established  by  some  other  means  than  disclosure, 
the  interference  may  be  proceeded  with  upon  the  filing  of  the  required 
affidavit  in  response  to  the  order  to  show  cause  why  judgment  ^ould 
not  be  rendered  on  the  record. 

In  riew  of  the  fact  that  at  the  time  Peters  filed  his  preliminary 
statement  it  was  the  practice  not  to  issue  an  order  to  show  cause 
where  the  date  of  conception  aUeged  by  a  junior  party  was  prior  to 
the  filing  date  of  the  senior  party,  Peters  is  given  ten  days  within 
whidi  to  file  an  affidavit  such  as  indicated  above.  If  no  such  affidavit 
is  filed  within  that  time,  the  Examiner  of  Interferences  will  set  a 
limit  of  appeal  from  his  judgment  of  March  25, 1905.  At  the  hear- 
ing Hopkins's  motion  to  dismiss  Peters's  appeal  was  withdrawn. 

The  decision  of  the  Examiner  of  Interferences  denying  Petere^s 
fxotUm  is  afflrmedj  and  Hopkine^s  motion  is  dismissed. 
0BQ2&-H.  Doc  1849, 00-2 ^10 
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Jm  SB  JOHH  C.  DOWD  A  COICPAIIT* 

DeoUM  March  10,  190S. 

IM  O.  G^  1297. 

TftADB-lCABUh- Corr  or  Afplioatiov— Whdi  Gbahtsd. 

A  petition  for  a  copy  of  an  aniUcatioQ  for  reflfltration  of  a  trade-mark 
for  naa  In  a  rait  between  tlie  applicant  and  petitioner  will  be  denied  when 
not  accompenled  Hy  a  ctftlllcate  of  tbe  judge  before  wbom  tbe  suit  li 
pending. 

Mr.  A.  BM  Maleamion  for  J.  C.  Dowd  &  CkHnpany. 
MeB9n.  MacUod^  Oalver^  Oopeland  db  Dike  for  The  Florence 
Uig.  Co. 

MooKB,  Oammiasioner: 

This  is  a  petition  by  J.  C.  Dowd  A  Company  for  a  certified  copy 
of  application  filed  April  8,  1905,  by  The  Florence  Manufacturing 
Company  far  the  registration  of  the  words  ^  Keep-Clean  "  as  a  trade- 
mark for  toilet-brushes. 

It  is  stated  that  The  Florence  Manufacturing  Company  has 
brought  suit  againt  the  petitioner  alleging  th^t  it  has  the  exclusive 
ri£^t  to  the  use  of  the  words  ^Keep-Clean"  upcm  toilet-brushes, 
reciting  that  the  same  had  been  registered  in  the  Patent  Office  by  the 
said  company  and  that  it  has  introduced  in  evidence  as  part  of  its 
proofs  the  certificate  of  its  registration,  dated  May  11,  1887. 

It  is  further  stated  that  the  Examiner  of  Trade-Mar]^,  being  called 
as  a  witness  in  this  case,  testified,  by  permission  of  the  C<Nnmi8Bioner 
of  Patents,  as  to  the  filing  on  April  8, 1905,  under  the  act  of  1905,  of 
an  application  for  registraticm  of  the  same  mark  and  that  the  records 
would  show  that  registration  had  not  been  granted  <m  this  applica- 
tion. 

It  is  alleged  that  the  proceedings  of  The  Florence  Manufacturing 
Company  in  its  efforts  to  obtain  registrati<m  on  the  later  application 
are  a  material  part  of  the  defraise  of  the  defendant  in  the  above- 
referred-to  suit. 

It  is  well  settied  that  copies  of  pending  applications  for  patehts  or 
abandoned  applications  will  not  be  furnished  to  strangers  to  the 
record  except  when  the  judge  before  whom  a  suit  is  pending  certifies 
that  a  copy  of  the  application  would  be  material  and  relevant  for  the 
party  requesting  the  same. 

It  is  recognized  that  there  is  a  difference  between  applications  for 
the  registration  of  trade-marks  and  for  patents  on  inventions,  in  that 
a  trade-mark  must  have  been  in  public  use  before  the  ^pplicaticm  is 
filed ;  but  it  is  not  believed  that  this  difference  justifies  a  departure 
from  the  rule  requiring  a  certificate  of  the  judge  heton  whom  the 
5uit  is  pending. 

The  petition  is  denied.  Digitized  by  Google 
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IfAKEDf  V.  QOODRQU  V.  DtBON  t;.  LaTTIO  AND  GOODBUIC 

PATENT  INTBRFERBNGB. 

Decided  May  It,  1908, 

184  O-  O..  12OT. 

wcm — ScfiBAL  PAvrm — Jubiob  Pabtt  Failino  to  Ovkioomb  Fil- 
iH«  Datbs  or  All  PABrrea — Bight  to  Take  TnTiifOHT. 

Where  ia  an  Interfereace  between  wyeral  parties  tBe  preliminary  rrtate- 
ment  of  the  junior,  party  falls  to  OTercome  the  filing  4ate  of  the  senior 
party,  bnt  does  overcome  the  filing  date  of  an  intermediate  party  and  rach 
Jmilor  party  raises  the  question  of  the  <^peratlyenes8  of  the  senior  party's 
device  and  is  entitled  to  argne  such  question  at  final  hearing,  EHd  tliat  it 
Is  proper  to  assign  Boch  junior  party  time  to  take  testimony  on  tiie  ques- 
tion of  i^orlty  and,  also,  upon  suflldent  showing,  upon  the  question  of  the 
operatiyeness  of  the  senior  party's  deyice.  All  questions  relating  to 
priority  should  be  tried  out  In  one  proceeding  and  not  piecemeal. 
2.  Sabb— Appeal— Motion  to  Tabs  Testiicovt — Showing. 

No  appeal  lies  from  a  fiivorable  decision  of  the  Examiner  of  Interfer- 
ences npon  the  soflldency  of  the  showing  in  snppori  of  a  motion  to  take 
teBtlmony  on  the  question  of  the  operatlveness  of  another  party's  deyiee^ 

PrnnoN  and  appeal  on  motion. 

TELEPHONE   STSTBIC. 

ifessn.  BvXkley  dk  Durand  for  Martin. 

Meeera.  Church  <t  Rich  for  Goodrujn. 

Mr.  Thoa.  H.  Fergttsan  and  Mr.  Leray  D.  KeUogg  for  Dyson. 

Meagrs.  Okurch  <£  Rich  for  Lattig  and  Goodrum. 

MooBB,  OommisHaner: 

This  case  is  before  me  for  consideration  of  a  petition  by  Lattig 
tnd  Goodrum  and  an  appeal  by  Martin. 

Lattig  and  Groodrum  petition  from  the  action  of  the  Examiner  of 
Interferences  assigning  Martin  a  time  in  which  to  take  testimony 
and  giving  him  permission  to  take  evidence  as  to  the  inoperativeness 
of  the  structures  disclosed  by  Goodrum  and  by  Lattig  and  Goodrum. 

It  appears  from  the  record  that  the  preliminary  statement  of 
Martin  failed  to  allege  a  date  of  conception  prior  to  the  filing  date 
of  Lattig  and  Goodrum,  and  he  was  ordered  to  show  cause  why  judg- 
ment on  the  record  should  not  be  rendered  against  him.  In  response 
thereto  he  filed  a  motion  to  dissolve,  alleging  that  the  applicaticms 
of  Goodrum  and  of  Lattig  and  Goodrum  disclose  inoperative  devices. 
This  moti<m  was  denied  by  the  Primary  Examiner,  and  Martin  then 
moved  for  permission  to  take  testimony  for  the  purpose  of  establish- 
ing the  inoperativeness  of  the  structures  disclosed  in  said  applica- 
tions and  filed  several  affidavits  in  support  of  his  motion*  ^The  Ex- 

Jigitized  by  >^ 
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aminer  of  Interferenoes  held  that  Martin  was  entitled  under  Role 
130  to  urge  at  final  hearing  the  inoperativeness  of  the  devices  of 
said  parties;  also,  that  as  it  would  not  be  expedient  to  have  the  ques- 
tion of  priority  considered  and  the  appeal  trom  the  decision  thereon 
take  place  at  .different  times  between  various  groups  of  the  inter- 
ferants  Martin  should  stay  in  the  interference  until  all  parties  were 
ready  for  a  final  hearing.  In  view  of  the  fact  that  Martin  would  be 
entitled  to  take  testimony  concerning  priority  of  invention  as  against 
Dyson  in  case  he  prevailed  in  his  contention  that  the  devices  of  the 
above  mentioned  parties  were  inoperative  the  Examiner  of  Inter- 
ferences assigned  him  a  time  for  taking  testimony  in  order  that  the 
whole  matter  might  be  considered  at  one  hearing.  In  his  decision 
of  February  21,  1908,  he  also  held  that  Martin  had  made  such  a 
showing  as  would  entitle  him  to  take  teiitimony  under  Sule  180. 

Petitioner  admits  that  Martin  has  the  undoubted  right  to  be  heard 
at  final  hearing  under  Rule  180,  but  contends  that  he  will  be  put  to 
gre^t  delay  and  expense  if  Martin  is  allowed  to  take  testimony  now 
and  that  Martin's  recourse  is  to  have  a  second  interference  in  case 
petitioners'  apparatus  should  be  finally  held  inoperative. 

The  circumstances  in  this  case  are  quite  similar  to  those  in  the  case 
of  Heioitt  V.  Weintraub  v.  Hewitt  and  Rogers^  (C.  D.,  1907, 165 ;  128 
O.  a,  1689,)  where  I  stated: 

In  case  Hewitt's  petition  was  granted  the  first  contest  would  be  between 
Weintraub  and  tbe  senior  party,  Hewitt  and  Bogers.  Then  tbe  winning  party 
would  bave  to  contest  priority  with  tbe  junior  party,  Hewitt.  Tbe  Judgments 
in  eacb  contest  would  be  by  award  of  priority  and  in  eacb  tbere  would  l)e  tlie 
statutory  right  of  appeal.  Hewitt  contends  that  there  are  two  distinct  contests 
and  should  therefore  be  two  Bq;Mirate  proceedings.  This  contention  is  erro- 
neoua  If,  under  Rule  190,  Weintraub  can  establish  that  Rogers  and  Hewitt 
have  no  right  to  make  the  claims»  the  judgment  wiU  be  an  award  of  priority 
In  his  favor  as  against  the  senior  party.  The  rule  contemplates  bat  one  con* 
test,  and  that  leading  to  an  award  of  priority.  To  make  the  question  the  sub- 
ject-matter of  two  contests,  each  resulting  in  an  award  of  priority  with  the 
right  of  appeal  to  the  Court  of  Appeals  of  the  District  of  Oolumbla,  would  be 
piecemeal  action  and  unnecessarily  prolong  the  contest 

For  reasons  similar  to  those  stated  in  the  above  decision,  also 
because  all  matters  relating  to  priority  should  be  tried  out  in  the  one 
proceeding,  (and  it  is  doubtful  if  the  court  of  appeals  would 
entertain  appeals  in  two  or  more  successive  contests,)  it  is  held  that 
the  Examiner  of  Interferences  was  right  in  assigning  Martin  a  time 
for  taking  testimony  and  in  fixing  one  date  for  the  final  hearing  of 
the  whole  matter. 

In  the  present  case  the  Examiner  of  Interferences  in  his  decision 
of  February  21, 1908,  considered  the  showing  made  by  Martin  in  sup- 
port of  his  motion  to  take  testimony  to  establish  the  inoperativeness 
)f  the  disclosures  of  Groodrum  and  of  Lattig  and  Groodrum  and  held 
aid  showing  sufficient  to  entitle  him  to  take  testimony  under  Rule 
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130.  It  is  therefore  unnecessary  to  consider  in  this  case  whether 
Martin,  in  connection  with  his  other  testimony,  would  be  entitled  to 
takiB  testimony  on  the  question  of  operativeness  without  such  a  show- 
ing. From  the  decision  of  the  Examiner  of  Interferences  holding 
said  showing  sufficient  there  is  no  appeal,  {Daggett  y,  Kaufmannj 
a  D.,  1907,  121;  127  O.  G.,  8641,)  and  no  such  abuse  of  discre- 
tion is  apparent  as  would  warrant  reviewing  said  decision  under  the 
exercise  of  the  supervisory  authority  of  the  Commissioner.  In  the 
recent  case  of  O^Brien  v.  Oale  v.  Zimmer  v.  Galderwood^  (90  Ms. 
Dec,  151,)  where  similar  questions  were  involved  and  similar  con- 
clusions reached  by  the  Examiner  of  Interferences,  it  was  held  on 
appeal  that: 

It  is  weU  settled  that  the  question  of  setting  times  for  taking  testimony  rests 
within  the  discretion  off  the  Examiner  of  Interferences.  (Qoodfellow  r.  Jolly, 
C  D^  1906, 106;  116  O.  O.,  1064;  ChrUtensen  y.  McKenzie,  (X  D.»  1905,  238;  117 
0.  Q^  277.)  The  question  of  the  right  of  one  of  the  parties  to  take  testimony 
itandB  on  the  same  footing. 

Martin  has  appealed  from  the  decision  of  the  Examiner  of  Inter- 
fer^ices  denying  his  motion  to  transmit  the  interference  to  the 
Primary  Examiner  and  to  suspend  proceedings. 

As  stated  by  the  Examiner  of  Interferences,  the  interference  has 
been  before  the  Primary  Examiner  since  the  decision  of  the  Commis- 
sioner of  July  81,  1907,  referred  to  in  the  motion,  and  no  good  rea- 
son is  shown  for  suspending  proceedings  and  transmitting  the  motion 
at  this  time. 

The  decision  of  the  Examiner  of  Interferences  on  Martin's  appeal 
U  afflrmedj  and  the  petition  of  Lattig  and  Goodrum  from  the  action 
of  the  Examiner  of  Interferences  is  denied. 


Ex  PASTE  MiNBHAN. 

AFn:JOATION  FOR  PATENT. 

Decided  May  19, 1908. 

184  O.  O.,  1298. 

AinDIDlCElIT — biOHATOBB — RUBBKB  STAMP. 

Amendments  to  an  application  should  be  actually  signed  by  an  appllcn^^t 
or  his  attorn^  with  poi  and  inlc  or  equivalent  writing  material*  Ameud- 
ments  signed  by  means  of  a  rubber  stamp  will  not  be  accepted. 

Oh  Pbtitiok. 

PAPDr-CATOHKB. 

Meun.  HoBard  dk  Stnwse  for  the  applicant. 
BaxofOB,  Assiatant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to 
accept  an  amendment  having  aflSxed  thereto  the  firm-name  of  the 
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The  amendments  to  ioi  application  for  a  patent  are  far  too  formal 
and  important  docmnents  to  justify  their  acceptance  if  signed  only 
by  means  of  a  rubber  stamp.  To  accept  such  papers  would  open 
the  door  to  the  commission  of  grave  irregularities  in  the  prosecution 
of  an  application  for  a  patent  Amendments  to  an  application 
should  be  actually  signed  by  the  applicant  or  his  attorney  with  pen 
and  ink  or  equivalent  writing  materiaL 

The  petition  is  denied. 


In  sfi  NauoIial  C^KidxlAL  Company. 

DeoUM  U^  21, 1908. 

134  O.  O^  1208. 


!•  T^i4i»-MABKS— AssiGNinimi    Nor    OoNVBTuro    thb    Good- Will   or    Busi- 

HISS — ^NOT  BSCOBDABLB. 

Section  10  of  tke  Trade-Mark  Act  provides  that  a  registered  trade-mark 
or  a  mark  for  the  reglBtratl<m  of  wblch  application  has  been  made  sball  be 
aaslsbable  in  connection  with  the  good-wiU  of  the  bnainess  in  which  the 
mark  is  used,  and  it  is  only  imch  assignments  which  are  recordable  in 
this  Offlce. 
2.  Sams— AsBiGiiMfeKTS  or  TKBarrottAL  RiotiTS— Nor  Bpcoidabli. 

Section  2  and  section  10  of  the  Trade-Mark  Act  construed  and  J7eld  not  to 
provide  for  the  recording  of  a  paper  porporting  to  grant  a  mere  territorial 
right  to  the  use  of  a  trade-mark. 

In  thb  matter  of  the  petition  of  the  National  Chemical  Company 
that  certain  assignments  of  trade-mark  be  recorded  in  the  Patent 
Office. 

Meaere.  MUo  B.  Stevens  <b  Company  for  the  petitioner. 

Billings,  Amstant  Commdeaioner: 

This  is  a  petition  that  certain  trade-mark  assignments  be  rec(H*ded. 

It  appears  that  on  Fel»uary  29,  1908,  the  petitioner  filed  certain 
assignments  relating  to  a  trade-mark  registered  to  James  A.  Dacus, 
the  certificate  of  registration  being  No.  42,686,  and  dated  May  17, 
1901.  The  Chief  of  the  Assignment  Division  refused  to  record  these 
papfers  and  returned  them  to  the  petitioner.  These  assignments,  eight 
in  number,  are  filed  with  the  petition,  as  well  as  three  others  relating 
to  the  same  teide-mark. 

Of  these  papers  the  first,  which  is  cdgned  by  James  A.  Dacus,  pur- 
ports to  convey  to  certain  parties  named  therein  a  one-third  interest 
in  said  trade-mark  with  the  right  to  make  and  sell  the  article  to 
which  the  trade-mark  is  applied  in  any  State  east  of  the  lifissiasippi 
River,  and  to  sell  the  right  to  sell  State  and  county  rights  to  make 
ind  sell  the  article.  ^      _  Pooalp 
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Eight  of  the  remaining  papers,  some  of  which  are  signed  by  the 
parties  named  in  the  first,  purport  to  oonyey  the  interest  of  the 
parties  signing  the  same  in  the  trade-mark  to  the  petitioner,  together 
with  their  rights  under  the  same  and  their  good-will  and  the  rij^t 
to  use  the  trade-mark. 

The  other  two  papers  are  signed  by  an  officer  of  a  State  court  and 
purport  to  convey  to  each  of  the  parties  named  therein  a  one-sixth 
interest  in  the  trade-mark,  the  papers  stating  that  the  transfer  b 
made  by  order  of  the  court 

Section  10  of  the  Trade-Mark  Act  of  1906  is  as  follows: 

SuL  10.  That  erery  registered  trade-mark,  and  every  mark  for  the  reglstm- 
tlon  of  which  appUcatloo  has  beea  made^  together  with  the  appUcatlon  for 
registration  of  the  same,  abaU  be  assignable  in  connection  with  the  good-wttl  of 
the  bnalnesB  in  which  the  mark  Is  assd.  Snch  assignment  mast  be  by  an 
Instrument  in  writing  and  duly  acknowledged  according  to  the  laws  of  the 
coantry  or  State  in  which  the  same  is  executed;  snch  assignment  shall  be  TOid 
as  against  any  sabsequent  pnrdiaaer  for  a  yaluable  consideration,  without 
DoUee,  unless  it  is  recorded  in  the  Patent  Otilce  within  three  months  from 
date  thereof.   The  Commissioner  shall  keep  a  record  of  snch  assignments. 

Clearly  this  section  makes  a  ti*ade-mark  assignable  only  in  con- 
necti<ni  with  the  good-will  of  the  business  in  which  it  is  used,  and  it 
is  only  ^  such  "  an  assignment  that  the  Commissioner  is  directed  to 
record. 

The  paper  signed  by  James  A.  Dacus  does  not  purport  to  convey 
&e  good-will  of  the  business  and  for  that  reason  was  properly  held 
to  be  unrecordable. 

Furthermore^  this  paper  only  purports  to  convey  a  right  to  use  the 
mark  and  make  the  article  in  a  limited  territory  and  to  sell  to  others 
the  right  to  use  it  <m  goods  manufactured  by  them.  The  primary 
purpose  of  a  trade-mark  is  to  denote  ownership  or  origin.  If  the 
mark  is  used  by  various  persons  in  various  localities  on  goods  of 
their  individual  manufacture,  then  it  fails  to  accomplish  this  purpose. 

While  the  law  does  not  in  terms  forbid  the  recordation  of  such  an 
assignment,  it  is  believed  that  the  dear  intent  of  the  statute  is  that 
8Qch  assignment  should  not  be  recorded.  Section  2  provides  that  the 
applicant  fos  the  registration  of  a  mark  shall  make  oath  that  he  or 
the  firm  or  corporation  in  whose  bdialf  he  applies  is  the  owner  of 
the  mark  and  that  no  other  person,  firm,  or  corporation  has  the  right 
to  use  sudi  mark.  Section  10  provides  that  a  registered  mark  or  a 
mark  for  the  registration  of  which  application  has  been  made  shall 
be  assignable  in  connection  with  the  good-will  of  the  business  in 
which  it  is  used.  Taking  these  sections  together,  it  is  believed  that 
a  pap^  purporting  to  grant  a  mere  territorial  right  to  the  use  of  a 
mark  is  not  recordable. 

The  papers  signed  by  J.  H.  Evans  and  Elizabeth  J.  Evans,  by 
James  L.  Douglass  and  Eva  L.  Douglass,  by  H.  C.  Howard  and  S.  A. 
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Howard,  by  xC.  W.  Sanford  and  C.  P.  Simonton,  by  T.  J.  Dacus,  by 
William  R.  Howard  and  Eliza  Howard,  by  James  R.  Cothran  and 
Bertha  Cothran,  and  by  E.  W.  West  and  Pearl  Dacus  West  appear 
to  be  in  recordable  form  so  far  as  they  attempt  to  convey  their  good- 
will. Taking  these  papers,  however,  in  connection  with  the  paper 
signed  by  James  A.  Dacus,  it  is  evident  that  each  of  them  refers 
to  territorial  rights  and  neither  individually  nor  collectively  is  the 
good-will  of  the  business  in  which  the  mark  is  used  conveyed  thereby. 
For  this  reason  these  papers  are  not  recordable. 

The  two  papers 'signed  by  T.  Boyd,  a  master  in  chancery,  are  not 
recordable,  for  the  reason  that  they  do  not  purport  to  convey  the 
good-will  of  the  business  in  which  the  mark  is  used  and  for  the 
further  reason  that  they  do  not  suflSciently  identify  the  mark,  as 
they  do  not  give  the  number  of  the  certificate  of  registration  and  the 
date  thereof.    (Rule  63,  Trade-Mark  Rules.) 

The  petition  is  denied. 


Hewitt  v.  Weintraub. 

Decided  May  20,  1908. 
Id4  O.  O.,  1561. 

iNTElFXRXirOB— TESTIMONT— ADMldSIBlUTT     OF     TeSTIICONT     OiVXN     IH      PbIOB 
iHTXBrEBENCK. 

In  an  interference  between  H.  and  T.  a  witness  testified  to  certain  facts. 
Later,  In  an  interference  between  H.  and  W.,  he  denied  any  knowledge  of 
these  facts.  Held  that  T.  and  W.,  not  being  privies,  the  testimony  in  the 
former  interference  cannot  be  admitted  in  the  latter  except  for  the  purpose 
of  discrediting  the  witness. 

Appeal  from  Examiner  of  Interferences. 

IIKTHOD  OF  ELECTUOAL  TRANSMISSION. 

Mr.  Charles  A.  Terry  for  Hewitt.  {Mr.  George  H.  Stockhridge 
of  counsel.) 

Mr.  Albert  O.  Davis  for  Weintraub.  (Mr.  Alexander  D.  LurU 
of  counsel.) 

MooRE,  Commissioner: 

This  is  an  appeal  by  Hewitt  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  accept  the  deposition  of  Nelson  W.  Rogers, 
given  in  Interference  No.  24,689,  Hewitt  v.  ThoToas^  for  any  purpose 
other  than  to  discredit  his  testimony,  given  in  the  present  interfer- 
ence, and  from  that  portion  of  the  decision  granting  Weintraub's 
notion  to  buppi-ess  Exhibit  No.  20,  a  printed  copy  of /Hewittis  record 

igi  ize     y  g 
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in  Interference  No.  24,689;  also  questions  3  to  11  of  the  deposition 
of  CapeL 

It  appears  that  Rogers,  who  is  a  witness  called  in  behalf  of  Hewitt 
in  the  present  interference,  was  interrogated  in  respect  to  certain 
demonstrations  which  Hewitt  testified  were  made  on  December  24, 
1901,  at  Cooper  Union,  New  York  city,  and  at  which,  he  states,  he 
was  assisted  by  Rogers,  Rogers,  who  was  expected  to  corroborate 
Hewitt  in  respect  to  these  facts,  which  it  is  alleged  he  had  testified 
to  in  a  prior  interference,  Hewitt  v.  Thomas^  however,  disclaimed 
any  recollection  of  these  facts,  and  when  confronted  with  a  certified 
copy  of  his  testimony  in  the  prior  interference  still  alleged  that  he 
did  not  remember  any  of  the  facts  there  set  out.  It  appears  that 
at  the  time  he  was  alleged  to  have  testified  in  the  earlier  interference 
he  was  an  employee  of  HeXvitt,  but  has  since  left  his  employ  and  is 
hostile  to  him.  In  view  of  these  circumstances  the  Examiner  of 
Interferences  admitted  the  certified  copy  of  his  testimony  in  the 
earlier  interference  for  the  purpose  of  discrediting  his  testimony  in 
the  present  interference,  but  did  not  admit  such  testimony  for  all 
purposes. 

It  is  contended  in  behalf  of  Hewitt  that  since  Rogers  was  called 
as  a  witness  in  the  present  interference  and  was  susceptible  to  cross- 
examination  by  the  adverse  party  his  deposition  in  the  earlier  inter- 
ference should  be  admitted  for  all  purposes  under  the  provisions  of 
Rule  157,  which  reads  in  part  as  follows : 

Upon  motion  duly  made  and  granted  (see  Rule  153)  testimony  taken  in  an 
interference  proceeding  may  be  used  In  any  other  or  subsequent  interference 
proceeding,  so  fiir  aa  relevant  and  material,  subject,  however,  to  the  right  of 
any  contesting  party  to  recall  witneBses  whose  depositions  have  been  taken, 
and  to  take  other  testimony  in  rebnttal  of  the  depositions. 

It  is  pointed  out  that  the  terms  of  this  rule  are  suflSciently  broad 
to  admit  the  testimony  of  witnesses  in  another  proceeding  between 
parties  who  are  not  the  same  or  privy  in  interest  as  those  in  the  pro- 
ceeding in  which  it  is  sought  to  enter  this  testimony.  This  contention 
is  not  believed  to  be  well  founded.  The  well-settled  rule  in  the  court 
of  equity  as  to  the  admission  of  testimony  is  that  a  deposition  taken 
in  one  proceeding  may  not  be  introduced  in  another  suit  as  a  substi- 
tute for  the  oral  testimony  of  witnesses  against  one  who  is  not  a 
party  thereto,  nor  a  privy  to  such  party,  to  prove  any  fact  except 
the  pendency  of  the  proceeding  in  which  it. was  used.  {American 
and  English  Encyclopedia  of  Law^  2d  edition,  vol.  9,  p.  359 ;  Wiff- 
more  an  EvidencCy  vol.  2,  p.  1727;  Rutherford  v.  Geddes,  71  U.  S., 
220;  Tappan  v.  Beardsley,  77  U.  S.,  427.) 

Rule  159  of  the  Rules  of  Practice  in  the  United  States  Patent  Office 
provides  that  the  established  rules  of  evidence  should  be  applied 
strictly  to  all  practice  before  the  Patent  Office.  There  is  no  reason 
for  fireater  leniencv  in  the  manner  of  Droducinsr  evidience  in  interf er- 
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ence  cases  than  in  any  proceeding  before  a  court  of  equity.  The  fact 
that  a  party  has  an  opportunity  to  cross-examine  a  witness  in  respect 
to  his  former  testimony,  given  in  a  different  proceeding,  to  which 
such  person  is  not  a  party,  is  not  sufficient  to  warrant  the  introduction 
of  such  testimony,  since  the  circumstances  attending  the  examination 
must  necessarily  be  different,  the  same  means  for  confirming  or  con- 
tradicting the  testimony  of  such  witnesses  not  ordinarily  being  avail- 
able at  the  time  the  later  deposition  is  taken.  It  is  therefore  apparent 
that  the  only  purpose  for  which  Bogers's  deposition  could  be  ad- 
mitted in  this  case  is  for  the  purpose  of  discrediting  his  testimony 
in  the  prior  interference  under  exception  to  the  above  rule  made 
where  a  witness  after  being  called  is  proved  to  be  hostile  to  the  party 
by  whom  he  is  subpcenaed.  (Tacoma  Ry.  dk  Power  Company  v. 
HaySj  110  Fed.  Rep.,  496,  and  cases  cited  therein.) 

The  questions  and  answers  of  the  deposition  of  Capel,  Nos.  8  to  11, 
refer  entirely  to  the  taking  of  testimony  in  the  Hewitt  v.  Thonuu 
interference  and  to  the  introduction  of  the  record  of  that  proceeding 
in  this  case.  For  the  reasons  stated  by  the  Examiner  of  Interfer- 
ences this  matter  is  thought  to  be  irrelevant  to  the  present  issue. 

The  decision  of  the  Examiner  of  Interferences  admitting  Rogers^s 
deposition  in  the  interference  of  Hewitt  v.  Thomas^  for  the  purpose 
of  discrediting  his  testimony  in  the  present  case  alone  and  suppressing 
the  printed  copy  of  Hewitf^i  record  in  Interference  No.  Hfi89  and 
the  portion  of  CapeVs  testimony  referred  to^  is  right  and  is  affirmed. 


Ex  PASTE  Barclay  and  Babct^at. 

APPUGATION  FOR  BROISTRATION  OF  TRADB-MARK, 

Decided  May  22.  1908. 

184  O.  O.,  1662. 

Tbadk-Mabks— AcnoN  or  Bzamineb  Refusing  to  Rbgisteb  ▲  Mask  Not  R>- 

YJEWABLE  OR  PlTmON. 

The  action  of  the  Examiner  of  Trade-Biarks  objecting  to  tbe  spedmenfl 
filed,  npon  the  gronnd  that  they  do  not  show  the  nae  of  the  mark  claimed 
as  a  trade-ipark,  constitnteB  a  refnsal  to  register  the  mark,  which  is  re- 
viewable upon  appeal  and  not  upon  petition. 

On  Petition. 

TBADK-lf  ARK   FOB   MEDICATED  PBEPAEATIOlf   flOli  THE   RAJR.   80ALP,   ARD   SKZR, 

Messrs.  Julian  0.  DoweU  <6  Son  for  the  applicants. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
objecting  to  the  specimens  filed,  upon  the  ground  that  they  do  not 
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show  the  use  of  the  mark  claimed  as  a  trade-mark.  The  specimens 
filed  contain  a  fanciful  picture  over  which  appears  the  words  ^'  Trico- 
teroy  O.  Sea  Compuesto  Medicado,  Del  Professor  Alejandro  0. 
Barry,"  and  beneath  it  is  a  legend  in  Spanish  which,  as  freely  trans- 
lated by  the  Examiner,  is  in  part  as  follows: 

Siperl€Dce  bas  proved  that  '*  Tricofero  de  Barry  **  Is  as  efflcacioaB  for  the  cure 
of  aU  external  affectiooB  as  llnimeats  and  mba  Tricofero  almost  infallibly  pre- 
Berves  and  renews  the  hair,  removes  all  the  impurities  of  the  cranium,  cures 
the  inllrmitieB  of  the  hair  and  reduces  aU  dasses  of  tumors  and  inflammation, 
whether  produced  by  accident  or  other  causes.  ^^ 

The  trade-mark  sought  to  be  registered,  "Tricofero  de  Barry," 
only  appears  on  the  specimen  submitted  in  the  subject-matter  above 
quoted.  The  record  shows  that  the  Examiner  repeatedly  objected  to 
^eee  specimens  as  pot  showing  the  use  of  the  words  "  Tricofero  de 
Barry  "  as  a  trade-mark.  In  response  to  these  objections  the  appli- 
cant submitted  in  connection  with  a  communication  dated  April  7, 
1908— 

Specimens  of  adTertisIng  which  sliow  that  '*  Tricofero  de  Barry  "  is  the  name 
under  which  the  preparation  is  known  and  sold  in  Spanish-American  countries. 

The  Examiner  also  refused  to  accept  these  alleged  specimens  as 
properly  disclosing  the  use  of  the  trade-mark. 

Section  1  of  the  Trade-Mark  Act  of  February  20,  1906,  requires 
that  in  connecticm  with  the  statement  forming  a  part  of  the  applica* 
ti<m  for  the  registration  of  a  trade-mark  the  applicant  shall  file  a 
drawing  of  the  trade-mark  signed  by  the  applicant  or  his  attorney— 

and  wash  number  of  specimens  of  the  trade-mark,  as  actually  used;  as  may 
be  required  by  the  Commissioner  of  Patents. 

Bnle  22  of  the  Trade-Mark  Bules,  which  were  promulgated  August 
1, 1906,  requires  that— 

fire  qpedmens  (or  fiicsimiles,  when,  from  the  mode  of  applying  or  affixing 
(he  trade-mark  to  the  goods,  specimens  cannot  be  furnished)  of  the  trade- 
mark as  actually  used  upon  the  goods— 

and — 

•  drawing  of  the  trade-mark  which  shall  be  a  facsimile  Of  the  same  as 
•ctnaUy  used  upon  thef  goods- 
shall  be  filed  with  each  application. 

It  is  urged  in  behalf  of  petitioner  that  there  is  no  legal  authority 
for  objecting  to  the  specimens,  providing  the  applicant  has  filed 
spedmens  showing  tl^e  mark  claimed  as  actually  used,  and  the  case 
m  re  Standard  Underground  Cable  Company ^  C.  D.,  1906,  687;  123 
0.  G.,  656,)  is  cited  in  support  of  this  contention.  In  that  case  an 
appeal  was  taken  to  the  Court  of  Appeals  of  the  District  of  Columbia 
from  the  decision  of  the  Commissioner  of  Patents  refusing  the  regis- 
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tration.  of  a  trade-mark  upon  the  ground  that  the  mark  shown  and 
described  in  the  application  was  not  the  mark  which  was  used  upon 
the  goods.  The  specimens  showed  the  word  ^' Eclipse'^  printed 
upon  a  dark  background  representing  a  partial  solar  eclipse  and 
underneath  this  dark  background  the  words  ^^  Black  Core."  The 
drawing  furnished  as  a  part  of  the  application  showed  only  the 
word  ^^Edipse."  In  the  consideration  of  that  case  the  Court  said 
in  part: 

An  ezaminatloii  of  so  much  of  the  Trade-Mark  Act  of  1906  as  la  pertinent 
to  tbe  qneation  under  consideration  diflcloaea  that  tlie  applicant  is  required 
to  fomlali,  among  other  thinga,  a  drawing  of  the  trade-mark.  In  addition 
he  is  obliged,  if  required  by  the  Oonmiiflaloner  of  Patent^  to  furnish  such 
a  number  of  specimens  of  the  trade-mark  as  actually  used  aa  may  be  called 
for.  If  none  are  called  for  he  need  furnish  none.  If  none  are  required  his 
trade-mark  eertiflcate  wm  issue,  and  the  yalidity  of  Its  registry  cannot  be 
invalidated  fbr  that  reason. 

onie  act  is  sUent  as  to  the  use  to  which  the  specimens  are  to  be  put  The 
drawing  is  manifestly  to  be  furnished  for  photoUthographic  purposes.  It 
may  be  that  the  specimens  may  be  required  for  the  purpose  of  showing  that 
the  mark  luis  actually  been  used,  how  affixed  to  the  goodl^  and  that  the 
claimed  mark  actually  appears  upon  the  specimens  furnished.  It  does  not 
seem  to  us  that  it  is  to  be  presumed  that  the  specimens  are  to  be  fumislied 
in  order  that  the  Commissioner  of  Patents  may  pass  upon  the  question  as 
to  how  much  of  the  matter  which  appears  upon  the  specimens  constitutes 
the  mark.  Nowhere  in  the  act  do  we  ilnd  any  power  vested  in  the  Oom- 
missloner  of  Patents  to  decide  tor  the  applicant  the  scope  of  his  claimed 
trade-mark.  The  Oommlssl<mer  Is  vested  with  power  to  determine^  in  the 
first  instance,  whether  the  mark  as  described,  shown  and  claimed,  is  subject 
to  aniroprlation  by  the  applicant  and  may  satisfy  himself  as  to  whether 
the  trade-mark  has  been  actually  used  In  interstate  or  fbreign  commerce. 

It  is  evident  from  the  statement  of  the  court  above  quoted  that 
the  Commissioner  is  vested  with  power  to  determine  in  the  first 
instance — 

whether  the  trade-mark  has  been  actually  used  in  interstate  and  foreign 
commerce—' 

audit  is  obviously  within  the  power  of  the  Examiner  of  Trade-Marks 
to  determine  from  actual  inspection  of  the  specimens  presented  as 
a  part  of  the  application  for  registration  whether  an  actual  use 
of  a  trade-mark  has  been  established.  If  he  is  of  the  opinion  that 
the  specimens  do  not  disclose  an  actual  use  of  the  trade-mark  by 
the  applicant,  it  is  within  his  authority  to  refuse  registration  for 
that  reason  and  for  any  other  reason  which  constitutes  a  bar  to  the 
registration  of  the  trade-mark  claimed.  The  want  of  actual  use  of  a 
trade-mark  by  an  applicant  is  ground  for  rejection,  and  the  action  of 
the  Examiner  refusing  to  register  a  trade-mark  for  this  reason  is 
one  which  is  reviewable  upon  appeal  and  not  upon  petition. 
The  peiUian  U  dUmiased. 
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Ex  PASis  Thb  Amkbioak  WBiN<aai  Cohpant* 

AFIUOATIOK  FOB  BIOISTRATIOK  OF  TBAOB-MABX. 

Decided  May  25, 1908. 
1S4  O.  G^  1806. 

TkAj»-lffASK9— Publication. 

Tbe  an«>tl<m  wlietiMr  any  rabstantlal  dumge  lias  ben  made  bj  amoWI- 
Bwnt  after  poblicatloii  in  Uie  daas  of  goods  itatad  In  an  appUcatloD  for 
reglatratlon  which  warrants  a  republication  of  the  marie  is  one  which 
ahoold  be  left  to  the  discretion  of  the  Bzaminer  of  Trade-Marlci. 

Oh  Petition. 

TBADB-MABK  lOB  BUBBBSrBOLL  OLOTBfeS-WauroaBSL 

Mr.  Frank  O.  Somes  for  the  applicant 

Hoots,  Oammieeumer: 

This  is  a  petition  that  an  order  of  the  Examiner  of  Trade-Marks 
for  republication  of  this  trade-mark  be  canceled  and  the  case  passed 
toissae. 

The  record  shows  that  this  mark  was  published  in  the  Ofeioial 
Oaqbttb  of  September  24, 1907,  and  that  in  such  publication  ^  clothes- 
wringers  ^  was  given  as  (he  particular  description  of  the  goods  upon 
which  it  was  used.  An  opposition  was  filed  and  an  opposition  pro- 
ceeding instituted,  which  was  subsequenUy  dismissed  in  view  of  a 
stipulaticm  and  an  amendment  limiting  the  application  to  ^^  rubber- 
roll  clothes-wringers.'^  The  Examiner  of  Trade-Marks  held  that 
this  amendment  changed  the  particular  description  of  the  goods  upon 
which  the  mark  was  used  and  ordered  the  mark  republished  in  the 
OmciAL  Oazbttb. 

Appellant  contends  that  the  above-mentioned  change  in  the  goods 
18  one  of  form  and  not  of  substance,  or  at  most  is  in  the  nature  of  a 
restriction  of  the  goods  and  was  included  in  the  original  publication; 
also  that  a  new  publication  and  a  reopening  of  the  ctoe  to  opposition 
is  unwarranted  by  law. 

The  latter  contention  is  believed  to  be  untenable.  The  Trade-Mark 
Act  provides  (sec  6)  that — 

the  Cominlssloner  dian  cause  the  mark  to  be  published  at  least  once  in  the 
OmciAi.  Oasbits  of  tiie  Patent  Ofllce— 

and  (hat  a  notice  of  opposition  may  be  filed  ^  within  thirty  days 
after  the  publication  of  the  mark.''  This  act  leaves  it  to  the  discre- 
tion of  the  Commissioner  whether  the  mark  shall  be  republished. 
It  clearly  gives  him  authority  to  publish  it  more  than  once. 
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The  questicm  of  whether  any  substantial  change  has  be«i  made  in 
the  class  of  goods  or  such  a  change  as  to  warrant  republication  is  one 
that  should  be  left  to  the  discretion  of  the  Examiner  of  Trade-Marks. 
He  is  an  official  peculiarly  fitted  by  experience  to  pass  upon  this 
question,  and  it  is  conducive  to  good  and  uniform  practice  that  his 
decision  upon  this  matter  should  be  final,  as  in  the  case  with  his 
decisions  regarding  the  question  of  the  classification  of  applications 
for  the  registration  of  trade-marks.  {Ex  parte  Nestle  and  Anglo- 
Stoiss  Condensed  MUk  Company,  C.  D.,  1907,  2^7;  129  O.  G.,  8100.) 

The  petition  is  accordingly  dismissed. 


EliUS  V.  SCHBOEDER  V^  AlLEN. 
PATENT  INTEBFERENGB. 

Decided  June  S,  1908. 

134  O.  O.,  1808. 

Intebfeibnce — Motion  to  Dissolys — TsAirsifissioir. 

A  motion  to  dissolve  filed  late  and  based  on  alleged  admiSBions  in  a 
motion  filed  by  the  opposing  party  wiU  not  be  transmitted. 

Appeal  on  Motion. 

PAINT  AND  TABinSH  BBICOVER. 

Messrs.  Duncan  A  Duncan  for  Ellis. 
Messrs.  Steuart  dk  Steuart  for  Schroeder. 
Messrs.  Parker  A  Burton  for  Allen. 

MooRE,  Commissioner: 

This  is  an  appeal  by  Allen  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  filed  by  the 
appellant. 

The  record  shows  that  the  preliminary  statements  in  this  case 
w'ere  approved  January  24,  IOCS,  and  that  the  present  motion  was 
not  filed  until  April  27,  1908,  which  was  long  after  the  expiration  of 
the  period  of  thirty  days  allowed  by  Rule  122  for  the  filing  of  pre- 
liminary statements.  The  Examiner  of  Interferences  held  that  there 
was  no  sufficient  excuse  for  the  delay  in  bringing  the  motion  and 
also  that  the  subject-matter  of  the  motion  was  not  such  as  would 
warrant  its  transmission. 

Allen's  motion  to  dissolve  alleges  that  Schroeder  has  no  right  to 
make  the  claim  in  issue,  and  this  allegation  is  based  upon  supposed 
admissions  in  a  motion  for  dissolution  filed  by  Schroeder  on  April 
17,  1908,  and  certain  affidavits  to  the  effect  that  the  issue  is  not  pat- 
entable to  him. 
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The  record  shows  that  Schroeder's  motion  to  dissolve  was  denied 
.transmission  April  24,  1908,  and  that  no  appeal  was  taken  within 
the  limit  set  It  is  urged  in  behalf  of  Allen  that  the  delay  in  bring- 
ing  the  present  motion  is  excused  by  the  fact  that  until  Sehroeder's 
motion  was  filed  he  had  no  knowledge  of  this  alleged  admission. 
The  Examiner  of  Interferences  held  that  the  present  motion  should 
be  denied  for  the  reason  that  the  alleged  admission  in  the  motion  of 
Schroeder  and  the  affidavits  accompanying  the  same  correspond  in 
effect  to  alleged  concessions  by  a  party  in  his  testimony  and  form 
no  basis  for  a  motion  for  dissolution.  The  conclusion  of  the  Ex- 
tminer  of  Interferences  upon  this  point  is  clearly  right  A  motion 
for  di8Boluti<m  should  not  be  based  upon  testimony,  affidavits,  or 
other  actions  of  an  adverse  party  filed  after  the  approval  of  the 
preliminary  statements  and  which,  if  accepted  by  the  Office,  may 
fonn  grounds  for  judgment  of  priority.  {SuUivan  v.  Thomson^ 
C  D.,  1901,  21;  94  O.  Q.,  686;  Paget  v.  Bugg,  C.  D.,  1899,  214;  89 
0,  a,  1842 ;  Felba  v.  OUver,  C.  D.,  1900, 160 ;  92  O.  Q.,  2889 ;  Winton 
▼.  Jeferyj  C.  D.,  1904,  886;  112  O.  O.,  600.)  In  the  present  case  the 
alleged  admission  of  Schroeder  was  refused  acceptance  by  the  Exam- 
iner of  Interferences,  and  his  decision  has  become  final  by  the  expira- 
tion of  the  limit  of  appeal  therefrom. 

In  view  of  these  circumstances  Allen's  motion  has  no  standing, 
irrespective  of  the  question  of  delay  in  bringing  the  same. 

The  decision  of  the  Emaminer  of  Interfereneee  i$  right  and  i$ 
(ffifmed* 

Yoxmo  V.  TowNSBND  V.  Thullbn* 

PATENT   IMTBKFEREXGB. 
Decided  May  18,  1908. 
184  O.  G^  1804. 
— BxjVDWK  or  Pioor — ^Discbetion  op  the  ExAUfiisB  or  Tntbs- 


It  Is  well  settled  that  the  question  of  placing  the  burden  of  proof  rests 
In  the  discretion  of  the  Examiner  of  Interferences,  and  his  decision  on  a 
motion  to  shift  the  burden  of  proof  will  be  reviewed  only  in  a  clear  case 
of  an  abuse  of  tliat  discretion. 

On  PETrnoN. 

BAIL  WAT  SIGNALING  STSTBIC. 

Mr.  Oeorge  H,  Benjamin  and  Mr.  Eugene  O.  Brown  for  Young. 
Mr.  George  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Townsend. 
Mr.  WiUiam  L.  Pierce  and  Mr.  George  E.  Cruse  for  ThuUen. 

BiLUNGS,  Assistant  Commissioner: 

This  case  comes  up  on  a  petition  by  Young  filed  April  6,  1908, 
that  the  Cknnmissioner  exercise  his  supervisory  authority  and  review 
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the  decision  of  the  Examiner  of  Interfereaoes  rwdered  March  26, 
19O89  in  which  the  order  of  the  parties  was  changed,  making  Thull^i. 
the  senior  party. 

It  appears  that  in  the  letter  of  March  19,  1908,  setting  times  for 
taking  testimcmy,  Young  was  made  the  senior  party,  by  rensoa  of 
the  fact  that  his  application  now  involved  in  the  interference  was  a 
continuati(m  of  an  application  filed  prior  to  Thullen's  application 
involved  in  the  interference.  Attention  was  called  to  the  fact  that 
ThuUen's  application  is  a  renewal  of  an  application  filed  prior  to 
Young's  original  applicaticm,  and  on  March  26,  1908,  times  were 
reset  making  ThuUen  the  senior  party. 

The  attorney  for  Young  filed  a  letter  alleging  that  this  was  an 
error,  by  reason  of  the  fact  that  at  the  time  Young's  later  applica-** 
tion  was  filed  Thullen's  application  was  forfeited. 

On  April  4th  the  Examiner  of  Interferences  pointed  out  why,  in 
his  opinion,  his  action  in  setting  times  for  taking  testimony  was 
right  and  also  made  the  following  statement: 

If  the  attorney  for  Young  Is  of  tbe  opinion  tliat  the  practice  is  not  In  ac- 
cordance with  the  decisions  which  he  cited  his  remedy  should  he  sought  in  a 
motion  to  shift  the  harden  of  proof. 

This  is  clearly  a  correct  statement  of  the  proper  practice.  It  is 
well  settled  that  the  question  of  placing  the  burden  of  proof  rests 
largely  in  the  discretion  of  the  Examiner  of  Interferences,  and  his 
decision  on  a  motion  to  shift  the  burden  of  proof  will  be  reviewed 
only  in  a  clear  case  of  an  abuse  of  that  discretion.  Certainly  his  ac- 
tion  will  not  be  reviewed  where  no  such  motion  has  been  brought. 

The  petition  i$  dismissed. 

McKeen  v.  Jerdonb. 

PATENT  INTEBFERENGB* 

Decided  May  S,  1908. 
1S4  O.  G.,  2027. 

iKTSBFnSNOE— AfPBAI.   FILB>   AnSB   BXFIAATION   OF   LIMIT   OF   APPEAL — ^WhSR 

Bntebtained. 
An  appeal  filed  after  the  expiration  of  the  limit  of  appeal  wiU  be  enter- 
tained 00I7  In  verj  nnusnal  and  extraordinary  drcumstancea. 

Ok  Motion. 

CAB  STBUOTUMB. 

Messrs.  DueU,  Warfield  dk  DueU  for  McKeen. 
Messrs.  Mason^  Fenwick  <6  Lawrence  for  Jerdone. 

MooBE,  Commissioner: 

This  is  a  motion  by  Jerdone  that  his  appeal  fnMn  the  decinon  of 
the  Examiner  of  Interferences  may  be  entertained  and  considered  as 
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though  filed  within  the  limit  of  appeal  fixed  by  the  Examiner  of 
Interferences. 

The  decision  of  the  Examiner  of  Interferences  awarded  priority  of 
invention  in  favor  of  McKeen  upon  a  portion  of  the  counts  of  the 
issae  and  in  favor  of  Jerdone  upon  the  remaining  counts  and  fixed 
April  8,  1908,  as  the  limit  of  appeal.  McKeen  filed  an  appeal  on 
April  3,  1908,  from  the  portion  of  the  decision  adverse  to  him.  Jer- 
doners  appeal  was  filed  on  April  4, 1908,  one  day  after  the  expiration 
of  the  limit  of  appeal.  Accompanying  the  motion  is  the  affidavit  of 
Jerdone,  in  which  he  states  that  unmediately  upon  becoming  ac- 
quainted with  the  decision  of  the  Examiner  of  Interferences  he 
determined  to  appeal  and  so  advised  his  attorneys,  but  that  he  was 
out  of  employment,  had  exhausted  his  resources,  and  was  unable  to 
borrow  the  necessary  fee  for  this  appeal  until  after  the  expiration  of 
the  limit  of  appeal. 

It  seems  rather  remarkable  that  Jerdone  should  have  been  unable 
to  procure  the  necessary  fee  for  the  appeal  during  the  twenty-day 
limit  of  appeal  and  should  have  succeeded  in  doing  so  unmediately 
upon  learning  of  the  appeal  filed  by  his  adversary. 

The  practice  is  well  established  that  an  appeal  filed  after  the  expi- 
ration of  the  limit  of  appeal  will  be  entertained  only  in  very  unusual 
and  extraordinary  circumstances.  {Briggs  v.  Conley,  C.  D.,  1903, 
158;  104  O.  G.,  1119;  Blackman  v.  Alexander,  C.  D.,  1903,  288;  105 
0.  G.,  2059;  Kletzker  and  Ooeael  v.  Dodson,  C.  D.,  1904,  100;  109 
0.  a,  1886;  Greater  v.  Mathieu,  C.  D.,  1904,  278;  112  O.  G.,  253; 
Gerdom  v.  Ehrhardt,  C.  D.,  1905,  163;  116  O.  G.,  695;  Briaaenden  v. 
Roeich,  C.  D.,  1905,  440;  118  O.  G.,  2253;  Townsend  v.  Ehret,  C.  D., 
1906,  606;  125  O.  G.,  2051;  Wemelmann  and  OverhoU,  C.  D.,  1906, 
536;  123  O.  G.,  995.)  In  the  last  case  cited  the  Commissioner  refused 
to  admit  an  appeal  although  filed  only  two  days  after  the  expiration 
of  the  limit  of  appeal.  The  party  then  attempted  to  appeal  the 
matter  to  the  Secretary  of'  the  Interior,  who  held  that  the  question 
presented  was  one  for  the  discretion  of  the  Commissioner  of  Patents, 
and  inasmuch  as  no  abuse  of  discretion  was  shown  he  would  decline 
to  entertain  the  appeal.- 

In  the  case  of  Blackman  v.  Alexander,  aujna,  the  Commissioner 
said: 

It  may  be  said  here  tliat  the  limit  of  appeal  fixed  by  the  Office  will  not  ordi- 
narily be  extended  to  include  an  appeal  filed  too  late.  It  is  only  under  very 
uiiuiial  and  exceptional  circumstances  that  such  an  extension  wiU  be  granted. 
{Brigg9  T.  Oofdey,  C.  D.,  1903,  15S;  104  O.  G.,  1119.)  The  right  of  appeal  does 
not  stand  upon  the  siiuie  footing  as  the  right  to  a  hearing  and  decision  in  the 
first  instance.  After  a  party  has  obtained  a  full  and  careful  decision  by  one 
tribimal  upon  the  merits  of  his  case  he  must  ordinarily  comply  strictly  with  the 
nles  in  order  to  hare  that  decision  reviewed  by  an  appellate  tribunal* 
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It  is  not  thought  that  such  ^^  unusual  and  extraordinary  circum- 
stances "  are  presented  in  this  case  as  to  warrant  a  departure  from  the 
general  rule  stated  above. 

It  was  urged  by  counsel  for  McKeen  that  under  the  rulings  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  AUen  ▼.  United 
States  em  reL  Lowry,  (C.  D.,  1905,  648;  116  O.  G.,  2258,)  and  in 
United  States^  ex  rel,  Newcomh  Motor  Company^  v.  Moare^  {post^ 
832;  138  O.  G.,  1680,)  the  Commissioner  is  without  authority  to 
grant  Jerdone's  motion.  It  is  not  thought  that  these  decisions  sup- 
port this  contention  or  are  applicable  to  a  case  of  this  kind.  How- 
ever, in  view  of  the  holding  supra — ^that  Jerdone  has  not  shown  such 
circumstances  as  would  warrant  entertaining  the  appeal — ^it  is.unneo- 
essary  to  further  consider  this  contention. 

The  motion  is  denied. 


Ex  PARTE  White. 

APPLICATION  FOB  A  PATENT. 
Decided  June  4«  i908. 

134  O.  G.,  2027. 

Pbacticb— -Descbiftioit. 

Where  the  meaning  of  a  phrase  used^y  an  applicant  Is  clear,  no  reaaon 
exists  for  delaying  the  prosecution  of  the  case  by  insisting  upon  merely 
formal  changes  in  the  language  used. 

On  Petition. 

BOOK-SUASHIKO   MACHINE. 

BiessTS.  PhUippy  Sawyer ^  Rice  A  Kennedy  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  objecting  to  the 
expression  ^'  toggle  made  and  broken,"  occurring  on  page  11  of  the 
specification.  The  Examiner  in  his  statement  contends  that  this  ex- 
pression is  inaccurate  and  does  not  properly  describe  the  operation 
ordinarily  known  as  "  straightening  a  toggle." 

It  is  the  well-settled  policy  of  the  Office  to  permit  an  applicant  to 
select  his  own  terms  of  reference,  so  long  as  their  use  does  not  lend 
to  ambiguity.  {Ex  parte  UoUis,  C.  D.,  1899,  10;  86  O.  G.,  489;  ex 
parte  Welch,  C.  D.,  1905, 186;  116  O.  G.,  1850.) 

In  the  present  case  the  full  text  referred  to  is  as  follows: 

The  operating  means  for  the  toggle  may  also  he  varied  within  wide  Umtta, 
but  in  the  best  constructions  the  toggle  will  be  made  and  MiQken  bs  a  slotted 
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arm  radi  as  Ulmtrated  at  84,  this  ami  being  preferably  formed  In  one  piece 
with  tiie  sbort  arm  of  tbe  toggle.  The  slot  In  this  arm  84  is  engaged  by  a  roller 
85  moonted  on  tbe  gear  24  before  referred  to.  It  is  apparent  that  by  this  con- 
stmctlQn  the  toggle  will  be  made  and  broken  for  each  reyolution  of  this  gear  24. 

It  is  obvious  that  no  misoonstruction  could  occur  from  a  reading 
of  the  terms  ^  made  and  broken  "  in  connection  with  the  context.  On 
the  contrary,  the  meaning  of  the  phrase  as  used  by  the  applicant  is 
quite  dear.  Where  the  meaning  of  an  expression  is  dear,  no  reason 
exists  for  delaying  the  prosecution  of  a  case  by  insisting  upon  merely 
formal  changes  in  the  language  used.  The  specification  of  a  patent 
is  directed  to  perscms  skilled  in  the  art,  and  it  is  sufficient  if  the  terms 
used  in  the  specification  are  such  as  may  be  readily  understood  by 
those  to  whom  it  is  addressed. 

The  Examiner  calls  attention  to  an  objectionable  phrase  (^^  beyond 
the  back  ")  occurring  in  daims  89, 40,  and  42.  It  is  understood,  how- 
ever, that  this  objection  will  be  corrected  in  the  same  manner  as  has 
ahready  been  done  in  several  preceding  claims. 

The  petition  ia  granted. 


Ex  PARTE  SaTZUAN  &  FoRMAN. 
APPLICATION  POR  RE61STRATI0K  OP.  TRADE-MARK. 

DeMed  AprU  t,  1908. 

184  O.  G.,  2248. 
TkASB-lfAaKS— AlmciPATioir. 

A  trade-mark  comprising  the  representation  of  an  eagle  standing  on  a 
rock  and  having  on  its  breast  a  panel  with  "  14  K  "  thereon  is  not  regis- 
trable over  the  prior  registration  for  goods  of  the  same  descriptive  proper- 
ties of  two  marks  the  essential  feature  of  each  of  which  is  the  represen- 
tation of  an  eagle. 

On  Appeal. 

TSAOB-MAaK  VOS  GOU)  OHAXITS  AKD  BRACELETS. 

Mr.  Alexander  H.  Kaminahy  for  the  applicant 

HooRE,  Gommiasioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  to  register 
a  trade-mark  daimed  by  this  applicant,  which  comprises  the  repre- 
sentation of  an  eagle  standing  on  a  rock  and  having  on  its  breast 
a  square  panel  bearing  the  numerals  and  letter  "  14  K,"  for  gold 
diains  and  bracelets  Registration  was  refused  in  view  of  the  regis- 
tered trade-mark  to  Waits,  Mathewson  &  Co.,  No.  12,807,  November 
24,  1885,  in  which  the  essential  fcf&tures  of  the  trade-mark  are  de- 
scribed as  "  the  representation  of  an  eagle  with  a  locket  suspended 
from  the  bill,''  for  lockets,  bracelets,  and  lace-pins,  and  also^upon  the 
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trade-mark  registered  by  Henry  Alkan,  No.  26,7679  January  1,  1895, 
which  is  described 


tbe  representation  of  a  spread  eagle  carrying  in  its  talons  a  ring  mounted  with 
a  precious  stone, 

for  rings  and  other  articles  of — 

Jewelry  of  yarious  descriptions,  diamonds,  and  other  precious  stones. 

There  appears  to  be  no  doubt  that  the  trade-mark  of  the  applicant 
is  used  upon  goods  of  the  same  descriptive  properties  as  those  set 
forth  in  the  registrations  cited,  and  the  sole  question  to  be  determined 
is  whether  the  trade-mark  of  the  applicant  so  nearly  resembles  the 
registered  marks  as  to  be  likely  to  cause  confusion  or  mistake  in  the 
mind  of  the  public  or  deceive  purchasers. 

The  salient  feature  of  each  of  the  marks  is  clearly  the  representa- 
tion o^"  an  eagle,  and  no  doubt  the  goods  upon  which  these  marks 
are  used  would  generally  be  known  as  the  ^^ Eagle"  brand.  The 
various  accessories  illustrated  in  the  several  nuirks  are  not  deemed 
such  as  would  serve  to  distinguish  the  marks  from  one  another  in  the 
mind  of  the  ordinary  purchaser.  In  the  case  of  McLean  v.  Fleming 
(C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245)  the  Court  said: 

What  degree  of  resemblance  is  necessary  to  constitute  an  infringement  Is 
incapal>Ie  of  exact  definition,  as  applicable  to  aU  cases.  All  that  courts  of  Jus- 
tice can  do,  in  that  regard,  is  to  say  that  no  trader  can  adopt  a  trade-mark 
BO  resembling  that  of  another  trader,  as  that  ordinary  purchasers,  buying  with 
ordinary  caution,  are  likely  to  be  misled. 

In  the  recent  case  in  re  Indian  Portland  Cement  Co.^  decided 
by  the  Court  of  Appeals  of  the  District  of  Columbia  post^  361 ;  134 
O.  G.,  578;  the  trade-mark  comprising  an  Indian's  head  shown  in 
profile  with  a  conventional  feather  head-dress  within  a  circle,  sur- 
rounded by  the  words  "  Indian  Portland  Cement  Co.,  Neode^a, 
Kansas,"  was  refused  registration  in  view  of  a  prior  trade-mark, 
which  was  described  as — 
the  representation  of  an  Indian's  head  with  a  feather  head-dress. 

In  the  latter  mark  a  front  view  of  the  Indian's  head  was  shown. 
In  that  case  the  Court  said : 

While  a  compnrlBon  of  the  two  marks  as  represented  shows  differ^ice  in 
details,  the  feature  of  each  is  a  conventional  Indian  head,  calculated  to  make 
the  nuinuf  act  urea  on  wliloh  they  are  used  known  to  the  public  as  Indian-head 
cement.  We  ngree  with  the  ComniisHlouer  that  the  resemblance  is  such  as  to 
produce  the  confusion  in  trade  which  it  is  the  object  of  the  Trade-Mark  Act 
to  prevent. 

Since  in  the  present  case  the  eagle  is  the  predominating  feature 
of  the  mark  and  suggests  the  name  by  which  the  merchandise  of  the 
applicant  Avould  be  known  to  the  public,  and  as  the  repi^esentation  of 
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an  eagle  is  the  essential  feature  of  each  of  the  registered  marks,  it 
is  held  that  the  applicant's  mark  so  nearly  resembles  the  registered 
trade-marks  cited  as  to  be  likely  to  cause  confusion  in  the  mind  of 
the  public  and  to  deceive  purchasers. 
The  decision  of  the  Eaaminer  is  affirmed. 


BaTMOND  v.   KiTSELMAN  V,   SOMMER,   SOMMEB,  SOMMER,  AND 
SOMMEE  V.   ClAUDIN. 

PATENT  INTERraHENCB. 

Decided  June  5,  lyuo. 

184  O.  G.,  2243. 

lammERGB — ^Motion  to  Dissolve — Tbansmission. 

A  motion  to  dissolve  on  tbe  ground  of  non-pa tentablllty  based  on  patents 
granted  on  applications  filed  subsequently  to  the  date  of  invention  alleged 
by  one  of  the  parties  to  the'  interference  in  his  preUminary  statnnent 
■hould  not  be  transmitted. 

Appeal  on  Motion. 

inBB-nENGB  MACHINE. 

Messrs.  E.  S.  Wheeler  A  Co.  for  Raymond. 

Mr.  E.  O.  Sigffers  and  Mr.  Charles  W.  La  Parte  for  Kitselman« 

Mr.  Charles  W.  La  Porte  for  Sommer  et  al. 

Mr.  Charles  W.  La  Porte. tor  Claudin. 

BiLUNQS,  Assistant  Commissioner: 

This  is  an  appeal  by  Raymond  from  a  decision  of  the  Examiner 
of  Interferenoes  refusing  to  transmit  a  motion  to  dissolve.  The 
motion  to  dissolve  aUeged  that  the  issue  was  not  patentable  in  view 
of  certain  patents  to  Snedeker,  which  were  cited. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  on 
the  ground  that  it  was  filed  after  the  thirty  days  allowed  by  the  rules 
for  bringing  such  motions  and  on  the  further  ground  that  the  applica- 
tions upon  which  the  Snedeker  patents  were  granted  were  filed  subse- 
quently to  the  date  of  invention  alleged  in  Kitselman's  preliminary 
statement 

Since  the  dates  on  which  the  Snedeker  applications  were  filed  are 
subsequent  to  the  date  of  invention  alleged  in  Kitselman's  preliminary 
statement,  the  patents  cited  are  not  valid  references.  {Forsyth  v. 
Richards,  C.  D.,  1905, 115;  115  O.  G.,  1827.) 

It  is  contended  by  Raymond  that  the  decision  in  Forsyth  v.  Rich- 
oris  is  not  applicable  to  this  case,  because  the  Snedeker  patents  not 
only  show  the  invention  in  issue;  but  claim  it,  and  therefore  cannot 
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be  overcome  by  affidavits,  as  was  the  case  with  the  reference  cited  in 
Forsyth  v.  Richards.  He  argues,  therefore,  that  there  was  such 
irregularity  in  declaring  the  interference  as  to  preclude  a  proper 
determination  of  the  question  of  priority.  The  motion  to  dissolve, 
however,  did  not  set  up  irregularity  in  the  declaration,  but  non- 
patentability  of  the  issue,  and  as  under  the  decision  cited  the  patents 
cited  in  the  motion  are  not  valid  references  the  Examiner  of  Interfer- 
ences properly  refused  to  transmit  the  motion. 

It  may  be  stated,  however,  that  even  if  the  parties  to  the  inter- 
ference could  make  the  claims  of  the  Snedeker  patents  it  would 
afford  no  ground  for  the  dissolution  of  the  interference,  since  an 
interference  could  not  be  declared  between  the  patents  to  Snedeker 
and  the  applications  involved  here  on  the  issue  of  this  interference. 

The  refusal  to  transmit  the  motion  on  the  ground  that  it  was  filed 
late  was  clearly  correct,  for  the  letter  of  March  11,  1908,  stated  that 
the  preliminary  statements  had  been  approved  and  fixed  the  period 
within  which  to  bring  motions  to  expire  on  April  11, 1908. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  BaBCLAY  &  BaRGLAT. 

APPLICATION   FOR  REOISTRATIOK  OF  TRADE-MARK. 

Decided  June  25, 1908. 

135  O.  G.,  217. 

1.  Tbade-Mabks— Refusal  to  Rboisteb— Not  Reviewable  on  PETiTioif. 

An  action  by  the  Examiner  of  Trade-Marks  which  constitates  a  re- 
jection of  an  application  is  appealable  under  section  8  of  the  act  of  1005 
and  la  not  therefore  a  matter  which  is  entitled  to  consideration  on  petition. 

2.  Same — Same — "  Food  and  Dbugs  Aot.*' 

It  is  incumbent  upon  the  Patent  Office  in  considering  the  registration 
of  trade-marks  to  co5perate  with  the  other  departments  of  the  Govern- 
ment  in  the  observance  of  the  provisions  of  the  Food  and  Drugs  Act  of 
June  30,  1006,  and  to  that  end  it  is  the  duty  of  the  Examiner  of  Trade- 
Bfarks  to  refuse  to  register  a  mark  when  in  his  opinion  statements  are 
contained  in  the  labels  presented  which  fall  under  the  category  defined  as 
"  misbranded  "  in  that  act 

8.  Same— Rejection  Afteb  Publication — Practice. 

The  fact  that  a  mark  has  been  published  in  the  Official  Gazette  and 
thereafter  opposition  proceedings  successfully  defended  does  not  preclude 
the  Examiner  of  Trade-Marks  from  refusing  to  register  the  mark  where 
a  statutory  bar  is  found  or  where  by  reason  of  the  interpretation  of  the 
statutes  relating  to  trade-marks  in  decisions  rendered  by  the  court  and 
by  the  Commissioner  subsequent  to  the  publication  of  the  mark  he  is  of 
the  opinion  that  registration  of  the  mark  should  be  refused. 

On  Petition.  Digitized  by  Google 
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TmAM-MABX  lOl  phxa 

Messrs,  Julian  O.  DaweU  <6  San  for  the  applicant 

Moors,  OamnUssianer: 

Tbis  is  a  petition  from  the  action  of  the  Examiner  rejecting  the 
aboYe-entitled  application  after  the  mark  had  been  duly  published 
in  the  OinGiAii  Gazsttb  and  after  the  final  determination  of  an 
opposition  proceeding  in  favor  of  the  applicant 

The  Examiner  refused  to  register  the  trade-mark  shown  in  the 
drawing  as  a  technical  trade-mark  for  the  reason  that  the  controlling 
features  of  the  mark  c(»nprise  the  name  of  an  individual  not  written, 
printed,  impressed,  or  woven  in  a  particular  or  distinctive  manner, 
ooopled  with  certain  descriptive  phrases  which  are  in  themselves 
non-registrable,  under  section  6  of  the  act  of  February  20,  1905. 
He  also  refused  to  register  the  mark  because  of  the  inclusion  therein 
of  the  word  ^  Curan,''  a  Spanish  word  which  as  used  indicates  that 
the  remedy  comprises  a  cure  for  several  stated  diseases. 

The  action  of  the  Examiner  clearly  constitutes  a  rejection  of  the 
application,  which  is  appealable  under  section  8  of  the  act  of  Feb- 
maiy  20,  1905,  and  Bule  56  of  the  Trade-Mark  Bules.  It  is  there- 
fore not  a  matter  which  is  entitled  to  consideration  upon  petition. 

It  is  urged,  however,  that  the  circumstances  of  the  case  are  such 
as  to  warrant  the  Commissioner  in  exercising  his  supervisory  author- 
ity to  direct  the  Examiner  of  Trade-Marks  to  register  the  trade- 
maric  presented  in  petitioner's  application. 

The  record  diows  that  this  application  was  filed  April  18,  1906, 
and  was  published  in  the  Official  Gazbttb  October  9,  1906.  A 
notice  of  opposition  was  filed  November  8,  1906,  which  was  dis- 
misaed  by  the  Examiner  of  Interferences  on  March  4,  1908,  because 
of  the  failure  of  the  opposer  to  print  his  testimony.  Thereafter  the 
Examiner  refused  to  register  the  mark  for  which  application  was 
made,  for  the  reasons  above  stated. 

It  is  contended  by  the  petitioner  that  the  action  of  the  Examiner 
18  not  justified,  since  no  reasons  for  rejection  are  now  relied  upon 
which  might  not  have  been  discovered  prior  to  the  publication  of  the 
trade-mark.  It  is  pointed  out  that  the  trade-mark  w A  found  to  be 
registrable  after  due  examination  of  the  records  of  this  Oi&ce  and 
published  in  the  Gazette,  and  it  is  urged  that  since  no  bar  to  the 
registration  of  the  mark  was  adduced  in  the  opposition  proceeding 
the  Examiner  is  without  authority  to  now  refuse  to  register  the  mark. 

The  Commissioner  held  in  em  parte  ChieU^  Peahody  <&  Company 
(G.  D.,  1906,  88;  120  O.  G.,  902)  that  the  publication  of  a  mark  did 
not  preclude  a  subsequent  rejection  of  the  same  if  a  statutory  bar 
to  the  registration  of  such  mark  was  thereafter  found.  It  is  con- 
tended, however,  that  in  the  present  case  no  new  reference  has  been 
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found,  nor  has  any  other  statutory  bar  to  the  registration  of  the 
trade-mark  been  discovered  since  its  publication. 

The  action  of  the  Examiner  in  this  case  appears  to  be  based  upon 
certain  recent  interpretations  of  the  statute  in  respect  to  the  regis- 
trability of  the  name  of  an  individual  and  of  descriptive  words  used 
in  connection  with  arbitrary  features  which  did  not  constitute  con- 
trolling features  of  the  mark,  the  decisions  cited  in  the  Examiner's 
letter  of  rejection  having  been  rendered  subsequently  to  the  date  of 
the  publication  of  the  trade-mark.  It  is  clearly  not  only  within  the 
jurisdiction  of  the  Examiner  to  reconsider  the  question  of  the  regis- 
trability of  a  trade-mark  in  the  light  of  decisions  rendered  since 
the  publication  of  a  mark,  but  it  is  his  duty  to  do  so.  There  is  there- 
fore no  reason  for  arbitrarily  interfering  with  his  action  in  this  case. 

In  the  last  letter  of  rejection,  dated  April  18,  1908,  the  Examiner 
required  the  cancelation  of  the  word  ^^Curan,"  appearing  several 
times  upon  the  label,  upon  the  ground  that — 
it  is  not  seen  how  a  medicine  can  be  set  forth  as  a  cure. 
In  other  words,  this  objection  is,  in  effect,  that  the  label  contains  a 
misleading  or  deceptive  statement.  It  was  recently  held  by  the  Court 
of  Appeals  of  the  District  of  C!olumbia  that  the  fact  that  an  appli- 
cant for  registration  has  used  misleading  and  deceptive  statements 
upon  his  labels  is  sufficient  ground  for  the  refusal  of  registration. 
{TJie  Peter  Schoenhofen  Breioing  Company  v.  The  Maltine  Company ^ 
post,  386 ;  184  O.  G.,  1804;  L.  W.  Levy  <6  Company  v.  Nathan  M.  TJri^ 
pc?jj^,461;185  0.  Q.,  1868.) 

Furthermore,  on  June  80,  1906,  an  act  entitled  ^The  Food  and 
Drugs  Act"  was  passed,  which  contains  in  the  first  paragraph  of 
section  8  thereof  the  following  provision : 

That  the  term  "  misbranded,*'  as  used  herein,  shaH  apply  to  all  drugs,  or 
articles  of  food,  or  articles  which  enter  into  the  composition  of  food,  the 
package  or  label  of  which  shaU  bear  any  statement,  design,  or  device  regarding 
such  article,  or  the  ingredients  or  substances  contained  therehi  which  shaU  be 
false  or  misleading  in  any  particular,  and  to  any  food  or  drug  product  which 
is  falsely  branded  as  to  the  State,  Territory,  or  country  in  which  it  is  manu- 
factured or  produced. 

It  is  incumbent  upon  the  Patent  Office  in  .considering  the  regis- 
trability of  trade-marks  to  cooperate  with  the  other  departments  of 
the  Government  in  the  observance  of  the  provisions  of  this  act,  and 
to  that  end  it  is  the  duty  of  the  Examiner  of  Trade-Marks  to  refuse 
to  register  a  mark  when  in  his  opinion  statements  are  contained  in 
the  label  presented  which  fall  under  the  category  defined  as  ^^mis- 
branded"  in  the  Food  and  Drugs  Act  above  referred  to.  In  the 
present  case  the  objection  of  the  Examiner  is  based  upon  his  inter- 
pretation of  the  matter  upon  the  labels  with  reference  to  the  provi- 
sions of  the  Food  and  Drugs  Act.  He  has  therefore  not  exceeded  his 
urisdiction  in  refusing  registration  upon  this  ground.  ,ooqIc 
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In  view  of  the  facts  stated  I  find  no  reason  for  exercising  my 
sapervisory  authority  to  set  aside  the  action  of  the  Examiner  in  this 
case. 

The  petition  i$  dienUeaed. 


Cutler  t^.  Halu 

PATBNT   INTERFERENCE. 

DedOed  June  2S,  1908. 
135  O.  G.,  449 

iHmrEBEHClC— RsOPEinNO  TO  InCLITDE  EaBLIEB  AmiCATIONS — BMB  ADJimiCATA. 

Where  an  interfoence  had  been  decided  adversely  to  O.  upon  the  ground 
that  although  first  to  conceiTe  he  had  concealed  the  iny^ntion  and  had 
thereby  lost  his  rights  to  a  patent  under  the  doctrine  stated  in  Mason  t. 
Seplfum  (O.  D.,  1896,  510;  84  O.  G.,  147,)  and  it  is  aUeged  that  it  was 
found  after  the  termination  of  the  interference  that  an  earlier  application  by 
C.  disclosed  the  inyention  in  issue,  HOd  that  such  circumstances  do  not  jus- 
tify the  reopening  of  the  interference  to  include  said  earlier  appUcatiou, 
ihice  tfaeaUeged  newly-discovered  evidence  Is  such  as  might  have  been 
utilized  in  the  original  interference^  and  that  for  this  reason  the  case  is  res 
adjudicata  under  the  doctrine  stated  in  Blackford  v.  Wilder  {C  D.,  1907, 
491;  127  O.  G^  1255)  and  Horine  v.  Weitd^,  (C.  D^  1907.  615;  129  O.  G^ 


On  Petitiok. 

AX7T0MATI0  STASTXKG  EHIOSTAT. 

Mesers.  Jonee  <6  Addington  and  Mr.  Edwin  B.  H.  Tower  for  Cutler. 
Mr.  Albert  O,  Davie  for  HalL 

Moore,  OofMMseumer: 

This  is  a  petition  by  Cutler  that  the  decision  in  this  interference 
be  vacated  and  that  the  interference  be  reopened  for  the  purpose  of 
including  a  prior  application  by  Cutler,  originally  numbered  93,387 
and  filed  February  10,  1902,  and  of  which  application  No.  202,811, 
the  application  in  this  interference,  is  now  aUeged  to  be  a  division. 
It  appears  from  affidavits  in  support  of  the  petition  that  at  the  time 
this  interference  was  declared  the  earlier  application.  No.  93,387,  was 
involved  in  a  different  interference,  and  that  by  reason  of  this  fact 
and  of  the  fact  that  Cutier's  applications  were  handled  by  different 
assistants  in  the  office  of  the  attorneys  of  record  the  disclosure  of 
the  inveuticm  in  issue  in  this  interference  which  was  contained  in  the 
earUer  Cutier  applicaticm  was  overlooked  at  the  time  this  interference 
was  declared  and  during  its  prosecution. 

After  the  decision  in  this  interference  became  final  and  applica- 
tion No.  98,887  had  been  allowed  and  also  after  the  patent  had  been 
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granted  to  Hall  it  is  alleged  that  the  discovery  was  made  that  the 
subject-matter  forming  the  issue  in  this  interference  was  disclosed 
in  Cutler's  application  No.  93,387.  A  petition  was  then  made  to  with- 
draw that  application  f n»n  issue  for  the  purpose  of  interference  with 
the  patent  to  HalL  This  petition  was  denied  by  the  Commissioner 
on  December  29,  1906.  Thereupon  Cutler's  application  Na  93,387 
was  permitted  to  forfeit  and  was  immediately  renewed  with  the  re- 
quest that  an  interference  be  declared  betwerai  the  same  and  Hall's 
patent  The  Examiner  refused  to  declare  such  interference,  holding 
that  the  case  was  res  adjudtcatOj  in  view  of  the  decision  of  tilie  inter- 
ference, under  the  authority  of  Blackford  v.  WUder  (C.  D.,  1907, 
491;  127  O.  Q.,  1266)  and  Harine  v.  Wende,  (C.  D.,  1907,  615;  129 
O.  Q.,  2868.) 

This  interference,  which  includes  Cutler's  application  No.  202,211, 
was  declared  August  9,  1904,  and  preliminary  statements  were  filed 
by  each  of  the  parties.  Testimony  was  taken  in  behalf  of  Cutler,  but 
no  testimony  was  presented  by  Hall.  The  case  came  on  for  final  hear- 
ing, and  the  Examiner  of  Interferences  and  the  Examiners-in-Chief 
each  held  that  although  Cutler  was  the  first  to  conceive  the  invention 
he  was  barred  fr<Hn  receiving  the  award  of  priority  by  a  ccmcealment 
of  the  invention  under  the  doctrine  stated  in  the  decisions  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  the  cases  of  Mason  v. 
Hephum  (C.  D.,  1898,  610;  84  O.  Q.,  147)  and  Thomson  v.  Weston^ 
(C.  D.,  1902,  621 ;  99  O.  G.,  864.)  No  appeal  was  taken  from  the  de- 
cision of  the  Examiners-in-Chief ,  and  the  limit  of  appeal  from  their 
decision  expired  December  16,  1906. 

It  appears  that  the  aUeged  disclosure  in  Cutler's  earlier  application, 
No.  98,387,  was  not  discovered  until  subsequent  to  the  date  of  allow- 
ance of  this  application,  December  10,  1906.  It  is  urged  that  the 
Office  is  justified  in  reopening  this  case  to  include  Cutler's  earlier 
application,  for  the  reason  that  the  decision  of  the  Examiner  of  Inter- 
ferences and  the  Examiners-in-Chief  holding  that  the  concealment  of 
the .  invention  by  Cutler  precluded  an  award  of  priority  to  him  is 
overcome  by  the  fact  that  application  No.  93,387  was  on  file  in  the 
Patent  Office  prior  to  the  date  of  Hall's  application  and  that  the  cir- 
cumstances of  the  present  case  therefore  differ  from  those  ordinarily 
required  to  estf^blish  a  right  to  reopen  an  interference.  In  support 
of  this  contention  reference  is  made  to  the  decision  of  Thorpe  v.  White 
and  White,  (C.  D.,  1900,  66;  91  O.  G.,  I486,)  in  which  an  inter- 
ference was  reopened  after  the  decision  of  priority  to  permit  the 
inclusion  of  an  earlier  application  of  the  party  Thorpe.  The  circum- 
stances in  that  case  differ  materially  from  those  in  the  case  at  bar. 
Thorpe,  the  junior  party,  failed  to  file  any  statement,  and  priority 
if  invention  was  awarded  to  White  and  White  under  the  provisions 
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of  Rules  114  and  116.  A  motion  was  promptly  made  by  Thorpe  to 
reopen  the  interference  for  the  purpose  of  including  an  earlier  appli- 
cation. In  view  of  the  fact  that  Thorpe's  earlier  application 
admittedly  embodied  the  invention  which  was  the  issue  of  the 
interference  and  of  the  fact  that  Thorpe  applied  promptly  to  have  the 
judgment  by  default  set  aside  the  Commissioner  ordered  that  the 
interference  be  reopened.  Judgment  in  the  case  at  bar,  on  the  other 
hand,  was  rendered  after  opportunity  had  been  given  to  the  contest- 
ing parties  to  present  evidence  in  support  of  their  respective  claims 
and,  in  fact,  after  testimony  had  been  presented  by  Cutler.  Further- 
more, the  decision  of  the  Examiner  of  Interferences  in  this  case  was 
reviewed  and  affirmed  by  the  Examiners-in-Chief,  There  appears  to 
be  no  reason,  therefore,  why  Cutler  did  not  have  ample  opportunity 
at  that  time  to  present  all  of  the  evidence  which  he  may  be  able  to 
produce  at  the  present  time. 

It  is  further  to  be  observed  that  at  the  time  the  interference  of 
Thorpe  V.  White  and  White  was  redeclared  it  was  the  practice  of  the 
Office  to  permit  second  interferences  in  exceptional  cases  where  the 
circumstances  justified  such  action.  It  is  now  settled  that  a  second 
mterference  may  not  be  declared  in  respect  to  subject-matter  which 
was  or  might  have  been  contested  in  the  first  interference.  The 
Court  of  Appeals  in  the  case  of  Blackford  v.  Wilder^  supra,  stated : 

Whether  the  former  decision  was  right  or  wrong,  or  was  induced  by  the  want 
of  the  particular  evidence  tliat  was  offered  in  the  present  case,  is  not  the  ques- 
tion. However  that  might  be  it  was  final  and  put  an  end  to  the  litigation  in 
the  first  interference.  It  must  be  held,  therefore,  as  conclusive  of  every  ques- 
tion that  not  only  was,  but  also  might  have  been  presented  and  determined  in 
that  case; 

This  doctrine  is  reiterated  by  that  court  in  the  decision  in  Horine 
V.  Wend^,  (C.  D.,  1907,  615;  129  O.  G.,  2858.) 
.  In  view  of  the  practice  announced  in  the  decisions  above  cited 
Cutler  is  estopped  from  again  contesting  the  subject-matter  of  this 
interference. 

In  addition  to  this  reason,  which  is  in  itself  conchisive,  it  may  bo 
stated  that  this  interference  should  not  be  reopened  for  the  reason 
that  no  adequate  excuse  is  given  by  Cutler  for  the  delay  in  discover- 
ing that  tlie  invention  in  issue  was  disclosed  in  his  earlier  application, 
if  such  be  the  case.  Not  only  is  the  excuse  offered  by  the  attorneys 
insufficient,  but  the  very  fact  that  Cutler  testified  in  this  interference 
without  i-eferring  to  the  earlier  application,  which  he  must  huvo 
known  was  pending  in  the  Patent  Office  at  that  time,  is  ample  ground 
for  refusing  to  open  this  case. 

The  petition  ia  denied. 
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Ex  PABTB  Union  Carbidb  Gompant. 

APPLICATION  TOR  BBQISTRATION  OF  TSAOE-MARK. 

Decided  June  $4,  1908- 

135  O.  G^  450. 

1.  TBAOE-MABKS— RB0I8TSATION— OOlffTBOLLINO  FEilTUBEfl. 

A  mark  is  not  registrable  unless  Its  controlling  featares  are  registrable. 
{In  re  Hopkin$,  G.  D.,.  1907,  649;  128  O.  G.^980;  29  App.  D.  a,  118;  in  re 
Crescent  Typewriter  Bupply  Company,  po9t,  818;  188  O.  G.,  281.) 

2.  Samb — "Ukiok  Gabbeob" — ^Dkscbiftivs-and  Gbogbaphigal. 

Tbe  words  **  Union  Garbide"  are  not  registrable  as  a  trade-mark  for 
calcium  carbid,  as  tbe  word  "  Union  *'  is  geograpbical  and  the  word  "  Gar- 
bide"  is  descriptlTe. 

3.  Sams — **  Union  Gabbidb  "  Mbselt  the  Name  of  Applicant. 

The  words  "  Union  Garbide  "  Held  not  registrable  by  the  Union  Garbida 
Gompany  as  a  trade-mark  for  calcium  carbid*  as  these  words  substantially 
constitute  the  name  of  the  applicant 

On  Appeal. 

TBADE-MABK  POM  CALCIUM  CABBID. 

Messrs.  Byrnes  dk  Tawnsend  for  the  applicant 

BnjLiNGS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decisicm  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  a  trade-mark  for  calcium  carbid  com- 
prising the  words  ^^  Union  Carbide  "  arranged  upon  a  panel  which 
spans  an  annular  band,  the  words  ^  Calcium  Carbide  ^  being  printed 
on  the  top  and  ^  Union  Carbide  Co."  on  the  bottom  of  the  band. 

Registration  of  this  mark  was  refused  by  the  Examiner  of  Trade- 
Marks  on  the  ground  that  the  controlling  and  distinguishing  feature 
of  the  mark  is  the  term  ^^ Union  Carbide''  and  that  the  word 
^  Union  "  is  either  geographical  or  descriptive  and  the  word  ^  Car- 
bide "  is  descriptive. 

That  the  words  "  Union  Carbide  "  form  the  controlling  and  dis- 
tinguishing feature  of  appellant's  mark  cannot  be  seriously  ques- 
tioned, and  it  is  settled  that  this  feature  must  be  registrable  in  order 
to  render  the  mark  as  a  whole  registrable  by  the  following  decisions 
of  the  Court  of  Appeals  of  the  District  of  Columbia :  in  re  Hopkins, 
(C.  D.,  1907,  649;  128  O.  Q.,  890;  29  App.  D.  C,  118;)  in  re  Crescent 
Typewriter  Supply  Company,  {post,  818 ;  133  O.  G.,  231.)  The  word 
'^  Carbide  "  is  the  generic  name  of  applicant's  goods,  calcium  carbid^ 
and  is  obviously  descriptive. 

The  word  ^'  Union  "  as  a  trade-mark  has  been  repeatedly  refused 
registration,  as  appears  from  the  Commissioner's  decision  in  em  parte 
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Sacks  (C.  D.,  1907, 169;  128  O.  G.,  2530)  and  the  cases  therein  men- 
tioned. In  that  decision,  where  tae  registration  of  '^  Union ''  as  a 
trade-mark  for  heel-plates  for  boots  and  shoes  was  refused,  it  was 
said: 

The  first  definition  of  "  Union  "  given  in  The  Oentary  Cyclopedia  of  Nameg 
li  "Tbe  United  States  of  America."  The  registration  of  appellant's  mark  is 
refused  in  yiew  of  the  above  definition,  and  of  section  6  of  the  Trade-Mark  Act 
of  F^ruary  20,  1905,  which  provides  that  no  mark  consisting  merely  of  **  a 
geographical  name  or  term,  shall  be  registered  nnder  the  terms  of  this  act," 
and  of  the  decisiona  of  the  courts  holding  such  terms  as  "Columbia,"  (Colunh' 
m  um  Compofnp  y.  Alcorn,  G.  D.,  1803,  072;  65  O.  G.,  1916;  160  U.  S.,  460,) 
"Old  CJonntry"  and  "Our  Ctountry,"  {Wrisley  Oompany  v.  lotoa  Soap  Oom- 
pony.  122  Fed.  Rep.,  706,)  and  "  Oontinental "  (Continental  In8umnoe  Company 
T.  Continental  Fire  Association,  101  Fed.  Bep.,  255)  to  be  geographical  and  not 
capable  of  appropriation  as  trade-marks.    *    *    * 

That  it  is  the  practice  of  this  OfBce  to  refuse  to  register  the  word  "  Union  " 
as  a  trade-mark  appears  from  the  cases  of  ew  parte  The  Union  Metallic  Car- 
tridge Company  (70  MS.  Dec,  400)  and  Martin  H.  Taylor,  (71  MS.  Dec,  480,) 
where  the  word  "Union"  was  refused  registration  as  a  trade-mark  for  car- 
tridges and  cartridge-belts  and  for  smoking  and  chewing  tobacco,  respectively. 

The  reasons  there  stated  for  holding  the  word  ^^  Union  "  geograph- 
ical are  believed  to  be  equally  applicable  to  the  present  case. 

This  case  is  very  similar  to  in  re  Crescent  Typewriter  Company 
and  to  in  re  Hopkins^  eupra^  where  the  court  of  appeals  held  the 
words  "  Orient  *'  and  "  Oriental "  to  be  geographical  and  the  term 
^  Oriental  Cream  "  to  be  descriptive.  Registration  was  refused  for 
these  reasons,  notwithstanding  the  words  were  associated,  as  in  the 
present  case,  with  certain  minor  arbitrary  features. 

Section  6  of  the  Trade-Mark  Act  provides  not  only  that  descrip- 
tive and  geographical  words  shall  be  refused  registration  as  trade- 
marks, but  also  that  no  mark  shall  be  registered — 

which  consists  merely  in  the  name  of  an  individual,  firm,  corporation  or  asso- 
ciation not  written,  printed,  impressed,  or  woven  in  sotoe  particular  or  dis- 
tinctire  manner. 

Applicant's  name  consists  of  the  words  '^  Union  Carbide,''  which 
constitutes  the  predominating  feature  of  its  mark,  with  the  word 
"  Company  "  added.  The  words  are  not  printed  in  a  particular  or 
distinctive  manner,  but  are  printed  from  ordinary  block  type.  The 
name  of  applicant,  ^  Union  Carbide  Co.,"  on  the  bottom  and  the  name 
of  the  goods,  ^^  Calcium  Carbide,"  on  the  top  of  the  annular  band  are 
printed  in  the  same  character  of  type  and  add  nothing  registrable 
to  the  nmrk.  For  this  reason  also  the  mark  is  not  thought  to  be  regis- 
trable under  the  above  proviso  of  the  Trade-Mark  Act 

The  present  case  is  similar  to  tliat  of  ex  parte  C.  H.  Alden  Company 
C.  D.,  1907,  428;  181  O.  G.,  2419,)  involving  a  trademark  for  boots 
ind  shoes,  where  the  mark  consisted  of  the  words*  ^^  The  Alden  Shoe," 
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with  the  word  ^^ Alden  "  printed  in  letters  of  such  relative  sizes  as  to 
form  an  elipse,  inclosed  within  a  circle  around  which  was  printed 
the  words  ^^ Mannish  Shoes ^  at  the  top  and  ^For  Boys''  at  the 
bottom.  This  msik  was  refused  'r^;istrati(m  on  the  ground  that 
^'Alden  "  is  the  name  of  an  individual  and  that  the  other  features  of 
the  mark  are  descriptive.  See  also  ex  parte  The  Oreedmoor  Cartridge 
Company,  (C.  D.,  1891, 140;  66  O.  Q.,  1888.) 

In  the  case  of  Kentucky  Distilleries  A  Warehouse  Company  v.  Old 
Lexington  Club  DistiUing  Company  (post,  417;  185  O.  G.,  220;)  the 
Ck>urt  of  Appeals  of  the  District  of  Columbia  held  that  appellee  was 
not  entitled  to  register  the  words  ^^  Old  Lexington  dub  "  as  a  tech- 
nical trade-mark  for  whisky  upon  the  grounds  (1)  that  the  mark  is 
substantially  a  reproduction  of  the  corporate  name  of  the  appellee 
and  (2)  that  the  word  ^^  Club  ^  is  descriptive  and  the  word  ^^  Lexing- 
ton "  is  geograjdiical.    The  Court  in  its  decision  said : 

There  are  aeyeral  proyisioiui  of  the  statute,  which,  we  think,  forbid  the  regis- 
tration of  the  mark  in  question.  Section  6  of  the  act  of  CongreaB  of  February 
20,  1906,  among  other  things  provides: 

"  That  no  mark  which  consists  merely  in  die  name  of  an  lndi?ldiial«  firm, 
corporation,  or  association,  not  written,  printed,  impressed,  or  woyen  In  some 
particular  or  distlnctlye  manner  or  hi  association  with  a  portrait  of  the  indi- 
yidual,  or  merely  in  words  or  devices  which  are  descriptive  of  the  goods  with 
which  they  are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely 
a  geogrnphical  name  or  term  shall  be  registered  under  the  terms  of  this  act' 

It  will  be  observed  that  the  trade-name  here  sought  to  be  registered  Is  al- 
most a  reproduction  of  the  corporate  name  of  the  applicant  In  fact,  it  seems 
probable,  from  an  examination  of  the  record  in  this  case,  that  the  corporate 
name  of  the  appellee  company  was  derived  from  the  mark  sought  to  be  regis- 
tered, since  "  Old  Lexington  Club  "  was  a  name  applied  to  liquor  distiUed  and 
sold  by  the  predecessors  in  business  of  appellee. 

We  are  also  of  the  opinion  that  the  words  " Old  Lexington  Club**  do  not  con- 
stitute  a  technical  trade-mark.  The  word  "Club,"  as  applied  to  liquors,  lias 
become  a  descriptive  term.  A  word  in  its  early  use  may  be  neither  descriptive, 
nor  denote  quality,  but  by  constant  and  repeated  use  and  application  to  a  par- 
ticular product  become  descriptive  of  such  goods,  and  also  denote  their  quality. 

In  that  case  the  mark  consisted  of  the  applicant's  name  with  the 
words  "  Distilling  Company  **  omitted.  In  the  present  case  the  pre- 
dominating feature  of  the  mark  is  the  name  of  the  applicant  with 
the  word  "  Company  ^  omitted.  There  the  words  **  Lexington  ^  and 
"  Club ''  were  held,  respectively,  geographical  and  descriptive,  while 
here  the  words  "  Union  "  and  "Carbide,"  respectively,  are  likewise 
geographical  and  descriptive. 

For  the  reasons  stated  appellant's  mark  is  not  considered  regis- 
trable as  a  technical  trade-mark,  and  t?ie  decision  of  the  Examiner  of 
Trade-Marks  is  therefore  affirmed. 
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Ex  PARTE  The  Magazine  and  Book  Company  of  New  York. 

APPLICATION   FOR   REGISTRATION   OF   TRADE-MARK* 

Decided  June  8,  1908. 

135  O.  G.,  661. 

1.  Teade-Maskb — ^UsE  AS  A  Tradc-Mark  a  Prerequisite  to  Registration. 

Where  the  specimens  flled  with  the  application  for  registration  show  that 
the  words  alleged  to  constitute  the  trade-mark  have  not  been  used  as  a 
trade-mark,  registration  should  be  refused. 
1  Same — "  Library  Slips  "  Descriptive. 

The  words  ''Library  Slips"  are  descriiitlve  of  trading-coupons  to  be 
used  in  the  purchase  of  books,  libraries,  etc.,  and  cannot  be  registered  as  a 
technical  trade- mark. 

On  Appeal. 

TRADE-MARK  FOR  TRADING-COUrONS. 

Mr.  Seward  Davis  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "Library  Slips"  as  a  trade- 
mark for  trading-coupons. 

The  grounds  upon  which  registration  was  refused  are  (1)  that  these 
words  have  not  been  used  as  a  trade-mark,  and  (2)  that  they  are 
descriptive  of  a  characteristic  of  the  goods  upon  which  they  are  used. 

The  specimens  filed  with  the  application  do  not  show  a  trade-mark 
use  of  the  words  in  question.  They  appear  in  a  number  of  places  on 
the  front  and  on  the  back  of  the  coupon,  but  each  time  in  connection 
with  other  words.  In  none  of  these  places  arc  the  words  used  in  such 
a  way  as  to  suggest  that  they  are  arbitrary  words  used  to  indicate  the 
ownership  or  origin  of  the  coupons. 

Furthermore,  the  words  are  clearly  descriptive.  The  coupons  are 
"sHps"  which  the  printed  matter  thereon  states  will  be  accepted  by 
Tlie  Magazine  and  Book  Company  in  full  payment  for  magazines, 
books,  complete  libraries  for  Sunday  schools,  etc.  A  slip  which  can 
be  used  in  the  purchase  of  a  library  is  certainly  described  by  the 
words  "Library  Slips." 

It  must  be  held,  therefore,  that  the  Examiner  of  Trade-Marks  was 
right  in  refusing  registration  on  both  grounds. 

The  decision  is  afflfmed^ 
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SKINinSB  V.   CABFBNTmU 
PATBNT  INmtFEBBNCB. 

Decidea  Jnlw  tO,  190S. 
M  O.  G^  661. 
iNTBBnEBKiraB— MonOH   TO  DI80OLVK — Traxbuibbiov. 

A  motion  to  diSBolye  on  the  ground  of  irregolarity  In  declaration  will 
not  be  tranamitted  where  It  appeara  that  the  baaia  of  thia  ground  la  that 
the  other  party  haa  no  right  to  make  the  claima  correapouding  to  the  iaaue. 

Affbal  on  Motion. 

DBNTAL  TOOL. 

Mr.  J.  Warren  Beokstrom  for  Skinner. 

Messrs.  Offleldy  Towle  dk  Unthioum  for  Carpencer. 

MoosB,  Oofnmiarioner: 

This  is  an  appeal  by  Skinner  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  motion  to  dissolve  as  to 
gromid  2. 

Ground  2  of  appellant's  motion  for  dissolution  reads  as  follows; 

2.  That  there  haa  been  aoch  irregularity  in  declaring  thia  interference  as  wlU 
preclode  a  proper  detennination  of  the  queation  of  priority,  becaoae,  in  the  lifl^t 
of  the  diadoeurea  made  in  Carpenter'a  reiaane  file  of  papera,  the  counta  are  not 
readable  upon  both  Carpenter'a  and  Sklnner'a  atmctares.  The  words  **  a  thrust 
member  alidably  mounted  in  laid  Tiae"  must,  when  read  upon  Carpenter*a 
drawing;  refer  to  the  feature  repreaented  by  the  groove  6  wherein  the  thrust 
member  is  didably  mounted. 

The  Examiner  of  Interferences  refused  to  transmit  this  ground 
of  the  motion  for  the  reason  tiiat  appellant  improperly  seeks 
thereby — 

consideration  of  matters  of  right  to  make  claima  and  double  meaning  of  claims 
under  the  head  of  irregularity  in  the  declaration  of  interference. 

Appellant  contends  that  the  substance  of  this  ground  is  that  the 
counts  are  vague  and  indefinite  and  that  the  motion  is  therefore  in 
proper  form  and  should  be  transmitted  as  a  whole. 

I  fail  to  find  in  the  motion  any  statement,  directly  or  indirectly, 
that  the  counts  are  vague  and  indefinite.  On  the  contrary,  the  basis 
of  this  ground  of  the  motion  appears  to  be  that  the  counts  of  the 
issue  when  considered  in  the  light  of  the  disclosure  of  Carpenter, 
who  first  made  the  claims,  will  not  read  on  appellant's  structure,  or, 
in  other  words,  that  appellant  has  no  right  to  make  the  counts  of 
the  issue. 

The  only  other  construction  which  it  appears  possible  to  place 
upon  appellant's  obscure  statement  of  reasons  in  support  of  this 
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groand  of  his  motion  is  that  he  contends  that  the  counts  have  a 
different  meaning  when  read  upon  Carpenter's  structure  from  what 
they  have  when  read  upon  his  own^ 

Neither  of  these  reasons  is  proper  subject-matter  to  urge  under 
the  head  of  informality  in  the  declaration  of  the  interference.  {Corey 
y.  Euenutn  and  Misar^  C.  D.,  1906, 201 ;  122  O.  O.,  2063 ;  Danquard  y. 
CaurviUe,  C.  D.,  1907,  427;  181  O.  G.,  2421.) 

The  dedrion  of  the  Eofaimner  of  Interferences  is  affirtned. 


LOWRT  V.  BUFING. 
PATENT  INTERFERENCE.  . 

Decided  Ma^  1, 1908. 

185  O.  G.,  662. 

lamrmwog— Testimowy-  -Leitebs  Booatost. 

Tbe  fact  that  a  wltnem  la  not  an  employee  of  the  party  caUlng  him  and 
cannot  leaye  his  employment  for  a  anfllclent  time  to  come  to  the  United 
States  to  testify  is  sufficient  to  warrant  the  issuance  of  the  letters  rogatory 
to  take  Ills  testimony  in  a  foreign  country. 

Appeal  on  Motion. 

WOOD   IMPBBQNATION. 

Mr.  J.  Nota  McGiU  for  Lowry. 

Messrs.  WUkmson  <b  Fisher  for  Buping. 

BnxiNos,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferenoes  denying  a  motion  by  Buping  to  take  the  testimony  abroad 
by  letters  rogatory  of  witnesses  Ruping,  Ommbacher,  Bucker,  and 
Golz. 

The  record  shows  that  during  the  time  set  for  taking  Buping's 
testimony  a  motion  was  brought  by  him  to  take  the  testimony  abroad 
by  letters  rogatory,  and  the  Examiner  of  Interferences  in  his  decision 
upon  that  motion  rendered  April  4, 1908,  found  that  the  facts  which 
loping  proposes  to  establish  by  testimony  taken  abroad — 

tie  relevant  nnder  the  special  circumstances  of  the  case  brought  out  at  the 
bearing  upon  the  motion. 

It  was  held,  however,  that  the  showing  in  support  of  the  motion 

was  not  sufficient  to  comply  with  the  requirements  of  Bule  158,  in 

fiiat  tbe  moving  party  did  not  present  the  affidavits  of  the  witnesses 

themselves  that  they  could  not  come  to  this  country  for  tlxe  purpose 
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of  testifying  in  this  case.  The  motion  was  supported  by  affidavit  of 
Ifr.  Samuel  T.  Fisher,  of  counsel  for  Ruping,  to  the  effect  that — 

«  *  ^  an  effort  lias  been  made  to  haye  the  witneflses  named  In  tlie  acoom- 
panying  motion  come  to  this  country  for  the  porpose  of  giying  their  testimony, 
but  he  is  informed  and  belleyes  that  the  two  principal  witnesses,  namely, 
Raping  and  Orumbacher,  haye  positiyely  and  finally  refused  to  come  to  this 
country,  and  that  the  other  two  witnesses,  Bucker  and  Gola,  object  to  come  to 
this  country. 

'Promptiy  after  the  denial  of  this  motion  a  renewed  motion  for 
leave  to  take  testimony  by  letters  rogatory  was  filed  which  is  accom- 
panied by  an  affidavit  of  one  Lembcke,  a  member  of  the  firm  of  G. 
Lembcke  &  Ca,  Inc.,  the  exclusive  agents  in  the  United  States  of 
Hulsbwg  A  Cie.,  M.  b.  H.,  the  assignee  of  the  entire  interest  of  Ru- 
ping's  application,  to  the  effect  that  said  Lembcke  &  Co.,  Inc.,  have 
charge  of  all  patent  matters  relating  to  the  interference  and  have 
made  repeated  efforts  to  secure  the.att^idance  of  both  Orumbacher 
and  Ruping  in  this  country  for  the  purpose  of  testifying  in  this 
case.  This  affidavit  is  accompanied  by  a  sworn  translation  of  a 
letter  received  from  said  Hulsberg  A  Cie.,  M.  b.  H.,  which  states,  in 
part,  as  follows: 

Your  cable  of  the  14th  inst  **  Oan  you  arrange  it  that  Mr.  Orumbacher  comes 
here  "  was  not  receiyed  by  us  tm  the  16th  of  March,  early  in  the  day,  and  we 
answered  "  It  Is  impossible  to  send  Orumbacher.  Arrange  for  taking  of  testi- 
mony here  in  Berlin."  It  is  impossible  for  Mr.  Orumbacher  to  absent  himself 
from  his  present  position  for  so  long  a  time,  as  eyen  the  shortest  trip  to  America 
would  take,  and  we  must  request  you  to  use  eyery  effort  in  your  power  to 
arrange  it  to  haye  him  giye  testimony  before  the  American  consul  here  and  in 
the  presoice  of  a  lawyer  of  the  contesting  party,  for  we  haye  not  tlie  slightest 
doubt  tliat  Mr.  Orumbacher's  testimony,  taken  eyen  in  this  form,  wm  be  of  yalue 
in  our  litigation. 

Lembcke  avers  that  this  letter  was  received  in  the  regular  course 
of  business  and  is  in  response  to  a  telegram  inquiring  whether  Mr. 
Orumbacher  could  be  sent  to  the  United  States  to  testify.  It  appears 
that  Orumbacher  is  not  employed  by  the  company  whidi  is  the 
assignee  of  Ruping's  invention,  and  therefore  that  company  has  no 
such  control  over  him  as  would  make  it  incumbent  upon  them  to  send 
him  to  this  country.  A  party  who  has  regular  employment  cannot 
be  presumed  to  be  willing  to  give  up  that  employment  for  the  pur- 
pose of  giving  his  testimony  in  a  case  in  a  foreign  country.  Such 
a  case  differs  from  one  in  which  the  inventor  himself  or  a  witness 
in  his  employ  declines  to  leave  his  business  for  the  purpose  of  testify- 
ing in  a  foreign  country.  In  the  Hulsberg  A  Cie.  lett^,  above  quoted, 
it  appears  that  Mr.  Orumbacher  is.  unable  to  absent  himself  frcnn  his 
present  position  for  a  sufficient  time  to  come  to  this  country,  and 
under  the  circumstances  of  the  case  it  is  beMeved  that  this  showing 
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18  sufficient  to  Wftrrant  the  issuance  of  letters  rectory  to  take  his  testi- 
mony in  Germany. 

It  appears  that  the  testimony  of  the  inventor  Buping  cannot  be 
taken  in  this^oountry  without  greater  hardship  to  the  moving  party 
than  would  be  placed  upon  his  opponent,  for  the  reason  that  the  facts 
sought  to  be  established  by  his  testimony  do  not  necessitate  an  ex- 
haustive examination  and  seem  to  be  such  as  might  be  stipulated.  If 
no  stipulation  can  be  had,  there  appears  to  be  no  good  reason  why 
this  testim<my  cannot  be  taken  by  letters  rogatory  without  imposing 
a  special  hardship  on  the  opposing  party. 

In  view  of  the  facts  above  stated  it  is  held  that  letters  rogatory 
should  issue  for  the  purpose  of  taking  the  testimony  of  Grumbacher 
and  Ruping. 

The  testimony  sought  to  be  adduced  by  the  witnesses  Bucker  and 
Golz  does  not  appear  competent,  much  less  material.  Furthermore, 
it  does  not  appear  that  these  witnesses  cannot  readily  be  called  to 
testify  in  the  United  States  if  the  testimony  desired  is  deemed  of 
sufficient  importance.  No  sufficient  reason  therefore  appears  for  the 
issuance  of  letters  rogatory  to  take  the  depositions  of  the  two  last- 
named  witnesses. 

The  decision  of  the  Examiner  of  Interference  is  reversed  to  the 
extent  indicated. 


Ex  PASTE  The  Datton  Spicb  Mills  Co. 

AFPLIOATION  FOR  BE0I8TRATI0N  OF  TRADB-MARK, 

Decided  AprU  29, 1908. 
136  O.  O.,  898. 

Tkaob-Mabkb— Anticipation— "  Old  Dutch  Blend  **—"  Rotal  Dutch." 

The  words  "Old  Dutch  Blend*'  as  a  trade-mark  for  coffee  Held  to  be 
anticipated  by  the  words  "  Boyal  Dutch  "  tor  the  same  class  of  goods. 

On  Appeal. 

TaADK-MABX  FOB  OOFnC 

ifr.  Richard  /.  McOarty  for  the  applicant 

MooiE,  Commissioner:  « 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  the  registration  of  the  words  '^  Old  Dutch  Blend ''  as 
a  trade-mark  for  ooffee. 

Registration  was  refused  in  view  of  the  prior  registration  of 
file  wwds  **  Royal  Dutdi "  for  coffee  by  W.  McEwan,  No.  16,160, 
January  18,  1889.  ^         , 
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It  is  believed  that  the  Examiner  of  Trade-Marks  properly  refilsed 
registration  under  section  5  of  the  Trade-Mark  Act  whidi  prohibits 
the  registration  of  a  mark  which — 

so  nearly  resembles  a  registered  or  known  trade-mark  owned  and  In  use  by 
another  and  appropriated  to  mercbandlse  ot  the  same  descriptlTe  properties  as 
to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public 

In  each  of  the  marks  the  prominent  word  is  ^  Dutch,"  and  although 
the  registered  mark  has  some  additional  matter  it  is  regarded  as 
unimportant  as  compared  with  this  dominant  word.  It  seems  likely 
that  coffee  sold  under  either  of  these  marks  would  become  known  as 
the  ^^  Dutch  "  brand  and  that  the  ordinary  person  would  probably 
purchase  the  goods  of  the  proprietor  of  one  of  these  marks  thinking 
it  was  the  goods  of  the  other. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Thx  William  Lea  &  Sons  Company  t;.  H.  C.  Colb  &  Compant. 

TBADE-MAHK  INTERFERENGB. 

Decided  May  S,  190B. 
186  O.  G.,  808. 

TaADK-MABKB — "  FFF""FFFG  *' — Intertebencb  m  Fact. 

An  interference  in  fact  exists  between  the  marlcs  *'  F  F  F  **  and  "  F  F  F  G," 
since  there  is  not  enough  difference  between  the  two  marks  to  prevent  the 
ordinary  buyer  ftom  being  deceived. 

On  Appeal. 

TSADK-MABK  fOB  WHBAT-FLOUB. 

Mr.  T.  TT.  Johnson  for  The  William  Lea  A  Sons  Company. 
Messi's,  Steuart  &  Steuart  for  H,  C.  Cole  &  Company. 

Bilunqs,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  dissolve  the  above-entitled  interference. 

The  mark  which  The  William  Lea  A  Sons  Company  seeks  to  reg- 
ister consists  of  the  letters  "  F  F  F."  The  mark  of  the  H.  C.  Cole  ft 
Company  consists  of  the  letters  "  F  F  F  G."  The  William  Lea  A 
Sons  Company  moved  to  dissolve  on  the  ground  that  there  was  no 
interference  iii  fact 

The  Examiner  refused  to  dissolve  the  interference,  holding  that 
there  was  not  enough  difference  between  the  two  marks  to  prevent 
the  ordinary  buyer  fr<xn  being  deceived. 
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This  holding  was  clearly  right  A  purchase  might  not  be  deceived 
if  he  saw  the  two  marks  side  by  side;  but,  as  pointed  out  in  GodUlot 
V.  American  Orocery  Oo.^  (71  F.  R.,  873,)  this  is  not  the  true  test  of 
similarity,  but  whether  the  resemblance  is  such  as  to  deceive  the 
ordinary  purchaser,  giving  such  attention  as  such  a  purchaser  usually 
gives. 

In  that  case  the  court  held  that  a  trade-mark  consisting  of  the 
letters  "A''  and  ^  O  '^  combined  in  a  monogram  were  infringed  by  a 
monogram  trade-mark  composed  of  the  letters  ^^A"  and  ^^G"  and 
"Co."  In  the  case  of  American  Tin,  Plate  Company  v.  Licking 
Roller  MHU  Co.  (158  F.  R,  690)  a  mark  consisting  of  the  letters 
"  M  F  '^  in  monogram  inclosed  within  a  circle  was  held  to  have  been 
infringed  by  a  mark  consisting  of  the  letters  ^  M.  F.  H." 

The  resemblance  of  the  marks  in  this  case  is  certainly  no  less  than 
in  those  above  cited. 

The  decision  of  the  EaanUner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Meter  Brothers  Coffee  and  Spice  Company. 

APPLICATION  for  REOISTIKATION  OF  TRADE-MARK. 

Deeided  May  tl,  1908. 
186  O.  G^  888. 

1  Tbade-Mabks — Combination  of  Non-Rbgibtbable  Mabkb. 

A  registrable  trade-mark  cannot  be  made  by  combining  two  non-reglstra- 
ble  words. 

2.  Sami — '^Ambbioa's  Stbength** — ^Non-Rbgistbablb. 

"  America's  Strength  "  is  not  registrable  as  a  trade-mark  for  coffee,  the 
word  "America's"  being  geographical  and  the  word  "Strength"  being 
descriptiTe  of  a  quality  of  the  gooda 

On  Appeal. 

TBADB-MABK  fOB  OOITBB. 

Messrs.  Carr  <6  Carr  for  the  applicant 

BiLUNGS,  Assistant  Com^missioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "America's  Strength''  as  a 
trade-mark  for  coffee. 

The  ground  upon  which  the  Examiner  based  his  action  is  that  the 
word  "  Strength  "  is  descriptive  of  a  characteristic  or  quality  of  the 
goods,  and  the  association  of  the  word  with  the  geographical  term 
^  America's  ^  does  not  render  the  combination  registrable. 

The  word  ^  Strength  "  as  applied  to  coffee  is  descriptive  for  the 
reason  that  although  it  is  not  usual  to  speak  of  coffee-berries  as 
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strong  this  word  is  commonly  naed  in  connection  with  the  decoction 
or  infusion  made  therefrom,  and  the  word  ^^ Strength''  would  be 
understood  as  indicating  that  the  coffee-berries  to  which  it  was  ap- 
plied had  a  desirable  quality — ^namely,  that  strong  coffee  could  be 
made  therefrom.  The  word  ^^  America's '^  is  clearly  geographical, 
being  evidently  the  equivalent  of  the  adjective  "  American." 

Neither  of  these  words  could  be  registered  alone,  and  a  registrable 
trade-mark  cannot  be  made  by  combining  two  non-registrable  words. 
Such  was  the  holding  in  ex  parte  J.  W.  Lewis  <b  Co.^  (66  MS.  Dec., 
219,)  where  the  words  ^^  Toledo  Premium  "  were  held  to  be  not  regis- 
trable as  a  trade-mark  for  dry  goods.  The  Court  of  Appeals  of  the 
District  of  Columbia  made  a  similar  ruling  in  Kentucky's  Distilleries 
and  Warehouse  Company  v.  Old  Lexington  Club  DistHlery  Company^ 
{posty  417,  185  O.  O.,  220;  at  the  present  term  of  the  court  and  not 
yet  published,)  in  which  they  held  that  the  word  ^^Club"  was 
descriptive  as  applied  to  whisky,  that  ^^  Lexington  "  was  geographical, 
and  that  the  combination  of  the  two  was  not  registrable. 

Applicant  contends  that  the  manner  in  which  he  uses  the  mark 
shows  that  it  is  fanciful,  the  specimens  accompanying  the  application 
showing  the  words  '^  America's  Strength  "  associated  with  a  picture 
of  "  Uncle  Sam  "  and  with  the  representation  of  a  battleship. 

Hie  answer  to  this  contention  is  that  applicant  is  not  seeking  to 
register  the  entire  device  appearing  on  the  specimens,  but  merely  the 
words  ^^  America's  Strength."  The  obvious  meaning  of  the  words 
standing  alone  must  be  considered  and  not  what  meaning  they  might 
suggest  if  associated  with  certain  pictures. 

It  must  be  held,  therefore,  that  the  action  of  the  Examiner  in 
refusing  to  register  the  mark  was  right. 

The  decision  is  affirmed. 

WXLLOOMI  V.  BaTJIC 

Decided  July  %,  1908. 

186  O.  O.,  884. 

TIftADB-MABKB— Opposition— Vkbitication. 

Section  6  of  the  Trade-liark  Act  at  amended  March  2,  1907,  coastnied 
•and  held  not  to  reQulre  that  a  notice  of  opposition  filed  by  an  attorn^ 
■hall  be  yerlfled  by  him. 

Appeal  from  Examiner  of  Interferences. 

TKADB-MABK   fOB   SUPPOSITOBBBS  FOB  THB  HABAL  PABBAOBB, 

Messrs.  Hervey  dk  Barber  for  Wellcoma 
Messrs.  Mann  db  Co.  for  Baum. 

BnjJNGS,  Assistant  Commissioner: 

This  is  an  appeal  by  Henry  Solomon  Wellcome,  from  the  decision 
of  the  Examiner  of  Interferences  dismissing  a  notice  of  opposition 
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filed  in  his  behalf  by  Hervey  &  Barber,  his  duly  authorized  attorneys, 
to  the  registration  of  trade-mark  application  No.  30^7. 

The  notice  of  opposition  signed  by  the  attorneys  of  Wellcome  was 
filed  within  thirty  days  following  the  publication  of  the  mark,  but  was 
not  verified.  The  Examiner  of  Interferences  of  his  own  motion  dis- 
missed the  notice  of  opposition  upon  the  ground  that  yerification  is 
an  essential  element  of  a  notice  of  opposition  under  the  statute  and 
that  no  verified  notice  was  filed  within  the  thirty  days,  citing  the 
Commissioner's  decision  in  the  case  of  W.  H.  Baker  y.  Baker^  (C.  D., 
1W6,  887;  124  O.  G.,  909.) 

After  the  above  action  of  the  Examiner  of  Interferences,  but  within 
what  is  believed  to  be  a  reasonable  time  in  view  of  the  showing  that 
Wellcome  was  traveling  abroad,  the  notice  of  opposition  was  duly 
verified  by  the  opposer,  Wellcome,  the  verification  being  made  at 
Biarritz,  France,  before  the  American  consular  agent,  one  of  the 
officers  mentioned  in  the  Trade-Mark  Act 

Section  6  of  the  Trade-Mark  Act  of  February  20, 1905,  contained  the 
following  provision : 

Any  person  who  believes  lie  would  be  damaged  by  the  registration  of  a  mark 
may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds  there- 
for, in  the  Patent  Ofllce  within  thirty  days  after  .the  publication  of  the  mark 
sought  to  be  registered,  which  said  notice  of  opposition  shall  be  verified  by  the 
person  filing  the  same  before  one  of  the  oflBcers  mentioned  In  section  two  of 
this  act 

The  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of 
Martin  v.  Martin  and  Bowne  Company,  C.  D.,  1906,  642;  122  O.  G., 
784;  27  App.  D.  C.,  69,)  concerning  the  above  statutory  provision, 
said: 

We  agree  with  the  Commissioner  of  Patents  that  where  a  statute  requires 
an  oath  to  be  made  by  a  party,  as  in  this  instance  the  one  who  may  believe 
himself  damaged,  it  is  not  satisfied  by  the  affidayit  of  his  attorney  or  agent. 

The  Intent  of  the  lawmakers  is  to  be  found  in  the  plain  language  of  their 
enactment  Consideration  of  inconyenlence  and  hardship  growing  out  of  the 
brief  period  aUowed  for  the  opposition,  or  the  absence  of  the  damaged  party, 
as  was  the  case  here,  may  well  operate  upon  the  makers  of  the  law,  but  can- 
not Justify  a  Judicial  addition  to  the  letter  of  the  statute. 

In  order  to  provide  a  remedy  for  the  inconvenience  and  the  hard- 
ship amounting  to  an  impossibility  of  filing  an  opposition  in  some 
cases,  due  to  the  brief  period  allowed  for  filing  the  opposition,  as 
noted  in  the  above  court  decision.  Congress  amended  section  6  of  the 
Trade-Mark  Act  by  adding  at  the  end  of  the  above  provision  the 
proviso  that — 

An  oppofdtion  may  be  filed  by  a  duly-authorized  attorney,  but  such  opposition 
dian  be  null  and  void  unless  verified  by  the  opposer  within  a  reasonable  time 
titer  such  filing. 
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Said  amendment  was  approved  March  2, 1907.  Otherwise  said  sec- 
tion remains  unchanged. 

This  case  presents  for  consideration  the  single  question  whether 
an  opposition  filed  within  thirty  days  by  the  duly-authorized  attorney 
and  subsequently  verified  by  the  opposer  within  a  reasonable  time,  as 
provided  by  the  amendment,  is  null  and  void  because  not  verified  by 
the  attorney  at  the  time  it  was  filed.  The  amendment  to  the  statute 
does  not  require  that  an  opposition  filed  by  an  attorney  shall  be  veri- 
fied by  him,  but  said  amendment  does  expressly  state  that — 

•  •    •    each  opposition  shall  be  null  and  void  unless  yerified  by  the  opposer 
within  a  reasonable  time  after  such  filing. 

This  provision  clearly  applies  whether  or  not  the  notice  of  opposi- 
tion was  verified  by  the  attorney  at  the  time  he  filed  it 

The  preceding  provision  of  the  section  heretofore  quoted  provides 
merely  for  the  filing  of  a  notice  of  opposition  by  ^  the  person  who  be- 
lieves he  would  be  damaged  "  and  states  further : 

•  *    •    which  said  notice  of  opposition  shaU  be  yerified  by  the  person  filing 
the  same. 

The  court,  as  noted  above,  held  that  this  provision  requires  the  veri- 
fication of  the  person  damaged  and  not  that  of  his  attorney  or  agent. 
It  is  not  apparent,  therefore,  how  this  provision  affords  any  warrant 
for  holding  that  the  notice  of  opposition  filed  by  the  attorney  under 
the  provision  added  by  the  amendment  must  be  verified  by  him. 

Moreover,  in  the  absence  of  a  statutory  requirement  for  a  verifica- 
tion by  the  attorney  no  good  reason  is  found  for  requiring  it  Veri- 
fication by  both  the  attorney  and  his  principal  would  appear  to  be 
useless.  Under  the  statute  the  verification  by  the  attorney  cannot 
take  the  place  of  the  verification  by  the  party  damaged,  i^d  unless 
the  opposition  is  verified  by  the  party  damaged  it  is  held  null  and 
void  and  cannot  form  the  basis  for  any  proceeding,  whether  or  not  it 
is  verified  by  the  attorney;  In  the  Encyclopedia  of  Pleading  and 
Practice  (vol.  22,  pp.  1016  and  1017)  it  is  stated: 

II.  Object  of  Verification. — Under  Modem  Ck>de8  and  Statutes  the  object 
of  requiring  a  verification  oY  pleadings  would  seem  to  be  to  insure  good  faith 
In  the  averments  of  the  party  and  to  avoid  sham  and  frivolous  pleas.    ^    ^    • 

III.  In  Equity— 1.  Vebification  or  Bnx—a.  Necessitt  fob  Vebifioatioh — 
(1)  In  Gbnebal. — ^As  a  general  rule,  In  the  absence  of  a  statute  or  rule  requir- 
ing verification,  bills  in  equity  need  not  be  verified  except  when  preliminary 
relief  is  sought  or  where  it  is  sought  to  transfer  into  equity  matters  usually 
cognizable  at  law. 

Concerning  the  necessity  of  requiring  a  verification  by  the  attorney 
as  an  assurance  that  he  files  the  notice  of  opposition  in  good  faith,  it 
is  noted  that  section  14  of  the  Trade-Mark  Act  requires  that  a  fee  of 
ten  dollars  must  accompany  the  filing  of  the  notice  of  opposition. 
This  requirement,  together  with  the  provisions  that  the  notice  filed 
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by  the  attorney  shall  be  null  and  void  nnless  verified  by  the  party 
damaged  within  a  reasonable  time,  is  believed  to  afford  ample  guar- 
antee that  the  notice  of  opposition  is  filed  in  good  faith. 

The  Commissioner's  decision  in  TF.  H.  Baker  y.  Bakery  supra^  that 
a  notice  of  opposition  imaccompanied  by  a  verification  is  ineffectual, 
cited  as  controlling  by  the  Examiner  of  Interferences,  was  rendered 
prior  to  the  amendment  of  the  Trade-Mark  Act  It  relates  only  to 
notices  of  opposition  filed  by  the  party  damaged  and  not  by  his 
attorney.  It  is  likewise  true  that  under  the  amendmoit  to  the  sec- 
tion an  unverified  opposition  is  null  and  void;  but  the  very  purpose 
of  the  amendment  appears  to  be  to  permit  the  notice  to  be  verified 
within  a  reasonable  time  after  the  filing  thereof  by  the  party  dam- 
aged, who  of  all  persons  is  the  one  best  qualified  to  make  the  veri- 
fication. 

For  the  reason  stated  the  decision  of  the  EoMminer  of  Interferences 
must  be  reversed. 


Brown  v.  Inwood  and  Lavknbero 

Decided  July  16,  1908. 

185  O.  G.,  88S. 

IirTKBRBXNCB— SUBPKlftlOH  Of  PbOGBBDINGB— DlBOBRTIOH  OT  THl  BXAlOiriB  Of 
INTBBFBBENGES. 

The  Ck>mml88ioner  will  exercise  his  tuperrlBory  authority  to  review  the 
decision  of  the  Bxaminer  of  Interferences  refusing  to  suspend  an  inter- 
ference proceeding  only  where  it  clearly  appears  that  there  has  been  an 
abnse  of  discretion  operating  to  the  injury  of  one  of  the  parties. 

On  Pbtttion. 

IflAlfS  FOB  MAKING  BOX-BLANKS. 

Messrs.  BuUdey  dk  Durand  and  Messrs.  Davis  and  Davis  for 
Brown. 
Messrs.  Dyrenforth^  Dyrenforth  cfe  Lee  for  Inwood  and  Lavenberg. 

MooKB,  Commissioner: 

This  is  a  petition  by  Healey,  the  assignee  of  Brown,  the  junior 
party  to  the  above-entitled  interference,  that  proceedings  be  sus- 
pended for  six  months. 

A  motion  requesting  said  suspension  was  denied  by  the  Examiner 
of  Interferences,  as  was  also  a  second  motion  for  the  same  purpose. 
Petitioner  contends  that  said  decisions  were  harsh  and  inequitoble, 
and  he  brings  this  petition  asking  that  the  suspension  be  granted 
under  the  exercise  of  the  supervisory  authority  of  the  Commissioner. 
It  is  the  settled  practice  that  this  authority  will  not  b6>exercis' 
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except  when  it  appears  that  there  has  been  a  dear  abuse  of  discretion 
on  the  part  of  the  lower  tribunal  operating  to  the  injury  of  one  of  the 
parties. 

It  appears  that  a  suit  is  pending  in  the  United  States  Circuit 
Court  for  the  District  of  Indiana  which  involves  the  question  of  the 
title  to  the  invention  of  the  issue  and  that  the  master  in  diancery 
has  formulated  a  tentative  report  finding  that  Healy  is  entitled  to 
ownership  of  the  invention  and  to  a  conveyance  of  the  Inwood  and 
Lavenberg  applications. 

The  Examiner  of  Interferences  in  his  decisions  points  out  that 
a  diffierent  question  is  involved  in  the  interference  proceeding;  that 
the  decision  in  the  court  case  will  not  settle  the  question  of  priority  of 
invention ;  that  in  any  event  it  will  probably  be  years  before  a  final 
decision  is  rendered  by  the  courts,  and  that  it  would  be  a  hardship 
upon  petitioner's  opponents  and  contrary,  to  the  settled  practice  of  the 
Office  to  grant  such  a  suspension  under  the  circumstances  here 
presented. 

The  affidavits  filed  in  support  of  the  petition  have  been  carefully 
examined;  but  no  error  is  found  in  the  decisions  of  the  Examiner 
of  Interferences  and  no  occasion  is  here  presented  callr  <^  for  the  ex- 
ercise of  the  supervisory  authority  of  the  Commissioner. 

The  petition  is  denied. 


Gborgb  Wostenholm  &  Son,  Limited,  v.  Csowlet. 

OPFOsrnoK. 

Decided  June  8,  1908. 

135  O.  O..  1121. 

Trade-Mabks — ^Appeal — Refusal  to  Dismiss  Ofpobitioh — ^Non-AppealavlBi 
No  appeal  lies  from  a  decision  of  the  Examiner  of  Interferences  refoMnf 
to  dismiss  a  notice  of  opposition  on  the  ground  that  the  notioe  was  not 
signed  in  conformity  with  the  law. 

Appeal  on  Motion. 

TBADE-llABK  fOB  HAND  SXWINO-NEEDUCB. 

Mr.  Oharles  O.  GUI  and  Mr.  Wm.  G.  Henderson  tat  George  Wosten- 
holm &  Son,  Limited. 
Messrs.  Munn  dk  Co.  for  Crowley. 

Billings,  Assistant  Com/missioner: 

This  is  an  appeal  by  Crowley  from  a  decision  of  the  Examiner  of 
Interferences  denying  a  motion  to  dismisB  the  opposition  filed  by 
appellee. 
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The  moti(m  to  dismiss  is  based  upon  the  ground  that  the  notice  of 
opposition  has  not  been  signed  in  conformity  with  the  law.  A  de- 
murrer to  the  notice  of  opposition  was  filed  setting  up  the  same 
ground,  which  was  denied  by  the  Examiner  of  Interferences.  As  to 
the  present  motion,  the  Examiner  of  Interferences  on  October  28, 
1907,  dismissed  the  same,  stating  that  the  questions  raised  were  raised 
upon  the  demurrer  previously  considered  and  disposed  of  adversely 
to  the  moving  party,  and  that  no'  reiison  was  seen  why^  the  same 
matters  should  be  reconsidered  in  the  manner  proposed.  No  limit  of 
appeal  was  set  from  this  decision,  but  the  present  appeal  therefrom 
was  nevertheless  filed  on  April  25, 1908,  substantially  six  months  after 
the  decision  was  rendered. 

I  am  of  the  opinion  that  this  appeal  was  improperly  taken.  The 
motion  is  in  effect  a  motion  for  .judgment  on  the  record,  and  under 
the  established  practice  of  the  Office  no  interlocutory  appeal  lies  from 
a  refusal  to  render  such  a  judgment  {Lemp  v.  Randall  and  Bates  v. 
Thomson^  C.  D.,  1906,  42;  120  O.  G.,  905;)  but  if  it  be  considered 
as  a  motion  to  dismiss  the  action  and  that  as  such  it  does  not  fall 
under  the  decision  above  cited,  it  is  still  non-appealable  under  the 
general  practice  of  the  courts,  by  which  no  right  of  appeal  from 
an  interlocutory  <»^ler  denying  a  motion  to  dismiss  an  action  is 
recognized.     {Encyclopedia  of  Pleading  and  Practice^  vol.  6,  p.  1001.) 

Furthermore,  the  appeal  should  not  be  considered  because  of  ap- 
pellant's laches  in  bringing  the  same.  No  limit  of  appeal  was  set  by 
the  Examiner  of  Interferences,  which  should  have  put  appellant 
upon  notice  that  the  Examiner  did  not  regard  the  question  decided 
as  an  appealable  one;  under  such  circumstances  appeal  should  be 
taken  promptly,  if  at  all,  in  order  that  opposing  parties  may  not 
proceed  under  a  misapprehension  as  to  the  condition  of  the  case. 

The  appeal  is  therefore  dismissed  because  the  judgment  from  which 
the  same  was  taken  is  non-appealable  and  also  because  of  laches  in 
bringing  the  same. 

ACTOBNGESELLSGHAFT    PaULANERBBAIT    SaLVATOHBRATTERBI    V*    CONBAD 

Seifp  Brewing  Company. 

tbade-mark  interference. 

Decided  June  18,  1908. 

185  O.  O..  1121. 

IirmriEBEWOE— TgariMONY— SuPFMBsaioN  of  Gbosb-Intebbooatobibs  Filed  TTndfb 
RuuE  158. 
Wbere  it  clearly  appeared  that  cross-Interrogatories  filed  under  the  pro- 
Tlslont  of  Bale  158  are  improper  croas^zaminatlon,  a  motion  to  strike  them 
out  was  properly  granted. 

A»MAI.  OK  MonON.  DigitizedbyGoOgle 
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Messrs.  Oeorgii  dk  Massie  for  Actiengesellschaft  Paulanerbrau  Sal- 
vatorbrauerei. 

Mr.  Frank  P.  Reed  and  Mr.  Edward  8.  Rogers  and  Mr.  F.  M. 
Phelps  for  Conrad  Seipp  Brewing  Company. 

BiLLiNoe,  Assistant  Oammissianer: 

This  is  an  appeal  by  the  Conrad  Seipp  Brewing  Company  from 
the  decision  of  the  Examiner  of  Interferences  granting  a  motion  of 
the  junior  party  to  strike  out  certain  cross-interrogatories,  filed  under 
the  provisions  of  Bule  168,  on  the  ground  that  they  are  improper 
cross-examination  and  amount  to  a  mere  '^  fishing  excursion.'' 

In  its  brief  appellant  does  not  contend  that  the  said  cross-interroga- 
tories are  proper  or  material  and  competisnt,  but  argues  that  consid- 
eration of  the  objections  to  them  should  be  postponed  until  the  final 
hearing. 

The  cross-interrogatories  objected  to  call  for  any  informati<xi  the 
witnesses  may  have  concerning  the  use  of  the  mark  of  the  issue  by 
others  than  the  junior  party  and  its  predecessors.  They  relate  to  a 
different  subject  of  investigation  from  that  to  which  the  direct  inter- 
rogatories are  aimed,  and  it  is  for  this  reason  that  they  were  sup- 
pressed by  the  Examiner  of  Interferences.  If  the  cross-interroga- 
tories were  not  suppressed  until  final  hearing,  it  is  clear  that  appel- 
lant might  thereby  improperly  obtain  information  to  the  irreparable 
injury  of  the  adverse  party. 

The  rules  do  not  sustain  appellant's  contention  that  the  matter 
should  be  postponed  until  final  hearing.    On  the  contrary,  the  pro- 
vision of  Bule  158,  (2)  that— 
it  mnst  appear  tliat  the  testimony  desired  is  material  and  competent — 

covers  both  the  interrogatories  and  the  cross-interrogatories.  More- 
over, it  is  not  the  practice  of  the  courts,  as  contended  by  appellailt, 
to  refuse  to  consider  objections  to  the  interrogatories  until  the  final 
hearing  in  connection  with  the  issuing  of  commissions  to  take  testi- 
mony, as  appears  from  the  following  references: 

2.  Srtlino  Intbbbooatories— a.  Pbopbiett  and  Matbrialitt.— Wliere  the 
examination  is  to  be  upon  written  interrogatories  It  la  usual  to  have  their  pro- 
priety and  materiality  passed  upon  so  far  as  possible  before  the  commission 
issue,  and  such  as  are  clearly  immaterial  to  any  possible  Issue  may  be  then 
excluded,  (^ffierioofi  and  EnglUh  Encyclopaedia  of  Law,  second  edition,  yoL 
9,  p.  817.) 

B.  BKSTLKUEBn—l.  In  Ouikbal.— Where  the  parties  cannot  agree  on  the  in- 
terrogatories it  is  usual  for  the  party  dissatisfied  to  object  specifically,  and  have 
the  objections  passed  on  and  the  interrogatories  settled  by  the  court  or  a  Judge 
thereof  on  due  notice  of  the  time  and  place  of  settlement 

2.  MATncBs  CoNsn>EBED. — On  settling  Interrogatories  their  materiality  and 
pertinency  to  the  issue  wiU  alone  be  regarded,  and  unless  a  proposed  inter* 
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rogatory  iB  manltortly  improper  or  impertinent  it  dionld  be  allowed  subject  to 
objectlona  at  the  trial.    {Cyclopedia  of  Law  and  Procedure,  vol.  18,  pp.  808-9.) 

It  baa  been  held  tbat  application  for  commlflsion  to  take  testimony  abroad 
i8  not  grantable  as  of  course,  but  only  in  the  court's  discretion  upon  a  showing 
of  the  materiality  of  the  evidence  to  b  j  adduced ;  although  this  seems  at  vari- 
ance with  the  established  principle  that  a  party's  latitude  in  the  taking  of  testi- 
mony is  not  to  be  restricted  by  any  determination  of  the  court  in  advance  as 
to  what  is  relevant    {Roee'e  Code  of  Federal  Procedure,  vol.  1,  p.  1060.) 

1.  That  an  application  for  the  appointment  of  commissioners  to  take  testi- 
mony abroad  is  not  grantable  of  course;  but  it  is  addressed  to  the  Judicial  dis- 
cretion which  is  controlled  by  the  usages  and  rules  of  chancery  practice,  in  ac- 
cordance with  which  the  present  motion  cannot  be  granted.  (Federal  Oaeee, 
ToL  27,  p.  450;  UnUed  Statee  v.  Parrott,  No.  16,900.) 

Inasmach  as  the  pertinency  of  the  questions  cannot  be  judged  as 
well  when  taken  by  themselyes  as  when  considered  in  connection  with 
the  answers  thereto,  any  serious  doubts  as  to  the  propriety  or  materi- 
ality of  the  interrogatories  and  cross-interrogatories  should  be  re- 
solved in  favor  of  allowing  tbem  to  remain  subject  to  the  objections 
until  the  final  hearing.  No  such  uncertainty  exists  in  the  present 
case,  and  the  decision  of  the  Examiner  of  Interferences  i$  accordingly 
afirmed. 


Ex  ^ABTB  NeWMAK. 

De<Med  July  8. 1908. 

135  O.  O.,  1122. 

Abandoniozit  or  Application — SurrioiENcr  or  Applicant's  AonoN. 

Wh^re  the  claims  of  an  application  have  been  rejected  and  within  the 
year  aUowed  for  action  the  applicant,  in  lieu  of  an  oath  under  Bule  75, 
files  a  paper  caUing  attention  to  certain  testimony  taken  in  an  interference 
Involving  the  application  of  which  the  ai^lication  containing  the  rejected 
daims  was  a  division,  upon  which  reliance  is  placed  to  show  prior  invention, 
and  the  Examiner  does  not  object  to  the  competency  of  the  testimony,  but 
regards  it  as  insufficient,  the  application  is  not  abandoned  through  lack  of 
proper  prosecution.  The  sufficiency  of  the  testimony  is  a  question  of  merits, 
on  which  the  applicant  has  a  right  to  the  opinions  of  the  various  appellate 
tribunala 

On  Pbtitiok. 

TTPB-WBITINO  ICBOHANISM. 

MesMrs.  Rector^  Hibhen  <&  Davie  for  the  applicant 

MooRB,  Commissioner: 

This  is  a  petition  from  a  decision  of  the  Primary  Examiner  holding 
an  application  to  have  become  abandoned  through  lack  of  proper 
prosecution  and  asking  ^^  that  the  Primary  Examiner  be  instructed  to 
rescind  "  his  action. 
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On  April  29,  1907,  the  Examiner  rejected  certain  claims  as  antici- 
pated by  two  specified  patents.  On  April  28, 1908,  a  paper  was  sub- 
mitted by  applicant  stating  that  the  invention  covered  by  the  rejected 
claims  was  made  prior  to  the  filing  dates  of  the  patents  cited,  and  in 
lieu  of  the  usual  oath  under  Rule  75  reference  was  made  to  the  testi- 
mony taken  in  a  certain  interference  in  which  was  involved  an  appli- 
cation of  which  the  present  one  is  a  division,  and  the  particular 
testimony  upon  which  reliance  was  placed  was  pointed  out  The 
ExamLtier  considered  the  testimony  to  which  attention  was  called  and 
found  that  certain  exhibit  drawings  referred  to  therein  had  been 
withdrawn  after  the  termination  of  the  interference,  that  the  issue  of 
that  interference  covered  a  different  feature  from  that  covered  by  the 
rejected  claims,  and  held  that  '^  the  naked  testimony  "  was  insufficient 
to  establish  a  date  of  invention  for  the  feature  specified  in  the  rejected 
claims,  and  that  such  testimony  could  not  take  the  place  of  an  affi- 
davit under  Rule  75.  The  Examiner  thereupon  held  that  the  paper 
filed  on  April  28,  1908,  was  not  a  sufficient  response  to  the  rejection 
of  April  29, 1907,  and  that  the  case  was  therefore  abandoned. 

It  is  the  practice  of  the  Office  to  accept  the  testimony  taken  in  an 
interference  in  lieu  of  an  affidavit  under  Rule  75.  {Ex  parte  Homanj 
C.  D.,  1905,  288;  117  O.  G.,  2088.)  The  Examiner  recognized  this 
practice,  but  held,  apparently,  that  the  particular  testimony  upon 
which  reliance  was  placed  in  this  case  could  not  take  the  place  of  such 
an  affidavit.    The  Examiner  in  his  answer  to  this  petition  said: 

Upon  referring  to  the  record  of  the  above-mentioned  interference  it  was  found 
that  after  the  termination  thereof  the  applicant  withdrew  all  of  the  exhibit 
drawings. 

The  issne  of  the  interference  covered  an  entirely  diiferenl  feature  from  that 
covered  by  the  claims  in  the  present  case  and  without  the  exhibit  drawings  it  is 
believed  that  the  naked  testimony  referred  to  is  insufficient  to  establish  the  date 
of  the  invention  covered  by  the  claims  in  this  application,  and  therefore  said 
testimony  cannot  take  the  place  of  an  affidavit  under  Rule  75. 

Moreover  an  excerpt  of  the  interference  testimony  relied  upon  to  establish  a 
date  prior  to  the  date  of  the  references  should  be  copied  and  filed  in  this  case 
in  order  to  make  the  record  complete.    This  has  not  been  done. 

It  is  not  understood  that  the  Examiner  objects  to  the  competency 
of  the  testimony  presented,  but  rather  to  its  sufficiency.  If  the  testi- 
mony was  sufficient,  of  course  the  rejection  of  the  claims  should  be 
withdrawn.  On  the  other  hand,  if  it  is  not  regarded  as  sufficient  the 
rejection  must  stand,  and  applicant  has  a  right  to  contest  the  suf- 
jficicncy  thereof  before  the  several  appellate  tribunals.  It  seems  clear, 
therefore,  that  the  Examiner's  action  in  holding  the  case  abandoned 
through  lack  of  proper  prosecution  was  incorrect. 

The  petition  is  granted. 
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Ex  PARTS  MJLAN0. 

Decided  July  U,  1908. 
186  O.  O.,  1122. 

BMonsKim  Arm  Atpbal  to  Ooubt — UmrsirAL  Oibcuicstancbs. 

After  an  appeal  to  the  Court  of  Appeals  of  the  District  of  Ck)1nmbla 
refaslng  the  allowance  of  certain  claims  a  case  will  not  be  reopened  for  the 
consideration  of  additional  claims  except  under  nnusnal  circnmstances,  and 
the  allegation  that  the  interpretation  pot  upon  a  certain  term  in  the 
an>ealed  claims  by  the  tribunals  of  the  Patent  OfRce  and  by  the  court  was 
not  contemplated  by  applicant  when  the  claims  were  made  is  not  such  an 
nnusoal  circumstance  as  is  contemplated  by  the  practice. 

Oir  Petition. 

OAin  APPABATUS. 

Messrs.  Bacon  db  MUans  for  the  applicant 

MooRB,  Commissioner: 

This  is  a  petition  requesting  a  reopening  of  the  case  tor  the  admis- 
sion of  an  additional  claim  after  a  decision  of  the  Court  of  Appeals  of 
the  District  of  Columbia  refusing  claims  of  broader  scope.  Claims  of 
narrower  scope  were  allowed  by  the  Primary  Examiner. 

In  the  case  of  ex  parte  Lesler  (C.  D.,  1905,  809;  117  O.  G.,  2681)  it 
was  said : 

It  la  contrary  to  the  practice  of  the  Office  to  reopen  cases  for  amendment  after 
appeal  except  nnder  unusual  circumstances  where  the  interests  of  Justice  plainly 
It 


Petitioner  refers  to  this  decision  aild  contends  that  the  present  case 
presents  unusual  circumstances  in  that  in  using  the  term  '^  spot "  in 
the  appealed  claims  applicant  had  always  in  mind  that  term  as  known 
to  the  art  comprehending  a  ^  metallic  insert  which  is  embedded  in  the 
bowling-alley,''  and  that  he  did  not  contemplate  the  broad  construc- 
tion which  was  placed  upon  this  term  by  the  Commissioner  and  the 
courts. 

It  is  well-settled  practice  that  the  claims  of  an  application  will  be 
given  as  broad  an  interpretation  as  their  terms  warrant.  {Andrews 
▼.  NOson,  C.  D.,  1906,  717;  128  O.  G.,  1667;  27  App.  D.  C.,  461.)  It 
is  also  well  settled  that  an  applicant  who  prosecutes  broad  claims  to 
a  final  conclusion  has  no  right  to  the  reopening  of  the  case  for  the 
insertion  of  narrow  claims.  {Ex  parte  Snow^  C.  D.,  1897,  48;  80 
0.  Q.^  1271.)  Nor  is  it  thought  that  the  circumstances  presented 
here  are  so  unusual  as  to  warrant  a  departure  from  the  ordinary  rule. 
If  a  difference  in  the  interpretation  of  the  claims  by  the  applicant 
and  the  Office  should  be  regarded  as  an  unusual  circumstance  war- 
ranting a  reopening  of  a  case,  it  would  seem  that  the  established  rules 
against  reopening  after  appeal  mig^t  as  well  be  abrogated,  as  such 
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an  allegation  might  very  properly  be  made  in  the  majority  of  caaea, 
for  the  reason  that  where  claims  are  rejected  there  is  generally  such 
a  difference  of  interpretation,  either  of  the  ref  armces  or  of  the  scope 
of  the  daima. 
The,  petiHan.U  denied. 


Familton  t;.  Thb  Alonso  O.  Buss  Mbdioai*  Oompakt. 

OAHOBLATIOK  PBOCnDIKa. 

DmHdee  Ju^  S.  1908. 

186  O.  Q^  1809. 

1.  TBADB-lCABKa— Cahobaxidh— Sboxioh  18  or  nn  Tkadb-Mabk  Act  Coh- 


The  tum  "entltlea  to  use"  in  section  18  of  tbe  Trade-lCark  Act  means 
exdnsive  use,  and  wliers  it  appears  tbat  tbe  registrant  was  not  tbe  first 
to  adopt  and  use  a  mark  tlie  registration  siionld  be  canceled. 
Sams— 8am»— Bnisn^noir  Uhdeb  thb  "Tur-TaAB"  Olavsb. 

Wbere  a  non-tedmical  mark  is  registered  under  tbe  "tsn-^ears"  dense 
and  it  appears  tbat  tbe  registrant  did  not  daring  tbe  ten  years  next  pre> 
ceding  tbe  passage  of  tbe  act  bave  sole  nse  of  tbe  mark*  tlie  registradoo 
sbonld  be  canceled. 
BAica— Samb— UsB  or  ICabx  bt  Appucaiit. 

Tbe  fsct  tbat  a  mark  wbicb  is  registered  nnder  tbe  '^  taor jeais  "*  danse 
is  descriptive  and  tbat  tlierefore  tbe  applicant  for  cancelation  can  acquire 
no  property  rigbts  therein  is  of  no  moment  so  far  as  tbe  rights  of  tbe 
registrant  are  concemed. 

Affbal  from  Examiner  of  Interferences. 


Mr.  OheHer  0.  Shepherd  and  Meeere.  Shepherd  dk  OampbeU  for 
Familtcm. 
Meeere.  Knight  Brae,  for  The  Alcmao  O.  Bliss  Medical  Ckanpany. 

BnuNQS,  AuieUmt  Oammieeioner: 

This  is  an  appeal  by  The  Alonzo  O.  Bliss  Afodical  Oompany  from 
the  decision  of  the  Examiner  of  Interferences  sustaining  the  appli- 
cation for  the  cancelation  of  its  trade-mark  registration  Na  S8,097, 
brou^t  by  Percy  C.  Familton. 

The  mark  of  The  Alonzo  O.  BUss  Medical  Company,  registered 
December  4, 1906,  under  the  ten-year  proviso  of  the  act  of  February 
20, 1906,  consists  of  the  words  ^^  Native  Herhi  "  aa  a  trade*mark  for  a 
proprietary  medical  preparatioiu 
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The  amended  application  for  cancelation  sets  up  the  following 
grounds: 

lat  Tbat  the  applicant,  Percy  O.  F^mllton,  Is  the  lawfal  owner  of  the  trade 
mark  or  name  "Native  Hwb8»"  the  said  applicant  and  his  predecessor  having 
continnonsly  osed  the  name  "  Native  Herbs  **  as  a  trade-mark  for  internal  herb 
remedies  for  diseases  of  the  blood,  kidneys  and  liver  since  some  time  In  the 
year  1879,  said  trade-mark  being  used  upon  the  packages  containing  the 
goods  as  shown  by  the  "  EYimllton  Exhibit  A  "  mentioned  in  the  accompanying 
affidavit  of  Percy  O.  Hamilton,  said  affidavit  being  annexed  hereto  and  made  a 
part  hereof. 

2nd.  That  the  said  Alonio  O.  Bliss  Medical  Ck>mpany  did  not  at  the  time  of 
Its  appUcatlon  fbr  registration  of  said  trade-mark,  have  the  exclusive  right 
to  the  use  of  said  trade-mark  in  connection  with  the  class  of  goods  on  which 
Che  same  Is  alleged  to  be  used. 

Srd.  Tbat  the  said  Alonio  O.  Bliss  Medical  Ck)mpany  has  served  notice  on 
dila  appUcant  of  the  registration  of  Its  said  trade-mark  and  of  its  alleged 
exclnslye  right  therein  and  intimated  that  unless  the  said  applicant  dlscon- 
tlnoes  the  use  of  said  trade-mark,  suit  wiU  be  brought  by  said  The  Alonzo  O. 
BUas  Medical  Company  against  the  applicant  and  upon  the  strength  of  the 
r^;lBtration  of  said  trade-mark  the  agents  of  the  said  Alonso  O.  Bliss  Medical 
Company  have  intimidated  the  customers  of  applicant  and  have  attempted  to 
Intimidate  the  agents  of  applicant  by  telling  applicant's  agents,  that  they 
(applicant's  agents)  were  liable  to  arrest  f6r  the  infringement  of  said  trade- 
mark, whereby  the  business  of  applicant  has  been  greatly  damaged  by  the  said 
The  Alonao  O.  Bliss  Medical  Company. 

4th.  That  the  use  of  said  trade-mark  and  the  publication  of  the  t&ct  that 
ihe  same  is  registered  in  the  Patent  Office  by  The  Alonzo  O.  Bliss  Medical  Com- 
pany, tends  to  and  does  injure  the  business  of  this  applicant 

These  allegations  were  denied  in  the  answer  of  appellant,  replica- 
tion was  then  filed,  and  proofs  taken.  The  Examiner  of  Interfer- 
ences found  that  the  testimony  in  behalf  of  Familton  established 
that  George  W.  Bassett  adopted  and  used  the  words  '^  Bassett's  Native 
Herbs  "  on  and  in  connection  with  a  medicinal  preparation  as  early 
as  1882  and  continued  such  use  until  1904,  when  he  sold  his  business 
and  trade-marks  to  Familton,  the  applicant  for  cancelation,  who  has 
continued  the  use  to  the  present  time. 

This  finding  is  believed  to  be  correct  and  justified  by  the  evidence, 
as  is  also  the  holding  of  the  Examiner  of  Interferences  that  the 
evidence  on  behalf  of  the  registrant,  The  Alonzo  O.  Bliss  Medical 
Company,  shows  that  it  and  its  predeeessor  used  continuously  the 
mark  "  Our  Native  Herbs  "  from  1887  to  1»02,  and  subsequently  to 
that  time  and  down  to  date  the  mark  *^  Bliss  Native  Herbs.''  In  fact, 
registrant  does  not  claim  to  have  used  the  mark  prior  to  1887. 

These  findings  are  not  seriously  disputed;  but  appellant  contends 
that  the  Examiner  of  Interferences  erred  (1)  in  holding  that  the 
applicant  for  cancelation  had  shown  damage  resulting  from  the  regis- 
tration, and  (2)  in  his  interpretation  of  the  meaning  of  the  word 
^  use  "  in  section  18  of  the  Trade-Mark  Act  Appellant  claims  that 
e9026--iL  Doc  1549, 60-2 ^18  jgitized  by  GoOglc 
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whether  or  not  it  was  entitled  to  appropriate  the  mark  as  a  trade- 
mark at  the  date  of  its  application  it  had  a  right  to  use  the  mark 
and  that  its  registration  cannot  be  legally  canceled  under  the  wording 
of  this  statute. 

The  latter  contention  wiU  be  considered  first.  Section  18  of  the 
Trade-Mark  Act  reads  as  follows: 

Ssa  18.  That  wh«ieYer  any  person  BhaU  deem  himself  Injnred  1^  the  regis- 
tration of  a  trade-mark  In  the  Patent  Office  he  may  at  any  time  apply  to 
the  Ck)mml88loner  of  Patents  to  cancel  the  registration  thereof.  The  CXm- 
misBloner  shall  refer  such  application  to  the  Examiner  In  charge  of  interfer- 
ences, who  In  empowered  to  hear  and  determine  this  question  and  who  shaU 
give  notice  thereof  to  the  registrant  If  It  appears  after  a  hearing  before  the 
Examiner  that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at  the 
date  of  his  application  for  registration  thereat  or  that  the  mark  Is  not  used  by 
the  registrant,  or  has  been  abondoned,  and  the  Examiner  shaU  so  decide^  the 
Commissioner  shall  cancel  the  registration.  Appeal  may  be  taken  to  the  Com- 
missioner In  person  from  the  decision  of  Examiner  of  Interferences. 

The  Examiner  of  Interferences  held  that  the  testimony  clearly 
showed  that  the  mark  is  used  by  the  registrant  and  has  not  been 
abandoned,  but  that  the  registrant  was  not  entitled  to  the  exclusive 
use  of  the  mark  at  the  date  of  its  application  and  that  the  mark 
should  therefore  be  canceled.  In  holcUng  that  the  term  ^entitled 
to  use  "  in  the  Trade-Mark  Act  means  entitled  to  exclusive  use  the 
Examiner  of  Interferences  followed  the  decisions  of  the  (Commissioner 
in  Pioneer  Suspender  Company  v.  Lewis  Oppenheimer^s  Sons  (C.  D., 
1907, 144;  128  O.  G.,  1298)  and  in  Magic  Curler  Company  v.  Porter 
(C.  D.,  1907,  168;  128  O.  G.,  2088.)  In  the  latter  case  the  Com- 
missioner said : 

The  question  Is,  Does  the  provision  of  this  section  for  cancelation,  when — 
"the  registrant  was  not  aitltled  to  the  use  of  the  mark  at  the  date  of  his 
application  for  registration  thereon,"-Haathorlze  cancelation  generally  where 
it  appears  that  the  registrant  was  not  entitled  to  the  registration  obtained, 
or  whether  cancelation  under  this  provision  Is  limited  to  those  cases  where 
a  trade-mark  might  reside  In  another  party?  This  question  was  decided  1^ 
the  Commissiouer  In  Pioneer  Suspender  Company  ▼.  Lewis  OppenhHmer's  Sons 
C.  D.,  1907,  144;  128  O.  O.,  1293,)  where  it  was  held  that  the  right  to  use 
referred  to  In  this  section  means  a  right  to  ezclusive  use.  There  seems  to 
be  no  reason  why  the  consideration  of  the  right  to  registration  upon  an  appli- 
cation for  cancelation  should  be  restricted  to  a  determination  of  the  registrant's 
right  to  use  the  mark.  The  right  registered  Is  a  supposed  right  to  exclusive 
use.  The  evident  intention  of  Oongress  was  to  permit  any  person  deeming 
himself  injured  by  a  registration  to  question  the  validity  thereof  in  the 
Patent  Office  and  to  obtain  cancelation  thereof  If  the  registrant  had  no 
trade-mark  right  therein  at  the  time  of  his  application  for  registration,  or  If, 
having  had  such  a  right  at  that  time,  he  has  subsequently  lost  che  Mme. 
There  Is  more  reoson  why  a  party  who  has  himself  no  trade-mark  right, 
but  who  is  hnrnssed  in  his  buRlness  through  an  improper  registration,  should 
be  ]:)ennitted  to  overthrow  that  registration  than  there  Is  for  according  this 
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rellet  to  one  who  l8  the  possessor  of  a  trade-mark  right  The  latter  party 
may  obtain  relief  against  injury  through  the  invalid  registration  by  inter- 
ference proceedings,  registration  to  himself,  and  suit  thereon.  The  former 
party,  though  liable  to  the  same  injury,  has  not  the  same  opportunity  for 
combating  it  In  the  fkce  of  these  reasons  the  meaning  which  the  statute 
appears  to  have  when  construed  strictly  in  accordance  with  the  exact  definitions 
of  the  words  used  is  believed  to  he  accidental  and  not  controlling. 

The  condusions  reached  in  these  decisions  are  believed  to  be 
sound.  Trade-marks  form  the  subject-matter  of  section  18.  This 
term  occurs  at  the  beginning  of  the  section,  and  it  seems  dear  that 
the  provision  further  on  in  this  section  that  the  mark  shall  be 
cancded  if  it  appears — 

that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at  the  date  of 
his  appUcation — 

means  entitled  to  the  use  or  appropriation  of  the  mark  as  a  trade- 
mark— that  is,  exdudve  use. 

The  evidence  is  believed  to  establish  that  registrant  was  not  the 
first  to  adopt  and  use  the  mark  and  that  it  was  not,  therefore, 
entitled  to  the  use  or  registration  of  the  mark  as  a  technical  trade- 
mark at  the  date  of  its  application;  also  that  it  did  not  have 
exclusive  use  of  the  mark  during  the  ten  years  necessary  to  entitle  it 
to  registration  under  the  ten-year  proviso,  but  that  the  use  of  the 
mark  was  contemporaneous  with  that  of  the  appellee.  The  record 
sbows  that  the  mark  was  registered  under  the  ten-year  proviso, 
and  it  was  hdd  in  the  recent  decisions  of  the  Court  of  Appeals  of 
the  District  of  Columbia  in  Worcester  Brewing  Corporation  v. 
Renter  <6  Company  {post,  329;  133  O.  G.,  1190)  and  Brovm-Forman 
Cam/pony  v.  Beech  HiU  DistiUing  Company  {post^  884;  134  O.  G., 
15^)  that  to  entitle  an  applicant  to  registration  under  this  proviso 
he  must  have  had  sole  use  of  the  mark  during  the  ten-years  period. 
.There  is  some  evidence  tending  to  support  registrant's  contention 
that  the  mark  is  descriptive  of  the  goods  upon  which  it  is  applied 
and  that  Familton,  therefore,  could  acquire  no  property  rights  in 
the  mark.  It  is  not  necessary  to  determine  this  question,  since  Fam- 
ilton is  not  an  applicant  for  registration  of  the  mark.  Familton  and 
his  predecessor  used  the  mark  upon  the  goods  in  a  manner  similar  to 
a  trade-mark  use,  and  whether  they  had  a  right  to  use  the  mark  as 
a  trade-mark  or  merdy  as  descriptive  of  the  goods  is  of  no  moment 
so  far  as  the  rights  of  appellant  are  concerned.  {Magic  Curler  Com- 
pany V.  Porter^  supra;  Kuttroff  v.  Casella  Color  Company^  C.  D., 
1907,  226;  129  O.  G.,  8159;  The  Natural  Food  Company  v.  Williams^ 
post,  Z20;  133  O.  G.,  232.) 

Appellant  contends  that  Familton  has  not  shown  such  an  interest 
as  entitles  him  to  intervene  or  which  is  sufficient  to  confer  jurisdiction 
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upon  the  Office  to  entertain  his  ap{>lication  for  cancelation  under  the 
•uling  of  the  court  of  appeals  in  Mcllhenny^s  Son  v.  New  Iberia  Ex- 
tract of  Tabasco  Pepper  Company^  Limited,  {post,  826;  188  O.  G., 
995.)     In  that  case  the  Court  said : 

The  i)etitlon  of  the  appellee  does  not  contain  an  averment  that  it  had  used 
the  word  "Tabasco**  as  a  trade-mark  for  pepper-sauce.  The  averment  that 
It  had  used  the  word  as  a  trade-mark  is  not  safflcient  for  the  obvious  reason 
that  unless  the  word  had  been  used  in  the  same  business  as  that  in  which  it 
was  used  by  appellant,  no  Injury  contemplated  by  the  statute  would  have 
resulted,  and  no  right  to  Intervene  would  have  followed.  The  averment  in  the 
sixth  paragraph  of  the  petition  is  merely  ii  conclusion  of  the  pleader  unsup- 
ported by  the  facts  previously  set  out.    Such  an  allegation  is  not  sufllcient. 

The  allegations  of  the  application  for  cancelation  {supra)  in  this 
case  are  not  open  to  these  objections.  Applicant  alleges  in  ground  1 
to  have  used  the  mark  of  the  registration  as  a  trade-mark  upon  the 
same  class  of  goods  as  registrant,  and  ground  3  states  specific  facts 
as  to  injury  resulting  from  the  registration.  The  evidence  in  behalf 
of  Familton  is  believed  to  substantiate  his  claim  as  to  continuoas 
use  of  the  registered  mark  upon  the  same  goods  from  a  date  long 
prior  to  the  adoption  of  the  mark  "by  appellant,  also  to  support  his 
allegation  that  he  deems  himself  injured  by  the  registration.  Ap» 
pellant  admits  in  paragraph  8  of  his  answer — 

*  *  *  that  it  has  notified  the  said  applicant  of  its  exclusive  rights  in  said 
trade-mark  and  of  the  fact  that  it  had  registered  said  trade-mark  in  the  United 
States  Patent  Office. 

The  evidence  shows  that  ^^  Familton's  Exhibit,  Bliss  Weekly  Let- 
ter ''  was  sent  by  appellant  to  Familton  and  many  of  his  agents.  At 
the  top  of  this  paper  is  printed  in  large  type  the  following: 

A  Reproduction  of  the  Document  Issued  by  the  United  States  Patent  Ofllce 
to  The  Alonso  O.  Bliss  Company,  Granting  Exclusive  Right  to  the  Name 
"  Native  Herbs.'*  Any  Individual  or  Concern  Using  the  Name  for  a  Medicine 
in  Any  Way  is  Liable  to  Prosecution,  the  Same  as  is  Anyone  Who  Buys  or  Sells 
a  Remedy  Called  "  Native  Herbs "  Other  Than  the  Original  Herb  Compound 
Manufactured  Solely  by  The  Alonzo  O.  Bliss  Company. 

Not  only  did  appellant  threaten  to  bring  suit  against  Familton, 
but  Totten,  the  manager  of  The  Alonzo  O.  Bliss  Company  admits 
(Q.  40)  that  a  bill  in  equity  was  actually  filed  against  the  appellee. 
The  contention  of  appellant  that  Familton  has  not  shown  that  he 
is  entitled  under  section  18  to  file  an  application  for  cancelation  of 
api)ellant's  registration  is  believed  to  be  untenable. 

In  view  of  the  conclusions  reached  it  follows  that  the  registration 
of  the  appellant  should  be  canceled,  and  the  decision  of  the  Examiner 
of  Interferences  is  accordingly  affirmed. 
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Ex  PARTS  MoHalb. 

Decided  JuHy  Ifi,  itfOfi. 

186  O.  O.,  1881. 

I>iyi0iOH— Appeal— Rx8  Adjttdioata. 

Where  a  requirement  for  division  between  process,  artldep  and  apparatus 
daims,  niade  by  the  Primary  Examiner  and  affirmed  by  tbe  Bxamlners- 
In-Chlef  and  Commissioner,  has  been  complied  with,  the  Examiner  is  not 
precluded  from  requiring  division  between  the  claims  presented  in  one 
of  the  divisional  applications  relating  to  the  article  upon  the  ground  that 
they  cover  different  species.  The  question  of  division  as  between  different 
species  of  the  article  is  not  re»  adfudioata  in  the  divisional  application, 
as  it  was  not  one  of  the  questions  passed  upon  by  the  Bxaminers-in-Chief. 

On  pjBiTriON. 

AST  car  POBGINO  SIDK  PSAMBS,  ETa 

Mr.  Joseph  L.  Levy  for  the  applicant 

Moore,  Com/missioner: 
This  is  a  petition  that — 

the  Examiner  be  required  to  follow  the  instructions  as  to  division  as  set  forth 
tn  the  decision  of  the  Ck)mmlssioner  of  Patents  in  the  case  of  which  this  'is 
a  division,  which  parent  case  was  filed  September  9th,  1904,  Serial  No.  283328. 

It  appears  that  in  the  parent  application  the  Examiner  required 
that  the  claims  be  divided  into  iSve  groups — (1)  the  process  of  forg- 
ing, set  forth  in  claims  1  to  22,  inclusive;  (2)  an  article  of  manufac- 
ture, set  forth  in  claims  28  to  30,  inclusive;  (8)  a  fo'rging-machine, 
set  forth  in  claims  81  to  87,  inclusive,  and  claim  40;  (4)  a  cutting 
and  shaping  means,  set  forth  in  claim  88;  (5)  a  bending  device,  set 
forth  in  daim  89. 

Appeal  was  taken  from  this  requirement,  and  the  Examiners-in- 
Chief  affirmed  the  decision  of  the  Examiner  except  as  to  claims  88 
and  89,  which  they  held  could  go  with  the  other  machine  claims.  On 
appeal  this  decision  was  affirmed  by  the  Commissioner. 

The  present  divisional  application  contained  as  filed  the  article 
claims  which  were  contained  in  the  parent  application.  The  Exam- 
iner required  division,  holding  that  these  claims  covered  different 
specific  articles.  It  is  from  this  requirement  that  the  present  petition 
18  taken,  the  applicant  urging  that  the  matter  is  res  adjudicata^  since 
such  division  was  not  required  in  the  decision  of  the  Commissioner 
in  the  parent  case.  It  is  apparent,  however,  that  this  question  was 
not  before  the  Commissioner  on  the  appeal,  since  the  only  question 
passed  upon  by  him  was  the  correctness  of  Uie  division  of  the  claims 
into  process,  article,  and  machine  claims.  That  decision,  there- 
fore, in  no  way  precludes  the  Examiner  from  making  the  present 
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holding  that  the  claims  in  this  application  cover  different  specific 
articles.     If  applicant  wishes  to  contest  the  propriety  of  this  re- 
quirement for  division,  his  remedy  is  by  appeal  to  the  Examinera- 
in-Chief. 
The  petition  is  denied. 


Ex  PARTE  CeNTBAL  CONSUMERS  COHPANT. 

Decided  JtUy  17, 1908. 

136  O.  O.,  1681. 

Trade-Mabks — ^Rbgistiability — DESCRiFTiyE  Mark — **  Nbxtobbcb.** 

A  trade-mark  consisting  of  the  word  *'  Nextobeer  "  with  a  paraph  there- 
under for  a  ''non-intoxicating  malt  beverage*'  Held  merely  descriptive 
and  not  registrable. 

On  Appeal. 

TRADE-MARK  FOR  NON-INTOXICATINO  MALT  BEVRRA0E8. 

Mr.  George  R.  Hamlin  for  the  applicant 

MooRE^  CofMmsdoner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
in  refusing  to  register  as  a  trade-mark  for  a  ^  non-intoxicating  malt 
beverage  "  the  word  "  Nextobeer."  The  ground  of  this  refusal  was 
that  the  mark  is  descriptive  of  the  character  or  quality  of  the  goods 
upon  which  it  is  used. 

In  the  labels  filed  as  specimens  the  beverage  upon  which  this  mark 
is  used  is  described  as  a  ''  non-intoxicating  beer ''  and  as  a  ^  refresh- 
ing beer"  and  as  "containing  less  than  2%  alcohol."  The  words 
"  next  to  "  are  defined  in  the  Century  Dictionary  as  meaning  "  imme* 
diately  after,"  "almost,"  "within  a  little  of  being."  Beer  contains 
about  four  per  cent,  alcohol  and  is  a  malt  preparation.  The  words 
"next  to  beer"  give  an  apt  description  of  a  beverage  which  is 
"within  a  little  of  being"  or  "almost"  beer.  It  is  true  that  these 
words  are  written  as  one  word  with  a  paraph  thereunder,  but  that 
does  not  make  them  the  less  descriptive  nor  the  mark  registrable. 

Appellant  contends  that  the  statute  prohibits  the  registration  of 
only  such  marks  as  are  merely  descriptive— that  is,  that  have  no  other 
significance  than  descriptiveness  of  the  qualities,  ingredients,  or 
characteristics  of  the  article  on  which  they  are  used — that  the  mark 
here  sought  to  be  registered  goes  further  and  is  but  inferentially 
descriptive,  its  real  object  being  to  denote  origin  or  ownership,  and 
that  it  is  therefore  registrable. 
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The  answer  to  this  contention  is  found  in  a  recent  decision  of  the 
Court  of  Appeals  of  the  District  of  Columbia  m  re  the  Crescent  Type- 
foriter  Supply  Company y  post^  818;  188  O.  G.,  231.)  where  it  was 
held  that  a  mark  consisting  of  a  wreath  inclosing  the  word  ^'  Orient " 
written  in  a  peculiar  manner  with  the  word  ^^ Brand"  thereunder 
was  properly  refused  registration  on  the  ground  that  it  was  geo- 
graphical. 

In  that  decision,  after  quoting  the  portion  of  section  6  of  the 
Trade-Mark  Act  which  prohibits  the  registration  of  names  or  terms 
that  are  merely  geographical,  the  Court  said: 

The  proyision  of  the  statute  Is  broad  enough  to  prohibit  the  uee  of  any  word 
which  has  an  exclusive  geographical  significance  or  would  suggest  any  partic- 
ular geographical  location. 

Since  the  wording  of  section  6  is  the  same  with  respect  to  both 
classes  of  marks,  it  is  believed  that  the  statute  should  be  construed  as 
broadly  with  respect  to  descriptive  marks  as  the  court  has  construed 
it  with  respect  to  geographical  marks,  and  it  must  be  held,  therefore, 
ihat  registration  of  appellant's  mark  was  properly  refused. 

The  dedaion  of  the  Examiner  of  Trade-Marks  is  affvrmed. 


Ex  PABTB   LaHBBRT. 
APPLIOATIOK    K)S   PATENT. 

Decided  August  S,  1908. 
186  O.  G..  1681. 

3.  Bkhkwai*  Atpugations — Seoond  Renewal  Yaud— Section  4807,   Revised 
Statutes,  Oonstbued. 
The  provision  of  flection  4S97,  Revised  Statutes,  relating  to  the  renewal 
of  forfeited  applications  that  "  such  second  application  must  be  made  with- 
in two  years  after  the  allowance  of  the  original  application"  construed 
and  Held  not  to  prohibit  the  filing  of  a  second  renewal  application  within 
two  years  after  the  aUowance  of  the  original  application. 
2.  Same — Same — Nor  Retboaotive. 

The  practice  which  prevailed  prior  to  1894  of  allowing  more  than  one 
renewal  of  a  forfeited  application,  providing  it  was  made  within  two  years 
following  the  date  of  allowance  of  the  original  application,  is  reBtoi*ed« 
but  it  is  not  to  be  construed  as  in  any  way  retroactive. 

Oh  Petition. 

SKIP  OB  LOAD-OAEBIia. 

Messrs.  Kenyan  dk  Kenyan  for  the  applicant.    {Mr.  William  Boils' 
ton  Kenyan  and  Mr.  Walter  F.  Rogers  of  counsel.)        C^ooole 
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MoOBE,  Oammimoner: 

This  is  a  petition  that  a  renewal  petition  and  fee  filed  May  16, 
1908,  for  the  second  renewal  of  the  above-entitled  application  be 
accepted  and  the  application  again  renewed  as  of  that  date. 

The  record  discloses  the  following  facts:  On  May  8,  1906,  Asher 
Lambert  filed  in  the  United  States  Patent  Office  an  application  for 
patent  which  was  given  Serial  No.  814,929.  After  due  examination 
this  application  was  allowed  on  Septeifiber  18,  1906,  and  became 
forfeited  by  non-payment  of  the  final  fee,  under  section  4886  of  the 
Revised  Statutes,  six  months  thereafter — ^March  18, 1907.  A  renewal 
application  was  filed  March  14,  1907,  under  the  provisions  of  section 
4897  and  was  allowed  October  29,  1907.  This  renewal  application 
became  forfeited  by  non-payment  of  the  final  fee  on  April  29,  1908. 
On  May  16,  1908,  a  petition  for  renewal,  together  with  a  fee  of 
fifteen  dollars,  was  presented  for  the  second  renewal  of  this  applica- 
tion. The  fee  was  returned  on  May  21, 1908,  by  the  Chief  Clerk  of 
the  Patent  Office  with  the  statement  that  applications  cannot  be 
renewed  a  second  time.  On  May  26,  1908,  a  request  for  reconsidera- 
tion was  presented  by  counsel  for  the  applicant,  together  with  a 
tender  of  the  petition  and  fee  above  referred  to.  The  petition  and 
fee  were  again  returned  by  the  Chief  Clerk,  who  directed  attention  to 
ex  parte  WeU  (C.  D.,  1906, 160;  122  O.  G.,  852)  as  his  authority  for 
sudi  action  in  the  case.  Subsequently  on  June  16,  1908,  the  renewal 
petition  and  fee  were  filed  in  the  Patent  Office,  and  a  petition  that 
they  be  accepted  was  denied  by  the  Assistant  Commissioner  on  July 
1,  1908,  who  held  that  in  view  of  the  opinions  of  the  Assistant  At- 
torney-General (C.  D.,  1894,  111;  69  O.  G.,  689;  and  C.  D.,  1896,  96; 
70  O.  G.,  498)  rendered  upon  this  question  he  was  without  authority 
to  renew  the  application. 

On  July  2, 1908,  the  applicant  filed  an  appeal  and  petition  with  the 
Secretary  of  the  Interior,  the  petition  praying  that  the  opinions  of 
the  Assistant  Attorney-General  referred  to  and  the  decision  and  rule 
or  regulation  of  the  Secretary  of  the  Interior  founded  thereon  be 
withdrawn  as  contrary  to  the  plain  import  and  purpose  of  section 
4897  of  the  Revised  Statutes.  On  July  28, 1908,  the  First  Assistant 
Secretary  of  the  Interior  rendered  a  decision  {post^  808 ;  186  O.  G., 
1684)  in  which  he  dismissed  this  appeal  for  want  of  jurisdiction,  but 
at  the  same  time  granted  the  prayer  of  the  petition  and  remanded 
the  case — 

for  sach  further  proceedinga  as  the  Ck>inmlB8ioner  of  Patents  may  in  bis  dis- 
cretion feel  should  be  had. 

In  his  decision  the  Assistant  Secretary  said: 

It  may  weU  be  doubted  if  the  Secretary  of  the  Interior  baa  appellate  Juris- 
diction of  the  question  presented.  Its  consideration  by  the  Commissioner  of 
Patents  was  more  than  ministerial.    It  involved  the  exerciae  of  Judgment  and 
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dlflcretioD,  and  its  determlnatiofii  would  Mem  to  be  a  Jadidal*  or  quaai-Jfidicial 
act.  The  appellanf  a  remedy  by  appeal,  if  there  bd  one»  is  committed  to  the 
courts,  and  the  Secretary  of  the  Interior  has  no  authority  to  review  the  Gom- 
mlasioner's  action.  iButieneorth,  OomnUssioner  of  PatentB,  ▼.  United  Btatet, 
em  reL  Hoe  and  othere,  C.  D.,  1884,  429;  29  O.  O.,  ei6;  112  U.  S.,  601;  Poole  y. 
Avery,  O.  I>^  1899,  255;  87  O.  O^  867;  14  Asst  Atty.  General's  Opinions,  501.) 

The  petitiOD,  howerer,  points  out  that  the*  present  practice  is  not  in  keeping 
with  the  intent  of  the  statute,  that  it  is  based  on  the  aforesaid  approved  opin- 
ions of  the  Assistant  Attorney-General  of  this  Department,  that  these  decisions 
are  erroneous  and  should  be  withdrawn  so  that  the  Commissioner  may  not  feel 
bound  by  them,  and  it  is  intimated  if  this  be  done  that  the  Commissioner's 
▼lews,  being  hi  harmony  with  the  views  of  the  petitioner,  he  would  at  once 
correct  the  abuse  that  has  resulted  therefrom  and  return  to  a  practice  which 
had  subsisted  for  thirty  years  prior  to  the  promulgation  of  said  opinions. 
Thus  presented,  the  Secretary  of  the  Interior  may  consider  and  act  upon  the 
prayer  of  the  petitioner. 

The  rulings  complained  of  were  not  made  in  any  attempted  exercise  of  ap- 
pelate or  supervisory  authority  but  were  advisory  and  upon  request  of  the  then 
Commissioner  of  Patents.  He  might  have  properly  disregarded  the  advice 
and  have  adhered  to  the  long-continued  and  well-settled  construction  of  the  act, 
contemporaneously  given  it  by  a  Commissioner  whose  duty,  it  was  to  admin- 
ister It;  a  construction  which  at  no  time  Congress  attempted  to  revise  but 
during  all  these  years  acquiesced  in.  It  had  become  a  fixed  rule  of  practice  to 
receive  more  than  one  renewal  application.  Undoubtedly  many  patents  were 
issued  under  that  interpretation.  The  act,  not  being  free  from  ambiguity  re- 
quired construction;  and  I  am  inclined  to  think  that  a  court,  for  that  reason 
alone,  might  have  refused  to  disturb  the  Commissioner's  construction,  so  long 
obtaining,  even  though  as  an  original  proposition  the  most  narrow  interpreta- 
tion might  have  been  all  that  the  court  could  have  deduced  from  the  bare 
phraseology  of  the  act  The  opinions,  which  may  have  embarrassed  the  Com- 
missioner of  Patents  since  1895,  are  in  no  sense  controlling  and  you  need  not 
consider  them  of  binding  force,  either  advisory  or  otherwise.  This  will  leave 
you  free  to  exercise  your  own  discretion  in  the  matter ;  for  the  determination 
of  the  rights  of  this  petitioner  must  be  your  Judicial  act— not  that  of  the 
Secretary  of  the  Interior  who  is  not  vested  with  supervisory  or  appellate  con- 
trol of  your  conduct  in  a  Judicial  or  quasi-Judicial  capacity.  Congress  has  au- 
thorised the  Commissioner  of  Patents  to  decide  the  patentability  of  inventions, 
subject  to  the  right  of  appeal,  not  to  this  Department,  but  to  the  court.  In  the 
first  instance  at  least,  it  is  the  duty  of  the  Commissioner  to  construe  the  sub- 
stantive law  of  patents,  and  that  construction  may  be  disturbed  only  by  the 
eourts.  If  you  conclude  to  revert  to  the  earlier  practice,  under  the  construc- 
tion obtaining  for  nearly  a  generation,  you  have  an  unquestionable  right  so 
to  do  without  the  slightest  reference  to  the  two  opinions  of  the  Assistant 
Attorqey-General. 

Whether  or  not  these  opinions  are  correct,  and  the  first  was  certainly  wrong 
in  one  respect— I  need  not  decide;  and  I  volunteer  no  expression  of  opinion 
t»ecause  you  should  be  left  entirely  untrammeled  by  any  presentation  of  views 
whicli,  in  legal  effect,  would  be  at  the  most  mere  advice.  Again,  I  must  say, 
it  Js  wholly  within  your  province  to  determine  the  issue,  the  responsibility 
testing  solely  upon  your  conscience  and  discretion ;  and  that  in  no  event  should 
yoo  regard  the  two  opinions  as  in  anywise  controlling  your  conclusion. 

Apparently  the  practice  of  allowing  subsequent  renewals,  provided 
they  were  made  within  two  years  after  the  allowance  of  the  original 
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application,  which  had  prevailed  for  thirty  years  was  changed  to 
permit  but  one  renewal  in  1894  solely  because  the  Commissioner 
construed  the  opinions  of  the  Assistant  Attorney-General  as  con- 
trolling in  the  matter.  In  the  case  of  em  parte  Weil  (C.  D.,  1906, 
160j  122  O.  O.,  852)  the  Commissioner  stated  that— 

The  practice  of  this  Office  in  refasing  to  entertain  a  second  renewal  appli- 
cation is  founded  upon  opinions  of  the  Attorney-General  published  in  G.  D.* 
1894,  Ul;  60  O.  O.,  639,  and  in  O.  D.,  189S,  96;  70  O.  O.,  498— 

and  he  gives  no  other  reason.  The  decision  of  the  Assistant  Secre- 
tary in  the  present  case,  however,  holds  that  said  opinions  are  in 
no  way  controlling  or  binding  upon  the  Commissioner  of  l^atents, 
but  that  it  is  his  duty  to  determine  the  matter  according  to  his  con- 
science and  discreti<xi  and  that  his  construction  may  be  disturbed 
only  by  the  courts. 

Prior  to  1861  but  one  fee  was  required  by  the  Patent  Office,  this 
being  a  fee  of  thirty  dollars,  payable  upon  tiie  filing  of  the  applica- 
tion. If,  therefore,  the  applicati<xi  was  allowed,  it  could  be  issued 
at  once.  In  1861  the  present  division  of  fees  was  made — ^that  is,  a 
preliminary  fee  of  fifteen  dollars  was  required,  and  a  final  fee  of 
twenty  dollars  was  required  ^  on  issuing  each  wiginal  patent,"  (sec. 
10,  act  of  1861 ;)  but  the  act  did  not  specify  how  long  after  allowance 
the  applicant  could  have  for  the  payment  of  this  final  fee.  In  1863 
this  difficulty  was  met  by  the  following  statute: 

Sec  8.  And  be  it  further  enacted,  that  every  patent  shall  be  dated  as  of 
a  day,  not  later  than  ^ix  months  after  the  time  at  which  it  was  passed  and 
allowed,  and  notice  thereof  sent  to  the  applicant  or  his  agent  And  if  the  final 
fee  for  such  patent  be  not  paid  within  the  said  six  months  the  patent  shall  be 
withheld  and  the  invention  therein  described  shaU  become  public  property  as 
against  the  applicant  therefor :  Provided,  That  in  all  cases  when  patents  have 
been  allowed  previous  to  the  passage  of  this  act,  the  said  six  montlks  shall  be 
reckoned  from  the  date  of  such  passage. 

To  mitigate  the  harshness  of  the  provision  precluding  the  appli- 
cant from  obtaining  a  patent  after  the  specified  six  months  even  upon 
a  new  application,  Congress  provided  by  the  act  of  1864,  as  a  tem- 
porary remedy,  that  the  time  for  paying  the  final  fee  in  pending  ap- 
plications should  be  extended  for  six  mcmths  after  the  date  of  the 
latter  act  It  was  soon  recognized,  however,  that  the  act  of  1868  was 
too  severe  upon  inventors,  and  in  1865  Congress  passed  an  act  of 
general  relief  the  prototype  of  section  4897,  Revised  Statutes.  The 
act  of  18C5  provided,  with  respect  to  both  pending  anH  future  appli- 
cations, that  when  the  final  fee  had  not  been  paid  <xi  an  aUowed  ap- 
plication within  the  six  months  specified  any  person  having  an  in* 
terest  in  the  invention  should  have  the  right  to  make  an  application — 


the  same  as  in  the  case  of  an  original  applicatioii,  provided  snch  appUcatioii 
be  made  within  two  years  after  the  date  of  the  aUowanoe/^  the  origlAal 
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This  provision,  without  sabstantial  diange,  was  incorporated  in 
section  85  of  the  act  of  1870  and  section  4897  of  the  Revised  Statutes. 
(These  various  statutes  are  quoted  in  full  in  Sibbald  v.  Oauidy  and 
Smith,  C.  D.,  1892, 228;  61  O.  G.,  1165.) 

Section  4897,  Bevised  Statutes,  has  remained  in  force  without 
change  since  its  enactment  in  1874.  This  secticm,  which  governs  the 
matter  under  consideration,  reads  as  follows: 

Sec.  4897.  Any  person  who  bas  an  Interest  in  an  inyention  or  diaco^ery, 
whether  as  Inyentor,  diaooT«er,  or  assignee,  for  which  a  patent  was  ordered  to 
lasoe  upon  the  payment  of  the  final  fee,  bnt  who  fails  to  make  payment  thereof 
within  six  months  from  the  time  at  which  it  was  passed  and  allowed,  and  notice 
thereof  was  sent  to  the  applicant  or  his  agent,  shall  haye  a  right  to  make  an 
application  for  a  patent  for  such  Invention  or  discovery  the  same  as  in  the  case 
of  an  original  application.  But  such  second  application  must  be  made  within 
two  years  after  the  allowance  of  the  original  application.  But  no  person  shall 
be  held  responsible  In  damages  for  the  manufiicture  or  use  of  any  article  or 
thing  for  which  a  patent  was  ordered  to  issue  under  such  renewed  application 
prior  to  the  issue  of  the  patent.  And  upon  the  hearing  of  renewed  applications 
preferred  under  this  section,  abandonment  shall  be  considered  as  a  question 
of  fact 

This  history  of  the  provision  permitting  the  renewal  of  forfeited 
applications  shows  that  it  was  originally  intended  to  provide  a 
remedy  for  the  statutory  forfeiture  of  the  invention,  (act  of  1863,) 
that  its  purpose  was  remedial  and  to  confer  added  privileges  upon 
the  inventor,  and  that  it  should  therefore  be  broadly  construed.  Al- 
though the  act  of  1863,  which  it  was  intended  to  alleviate,  was 
repealed  by  the  Consolidated  Patent  Act  of  1870,  thiq  provision  of 
the  act  of  1865  was  reenacted  therein.  Had  it  been  the  intention  to 
restrict  the  Patent  Office  practice  which  prevailed  between  1865  and 
1870  of  allowing  more  than  one  renewal,  it  is  reascmable  to  suppose 
that  in  the  general  revidon  of  1870  the  provision  would  have  been 
worded  to  expressly  so  state.  The  Commissioners  at  the  time  of  the 
passage  of  the  acts,  and  who,  if  they  did  not  assist  in  framing  them, 
were  especially  interested  in  them,  never  seem  to  have  had  any  doubt 
about  their  permitting  more  than  one  renewal,  nor  does  it  seem  to 
have  been  questioned  by  the  Commissioners  during  the  thirty  years 
prior  to  1894. 

During  the  thirty  years  no  patent  issued  by  the  Office  upon  a 
second  renewal  application  was  ever  held  invalid  for  this  reason  by 
the  courts,  and  they  never  questioned  the  validity  of  the  Office 
practice. 

In  1890  the  Commissioner  of  Patents  referred  to  the  Secretary  of 
the  Interior  the  case  of  Nicholson,  who  in  turn  referred  it  to  the 
Department  of  Justice.  In  that  case  the  application  of  Nicholson, 
filed  on  June  25, 1887,  was  allowed  December  9, 1887,  renewed  Decem- 
ber ^9 1889,  again  allowed  December  11, 1889,  and  a  second  application 
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for  renewal  was  filed  June  t,  1890.  In  his  opinion  (C.  D.,  1890, 197; 
58  O.  O.,  1574)  Attorney-General  Miller  states  that  the  question 
presented  is  ^^whether  under  the  circumstances  detailed  Nicholson  is 
entitled  to  be  allowed  Letters  Patent  upon  this  application.''  He 
held  the  applicant  not  entitled  to  Letters  Patent  because  the  second 
renewal  was  presented  more  than  two  years  after  the  allowance  of 
the  original  application.  He  further  stated  that  he  did  not  deem 
himself  called  upon  to  decide  whether  a  second  renewal  application 
filed  within  the  two  years  would  support  a  patent  Obviously,  how- 
ever, if  he  had  been  of  the  same  opinion  as  Assistant  Attorney-General 
Hall  in  1894  the  fact  that  the  renewal  application  was  a  second 
renewal  would  have  been  equally  good  ground  for  refusing  a  patent, 
and  he  would  doubtless  have  so  stated  had  he  considered  it  to  clearly 
constitute  a  bar. 

Likewise  in  the  case  of  Western  Electrical  Instrument  Oompcmy  v. 
Empire  Electrical  Investm^ent  Oo.^  the  only  court  case  found  in  which 
this  point  is  directly  involved,  the  Circuit  Court  of  Appeals  for  the 
Second  Circuit  refused  (186  F.  R,  599)  to  affirm  the  decision  of  the 
court  below  that  a  second  renewal  is  prohibited  by  section  4897,  Re- 
vised Statutes.  In  that  case  the  circuit  court  held  (181  F.  B.,  90)  the 
patent  invalid  both  because  it  issued  on  a  second  renewal  application 
(referring  to  Assistant  Attorney-General  Hallos  opinions)  and  be- 
cause the  second  renewal  was  made  more  than  two  years  after  the  al- 
lowance of  the  original  application.  On  appeal,  however,  the  court 
of  appeals  in  its  decision  rendered  March  8,  1905,  made  no  direct 
reference  to  the  holding  below  that  the  patent  was  invalid  because  it 
issued  <m  a  second  renewal  application,  but  stated : 

We  concur  In  so  mach  of  tb^  opinion  of  the  court  below  as  holds  that: 
"  If  more  than  one  appUcatlon  could  be  made,  the  final  application  most  be 
made  within  two  years  after  the  allowance  of  the  original  application,  tlie  term 
'  the  original  application,*  as  used  in  this  section,  meaning  the  first  application.** 

This  would  seem  to  be  virtually  a  holding  that  the  court  of  appeals 
did  not  concur  in  the  remainder  of  the  opinion  of  the  court  below. 

In  his  fii*st  opinion  Assistant  Attorney-General  Hall  held  that 
the  statute  does  not  contemplate  a  second  renewal,  even  when  made 
within  two  years  after  the  allowance  of  the  original  application,  for 
two  reasons,  as  follows: 

The  effect  of  the  statute  is  to  restore  to  the  applicant  rights  that  have  been 
forfeited  and  surrendered  to  the  public  by  his  failure  to  prosecute  and  perfect 
his  claim  within  the  time  required  by  the  statute.  The  act  did  not  contemplate 
the  restoration  of  a  right  that  had  been  again  forfeited  by  the  failure  of  the 
applicant  to  pay  the  final  fee  within  the  limit  prescribed  by  the  statute,  and  the 
public  would  be  thereafter  Justified  in  regarding  his  failure  to  perfect  his  appU- 
catlon as  an  abandonment  of  the  invention.  Besides,  the  expression,  "  but  such 
second  application  must  be  made  within  two  year8»'*  etc.,  implies  that  no  other 
appUcatlon  should  be  aUowed. 
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The  first  of  these  reasons  involves  the  holding  that  the  forfeiting 
of  an  application  abandons  the  invention  to  the  public  and  would  biar 
the  filing  of  a  new  application  by  the  inventor.  The  Assistant  Attor- 
ney-General admitted  this  holding  to  be  an  error  and  withdrew  it 
in  his  second  opinion.  This  apparently  left  as  the  sole  reason  for 
his  opinion  that  second  renewals  cannot  be  made  under  the  statutes 
his  statement  that  the  use  in  the  statute  of  the  expression  ^  such  sec- 
ond application  must  be  made  within  two  years"  implies  that  no 
other  application  should  be  allowed;  but  at  best  this  is  a  mere  in- 
f erenoe.  Among  the  dictionaiy  definitions  of  second  are  ^*  another," 
"  other,"  **  next,"  "  identical  with  another  or  preceding  one."  It 
would  appear,  also,  from  the  histoiy  of  the  provision  that  the  word 
"  second  "  was  intended  to  be  construed  broadly  as  a  synonym  of 
"  renewed,"  **  secondary,"  or  "  next  '•*  rather  than  as  a  formal  limita- 
tion. It  is  believed  that  all  that  Congress  intended  by  the  sentence 
^  but  such  second  application  must  be  made  within  two  years  after  the 
allowance  of  the  original  application  "  was  to  limit  the  renewal  period 
to  the  term  of  two  years  after  the  allowance  of  the  original  applica- 
tion. This  was  the  same  term  provided  in  the  act  of  1839  (sec  7) 
for  the  public-use  bar,  in  the  act  of  1861  (sec.  12)  for  abandonment 
of  the  application  through  failure  to  complete,  and  in  the  act  of  1870 
(sec.  82,  afterward  sec.  4894,  B.  S.)  for  abandonment  through  failure 
to  prosecute. 

From  a  practical  standpoint  there  are  many  reasons  why  the 
former  Office  practice  of  permitting  more  than  one  renewal  within 
the  two-year  period  had  much  to  commend  it.  While  favorable  to 
the  inventor  it  took  nothing  from  the  public.  Forfeiture  of  the 
application  does  not  give  the  invention  to  the  public.  The  inventor 
may  file  a  new  application  therefor,  but  often  a  patent  on  such  an 
application  would  be  barred  by  two  years  prior  public  use  or  by 
foreign  patents.  Inasmuch  as  the  renewal  term  is  limited  to  two 
years,  successive  renewals  will  not  delay  the  issue  of  the  patent.  If 
the  inventor  wishes  to  defer  the  issue  of  his  patent,  he  may  wait  until 
the  last  day  of  his  two  years  before  filing  his  first  renewal.  Should 
he  renew  more  than  once,  he  could  not  extend  the  two-year  period, 
while  the  Government  would  be  the  gainer  to  the  extent  of  the 
additional  renewal  fees. 

In  the  present  case  Lambert  might  have  waited  until  September 
18,  1908,  before  making  his  first  renewal,  but  instead  he  renewed  his 
application  on  March  14,  1907,  and  filed  his  present  request  for  a 
second  renewal  on  May  15,  1908,  months  before  the  end  of  the  two- 
year  period.  Following  the  forfeiture  of  an  application  through 
failure  to  pay  the  final  fee  within  the  six  months  after  allowance 
there  is  a  period  of  eighteen  months  during  which  it  lies  dormant 
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Hnd  no  notice  can  be  taken  of  it  by  this  Office;  but  at  any  time  during 
this  period  it  may  be  renewed  and  an  interference  demanded  with 
pending  applications  or  patents  that  may  have  issued  in  the  mean- 
time. The  sooner  and  the  oftener  a  forfeited  application  is  renewed 
during  this  period  the  less  likelihood  is  there  that  patents  for  the 
same  invention  will  issue  without  an  interference  therewith. 

For  all  of  these  reasons  the  practice  is  restored  which  prevailed 
prior  to  1894  of  allowing  more  than  one  renewal  of  a  forfeited  appli- 
OAtion,  provided  it  is  made  within  the  two  years  following  the  date 
of  allowance  of  the  original  application ;  but  this  change  in  practice 
is  not  to  be  construed  as  in  any  way  retroactive. 

Lambert's  application  will  be  renewed  as  of  June  16, 1908,  the  date 
on  which  the  present  petition  and  fee  were  filed. 

The  petition  is  granted  to  the  extent  indicated. 


Ex  PARTE  BbOWN  and  SpBINK. 

APFLICATION  .FOR  PATENT. 

Bedded  July  29, 1908. 

186  O.  G.»  180L 
Amendments — ^Ritle  68. 

An  amendment  touching  tbe  merits  of  the  case  wiU  not  be  admitted  under 
the  provisions  of  Rule  68  unless  accompanied  by  a  verified  showing  of 
good  and  sufficient  reasons  why  it  was  not  earlier  presented. 

On  Petition. 

BEVEBSIBLE  0LX7T0H-PUIXBT* 

Mr.  D.  P.  Wolhaupter  for  the  applicants. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to 
enter  a  proposed  amendment  under  Rule  68  after  final  rejection. 

Petitioners  contend  that  the  amendment  presents  the  finally-re- 
jected claims  in  better  form  for  purposes  of  appeal.  The  Examiner, 
however,  states  that  no  objection  was  made  to  the  form  of  the  rejected 
claims  and  that  the  proposed  amendment  does  not  merely  vary  the 
form  of  the  claims.  He  states  that  it  was  refused  entry  because  it 
introduces  structural  limitations  and  points  out  wherein  the  changes 
occur.  Petitioners  do  not  deny  that  these  structural  changes  exist  in 
the  proposed  claims,  but  contend  that  they  put  the  case  in  better 
condition  for  appeal. 

The  entry  of  the  amendment  would  probably  require  the  reexam- 
ination and  reopening  of  the  case.    The  amendment  touching  the 

Jigitized  by  >^ 


BaomoHB  ov  thm  oommibsionbb  or  patbnts.  196 

merits  of  the  case  and  to  be  admissible  under  Rule  68  requires  a 
verified  showing  of  good  and  sofficient  reasons  why  ii  was  not  earlier 
presented.  {E9  parts  Landnng^  C.  D.,  1901,  129;  96  O.  G.,  20C3; 
ew  parte  Downing^  C.  D.,  1902,  817;  100  O.  G.,  2176;  ex  parte  No- 
votny^  C.  D.,  1904,  57;  108  O.  G.,  1827.)  Petitioners  have  made  no 
such  showing. 

The  petition  is  denied. 


Ex  PABTB  Phillips. 

APPLICATION   FOR  PATENT. 

Decided  Auguet  H,  1909. 

186  O.  On  180L 

Claims—''  Asbsstos  ob  Its  BQuiTALDffT'*— Altkbhatits. 

The  expression  "  aBbestoe  or  lU  eqaiyalent  '*  occnrring  In  a  claim  renden 
the  dalm  objectionable  as  being  altematlye  in  form. 

On  PETTnoN. 

OOMFOSITIOll  or  MATTEB  AKD  THB  MBTHOD  OT  MAKIHO  THB  BAXB. 

Messrs.  Brawny  Darby  db  Hopkins  for  the  applicant 

BnjiiNGS,  Acting  Commissioner: 

This  case  comes  up  on  a  petition  that  the  Examiner  be  instructed 
to  forward  to  the  Examiners-in-Chief  the  appeal  on  the  question  of 
merits,  including  the  question  of  the  right  of  the  applicant  to  retain 
the  words  ^  or  its  equivalent "  in  certain  of  the  daims,  or  that  he  be 
instructed  to  withdraw  his  objection  to  the  use  of  these  words. 

Applicant's  invention  is  a  composition  of  matter,  and  one  of  its 
constituents  is  stated  in  the  specification  to  be  asbestos  or  certain 
materials  named  as  equivalents  thereof.  In  certain  of  the  claims 
the  expression  ^  asbestos  or  its  equivalent  ^  is  used.  The  Examiner 
objected  to  the  use  of  the  term  ^  or  its  equivalent  ^  and  also  rejected 
the  claims  as  being  anticipated  by  certain  references.  An  appeal  was 
taken  to  the  Examiners-in-Chief,  which  the  Examiner  refused  to 
forward,  on  the  ground  that  all  the  preliminary  matters  of  form 
had  not  been  settled,  as  required  by  Rule  184. 

This  action  of  the  Examiner  was  clearly  right.  The  question  of 
die  use  of  the  words  which  were  objected  to  was  not  one  affecting 
the  merits  of  the  daims,  and  therefore  not  one  to  be  decided  by  the 
Examiners-in-Chief.  Sudi  being  the  case,  the  appeal  should  not  be 
forwarded  until  this  question  is  settled. 

The  objection  to  the  use  of  the  expression  ^  or  its  equivalent "  is 
believed  to  have  been' properly  made.    It  is  objectionable  to  use 
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terms  whidi  are  alternative  in  form,  and  where  possible  some  terms 
of  description  should  be  used  which  are  generic,  if  it  is  desired  to 
include  all  of  several  species.  {Fx  parte  Cook^  C.  D.,  1890,  81 ;  51 
O.  G.,  1620,  and  ex  parte  OdldweU  and  Barr^  C.  D.,  1906,  58;  120 
O.  G.,  2125.)  As  stated  in  em  parte  Cookj  supra^  an  inventor  is 
always  entitled  to  equivalents,  and  if  nothing  more  is  desired  than  the 
benefit  of  the  law  of  equivalents  the  expression  ^^  or  the  equivalent  ^ 
is  mere  surplusage. 
The  petition  is  denied. 


Case  Brothers  v.  E.  W.  Murphey  &  Compant. 

trade-mark  iktbrfbrence. 

Decided  Septemlfer  4, 1907, 

186  O.  G.,  225. 

1.  Tbadb-Mabks— Pbiobitt. 

The  evidence  reviewed  and  Held  to  establish  that  M.  ft  Go.  were  the 
first  to  adopt  and  use  the  word  ''  Eureka  "  as  trade-mark  for  press-boards. 

2.  Samb — Obadb-Mabk. 

Where  it  was  impossible  from  the  nature  of  the  goods  to  put  the  trade- 
mark thereon,  the  t&ct  that  the  mark  was  not  placed  on  the  cases  in  which 
the  goods  were  shipped  and  that  M.  ft  Ck>.  sent  out  a  circular  describing 
four  grades  of  press-t>oardB,  of  which  "  Eureka  "  was  one,  Held  insufficient 
to  establish  that  this  mark  was  used  merely  to  indicate  grade  or  quality. 

8.  Samb— Use  of  thb  Mabx  on  Samples  a  Tbade-Mabk  Use. 

M.  ft  Ck>.  placed  the  mark  "  Eureka  "  on  samples  of  press-boards  which 
were  distributed  to  the  trade  and  which  were  identical  with  the  boards 
furnished  to  customers  in  all  respects  except  as  to  liize.  Held  that  this  was 
such  an  association  of  the  mark  with  the  goods  as  to  confer  upon  M.  ft  Ckk 
the  exclusive  right  to  the  use  thereof. 

On  Appeal. 

TBADE-MABK  FOB  PBESS-BOABD. 

Mr.  Brainard  H,  Warner.  Jr.^  for  Case  Brothers. 
Mr.  PhUip  C.  Peck  and  Messrs.  G.  H.  <6  W.  T.  Howard  for  E.  W. 
Murphey  &  Company. 

Moore,  Oom/missioner: 

This  is  an  appeal  by  each  of  the  parties  from  a  decision  of  the 
Examiner  of  Interferences  holding  that  neither  party  is  entitled  to 
register  the  mark  '^  Eureka  "  for  press-boards. 

Both  parties  to  this  interference  proceeding  are  applicants.  Upon 
the  evidence  adduced  the  Examiner  of  Interferences  found  that  the 
mark  in  controversy  had  not  been  used  in  such  a  way  as  to  secure  to 
either  party  a  trade-mark  right,  but  that  it  had  been  used  merely  as  a 
grade-mark. 
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The  questions  which  I  deem  it  necessary  to  consider  on  this  appeal 
are,  first,  which  of  the  parties  was  the  first  to  adopt  and  use  the  mark ; 
second,  whether  the  evidence  indicates  that  the  mark  was  used  as  a 
grade-mark;  third,  was  the  mark  aflized  to  the  commercial  article  in 
such  a  way  as  to  identify  the  same  and  associate  the  mark  therewith 
in  the  mind  of  the  user  as  an  indication  of  the  origin  thereof! 

1.  The  mark  in  controversy  is  applied  to  what  is  known  as  a  ^^  press- 
board,^^  which  is  a  strong  paper-board  used  in  knitting-mills  for  press- 
ing or  ironing  knit  goods,  the  process  of  ironing  being  carried  out 
by  placing  alternate  layers  of  press-board  and  knit  articles  in  a  hot 
or  cold  press  and  applying  pressure  thereto. 

Case  Brothers  are  manufacturers  of  such  a  board,  and  Murphey 
A  Company  are  engaged  in  selling  the  same  to  knitting-mills,  to- 
gether with  other  mill  supplies. 

Prior  to  August,  1902,  Murphey  A  Company  were  furnishing  to 
their  customers  three  different  grades  of  press-board,  which  they 
denominated  "  New  Process,'' "  No.  1,''  and  "  No.  2,"  the  "  New  Proc- 
ess "  board  being  the  best  of  the  three  grades.  Complaint  was  made 
to  Murphey  A  Company  by  one  of  their  customers  that  their  press- 
boards  did  not  give  satisfaction  in  hot  pressing.  This  complaint 
was  made  known  to  Case  Brothers,  and  they  were  asked  if  they 
could  get  on^  a  board  that  could  be  guaranteed,  to  which  Case  Broth- 
ers replied  that  they  would  furnish  a  boiard  that  they  would  guar- 
antee to  last  as  well  as  any  other  make  of  American  boards  which 
could  be  found,  but  that  they  would  not  guarantee  it  for  any  specified 
time. 

Accordingly,  on  August  9, 1902,  Murphey  A  Company  entered  into 
a  contract  with  the  customer  making  the  complaint  guaranteeing  for 
one  year  the  board  which  should  be  furnished  them,  in  which  contract 
the  board  was  referred  to  as  ^AA"  board.  It  appears  that  this  desig- 
nation was  used  without  consultation  with  Murphey  A  Company  by 
one  J.  C.  Hardy,  a  salesman  for  Murphey  A  Company,  who  per- 
sonally came  in  contact  with  most  of  their  customers  and  who  trans- 
acted most  of  the  business  with  Case  Brothers  which  required 
personal  attention.  Murphey  A  Company,  having  decided  to  carry 
the  new  high-grade  press-boards  as  a  part  of  their  regular  line,  felt 
that  a  new  name  should  be  adopted  therefor.  B.  C.  Payne,  a  member 
of  the  firm  of  Murphey  A  Company,  testified  that  the  mark  now  in 
controversy  was  suggested  by  one  J.  G.  Carpenter,  who  was  at  that 
time  their  bookkeeper,  and  who  died  before  the  testimony  in  this 
case  was  taken.  This  testimony  is  corroborated  by  Leary,  another  em- 
ployee. J.  C.  Hardy,  whose  interests  are  now  witti  Case  Brothers, 
does  not  admit  the  occurrence  of  all  the  events  which  Payne  states 
took  place  in  his  presence,  but  Hardy  does  testify  that  a  conversation 
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with  req>ect  to  the  selectioa  of  a  mark  took  place,  and  in  answer  to 
question  11  (C.  B.,  p.  £6)  he  states: 

When  we  bad  dlscoBsed  this  question  for  some  little  time  we  decided  that 
these  names  should  be  shown  to  Mr.  Stanley  of  Case  Brothers  and  for  me  to 
Tisit  them  and  suggest  that  the  name  "  Boreka  "  would  be  the  one  we  would 
prefer  among  the  number,  and  as  I  stated  in  my  preyious  testimony,  Mr. 
Stanley  apoke  about  the  word  "  Bureka  "  as  being  applied  to  packing  and  aoap 
and  did  not  know  that  any  press-boards  bore  that  name  and  that  he  thought 
under  those  circumstances  we  would  adopt  the  name  "  Eureka.*' 

Mr.  Bobert  N.  Stanley,  who  is  the  manager  for  Case  Brothers,  in 
reply  to  the  question  how  they  came  to  adopt  the  name  ^  Eureka  ^ 
states  as  follows: 

To  the  best  of  my  recollection,  Mr.  Hardy  came  to  our  office  In  the  late 
summer  or  early  in  September  and  talked  with  me  regarding  the  name  of  the 
board.  The  name  was  suggested  and  was  thought  to  be  a  good  name  for  the 
board,  and  on  an  order  from  B.  W.  Murphey  &  Ck>mpany  later  in  the  month,  in 
making  their  first  order  for  this  board,  excluslye  of  the  sample  lot  referred 
to  before,  they  used  the  word  "  Bureka."    (O.  B.,  p.  24.) 

None  of  the  witnesses  for  Case  Brothers  distinctly  claim  to  have 
suggested  the  mark,  nor  do  they  deny  that  it  was  first  suggested  by 
Murphey  &  Company,  in  view  of  which  and  of  the  testimony  above 
referred  to  I  am  of  the  opinion  that  the  record  clearly  shows  that  the 
name  originated  with  Murphey  &  Company.  This  conclusion  is  con- 
firmed by  the  fact  that  there  is  record  evidence  showing  that  the  mark 
was  used  by  Murphey  A  Company  in  a  letter  to  one  of  their  customers, 
dated  August  28, 1902,  and  that  it  was  also  used  in  a  letter  from  this 
customer  to  Murphey  &  Company,  dated  August  80,  1902,  while 
Stanley  admits  that  at  this  early  date  no  name  had  yet  been  chosen. 
(C.  B.,  p.  26.)  My  conclusion  is  that  Murphey  A  Company  were  the 
first  to  adopt  the  mark. 

As  to  tiie  use  of  the  mark  the  record  is  very  dear  that  Case 
Brothers  never  sold  their  press-boards  to  any  one  except  Murphey  A 
Company  under  the  name  ^'  Eureka,"  that  they  never  used  the  mark 
on  the  cases  in  which  they  packed  the  board  for  shipment  to  Murphey 
A  Company  or  to  others  upon  Murphey  A  Company's  order,  nor  did 
they  send  out  any  samples  of  the  board  to  the  trade  under  this 
name.  It  is  therefore  clear  that  outside  of  the  use  of  the  mark  by 
Murphey  A  Company  they  made  no  use  of  the  mark  which  would  give 
them  a  property  right  therein.  Nor  can  Case  Brothers  daim  the 
benefit  of  any  use  of  the  mark  by  Murphey  A  Company,  since  it  is 
clear  from  the  record  that  the  latter  adopted  the  mark  for  their  own 
use,  that  many  of  their  customers  did  not  know  who  made  the  boards, 
and  looked  to  them  solely  as  the  party  responsible  for  the  quality 
thereof.  It  is  well  settled  that  one  may  acquire  an  exclusive  right  to 
a  mark  which  he  has  adopted  and  used  to  designate  goods  of  his 
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selection,  although  not  of  his  manufacture.  {MenendeB  ▼.  Holt^ 
C.  D.,  1889,  344;  46  O.  O.,  971;  128  U.  S.,  514.)  It  is  found,  there- 
fore, that  Murphey  &  Company  were  the  first  to  adopt  and  use  the 
mark. 

2.  Does  the  evidence  show  that  the  mark  was  used  by  Murphey  A 
Company  as  a  grade-mark?  The  record  indicates  that  about  eighty 
per  cent  of  the  goods  sold  by  Murphey  &  Company  were  sent  directly 
to  their  customers  from  Case  Brothers— the  manufacturers — ^in 
accordance  with  orders  from  the  former,  and  that  the  oases  in  which 
these  goods  were  shipped  were  not  marked  except  with  the  address 
of  the  consignee.  The  record  further  shows  that  when  press-boards 
were  shipped  directly  to  Murphey  A  Company  the  cases  containing 
them  were  not  marked  with  the  trade-name,  but  by  an  order-number 
only,  and  that  upon  receipt  of  such  cases  an  employee  of  Murphey 
A  Company  would  compare  the  numbers  on  the  bills,  in  which  the 
character  of  the  goods  was  stated,  with  the  number  on  the  cases  and 
label  them  "  Eureka  "  or  "  New  Process,"  as  the  case  might  be.  This 
marking  was  not  stenciled,  but  was  put  on  with  a  pencil.  This  em- 
ployee admitted  on  the  stand  that  he  so  labeled  the  boxes  in  order 
to  determine  readily  the  contents  thereof.  The  record  also  shows  that 
in  the  fall  of  1902  Murphey  A  Company  sent  out  to  the  trade  a  cir- 
cular describing  their  four  grades  of  press-boards,  "  Eureka,''  "  New 
Process,''  "  Na  1,"  and  "  No.  2."  Upon  these  facts  the  Examiner  of 
Interferences  held  that  the  evidence  indicated  that  the  mark  was  used 
as  a  grade-mark  and  not  as  a  trade-mark.  With  this  view  I  do  not 
agree.  The  word  ^  Eureka  "  is  not  in  itself  indicative  or  suggestive 
of  grade.  It  has  not  been  held  in  any  reported  case,  so  far  as  I 
know,  that  a  party  cannot  acquire  property  rights  in  different  marks 
for  the  same  class  of  goods,  and  it  is  well  known  that  a  large  number 
of  the  trade-marks  now  in  use  are  used  in  this  way.  For  example,  a 
manufacturer  who  puts  out  different  grades  of  cigars  ordinarily 
adopts  different  names  for  the  different  grades,  and  while  these  names 
might  be  indicative  of  grade  to  the  manufacturer  himself,  they  would 
not  be  so  to  the  consumer,  who  generally  does  not  know  the 
manufacturer,  but  who  associates  only  the  particular  name  with  the 
particular  goods  to  which  it  is  affixed.  To  the  consumer,  then,  such 
a  name  is  indicative  of  origin  only.  Nor  does  the  fact  that  Murphey 
A  Company  failed  to  mark  the  cases  in  which  they  sent  out  the  goods 
conclusively  show  that  they  regarded  the  mark  or  intended  to  use  it 
solely  as  a  grade-mark. 

While  the  failure  of  Murphey  A  Company  to  use  the  mark  in  the 
way  it  is  ordinarily  used  tends  to  indicate  that  they  were  not  using 
it  as  a  means  to  distinguish  the  origin  of  their  goods,  a  contrary  in- 
tention is  indicated  by  the  whol^  record  of  the  case,  which^ows  that 
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the  ^  Eureka  ^  press-board  was  personally  brought  to  the  attention 
of  mill-owners  by  a  salesman  in  the  employ  of  Murphey  &  Company ; 
that  trade  was  solicited  by  means  of  samples  of  this  board  with  the 
mark  plainly  printed  thereon;  that  orders  were  received  and  filled 
therefor,  and  correspondence  had  with  respect  thereto.  So  far,  there- 
fore, as  the  failure  to  mark  the  packages  raises  any  presumption 
against  Murphey  &  Company's  intention  to  acquire  a  property  right 
in  the  mark,  as  distinguished  from  a  use  of  it  as  indicative  of  grade, 
it  is  overcome  by  other  evidence  in  the  case.  This  circumstance,  how- 
ever, has  another  important  bearing  on  the  case,  and  that  is,  having 
so  failed  to  place  the  mark  on  the  packages  in  which  they  sold  the 
goods  have  they  otherwise  so  associated  the  mark  with  the  goods  as 
to  indicate  to  the  users  the  origin  or  ownership  thereof!  This  ques- 
tion will  now  be  considered. 

3.  The  usual  definition  of  a  trade-mark  includes  the  limitation  that 
it  must  be  ^'affixed''  to  the  goods.  The  limits  of  the  conditions 
which  will  satisfy  this  requirement  are  not  very  clearly  defined  in  the 
adjudicated  cases  which  I  have  been  able  to  find.  A  mark  is  very 
commonly  applied  or  affixed  to  the  goods  themselves,  as  by  printing, 
engraving,  or  embossing.  In  many  cases  it  is  impossible  or  incon- 
venient to  affix  the  mark  to  the  commercial  article  itself,  as  in  the  case 
of  liquids,  powder,  etc.,  and  in  these  cases  it  has  been  held  sufficient 
ordinarily  to  affix  the  mark  to  the  packages  in  which  the  goods  are 
sold.  It  has  also  been  held  in  a  decision  by  Mr.  Commisioner  Duell 
in  the  case  of  Bay  ds  Todd  Mfg.  Co.  v.  Querns  Bros.  (C.  D.,  1899,  26 ; 
86  O.  6.,  1323)  that  it  is  unnecessary  to  attach  physically  the  label 
containing  the  mark  to  the  packages  of  goods,  but  that  it  is  sufficient 
to  place  the  label  bearing  the  mark  in  the  package  containing  the 
goods.  On  the  other  hand,  it  has  been  held  that  a  mere  advertisement 
of  the  goods  associated  with  a  mark  is  not  such  a  use  of  the  mark  as 
will  create  a  trade-mark  right,  (St.  Louis  Piano  Mfg.  Co.  v.  Merkel^  1 
Mo.  App.,  305;  Hazelton  Boiler  Co.  v.  Tripod  Boiler  Co.^  142  111., 
494;  Hartshorn  v.  PhUbrick,  C.  D.,  1902,  427;  101  O.  G.,  2077,)  nor 
the  use  of  a  mark  in  ordering  goods  or  selling  them  to  customers. 
{Thompson  v.  Montgomery^  6  R.  P.  C,  404.)  In  the  case  at  bar  the 
mark  was  not  printed  or  impressed  upon  the  goods  sent  out  for  use, 
for  this  would  have  rendered  them  unfit  for  the  object  intended,  nor 
was  the  mark  placed  on  the  packages  or  on  a  label  placed  in  the  pack- 
ages; but  the  mark  was  plainly  printed  on  samples  of  the  press-board 
identical  in  all  respects  with  that  furnished  to  customers  except  as  to 
size.  These  samples  could  not  be  put  into  presses  and  used  in  the 
way  press-boards  are  ordinarily  used;  but  they  could  be  otherwise 
tested  as  to  color,  thickness,  quality,  etc.,  so  that  persons  who  rcfceived 
them  could  determine  the  advisability  of  ordering  press-boards  of 
the  quality  exhibited,  and  when  so  ordered  and  the  orders  wene  filled 

„         noogie 
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could  determine  whether  the  goods  furnished  were  of  the  quality  of 
the  sample.  Thus  purchasers  were  able  to  definitely  associate  the 
particular  mark  with  a  particular  class  and  quality  of  goods,  and 
this  is  believed  to  be  the  vital  requisite  to  the  establishment  of  a 
property  right  in  a  mark.  In  Powell's  case  (66  L.  J.  Ch.,  808) 
Bowen,  L.  J.,  said : 

Tbe  function  of  a  trade-mark  is  to  give  an  Indication  to  the  purcbaser  or 
poflBlble  purchaser  as  to  the  manafiictare  or  quality  of  tlie  goods,  to  give  an 
indication  to  his  ^e  of  the  trade  source  from  which  the  goods  come,  or  tlie  trade 
hands  through  which  they  pass  on  their  way  to  the  market 

By  placing  in  the  hands  of  the  public  samples  of  goods  with  the 
trade-mark  printed  thereon  it  is  believed  that  Murphey  &  Company 
have  so  associated  the  mark  with  the  goods  as  to  tell  the  public  from 
what  source  they  come  and  that  they  have  for  this  reason  exclusive 
right  to  the  use  thereof.  Moreover,  the  record  shows  that  these 
press-boards  were  ordered  by  the  name  *'  Eureka/'  that  they  were  so 
billed  to  customers,  and  that  correspondence  was  had  in  which  the 
word  ^^  Eureka ''  was  recognized  as  associated  with  a  particular  style 
or  quality  of  board.  Undoubtedly  the  customers  of  Murphey  &  Com- 
pany by  means  of  these  samples,  corresp<Midence,  personal  solicita- 
tion, etc.,  had  come  to  associate  the  word  ^*  Eureka  "  with  a  particular 
quality  of  goods,  and  the  mark  has  thus  come  to  be  a  valuable  asset 
in  their  business. 

While  I  entertain  some  doubt  as  to  whether  the  use  in  this  case  has 
been  sufficient  under  the  law,  it  is  believed  that  this  doubt  should  be 
resolved  in  favor  of  the  applicant,  especially  in  view  of  the  fact  that 
the  record  appears  to  show  that  the  **  Eureka  **  press-boards  have  in 
fact  acquired  a  reputation  in  the  market  and  in  view  of  the  fact  that, 
in  any  event,  the  registration  of  the  mark  gives  only  additional  rights 
of  procedure  and  does  not  confer  a  rig^t  of  property  therein. 

The  decision  of  the  Examiner  of  Interferences  is  reversed^  and 
priority  of  adoption  and  use  is  awarded  to  Murphey  dk  Company. 


Gbavxs  v.  Gundbr. 

Decided  August  tO,  1908. 

136  O.  Q^  227. 

1.  Tbade-Mabks — Cancelation — ^Use  of  Mask  on   Goods  or  DnmENT  Di- 

scBipnvE  Pbopebties. 

The  use  by  the  applicant  for  cancelation  of  a  mark  on  a  dyspepsia  remedy 

famishes  no  ground  for  canceling  the  registration  of  substantially  the  Mime 

mark  for  tooth-powder,  since  these  articles  are  manifestly  of  different 

descriptlTe  properties.  ^.g,^^, .^ GoOglc 
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2.  Same — Samb— Rbgutbatioii  Uhdeb  the  '*  Tkit-Yxabs  **  OuLUBifr— Afpuoaiit'b 

UBB  SUBflKQUBHT  TO  THE  PaSBAOE  OF  THB  TBADE-MABK  ACT. 

Where  a  mark  was  registered  under  tbe  *'  tea-years  "  clause  of  the  Trade- 
Mark  Act,  the  use  of  that  mark  by  the  applicant  for  cancelation  after  the 
passage  of  that  act  is  no  ground  for  canceling  the  registration. 
8.  Same — Sams — BIakk  Used  Not  Same  as  Ma^k  Rboistebed— Unessential 
Featubes. 

The  mark  registered  was  "  Graves  Tooth  Powder."    Held  that  no  ground 
for  canceling  said  mark  would  be  established  by  showing  that  the  mark 
actually  used  was  "  Dr.  B.  L.  Graves  Tooth  Powder."     (atandard  Under- 
around  Cable  Co.,  O.  D.,  1006,  687;  123  O.  G.,  666;  27  App.  D.  a,  820.) 
4.  Same — Samb— Pbiob  Rbqistbation  by  Same  Pabty. 

The  fact  that  a  party  registered  the  words  "Dr.  B.  L.  Graves  Tooth 
Powder  "  and  "  Dr.  E.  L.  Graves  Unequalled  Tooth  Powder  **  does  not  con- 
stitute a  ground  for  canceling  his  registration  of  the  words  "  Graves  Tooth 
Powder."  {AnKeuaer-Busoh  Brewing  A99ociation  ▼.  D.  G.  Yuengling  et  dL^ 
a  D.,  1907,  282;  129  O.  G.,  8601.) 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK  BOB  TOOTH-POWDCB. 

Mr.  J.  A.  Rosen  and  Mr.  W.  S.  DuvaU  for  Graves. 

Messrs.  Mason^  FenwicJc  <&  Lawrence  for  Gunder. 
Billings,  Acting  Commissioner: 

This  is  an  appeal  by  Graves  from  a  decision  of  the  Examiner  of 
Interferences  dismissing  his  application  for  the  cancelation  of  the 
registration  of  a  trade-mark  for  tooth-powder. 

The  mark  in  question  consists  of  the  words  ^'  Graves  Tooth  Pow- 
der "  and  was  registered  by  the  party  Gunder  on  February  12, 1907, 
registration  being  obtained  under  the  ^^ ten-years"  clause  of  the 
Trade-Mark  Act. 

In  his  application  for  cancelation  Graves  alleges  that  at  the  time 
Gunder  applied  for  registration  and  a  long  time  prior  thereto  he  had 
been  engaged  in  the  manufacture  and  sale  of  tooth-powder  under  the 
name  of  "W.  E.  Graves  Tooth  Powder."  He  further  alleges  that 
neither  Gunder  nor  his  predecessor  in  business  at  any  time  during  the 
ten  years  preceding  the  passage  of  the  Trade-Mark  Act  used  the  name 
^^ Graves"  alone  in  connection  with  tooth-powder,  but  always  used 
the  same  in  connection  with  the  initials  ^  E.  L."  or  ^^  Dr.  E.  L.,"  the 
mark  appearing  as  ^  Dr.  E.  L.  Graves  Tooth  Powder." 

Gunder  took  no  testimony.  Graves  took  the  testimony  of  himself 
and  one  other  witness,  Milton  Brown,  and  introduced  in  evidence 
certified  copies  of  certain  portions  of  the  testimony  of  Gunder  and 
Dr.  E.  L.  Graves  given  in  a  suit  brought  by  Gunder  against  W.  E. 
Graves  in  the  United  States  Circuit  Court  for  the  District  of  Kansas 
involving  the  right  to  use  the  mark  here  in  controversy. 

W.  E.  Graves  testifies  that  his  business  is  manufacturing  toilet 
goods  and  medicines.    He  states  that  for  sixteen  years  he  has  sold  a 
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^dyspepsia  cure**  in  packages  marked  "Graves  Dyspepsia  Cure.'* 
He  also  states  that  he  has  since  April,  1906,  been  selling  tooth-powder 
in  cans  nutrked  "  W.  E.  Graves  Tooth  Powder."  Since  tooth-powder 
and  "dyspepsia  cures  "  are  manifestly  goods  of  different  descriptive 
properties  and  since  W.  E.  Graves  did  not  commence  to  sell,  tooth- 
powder  till  after  the  passage  of  the  Trade-Mark  Act,  it  follows  that 
there  is  nothing  in  this  testimony  to  show  that  Gunder  was  not  the 
sole  user  of  the  words  "  Ghraves  Tooth  Powder  "  in  connection  with 
tooth-powder  during  the  ten  years  next  preceding  the  passage  of  that 
act. 

It  is  argued  that  the  testimony  of  Graves  and  the  exhibits  intro- 
duced in  evidence  show  that  Gunder  has  admitted  that  neither  he 
nor  his  predecessor  in  business,  E.  L.  Graves,  ever  used  the  words 
^Graves  Tooth  Powder"  alone,  but  that  all  tooth-powder  sold  by 
them  was  marked  "Dr.  E.  L.  Graves  Tooth  Powder."  Objection 
was  made  to  the  introduction  of  this  testimony,  which  objection  was, 
except  as  to  certain  parts  of  Brown's  testimony,  overruled  by  the 
Examiner  of  Interferences.  The  question  of  the  admissibility  of 
this  testimony  has  been  raised  on  this  appeal;  but  it  is  not  deemed 
necessary  to  consider  it,  for  the  reason  that  even  if  it  be  established 
that  Gunder  and  his  predecessor  used  only  the  words  "  Dr.  E.  L. 
Graves  Tooth  Powder"  that  would  not,  under  the  nding  of  the 
court  of  appeals  in  the  case  of  the  Standard  Underground  Cable 
Company y  (C.  D.,  1906,  687;  123  O.  G.,  656;  27  App.  D.  C,  820,) 
constitute  a  ground  for  canceling  the  mark  "  Graves  Tooth  Powder."^ 
In  that  case  the  Court  said: 

Wbea  an  applicant  presents  his  aUeged  mark  for  registry  nnder  the  act 
approTed  Fehmary  20,  1906,  who  Is  to  determine  of  what  the  mark  consists? 
If,  as  in  the  present  case,  the  mark  is  Impressed  upon  a  label,  and,  in  addi- 
tion to  the  matter  claimed  as  the  trade-mark  by  an  applicant,  certain  acces- 
sories are  shown,  is  the  power  vested  In  the  Commissioner  of  Patents  to  say  to 
applicant  yon  must  describe  or  show  your  mark  not  only  as  consisting  of 
what  yon  say  it  is,  but  yon  must  include  snch  portion  of  the  accessories,  or 
parts  of  the  label  as  I  think  are  a  material  portion  of  the  mark,  although  you 
may  think  otherwise.  The  power  is  an  autocratic  one  and  its  possession  by  the 
Commissioner  of  Patents  cannot  be  presumed  but  must,  we  think,  be  set  forth 
in  the  statute  with  reasonable  deamess.    *    *    * 

Nowhere  in  the  act  do  we  find  any  power  vested  in  the  Commissioner  of 
Patents  to  decide  for  the  applicant  the  scope  of  the  trade-mark.    *    *    * 

We  repeat  that  we  do  not  think  that  Congi^ess  intended  to  confer  upon  the 
Commissioner  of  Patents  authority  to  say  to  an  applicant  how  much  or  how 
Uttle  of  the  embelllsfiments  appearing  in  connection  with  what  may  be  caUed 
the  essential  feature  of  a  trade-mark,  form  an  actual  part  of  the  trade-mark. 
Bather  do  we  think  that  this  right  of  selection  and  designation  rests  with  the 
applicant  No  general  rule  can  possibly  be  applied,  and  where  this  is  the  case 
it  is  nnwise  to  attempt  to  exercise  a  power  not  expressly  vested  in  an  executive 
officer.  The  proper  forum  for  the  decision  of  such  questions  is>  the  courts, 
where  each  case  can  be  passed  upon  as  it  arises.  jgitized  by  v^OOg IC 
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On  the  cartons  and  cans  which  were  submitted  by  W.  E.  Graves  as 
showing  the  mark  used  by  the  registrant  appear  the  words  ^'  Dr.  E. 
L.  Graves  Unequalled  Tooth  Powder."  It  cannot  be  held,  however, 
that  the  initials  "  Dr.  E.  L."  and  the  word  ^  Unequalled  "  form  an 
essential  part  of  the  mark  which  should  have  been  included  in  the 
mark  registered.  As  the  registrant  was,  under  the  decision  above 
cited,  entitled  to  register  his  mark  as  shown  in  the  drawings,  it 
follows  that  the  fact  that  he  used  this  with  other  words  does  not  con- 
stitute a  ground  for  cancelation  of  the  mark. 

Attention  is  also  called  to  registration  Nos.  59,250  and  59,251,  is- 
sued to  Gunder.  The  marks  shown  in  these  registrations  are  ^  Dr. 
E.  L.  Graves  Tooth  Powder "  and  "  Dr.  E.  L.  Graves  Unequalled 
Tooth  Powder.''  As  pointed  out  in  the  decision  in  the  case  of 
Anheuser-Busch  Brewing  Association  v.  Z>.  G.  Yuengling  et  al.^ 
(C.  D.,  1907,  232;  129  O.  G.,  3501;)  these  registrations  did  not  con- 
stitute  a  bar  to  the  registration  of  the  present  mark,  and  therefore 
they  offer  no  ground  for  the  cancelation  of  the  registration. 

2' fie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


OuTCAULT  V.  The  New  Yoek  Hebald  Company. 

CANCELATION   PROCEEDINQ. 

Decided  August  i,  1908. 
186  O.  O.,  487. 

Tbade-Mabkb — Cancelation — Withdrawal  of  Application  Thebetob. 

After  pleadings  have  been  filed,  proofs  taken,  and  the  case  ready  for 
final  hearing  an  applicant  for  cancelation  will  not  be  permitted  to  with- 
draw his  application  without  prejudice  to  his  right  to  file  a  new  applica- 
tion. 

Appeal  on  Motion. 

TBADB-MABK   lOB   OOMIO   BB0TI0N8  OF   NEWBPAFBB8. 

Messrs.  Mason^  Fenwick  dk  Latorence  for  Outcault.. 

Mr.  William  A.  Megrath  for  The  New  York  Herald  Company. 

MooRE,  Commissioner: 

This  is  an  appeal  by  uutcault  from  the  decision  of  the  Examiner 
of  Interferences  denying  his  motion  for  leave  to  withdraw  his  appli- 
cation for  cancelation  of  the  trade-mark  registration  of  The  New 
York  Herald  Company. 

On  February  6,  1906,  the  Patent  Office  issued  certificate  No. 
49,499  to  The  New  York  Herald  Company  for  the  i*egist  ration  of  the 
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words  *^  Buster  Brown  ^  as  a  trade-mark  for  comic  sections  of  news- 
papers. On  February  16,  1906,  Outcault  filed  his  application  for 
cancelation  of  this  registration.  This  proceeding  has  been  pending 
for  over  two  years  and  has  been  vigorously  contested  at  every  step. 
After  pleadings  were  filed,  proofs  taken,  and  the  case  ready  for  final 
hearing  Outcault  seeks  by  his  present  motion  to  terminate  the  pro- 
ceeding without  prejudice  to  his  right  to  file  a  new  application  for 
cancelation  of  said  registration. 

Appellant  contends  that  the  United  States  courts  permit,  as  a 
matter  of  course,  such  voluntary  dismissal  by  the  complainant  at  any 
time  before  final  hearing  and  that  the  Examiner  of  Interferences 
was  in  error  in  not  following  such  practice,  especially  in  view  of  the 
provision  of  Rule  158  of  the  Rules  of  Practice  of  the  United  States 
Patent  Office  that— 

In  contested  caees  the  practice  on  points  to  which  the  mlee  shall  not  he 
applicable  will  conform,  as  near  as  possible,  to  that  of  the  United  States  courts 
in  equity  proceedings. 

Appellant's  contention  is  believed  to  be  erroneous.  It  does  not 
appear  to  be  the  general  practice  of  the  Federal  courts  to  permit  the 
complainant  to  dismiss  his  bill  without  prejudice  and  upon  the  pay- 
ment of  costs  when  the  case  is  ready  for  final  hearing.  The  right  of 
a  complainant  to  dismiss  his  bill  was  discussed  by  Judge  Taft,  while 
circuit  judge,  in  the  case  of  the  City  of  Detroit  v.  Detroit  City  Ry. 
Co,^  (55  F.  R.,  569.)     In  that  case  the  Oourt  said : 

The  motion  to  dismiss  presents  a  question  of  equity  practice  which  is  not  as 
clearly  settled  as  could  be  desired.  It  seems  hardly  feAr  that  after  a  case  has 
been  got  ready  for  hearing  and  the  defendant  has  gone  to  the  expense  of  a  full 
preparation,  the  complainant  may  deprive  the  defendant  of  the  benefit  of  all 
that  preparation  by  a  dismissal,  under  which  he  reserres  full  power  to  harass 
him  by  bringing  a  new  bill  when  he  shall  choose  to  do  so,  on  the  simple  condi- 
tion that  he  pay  the  costs,  which  are  so  notoriously  inadequate  to  compensate 
defendant  for  his  actual  expenditures. 

In  the  later  case  of  Georgia  Co.  v.  BUfingeVy  (129  F.  R.,  131,) 
where  the  complainant  moved  to  dismiss  his  bill  under  circumstances 
somewhat  similar  to  those  of  the  present  case,  the  Court  said : 

This  motion  must  be  denied.  It  is  well  settled  by  authorities  that  a  com- 
plainant cannot  dismiss  his  bill  at  will  after  proofs  are  taken  and  the  case  is 
set  for  final  hearing.  Such  motion  is  an  address  to  the  sound  discretion  of  the 
court  but  will  not  be  granted  in  a  case  where  "such  proceedings  have  been 
taken  as  entitle  the  defendant  to  a  decree.*'  (Chicago  Co.  v.  Union  Rolling 
MUl  Co.,  109  U.  S.,  702.) 

In  this  case  no  reason  is  cited  why  complainant  desires  to  dismiss  its  bill, 
except  as  it  appears  from  the  proceedings  that  complainant  realises  the  com- 
plete failure  to  make  out  a  case  against  the  defendants.  *  *  *  If  this  suit 
here  should  now  be  merely  dismissed  by  an  order  on  request  of  complainant, 
the  same  issue  will  be  required  to  be  litigated  in  the  other  case.  This  pro- 
cedure may  be  repeated  by  complainant  as  often  as  it  may  succeed  in  inducing 
the  courts  to  dismiss  its  bills  before  judgment,  and  without  prejudice  after  the 
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proofto  are  taken  and  the  case  set  down  for  final  hearing.  Such  proceeding 
wonld  certainly  be  yezatlona  to  the  ntmoet,  and  work  Irreparable  injury  to 
defendants'  intereeta.  For  theee  reasons,  complainant's  motion  is  denied,  and 
the  case  will  be  considered  and  decided  by  the  court  on  the  proofe,  and  a  Judg- 
ment altered  therein. 

Moreover,  in  cases  where  the  courts  countenance  dismissals  with- 
out prejudice  upon  the  payment  of  costs  it  is  on  the  theory  that  the 
defendant  is  compensated  by  the  costs.  The  Patent  Office,  however, 
has  no  authority  to  award  costs,  and  this  is  another  reason  why  it 
should  not  countenance  such  practice. 

No  case  is  found  where  the  Patent  Office  has  granted  a  motion  of 
this  character,  and  no  such  case  has  been  cited  by  appellant  Bule 
125,  relating  to  interference  between  applications  for  patents,  specific- 
ally states  that  when  an  injterference  is  finally  declared  it  will  not 
be  determined  without  judgment  of  priority  unless  it  develops  that 
the  interference  should  never  have  been  declared,  and  it  is  accord- 
ingly dissolved.  The  trade-mark  rules  apparently  do  not  sanction 
the  granting  of  motions  of  the  character  under  consideration  any 
more  than  the  rules  relating  to  patent  applications,  for  Rule  66  of 
the  Trade-Mark  Rules  provides: 

The  proceedings,  on  oppositions,  and  on  appUcatlons  for  cancelation,  shaU 
follow,  as  nearly  as  practicable,  the  practlcob  in  Interferences  between  appUca- 
tlons for  patents. 

To  grant  appellant's  motion  and  permit  him  to  institute  a  new 
proceeding  would  not  only  work  a  hardship  upon  his  opponent,  but 
would  add  an  unnecessary  burden  upon  this  Office.  The  burdoi  of 
this  proceeding  is  indicated  to  some  extent  by  the  fact  that  this  is 
the  fourth  time  the  present  case  has  been  before  the  Commissionfir 
on  interlocutory  appeal  or  petition  by  Outcault.  Outcault  desires 
the  benefit  of  additional  testimony.  His  time  for  taking  testimony 
was  extended  on  various  occasions,  and  it  would  appear  that  he  has 
had  ample  opportunity  in  the  present  case  and  without  resorting  to 
a  new  proceeding  to  make  a  satisfactory  showing  if  he  has  good 
reasons  to  offer  for  his  failure  to  take  the  testimony  within  the  time 
originally  assigned  or  the  several  extensions  thereof. 

The  decision  of  the  Examiner  of  Interferences  is  believed  to  indi- 
cate the  proper  practice  to  he  pursued  in  this  OffU^e^  and  U  is  accord- 
ingly affirmed. 


Ex  PARTE  MbALUS. 
APPLICATION  FOR  PATENT. 

Decided  September  1,  1908. 
186  O.  G.,  48S. 
Application — ^Dbawino. 

The  conclusion  of  tbe  ctiief  draftsman  as  to  wtietlier  or  not  drawings 
forming  a  part  of  the  oppUcation  for  patent  shall  be  accepted  will  not  be 
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disturbed  unlefls  there  Is  rach  palpable  abuse  of  diaeretlon  on  his  part  as 
would  warrant  the  exercise  of  the  supervisory  authority  of  the  Commissioner. 

On  Petition. 

HAT-LOADOL 

Jf «s«r9.  Robinsanj  Martin  dk  Janes  for  the  applicant. 

Billings,  Acting  Oommissianer: 

This  is  a  petition  that  the  requirement  that  new  drawings  be  fur- 
nished be  withdrawn.  The  record  shows  that  the  chief  draftsman 
refused  to  accept  the  drawing  upon  the  ground  that  the  lines  were 
rou^  and  the  free-hand  surface-shading  objectionable. 

It  is  urged  by  the  petitioner  that  the  drawings  have  solid  lines 
which  adapt  them  to  be  successfully  reproduced  by  photographic 
processes,  that  they  are  of  good  artistic  merit  and  sufficiently  illus- 
trate the  invention,  and,  furthermore,  that  the  drawings  are  of  the 
nature  requiring  a  large  amount  of  free-hand  work  in  their  repro- 
duction, which  is  necessarily  more  or  less  imperfect. 

Kules  49  to  66  of  the  Bules  of  Practice  state  with  great  particu- 
larity the  character  of  drawing  which  ie  required  as  part  of  an  appli- 
cation for  patent  As  stated  in  Rule  61,  three  editions  of  copies  of 
patent  drawings  are  printed  and  published  which  necessitate  great 
reductions  in  the  scale  of  the  drawing.  It  is  therefore  necessary  that 
drawings  which  are  to  form  a  part  of  an  application  be  of  a  uniform 
standard  of  excellence  and  that  strict  compliance  with  the  rules 
relating  to  drawings  be  required.  In  order  that  uniformity,  both 
in  the  character  of  the  drawings  and  their  artistic  merit,  may  be 
obtained,  all  drawings  are  submitted  to  the  chief  draftsman.  His 
conclusion  as  to  whether  or  not  the  drawings  should  be  accepted 
will  not  be  disturbed  unless  there  is  such  palpable  abuse  of  his  dis- 
cretion as  would  warrant  the  exercise  of  the  supervisory  authority 
of  the  Commissioner.  In  the  present  case  there  appears  to  be  no 
abuse  of  this  discretion.  On  the  contrary,  the  criticisms  of  the  chief 
draftsman  are  clearly  well  founded  and  must  be  insisted  upon. 

The  petition  is  denied. 


Ex  PARTE  Meier. 

APPLICATION  FOR  PATENT. 

Decided  July  22,  1908. 

186  O.  G.,  057. 

Application— Date  of  Filiho. 

Where  bj  reason  of  a  foreign  patent  It  was  necessary  that  the  appHcant 
file  his  application  in  the  United  States  Patent  Office  not -later  than  March 
lfi»  1908,  and  application  papers  were  deposited  in  the  maU  at  Paterson, 
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N.  J.,  on  Friday,  March  Id,  1908,  at  flye  o'clock,  but  did  not  reach  the 
Patent  Office  until  Monday,  March  16,  Held  that  the  Ck>mml88ioner  is  with- 
out authority  to  give  the  application  the  date  of  March  14,  1008,  as  re- 
Queated. 

On  Petition, 

MACHINE  FOB  SECUBINO  TAGS  TO  SIBBONS  AND  LA0B8. 

Mr.  John  W.  Steward  for  the  applicant 

MooBE,  GommisHaner: 

This  is  a  petition  that  the  fiUng  date  of  the  above  application  be 
changed  from  March  16, 1908,  to  March  14, 1908. 

It  appears  that  applicant  has  a  patent  granted  in  Switzerland  prior 
to  the  filing  of  his  United  States  application  on  an  application  filed 
March  15,  1907.  Consequently  it  was  necessary  for  him  to  file  his 
application  in  the  United  States  Patent  Office  not  later  than  March 
15,  1908,  in  order  that  his  foreign  patent  might  not  constitute  a  bar 
to  the  grant  of  a  patent  in  this  country  under  the  provisions  of  sec- 
tion 4887  of  the  Revised  Statutes. 

The  application  papers  were  received  in  the  Patent  Office  by  mail 
on  the  morning  of  March  16,  1908.  The  Commissioner  is  clearly 
without  authority  to  extend  the  year  fixed  by  the  statute  to  cover  an 
application  filed  March  16,  1908,  or  a  year  and  a  day  after  the  filing 
date  of  the  foreign  application. 

Applicant's  attorney  has  filed  an  affidavit  to  the  effect  that  he  re- 
ceived the  application  papers,  properly  executed,  at  his  office  in  Pater- 
son,  N.  J.,  in  the  forenoon  of  Friday,  March  13,  1908,  and  that  he 
inclosed  said  papers  in  an  envelop  addressed  to  the  ^^  Hon.  Commis- 
sioner of  Patents,  Washington,  D.  C,"  and  deposited  it  in  the  United 
States  mail  before  5.80  o'clock  of  the  same  day,  and  that  the  papers 
should  have  reached  the  Patent  Office  on  March  14, 1908. 

These  papers,  however,  were  not  received  in  the  Patent  Office  until 
the  morning  mail  of  March  16.  Unfortunately  for  applicant  March 
15  was  Sunday,  and  if  the  papers  reached  the  post-office  in  Washing- 
ton on  Sunday  or  on  Saturday  too  late  for  the  12.30  p.  m.  delivery 
they  would  not  reach  the  Patent  Office  until  Monday  morning,  for 
the  reasons  stated  in  the  Commissioner's  decision  ex  parte  Dempsey 
(ante,  39;  182  O.  G.,  1072)  and  the  decision  of  the  Secretary  of 
the  Interior  ex  parte  Cannon  (C.  D.,  1901,  263;  94  O.  G.,  2166.) 

It  was  held  by  the  Secretary  of  the  Interior  in  the  cases  of  Dempsey 
(posty  801;  182  O.  Q.j  1074)  and  Cannon,  supra,  that  the  postal 
authorities  are  not  the  agents  of  the  Government  for  the  collection 
of  Patent  Office  fees.    For  similar  reasons  application  papers  in  the 
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custody  of  the  postal  authorities  cannot  be  held  to  be  on  file  in  the 
Patent  Office. 

Applicants  and  attorneys  should  take  note  of  the  fact  that  the  last 
regular  mail  delivery  at  the  Patent  Office  is  at  about  noon  each  day, 
and  it  would  seem  to  be  an  act  of  prudence,  where  the  matter  is  of 
vital  importance,  as  in  the  present  case,  and  it  is  doubtful  whether 
the  papers  will  reach  the  Patent  Office  in  time  by  the  regular  mail, 
to  employ  some  other  agency  or  at  least  to  affix  a  special-delivery 
stamp  to  the  envelop. 

For  the  reasons  stated  above  and  in  the  similar  case  of  ex  parte 
RaveOi  (C.  />.,  1907 ^  £60;  13^  O.  G.^  98£)  the  petition  must  be  denied. 


Ex  PASTE  BbCHSTEIK. 

APPLICATION   FOR  REGISTRATION   OF  TRADE-MARK. 

Decided  Auffust  26,  190S. 

186  O.  O.,  657. 

Tbade-Mabks — ^Application — DECLAa^TioN. 

The  requirements  of  the  sworn  declaration  prescribed  by  Rule  82  of  the 
Trade-Mark  Roles  for  marks  sought  to  be  registered  under  the  ten-years 
proTleo  of  section  5  of  the  act  of  1905  must  be  complied  with.  The  filing 
of  a  certified  copy  of  registration  in  a  foreign  country  for  a  stated  period 
does  not  constitute  evidence  of  exclusiye  use  of  the  mark  for  ten  years 
next  preceding  February  20,  1905,  and  is  not  the  equivalent  of  the  sworn 
statement  of  the  applicant  as  to  exclusive  use  during  that  period. 

On  PETTnoN. 

TBADE-MABK  FOB  PIAN0F0BTE8. 

iiessrs.  Frothingham  dk  Wentworth  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  the  re- 
quirement of  the  formal  declaration  prescribed  by  Rule  32  of  the 
Trade-Mark  Rules  relating  to  ^^  ten-year ''  marks. 

The  trade-mark  sought  to  be  registered  is  admittedly  the  name  of 
an  individual,  and  therefore  not  registrable  as^a  technical  trade-mark. 
Instead,  however,  of  filing  a  declaration  averring  that  the  trade-mark 
has  been  in  actual  and  exclusive  use  by  the  applicant  for  ten  years 
next  preceding  the  passage  of  the  Trade-Mark  Act  of  1905  the  appli- 
cant has  relied  upon  the  certified  copy  of  his  certificate  of  registra- 
tion in  Oreat  Britain  showing  that  '^  The  user  claimed  for  the  said 
trade-mark  is  since  thirteen  years  prior  to  August  13th,  1875,"  and 
it  is  contended  that  this  certificate  should  be  accepted  as/having  the 
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same  effect  as  the  sworn  declaration  of  the  individual  of  exclusive 
use  of  the  trade-mark  for  that  period.  The  ten-years  proviso  of  sec- 
tion 6  of  the  Trade-Mark  Act  is  as  follows : 

Tbat  notliliig  herein  shaU  preyent  tlie  reglstratioa  of  any  mark  used  by  the 
applicant  or  his  predece8Bor8»  or  by  those  from  whom  title  to  the  mark  is 
derlvedt  in  commerce  with  foreign  nationB  or  among  the  seyeral  States,  or 
with  Indian  tribes  which  was  in  actual  and  ezdnsiTe  ase  as  a  trade-mark  of 
the  applicant  <^  his  predecessors  from  whom  he  derived  title  for  ten  years  next 
preceding  the  passage  of  this  act 

Rule  82  of  the  Trade-Mark  Rules  reads  as  follows: 

82.  Where  application  is  made  under  section  5  of  the  act  of  February  20, 
1906,  on  the  ground  that  the  migrk  has  been  in  actoal  and  exclusive  use  as  a 
trade-mark  by  the  applicant,  or  his  predecessors  from  whom  he  deriyed  title, 
for  ten  years  next  preceding  the  passage  of  said  act,  the  applicant  shall,  in 
addition  to  the  requirements  of  section  2  of  said  act,  make  oath  to  such  actual 
use  of  the  mark  as  a  trade-mark  by  himself;  or  his  predecessors,  or  by  those 
ftom  whom  title  to  the  same  is  derived,  for  the  period  specified,  and  that,  to 
the  best  of  his  knowledge  and  belief,  such  use  has  been  exclusive. 

This  rule  prescribes  the  manner  in  which  the  applicant  shall  estab- 
lish a  prima  facie  right  to  registration  of  a  non-technical  mark.  It 
is  based  upon  the  provisions  of  the  statute  above  quoted,  and  no 
reason  appears  why  its  requirements  should  be  departed  from.  While 
in  force  this  rule  must  be  observed. 

The  certificate  of  registration  in  a  foreign  country  claiming  user 
of  a  mark  for  a  stated  period  does  not  constitute  evidence  of  exclu- 
sive use  of  the  mark  for  ten  years  next  preceding  the  passage  of  the 
act  of  February  20,  1906,  wUch  is  a  prerequisite  to  the  registration 
of  a  non-technical  mark  under  the  ten-years  proviso  of  that  act.  It 
does  not,  therefore,  have  the  same  effect  as  the  sworn  declaration  of 
the  applicant  that  the  trade-mark  has  been  in  actual  and  exclusive 
use  for  ten  years  next  preceding  the  passage  of  the  act  of  February 
20, 1905. 

The  petition  is  denied. 


Smith  v.  Foley  v.  Anderson  v.  SMrrH. 
Decided  Niivember  1,  1907. 

PATENT  INTEBFEBENCE. 

136  O.  O.,  S47. 

iNTEBncBEHCs— Right  to  Make  Claims — ^Rule  ISO. 

Where  a  party  to  an  interference  does  not  bring  a  motion  to  dissolve 
on  the  ground  that  his  opponents  have  no  right  to  make  the  claims  and  no 
showing  is  made  why  such  a  motion  was  not  brought,  he  is  not  entitled 
to  urge  the  question  under  the  provision  of  Rule  180;  but  the  £act  that  such 
a  motion  was  not  brought  does  not  prevent  the  tribunals  of  the  Office  from 
considering  the  question  of  their  own  motion,  when  it  Appears  that  one  or 
more  of  the  parties  have  no  right  to  mal^e  certain  of  the  claims. 
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2l  Saic»— Tssmfoinr. 

Where  a  witnesi,  testifying  as  to  dladoeoie  of  the  invention,  admits  that 
he  is  testifying  solely  from  memory  as  to  a  disclosure  alleged  to  haye  been 
made  many  years  preyiously  and  that  he  cannot  recall  the  details  of  the 
invention  nor  remember  any  disclosure  except  this  one,  though  many  were 
caUed  to  his  attention  about  the  same  time»  his  testimony  is  insufficient 
to  establish  that  such  disclosure  was  made. 

Appeal  from  Ezaminers-in-Chief. 

VLKVATOB  SAnETT  DKVIOB. 

Mewn.  Brown,  Darby  dk  Hopkins  and  Mr.  O.  M.  Ninen  for  B.  C. 
Smith. 

Messrs.  Duncan  dk  Duncan  for  Foley.  {Mr.  Alan  M.  Joknson  ot 
oounsel.) 

Messrs.  Duncan  dk  Duncan  for  Anderson.    {Mr.  Alan  M.  Johnson 
of  oounaoL) 
Messrs.  Oriffin  dk  Bemhard  for  E.  A.  Smith. 

Moose,  Commissioner: 

This  case  comes  before  me  on  appeals  by  B.  C.  Smith,  Anderson, 
and  E.  A.  Smith  from  a  decision  of  the  EAminers-in-Chief  reversing 
the  decision  of  the  Examiner  of  Interferences  and  awarding  priority 
of  inventicm  to  Foley  as  to  counts  1,  2,  8',  and  5  to  17,  inclusive.  The 
issue  included  seventeen  counts,  of  which  the  following  set  forth  the 
invention  sufficiently  for  the  purpose  of  thb  decision: 

1.  An  elevator-car,  a  clamping  device  therefor,  and  a  dilTerential  screw  hav- 
ing a  high-pitch  thread  and  a  low-pitch  thread  for  actuating  the  clamping 
device. 

2.  An  elevator-car,  a  clamping  device  therefor,  a  high-pitch  screw  and  a  low- 
pitch  screw,  said  screws  arranged  to  actuate  the  clamping  device. 

9.  In  a  safety  device  for  elevators,  the  combination  of  a  car,  guides  over  which 
the  car  is  adapted  to  run,  a  clamping  device  on  the  car,  a  high-pitch  screw 
arranged  to  move  the  clamping  device  against  the  guides,  a  low-pitch  screw 
arranged  to  tighten  the  clamping  device  on  the  guides,  and  means  for  actuating 
the  screws  by  the  motion  of  the  car. 

17.  In  an  elevator  safety  device,  the  combination  of  a  car,  guides  therefor, 
clamping  devices  adapted  to  engage  the  guides,  right  and  left  hand  screws  ar- 
ranged to  move  the  clamping  devices  quickly  against  the  guides,  right  and 
left  hand  screws  of  low  pitch  arranged  to  tighten  the  clamping  devices  on  the 
guides,  and  means  for  actuating  the  screws  by  the  movement  of  the  car. 

The  Examiner  of  Interference  awarded  priority  to  Foley  as  to 
count  4,  holding  that  E.  A.  Smith  was  not  the  original  inventor  of 
the  invention  set  forth  in  that  count,  but  derived  his  knowledge 
thereof  from  Foley,  and  that,  as  between  Foley  and  R.  C.  Smith 
and  Anderson,  Foley  was  the  prior  inventor.  He  awarded  priority 
of  invention  as  to  the  remaining  counts  to  E.  A.  Smith  on  the  ground 
thut  neither  B.  C.  Smith,  Foley,  nor  Anderson  disclosed^  structure 
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on  which  claims  corresponding  to  these  counts  could  be  based.  The 
Examiners-in-Chief  considered  count  4  to  be  unpatentable  in  view 
of  the  state  of  the  art  and  made  a  recommendation  to  that  effect  The 
case  was  remanded  to  the  Primary  Examiner,  and  no  appeal  having 
been  taken  from  his  decision  rejecting  the  claim  corresponding  to 
this  count  the  same  became  final,  and  this  count  is  not  before  me 
for  consideration.  The  Examiners-in-Chief  reversed  the  decision  of 
the  Examiner  of  Interferences  as  to  the  right  of  R.  C.  Smith,  Foley^ 
and  Anderson  to  make  claims  corresponding  to  the  remaining  coimts, 
but  aflirmed  his  decision,  as  to  the  question  of  priority  and  originality 
and  rendered  a  decision  in  favor  of  Foley. 

The  subject-matter  of  the  interference  is  a  safety  device  for  eleva- 
tors, and  while  the  devices  of  the  respective  parties  are  different,  each 
is  designed  to  overcome  certain  defects  alleged  to  exist  in  what  was 
known  as  the  ^^  EUithorpe  safety."  In  this  device  there  are  mounted 
on  the  car  clamping-jaws  in  position  to  grasp  the  guide-rails  at 
either  side  of  the  elevator-shaft  These  jaws  are  located  on  the  outer 
ends  of  levers  pivoted  intermediate  their  length  and  provided  on  their 
inner  ends  with  means  adapted  to  engage  actuating-cams.  These  cams 
are  capable  of  movement  in  and  out  between  said  inner  end  of  the  levers 
and  by  this  movement  swinging  the  leversT  to  bring  the  jaws  into 
engagement  with  the  guide-rails.  In  order  to  effect  this  movement 
of  the  cams,  they  are  mounted  on  the  outer  ends  of  shafts  which  are 
threaded  on  their  inner  ends.  These  threads,  which  are  of  reverse 
kind  for  the  opposite  sides  of  the  car,  work  in  corresponding  threads 
in  opposite  sides  of  a  drum  capable  of  being  turned  by  the  governor- 
rope.  This  rope  is  attached  to  the  drum  and  after  a  number  of  turns 
aroimd  it  passes  to  the  top  of  the  shaft,  over  a  pulley  geared  to  the 
governor,  and  then  to  the  bottom  of  the  shaft,  around  another  pul- 
ley, and  back  to  the  car.  This  rope  normally  travels  as^the  car  does, 
and  so  the  drum  on  the  car  is  stationary ;  but  if  the  car  attains  too 
high  a  velocity  the  governor  acts  to  grasp  the  rope,  holding  it  sta- 
tionary and  thus  unwinding  it  from  the  drum.  This  causes  the  drum 
to  rotate,  moves  the  screw-shaft  and  its  attached  cams  longitudinally, 
and  imparts  movement  to  the  jaws  which  grasp  the  rail,  thereby  stop- 
ping the  movement  of  the  car. 

The  invention  of  each  of  the  parties  to  the  interference  is  designed 
to  move  the  jaws  quickly  until  they  come  into  contact  with  the  rails 
and  then  move  them  more  slowly,  but  more  powerfully,  to  force*  them 
tightly  against  the  rails,  and  thus  bring  the  car  to  a  stop. 

Taking  up,  first,  the  question  of  the  right  to  make  the  claims,  it 
would  appear  that  none  of  the  devices  includes  a  "  differential  sci^w," 
according  to  the  technical  definition  of  that  term.  E.  A.  Smith,  how- 
ever, in  his  specification  defines  what  he  means  by  the  expression  ^^  dif- 
ferential screw,"  and  the  term  seems  to  be  loosely  used  to  mean  any 
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combination  of  two  screws  of  different  pitch,  as  appears  from  the 
patent  to  Pridmore,  No,  658,583,  which  is  in  evidence  as  "E,  A. 
Smith's  Exhibit  No.  9,"  and  from  the  patent  to  Pratt,  No.  853,733, 
the  application  for  which  was  originally  involved  in  this  interference. 

E.  A.  Smith  did  not  bring  a  motion  to  dissolve  the  interference  on 
the  ground  that  the  other  parties  had  no  right  to  make  the  claims,  and 
as  no  showing  was  made  why  such  motion  was  not  brought  he  is  not 
entitled  to  urge  this  question  under  the  provisions  of  Bule  130.  The 
fact  that  no  such  motion  has  been  made  does  not  prevent  the  tribunals 
of  the  Office  from  considering  the  question  of  their  own  motion  '^hen 
it  clearly  appears  that  one  or  more  of  the  parties  have  no  right  to 
make  the  claims  corresponding  to  some  or  all  of  the  counts  of  the 
issue^  Where,  however,  no  such  motion  was  made  and  the  parties 
have  during  the  whole  procedure  of  the  case  acquiesced  in  the  position 
taken,  by  the  Primary  Examiner  in  declaring  the  interference,  a  de- 
cision should  be  rendered  that  certain  of  the  parties  are  not  entitled 
to  make  the  claims  only  in  a  clear  case  where  there  can  be  no  doubt  on 
the  question.  No  such  case  exists  here.  R.  C.  Smith,  Foley,  and  An- 
derson each  shows  a  spiral  cam  which,  as  stated  by  the  Examiners- 
in-Chief,  is,  in  effect,  a  mutilated  screw-thread. 

As  will  hereinafter  appear,  each  of  the  parties  E.  A.  Smith,  Foley, 
and  Anderson  has  shown  that  he  was  in  possession  of  the  invention 
as  early  as  February  1, 1905.  As  R.  C.  Smith  does  not  claim  to  have 
conceived  the  invention  until  February  4,  1905,  and  as  he  alleges 
reduction  to  practice  subsequent  to  the  filing  of  the  applications  of  the 
other  parties,  he  can  under  no  circumstances  prevail,  and  the  testi- 
mony offered  on  his  behalf  need  not  be  considered. 

Neither  E.  A.  Smith,  Foley,  nor  Anderson  claims  to  have  actually 
reduced  the  invention  to  practice.  Anderson  alleges  conception  in 
December,  1903;  but  as  Foley,  as  will  appear  later,  has  established 
conception  prior  to  that  date  and  as  their  applications  were  filed  on 
the  same  day,  of  these  two  Foley  must  prevail. 

As  between  the  remaining  parties,  E.  A.  Smith  and  Foley,  the 
question  of  originality  has  been  raised,  each  alleging  that  he  disclosed 
the  invention  to  the  other.  At  the  time  of  these  alleged  disclosures 
Foley  was  an  inspector  of  elevators  of  the  building  department  of 
New  York  city  and  E.  A.  Smith  was  an  engineer  representing  the  Otis 
Elevator  Company  at  tests  made  by  the  building  department  of  eleva- 
tors installed  by  this  company. 

Foley  states  that  he  met  Smith  at  two  such  tests,  one  on  January 
6, 1905,  at  the  Times  Building,  and  the  other  on  January  24,  1905,  at 
a  building  on  the  comer  of  Eighty-first  street  and  Columbus  avenue; 
that  at  the  first  of  these  tests  a  discussion  arose  as  to  a  new  regulation 
which  had  been  promulgated  by  the  building  department  requiring 
e8025— H.  Doc.  1349, 60-2 15  Digitized  by  Google 
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that  all  safeties  should  be  arranged  so  as  to  bring  the  damping-jaws 
in  contact  with  the  rail  within  a  travel  of  the  car  of  a  foot  and 
a  half  after  the  govemor-rope  had  been  stopped  and  to  stop  the  car 
within  a  further  travel  of  eight  feet.  During  this  discussion  Foley 
says  he  told  Smith  that  he  had  a  device  which  would  comply  with  the 
regulation  and  made  sketches  showing  how  it  could  be  done,  using 
a  high-pitch  screw  and  a  low-pitch  screw,  and  how  the  damping- 
jaws  could  be  worked  by  a  hand-lever  in  the  elevator-car.  At  the 
second  test  on  January  24,  1906,  Smith,  according  to  Foley's  story, 
asked  him  about  the  device  and  said  that  he  did  not  understand  how 
the  change  was  to  be  made  from  the  high-pitdi  to  the  low-pitch 
screw,  and  he  (Foley)  e3q[>lained  it  to  him,  making  a  roug^  sketch 
of  the  device. 

Smith  admits  meeting  Foley  at  the  two  tests,  but  denies  that  any 
disdosure  was  made  to  him,  and  alleges  that  at  the  tests  of  January 
24,  1906,  when  the  question  of  the  new  regulation  came  up,  he  told 
Foley  that  he  had  a  device  which  would  comply  with  tbA  regulations 
and  explained  to  him  what  this  device  was. 

As  there  is  no  direct  corroboration  of  either  of  these  stories,  it  will 
be  necessary  to  consider  the  testimony  offered  to  show  that  the 
parties  were  in  possession  of  the  invention  prior  to  the  time  of  their 
alleged  disdosures  and  the  conduct  of  the  pa^es  and  the  surrounding 
circumstances. 

Foley  daims  to  have  first  devised  a  means  for  moving  the  damp 
of  an  devator  safety  at  two  speeds  in  1888,  to  have  made  a  drawing 
at  that  time,  and  to  have  made  various  drawings  showing  different 
forms  of  the  device  subsequently  to  that  time.  He  has  placed  in 
evidence  six  drawings,  which  are  designated  ^  May  1888  Drawing," 
"  July  1898  Drawing,'' "  November  1896  Drawing,"  "  March  14, 1899, 
Drawing,"  ^February  1908  Drawings,"  and  ^Working  Drawings, 
Sheets  1,  2,  8,  4,  and  6."  The  Examiner  of  Interferences  has  fully 
discussed  the  testimony  of  Foley  and  the  witnesses  to  whom  these 
drawings  were  shown  and  by  whom  they  were  signed,  and  it  is  not 
deemed  necessary  to  repeat  that  discussion  here.  It  is  suiBdent  to 
say  that  the  testimony  dearly  shows  that  Foley  was  in  possession 
of  the  invention  in  issue  as  early  as  1896.  The  hand-operated  feature 
which  appears  in  his  application  is  first  shown  in  the  1903  drawing. 
It  is  also  shown  in  the  working  drawings,  which  are  alleged  to  Jbave 
been  made  in  1904.  As  to  these  dates  there  is  no  suffident  corroborat- 
ing evidence.  It  is  stipulated,  however,  that  the  working  drawings 
were  taken  to  Munn  &  Go.  by  Foley  on  January  27,  1906,  and  his 
application  prepared  therefrom. 

E.  A.  Smith  daims  to  have  concdved  the  invention  in  issue  in  1897 
and  to  have  disclosed  it  at  that  time  to  lindstrom  and  Mason,  super- 
intendent and  chief  draftsman,  respectivdy,  of  the  A.  B.  See  Eleva- 
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tor  Company,  by  whom  he  was  employed,  to  have  made  a  sketch  of 
the  invention  in  1902,  and  to  have  at  that  time  explained  the  inven- 
tion to  Miss  Constance  Wack  and  to  Frank  Zittel,  and  to  have  made 
another  sketch  on  January  27,  1905,  which  he  used  in  explaining  on 
that  day  the  invention  to  MarshaU,  his  attorney,  by  whom  his  applica- 
tion was  prepared. 

Of  the  two  persons  to  whom  Smith  claims  to  have  disdoeed  his 
invention  in  1897,  only  Mason  is  called  as  a  witness.  He  testifies  that 
in  1897,  which  date  he  fixes  by  reference  to  the  time  when  he  and  E. 
A.  Smith  were  employed  by  the  A.  B.  See  Elevator  Company,  the 
latter  explained  to  him  how  he  would  use  a  high-pitch  and  a  low- 
pitch  screw  to  move  the  jaws  of  an  EUithorpe  safety,  first  quickly 
and  then  more  slowly,  but  more  powerfully.  Mason  admits,  however, 
that  he  is  testifying  solely  from  memory  as  to  a  disclosure  alleged 
to  have  been  made  to  him  nine  years  previously.  His  account  of  what 
Smith  disclosed  to  him  is  given  in  very  general  terms,  for  he  states 
that  he  cannot  recall  the  details  of  the  invention.  He  also  admits 
that,  although  many  improvements  in  elevator-safeties  were  called  to 
his  attention  while  he  was  employed  by  the  A.  B.  See  Elevator  Com- 
pany, the  only  one  that  he  can  remember  is  this  one  of  E.  A.  Smith. 
In  view  of  these  admissions  his  testimony  is  clearly  insufficient  to  cor- 
roborate Smith's  claim  that  he  was  in  possession  of  the  invention  at 
this  time. 

Smith  has  introduced  in  evidence  the  sketch  alleged  to  have  been 
made  in  1902.  It  bears  the  signatures  ^^ Edward  A.  Smith''  and 
"Frank  Zittel"  and  is  dated  September  29,  1902.  The  sketch  is 
badly  mutilated,  a  considerable  portion  of  it  having  been  torn  away. 
The  showing  of  the  remaining  part  is  only  diagrammatic  and  utterly 
insufficient  by  itself  to  form  a  disclosure  of  the  invention,  though 
E.  A.  Smith  points  out  the  portion  thereof  which  was  intended  to 
show  two  screws.  The  condition  of  the  sketch  renders  it  suspicious, 
and  Smith's  explanation  that  it  was  torn  because  some  grease  fell  on 
it  while  he  was  comparing  it  with  an  Otis  safety  on  an  elevator-car 
is  far  from  convincing,  both  because  it  is  not  apparent  why  Smith, 
who  was  thoroughly  familiar  with  the  construction  of  the  Otis  safety, 
should  have  wanted  to  compare  the  sketch  with  an  actual  safety  and 
because  the  spots  on  the  remaining  parts  appear  to  have  been  made 
by  graphite  or  some  other  very  heavy  lubricant,  and  there  is  no  indi- 
cation of  any  tendency  of  this  to  spread.  The  testimony  of  Zittel, 
who  signed  the  sketch,  is  not  sufficient  to  corroborate  Smith.  Zittel 
admits  that  he  cannot  read  mechanical  drawings  and  the  sketch  is 
useful  to  him  only  in  recalling  the  verbal  disclosure  made  to  him  by 
Smith.  He  is  therefore  testifying  solely  from  memory  as  to  the  dis- 
closure four  years  after  it  is  alleged  to  have  been  made  ai^d  after  he 
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had  frequently  discussed  the  matter  with  Smith.  His  statement, 
moreover,  of  what  Smith  disclosed  to  him  does  not  include  all  the  de- 
tails of  the  device. 

Marshall  fully  corroborates  Smith  as  to  the  disclosure  made  to  him 
on  January  27,  1905,  and  this  is  the  earliest  date  of  possession  of  the 
invention  that  can  be  awarded  to  Smith. 

While,  as  pointed  out  above,  there  is  no  direct  testimony  corrobo- 
rating the  testimony  of  either  Foley  or  Smith  as  to  his  alleged  dis- 
closui-e  to  the  other,  there  are  several  circumstances  which  tend  to 
corroborate  Foley's  testimony. 

In  the  first  place  E.  A.  Smith's  testimony  is  discredited  not  only  by 
reason  of  the  1902  sketch  and  his  explanation  with  respect  thereto,  but 
by  reason  of  two  other  exhibits.  The  first  of  these  is  Smith's  note- 
book, in  which  appear  two  entries  with  respect  to  the  present  contro- 
versy. The  first  entry  relates  to  Smith's  alleged  disclosure  to  Foley 
on  January  24,  1905,  and  the  second  to  the  date  when  Smith  says 
Foley  told  him  that  he  had  applied  for  patent.  These  entries,  which 
are  the  only  ones  relating  to  the  controversy  or  to  Smith's  alleged 
invention  that  appear  in  the  book,  are  not  placed  where  they  would 
have  been  if  they  had  been  made  on  the  dates  in  question.  They 
appear  neither  in  the  space  allotted  to  the  days  on  which  they  are 
alleged  to  have  occurred,  nor  directly  below  such  space,  where  they 
naturally  would  be  if  the  space  was  filled  by  other  matter,  but  are 
entered  one  in  a  space  left  blank  by  Sunday  and  tlie  other  on  the 
margin. 

The  other  exhibit  is  a  printed  copy  of  the  regulation  above  referred 
to,  which  bears  in  Smith's  handwriting  the  following  entry : 

January  26,  tOOii. 

1st  informntion  received  from  Mr.  Boyhan  as  to  the  exact  oi)erntloii  of  the 

l&w 

E.  A.  Smitr. 

Smith  testifies  positively  that  the  entry  was  made  on  the  date 
which  it  bears.  In  rebuttal  Foley  called  certain  of  the  officials  of  the 
building  department  and  several  of  the  employees  of  the  Brown 
Company,  by  whom  the  regulation  was  printed,  and  their  testimony 
shows  that  it  was  impossible  for  Smith  to  have  obtained  a  printed 
copy  of  the  regulation  earlier  than  February  21,  1905. 

Boyhan,  who  was  chief  elevator-inspector,  testifies  that  Foley  dis- 
closed the  invention  in  issue  to  him  in  the  latter  part  of  December, 
1904,  or  early  part  of  January,  1905,  and  that  the  day  after  the  test 
at  the  Times  Building  on  January  6,  1905,  Foley  told  him  that  he 
(Foley)  had  explained  the  invention  to  E.  A.  Smith  and  that  he  told 
Foley  he  thought  he  was  making  a  mistake  in  disclosing  his  invention 
to  outsiders. 
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The  conduct  of  Foley  and  E.  A.  Smith  was  in  marked  contrast 
Foley  made  no  special  haste  in  filing  his  application  after  the  promul- 
gation of  the  building  department  order.  Three  days  after  Smith's 
alleged  disclosure  to  him  he  took  to  his  attorney  several  sheets  of 
well-worked-out  drawings.  He  told  Smith  of  the  fact  that  he  filed 
his  applicaticMi  and  informed  him  of  the  progress  of  the  prosecution 
thereof. 

E.  A.  Smith,  on  the  other  hand,  three  days  after  his  second  inter- 
view with  Foley  went  to  Marshall  with  a  crude  sketdi  and  after  a 
hasty  interview  instructed  him  to  file  an  application  as  soon  as  pos- 
sible, since  he  believed  that  Foley  intended  to  steal  his  invention. 
The  only  reason  he  could  give  for  that  belief  was  that  when  he  told 
Foley  of  his  invention  the  latter  seemed  surprised  and  opened  his 
eyes  very  wide.  Smith  said  nothing  to  Foley  about  having  filed  an 
application,  and  it  was  not  until  the  interference  was  declared  that 
Foley  learned  that  this  application  had  been  filed.  Foley  states  that 
the  first  time  he  met  Smith  after  receiving  the  notice  of  the  inter- 
ference was  at  a  test  at  the  store  of  Stern  Brothers,  and  that  he  then 
told  Smith  in  exceedingly  plain  language  what  he  thought  of  him. 
Miller,  the  engineer  at  Stem  Brothers,  states  that  Foley  and  Smith 
had  a  heated  interview  on  the  day  of  the  test,  and  while  he  was  not 
near  enough  to  them  to  hear  what  was  said  Foley  told  him  about 
half  an  hour  afterward  that  the  loud  conversation  was  due  to  the 
fact  that  Smith  ^^  had  infringed  on  the  elevator  apparatus  which  he 
had  invented." 

In  view  of  the  testimony  and  the  surrounding  circumstances  of 
the  case  and  the  conduct  of  the  parties  it  is  held  that  as  to  the  com- 
mon subject-matter  of  the  two  cases  E.  A.  Smith  was  not  an  original 
inventor,'  but  derived  his  knowledge  thereof  from  Foley. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  P.  F.  Foley  is  affirmed. 


In  be  Miami  Cycle  &  Mfg.  Compant. 
Decided  July  It,  1908. 
136  O.  G.,  1067. 
Access  to  Pehdino  Applicatiow — Showing  of  Interest. 

Access  win  not  be  granted  to  a  pending  application  referred  to  in  a 
patent  purporting  to  be  a  diyision  of  such  application  merely  upon  an 
afEldayit  by  an  attorney  that  suit  has  been  brought  on  such  patent  against 
one  of  petitioner's  customers,  that  petitioner  is  desirous  of  defending  such 
salt,  and  that  access  to  the  prior  application  is  deemed  necessary  in  order 
that  a  proper  defense  may  be  made.  The  practice  requires  that  access  to 
pending  applications  will  be  refused  except  to  parties  showing  proper 
interest  therein,  and  the  mere  allegation  of  an  attorney  that  the  company 
for  which  he  is  counsel  desires  to  defend  a  suit  brought  on  a  patent  divided 
oat  of  such  application  is  not  a  sufficient  showing  of  interest 
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On  Pbtition. 

Messrs.  Brock,  Beeken  dk  Smith  for  Miami  Cycle  &  Mfg.  Company. 
Mr.  T.  Hart  Anderson  and  Mr.  MdviUe  Church  for  Townsend. 

MooBB,  Commissioner: 

This  is  a  petition  for  access  to  application  No.  698,117,  filed  by 
H.  P.  Townsendv 

The  ground  upon  which  this  petition  is  based  is  that  Patent  No. 
850,077,  which  was  granted  to  Townsend,  purports  to  be  a  division 
of  application  No.  693,117;  that  suit  has  been  brought  by  the  owners 
of  the  Townsend  patent  against  the  Andrus  and  Naedele  Company, 
who  are  customers  of  the  Miami  Cycle  A  Mfg.  Company ;  that  the 
latter  company  is  desirous  of  defending  the  suit,  and  that  it  is 
essential  in  order  that  a  proper  defense  may  be  made  that  access  may 
be  had  to  the  parent  application. 

In  the  decision  in  re  Dyer,  (C-  D.,  1908,  866;  106  O.  G.,  1608,) 
where  a  similar  petition  was  filed,  it  was  held  that — 

Since  the  patent  refers  to  the  eariier  appUcatlon,  and  thereby  secureB  to  the 
patentee  the  benefit  of  Its  date,  it  is  clear  that  the  patentee  is  not  entitled  to 
demand  that  the  application  be  concealed  from  any  persons  having  a  real  interest 
in  the  record  leading  to  the  grant  of  the  patent  The  application  is  a  part  of  the 
record  on  which  the  patent  was  granted  and  is  public  property  in  the  sense 
that  it  may  be  seen  by  any  one  having  good  reasons  for  inspecting  it  Not- 
withstanding  the  rights  of  the  public  in  this  matter,  however,  it  is  believed 
that  the  inventor  may  have  some  equitable  rights  which  should  be  safeguarded 
in  80  £ar  as  possible.  The  earlier  application  may  and  probably  does  disclose 
other  inventions  besides  that  included  in  the  patent  and  those  inventions 
should  not  be  made  public  property  or  be  disclosed  to  a  stranger  to  the  record 
except  where  necessary. 

In  the  decision  in  re  The  BvUock  Electric  Mfg.  Company  (C.  D., 
1907,  207;  129  O.  G.,  1611)  it  was  held  that  the  fact  that  a  suit  had 
been  threatened  against  the  petitioner  on  a  certain  patent  did  not 
entitle  him  to  be  furnished  with  a  copy  of  a  prior  application  referred 
to  in  the  prosecution  of  that  patent.  In  the  present  case  no  allega- 
tion is  made  that  the  Miami  Cycle  &  Mfg.  Company  has  actually 
undertaken  the  defense  of  the  suit  against  its  customer,  and  the  mere 
allegation  of  the  attorney  that  the  company  for  which  he  is  the 
counsel  is  desirous  of  defending  this  suit  is  not  believed  to  be  a 
sufficient  showing  of  interest  on  the  part  of  that  cixnpany  to  justify 
granting  them  access  to  the  parent  application. 

It  is  urged  by  the  attorney  of  petitioner  that  the  fact  that  the 
patentee  in  his  patent  states  that  the  application  upon  which  it  was 
granted  is  a  division  of  an  earlier  application  makes  that  earlier 
application  a  part  of  the  record  of  the  patent  and  that  as  such  any 
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I>eraon  should  be  entitled  to  a  copy  of  the  same.  As  stated  in  the 
case  of  Dyer,  above  cited,  the  earlier  application  probably  discloses 
other  inveations  besides  that  included  in  the  patent,  and  wUle  a  party 
18  entitled  to  see  Uie  whole  record  upon  which  Uie  patent  issued,  if  it 
is  necessary  to  preserve  his  rights,  he  is  not  entitled  to  see  it  if  he 
presents  no  good  reasons  therefor.  The  mere  allegation  that  a  party 
is  in  some  way  or  other  interested  in  the  patent  and  in  determining 
whether  the  application  on  which  the  patent  was  granted  was,  in 
fact,  a  division  of  an  earlier  application  is  not  believed  to  be  a 
sufficient  showing  of  interest  to  justify  granting  him  access  to  such 
earlier  application. 
The  petition  ii  denied. 


COSBIKOTOK  V.  TURKBH. 

Decided  Auffuat  7,  1908. 
186  O.  Q.,  1067. 

1.  iBTinrgMEHOT— Abawpohmbnt  or  iNVBNTioN— Rule  12S. 

A  declaration  of  atNindonment  accompanied  by  a  statement  that  applicant 
abandons  certain  counts  because  they  are  either  limited  or  anticipated  or 
are  not  applicable  to  the  structure  wiU  not  be  accepted  under  Rule  125. 

2.  8am»— Sams— SniKiHO  raoM  Filbs. 

A  dedaratioii  of  abandonment  accompanied  by  reasons  for  filing  the  same 
wiU  not  be  made  the  basis  for  Judgment  under  Rule  126,  but  it  should  not 
be  stricken  from  the  files. 

ApfbaIi  from  Examiner  of  Interferences. 

rLum-nossuBB  bbak& 

Mr.  Murray  Carringtan  pro  se. 
Mr.  Edward  A.  Wright  for  Turner. 

Billings,  Acting  Oammiaeiofier: 

This  case  is  before  me  upon  appeals  by  both  parties  from  decisions 
of  the  Examiner  of  Interferences.  Turner  appeals  from  the  decision 
of  the  Examiner  of  Interferences  dismissing  his  declaration  of  aban- 
donment and  ordering  it  removed  from  the  interference  filea  Said 
declaration  of  abandonment  states : 

In  the  matter  of  the  interference  at>OTe  noted,  under  the  provisions  of  Rule 
125t  I  hereby  abandon  the  inyention  set  forth  in  counts  1,  2,  8,  4,  5,  8,  and  9  of 
the  issue  of  this  interference  for  the  foUowing  reasons : 

This  statement  is  followed  by  four  paragraphs,  in  each  of  which 
Turner  alleges  that  certain  counts  are  either  limited  and  anticipated 
or  are  not  applicable  to  his  structure. 
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Corrington,  the  junior  party,  took  his  testimony.  Turner  took  no 
testimony,  but  upon  the  day  his  time  for  taking  testimony  expired 
he  filed  the  above  declaration  of  abandonment. 

Turner's  abandonment  does  not  appear  to  be  conditional  or  contain 
limitations  stating  that  it  is  to  be  taken  otherwise  than  absolute,  and 
it  does  not,  therefore,  come  within  the  class  condemned  for  this  reason 
by  the  Commissioner  in  Odbrielsan  v.  FeJhely  (C.  D.,  1906,  108;  121 
O.  a,  691.) 

It  is  believed,  however,  to  be  objectionable  in  form.  A  statement 
of  the  reasons  why  the  claims  are  abandoned  is  uncalled  for  and  can 
serve  no  purpose  other  than  to  cast  a  cloud  upon  the  patent  that  may 
issue  to  the  opponent.  If  such  a  paper  is  held  to  be  a  proper  dec- 
laration of  abandonment  upon  which  to  base  an  award  of  priority 
under  Ride  125,  it  might  appear  to  a  prospective  purchaser  of  the 
invention  or  to  one  unfamiliar  with  such  matters  that  the  Patent 
Office  in  giving  effect  to  the  abandonment  indorsed  the  reasons  upon 
which  it  JB  alleged  to  be  based.  If  a  party  wishes  to  avail  himself  of 
the  privilege  of  terminating  the  interference  by  a  declaration  of  aban- 
donment of  the  invention,  it  is  believed  to  be  in  the  interest  of  good 
practice  to  require  him  to  file  a  declaration  of  abandonment  free  from 
the  above  objections.  For  this  reason  the  Examiner  of  Interferences 
properly  held  that  Turner's  declaration  in  its  present  form  should 
not  be  made  the  basis  of  an  action  in  the  interference.  It  is  not  con- 
sidered, however,  that  the  Examiner  of  Interferences  was  warranted 
in  ordering  the  physical  removal  of  the  paper  from  the  interference 
files. 

Corrington  urges  consideration  of  so  much  of  his  appeal  as  relates 
to  suspension  of  proceedings  and  permission  to  take  additional  testi- 
mony as  to  counts  6  and  7  only  in  case  the  decision  of  the  Examiner 
of  Interferences  refusing  to  base  judgment  on  Turner's  declaration 
of  abandonment  should  be  reversed.  In  view  of  the  above  holding 
these  matters  do  not  call  for  consideration.  It  may  be  stated,  how- 
ever, that  no  good  reason  appears  for  granting  Corrington's  request 
for  permission  to  take  additional  testimony.  Considering  Corring- 
ton's request  for  sufficient  time  to  permit  him  to  print  and  file  his 
testimony  forty  days  before  the  final  hearing,  (Rule  162,)  it  appears 
from  the  decision  of  the  Examiner  of  Interferences  that  he  will  post- 
pone the  final  hearing  if  it  should  be  necessary,  and  at  the  hearing 
Turner's  counsel  stated  that  he  would  consent  to  a  reasonable  ex- 
tension of  time. 

The  deckions  of  the  Emaminer  of  Interferences  are  affirmed  to  the 
extent  indicated. 
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Case  v.  Quirk. 

trade-mark  interference. 

Decided  July  29, 1908. 

186  O.   G.,  1681. 

TBADB-BiABxa — GjlNcelatioit — SsonoN  18  OF  THS  Tbadb-Mabk  Aot. 

The  GommiBsioner  has  no  authority  to  cancel  a  certificate  of  registration 
of  a  trade-mark  except  In  accordance  with  the  provisions  of  section  19  of 
the  Trade-Mark  Act  of  February  20,  1906. 

Petition  for  Cancelation. 

TRADK-MABK  FOB  WHEAT-FLOUB. 

Messrs.  McOowan^  Serven  dk  Mohun  for  Case. 
Messrs.  Paid  <6  Paid  for  Quirk. 

Moore,  Oom/missioner: 

This  is  a  petition  by  Clarence  O.  Case  for  the  cancelation  of  certifi- 
cate of  registration  No.  82,501,  granted  to  James  Quirk  May  26, 1908, 
covering  a  trade-mark  for  wheat-flour,  comprising  the  word  ''  Evan- 
geline." 

The  application  of  James  Quirk  was  filed  January  80,  1908.  An 
application  for  registration  claiming  the  same  mark  for  the  same 
goods  was  filed  by  petitioner  on  February  17,  1908.  Although  both 
cases  were  pending  at  the  same  time,  a  certificate  was  granted  to 
Quirk  without  an  interference  having  been  first  declared,  evidently 
through  an  oversight  by  the  Office.  On  June  16, 1908,  an  interference 
was  declared  between  the  application  and  the  registration,  times  for 
taking  testimony  have  been  set,  and  final  hearing  has  been  fixed  for 
January  4,  1909. 

Petitioner  sets  forth  that  immediately  after  registration  was 
granted  the  owners  of  the  registered  mark  began  to  send  out  threaten- 
ing letters  to  the  traxle,  and  particularly  to  the  customers  in  whom 
petitioner  is  interested,  notifying  them  of  the  registration  and  warn- 
ing them  against  the  use  of  the  brand  ^^  Evangeline,"  v^herefore  peti- 
tioner has  suffered  and  is  suffering  great  damage.  The  allegation 
that  such  letters  have  been  sent  to  the  trade  has  not  been  denied. 

Petitioner  urges  that  inasmuch  as  this  mark  was  registered  through 
mistake  operating  to  his  injury  the  Office  should  correct  such  mistake 
by  canceling  the  registration.  Section  13  of  the  Trade-Mark  Act  of 
February  20,  1905,  provides  that  the  Commissioner  may  cancel  a 
registered  mark,  but  specifies  certain  procedure  to  be  followed.    Peti- 
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tioner  reoognizes  tbe  fact  that  the  relief  prayed  for  cannot  be  granted 
under  this  section  of  the  statute  upon  the  present  petition,  as  he  has 
not  complied  with  ite  provisions,  but  urges  that  under  section  26  of 
the  act — 

the  Ck>mmi88ioDer  of  Patents  is  authorised  to  make  mtos  and  regalatioiiB  not 
inoonsisteat  with  law,  for  the  condoct  of  proceedings  in  reference  to  the  regis- 
tration of  trade-marks  provided  for  by  this  act— 

and  that  under  this  power  to  make  rules  and  regulations  he  has  power 
to  order  a  cancelation  of  a  registered  mark;  but  this  section  of  the 
statute  is  limited  to  the  making  of  rules  and  regulations  with  refer- 
ence to  the  ^  registeration '^  of  trade-marks.  The  cancelatidn  of  a 
registered  mark  certainly  cannot  be  considered  an  act  in  reference 
to  the  registration  of  a  mark,  but  is  an  act  in  reference  to  a  mark 
which  has  already  been  registered.  I  am  of  the  opinion  that  the 
terms  of  the  statute  indicate  clearly  not  only  that  the  Commissioner's 
power  is  limited  to  rules  relating  to  procedure,  but  that  it  is  limited 
to  questions  arising  before  the  grant  of  a  certificate  of  registration, 
and  not  to  any  question  arising  in  connection  with  a  mark  that  has 
been  registered  in  accordance  with  the  law. 
The  petition  m  denied. 


Ex  PABis  Taliafibbo. 

DecMed  Beptemher  $8,  1998. 

186  O.  G.,  168L 

1.  AssnumsiiT  oa  LicENsa— Bisbbvatioh— LioBirsB. 

An  instrument  purporting  to  convesr  "  an  undirided  one-siztfa  of  an  right* 
title  and  interest"  in  an  invention,  but  reserving  to  the  assignor  the  sole 
right  to  manufacture  and  seU  the  invention  and  providing  that  the  assignee 
"  shaU  not  so  manufiicture  and  seU  "  except  by  assignor's  consent,  conveys 
nothing  more  tluin  a  right  to  use  the  invention.  It  is  a  mere  license  and 
not  an  assignment  and  is  not  such  an  interest  as  would  warrant  the  issu- 
ance of  the  patent  to  the  grantee,  notwithstanding  the  request  in  such 
instrument  tliat  the  patent  so  issue. 

2,  Patent  Should  Not  Issua  to  ▲  Mass  Ligenseb. 

The  Patent  OiBce  should  not  issue  a  patent  to  an  alleged  assignee  where 
the  inventor  lias  reserved  to  himself  tlie  exclusive  right  to  make  or  use 
or  sell  the  invention  covered  by  his  application  or  any  combination  of  these 
elements  which  limits  the  interests  of  tlie  alleged  assignee  to  an  interest 
in  the  invention  less  than  that  defined  as  an  assignment  by  the  Supreme 
Ck>urt  of  the  United  States  in  the  decision  Waterman  v.  MoKengie^  (0.  D.» 
1881,  820;  04  O.  G.,  1662;  188  U.  8.,  262,)  which  defined  an  assignment  to 
be  either  (1)  the  whole  patent,  comprising  the  exclusive  right  to  make, 
use,  and  vend  the  invention  throughout  the  United  States,  or  (2)  an  undi- 
vided part  or  share  of  that  exclusive  right,  or  (8)  the  exclusive  right  undor 
the  patent  within  and  througliout  a  q;>ecified  part  of  the  United  States. 
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Messrs.  Mann  dk  Co.  for  the  applicant 

MoosB,  Commissioner: 

This  case  comes  before  me  on  reference  by  the  Chief  of  the  Assign- 
ment Division  for  instracti<ms  whether  to  issue  a  patent  jointly  to 
the  applicant  and  his  alleged  assignee  or  to  the  applicant  alone. 

There  is  upon  the  assignment  records  of  this  Office  an  assignment 
by  Taliaferro  purporting  to  convey  to  Harry  Spinglar — 

an  ondiTtded  one-slztli  of  all  right,  title  and  Interest  In  nld  Invention  and  any 
ImproTements  thereafter  made  by  him  thereoOt  for  the  United  States.  Letters 
Patent  to  Issue  In  accordance  herewith.  The  parties  hereto  agree  that  Talia- 
ferro shaU  have  sole  right  to  manufactare  and  sell  said  Invention  and  said 
lmproTement8»  as  an  article  of  merchandise;  that  Spln^r  shaU  not  so  manu- 
facture and  sdl  except  by  Taliaferro's  written  consent,  and  that  Spinglar  shall 
have  right  to  sdl  the  whcfle  or  any  part  of  his  Interest  without  TaUaferro's 
consent 

The  Chief  of  the  Assignment  Division  is  of  the  opinion  that  this 
alleged  assignment  comprises  nothing  more  than  a  Uoense  and  does 
not  convey  such  interest  in  the  invention  as  to  warrant  the  issuance 
of  the  patent  to  Taliaferro  and  Spinglar  in  the  manner  requested  in 
said  assignment  He  is,  however,  of  the  opinion  that  he  is  controlled 
by  the  decision  in  ex  parte  Bowand  (C.  D.,  1906, 68;  114  O.  O.,  2091) 
to  advise  the  issuance  of  the  patent  in  the  manner  requested. 

Section  4896,  Revised  Statutes,  provides  in  part  that — 

Patents  may  he  granted  and  Issued  or  reissued  to  the  assignee  of  the  Inventor 
or  dlscoTorer;  but  the  assignment  must  first  be  entered  of  record  In  the  Patent 
Ofllce— 

upon  compliance  with  certain  stated  conditions.  In  the  case  of  Wo- 
terman  v.  McKemie  et  oL.  (C.  D.,  1891,  820;  64  O.  O.,  1662;  188 
U.  S.,  262)  the  Supreme  Court  of  the  United  States  defined  the 
extent  of  interest  required  to  be  conveyed  by  an  assignment  in  the 
following  language: 

The  patentee  or  his  assigns  may,  by  Instrument  In  writing,  assign,  grant, 
and  convey  either  (1)  the  whole  patent,  comprising  the  exclusive  right  to  make^ 
use,  and  vend  the  Invention  throughout  the  United  States;  or  (2)  an  undivided 
part  or  share  of  that  exclusive  right;  or  (8)  the  exclusive  right  under  the 
patent  within  and  throughout  a  specified  part  of  the  United  States.  {Id.,  sec. 
4806.)  A  transfer  of  either  of  these  three  kinds  of  Interests  Is  an  assignment, 
properly  speaking,  and  vests  In  the  assignee  a  title  In  so  much  of  the  patent 
itself,  with  a  right  to  sue  Infrlngers—in  the  second  case,  Jointly  with  the 
assignor;  In  the  first  and  third  cases.  In  the  name  of  the  assignee  alone.  Any 
assignment  or  transfer,  short  of  one  of  these,  is  a  mere  license,  giving  the 
licensee  no  title  In  the  patent  and  no  right  to  sue  at  law  in  his  own  name  for 
an  InfHngement  {Id,,  sec.  4910;  Qayler  v.  Wilder,  10  How.,  477,  404,  406; 
Mwm  V.  Uarsl^  7  Wall.  &1&.) 
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It  is  obvious  that  the  instrument  above  quoted,  which  not  only 
reserves  to  Taliaferro  the  '^  sole  right  to  manufacture  and  sell  the 
invention,''  but  expressly  provides  that — 

Splnglar  sbaU  not  so  manufacture  and  aeU  except  by  Taliaferro's  written 
consent — 

conveys  nothing  more  than  the  right  to  use  the  invention.  It  does 
not  vest  in  the  alleged  assignee  any  one  of  the  three  kinds  of  interest 
which  are  essential  to  an  ftssignment  as  defined  by  the  Supreme  Ciourt 
of  the  United  States  in  the  decision  above  quoted  and  does  not  there- 
fore constitute  such  an  interest  as  would  warrant  the  issuance  of  the 
patent  in  accordance  with  the  request  contained  in  such  instrument. 

In  the  case  of  ex  parte  Rowand  it  appears  that  the  reservation  com- 
prised merely  the  privilege  of  the  assignor  to  make,  use,  and  sell 
the  device  described  in  the  application  for  patent  or  in  the  patent 
issued  thereon  for  a  particular  stated  purpose  and  did  not  reserve 
the  exclusive  right  to  make,  use,  or  sell  the  invention.  The  present 
case  differs  from  ex  parte  Rowand  in  that  Taliaferro  has  reserved 
the  exclusive  right  to  make  and  sell  the  invention.  The  circumstances 
of  this  case  are  more  nearly  analogous  to  those  in  the  case  of  ex  parte 
Rosback,  (C.  D.,  1899,  202;  89  O.  G.,  706,)  in  which  former  Com- 
missioner  Duell  held  that  where  in  two  instruments  which  purported 
to  be  assignments  Rosback  reserved  to  himself  the  exclusive  right 
to  use  the  invention  in  the  manufacture  of  book-stitching  machines, 
the  instrument  amounted  to  nothing  more  than  a  license  and  did 
not  convey  such  an  interest  in  the  invention  and  the  patent  as  would 
authorize  the  Ciommissioner  to  issue  the  patent  to  the  alleged  assignee. 
It  is  believed  that  under  the  authorities  above  cited  the  Office  should 
not  issue  a  patent  to  an  alleged  assignee  where  the  inventor  has  re- 
served to  himself  the  exclusive  right  to  make  or  use  or  sell  the  inven- 
tion covered  by  his  application  or  any  combination  of  these  elements 
which  limits  the  interest  of  the  alleged  assignee  to  an  interest  in  the 
invention  less  than  that  defined  as  an  assignment  by  the  Supreme 
Court  of  the  United  States  in  the  decision  Waterman  v.  McKemie 
et  al.  above  quoted. 

It  is  directed  that  the  patent  in  this  case  be  issued  to  Taliaferro,  the 
inventor. 


Ex  PARTE  Hartley. 

Decided  September  28,  1908. 

136  O.  Q.,  1767. 

1.  Public  TTse—Bvidercb— Commissionis's  DBOxsioir  Ikstitxttino  Pbocebdihos 
Not  OoNCLTTSiyE. 
The  fsLCt  that  the  Ck>mnila8ion6r  holds  certain  ev  parte  aflldaTlts  filed  in 
■upport  of  a  petition  for  the  institution  of  pubUc-use  proceedings  to  be 
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Bufficlent  to  make  out  a  prima  fade  case  of  public  use  such  as  to  warrant 
the  taking  of  testimony  does  not  preclude  the  Primary  Examiner  from  ruling 
that  the  evidence  taken  in  such  proceedings  is  not  sufficient  to  warrant  the 
rejection  of  the  claims. 
2.  Appeal  Not  Allowed  fbom  Pbimabt  Examineb^s  Favorable  Decision  on 
Public  Use. 
The  action  of  the  Examiner  holding  that  testimony  in  public-use  proceed- 
ings is  insufficient  to  warrant  the  rejection  of  the  applicant's  claims  will 
be  reviewed  only  where  such  obvious  error  appears  as  will  warrant  the 
supervisory  action  of  the  Commissioner. 

SWITCH. 

Mr.  Albert  G.  Davis  for  the  applicant. 
Mr.  Charles  M.  Clarke  for  the  protestant. 

Moore,  Commissioner: 

This  is  a  petition  by  Bergmann,  the  protestant  in  the  above-entitled 
case,  that  he  be  allowed  an  appeal  from  the  decision  of  the  Primary 
Examiner  holding  that  the  testimony  presented  by  him  to  establish 
the  statutory  bar  of  public  use  against  the  grant  of  a  patent  to 
Hartley  is  insufficient  to  warrant  a  rejection  of  the  latter's  claims. 

It  is  urged  that  the  finding  of  the  Primary  Examiner  is  not  only 
at  variance  with  the  evidence,  but  contrary  to  the  finding  of  the  Com- 
missioner that  the  affidavits  presented  by  the  protestant  established  a 
prima  facie  case  of  public  use.  The  affidavits  presented  by  the 
protestant  were  deemed  sufficient  to  lay  the  foundation  for  the  intro- 
duction of  testimony ;  but  they  are  not  in  themselves  testimony  upon 
which  a  decision  may  be  based,  and,  a  fortiori^  cannot  be  allowed  to 
contravene  testimony  taken  in  accordance  with  the  established  rules 
of  evidence.  {NieUon  v.  Bradshaw,  C.  D.,  1900,  265;  91  O.  G.,  644; 
16  App.  D.  C,  92;  Shrum  v.  Baumgarten,  C.  D.,  1903, 150;  104  O.  G., 
577.J 

Public-use  proceedings  are  ex  parte  in  their  nature,  the  sole  ques- 
tion being  whether  the  applicant  is  barred  from  obtaining  a  patent 
on  the  invention  claimed  by  reason  of  the  public  use  or  sale  of  devices 
embodying  the  invention  claimed. 

While  it  is  the, practice  to  permit  one  of  the  general  public  to  file  a 
protest  and  to  take  testimony  in  behalf  of  the  Patent  Office  upon  this 
question,  such  party  has  no  rights  in  the  controversy  other  than  those 
authorized  by  the  Commissioner.  When  the  evidence  presented  has 
been  submitted  to  the  Primary  Examiner  for  consideration  and  in 
his  opinion  this  testimony  does  not  establish  a  statutory  bar  of  public 
use,  there  is  no  greater  warrant  for  a  review  of  his  decision  upon  this 
question  than  from  a  decision  by  the  Examiner  that  references  in  his 
possession,  whether  obtained  by  search  or  upon  motion  for  dissolution 
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in  an  interference,  do  not  anticipate  the  claims  of  an  application. 
The  action  of  the  Examiner  holding  that  testimony  in  public-use 
proceedings  is  insufficient  to  warrant  the  rejection  of  the  applicant's 
claims  will  be  reviewed  only  where  such  obvious  error  appears  as  will 
warrant  the  supervisory  action  of  the  G>nmiissioner.  In  the  present 
case  no  sujch  error  is  found. 
The  petition  is  denied. 


Ex  PABTB  FbANKMAN. 
APPLICATION  FOR  PATBNT. 

Decided  OiOober  H,  1908. 

186  O.  G^  1099. 

Dbawinos — Mum^TSD  Dbawino  Not  Accepted. 

Mutilated  drawings  wUl  not  be  acc^ted  by  the  Office  as  a  part  of  the 
permanent  records.  This  rule  Is  founded  upon  the  necessity  of  preeenrlng 
the  records  of  the  Office  for  an  indefinite  period  and  must  be  oiforced. 

On  PirrrnoN 

MACHINE  FOB  UZnCASTHIIfO  BEETS. 

Messrs.  van  Oldenneel  <6  Sohoenlank  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  an  action  of  the  Primary  Examiner  holding 
that  drawings  forming  a  part  of  petitioner's  application  were  muti- 
lated and  requiring  new  drawings  to  be  substituted  therefor.  Peti- 
tioner asks  Uiat  the  Primary  Examiner  be  directed  to  accept  the 
drawings  and  proceed  with  the  examination  and  consideration  of  the 
application. 

Petitioner  contends  that  as  blue-prints  which  have  been  made  from 
these  drawings  are  satisfactory  in  every  way  and  exhibit  no  indication 
that  the  original  are  mutilated  the  requirement  was  improperly  made 
and  should  be  withdrawn.  The  statement  that  a  satisfactory  repro- 
duction may  be  made  from  these  drawings  appears  to  be  true/  but 
this  is  Jiot  the  only  thing  to  be  taken  into  consideration.  These  draw- 
ings must  not  only  be  in  condition  at  the  present  time  to  admit  of 
reproduction,  but  they  must  remain  in  such  condition  for  an  indefinite 
period,  as  they  constitute  the  originals  from  ^hich  all  reproductions 
are  to  be  made.  An  examination  of  these  drawings  discloses  the  fact 
that  Sheets  1,  2,  and  3,  containing  Figures  1,  2,  4,  and  5,  are  broken 
at  one  or  more  points,  and  eventually,  by  reason  of  handling  thereof, 
they  will  undoubtedly  actually  separate  on  the  broken  lines.  The 
well-settled  practice  of  the  Office  refusing  to  accept  mutilated  draw- 
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ings  is  founded  upon  the  necessity  of  preserving  the  records  of  the 
Office  for  an  indefinite  period  and  must  be  enforced. 

The  request  that  the  Examiner  be  directed  to  proceed  with  the 
examination  and  consideration  of  the  application  is  denied,  as  he  has 
not  refused  to  consider  the  application  either  as  to  merits  or  as  to 
form.  On  the  other  hand,  the  case  has  received  action  by  the  Exam- 
iner and  is  now  awaiting  action  on  the  part  of  the  petitioner  in 
response  thereto. 

The  decirian  of  the  Primary  Examiner  is  affirmed. 


Ex  PABTE  Tennessee  Brewing  Company. 

Decided  Ootoher  $$,  1908. 

186  O.  G.,  1999. 

IiABEL  Betused  Begibtbation — Lbgknd  '^  Guabanteed  Urdee  the  Food  and 
Dbugs  Act  June  30,  1906^"  Unqxtalified. 
Held  that  a  label  should  be  refused  registration  where  the  legend  "  Guar- 
anteed under  the  Food  and  Drugs  Act,  June  80,  1906,"  is  so  used  as  to  be 
likely  to  indicate  that  the  merchandise  upon  which  the  label  is  used  is 
Ifuaranteed  by  the  Goyemment 

On  Apfeai#. 

LABEL  rOB  BEBB. 

Messrs,  Smith  <&  Frazier  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  a  label  entitled  ^'  Brewette/'  which  is  to  be  used  on  non- 
alcoholic beverages.  This  label  comprises  the  trade-mark  of  the 
Tennessee  Brewing  Company,  beneath  which  appears  the  word 
"  Brewette,"  surmounted  by  two  sprays  of  barley.  Beneath  the  word 
^'  Brewette  "  is  a  paraph  bearing  the  legend  '^  Contains  less  than  ^ 
of  1%  of  alcohol."    Under  this  legend  is  the  statement: 

This  is  a  non-intoxicating  beverage.  Guaranteed  under  the  Food  and  Drugs 
Act,  June  80,  '06,  Serial  No.  19788.  Tennessee  Brewing  Co.  Memphis,  Tenn. 
Label  registered. 

Registration  of  this  label  was  refused  upon  the  ground  that  the 
inclusion  of  the  guaranty  clause  in  the  manner  shown  in  the  label 
caused  a  likelihood  of  deception,  in  that  the  purchaser  might  be  led 
to  believe  that  the  merchandise  upon  which  the  label  was  used  was 
guaranteed  by  the  Government  It  was  also  suggested  that  the  state- 
ment on  the  label,  "  Contains  less  than  i  of  1%  of  alcohol  "  immedi- 
ately preceding  the  words  '^  Guaranteed  under  the  Food  and  Drugs 
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Act,  June  80,  '06,"  and  over  the  words  ^ Label  registered"  would 
lead  to  the  belief  that  the  ocmtent  of  alcohol  was  also  guaranteed  by 
the  Government  of  the  United  States.  Attention  was  also  called  to 
the  fact  that  the  words  ^  Label  registered  "  appearing  on  the  label 
were  unwarranted,  since  this -is  not  the  form  of  notice  required  by 
the  Copyright  Act  and  Bule  46  of  the  Print  and  Label  Rules. 

It  is  contended  on  behalf  of  the  appellant  that  the  guaranty  clause 
is  in  strict  accordance  with  that  prescribed  by  the  Food  and  Drugs 
Act  of  June  30, 1906,  and  that  there  is  no  likelihood  that  any  purchaser 
using  ordinary  care  would  be  misled  by  the  appearance  of  this  clause 
on  the  label  in  the  manner  shown.  It  is  urged  that  the  copyright 
covers  merely  the  artistic  matter,  and  it  is  contended  that  the  Ex- 
aminer's argument  that  the  typographic  matter  upon  the  label  is 
covered  by  copyright  is  manifestly  erroneous,  for  such  matter  is  the 
product  not  of  the  designer  of  the  label,  but  of  the  Bureau  of  Chem- 
istry, excepting  the  statement  as  to  alcoholic  contents,  and  that  that 
statement  is  merely  a  statement  of  fact  in  c(Hnmon  words,  which  any 
one  has  the  right  to  use  to  stete  the  same  fact. 

Registration  of  labels  in  the  Patent  Office  is  provided  for  by  sec- 
tions 8,  4,  and  6  of  the  act  of  Congress  relating  to  patents,  trade- 
marks, and  copyrighte,  approved  June  18,  1874,  (18  Stats,  at  Large, 
p.  78,)  in  which  it  is  provided  that  the  Commissioner  of  Patents 
shall  be  charged  with  the  supervisicm  and  control  of  the  entry  and 
registry  of  labels  and  printe  in  conformity  with  the  regulations  pro- 
vided by  law  as  to  the  copyrighte  and  prints.  Under  Rule  31  of  the 
Print  and  Label  Rules,  promulgated  und^  the  authority  conferred 
by  section  4,  the  word  ^  Label "  is  defined  as — 

an  artistic  and  InteUectnal  production  impressed  or  stamped  directly  upon  the 
article  of  mann£actare»  or  upon  a  dip  or  piece  of  paper  or  other  material,  to 
be  attached  in  anj  manner  to  manufitctured  articles,  or  to  bottles,  boxeii^  and 
packages  containing  them,  to  indicate  the  article  of  mannfiictara 

Rule  82  provides  tl-at— 

No  print  or  label  can  be  registered  unless  it  properly  belongs  to  an  article 
of  manufacture,  and  is  descriptlTe  thereof;  ^and  is  as  above  defined,  and  unless 
the  application  is  iUed  before  the  publication  thereof. 

Briefly  summarized  it  is  necessary  that  as  a  prerequisite  to  registra- 
tion a  label  must  be  artistic  and  must  describe  the  merchandise  upon 
which  it  is  placed.  No  further  requirement  is  prescribed  by  stetute. 
In  the  present  instence  the  necessary  features  of  the  label  comprise 
the  artistic  production,  which  includes  the  word  ^Brewette''  and 
the  statement  that  it  is  applied  to  a  non-intoxicating  beverage.  In 
addition  to  this  matter,  however,  there  appears  on  the  label,  immedi- 
ately under  the  phrase  ^^This  is  a  non-intoxicating  beverage,'^  the 
legend  ^  Guaranteed  under  the  Food  and  Drugs  Act,  June  80,  '06, 
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Serial  No.  19788,"  and  beneatli  the  latter  the  name  and  address  of 
the  applicant  and  the  words  ^  Label  r^stered." 

This  arrangement  of  subject-matter  is  in  my  opinion  likely  to  cause 
a  purchaser  to  believe  that  inasmuch  as  theJabel  is  registerod  by  the 
Government  the  character  or  quality  of  the  goods  described  as 
^  Guaranteed  under  the  Food  and  Drugs  Act,  June  sd,  '06,  Serial  No. 
19783,"  is  approved  by  the  Government  It  is  insisted,  however, 
that  the  guaranty  clause  above  quoted  is  in  the  precise  form  pre- 
scribed by  the  "  Bules  and  Regulations  for  the  enforcement  of  the 
Food  and  Drugs  Act  ^  and  that  the  use  of  these  words  in  the  present 
form  cannot  be  objected  to.  This  contention  is  believed  to  be  unten- 
able. It  is  easily  possible  for  the  guarantor  to  so  place  the  prescribed 
legend  upon  its  labels  that  there  can  be  no  likelihood  that  its  use 
will  mislead  the  public  in  respect  to  the  actual  guaranty. 

In  my  opini<xi  in  em  parte  Alart  and  McOuire  (C.  D.,  1907,  409; 
181  O.  G.,  2146)  it  is  said: 

At  the  time  tbe  ITood  and  Drugs  Act  first  became  effective  varioas  manofoc- 
tnrers,  either  tnteationally  or  inadyertently,  so  included  the  guaranty  clause 
with  other  printed  matter  upon  their  labels  as  to  make  it  appear  that  the  Qoy- 
emment  had  guaranteed  the  purity  of  the  articles  upon  which  these  labels 
weare  affixed.  Thil  haying  beeu  called  to  the  attention  of  the  Secretary  of 
Agriculture,  the  foUowing  order  was  issued  by  him : 

**  No  other  word  should  go  upon  this  legend  or  accompany  it  In  any  way, 
Particular  attention  is  called  to  the  fact  that  nothing  should  be  placed  upon 
the  label,  or  in  any  printed  matter  accompanying  it,  indicating  that  the  guar- 
anty is  made  by  the  Department  of  Agriculture.  The  appearance  of  the  serial 
number  with  the  phrase  above  mentioned  upon  a  label  does  not  exempt  it  from 
Inspection  nor  its  guarantor  from  prosecution  in  case  the  article  in  question 
be  found  in  any  way  to  violate  thet  Food  and  Drugs  Act  of  June  SO,  1906." 

It  Is  beUeved  that  if  the  trade-mark  now  presented  for  registration  should 
be  registered  in  its  present  form  and  if  the  applicant  should  place  in  connection 
therewith  the  words  "  Registered  in  the  U.  8.  Patent  Office,"  as  he  is  required 
to  do  by  section  28  of  the  Trade-Mark  Act  of  1906,  and  as  the  specimen  labels 
filed  with  his  brief  show  he  has  done,  the  public  would  be  lead  to  believe  that 
the  €k>vemment  had,  by  registering  this  trade-mark,  guaranteed  the  purity  of 
the  article  upon  which  it  was  used. 

¥oT  the  same  reasons  it  is  believed  that  a  label  should  not  be  regis- 
tered in  whidi  the  guaranty  clause  is  so  located  as  to  be  susceptible 
of  the  interpretation  that  the  (Government  is  the  guarantor  of  the 
merchandise  contained  in  the  receptacle  to  which  the  label  is  applied. 
It  is  believed  that  where  the  words  '^  Guaranteed  under  the  Food  and 
Drugs  Act  ^  are  placed  upon  a  registered  label  they  should  be  so 
qualified  by  the  addition  of  the  applicant's  name  that  the  true  guar- 
antor will  be  unmistakably  identified — as,  for  example,  ^  Guaranteed 
under  the  Food  and  Drugs  Act,  June  30,  '06,  Serial  No.  19788,  by 
the  Tennessee  Brewing  Company."  In  this  form  the  registration 
of  the  label  would  not  be  subject  to  the  objections  above  noted,    t 
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It  is  urged  that  the  words  ^'  Label  registered ''  are  not  objectionable 
for  the  reason  that  under  the  law  the  label  is  really  copyrighted,  not 
registered,  and  a  strict  compliance  with  the  law  requires  notice  to  be 
placed  upon  the  label  so  copyrighted,  that  as  the  applicant  has  com- 
plied with  the  requirement  of  the  law  by  presenting  its  application 
for  registration  it  not  only  has  the  right  to,  but  should,  put  such 
notice  on  its  copies  filed  with  the  Patent  Office. 

The  Copyright  Act  of  June  30,  1874,  prescribes  distinctly  that 
the  notice  of  copyright  should  be  made  in  the  following  terms: 

"  Entered  according  to  act  of  Congress  in  the  year by in 

the  office  of  the  Librarian  of  Congress  at  Washington ''  or,  alterna- 
tively :  "  Copyrighted  19 by  ,"  naming  the  applicant  for 

copyright.  ♦ 

It  was  held  by  the  Supreme  Court  of  the  United  States  in  the  case 
of  Eiggins  v.  Keufel  (C.  D.,  1891,  403;  56  O.  G.,  1189;  140  U-  S., 
428)  that  in  order  to  maintain  an  action  for  infringement  of  the 
ownership  of  a  label  registered  under  the  provisions  of  this  act  it 
was  necessary  that  public  notice  of  the  registration  should  be  given 
in  the  precise  terms  prescribed  by  the  statute.  It  is  further  stated 
in  that  decision  that — 

The  copyright  Is  secured  when  the  registration  is  completed  and  a  certificate 
of  registration  is  given  by  the  Commissioner. 

The  use  of  the  term  ^'  Label  registered ''  therefore  upon  a  label 
which  has  not  been  registered  is  not  only  unauthorized  in  the  sense 
contended  for  by  the  appellant,  but  its  appearance  upon  the  label  is 
insufficient  to  give  the  satutory  notice  required  after  the  registration 
of  the  label,  and  it  is  believed  that  the  sole  function  which  can  be 
ascribed  to  this  statement  is  such  as  it  might  have  in  leading  the 
public  to  believe  that  the  registration  of  the  label  rendered  the  guar- 
anty by  the  Government  effective. 

Holding  the  above  views  I  directed  the  Examiner  of  Trade-Marks 
to  refuse  registration  of  all  labels  in  which  the  guaranty  clause  was 
not  so  qualified  as  to  identify  the  guarantor  in  the  manner  stated. 

The  decision  of  the  Examiner  of  Trade-Marka  is  affirmed. 


Ex  PARTE  United  States  Sanitary  Manufacturing  C!ompany. 

APPUCATION   for  REGISTRATION   OF  TRADE-MARK. 

Decided  Octoher  12,  1908, 

137  O.  G.,  227. 

TbadB'Mabks— RsGiSTBABiLirr— The    IjEttbrs   "U.    S.**    on   a   Convshtionai. 

Shield. 

A  mark  consisting  of  the  letters  "  U.  S.'*  on  a  conventional  representation 

of  a  shield  Held  not  registrable  on  the  gronnd  that  the  letters  '*  U.  S./* 

by  reason  of  their  common  usage  by  the  goyemoient  on  arm^  acconter- 
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meiita  and  upon  other  articles  of  merchandlBe,  particularly  when  placed 
upon  a  simulation  of  the  United  States  shield,  should  be  regarded  as  pubUc 
Insignia,  which  can  never  become  th^  exclusive  property  of  the  applicant, 
and  on  the  further  ground  that  the  use  of  such  a  mark  would  tend  to 
induce  the  public  to  believe  that  the  goods  bearing  the  same  were  made 
by  or  had  the  official  approval  of  the  United  States  Government. 

On  Appeal. 

MifiTAL   MANUFACTURES  NOT  OTHEBWISE  CLASSIFIED. 

Messrs.  Christy  dk  Christy  and  Mr,  Darwin  S.  Wolcott  for  the 
applicants. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade- 
Marks  to  register  a  trade-mark  comprising  the  conventional  repre- 
sentation of  a  shield  bearing  the  letters  "  U.  S." 

Registration  was  refused  on  the  ground  that  the  mark  is  a  simula- 
tion of  public  insignia,  the  letters  "  U.  S."  being  the  common  abbre- 
viation of  the  words  "  United  States  "  and  that  the  placing  of  these 
letters  upon  a  shield  similar  in  form  to  the  shield  of  the  United 
States  coat-of-arms  would  further  tend  to  cause  the  public  to  believe 
that  the  goods  upon  which  such  mark  was  used  were  made  by  or 
had  received  the  approval  of  the  United  States  Government. 

It  is  contended  in  behalf  of  appellant  that  the  title  ^^  United  States  " 
is  not  applicable  merely  to  the  United  States  of  America,  since  there 
are  other  Governments  known  as  United  States — as,  for  example, 
the  United  States  of  Colombia.  It  is  also  urged  that  the  initials 
"  U.  S."  mean  a  large  variety  of  articles  or  titles  and  that  the  use  of 
the  letters  "U.  S."  as  a  guarantee  by  the  Government  "could  be 
conveyed  only  by  the  use  of  a  mark  which  had  been  adopted  by 
statutory  enactment."  It  is  further  urged  that  the  shield  used  by 
the  appellant  does  not  correspond  to  the  shield,  coat-of-arms,  etc., 
which  have  been  adopted  by  the  United  States  Government,  since 
no  bars  or  stars  appear  thereon. 

The  contentions  of  the  applicant  are  not  believed  to  be  well 
founded.  Section  5  of  the  Trade-Mark  Act  of  1905  provides  in  part 
that— 

No  mark  by  wbich  the  goods  of  the  owner  of  the  mark  may  be  distinguished 
from  goods  of  the  same  class  sliaU  he  refused  registration  of  the  trade- 
mark on  accomit  of  the  nature  of  such  mark  unless  such  mark  *  *  *  (b) 
consists  of  or  comprises  the  flags  or  coat-of-arms  or  other  insignia  of  the 
United  States  or  any  simulation  thereof  or  of  any  State,  or  municipality,  or 
of  any  foreign  nation  or  of  any  design  or  picture  that  has  or  may  hereafter 
be  adopted  by  any  fraternal  society  as  its  emblem. 

The  phrase  "or  other  insignia^  of  the  United  States"  is  believed 
to  embrace  sjrmbols  and  other  devices  by  which  goods  which  i^e  the 
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property  of  the.  United  States  maj  be  known.    The  Century  Diction- 
ary  de&ies  the  word  ^insignia"  as  follows: 

(1)  Badges  or  other  dlstlngolshinir-inarks  of  oiBce  or  honor;  (2)  markSi 
signs,  or  yisible  tokens  by  which  anything  is  Icnown  or  distingoished. 

Webster* s  Unabridged  Dictionary  defines  "  insignia  "  as — 

(1)  Badges  or  other  distingnishing-marks  of  oiBce  or  honor;  (2)  marks, 
signs,  or  visible  Impressions  by  which  anything  is  known  or  distinguished. 

The  fact  that  the  United  States  Government  uses  the  letters  ^^  U.  S." 
upon  the  accouterments  of  its  army  and  upon  various  other  mer- 
chandise is  a  matter  of  common  knowledge  of  which  judicial  notice 
can  be  taken.  By  reason  of  this  usage  such  marks  are  believed  to 
have  become  ^^ insignia"  within  the  terms  of  the  definitions  above 
quoted.  It  is  therefore  dear  that  the  Government  of  the  United 
States  has  the  right  to  use  the  letters  ^  U.  S."  upon  articles  of  any 
character  whatsoever.  Under  these  circumstances  the  appellant  could 
never  acquire  an  exculsive  property  right  in  the  letters  "U.  S." 
against  the  Government  of  the  United  States  for  similar  reasons  to 
those  stated  by  the  Court  of  Appeals  of  the  District  of  Columbia  in 
re  Cahn,  Belt  <6  Co.  (C.  D.,  1906,  627;  122  O.  G.,  854;  27  App.  D.  C, 
178)  in  reference  to  the  use  of  the  ooat-of-arms  of  the  State  of  Mary- 
land, in  which  the  Court  said : 

The  coat-of-arms  of  Maryland  was  never  in  the  exclnsive  use  of  the  appli- 
cants during  any  period,  nor  could  the  applicants  ever  acquire  an  exclnsive  use 
as  a  trade-mark  of  the  State  coat-of-arms. 

Nor  can  property  be  acquired  in  a  mark  which  simulates  a  public 
emblem. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  in  re 
American  Glue  Company  (C.  D.,  1906,  696;  123  O.  G.,  999;  27  Appl 
D.  C,  891)  and  in  re  WiUiam  Connors  Paint  Mfg.  Co.  (C.  D.,  1900, 
696;  128  O.  G.,  999;  27  App.  D.  C,  889)  construed  the  section  of  tlie 
statute  above  quoted  to  prohibit  registration  of  trade-marks  which 
simulate  the  great  seal  of  the  United  States  and  the  seal  of  the  De- 
partment of  Justice  of  the  United  States.  For  equally  cogent  rea- 
sons it  is  believed  that  any  mark  which  is  identical  with  or  which 
comprises  ^^any  simulation^'  of  any  insignia  used  by  the  United 
States  Government  in  a  well  recognized  manner  to  designate  articles 
belonging  to  the  Government  should  be  refused  registration.  In  the 
present  case  the  mark  not  only  comprises  the  letters  ^  U.  S.,''  but 
these  letters  are  imposed  upon  a  shield  of  substantially  the  same  con- 
tour as  the  shield  forming  a  part  of  the  United  States  coat-of-arms, 
and  this  fact,  it  is  believed,  would  further  tend  to  induce  the  public 
to  believe  that  the  goods  upon  which  such  mark  is  used  was  made 
by  or  had  received  the  official  approval  of  the  United  States  Govern- 
ment. 
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In  my  opinion  the  action  of  the  Ewaminer  of  Trade-Marka  tn  re- 
fusing to  register  the  trade-mark  claimed  is  right,  and  his  decision 
is  accordingly  affirmed. 


Ryder  v.  Brown  v.  Triff  and  MgMsans  v.  White. 

Decided  October  t2,  1908. 

137  O.  G.,  228. 

IHTKinBEiTCB— Motion  iob  Disbolutioit  in  Afteb  Notice  Uhdbb  Bulb  114— 
Transmission. 
Where  in  answer  to  an  order  issued  under  Bule  114  against  a  Junior 
party  to  an  interference  to  show  cause  why  Judgment  should  not  be  ren- 
dered against  him,  such  party  presents  a  motion  for  dissolution  alleging 
nonpatentablllty  of  the  issue,  it  is  incumbent  upon  him  to  comply  strictly 
with  the  provisions  of  Rule  122,  and  such  a  motion  filed  after  the 
expiration  of  the  thirty  days  allowed  by  the  rule  should  not  be  trans- 
mitted in  the  absence  of  a  very  satisfactory  showing  of  reasons  why  it 
was  not  earlier  presented. 

Affeal  on*  Motion. 

CAN-MAKINO  MACHINE. 

Mr.  Arthur  P.  Greeley  for  Ryder. 

Mr.  Victor  J.  Evans  for  Brown. 

Messrs.  Bradford  dk  Hood  for  Tripp  and  McMeans. 

Messrs.  WUhelm,  Parker  cfe  Hard  for  White. 

Moore,  Commissioner: 

This  is:  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferences refusing  to  transmit  a  motion  to  dissolve  brought  by  Tripp 
and  McMeans  two  days  after  the  expiration  of  the  thirty  days 
allowed  by  Kule  114  in  which  to  bring  such  motions. 

The  record  shows  that  on  July  31  an  order  was  issued  against  Tripp 
and  McMeans  to  show  cause  on  or  before  August  81, 1908,  why  judg> 
ment  should  not  be  rendered  against  them  for  the  reason  tiiat  the 
date  of  conception  alleged  in  their  preliminary  statement  was  sub- 
sequent to  the  filing  date  of  the  senior  party.  On  August  81,  1908, 
counsel  for  Tripp  and  McMeans  telegraphed  to  the  Office  stating 
that— 
we  are  forwarding  to-day  action  responsive  to  action  of  July  31. 

On  September  2,  1908,  a  motion  for  dissolution  was  filed  accom- 
panied by  a  motion  to  transmit  the  motion  for  dissolution  to  the 
Primary  Examiner. 

The  only  ground  alleged  in  the  motion  for  dissolution  is  that  the 
issue  is  not  patentable  in  view  of  certain  cited  references.    Trans- 
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mission  of  this  motion  was  objected  to  by  the  senior  party,  White, 
upon  the  grounds  that  the  motion  was  filed  too  late  and  that  the 
statement  of  the  grounds  of  the  motion  was  not  sufficiently  definite. 
The  Examiner  of  Interferences  held  that  the  grounds  of  the  motion 
were  sufficiently  definite,  but  refused  to  transmit  the  motion  for  dis- 
solution upon  the  ground  that  no  sufficient  excuse  was  alleged  for  the 
delay  in  filing  the  said  motion  in  a  case  of  this  character. 

Where  a  party  to  an  interference  asserts  his  right  to  the  claims 
forming  the  issue  of  such  interference  and  upon  the  filing  of  pre- 
liminary statements  finds  that  he  is  barred  from  obtaining  a  patent 
by  reason  of  the  fact  that  his  date  of  conception  was  later  than  the 
filing  date  of  a  contesting  party  a  motion  upon  his  part  denying  the 
patentability  of  the  issue  is  in  the  nature  of  an  obstructive  action 
based  upon  facts  concerning  which  he  has  no  greater  interest  than 
any  other  member  of  the  general  public.  He  being  still  a  nominal 
party  to  the  interference  is,  however,  permitted  by  the  Rules  of 
Practice  of  the  Office  to  present  such  a  motion,  but  in  order  that  he 
should  be  heard  it  is  incumbent  upon  him  to  comply  strictly  with  the 
rules  provided  for  such  purpose.  In  the  present  case  the  excuse 
offered  by  counsel  for  the  appellant  is  merely  that  because  of  the 
failure  of  counsel  for  one  of  the  interferants  to  fuvnish  him  with 
copies  of  that  party's  application  in  accordance  with  an  agreement 
he  was  delayed  in  filing  the  motion.  So  far  as  the  substance  of  the 
present  motion  is  concerned,  a  motion  to  dissolve  upon  the  ground  of 
non-patentability  might  have  been  brought  without  reference  to  any 
of  the  opposing  parties'  applications,  and  in  any  event  copies  of  the 
applications  of  the  opposing  parties  might  readily  have  been  obtained 
from  the  Patent  Office  upon  application  therefor.  Under  the  cir- 
cumstances the  Examiner  of  Interferences  was  clearly  justified  in 
holding  that  the  delay  in  filing  the  motion  was  not  excused  by  the 
affidavit  of  record. 

TJie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ds  Ferranti  v.  Lindmark. 

Decided  October  S,  1908. 
137  O.  G.,  731. 

Interference— Reopening  to  Take  Testimony  After  Appeal  to  Ck>UBT. 

Where  a  party  to  an  interference,  in  which  times  for  taking  testimony 
had  been  set,  files  a  motion  for  judgment  on  the  record,  together  with  a 
stipulation  signed  by  the  parties  setting  forth  that  the  parties  involved  in 
the  interference  are  the  same  parties  who  filed  certain  applications  for 
foreign  patents  specified  In  the  oaths  attached  to  their  respective  applica- 
tions and  In  their  preliminary  statements,  and  Judgment  Is  rendered  on  the 
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record  so  made  by  the  several  tribunals  of  the  Patent  Office  and  by  the  Couri; 
of  Appeals  of  the  District  of  Golambia,  permission  will  not  be  granted 
thereafter  to  such  party  to  take  testimony  upon  the  question  of  priority  of 
invention.  A  submission  of  the  case  upon  the  stipulation  after  an  oppor- 
tunity was  given  to  take  testimony  amounted  to  a  waiver  of  the  right  to 
take  testimony. 

On  Petition. 

STEA.M-TUSBINB. 

Messrs.  Spear^  Middleton^  DonaJdaon  d&  Spear  for  de  Ferranti. 
Messrs.  Harding  dk  Harding  for  Lindmark. 

Moore,  Commissioner: 

This  case  is  before  me  on  a  petition  by  Lindmark  to  vacate  my 
decision  rendered  April  6,  1908,  affirming  the  decision  of  the  Exam- 
iner of  Interferences  denying  Lindmark's  petition  that  times  be  set 
for  taking  testimony  in  this  case. 

The  record  shows  that  preliminary  statements  were  filed  by  both 
parties  to  this  interference  and  that  within  twenty  days  after  the 
approval  of  the  preliminary  statement  Lindmark  filed  a  motion  to 
transmit  an  accompanying  motion  to  dissolve  the  interference  and 
also  a  motion  for  judgment  of  priority  in  his  favor — 

upon  the  record  dates  of  Lindmark  and  de  Fermnti*s  applications  and  upon 
the  allegations  of  de  Ferranti  in  his  preliminary  statement. 

At  the  hearing  before  the  Examiner  of  Interferences  on  the  motion 
for  judgment  the  following  stipulation  was  filed : 

It  is  hereby  stipulated  and  agreed  by  and  between  the  respective  parties  to 
the  above-entitled  interference  that  the  parties  de  Ferranti  and  Lindmark 
who  are  involved  in  this  interference  are  the  same  parties,  de  Ferranti  and 
Lindmark,  who  filed  the  applications  for  foreign  patents  8pecifi.ed  in  the  oaths 
attached  to  their  resi^ective  U.  S.  applications  and  in  their  preliminary  state- 
ments, and  that  the  de  Ferranti  and  Lindmark  named  herein  are  the  same  de 
Ferranti  and  Lindmark  named  in  interference  No.  25,459. 

This  stipulation  was  accepted,  and  the  Examiner  of  Interferences 
rendered  a  decision  holding  that  neither  De  Ferranti  nor  Lindmark 
was  entitled  to  the  benefit  of  the  filing  dates  of  this  foreign  applica' 
tions  under  the  provisions  of  the  act  of  March  3, 1903,  and,  inasmuch 
as  Lindmark  was  the  first  to  file  an  application  in  this  country, 
awarded  priority  of  invention  to  him.  The  decision  of  the  Examiner 
of  Interferences  was  affirmed  by  the  Examiners-in-Chief,  and  their 
decision  was,  in  turn,  affirmed  by  the  Commissioner.  (C.  D.,  1907, 
203 ;  129  O.  O.,  1610.)  Upon  appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia  the  decision  of  the  Commissioner  was  reversed, 
(post^  353;  184  O.  G.,  515,)  the  court  holding  that  De  Ferranti,  who 
filed  his  application  after  the  promulgation  of  the  act  at  March  3 
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1903,  was  entitled  to  the  benefit  of  a  foreign  application  which  ante- 
dated landmark's  filing  date. 

It  is  contended  in  behalf  of  Lindmark  that  the  decision  of  the 
Examiner  of  Interferences  was  merely  a  decision  upon  a  ^^  motion 
for  judgment  on  the  record,"  involving  only  the  question  whether 
Lindmark  or  De  Ferranti  should  prevail  upon  the  facts  appearing 
in  the  records  of  their  respective  applications. 

This  argument  was  presented  in  support  of  the  former  petition  and 
was  considered  by  me  in  the  decision  rendered  April  6,  1908,  in 
which  it  was  held  that  the  Commissioner  had  no  authority  to  reopen 
a  case  for  further  testimony  after  a  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia  on  the  question  of  priority  of  invention 
unless  and  until  authorized  by  that  court  to  do  so. 

Thweafter  a  petition  was  filed  in  the  Court  of  Appeals  of  the 
District  of  Columbia  praying — 

that  the  CommisBioner  be  instructed  that  the  said  decision  of  this  coart 
merely  adjudged  tliat  your  petitioner,  the  said  Lindmark,  is  not  entitled  to 
Judgment  on  the  record,  and  is  not  a  final  Judgment  of  priority  in  favor  of 
de  Ferranti — 

and,  further,  that  the  Commissioner  be — 

Instructed  or  authorized  to  fix  times  for  the  talcing  of  testimony  in  this  cause — 
and  that  such  other  order,  judgment,  or  decree  be  made  as  the  con- 
dition of  the  case  required. 
The  Court  of  Appeals  in  denying  this  petition  said : 

The  issue  in  controversy  between  the  above  parties  was  decided  by  this  court 
on  appeal  from  a  decision  of  the  Commissioner  of  Patents  on  February  11, 1908. 
(Ante,  234;  134  O.  G.,  515.)  Priority  had  been  awarded  to  Lindipark  in  all  the 
tribunals  of  the  Patent  Office  on  his  motion  for  Judgment  on  the  record.  On 
appeal,  the  decision  of  the  Coumilssioner  was  reversed  by  this  court,  and  the  pro- 
ceedings certified  to  the  Patent  Office,  as  by  law  required.  Lindmark  now  comes 
here  by  an  original  petition,  after  the  Judgment  of  reversal  has  become 
final,  asking  us  to  instruct  the  Ck>mmissioner  of  Patents  to  allow  him  to 
proceed  with  the  taking  of  testimony  in  order  to  establish  his  right  to 
priority  over  de  Ferranti.  It  Is  insisted  that  the  Judgment  of  reversal  Was 
not  a  final  Judgment  awarding  priority  to  de  Ferranti;  but  a  mere  denial 
of  the  motion  of  Lindmark  for  Judgment  on  the  record,  and  that  the  case 
should  be  now  opened  and  the  parties  allowed  to  proceed  with  the  taking 
of  testimony.  This  court  has  Jurisdiction  of  appeals  from  the  Commissioner 
of  Patents  in  certain  matters  defined  by  statute,  but  it  has  no  original 
Jurisdiction  to  direct  and  supervise  the  administration  of  the  affairs  of  the 
Patent  Office.  The  allowance  of  this  petition,  and  the  issuance  of  an  order, 
such  as  prayed  for  therein,  would  be  an  assumption  of  power  which  this 
court  does  not  possess.  Tlie  petition  is  denied,  and  it  Is  so  ordered.  {Post  &46; 
137  O.  G.,  733.) 

It  appears  from  the  text  of  the  decision  of  the  court  of  appeals 
upon  the  petition  that  the  appeal  was  treated  as  an  appeal  from  a 
final  decision  of  the  Commissioner  on  the  question  of  priority  of 
'nvention,  and  the  proceedings  of  that  court  were  "  certifiedTto  the 
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The  record  of  the  case  clearly  warranted  such  consideration.  It 
is  to  be  noted  that  judgment  was  not  rendered  merely  upon  the 
applicaticm  dates  of  the  respective  parties  in  this  country,  but  upon 
consideration  of  the  filing  dates  of  their  foreign  applications  also. 
The  mere  allegation  by  a  party  in  his  application  for  patent  that 
he  has  filed  an  application  for  a  patent  for  the  same  invention 
in  a  foreign  country  or  the  inclusion  of  such  an  allegation  in  his 
preliminary  statement  does  not  constitute  proof  of  the  fact  alleged, 
and  it  is  incumbent  upon  such  party  when  involved  in  an  interference 
proceeding,  if  he  would  rely  upon  his  alleged  foreign  application, 
to  establish  by  competent  evidence  that  he  is  the  party  who  filed 
the  foreign  application,  and  he  also  must  show  that  the  invention 
set  forth  in  the  foreign  application  is  the  same  as  that  covered 
by  his  application  in  this  country.  (Rousseau  v.  Brown^  C.  D.,  1903, 
687;  104  O-  G.,  1120;  Lauder  v.  Crowett  et  ah,  C.  D.,  1879,  177;  16 
O.  G.,  405;  ex  parte  Pauling,  C.  D.,  1905,  181;  115  O.  G.,  1848.) 
In  the  present  case  the  stipulation  above  quoted  which  was  filed 
by  the  parties  was  accepted  in  lieu  of  testimony  in  respect  to  these 
facts,  and  the  decision  of  the  Examiner  of  Interferences  and  of 
the  appellate  tribunals  was  rendered  upon  this  agreed  statement 
of  facts. 

The  record  shows  that  opportunity  was  given  to  the  parties  to 
take  testimony;  but  Landmark,  by  taking  the  steps  above  set  forth, 
clearly  waived  the  right  to  take  testimony  and  relied  upon  his 
stipulated  evidence.  This  fact  is  apparent  from  the  following  state- 
ment in  the  decision  of  the  Commissioner  in  De  Ferranti  v.  Lind- 
mark,  (C.  D.,  1907,  203;  129  O.  G.,  1610:) 

Tbe  invention  in  imoe  relates  to  an  ImproTement  in  steam-turbines. 

No  testimony  was  taken  by  eitber  party;  but  the  facts  as  stated  in  the  de- 
cision of  the  Examiner  of  Interferences  and  stipnlated  or  conceded  by  the 
parties  are  as  follows : 

Lindmarlc  applied  for  a  Swedish  patent  on  the  invention  in  issue  on  June  18, 
19Q2»  and  for  a  German  patent  on  November  5,  1902.  He  filed  his  application 
in  thi«  country  on  January  16,  1908,  and  was  granted  a  patent  on  November 
1,1904. 

De  Ferranti  applied  for  a  patent  in  Great  Britain  on  November  11,  1902,  and 
filed  his  application  in  this  country  on  October  31, 1903. 

Furthermore,  the  Court  of  Appeals  of  the  District  of  Columbia 
while  stating  in  their  decision  De  Ferranti  v.  Lindmark  (post,  353 ; 
134  O.  G.,  515)  that  the  case  was  before  them  on  appeal  from  the 
decision  of  the  Commissioner  of  Patents  awarding  priority  of  inven- 
tion to  appellee  on  a  "motion  for  judgment  on  the  record  "  stated: 

It  appears  that  both  parties  to  this  controversy  are  foreign  inventors.  No 
evidence  was  taken  In  the  Patent  Ofllce.  Both  parties  rely  on  their  respective 
dates  of  filing  their  applications,  either  here  or  abroad — 

and,  accepting  the  dates  of  the  foreign  applications  as  proyen,  rend- 
ered the  decision  above  referred  to.  Q^^^^  by  LjOOgle 
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Up  to  the  present  time  the  court  of  appeals  has  entertained  appeals 
in  interference  cases  only  from  the  final  decisions  of  the  Commis- 
sioner upon  the  question  of  priority  of  invention.  (Allen^  Comr- 
missioner  of  Patents^  v.  The  United  States  of  America  ex  rel. 
Lovyry  and  Planters  Compress  Co.^  C.  D.,  1905,  643;  116  O.  G.,  2253; 
26  App.  D.  C,  8.)  In  the  present  case  the  decision  holding  that  Lind- 
mark  was  the  first  inventor  was  undoubtedly  a  final  decision  upon 
the  question  of  priority.  It  is  obvious  from  the  facts  above  stated 
that  this  decision  was  rendered  after  the  consideration  of  facts  ad- 
mitted by  the  stipulation,  concerning  which  proof  would  have  been 
required  in  the  absence  of  such  stipulation  and  not  on  the  bare  record 
of  the  applications  for  patent  in  this  country.  This  stipulation,  in 
my  opinion,  related  to  an  agreed  state  of  facts  offered,  at  the  instance 
of  Lindmark,  in  the  place  of  testimony. 

His  failure  to  present  his  entire  case  in  the  first  instance  can  be 
charged  to  no  one's  fault  but  his  own.  It  is  well  settled  that  the 
Office  will  not  pass  upon  questions  of  priority  in  a  piecemeal  manner. 
It  is  incumbent  upon  a  party  to  present  the  entire  case  in  the  first 
instance.  As  stated  in  the  case  of  Roberts  v.  BacheUe^  (C.  D.,  1902, 
416;  lOlO.  G.,  1831:) 

After  a  case  has  gone  to  final  hearing  it  is  an  injustice  to  the  Office,  as  well 
as  to  the  victorious  party,  to  reopen  the  case  and  give  it  entirely  new  considera- 
tion merely  because  the  defeated  party  has  failed  to  realize  that  fticts  which 
were  at  all  times  within  his  possession  were  material  to  a  determination  of  the 
case.  {Estea  v.  Qause,  G.  D.,  18d9,  164;  88  O.  G.,  1336;  McCallum  v.  Bremer^ 
C.  D.,  1900,  186;  93  O.  G.,  1917.) 

The  decisions  cited  by  petitioner  in  support  of  his  contention  are 
not  believed  to  be  in  point.  In  none  of  the  cases  cited  were  decisions 
rendered  upon  an  agreed  state  of  facts,  but  rather  upon  the  records 
of  the  cases  or  the  pleadings  themselves.  After  careful  consideration 
of  the  question  I  find  no  reason  to  vacate  my  former  decision  denjring 
Lindmark's  request  that  times  for  taking  testimony  be  set  in  this 
case. 

The  petition  is  denied. 


PlCKARD  V.  ASHTON  AND  CxjRTIS. 

Bedded  October  SO,  1908. 
137  O.  G..  732, 

INTERFEBENCE — PRIORITY — QUESTION  OP  JOINT  INVENTORSHIP. 

The  question  of  the  Joint  inventorship  of  one  of  the  parties  to  an  inter- 
ference is  not  one  that  can  be  considered  in  an  interference  proceeding  and 
a  motion  to  take  testimony  on  the  question  will  not  be  granted. 
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On  PBTinoN. 

O0OIXXATINO  BECnyEB. 

Mt.  PhUip  Famaworth  and  Messrs,  Meyers^  Cushman  db  Rea  for 
Pickard. 
Mr,  J.  OdeU  Fowler  for  Ashton  and  Curtis. 

BiLUNGS,  Acting  Canyndssianer: 

Tiiis  case  comes  up  on  a  petition  by  Pickard  that  the  Conunissioner 
exercise  his  supervisory  authority  and  grant  a  motion  '^  to  authorize, 
or  procure  authorization  for,  the  oral  deposition  of  the  joint  appli- 
cants Ashton  and  Curtis  relative  to  the  invention  of  the  interference 
by  them  or  either  of  them.*' 

This  motion  was  brought  before  the  Examiner  of  Interferences  and 
denied  by  him  on  the  ground  that  he  had  no  authority  to  grant  it. 
The  purpose  of  this  motion  is  to  require  Ashton  and  Curtis  to  show 
by  testimony  that  they  are  in  fact  joint  inventors  of  the  invention  in 
issue.  No  reason  whatever  appears  for  the  granting  of  such  a  motion. 
Pickard's  rights  could  in  no  way  be  affected  by  establishing  the  fact 
that  the  invention  was  in  reality  the  invention  of  Ashton  alone  and 
not  that  of  Ashton  and  Curtis.  Under  the  rulings  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  Foster  v.  Antisdel  (C.  D., 
1899,  413;  88  O.  G.,  1527;  14  App.  D.  C,  552)  and  Prindle  v.  Brown 
(C.  D.,  1904,  680;  112  O.  G.,  957;  24  App.  D.  C,  114)  this  question 
could  not  be  considered  in  the  interference.  If  it  were  established 
that  Ashton  alone  were  the  inventor,  this  of  itself  would  afford  no 
ground  whatever  for  the  award  of  priority  to  Pickard.  In  any  event 
it  would  be  necessary  for  Pickard  to  establish  priority  of  invention  on 
his  part  to  warrant  a  decision  in  his  favor. 

The  petition  is  denied. 


Peerless  Eubber  Manufacturing  Company  v.  Gorham  Eubrer 

Company. 

Decided  October  26, 1908. 

137  O.  G.,  783. 

Tbade-Mabks — Opposition — ^Appeal  fbom   Decision   of   Examineb  of   Intebt 
febences. 
An  appeal  will  not  be  allowed  from  a  decision  of  the  Examiner  of  Inter- 
ferences granting  a  motion  to  amend  a  notice  of  opposition  nor  from  a 
decision  denying  a  motion  to  dismiss  a  notice  of  opposition. 
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Appeal  on  Motion. 

TRAD£-MARK  FOB  BELTING,    HOSE,   MACHINEBY  PACKING,   AND  NON-ICETALUO   TIBCS. 

Mr.  Emeat  Hopkinaon  and  Mr.  WiUiam  B.  Corwin  for  Peerless 
Rubber  Manufacturing  Company. 
Messrs.  Britton  <&  Gray  for  Gorham  Eubber  Company. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  the  Gorham  Rubber  Company  from  the  de- 
cision of  the  Examiner  of  Interferences  granting  a  motion  filed  by 
opponent  to  amend  his  notice  of  opposition  and  denying  the  motion  of 
appellant  to  dismiss  the  opposition.  These  are  matters  which  are  in 
the  discretion  of  the  Examiner  of  Interferences  and  an  appeal  from 
his  decision  thereon  will  not  be  entertained  except  under  circumstances 
of  such  unusual  character  as  would  justify  the  exercise  of  the  super- 
visory authority  of  the  Commissioner.  {Oakley  <&  Company  v.  Bab- 
cockj  ante,  77;  133  O.  G.,  761.)  No  such  circumstances  have  been 
shown  to  exist  in  this  case. 

Tfie  appeal  is  dismissed. 


Ex  PARTE  HiRTH. 

Decided  November  14,  1908. 

137  O.  O.,  977. 

Reyiyal — Case  Fobmaixt  Abandoned. 

Section  4894,  Revised  Statutes,  does  not  authorize  the  Ck)mmi88loner  to 
set  aside  a  formal  abandonment  of  the  application  filed  by  the  applicant 
with  the  concurrence  of  his  assignee. 

On  Petition. 

BALLrBEABINQ  FOB  SHAFTS. 

Messrs.  Foster,  Freeman,  Watson  d;  Coit  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  for  the  revival  of  an  application  which  had  been 
expressly  abandoned  by  means  of  a  written  declaration.  The  record 
shows  that  this  application  was  filed  on  September  24,  1907.  Upon 
November  14,  1907,  a  paper  was  filed  which  was  ^ated  October  29, 
1907,  and  signed  by  the  applicant  and  also  by  the  assignee  of  record, 
stating  that — 

We,  the  applicant  for  a  patent  as  above,  and  assignee  of  snch  application 
respectively,  defnire  to  withdraw  and  abandon  such  application  and  ask  that  the 
same  shall  be  considered  withdrawn  and  abandoned  accordingly. 

On  October  29,  1908,  this  applicant  and  assignee  filed  a  paper 
requesting  the  cancelation  of  the  formal  withdrawal  and  abandon- 
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mait  which  they  signed  on  October  29,  1907,  and  that  the  case  be 
reinstated  and  action  taken  thereon  by  the  Office. 
Section  4894,  Bevised  Statutes,  is  as  follows : 

AU  applications  for  patents  shaU  be  completed  and  prepared  for  examination 
within  one  year  after  the  filing  of  the  application,  and  in  default  thereof,  or 
upon  failure  of  the  applicant  to  prosecute  the  same  within  one  year  after  any 
action  therein,  of  which  notice  shall  have  b<%n  given  to  the  applicant,  they  shall 
be  regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the 
satisfaction  of  the  Commissioner  of  Patents  that  such  delay  was  unavoidable. 

This  section  of  the  statute  merely  gives  the  Commissioner  authority 
to  hold  that  an  application  is  not  abandoned  by  failure  to  prosecute 
the  same  within  one  year  from  the  date  of  the  last  Office  action  upon 
a  satisfactory  showing  that  such  delay  was  unavoidable,  but  it  does 
not  authorize  him  to  set  aside  a  formal  abandonment  of  the  applica- 
tion filed  by  the  applicant  himself. 

The  petition  is  denied. 


PiCKARD   V.   ASHTON    AND   CUBTIS. 

Decided  November  ^14^  1908, 

187  O.  O.,  077. 

INTKBTEBEIICK — ^INTEBLOCUTOBY      APPEAL — MOTION      TO      TBANSMIT      MOTION      TO 

Dissolve. 
The  question  of  transmitting  motions  to  dissolve  should  be  left  largely 
to  the  discretion  of  the  Examiner  of  Interferences,  and  where  he  grants  a 
motion  to  transmit  his  decision  will  not  be  disturl>ed  nnless  it  be  clearly 
shown  that  such  discretion  has  been  abnsed. 

On  Petition. 

OSCILLATION-BECBIVER. 

Mr.  Philip  Famsworth  and  Messrs,  Meyers^  Cushman  <&  Rea  for 
Pickard.  • 
Mr.  J.  OdeU  Fowler  for  Ashton  and  Curtis. 

Billings,  Assistant  Commissioner: 

This  case  comes  up  on  petition  by  Ashton  and  Curtis  to  remand 
to  the  Examiner  of  Interferences  a  motion  to  dissolve  filed  by 
Pickard  in  order  that  the  latter  may  be  required,  if  the  Examiner 
of  Interferences  so  decides,  to  point  out  the  appropriateness  of  the 
references  to  the  issue  and  the  manner  in  which  it  is  proposed  to 
combine  such  references. 

It  appears  from  the  record  that  on  October  3, 1908,  Pickard  filed  a 
motion  for  dissolution,  which  motion  was  transmitted  to  the  Ex- 
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aminer  of  Interferences  on  October  6.  On  October  8  Ashton  and 
Curtis  filed  a  motion  asking  for  a  rehearing  of  the  decision  of  Octo- 
ber 6,  1908,  on  the  ground  that  Pickard's  moti<m  of  October  3  had 
not  been  served  upon  them.  This  motion  for  rehearing  was  denied 
by  the  Examiner  of  Interferences  on  October  12,  and  the  present 
petition  seeks  a  review  of  that  decision. 

For  the  same  reasons  which  apply  to  motions  to  amend  prelimi- 
nary statements  (Smith  and  Wickes  v.  Emerson  v.  Sanders^  ante, 
97;  133  O.  G.,  1433)  and  to  motions  with  respect  to  the  taking  of 
testimony  {Goodfellow  v.  JoUy,  C.  D.,  1905,  105;  115  O.  G.,  1064) 
the  question  of  transmitting  motions  to  dissolve  should  be  left  largely 
to  the  discretion  of  the  Examiner  of  Interferences,  and  where  he 
grants  a  motion  to  transmit  his  decision  will  not  be  disturbed  unless 
it  be  clearly  shown  that  such  discretion  has  been  abused. 

The  motion  of  October  8,  which  is  entitled,  "  a  motion  for  rehear- 
ing,'' was,  in  effect,  a  motion  to  set  aside  the  decision  of  October  6 
for  lack  of  service  of  Pickard's  motion.  As  no  abuse  of  discretion 
on  the  part  of  the  Examiner  of  Interferences  has  been  shown  in 
holding  that  the  reasons  given  were  not  sufficient  to  justify  the  set- 
ting aside  of  his  prior  decision,  the  decision  of  October  12  will  not  be 
disturbed. 

Furthermore,  the  reasons  set  up  in  the  present  petition  why  the 
motion  should  be  remanded  to  the  Examiner  of  Interferences  relate 
in  the  most  part  to  the  merits  of  that  motion  and  are  questions  which 
should  be  presented  before  the  Primary  Examiner,  and  not  before 
the  Examiner  of  Interferences. 

The  petition  is  denied. 


American  Steam  Packing  Company  v.  H.  W.  Johns-Manville 

Company. 

Decided  Vovember  17,  1908. 

137  O.  G.,  078. 

Thade-Mabks — Descbiptive  Words  Pbinted  in  Fanciful  Lbttebs — ^Bxclubite 
Use. 
The  fact  that  the  mark  nsed  by  applicant  for  registration  is  printed  in 
fanciful  letters  Held  insufficient  to  Justify  the  registration  of  the  same 
under  the  "  ten-years  '*  clause  of  the  Trade-Mark  Act  of  February  20,  1905, 
where  said  mark  is  not  so  unlike  a  word  used  on  its  goods  by  the  opposer 
as  to  prevent  confusion  in  the  mind  of  the  public,  citing  The  Natural  Food 
Company  v.  Williams  (post,  320;  133  O.  G.,  232)  and  Kenivcky  Distilleries 
and  Warehouse  Company  v.  Old  Lexington  Club  Distilling  Company,  {post, 
ill;  135  O.  G.,  220.) 
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Affbal  from  the  Examiner  of  Interferences 

ASBESTOS  ENOXNK  AND  MACHIHIBT  PACKING. 

Mr.  WiUiam  L.  Morris  and  Messrs.  Steuart  <6  Steuart  for  American 
Steam  Packing  Company. 

Mr.  A.  Parker'Smith  for  H.  W.  Johns-Manvllle  Company. 

BiLUNGSy  Assistant  Oammissianer: 

This  is  an  appeal  by  the  H.  W.  Johns-Manville  Company  from  a 
decision  of  the  Examiner  of  Interferences  sustaining  the  opposition 
of  the  American  Steam  Packing  Company  and  holding  that  the  ap- 
plicant is  not  entitled  to  register  the  mark  for  which.it  has  made 
application.    Applicant  states  in  his  brief  that  his  mark  consists — 

of  a  fancifal  form  of  letters  shown  In  the  drawing  as  a  trade-mark  for  asbestos 
engine  and  machinery  packing — 

and  that — 

the  fsndfal  and  arbitrary  features  of  the  mark  are  the  representation  of  the 
letters  of  the  word  "Asbestos"  In  flbrons  form  Intended  to  suggest  that  they 
are  made  of  asbestos  fibers,  and  the  Intermingling  of  the  letters  "  T-BrA-D-B  • 
H-A-BrK  "  between  the  fanciful  letters  "  A-S-B-B-S-T-O-8.** 

No  testimony  was  taken;  but  it  was  stipulated  by  and  between 
counsel  for  the  respective  parties  that  the  opposer,  the  American 
Steam  Packing  Company,  or  its  predecessors  in  business  have  con- 
tinuously for  about  thirty-five  years  prior  to  the  filing  of  the  oppo- 
sition used  the  word  ^^  Asbestos  "  to  designate  engine  and  machinery 
packing  made  and  sold  by  it;  that  the  applicant,  the  H.  W.  Johns- 
ManvJUe  Company,  or  its  predecessors  in  business  have  used  and  had 
exclusive  use  of  the  word  ^  Asbestos  ^  written  or  printed  as  shown  in 
the  attached  exhibits;  that  said  word  as  written  or  printed  has  been 
used  by  applicant  or  its  predecessors  in  connection  with  the  shipment 
and  sale  of  asbestos  engine  and  machinery  packing  from  the  years 
1868  to  1876  and  later. 

The  form  shown  in  the  exhibits  is  the  fanciful  form  of  letters  above 
described. 

Applicant  contended  before  the  Examiner  of  Interferences  that  he 
was  entitled  to  register  the  mark  shown  in  his  drawings  both  as  a 
technical  trade-mark  and  under  the  ten-year  clause.  On  this  appeal, 
however,  he  insists  merely  that  he  has  had  exclusive  use  of  the  par- 
ticular mark  shown  in  his  drawings  for  more  than  ten  years  prior  to 
the  passage  of  the  Trade-Mark  Act  of  1905,  and  therefore  was  entitled 
to  register  the  same  under  the  ^^  ten-year  "  proviso  of  that  act  He 
contends,  further,  that  the  oppoeer  had  no  standing  in  this  case,  since 
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it  did  not  appear  that  he  had  ever  used  the  word  ^  Asbestos  '^  as  a 
trade-mark,  but  merely  as  a  descriptive  term  applied  to  engine  and 
machihery  packing. 

In  the  decision  by  the  court  of  appeals  in  The  NaiAAval  Food  Com- 
pany y.  WiOiams  {post,  820;  188  O.  O.,  282;  80  App.  D.  C,  848)  the 
Court  said; 

The  evidence  above  briefly  reviewed,  we  tbink,  clearly  establishes  the  ftict  that 
appellant  was  not  the  excloslve  user  of  these  words  during  the  ten-years  period. 
No  claim  is  made  of  any  atttempt  on  the  part  of  Williams  to  deceive  the  public, 
or  that  the  product  of  his  machines  is  not  in  ftict  as  much  entitled  to  be  caUed 
shredded  whole  wheat  as  is  the  product  of  appellant's  machines.  That  he  did 
not  use  the  words  as  a  trade-mark,  but  merely  in  a  descriptive  sense  is  of  no 
moment — 

and  in  the  case  of  Kentucky  DiatUleries  dk  Warehouse  Companff  ▼. 
Old  Lexington  Club  DistUlmg  Company  (post,  417;  185  O.  G.,  220; 
81  App.  D.  C,  223)  the  Court  also  stated: 

Where  two  marks  are  so  nearly  identical  as  to  tend  to  confuse  and  mislead 
the  public,  neither  is  entitled  to  registration,  even  under  the  ta&*year  clause  of 
the  act  of  1905. 

Applying  the  principles  announced  in  these  two  decisions  to  the 
present  case,  it  is  clear  that  the  holding  of  the  Examiner  was  right. 
Applicant's  mark,  it  is  true,  consists  of  the  word  ^  Asbestos  ^  the  let- 
ters of  which  are  written  in  a  certain  fanciful  form  and  combined 
with  the  letters  of  the  word  ^^  Trade-mark;  ^  but  this  mark  is  not  so 
different  from  the  mere  word  ^  Asbestos  '^  that  there  would  not  be  a 
likelihood  of  confusion  between  the  mark  and  the  word  used  by  the 
opposer,  especially  as  applicant's  goods  would  necessarily  be  known 
as  ^^asbestos  packing.''  Furthermore,  under  the  decision  of  The  Nat- 
ural Food  Company  v.  Williams,  supra,  the  fact  that  the  opposer  did 
not  use  this  word  as  a  trade-mark,  but  used  it  merely  as  a  descriptive 
term  to  designate  his  product,  is  of  no  moment,  and  he  was  clearly 
entitled  to  file  the  opposition. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  LoVXRmGS. 

Decided  January  16,  1907. 

187  O.  Q.,  978. 

Patezttabilitt— BTTBSTiTTrnoK  or  Matebial. 

The  substitution  of  a  rubber-covered  roller  for  a  metal-coyered  roller  In  a 
machine  for  winding  wire  or  thread  onto  a  spool  Held  to  involye  merely 
the  substitution  of  one  weU-known  material  for  another. 
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AsTEAi*  from  Ezaminers-in-Chief. 

ICAONET-WINDINQ    ICACHIHB. 

Mewrs.  Barton^  Tanner  cfe  Folk  for  the  appellant. 

MooBE,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  refus- 
ing the  allowance  of  the  following  claims: 

1.  In  a  magnet-wlndlng  machine  tor  insnlated  wire,  the  combination  with  a 
spool-rotating  mechanism,  of  a  guiding-roller  for  applying  the  wire  to  the  spool 
said  roUer  haying  a  rim  of  hard  rubber  with  a  groove  in  the  central  portion  of 
Its  periphery  through  which  the  wire  is  led  to  the  spool,  the  periphery  of  said 
roller  adjacent  to  said  groove  being  adapted  as  the  roller  is  advanced  in  either 
direction  to  engage  one  or  more  of  the  convolutions  last  laid,  a  carriage  for  the 
roUer  arranged  to  press  the  same  continuously  against  the  spool,  and  traverse 
mechanism  for  reciprocating  said  carriage  to  move  the  roller  to  and  fro  along 
the  spooL 

2.  A  guiding-roller  for  winding-machines  comprising  a  central  body  portion  of 
metal  and  a  rim  of  hard  rubber,  said  rim  having  a  number  of  grooves  in  its 
periphery,  adapted  to  fit  the  convolutions  of  wire  on  a  spool. 

The  references  are:  Manchester  and  Bolen,  January  5,  1875,  No. 
158,427;  Hill,  October  22, 1889,  No.  418,447. 

The  gist  of  the  alleged  invention  lies  in  the  substitution  of  a  roller 
covered  with  hard  rubber  for  the  metal  traversing  roller  previously 
employed  in  winding-machines  for  winding  wire  or  thread  onto  a 
spooL  The  view  taken  by  the  lower  tribunals  that  this  substitution 
did  not  amount  to  invention  is  believed  to  be  correct. 

That  the  substitution  of  one  material  for  another  may  involve 
invention  cannot  be  questioned.  One  of  the  latest  cases  on  this  point 
is  that  of  George  Frost  Company  v.  Cokn,  reported  in  119  Fed.  Rep., 
505,  wherein  the  Circuit  Court  of  Appeals  for  the  Second  Circuit,  in 
a  well*considered  opinion,  held  that  the  substitution  of  a  rubber  but- 
ton or  of  a  button  having  a  rubber  shank  for  the  metal  button  of  the 
prior  art  amounted  to  invention.  Appellant  seeks  to  bring  this  case 
within  the  reasoning  of  that  decision;  but  it  is  believed  that  the 
conditions  are  entirely  different  and  warrant  the  opposite  conclusion. 
In  that  case  the  prior  art  showed  that  for  fifteen  years  prior  to  the 
production  of  the  invention  there  under  consideration  inventors  had 
sought  to  overcome  the  objections  incident  to  the  old  construction  and 
that  their  efforts  were  unsuccessful.  It  appears  from  an  affidavit 
filed  by  i^ppellant  that  h^  is  the  first  to  produce  a  commercially  suc- 
cessful automatic  machine  to  wind  fine  insulated  wire  onto  spools; 
that  in  adapting  to  his  purpose  the  machines  for  winding  thread  and 
yam  of  the  prior  art  having  metal  guide-rollers  he  found  that  the 
metal  roller  injured  the  insulation.  He  thereupon  used  a  rubber- 
09025— H.  Doc.  1349,  eO-2 17  ^  i 
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rimmed  roller,  by  which  the  objection  was  overcome.  If  the  metal 
roller  was  so  hard  as  to  cut  the  insulation,  it  would  seem  but  an 
obvious  thing  to  substitute  therefor  rubber,  whose  properties  were 
well  known.  That  the  remedy  b  an  obvious  one  seems  to  be  borne 
out  by  the  affidavit  referred  to,  which  indicates  that  the  proper 
remedy  suggested  itself  as  soon  as  the  difficulty  was  observed. 

As  bearing  on  the  question  of  patentability,  appellant  has  sub- 
mitted affidavits  tending  to  show  that  many  machines  embodying 
his  invention  have  been  built  and  are  now  used  in  the  factory  of  his 
assignee.  Evidence  of  this  character  is  considered  only  when  the 
question  of  patentability  is  in  doubt  As  I  am  of  the  opinion  that 
the  question  here  presented  is  free  from  doubt,  such  affidavits  need 
not  be  further  considered. 

The  decision  of.  the  Examiners-in-Chief  is  affirmed. 


RmOWAT  V.   TiLYOU. 

D&sided  Octolker  28,  1908. 

137  O.  G..  079. 

IfiTiauBBPrca— Pkpjmiwaby  Statement— Aickiydicent. 

A  motion  to  amend  a  preUminary  statement  wiU  not  be  granted  In  the 
absence  of  a  vaUd  ground  therefor,  even  though  the  proposed  amendment 
does  not  seek  to  change  the  sequence  of  datBS  set  up  origlnaUy  by  the 
respectlTe  partiea 

Appeal  on  Motion. 

^  AMUSEMENT  AFPAKATUS. 

Messrs.  Crosby  <t  Chegory  tor  Ridgway. 
Messrs.  Frothingham  <6  Wentworth  for  Tilyou. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  Ridgway  from  a  decision  of  the  Examiner 
of  Interferences  denying  his  motion  to  amend  his  preliminary  state- 
ments 

The  affidavits  filed  with  the  motion  and  the  brief  of  counsel  have 
been  carefully  considered,  and  no  reason  is  seen  for  holding  that  the 
Examiner  of  Interferences  was  in  error  in  his  conclusion  that  the 
alleged  mistake  was  one  of  law,  and  therefore  not  such  as  to  entitle 
Ridgway  to  amend  his  statement.  (Miller  v.  Wallace,  C.  D.,  1907, 
891;  131  O.  a,  1689.) 

Furthermore,  if  the  mistake  was,  as  contended  by  Ridgway,  one 
of  fact  and  not  of  law  it  was  not  such  a  mistake  as  would  justify 
the  granting  of  the  motion,  since  Ridgway  was  in  possession  of  all  the 
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&cts  which  he  now  desires  to  set  up  at  the  time  he  made  his  original 
statement.    {Soley  v.  Peck  et  (d.,  C.  D.,  1903,  269;  105  O.  G.,  1262.) 

It  is  contended  on  behalf  of  Ridgway  that,  since  the  sequence  of 
the  dates  set  up  by  the  two  parties  is  not  changed  in  the  proposed 
amendment,  the  motion  should  be  granted  in  order  that  no  presump- 
tion unfavorable  to  Ridgway  may  be  drawn  due  to  the  fact  that  the 
dates  which  he  proves  will  not  be  the  same  as  those  which  he  alleged. 

The  mere  fact  that  the  sequence  of  dates  is  unaltered  is  not  of  itself 
ground  for  granting  the  motion.  Moreover,  the  discrepancy  between 
the  original  statement  and  the  proofs  would  exist  whether  the  motion 
was  granted  or  not,  and  the  bringing  of  the  motion  would  tend  as 
much  to  avoid  any  unfavorable  presumption  being  drawn  therefrom 
in  the  one  case  as  in  the  other. 

The  decision  of  the  Examiner  of  Interferences  i^  affirmed. 


LowDEN  V.  Allen  Brothebs  Company. 

Decided  October  SO,  1908. 

137  O.  G.,  979. 

TBADB-BfABKS — ^lATKBrCBENCE— PRIOBTTT. 

In  a  trade-mark  InterfereQce  wbich  involves  only  appIicationB  for  regis- 
tration if  no  testimony  is  taken  priority  of  adoption  and  use  will  be  ren- 
dered in  ftivor  of  the  senior  party. 

Appeal  from  Examiner  of  Interferences. 

THAOE-MABK    FOB    CANNED   GOODS. 

Mr,  Arthur  P.  Greeley  for  Lowden. 

Mr.  John  W.  Battin  for  Allen  Brothers  Company. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  Lowden  from  the  decision  of  the  Examiner 
of  Interferences  awarding  priority  of  adoption  and  use  to  Allen 
Brothers  Company  and  holding  that  it  was  entitled  to  the  registra- 
tion of  the  mark  for  which  it  had  made  application. 

The  grounds  of  appeal  are  as  follows: 

1.  The  Bzaminer  in  charge  of  interferences  erred  In  finding  that  Allen 
Brothers  Ck>mpany  is  entitled  to  the  registration  for  which  it  has  made  appli- 
cation. 

2.  The  Examiner  in  charge  of  interferences  erred  in  awarding  priority  of 
adoption  and  use  of  the  trade-mark  in  issue  to  Allen  Brothers  Company. 

3.  The  Examiner  in  charge  of  Interferences  erred  in  deciding  the  above- 
entitled  case  in  ftivor  of  Allen  Brothers  Company. 

No  reasons  were  given,  either  orally  or  in  brief,  why  the  Examiner 
of  Interferences  erred  in  his  decision,  and  there  being  no  testimony 
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this  fact  of  itself  would  be  sufficient  ground  for  affirming  the  de- 
cision. 

It  may  be  stated,  however,  that  the  decision  of  the  Examiner  of 
Interferaices  was  based  on  the  well-settled  practice  of  the  Office  that 
where  two  applications  for  registration  are  in  interference  the  burden 
of  proof  is  upon  the  junicv  party  to  establish  a  date  of  adoption  and 
use.  Where  the  junior  of  two  applicants  takes  testim<my  and  estab- 
lishes adoption  of  the  mark  in  issue  and  continuous  use  subsequent 
thereto  and  the  senior  party  takes  no  testimony,  a  decision  is  rendered 
in  favor  of  the  junior  party,  whether  such  date  be  prior  to  the  senior 
party's  filing  date  or  not;  but  where  neither  party  takes  testimony 
a  dedsicMi  cannot  in  such  event  be  rendered  in  favor  of  the  juni<»' 
party,  since  he  has  not  overcome  the  burden  upon  him  of  establish- 
ing a  date  of  adoption  and  use,  the  ex  parte  oath  in  his  application 
not  being  sufficient  to  establish  such  date. 

The  deciHon  of  the  Ewaminer  of  Interferences  is  affirmed. 


Blackkore  v.  Hall. 

Decided  October  2.%  1908. 

187  O.  6.,  12S7. 

iHTKVEanrcB— Admibbion  op  Tibtimoht  Fnja>  Latb— Appeal. 

No  appeal  will  be  entertained  from  a  decision  of  the  Examiner  of  Inter- 
ferencea  granting  a  motion  to  admit  testimony  the  printed  copies  of  which 
were  not  filed  within  the  time  required  by  the  role. 

On  PjETU'iON. 

METHOD  OF  PEOOUGING  ALUMIIIIVM. 

Mr.  /.  R.  Nottingham  for  Blackmore. 
Mr.  Joseph  B.  Hall  per  se. 

MooBE,  Commissumer: 

This  case  comes  up  on  petition  by  Hall  from  the  decision  of  the 
Examiner  of  Interferences  granting  Blackmore^s  motion  to  admit 
and  consider  his  testimony,  and  on  appeal  by  Hall  from  his  decision 
denying  HalPs  motion  for  judgment.  Hall  also  states  that  he  ap- 
peals from  the  Examiner  of  Interferences's  tacit  ignoring  of  his  mo- 
tion to  have  Blackmore  produce  the  books  of  the  concern  which 
printed  his  testimony. 

It  appears  that  Blackmore  did  not  file  the  printed  copies  of  his 
testimony  until  the  day  set  for  final  hearing.  He  thereafter  made  a 
motion  to  have  the  testimony  entered  and  considered,  and  Hall  made 
a  motion  for 'judgment  on  the  record  and  a  motion  that  Blackmore 
be  required  to  produce  the  books  of  the  concern  which  printed  his  tes- 
timony as  proof  that  they  were  printed  and  delivered  to  him  more 
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than  ten  days  before  the  day  set  for  final  hearing,  as  alleged.  The 
Examiner  of  Interferences  granted  Blackmore's  motion  and  denied 
Hall'& 

It  is  weU  settled  that  no  appeal  lies  from  a  decision  of  the  Examiner 
of  Interferences  denjring  a  motion  for  judgment  on  the  record. 
{Lemp  V.  RandaU  and  Bates  v.  TJumaan,  C.  D.,  1906, 42;  120  O.  G., 
906.)  It  is  also  settled  that  no  appeal  will  be  allowed  from  his  de- 
cision setting  aside  a  record  judgment  and  fixing  a  time  for  final 
hearing  or  from  a  decision  refusing  to  suppress  testimony.  (O^Brien 
V.  Gale  V.  Zimmer  v.  Calderwood^  ante^  74;  188  O.  G.,  614;  Deitsch 
Brothers  v.  Loonen^  C.  D.,  1907,  418;  181  O.  G.,  2146.)  For  similar 
reasons  to  those  on  which  these  decisions  are  based  it  is  thought  no 
appeal  should  be  allowed  from  the  decision  of  the  Examiner  of  Inter- 
ferences admitting  testimony  which  was  not  filed  within  the  time  re- 
quired by  the  rule. 

As  to  the  Examiner  of  Interferences's  apparent  failure  to  decide 
HalPs  motion  to  require  Bla^ckmore  to  produce  the  books  of  the 
printer,  since  this  was  merely  for  the  purpose  of  showing  that  Black- 
more's  excuse  for  the  delay  in  filing  the  printed  copies  of  his  testi- 
mony was  not  sufficient,  the  action  of  the  Examiner  of  Interferences 
in  granting  Blackmore's  motion  was  a  holding  that  the  excuse  offered 
by  Blackmore  for  his  delay  was  sufficient  and  was  in  effect  a  denial 
of  HaU's  motion  that  Blackmore  be  required  to  furnish  further  proof 
on  this  point  It  is  therefore  immaterial  that  the  decision  did  not 
specifically  state  that  this  motion  of  Hall's  was  denied. 

The  petition  and  appeals  are  dismissed. 


Ex  PASTE  Soci£t£  pour  le  Commerce  de  The  K  &  C  Pofotf  Frebes. 

Decided  November  27,  1908, 

187  O.  O.,  1237. 

I^udb-Masks— Goat-op-Abmb  op  a  FoBExeir  Natioh. 

A  trade-mark  comprising  the  coat-of-arms  of  a  foreign  country  la  not 
registrable  under  the  provisiona  of  section  5  of  the  Trade-Mark  Act  of  1906, 
eren  though  registration  of  said  mark  has  been  allowed  in  such  foreign 
country. 

Ok  ApnBAU 

TRABm-UASK  FOB  TEA. 

Messrs.  Munn  <6  Co.  for  the  applicants. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark.  Digitized  by  Google 
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The  ground  of  the  refusal  was  that  the  mark  includes  the  Russian 
coat-of-arms  and  that  its  registration  is  therefore  prohibited  by  sec- 
tion 5  of  the  Trade-Mark  Act  of  February  20, 1905, 

This  section  reads,  in  part,  as  follows: 

Sec.  5.  That  no  mark  by  which  the  goods  of  the  owner  of  the  mark  may  be 
distinguished  from  other  goods  of  the  same  class  shall  be  refused  registration 
as  a  trade-mark  on  account  of  the  nature  of  such  mark  unless  such  mark — 

(a)  Ck>n8ists  of  or  comprises  Immoral  or  scandalous  matter; 

ih)  Ck)n8i8t8  of  or  comprises  the  flag  or  coat-of-arms  or  other  insignia  of  the 
United  States,  or  any  simulation  thereof,  or  of  any  State  or  municipality,  or  of 
any  foreign  nation. 

It  is  contended  on  behalf  of  applicants  that  this  section  does  not 
positively  prohibit  registration  of  a  coat-of-arms  of  a  foreign  nation, 
but  merely  indicates  that  registration  may  be  refused  on  the  ground 
that  it  includes  such  coat-of-arms  and  that,  since  the  Bussian  Govern- 
ment has  given  applicants  permission  to  use  the  Russian  coat-of-arms 
as  their  trade-mark,  as  appears  from  certain  documents  on  file,  regis- 
tration should  not  be  refused. 

It  is  true  that  the  section  does  not  say  that  registration  shall  be 
refused  wherever  the  mark  consists  of  or  comprises  a  coat-of-arms  of 
a  foreign  nation ;  but  it  is  evident  that  the  section  with  reference  to 
such  coats-of-arms  was  intended  to  be  mandatory.  The  section  states 
that  registration  shall  not  be  Refused — 

♦    ♦    ♦  unless  the  mark — 

(a)  Consists  of  or  comprises  immoral  or  scandalous  matter; 

(h)  Consists  of  or  comprises  the  flag  or  coat-of-arms  •  *  *  of  any  foreign 
nation. 

There  would  be  no  more  reason  for  holding  the  latter  clause  to  be 
permissive  than  the  first,  and  it  is  self-evident  that  it  was  never  in- 
tended that  a  mark  comprising  scandalous  or  immoral  matter  might 
be  registered. 

It  is  further  contended  that  since  applicants  have  registered  their 
mark  in  Russia  they  are  entitled  to  registration  in  the  United  States 
under  a  treaty  between  the  United  States  and  Russia  concluded  Janu- 
ary 27, 1868,  and  proclaimed  October  15, 1868,  airticle  1  of  which  reads 
as  follows: 

Article  1.  With  regard  to  trade-marks  of  goods  or  of  their  packages,  and 
nlso  with  regard  to  marks  of  manufacture  and  of  trade,  the  citizens  of  the 
United  States  of  America  shaU  enjoy  in  Russia,  and  Russian  subjects  shnll 
enjoy  in  the  United  States,  the  same  protection  as  native  citizens. 

It  appears,  however,  from  the  opinion  of  the  Attorney-General  of 
the  United  States  published  in  C.  D.,  1889,  253;  47  O.  G.,  398,  that 
such  a  treaty  is  not  self-executing,  and  as  no  legislation  has  been 
created  to  carry  it  into  effect  applicants  cannot  be  held  to  be  entitled 
to  registration  on  this  ground.    In  this  connection  attention  is  called 
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to  ex  parte  Zwaek  <k  Gtympmy^  (C.  D.,  1896,  683;  76  O.  G.,  1855)  in 
which  a  mark  was  refused,  notwithstanding  the  fact  that  applicant 
had  registered  its  mark  in  a  foreign  country  which  was  a  member  of 
the  International  Convention. 

It  must  he  heldj  therefore^  that  the  action  of  the  ExamwMT  was 
righty  and  it  is  accordingh/  aiffrmed. 


Ex  PARTE  Cioui. 

BecMM  November  f^,  1908. 

137  O.  O.,  128& 

AaAHSoNimiT— PsBviomi  Action  Not  Taken  Tnx  Bnd  or  Statut(»t  Pbbzod — 
Showing  Bxquibbd. 
Where  it  appears  tbat  for  soTeral  yean  action  upon  the  case  has  been 
intentionally  delayed  until  the  latter  part  of  the  period  allowed  by  law 
within  which  to  take  such  action,  failure  to  file  an  amendment  within  the 
statutory  period  after  the  last  Ofllce  action  can  be  considered  unavoidable 
only  in  view  of  circnmstances  of  a  oompeUing  nature  which  pre?ented 
such  action. 

Ok  Pjbtition. 

SINK. 

Meesn.  Thurston  dh  Bates  and  Messrs.  Fonts  db  Hall  for  the  applicant. 

Moose,  Commissioner: 

This  is  a  petition  to  revive  an  abandoned  application  which  be- 
came abandoned  on  November  5, 1908.  It  appears  from  the  affidavit 
of  J.  P.  Hull,  a  member  of  the  firm  of  Fonts  &  Hull,  attorneys  of 
record  in  the  case,  that  on  October  28,  1908,  said  Hull  prepared  an 
amendment  to  this  application,  which  is  submitted  with  this  peti- 
tion, and  placed  the  same  on  the  mailing  desk,  from  which  amend- 
ments are  forwarded  to  the  Patent  Office;  but  that  through  an  over- 
sight the  amendment  was  not  discovered  until  November  6,  at  which 
time  the  application  was  abandoned.  The  record  shows  that  this 
application  was  filed  on  March  7, 1904,  was  acted  upon  by  the  Office 
April  12, 1901,  amended  April  10, 1905,  acted  upon  by  the  Office  June 
27,  1905,  amended  June  25,  1906,  acted  upon  by  the  Office  July  80, 

1906,  amended  July  19,  1907,  acted  upon  by  the  Office  November  5, 

1907,  and,  according  to  the  applicant's  own  statement,  was  not  taken 
np  again  for  action  on  the  part  of  the  applicant  until  October  28, 

1908,  It  thus  appears  that  for  four  years  action  upon  the  case  has 
been  intentionally  delayed  until  the  expiration  of  the  time  within 
whidi  amendments  are  required  by  law  to  save  the  case  from  aban- 
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Where  an  applicant  delays  in  acting  upon  his  case  in  this  manner 
for  the  obvious  purpose  of  prolonging  the  life  of  the  case  within  the 
Patent  Office,  failure  to  file  an  amendment  within  the  period  pre- 
scribed by  law  after  the  Office  action  can  be  excused  only  upon  a 
showing  of  compelling  reasons  which  prevented  action  upon  the 
case  within  the  prescribed  period.  The  mere  failure  to  forward  an 
amendment  which  was  prepared  at  the  end  of  the  year  from  the 
Office  action  does  not,  in  my  opinion,  constitute  any  sufficient  show- 
ing of  unavoidable  delay  which  would  warrant  the  revival  of  an 
application  within  the  provisions  of  section  4894,  Revised  Statutes. 

The  petition  is  denied. 


MoiTATT  V.  Weiss. 

Decided  Fefnruanf  17, 1908. 

187  O.  G^  1481. 

lirmnBiircE— AvPBAL  on  Pbiobitt— PATBNTABnjTT  OF  Issue. 

Where  in  an  interference  in  wMch  the  Junior  party  is  defeated  on  the 
record  the  Primary  Bzaminer  held  the  issue  patentable  and  the  Bzaminera- 
in-Ghief  refnaed  to  make  a  recommendation  that  the  same  is  not  patentable, 
there  is  no  such  manifest  error  as  wiU  warrant  the  consideration  of  this 
Question  upon  appeal  on  priority  under  the  Oommisrtoner's  saperriaory 
anthority. 

Afpbal  from  Examiners-in-Chief . 

BIlfDINO  AlfD  rSSDINO  MECHAlTISM  POB  SBWIHO-MAOHINSS. 


Mesere.  Sturtevant  db  Mason  for  Moffatt. 
Mr.  Charlee  McC.  Chapman  for  Weiss. 

Moose,  Commissioner: 

This  is  an  appeal  by  Moffatt  from  the  decision  of  the  Ezaminers- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  that 
he  is  not  the  prior  inventor  of  the  subject-matter  in  issue 

Moffatt  in  his  preliminary  statement  alleged  a  date  of  conception 
subsequent  to  the  filing  date  of  Weiss,  the  senior  party.  In  response 
to  an  order  to  show  cause  why  judgment  should  not  be  rendered 
against  him  under  provisions  of  Rule  114  Moffatt  moved  to  dissolve 
the  interference,  alleging,  inter  alia^  that  the  issue  was  not  patentable 
to  either  party.  This  motion  was  denied  by  the  Primary  Examiner, 
and  the  Examiner  of  Interferences  thereupon  rendered  judgment  of 
priority  against  Moffatt 

The  record  shows  that  on  appeal  to  the  Examiners-in-Chief  Moffatt 
did  not  contest  the  question  of  priority  of  invention,  but  urged  the 
non-patentability  of  the  issue  and  requested  the  Examiners-in-Ghief 
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to  refer  the  case  to  the  Commissioner  under  the  provisions  of  Rule  126 
upon  the  ground  that  the  claims  in  issue  were  not  patentable.  The 
£xaminers-in-Chief  refused  to  make  this  recommendation. 

Moffatt  has  again  urged  the  non-patentability  of  the  issue  upon  this 
appeal  and  requests  consideration  thereof  under  the  exercise  of  my 
supervisory  authority.  The  question  raised  in  this  case  is  similar  to 
those  considered  in  the  Commissioner's  decisions  in  Sohey  v.  HoUclaw 
(C.  D.,  1905,  628;  119  O.  G.,  1922)  and  Potter  v.  Mcintosh,  (C.  D., 
1906, 66;  120  O.  Gf.,  1828,)  which  decisions  were  affirmed  by  the  Court 
of  Appeals  of  the  District  of  Columbia  in  Sohey  v.  HoUclaw  (C.  D., 
1907, 466 ;  126  O.  G.,  8041)  and  Potter  v.  Mcintosh,  (C.  D.,  1907,  506 ; 
127  O.  G.,  1996.)  In  the  former  decision  the  court  stated  in  respect 
to  the  action  of  the  Commissioner  refusing  to  review  the  favorable 
decision  of  the  Examiner  in  respect  to  the  question  of  patentability : 

The  Primary  Bzaminers,  who  are  given  statutory  authority  to  decide  quea- 
iXcfDA  of  patentability  are  under  the  supervision  of  the  Commissioner  and  }t 
would  seem  to  be  not  only  his  right  but  his  duty  to  correct  any  manifest  error 
committed  by  any  of  the  Primary  Bzaminers  relative  to  the  patentability  of  a 
supposed  invention,  or  of  the  right  of  an  applicant  to  claim  it  whenever  such 
error  was  called  to  his  attention.  To  warrant  any  action  on  his  part  in  such  a 
case  the  error  must,  we  think,  be  so  gross  that  it  would  be  a  wrong  to  the 
public  to  permit  a  patent  to  issue.  It  manifestly  should  not  be  based  upon  a 
mere  difference  of  opinion.  The  rules  of  the  Patent  Office,  as  we  have  seen, 
provide  means  by  which  the  Examiner  of  Interferences  and  the  Examiners-in- 
Chief,  can,  in  an  interference  proceeding,  express  their  opinion  upon  the  question 
of  the  patentabUity  of  the  issues  of  an  interference  and  upon  kindred  questiona 

In  the  present  case  the  Primary  Examiner  has  twice  passed  upon 
the  patentability  of  the  claims  in  issue,  and  the  Examiners-in-Chief 
in  their  decision  indicate  that  they  have  carefully  considered  this 
matter  and  refused  to  recommend  that  the  issue  is  not  patentable.  In 
view  of  the  unanimity  of  the  lower  tribunals  in  holding  the  issue  of 
this  interference  patentable  there  is  no  such  manifest  error  as  would 
warrant  the  exercise  of  my  supervisory  authority.  It  is  urged  in 
behalf  of  Moffatt  that  the  decision  of  Podlesak  v.  Mclnnemey  (C.  D., 
1906,  658;  120  O.  G.,  2127;  26  App.  D.  C,  899)  warrants  the  consid- 
eration of  the  Commissioner  in  this  case,  notwithstanding  the  deci- 
sions of  the  lower  tribunals.  The  Court  of  Appeals  said  in  respect  to 
this  question  in  the  case  of  Potter  v.  Mcintosh,  supra: 

The  Commissioner  added  that  the  Primary  Bzamlner  had  twice  found  the 
issue  to  be  patentable  and  wliatever  objections  there  may  be  to  the  policy  and 
rule  preventing  appeal  from  decisions  affirming  patentability  or  right  to  make 
claims,  in  those  cases  where  affirmance  may  result  in  preventing  the  issue  of 
a  patent  to  a  party  who,  in  the  event  of  a  contrary  decision,  might  have  been 
entitled  thereto,  this  policy  and  rule  are  believed  to  be  in  accordance  with 
sound  reason  and  unimpeachable  in  their  application  to  cases  like  the  present, 
where  the  would-be  appellant  upon  patentability  has  iu  any  event  no  standing 
before  the  Office  as  a  claimant  for  a  patent  upon  the  matter  in  question. 
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Upon  a  petitiOQ  by  Potter  for  refaearins  his  coimsti  urge  that  tbe  dedabm 
of  this  court  in  Podletak  v.  Uclnnemey  (C.  D^  1906,  -668;  120  O.  G^  2127; 
26  App.  D.  C,  809)  rafflciently  mipported  bis  contention,  and  the  Ck>mmiB8ionar 
adhered  to  hla  mllng  correctly  stating  that  the  consideration  of  the  questions 
of  right  to  make  the  claim  in  issue  and  ot  identity  of  inyention  was  under- 
taken by  the  court  because  the  appellant  in  that  case  came  before  them  seeking 
to  have  determined  his  right  to  a  patent  to  which  he  was  apparently  Justly 
entitled  if  there  was  error  in  the  decisions  below  holding  that  his  <9ponent 
was  entitled  to  make  the  claim  in  issue  and  that  there  was  interference  in  fact. 
In  the  present  case  the  appellant  is  admittedly  not  entitle^  to  a  patent  cm  the 
matter  In  issue  and  as  was  pointed  out  in  my  decision  in  this  case,  and  In  the 
case  of  fifotey  ▼.  HiOselaWf  no  good  reason  appears  for  hearing  at  this  time  the 
arguments  of  the  appellant  upon  the  patentability  of  his  opponent's  claims,  or 
for  reviewing  the  affirmative  decision  of  the  Primary  Examiner  on  that  questloo. 

We  concur  in  this  very  satisfactory  exposition  of  the  view  which  this  court 
so  recently  expressed  in  fifotey  v.  SolsciaWf  9Ufira. 

There  are  no  special  circumstances  presented  in  this  case  which 
would  warrant  a  deviation  fnnn  the  practice  announced  in  the 
decisions  above  cited. 

The  deoirion  of  the  Emaminer-m^Chief  is  affirmed. 


Ex  PABTB  SOOTT  PaPBB  CoMPANT 

DedUM  Juiy  18, 1908. 

137  O.  O^  14S2. 

1.  Tbadb-Habxs— l>i!Sca[PTivs— "  Bestok." 

The  word  "  Bestok "  BOd  descriptive,  being  a  mere  missptiling  of  the 
words  "best  stock." 

2.  SAMB— SAMB— SAMB-r-ADDmON  OV  AmrEABT  FKATUm. 

The  word  "Bestok"  being  descriptive  and  not  registrable  alone,  it  is 
not  rendered  registrable  by  the  association  therewith  of  the  minor  details 
of  an  ornamental  border  and  a  seaL 

On  Appbal. 

TIAOB-MABX  FOB  TOIIJer-Fi 


Mr.  Rudolph  M.  Hunter  for  the  applicant 

Moore,  Commisaianer: 

This  is  an  appeal  from  the  action  of  the  Examiner  in  refusing  to 
register  the  mark  shown  in  the  drawing  on  the  ground  that  it  is 
descriptive  of  the  character  and  quality  of  the  goods. 

The  prominent  feature  of  the  mark,  which  is  used  on  toilet-paper, 
is  the  word  ^  Bestok."  The  word  is  evidently  a  mere  misspelling  of 
the  two  words  ^  best  stock,'*  which  words  are  clearly  descriptive  of 
the  goods  on  which  the  mark  is  used,  as  they  would  indicate  that  the 
paper  is  made  from  the  best  stqck— that  is,  that  it  is^a  hig^-grade 

>aper.  Jigltized  by  L:i  ^ 
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Appellant  contends  that  even  if  this  word  be  descriptive  the  mark 
as  a  whole  is  registrable  and,  further,  that  the  mark  has  lost  its 
descriptiveness  by  reason  of  the  peculiar  form  in  which  it  is  presented. 

It  is  well  settled  that  the  misspelling  of  descriptive  words  does  not 
render  them  less  descriptive,  nor  the  mark  consisting  of  such  mis- 
spelled words  registrable. 

The  distinguishing  feature  of  this  mark  and  the  name  by  which  the 
goods  will  probably  be  known  is  the  word  ^Bestok,**  and  as  the 
word  is  not  registrable  alone  the  mark  is  not  rendered  registrable  by 
the  association  therewith  of  the  minor  details  of  an  ornamental 
border  and  a  seal.  In  a  similar  case,  in  re  Orescent  Typewriter 
Supply  Company y  (poat^  818;  188  O.  G.,  281,)  the  court  of  appeals 
held  that  a  mark  consisting  of  the  word  ^  Orient  ^  written  in  a 
peculiar  manner  and  surrounded  by  a  wreath  was  not  registrable, 
since  the  word  ^^  Orient ''  is  geographical. 

The  decision  of  the  Ewcaniner  of  Trade-Marks  is  affirmed. 


Bbowk  v.  Fessekden. 

Decided  September  24,  1908. 

137  O.  G.,  14S2. 

IxTEBnauENCE — Obigikautt — Eivn>ENC£— AixBOKD  DiacLoatnn  to  Ofposiko 
Paktt  Thbouoh  Aoknt. 
Where  the  Junior  party  testified  that  he  diacloaed  the  invention  to  the 
senior  party  through  the  latter's  agent,  which  is  denied  by  tlie  senior 
party,  the  failure  of  the  senior  party  to  call  the  agent  to  corroborate  his 
testimony  does  not  raise  a  presumption  in  favor  of  the  Junior  party  of 
rafficient  force  to  dispense  with  proof  to  corroborate  his  allegationa 

Appeal  from  Examiners-in-Chief. 

AEBIAL  FOB  WIRELESS  BIGNAUKG. 

Mr.  George  C.  Wing  for  Brown. 

Mr.  Francis  W.  H.  Clay  for  Fessenden. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Brown  from  the  decision  of  the  Examiners- 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Fessenden  on  the  following  issue: 

i.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  wave  energy, 
consisting  of  a  cylindrical  structure  insulated  at  its  base  from  the  ground  and 
itself  forming  the  whole  or  a  portion  of  the  antenne. 

2.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  wave  energy, 
a  cylindrical  structure  formed  of  longitudinal  sections,  insulated  at  its  base 
from  tlie  ground  and  itself  forming  the  whole  or  a  portion  of  the  antennie. 
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8.  An  aerial  for  the  transmiflrton  and  receipt  of  electro-magnetic  wave  energy 
consiBting  of  a  cylindrical  stracture  having  its  support  formed  of  insulating 
material  and  having  lateral  guys  insalated  from  the  aerial  and  from  ground. 

4.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  energy  con- 
sisting of  a  series  of  connected  sections  forming  a  portion  of  the  antennn  and 
a  group  or  crown  of  wires  supported  by  the  structure. 

5.  An  aerial  for  the  .transmission  and  receipt  of  electro-magnetic  energy 
having  in  combination  a  base,  a  cylindrical  structure  having  a  pivotal  support 
on  the  base  and  guys  for  holding  the  structure  in  a  vertical  position  said  struc- 
ture forming  the  whole  or  a  portion  of  the  antenns. 

6.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  wave  energy 
having  in  combination  a  base  including  therein  an  insulating-section*  a  metallic 
vertical  portion  having  a  pivotal  support  on  the  base  above  the  insulating- 
section,  and  guys  insulated  from  the  metallic  portion  and  fix>m  ground  for 
holding  the  metallic  portion  in  a  vertical  position. 

7.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  wave  energy 
having  in  combination  a  base,  a  metallic  vertical  portion  having  a  pivotal 
support  on  the  base,  and  guys  for  holding  the  metallic  portion  in  a  vertical 
position,  said  metallic  portion  forming  the  whole  or  a  portion  of  the  antennae. 

8.  An  aerial  for  the  transmission  and  receipt  of  electro-magnetic  wave  energy 
having  in  combination  a  base  having  included  therein  an  insulating-section* 
and  a  metallic  vertical  portion  resting  on  the  base  above  the  insulating-section 
and  itself  forming  the  whole  or  a  portion  of  the  antenns. 

Brown  claims  to  have  conceived  the  invention,  made  drawings 
thereof,  and  disclosed  it  to  others  on  December  2,  1901,  and  to  have 
reduced  it  to  practice  in  October,  1905.  Fessenden  claims  to  have 
conceived  the  invention,  made  drawings  thereof,  disclosed  it  to  others, 
and  reduced  it  to  practice  prior  to  March  80, 1901. 

The  circumstances  which  led  up  to  the  making  of  the  invention 
are  correctly  stated  by  the  Examiner  of  Interferences  as  follows: 

From  the  record  it  appears  that  in  1904,  Fessenden,  who  had  been  engaged 
for  a  number  of  years  in  wireless-telegraphy  experiments,  was  employed  in 
designing  apparatus  by  which  he  hoped  to  signal  across  the  Atlantic  Ocean. 
In  December,  1904,  he  sent  an  assistant,  Olaubitz,  to  the  Brown  Hoisting 
Machinery  Company,  Cleveland,  Ohio,  of  which  company  the  Junior  party  is 
vice-president  and  general  manager,  to  secure  bids  for  the  construction  of 
aerials  for  the  trans-Atlantic  telegraph  stations.  Brown  is  an  engineer  of 
wide  experience  in  designing  and  erecting  steel  structures  and  he  personally 
took  up  the  question  presented  by  Olaubits  as  to  whether  his  company  would 
undertake  to  build  such  a  structure  as  Fessenden  desired.  Several  interviews 
were  had  between'  Brown  and  Glaubitz  and  later  between  Brown  and  Fessenden, 
and  the  result  was  that  the  Brown  Hoisting  Machinery,  Company  constructed 
for  the  National  Electric  Signaling  Company,  of  which  company  Fessenden  was 
general  manager,  two  masts  involving  the  issue.  The  question  to  be  here 
decided  is  who  was  the  investor  of  the  construction  exemplified  by  these  towers. 

The  Examiner  of  Interferences  found  that  Brown  had  established 
a  disclosure  of  the  invention  in  issue  to  Glaubitz,  Fessenden's  repre- 
sentative, on  December  2,  1904,  and  that  Fessenden  had  not  proved 
that  prior  to  that  date  he  had  any  conception  of  the  invention  in 
issue.  He  held,  further,  that  Brown  having  established  a  prima  facie 
case  of  disclosure  to  Glaubitz^  Fessenden's  agent^  it  was  Fessenden's 
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dnty  to  call  Olaubitz  as  a  witness  or  to  satisfactorily  explain  his 
failure  to  do  so,  and  that  having  failed  to  do  this  Brown's  allegations 
of  disclosure  to  Fessenden  through  Olaubitz  were  conclusive,  under 
the  doctrine  of  Winelow  v.  Austin,  (C.  D.,  1899,  801;  86  O-  G.,  2171; 
14  App.  D.  C,  187.) 

The  Ezaminers-in-Chief  held  that  Brown  had  failed  to  overcome 
the  burden  of  proof  resting  on  him  to  prove  beyond  a  reasonable 
doubt  that  he,  and  not  Fessenden^  was  the  original  inventor,  stating 
that  the  failure  to  call  Olaubitz  raised  no  more  presumption  against 
Fessenden  than  against  Brown,  as  Brown's  testimony  that  he  told 
Olaubitz  that  the  structure  itself  could  be  used  as  the  aerial  was  not 
corroborated. 

As  pointed  out  by  the  Examiners-in-Chief  the  invention  in  issue  is 
not  merely  a  cylindrical  mast  guyed  and  insulated  at  its  base  from  the 
ground,  but  is  such  a  structure  which  shall  itself  form  the  whole  or  a 
portion  of  the  antenna. 

Brown  testifies  that  on  December  2,  1904,  Olaubitz  came  to  him 
with  a  blue-print,  which  is  in  evidence  as  ^^  Brown's  Exhibit  D,"  and 
asked  if  the  Brown  Hoisting  Machinery  Company  would  contract  to 
build  a  signaling-tower  such  as  shown  tiiereon*  He  testifies,  further, 
as  to  this  interview  as  follows : 

0  0  0  This  design  referred  to  consisted  of  a  series  of  wooden  poles  forming 
the  four  sides  of  a  tower  of  considerable  base;  sections  or  innels  formed  by  said 
poles  were  connected  together  by  iron  and  steel  spliced  Joints,  and  the  four 
wooden  uprights  fonned  in  this  way  for  the  corners  of  the  tower  were  braced 
laterally  by  wooden  struts  and  iron  and  steel  tie-rods  connected  to  the  iron  and 
steel  joints  put  up  like  polea  The  base  of  this  tower  was  to  be  anchored  solidly 
at  each  comer  under  the  uprights,  to  masonry  foundations,  these  comers  being 
securely  bolted  to  the  same.  It  was  explained  that  it  was  absolutely  essential 
to  build  the  towet  some  way  as  indicated  of  wood  and  iron  so  that  each  length 
or  section  forming  the  panels  of  the  tower  should  be  electrically  Insulated  or 
broken  up  from  the  other.  He  requested  us  to  make  them  a  proposition  and 
wished  us  to  contract  for  the  building  of  this  tower,  if  we  would  undertake  to 
do  80.  *  *  *  We  explained  to  him  the  engineering  and  mechanical  difficul- 
ties involved  in  executing  the  design  of  tower  that  he  wanted,  as  well  as  the 
probable  continued  deterioration  of  stability  in  the  same,  due  to  its  being  con- 
stmcted  as  proposed  of  wood  and  steel  or  iron.  •  •  •  However,  we  agreed 
to  make  an  estimate  on  the  cost  of  the  tower,  the  design  of  which  they  had 
furnished  us,  constmcted  as  described  of  wooden  poles  for  comer-uprights, 
lateraOy  trussed  or  braced  as  described;  but  stated  also  that  we  believed  I 
could  design  a  tower  of  steel  which  would  be  perfectly  safe  and  accomplish  all 
the  requirements  of  his  case  as  explained.  He  stated  that  steel  would  not  do, 
or  Iron  would  not  do  for  his  purpose,  as  it  was  absolutely  essential  that  the 
stractnre  should  be  broken  up  into  sections  or  panels  insulated  from  each  other 
and  from  the  ground,  and  that  it  would  not  do  to  make  it  of  steel  or  iron,  as 
it  would  act  as  a  condenser  or  have  too  large  or  great  "  capacity  "  and  interfere 
with  the  requirements  of  the  wireless  telegraphy,  and  defeat  the  objects  of  hav- 
ing an  abnormally  high  tower  and  mast,  which  they  desired  for  the  purpose. 
I  then  designed  and  explained  a  form  of  structure  that  I  believed  would  not 
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interfere  with  the  best  resalts  of  the  wireless  telegraphy,  and  would  meet  all 
of  their  reqairements,  and  still  be  able  to  make  a  mast  or  tower  of  any  suitable 
height  that  they  might  desire  within  the  practical  limits  of  the  material  me- 
chanically. I  sketched  out  and  explained  a  tubular  tower  or  mast,  made  in 
sections  which  if  they  thought  desirable  could  be  insulated  one  section  from  the 
other  as  well  as  from  the  ground  at  its  base.  I  further  explained  that  the  base^ 
in  order  to  distribute  the  weight  of  the  tower  at  all  times  and  under  all  condi- 
tions uniformly  over  insulating  material,  necessary  for  insulating  power  from 
the  ground,  should  be  provided  with  a  ball-and-socket  support,  so  that  any 
lateral  motion  by  the  tower  or  the  mast  would  at  all  times  keep  practically 
central  strains  on  its  base,  rather  than  as  in  the  plan  proposed  by  him  of  sub- 
jecting the  four  comers  of  the  tower  to  Tsrying  strains  of  compression  of 
tensi<m  or  up-puU  according  to  the  varying  strains  in  a  lateral  direction  with 
the  wind  or  other  causes.  With  this  construction  of  base,  porcelain  or  other 
good  insulating  material,  which  is  generally  of  a  friable  material,  could  be 
safely  used  as  a  support  on  the  fbundation,  for  the  purpose  of  insulating  the 
pole  fh>m  the  ground.  I  sketched  out  a  form  of  ball  and  socket  under  the  base 
of  the  tower,  as  well  as  several  forms  of  insulating  material,  underneath  said 
ball  and  socket,  that  would  be  suitable  to  usa  Mr.  Olaubits  stated  after  inquiry 
of  him  by  me  that  the  tower  would  have  to  be  insulated  to  stand  a  voltage  of 
fh>m  22B,000  to  60,000  volts  intensity  at  most  I  then  sketched  out  a  form  of 
insulating  material  for  the  base,  both  in  porcelain  and  other  materials  that 
would  answer  his  purpose,  and  explained  the  mechanical  way  in  which  these 
would  be  used.  I  also  sketched  out  several  Joints  for  the  sections  of  the  mast 
or  tower,  showing  how  they  could  be  insulated  against  this  voltage  required. 
*  *  *  I  also  stated  that  logically  there  was  no  reason  why  a  tower  or  mast 
of  the  form  I  proposed,  without  any  insulating  material  being  used  between  its 
sections,  should  not  be  constructed,  and  at  the  same  time  give  all  the  results 
necessary  when  used  for  wireless  telegraphy,  stating  that  all  that  was  required, 
as  I  understood  it,  was  to  give  proper,  complete  insulation  of  the  structure  from 
the  ground.  This  did  not  seem  to  meet  at  first  with  Mr.  Glaubitz's  ideas  or 
information,  and  he  stated  that  he  would  tell  Professor  Fessenden  of  our  will- 
ingness to  construct  a  tower  designed  of  wood  and  iron  by  them  as  asked  for 
by  Mr.  Olaubitz,  and  also  see  what  he  thought  of  the  possibility  of  using  such 
a  mast  or  tower  as  that  proposed,  whether  it  would  do  at  all  or  not  electrically 
for  the  purposes  of  wireless  telegraphy.  I  further  stated  that  in  all  the  forms 
of  wireless  telegraphy  that  had  been  used  by  them  or  others  before,  they  had  had 
their  wires  or  connections  from  the  ^evated  antennie  to  their  instruments  below 
at  the  ground  in  the  form  of  continuous  metallic  conductors,  substantially  in  a 
vertical  position,  and  that  I  could  not  see  any  difference  between  that  and  the 
metallic  mast  or  tower  that  I  proposed,  except  as  to  size,  and  that  the  tower 
or  mast  itself  would  form  of  itself  the  office  of  the  conductor-wire,  that  in  all 
cases  they  had  provided  in  connection  with  their  wooden  masts  or  towers. 

A  bid  was  made  by  the  Hoisting  Company  on  the  structure  shown 
in  ^^  Exhibit  D,''  and  later  a  bid  was  made  on  the  cylindrical  steel 
mast  Brown  testifies  (Q.  86)  that  in  an  interview  with  Fessenden 
subsequent  to  the  submission  of  the  second  bid  and  prior  to  the  mak- 
ing of  the  contract  to  build  the  steel  mast  Fessenden  expressed  his 
fear  of  the  adoption  of  the  pivoted  form  of  support  of  the  mast,  but 
that  after  he  explained  the  advantage  of  this  form  Fessenden  ex- 
pressed himself  as  satisfied  with  the  construction. 
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Fessenden  specifically  denies  this  (Q.  27)  and  also  states  (Q.  25) 
that  Brown  must  be  in  error  as  to  Olaubitz  objecting  to  the  mast  as 
haying  too  great  a  capacity,  as  Olaubitz  knew  that  a  large*  capacity, 
so  far  from  being  detrimental,  was  what  he  (Fessenden)  had  been 
seeking  to  obtain.  Fessenden  refers  to  his  Patent  No.  706,737  as 
showing  a  cylindrical  tube  for  the  purpose  of  obtaining  a  large 
capacity  antenna  and  to  his  application  Serial  No.  167,242,  filed 
July  27,  1903,  as  showing  a  steel  structure  which  itself  formed  the 
antenna.  As  pointed  out  in  the  decisions  below  and  as  admitted  by 
Fessenden  himself,  these  applications  do  not  disclose  the  invention 
in  issue. 

Brown  having  filed  his  application  after  the  grant  of  Fessenden's 
patent,  the  burden  is  upon  him  to  establish  his  case  beyond  a  reason- 
able doubt. 

It  is  abundantly  established  that  Brown  suggested  that  a  cylin- 
drical structure  made  up  in  sections  be  built  instead  of  the  structure 
shown  in  ^Exhibit  D;"  but  his  testimony  that  he  also  suggested 
that  this  should  form  the  whole  or  a  portion  of  the  antenna  is  not 
corroborated.  The  only  persons  present  at  the  interview  between 
Brown  and  Olaubitz  were  Wright  and  Baldwin,  engineers  in  the 
employ  of  the  Brown  Hoisting  Machinery  Company. 

Wright  states  (Q.  16)  that  he  was  present  at  this  interview  only  a 
few  minutes  and  (XQ.  44)  that  the  electrical  features  of  the  tower 
were  not  discussed  at  all  while  he  was  present. 

Baldwin  testifies  as  follows  with  reference  to  Olaubitz's  visit: 

Q.  9.  State  what  it  any  attention  and  consideration  was  g^ven  to  the  sabject 
of  bis  visit  by  any  one  employed  by  the  Brown  Hoisting  Machinery  Ck>mpany 
at  that  time? 

A.  The  reason  of  his  coining  there  was.  explained  that  they  wanted  the  Brown 
Hoisting  Machinery  Ck)mpany  to  put  a  price  on  putting  up  a  tower  of  the  height 
called  for,  408  feet  I  believe,  and  to  get  the  Ideas  of  Mr.  Brown  as  to  the  prac- 
ticability of  the  tower  they  suggested,  and  what  he  thought  about  It.  Mr. 
Brown  turned  this  over  to  me,  and  I  made  a  calculation  and  estimate  on 
cost  of  building  the  tower,  and  later  I  reported  it  to  Mr.  Tallman  if  I  remember 
right,  the  results  of  my  estimate  on  this  wooden  tower.  Mr.  Tallman  was  the 
manager  at  the  time,  and  all  business  estimates  were  referred  to  him.  Later 
we  talked  the  matter  over  with  Mr.  Brown,  I  did,  and  we  agreed  that  the 
tower  as  shown  was  not  a  practicable  design.  We  took  the  matter  up  with 
Mr.  Olaubitz,  and  he  wanted  I  should  go  ahead  and  make  a  price  on  what  it 
would  cost  to  put  up  such  a  tower  as  his  design  showed,  and  if  we  didn't  like 
his  design  to  make  a  design  that  would  answer  the  purpose,  the  object  being 
to  put  up  408  feet,  whether  we  got  up  that  way  or  by  another  design.  Mr. 
Brown  suggested  the  steel  pole  made  up  in  sections,  supported  by  guys,  as 
being  the  cheapest  way  In  his  Judgment  of  getting  up  that  distance  to  do  the 
work,  which  was  to  support  a  certain  amount  of  wires  on  top.  Mr.  Brown 
bistmcted  me  to  go  ahead  and  prepare  an  estimate  and  a  drawing  showing 
such  a  pole^  and  gave  me  instructions  as  to  how  it  was  to  be  made,  In  a  general 
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way.  We  went  ahead  and  prepared  a  drawing  and  made  the  estimate,  and 
submitted  the  proposition  to  the  National  Electric  Signaling  Ck)mpany  about 
a  week  after  Mr.  Glaubitz  first  came  there.  The  wooden  tower  was  dropped, 
if  I  remember  right,  and  all  the  subsequent  talk  was  on  a  steel  tower.  On 
December  24th  I  believe  we  made  a  proposition  on  the  steel  poles  that  was 
accepted ;  that  was  the  pole  that  substantially  was  built 

It  is  to  be  noted  that  he  makes  no  reference  to  the  use  of  the  tower 
as  the  antenna.  In  fact,  he  states  (XQ.  44)  that  he  did  not  remember 
Brown^s  attributing  anj  electrical  purpose  to  the  tower. 

The  Examiner  of  Interferences  has  cited  the  decision  of  the  Court 
of  Appeals  of  the  District  of  Columbia  in  OaUagher  v.  Hastinffs 
(C.  D.,  1903,  531 ;  103  O.  G.,  1165 ;  21  App.  D.  C,  88)  in  support  of  his 
holding  in  favor  of  Brown,  stating  that  all  the  reasons  given  by  the 
court  in  that  decision  why  a  witness  in  the  employ  of  one  of  the 
parties  should  be  called  by  that  party  in  corroboration  of  his  testi- 
mony apply  equally  well  to  this  case. 

It  is  to  be  noted,  however,  that  in  the  case  of  Gallagher  v.  Hastings 
the  failure  of  Gallagher  to  call  the  witness  in  question  was  only  one 
of  several  circumstances  which  the  Court  stated  tended — 

singly  to  corroborate  the  story  of  Hastings  in  material  particalaiB  and  con- 
jointly to  strengthen  its  credibility. 

In  the  present  controversy  the  circumstances  of  the  case  do  not 
tend  to  corroborate  Brown's  allegation  that  he  suggested  that  the 
steel  mast  be  used  as  the  whole  or  a  portion  of  the  antenna.  Fessen- 
den  was  skilled  in  the  art  to  which  the  invention  belonged.  Brown 
was  a  skilled  inventor,  and  his  company  had  a  high  reputation  for 
the  work  which  it  did;  but  he  admits  that  he  had  no  special  knowl- 
edge of  wireless  telegraphy  or  had  made  any  special  study  thereof. 
As  stated  above,  Gallagher's  failure  to  call  the  witness  in  question 
was  only  one  of  several  circumstances  which  the  court  held  tended  to 
corroborate  the  story  of  Hastings,  and  it  is  not  believed,  therefore, 
that,  under  the  decision  cited,  the  failure  of  Fessenden  to  call  Glau- 
bitz  is  sufficient  to  justify  an  award  of  priority  in  favor  of  Brown 
merely  because  Glaubitz  was  employed  by  Fessenden. 

Nor  can  it  be  held  that  Fessenden's  failure  to  call  Glaubitz  to  deny 
Brown's  allegation  of  disclosure  to  him  brings  the  case  within  the 
doctrine  laid  down  by  the  court  in  Winslavo  v.  Austin^  (C.  D.,  1899, 
801 ;  86  O.  G.,  2171 ;  14  App.  D.  C,  187. )    In  that  case  the  Court  said : 

A  party  by  his  condact  in  doing  acts  or  in  omitting  to  act  when  drenm- 
stances  would  seem  to  require  action  may  often  furnish  evidence  more  con- 
vincing in  leading  to  a  conclusion  than  even  the  sworn  testimony  of  the  party, 
and  that  would  seem  to  be  the  case  here. 

The  court,  however,  pointed  out  that  in  many  particulars  Austin's 
testimony  was  strongly  corroborated,  and  it  is  not  believed  that  the 
doctrine  of  that  case  can  be  applied  to  a  case  sucl^as  the  present, 
where  the  drcumatances  do  not  corroborate  the  is^^ony  of  Brown 


DEGIBIOKS  OF  THB  COMMI88IONEB  OF  PATENTS.  261 

as  to  the  alleged  disclosure.  As  stated  above,  Brown  was  not  skilled 
in  the  art  of  wireless  telegraphy.  The  feature  of  having  the  mast 
serve  as  the  antenna  belongs  to  Uiis  art  and  is  not  a  mere  mechanical 
feature.  Brown  admits  that  Olaubitz  told  him  the  tower  must  be 
insulated  from  the  ground  and  the  guys  broken  up  into  sections  by 
insulation.  Furthermore,  as  pointed  out  above,  Fessenden  denies 
Brown's  testimony  as  to  his  objection  to  the  pivoted  feature  and 
states  why  Glaubitz  should  have  known  that  a  large  capacity  was  an 
advantageous  and  not  a  detrimental  feature. 

Brown  has  established  that  he  suggested  that  a  sted  mast  be  built  in- 
stead of  the  tower  shown  in  ^^  Exhibit  D ;"  but  he  has  certainly  failed  to 
establish  beyond  a  reasonable  doubt  that  he  suggested  the  use  of  this 
mast  as  the  antenna,  which  is  the  essential  features  of  the  invention 
in  issue. 

The  decirian  of  the  Examtnere-in^Chief  ia  affirmed. 


TowK8sin>  V.  Ehbvt  v.  Youno  v^  Stsdhlb* 

Decided  Neveml^er  25,  1908. 

137  O.  a,  1484. 

1.  InTBBRBBircB— Monoif  TO  DI880LTB— Transmission. 

A  motion  to  dissolve  an  interference  on  tbe  gnmnd  tbat  one  of  tlie 
parties  thereto  had  no  right  to  make  the  claims  of  the  issue  in  an  earlier 
application  of  which  the  application  in  issae  was  stated  in  the  declaration 
to  he  a  division  raises  a  Question  relating  to  the  burden  of  proof  and  should 
not  he  transmitted. 

2.  Same— Rbdbclabation — ^Motion  to  Dissolve  by  Obiginal  Pabtt. 

The  redeclaration  of  an  interference  for  the  purpose  of  adding  another 
party  thereto  does  not  give  the  right  to  one  of  the  origfaial  parties  to 
bring  a  motion  to  dissolve  witliin  thirty  days  after  such  redeclaration, 
raising  questions  which  might  have  been  raisq^  in  the  interference  as 
orglnaUy  declared.  The  time  for  bringing  such  motions  expired  at  the  end 
of  the  tliirty-day  period  following  the  original  declaration. 
8.  Same — ^Motion  to  Dissolve— Delay — Bzcuse  Insufficient. 

The  fact  that  the  Primary  Examiner  discovers  a  reference  and  brings  it 
forward  of  his  own  motion  in  a  companion  Interference  is  no  excuse  for 
the  delay  of  a  party  in  bringliig  a  motion  to  dissolve  based  on  sudi  reference 
where  it  does  not  appear  that  the  same  could  not  have  been  discovered  In 
time  had  diligence  been  exerdsed. 

AfPBAL  ON  Motion. 

ALTEKNATING-CUBBENT  BLOOK-SIONAL  SYSTEM. 

Mr.  Oeorge  B.  Benjamin  and  Mr.  Eugene  C.  Brawn  for  Townsend 
ftnd  Young. 
Mr.  Comdiue  D.  Ehret  pro  ee. 

Mr.  George  E.  Cnue  for  Strublei  ^         j 
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Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Ehret  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve. 

The  interference  as  originally  declared  involved  the  applications 
of  Townsend,  Ehret,  and  Struble.  It  was  subsequently  rededared  to 
include  the  application  of  Young,  Serial  No.  848,3&3,  whidi  was 
stated  to  be  a  continuation  of  application  Serial  Na  154,275. 

After  the  approval  of  the  preliminary  statement  of  Young  Ehret 
brought  a  motion  to  dissolve  on  the  ground  (1)  that  Young  has  no 
right  to  make  the  claims  in  his  application  Serial  No.  343,358;  (2) 
that  Young  has  no  right  to  make  tlie  claims  in  application  Serial  No. 
154,275,  and  (3)  that  the  claims  are  not  patentable  in  view  of  cer- 
tain references  which  were  cited. 

The  motion  was  transmitted  as  to  the  first  ground  and  denied  trans- 
mission as  to  the  other  two  grounds. 

The  refusal  to  transmit  as  to  the  second  ground  was  based  on  the 
fact  that  the  only  question  raised  was  one  going  to  the  question  of 
shifting  the  burden  of  proof.  This  action  was  clearly  right.  Appli- 
cation Serial  No.  154,775  is  not  involved  in  the  interference.  If  it 
should  be  held  that  Young  has  no  right  to  make  the  claims  in  appli- 
cation Serial  No.  343,353,  the  question  of  his  right  to  make  them  in 
application  Serial  No.  154,275  is  a  moot  question  so  far  as  this  in- 
terference is  concerned.  On  the  other  hand,  if  it  be  held  that  he  has 
a  right  to  make  the  claims  in  the  latter  application  the  question  of 
his  right  to  make  the  claims  in  the  earlier  application  is  one  which 
relates  to  the  burden  of  proof  and  is  to  be  decided  by  the  Examiner 
of  Interferences  and  forms  no  ground  for  dissolution  of  the  inter- 
ference. 

As  to  the  third  ground  of  the  motion,  the  fact  that  Young's  appli- 
cation had  been  added  to  the  interference  could  in  no  way  affect  the 
patentability  of  the  issue.  The  motion  should  therefore  have  been 
brought  within  thirty  days  from  the  approval  of  the  original  state- 
ments or  a  sufficient  excuse  given  for  the  delay  in  bringing  the  same. 

In  his  motion  Ehret  stated  that  one  of  the  references  relied  on 
was  the  United  States  patent  to  Roome,  No.  483,621,  discovered  by 
the  Primary  Examiner  and  brought  forward  of  his  own  motion  in 
a  companion  interference  involving  Ehret,  Townsend,  and  Young. 
This,  however,  is  clearly  insufficient  to  excuse  the  delay,  as  it  is  not 
made  to  appear  that  the  reference  could  not  have  been  discovered 
by  a  proper  search  in  time  to  file  the  motion  within  thirty  days  from 
the  time  the  statements  were  originally  approved. 

It  may  be  stated  that  this  case  affords  no  ground  for  a  relaxation 
of  the  well-established  practice  that  motions  which  are  brought  late 
will  not  be  transmitted  in  the  absence  of  a  good  and  sufficient  excuse 
for  such  delay,  for  it  appears  from  the  motion  itsel£^hat  the  Exam* 
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iner  is  aware  of  the  reference  cited,  and  it  is  not  to  be  presumed 
that  he  would  allow  the  interference  to  continue  if  the  issue  thereof 
is  clearly  anticipated  by  such  reference. 

The  decUian  of  the  Examiner  of  Interferences  is  affirmed. 


TowNSEKD  V.  Ehbet  V*  YouKo  V.  Struble. 

Decided  November  26,  19(^8. 

187  O.  a,  148S. 

f Oft— Motion  fob  DissoLunoir — ^Puob  Hotion— Bes  ADJtn>iCATA. 
Where  a  motion  to  dlnoWe  an  interference  is  brought  in  the  name  of 
an  assignee  and  such  assignee  afterward  files  an  application  for  the  in- 
yentloa  and  Is  Included  in  the  same  interf^rencei»  he  Is  precluded  from 
bringing  a  motion  In  his  name  to  dissolve  such  Interference  which  aUeges 
either  the  same  ground  that  was  previously  raised  or  any  ground  which 
might  have  been  raised  In  the  previous  motion. 

Appeal  on  Motion. 

ALTEBNATIN0-GIJ1IBEHT    BLOCK-SIGNAL    SYSTEM. 

Mr.  George  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Townsend 
and  Young. 

Mr.  GomeUus  D^  Ehret  pro  ee. 

Mr.  George  E.  Cruee  for  Struble. 
BiiiLiNas,  Assistant  Commissioner: 

This  is  an  appeal  by  Young  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  above- 
entitled  interference. 

The  grounds  of  the  motion  are  that  the  issue  is  not  patentable 
and  that  Struble  has  no  right  to  make  the  claims. 

The  record  shows  that  Young  was  not  originally  a  party  to  the 
interference,  but  that  his  application  was  added  after  a  motion  for 
dissolution  had  been  brought  by  Townsend  on  the  ground  that 
Struble  had  no  right  to  make  the  claims  and  had  been  denied.  The 
record  also  shows  that  Townsend's  application  is  assigned  to  Young, 
the  date  of  this  assignment  being  prior  to  the  original  declaration  of 
interference. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion 
of  Young  as  to  both  grounds  thereof,  his  reason  for  such  action 
being  as  follows: 

Townsend  has  already  brought  a  motion  for  dissolution  based  upon  Struble*s 
right  to  malce  the  claims.  This  motion  was  decided  adversely  to  Townsend. 
At  that  time  Young  was  Townsend^s  apsignee  and  the  real  party  in  interest. 
Any  argument  that  can  be  made  under  the  present  motion  on  Struble*s  right 
to  make  the  claim  could  Just  as  well  have  been  made  under  the  earlier  motion 
as  here.    In  regard  to  general  patentability,  Young,  as  Townsend's  assignee, 


264  DECISIONS  OF  THE  C0MMIS8I0NEB  OF  PATEKT8. 

has  already  had  a  chance  to  urge  the  matter,  but  neglected  to  do  so.  Both 
grounds  of  the  present  motion  were  Just  as  pertinent  and  availat)le  to  Youns 
in  his  former  position  as  assignee  as  they  are  now.  The  facts  are  the  same. 
It  is  belleyed  that  the  presentation  of  such  a  motion  at  this  time  should  only 
be  allowed  upon  a  showing  why  it  could  not  have  been  brought  earlier.  To 
permit  Young  to  enter  this  Interference  with  a  new  application  in  his  own 
name  and  now  do  what  he  has  heretofore  omitted  to  do,  or  reopen  a  matter 
which  has  already  been  decided  adversely  to  him,  is  considered  to  be  an  un- 
reasonable and  technical  application  of  the  rule  and  not  to  be  indulged  in. 

It  is  to  be  noted  that  not  only  is  Young  the  assignee  of  the  Town- 
send  application,  but  that  the  original  motion  to  dissolve  was  brought 
in  the  name  of  Young  as  assignee  of  Townsend. 

It  is  true,  as  pointed  out  by  counsel  for  Young,  that  interferences 
are  between  applications  and  not  between  applicants  and  that  often 
interferences  are  declared  between  applications  which  are  assigned  to 
the  same  party.  In  several  cases  such  interferences  have  been  con- 
tested for  the  avowed  purpose  of  obtaining  the  decision  of  the  Patent 
Office  or  the  Court  of  Appeals  of  the  District  of  Columbia  as  to  who 
was  the  prior  inventor;  but  this  is  not  such  a  case,  and  it  is  believed 
that  it  would  be  inequitable  and  an  extremely  technical  application 
of  the  rules  to  allow  a  party  who  had  had  an  opportunity  as  assignee 
of  one  of  the  interfering  applications  to  bring  a  motion  to  dissolve 
the  interference  to  later,  after  having  entered  the  interference  with 
an  application  in  his  own  name,  bring  a  motion  to  dissolve  on  grounds 
which  could  as  well  have  been  urged  at  the  former  time  as  now. 

The  addition  of  Young's  application  to  the  interference  in  no  way 
affected  the  questicm  of  the  patentability  of  the  claims  or  Struble's 
right  to  make  them,  and  Young  has  given  no  reason  whatever  why 
the  original  motion  was  not  based  on  the  same  grounds  as  the  present 
one. 

This  case  is  thought  to  fall  within  the  ruling  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  Drawhaugh  v. 
Seymour^  Commissioner  of  Patents^  (C.  D.,  1896,  627;  77  O.  G.,  318; 
9  App.  D.  C,  219,)  where  it  was  contended  that  the  Office  had  no 
authority  to  reject  certain  claims  of  Drawbaugh's  application  on  the 
findings  and  authority  of  the  Supreme  Court  of  the  United  States  in 
the  case  of  The  American  Bell  Telephone  Company  v.  The  People^s 
Telephone  Co.,  (C.  D.,  1888,  821;  48  O.  G.,  877;  126  U.  S.,  1,)  for 
the  reason  that  Drawbau^  was  not  a  party  to  that  proceeding.  In 
that  case  the  Court  said : 

While  Drawbaugh  may  not  have  been  a  technical  party  defendant  to  the  caae 
of  the  Bell  Company  against  hU  asslgneea,  he  was  a  substantial  party  thereto. 
He  was  fully  and  completely  represented  by  the  corporation,  his  assignee,  In 
which  he  was  Interested ;  and  he  was  an  active  party  In  conducting  the  defense. 
He  furnished  the  facts  upon  which  the  defense  depended;  and  he  was  treated 
^nd  referred  to  throughout  as  the  substantial  party  concerned  In  maintaining 
tie  d^ense.    To  hold,  after  the  proceedings  and  all  that  baA /occurred  in  thfit 
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cam,  that  Drawbangfa  and  his  aflrtgnees  are  not  bound  by  the  findings  and  judg- 
ment therein,  would  be  to  sacrifice  substance  to  mere  technicality,  and  do  that 
at  which  reason  and  common  sense  would  revolt  It  is  not  necessary  that  a 
person  should  appear  upon  the  record  as  a  technical  party  to  the  proceedings  in 
order  to  be  bound  by  the  judgment  (1  OreetUeaf  Bvidettoet  sees.  622,  523,  635, 
536;  4  G.  ft  J.,  407,  40S.)  It  he  is  represented  in  the  proceedings,  or  is  a  party 
in  ftict  though  not  of  record,  he  will  be  bound.  We  are  therefore  decidedly  of 
opinion  that  Drawbaugh,  and  those  claiming  under  him,  are  bound  by  the  find- 
ings and  decree  of  the  Supreme  Court  in  the  case  of  The  Bett  Telephone  Oon^ 
pony  y.  The  PeopWs  Telephone  Company,  reported  in  G.  D.,  1888,  821 ;  43  O.  O.* 
877 ;  and  126  U.  8.,  1,  on  the  present  applications  to  the  Patent  OiBce. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Smith  v.  Ibland. 

Decided  December  4,  190B. 

137  O.  G.,  1709. 

Ihtebfesercb— AvPBAL  OK  PBzoBiTr— Merits  of  JinwMnrr  Nor  Oohtestd. 

Where  an  appeal  fh>m  a  decision  on  priority  does  not  question  the  pro- 
priety of  such  decision,  but  merely  seeks  a  ruling  on  qu^ions  previously 
considered  by  the  Commissioner  on  interlocutory  appeals,  relief  will  be 
refused. 

Appeal  from  Examiners-in-Chief. 

PIPE-WBEirCH. 

Mr.  D.  P.  Wolhaupter  for  Smith. 

Mr.  Albert  W.  Brown  and  Mr.  James  L.  Ncrris  for  Irland. 

Moose,  Commissioner: 

This  is  an  appeal  by  John  A.  Smith  from  a  decision  of  the  Exam- 
iners-in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  David  H.  Irland,  deceased,  Frances 
A.  Irland,  executrix. 

The  application  of  David  H.  Irland,  deceased,  was  filed  May  23, 
1906,  and  that  of  John  A.  Smith  February  7, 1906. 

On  behalf  of  Smith  no  testimony  was  taken  except  the  deposition 
of  the  inventor  himself,  and  this  was  not  printed,  as  required  by  the 
rules.  Irland  being  the  senior  party,  the  lower  tribunals  accordingly 
awarded  priority  of  invention  to  him  on  the  record. 

This  appeal,  while  taken  from  a  judgment  on  the  question  of 
priority,  does  not  appear  to  question  the  propriety  of  the  decisions 
below  on  the  record  as  now  presented,  but  seeks  a  ruling  upon  ques- 
tions raised  before  the  Examiner  of  Interferences  and  on  appeals 
to  the  Commissioner  from  his  decisions  rendered  prior  to  tl^e  decision 
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on  priority.    These  matters  were  given  due  consideration  upon  the 
appeals  taken  at  that  time,  and  they  will  not  be  again  considered. 

The  decision  of  the  Examtners-in-Chief  awarding  priority  of 
invention  to  the  senior  party ^  David  H.  Irland^  (Frances  A.  IHandy 
eooecutrix^)  is  affirmed. 


Weston  v.  Benecke. 

Bedded  June  15.  1908. 

137  O.  G^  1709. 

1.  INTEBFEHENCE— ObIGINALTT. 

Byidence  considered  and  Held  sufficient  to  show  that  the  junior  party 
originafed  the  inyention  in  issue  and  disclosed  the  same  to  the  senior 
party. 

2.  Sake — Sake— Doctbins  or  Concealkbnt  Inafpucable. 

Where  it  is  found  that  one  of  two  Interfering  parties  originated  the 
invention  in  issue  and  disclosed  the  same  to  the  other,  the  doctrine  of  for- 
feiture of  the  right  to  a  patent  by  concealment  does  not  apply. 

Appeal  from  Examiners-in-Chief. 

ELECTBICAL  BE8I8TAKCE. 

Mr.  Charles  J.  Kintner  and  Mr,  MarceUus  Bailey  for  Weston. 
Messrs.  Fischer  <&  Sanders  and  Messrs.  Bacon  <&  Milans  for 
Benecke. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Benecke  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Weston. 

The  issue  is  stated  in  ten  counts,  of  which  the  following  sufficiently 
illustrates  the  nature  of  the  invention : 

1.  An  electrical  resistance  device,  consisting  of  two  blocks  of  metal  of  high 
specific  conductivity,  and  a  conductor  of  high  specific  resistance  and  a  short 
length  connecting  said  blocks  of  metal,  the  free  length  of  said  conductor  belnn 
such  that  the  heat  generated  therein  by  the  passage  of  a  current  therethrough, 
is  conducted  to  and  absorbed  by  said  blocks  of  metal  as  rapidly  as  such  heat 
is  generated,  whereby  said  conductor  will  not  be  overheated. 

5.  An  electrical  resistance  device,  consisting  of  two  blocks  of  metal  of  high 
specific  conductivity,  and  a  conductor  of  high  specific  resistance  and  short 
length  connecting  said  blocks  of  metal,  the  free  length  of  said  conductor  being 
such  that  the  heat  generated  therein  by  the  passage  of  a  current  therethrough, 
is  conducted  to  and  nbsorbed  by  said  blocks  of  metal  as  rapidly  as  generated, 
whereby  said  conductor  will  not  be  overheated,  and  means  for  connecting  up 
said  resistance  device  in  an  electric  circuit 

Benecke,  the  senior  party,  is  a  patentee.  The  application  of  Wes- 
ton was  filed  after  the  issuance  of  Benecke's  patent  for  the  evident 
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purpose  of  interference  with  the  same.  The  burden  is  therefore  upon 
Weston  to  prove  priority  of  invention  beyond  a  reasonable  doubt. 

The  invention  in  issue  is  admittedly  an  improvement  upon  a  prior 
patent,  No.  497,482,  granted  to  Weston  May  16,  1898,  for  improve- 
ments in  shunts,  and,  as  appears  from  the  disclosure  in  Benecke's 
patent,  the  object  of  the  present  invention  is  to  reduce  the  mechanical 
size  of  the  shunt  to  a  minimum  and  to  provide  a  means  for  dissipat- 
ing heat  generated  in  the  resistance-strip  by  conduction  to  large 
masses  of  material  of  hi^  conductivity,  to  which  the  ends  of  the 
resistance  material  are  secured. 

It  appears  that  in  the  device  disclosed  in  the  Weston  patent  the 
massive  terminals  were  arranged  about  two  inches  apart,  and  the 
resistance  comprised  a  plurality  of  strips  of  German  silver  connecting 
the  terminals.  As  appears  from  the  specification  of  the  Weston  pat- 
ent, the  resistance-strips  are  separated,  so  that  the  air  may  freely  cir- 
culate around  and  between  them  and  aid  in  the  conduction  of  heat 
therefrom  while  the  current  is  being  passed  through  them.  In  the 
present  invention,  the  space  separating  the  massive  terminals  is 
greatly  reduced,  the  minimum  limit  stated  in  Benecke's  patent  being 
about  two-tenths  of  an  inch,  and  the  heat  developed  in  the  resistance 
material  is  wholly  dissipated  by  conduction  through  the  massive 
terminals. 

It  appears  from  the  testimony  presented  in  behalf  of  Weston  that 
in  the  latter  part  of  the  year  1893  a  suit  was  brought  by  the  Weston 
Electrical  Instrument  Company  against  the  Empire  Electrical  In- 
strument Company  and  others  involving  the  shunt  covered  by  the 
Weston  patent.  No.  497,482,  above  referred  to.  In  that  suit  the  com- 
plainants contended  that  the  construction  of  the  patent  involved  a 
novel  mode  of  operation,  inasmuch  as  the  heat  was  dissipated  in  the 
resistance-strips  both  by  conduction  to  the  massive  terminals  and  by 
currents  of  air  passing  around  and  between  said  strips,  while  it  was 
the  contention  of  the  defendants  that  a  certain  shunt,  known  as 
the  '^ Franklin  Institute''  shunt,  which  comprised  comparatively 
long  resistance-strips  attached  to  terminals  which  were  immersed  in 
oil,  anticipated  the  terms  of  the  patent.  During  the  taking  of  testi- 
mony in  that  suit  certain  experts  were  called  in  behalf  of  the  com- 
plainant. Of  these  Professor  Anthony  testified  as  to  the  differences 
between  the  Weston  shunt  and  the  Franklin  Institute  shunt,  point- 
ing out  that  as  the  Franklin  Institute  shunt  had  extremely  long 
resistance-strips  it  would  be  impossible  to  effect  the  cooling  by  the 
conduction  of  heat  through  the  terminals.  On  cross-examination 
Professor  Anthony  made  certain  calculations  as  to  the  length  of  con- 
ductors required  to  secure  a  certain  stated  drop  in  potential,  which, 
in  the  opinion  of  Weston,  was  erroneous.  His  redirect  examination 
was  accordingly  deferred  until  apparatus  might  be  constructed  to 
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confirm  or  disprove  the  statements  of  Professor  Anthony.  As  ap- 
pears from  the  testimony,  four  shunts  were  made  at  this  time,  one 
of  which  was  destroyed  in  testing.  The  other  three  exhibits,  marked, 
respectively,  A,  B,  and  C,  are  in  evidence  in  the  present  interference. 
Of  these  exhibits,  A  was  used  in  the  suit  above  referred  to,  while  B 
and  C  were  not.  The  distance  between  the  terminals  or  the  effective 
length  of  the  resistance-strip  in  Exhibit  A  is  one  inch,  that  between 
the  terminals  of  B  is  three-tenths  of  an  inch,  and  C  two-tenths  of 
an  inch.  The  Weston  application  involved  in  this  interference  dis- 
closes the  identical  device  referred  to  in  this  interference  as  Exhibit  C. 

The  distance  between  the  massive  terminals  of  the  Weston  Exhibit 
C  corresponds  identically  with  the  distance  between  the  terminals 
disclosed  in  Benecke's  patent  as  the  minimum  length  of  the  re- 
sistance material. 

The  testimony  offered  by  Weston  clearly  establishes  that  at  the  time 
these  shunts  were  constructed  Benecke  was  in  the  employ  of  the 
Weston  Electrical  Instrument  Company  and  assisted  in  the  construc- 
tion and  testing  of  the  Exhibits  A,  B,  and  C. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  found 
that  Weston's  Exhibit  C  was  constructed  under  the  direction  of 
Weston,  that  it  embodied  the  invention  in  issue,  and  that  having  been 
disclosed  to  Benecke  at  the  time  it  was  constructed  Benecke  was  not 
an  original  inventor. 

It  is  contended  in  behalf  of  Benecke  that  these  exhibits,  which  were 
made  for  the  purpose  of  establishing  certain  facts  in  the  Weston  suit 
each  embodied  the  invention  disclosed  in  the  Weston  patent  only  and 
that  they  therefore  include  the  cooling  of  the  resistance-strips  by  air- 
currents  as  well  as  by  conduction  through  the  massive  terminals.  It 
is  also  contended  that  the  Benecke  device  is  limited  to  cooling  by  con- 
duction to  the  massive  terminals  only  and  that  the  issue  of  this  inter- 
ference must  be  so  construed  as  to  exclude  Weston's  Exhibit  C.  It  is 
further  pointed  out  that  in  Benecke's  device  the  space  between  the 
terminals  is  filled  with  a  fireproof  insulating  material,  and  there  is 
no  opportunity,  therefore,  for  air-currents  to  reach  the  resistance- 
strip.  It  is  to  be  observed  that  in  Benecke's  specification  the  insu- 
lating material  is  described  to  be  used  only  for  the  purpose  of  keeping; 
the  resistance  material  from  contact  with  the  air  to  avoid  oxidation 
thereof,  and  not  for  the  special  purpose  of  preventing  cooling  by  air- 
currents. 

Claims  5,  6,  7,  and  8  of  Benecke's  patent  are  limited  by  the  inclu- 
sion of  this  fireproof  insulation  as  an  element,  but  otherwise  corre- 
spond identically  in  phraseology  with  claims  1,  2,  8,  and  4.  It  is 
therefore  obvious  from  Benecke's  claims  that  it  was  his  intention  not 
only  to  covet  the  specific  device  which  he  disclosed,  but  also  to  include 
devices  not  provided  with  such  insulation  in  which  the  resistance- 
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strip  was  wholly  cooled  by  conduction  to  the  massiye  terminals,  and 
therefore  to  cover  such  devices  as  Weston's  Exhibit  C. 

In  view  of  this  fact  it  must  be  held  that  Weston  was  the  first  in 
possession  of  the  invention  in  issue  and  that  Benecke  obtained  knowl- 
edge thereof  from  him  at  the  time  Exhibit  C  was  constructed. 

It  appears  that  after  the  construction  of  Exhibits  6  and  C  they 
were  placed  in  the  museum  of  the  Weston  Electrical  Company,  where 
they  remained  until  the  time  testimony  was  taken  in  this  interference, 
and  it  is  contended  in  behalf  of  Benecke  that  Weston  by  concealing 
his  invention  has  forfeited  his  right  thereto,  even  if  it  be  conceded 
that  Exhibit  C  constitutes  a  successful  embodiment  of  the  invention. 
This  contention  is  without  force  in  view  of  the  conclusion  above 
reached  that  Benecke  is  not  the  original  inventor  of  the  subject-matter 
in  issue. 

For  the  reasons  above  stated  the  decision  of  the  Examtners-in-Chief 
is  ai 


TOWNSEND  V.  ThULLEN  AND  ThULLEN  V.  YoUNG. 

Decided  November  £5,  1908. 

137  O.  G.,  1710. 

IHTSXIEBKIICB— RiDCOLABATIOR— MonON  BT  ASaiQNlX  OF  ORE  OF  THK  OUOINAI. 
PABmES— TKA1T8MIB8I0N  REFUSED. 

The  iDterference  was  originally  declared  between  A.  and  B.  and  was  after- 
ward redeclared  to  Include  the  application  of  C,  the  assignee  of  A.  Held 
that  a  motion  to  dissolTe  brought  by  G.  on  the  grounds  that  the  issue  is  not 
patentable  and  that  B.  has  no  right  to  make  the  claims  will  not  be  trans- 
mitted since  O.  had  an  opportunity  to  bring  such  a  motion  as  A/s  assignee. 

Appeal  on  Motion. 

EAILWAT  SieNAUHQ   STSTBlf. 

Mr.  Oeorge  H.  Benjamin  and  Mr.  Eugene  C.  Brown  for  Townsend 
and  Young. 

Messrs.  BakeweUy  Byrnes  <6  Parmelee  for  ThuUen  and  ThuUen. 

BnxiNOS,  Assistant  Commissioner: 

This  is  an  appeal  by  Young  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  above- 
entitled  interference. 

The  grounds  of  the  motion  are  that  certain  of  the  counts  are  not 
patentable  and  that  ThuUen  and  ThuUen  have  no  right  to  make 
certain  claims  of  the  issue. 

The  record  shows  that  Young  was  not  originaUy  a  party  to  the 
interference,  but  that  his  appUcation  was  added  after  the  time  within 
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which  to  bring  motions  under  the  original  declaration  of  interference 
had  expired. 

The  record  shows  that  Townsend's  application  is  assigned  to 
Young,  the  date  of  this  assignment  being  prior  to  the  original 
declaration  of  the  interference. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  as 
to  both  grounds  thereof,  his  reason  for  such  action  being  as  follows: 

Inspection  of  the  records  of  the  appUcatlons  shows  that  Yotmg  is  the  assignee 
of  Townsend's  application  in  interference.  Young  is  a  new  party  to  the  Inter- 
ference. As  the  real  party  in  interest,  howeyer,  Young  has  already  had  an 
opportunity  to  urge  the  matters  presaited  here  when  the  interference  inyolved 
merely  the  applications  of  Townsend  and  ThuIIen.  The  nature  of  the  grounds 
for  dissolution  is  such  that  they  could  have  been  urged  just  as  well  then  as 
now.  Young's  time  for  bringing  such  a  motion  expired  when  he,  as  assignee, 
was  inyolyed  with  ThuUen  and  ThuUen.  The  only  basis  which  he  could  have 
for  urging  such  a  motion  now  is  upon  a  showing  that  it  could  not  have  been 
brought  before.  It  is  l>eUeyed  to  be  a  technical  application  of  the  rule  to  allow 
Young  to  enter  this  interferoice  with  a  new  application  in  his  own  name  and 
do  that  now  which  he  neglected  to  do  in  his  earlier  position  in  the  same  inter- 
ference as  Townsend*s  assignee.  Such  practice  is  unreasonable  and  not  to  be 
indulged  in. 

It  is  true,  as  pointed  out  by  counsel  for  Young,  that  interferences 
are  between  applications  and  not  between  applicants  and  that  often 
interferences  are  declared  between  applications  which  are  assigned 
to  the  same  party.  In  several  cases  such  interferences  have  been 
contested  for  the  avowed  purpose  of  obtaining  the  decision  of  the 
Patent  Office  or  the  Court  of  Appeals  of  the  District  of  Columbia 
as  to  who  was  the  prior  inventor;  but  this  is  not  such  a  case,  and  it 
is  believed  that  it  would  be  inequitable  and  an  extremely  technical 
application  of  the  rules  to  allow  a  party  who  had  had  an  opportunity 
as  assignee  of  one  of  the  interfering  applications  to  bring  a  motion 
to  dissolve  the  interference  to  later,  after  having  entered  the  interfer- 
ence with  an  application  in  his  own  name,  bring  a  motion  to  dissolve 
on  grounds  which  could  as  well  have  been  urged  at  the  former  time 
as  now. 

The  addition  of  Young's  application  to  the  interference  in  no  way 
affected  the  question  of  the  patentability  of  the  claims  or  ThuUen 
and  ThuUen's  right  to  make  them,  and  Young  has  given  no  reason 
whatever  why  a  motion  based  on  the  ground  set  up  in  this  motion 
was  not  brought  within  the  time  originally  set  for  bringing  such 
motions. 

This  case  is  thought  to  fall  within  the  ruling  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  DrawhaiAgh  v. 
Seymmir^  Cfommissioner  of  Patents^  (C.  D.,  1896,  627;  77  O.  G., 
813 ;  9  App.  D.  C,  219,)  where  it  was  contended  that  the  office  had  no 
authority  to  reject  certain  claims  of  Drawbaugh's  application  on 
the  findings  and  authority  of  the  Supreme  Court  of  the  United 
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States  in  the  case  of  TJie  American  BeU  Telephone  Company  v.  The 
PeopU?8  Telephone  Com^ny,  (C  D.,  1888,  821;  48  O.  O^  877;  126 
U.  S.,  Ij)  for  the  reason  that  Drawbaugfa  was  not  a  party  to  that 
proceeding.    In  that  case  the  Court  said: 

While  DrawlMiagh  may  not  bave  been  a  technical  party  deDmdant  to  tlie  case  of 
the  Bell  Company  agpalnst  his  asBigneea,  he  was  a  substantial  party  thereto. 
He  waa  folly  and  completely  represented  by  the  corporation^  his  assignee, 
in  which  he  was  interested;  and  he  was  an  active  party  in  conducting  the 
defense.  He  furnished  the  facts  upon  which  the  defense  depended;  and  he 
was  treated  and  referred  to  throughout  as  the  substantial  party  concerned 
In  maintaining  the  defense.  To  hold*  after  the  proceedings  and  all  that  has 
occurred  in  that  case,  that  Drawbaugh  and  his  assignees  are  not  bound  by 
the  findings  and  Judgment  therein,  would  be  to  sacrifice  substance  to  mere 
technicality,  and  do  that  at  which  reason  and  common  sense  would  revolt 
It  is  not  necessary  that  a  person  should  appear  upon  the  record  as  a  technical 
party  to  the  proceedings  in  order  to  be  lK>und  by  the  judgment.  (1  OreerUeaf 
Evidence,  sees.  622,  528,  686,  686;  4  O.  ft  J.,  407,  406.)  If  he  is  represented 
In  the  proceedings,  or  is  a  party  in  fiict,  though  not  of  record,  he  will 
be  bound.  We  are  therefore  decidedly  of  opinion  that  Drawbaugh,  and 
those  claiming  under  him,  are  bound  by  the  findings  and  decree  of  the 
Supreme  Court  in  the  case  of  The  Bell  Telephone  Company  y.  The  People*g 
Telephone  Company,  reported  in  C.  D.,  1888,  821 ;  43  O.  O.,  8T7 ;  and  126  U.  S.,  1, 
on  the  present  applications  to  the  Patent  Ofllce. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  EdWABDS. 

Decided  November  S7,  J908, 

137  O.  G.,  1711. 

Spscification — Statement  of  Iwvewtiow. 

A  statement  of  invention  forming  a  part  of  the  specification  which 
amounts  practically  to  a  mere  repetition  of  the  claims  in  different  language 
is  objectionable  and  should  be  canceled. 

On  PBTmoN. 

WIHDOW, 

Mr.  Henry  F.  Newbury  and  Messrs.  Oeorgii  <&  Massie  for  the 
applicant. 

BiLUNOS,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  objecting  to 
the  statement  of  invention  beginning  with  line  10  of  page  1  and 
ending  with  the  fourth  line  from  the  bottom  of  page  2. 

The  ground  of  the  Examiner's  action  was  that  the  matter  was 
objectionable  as  confusing  the  specification  with  the  claims.  He 
held  that  if  the  matter  was  stated  in  the  claims  it  Jra^unnecessary 
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in  the  specification,  and  if  it  were  not  the  specification  was  incon- 
sistent with  the  claims. 

The  action  of  the  Examiner  is  thought  to  have  been  right  The 
matter  objected  to  comprises  a  detailed  statement  of  the  invention 
and  amounts  to  a  mere  repetition  of  the  claims  in  different  language. 
There  can  be  no  objection  to  a  real  statement  of  invention  at  the 
beginning  of  the  specification,  but  no  reason  whatever  is  seen 
for  permitting  a  statement  such  as  the  one  which  is  objected  to  in 
the  present  case.  If  this  matter  were  allowed  to  remain  in  the 
specification,  it  would  require  a  detailed  comparison  with  the  claims, 
which  is  believed  to  be  unnecessary  and  uncalled  for. 

The  petition  is  denied. 

Ex  PABTE  Reiss. 
Decided  December  $,  1908. 

187  O.  G..  1712. 

1.  Rttub  69— Practick. 

A  request  that  a  rejection  be  made  final  was  properly  refused  by  the 
Bxamlner  when  the  applicant  made  no  attempt  to  show  that  there  was 
any  error  In  that  rejection. 

2.  Same—Not  Inconsistent  with  Section  4903,  Reviskd  Statutes. 

Rule  69,  which  provides  that  an  applicant  in  order  to  be  entitled  to 
reconsideration  of  his  claims  after  they  have  been  rejected  must  distinctly 
point  out  the  supposed  errors  of  the  Bxaminer's  action,  is  not  inconsistent 
with  section  4903  of  the  Revised  Statutes,  which  provides  for  a  reSzamlna- 
tlon  of  an  application. 

On  Petition. 

TOOL-HOLDBB. 

Mr.  J.  W.  See  and  Messrs.  Brock^  Boeken  dh  Smith  for  the 
applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  that 
the  applicant  specifically  point  out  the  supposed  errors  in  the  Exam- 
iner's action  as  a  prerequisite  to  reconsideration  of  the  case. 

The  record  shows  that  the  claims  originally  presented  were  rejected 
by  the  Examiner  and  the  reasons  therefor  specifically  stated  in  the 
first  Office  action.  The  applicant  thereupon  filed  the  following 
request: 

Responding  to  Examiner's  communication  dated  June  2,  1908,  Paper  Na  1, 
a  final  action  is  respectfully  requested,  subject  to  appeal. 

In  response  to  this  request  the  Examiner  stated : 

The  above  communication  asks  for  final  action. 

It  is  the  duty  and  desire  of  the  Bzaminer  to  do  Justice,  In  so  far  as  he  is  able^ 
to  both  the  applicant  and  the  public.    Certain  claims  were  rejected  by  the 
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Office  for  reasons  tbat  were  stated.  In  order  that  the  Examiner  may  he  able 
to  do  Justice  to  the  applicant,  it  is  pnq;)er  that  the  applicant  should  state  why  the 
rejection  is  erroneous,  in  order  that  the  error,  if  any,  may  he  corrected.  If  he  had 
thought  the  rejection  proper,  of  course  he  would  have  canceled  the  claims. 
Before  final  action.  Rule  60  should  be  complied  with. 

The  year  within  which  this  application  must  be  amended  to  avoid  abandon- 
ment dates  from  June  2,  1908,  as  the  last  communication  is  not  such  an  action 
as  the  condition  of  the  case  requires. 

Upon  receipt  of  this  communication  of  the  Examiner  the  applicant 
again  requested  final  action  without  pointing  out  any  supposed  errors 
in  the  Examiner's  action,  and  in  view  of  the  insistence  of  the  Exam- 
iner upon  compliance  with  the  provisions  of  Rule  69  before  giving 
further  action  upon  the  merits  of  the  case  brought  this  petition. 

The  petition  reads  as  follows: 

In  the  aboveentitled  case  petition  is  hereby  taken  to  the  Ck>mmissioner  f6r 
the  reason  that  the  Examiner  desires  a  compliance  with  Rule  60  before  givhig 
further  action  upon  the  merits  of  the  case. 

This  petition  is  taken  for  the  purpose  of  testing  the  validity  of  Rule  60. 

An  oral  hearing  is  desired. 

It  is  contended  in  behalf  of  the  applicant  that  section  4903  of  the 
Bevised  Statutes  makes  it  mandatory  on  the  part  of  the  Commis- 
sioner in  rejecting  any  claim  to  give  briefly  the  reasons  for  such 
rejection,  together  with  such  information  and  references  as  may  be 
useful  in  judging  of  its  propriety,  but  that  the  applicant  is  not,  like 
the  Commissioner,  obliged  by  the  statute  to  give  any  reason  or  to 
point  out  specifically  the  supposed  errors  in  the  Commissioner's 
action;  that,  on  the  other  hand,  the  Commissioner  is  required  to 
order  a  reexamination  of  the  case  if  the  applicant  '^  persists ''  in  his 
claims,  and  that  the  provision  of  Rule  69  which  requires  that  the 
applicant  point  out  the  supposed  errors  in  the  Examiner's  action  is 
not  provided  for  by  statute  and  is  consequently  invalid. 
*  S^^tion  4908  reads  as  follows : 

See.  4903.  Whenever,  on  examination,  any  claim  for  a  patent  is  rejected,  the 
Commissioner  shall  notify  the  applicant  thereof,  giving  him  briefly  the  reasons 
for  such  rejection,  together  with  such  information  and  references  as  may  be 
useful  in  Judging  of  the  propriety  of  renewing  his  application  or  of  altering  his 
specification;  and  if,  after  receiving  such  notice,  the  applicant  persists  in  his 
claim  for  a  patent,  with  or  without  altering  his  specifications,  the  CJommissioner 
abaU  order  a  reSzamination  of  the  case. 

Bules  65  to  69  of  the  Bules  of  Practice  of  the  United  States  Patent 
Office,  which  were  promulgated  by  the  Commissioner  of  Patents  with 
the  approval  of  the  Secretary  of  the  Interior,  provide  for  the  pro- 
cedure to  be  followed  in  the  examination  of  applications  for  patent. 
In  Bules  66  and  66  it  is  provided  that  whenever  upon  examination 
any  claim  for  any  application  is  rejected  for  any  reason  whatever  the 
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applicant  will  be  notified  thereof^  and  the  reasons  for  sach  rejection 
will  be  fully  and  precisely  stated;  that  the  applicant  shall  be  given 
such  information  as  will  be  useful  in  aiding  him  to  judge  of  the  pro- 
priety of  prosecuting  his  application  or  of  altering  his  specification, 
and  that  the  pertinency  of  the  references  to  the  rejected  claims,  if 
not  obvious,  shall  be  clearly  explained. 

Bule  68  prescribes  that  in  amending  the  applicant  must  point  out 
the  patentable  novelty  he  thinks  the  case  presents  and  must  also-show 
how  the  amendments  avoid  such  references  or  objections. 

Bule  69  provides  for  reconsideration  of  the  claims  without  amend- 
ment and  is  in  terms  as  follows : 

60.  In  order  to  be  entitled  to  the  reconsideration  provided  for  in  Rules  66 
and  07,  the  applicant  must  make  request  therefor  in  writing,  and  he  must  dis- 
tinctly and  specifically  point  out  the  supposed  errors  in  the  Examiner's  action. 
The  mere  allegation  that  the  Bzaminer  has  erred  wiU  not  be  received  as  n 
proper  reason  tor  such  reconsideration. 

Section  483  of  the  Bevised  Statutes  provides  that — 
Sec.  483.  The  Ck>mmi88iQner  of  Patents,  subject  to  the  approval  of  the  Secre- 
tary of  the  Interior,  may  from  time  to,  time  establish  regulations,  not  inooiH 
sistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Offlee. 

It  is  well  settled  that  rules  of  procedure  in  the  Patent  Office  when 
not  in  conflict  with  any  provision  of  law  have  the  force  and  effect 
of  statutes.  {AUen^  Commissioner  of  Patents  v.  The  United  States 
of  America^  ex  ret.  Lowry  and  Planters  Compress  Co^  C.  D., 
1905,  643;  116  O.  O.,  2258;  26  App.  D.  C,  8;  MeU  v.  Midgley^ 
post,  512;  186  O.  O.,  1584;  31  App.  D.  C,  534.)  Bule  69,  there- 
fore, if  not  contrary  to  the  provisions  of  section  4908,  is  valid,  and 
the  requirements  of  this  rule  should  in  proper  cases  be  insisted  upon. 

Section  4908  provides  for  reconsideration  of  an  applicant's  case  ^  if 
the  applicant  persists  in  his  claim  for  a  patent"  Bule  69  merely 
prescribes  the  procedure  to  be  followed  by  the  applicant  if  he  persists 
in  his  claim.  The  applicant  is  not  deprived  of  the  statutory  right  to 
reconsideration,  nor  is  his  ri^t  to  sudi  consideration  in  any  manner 
curtailed  by  the  provisions  of  this  rule.  Its  requirements  are  salutary 
and  are  necessary  to  the  proper  procedure  in  the  examination  of 
applications.  .  As  stated  in  the  case  of  ex  parte  Linde^  (C.  D.^  1905, 
118;lI-5  0.  Q.,  1329:) 

This  rule  is  believed  to  be  in  strict  accordance  with  section  4908,  which  pro- 
vides for  reexamination  of  an  application.  This  statute  is  not  believed  to  have 
been  enacted  for  the  purpose  of  providing  for  a  merely  formal  procedure  The 
reexamination  provided  for  by  the  statute  is  for  the  purpose  of  enabling  an 
applicant  to  traverse  a  rejection  by  this  Office  and  to  show  by  argument  that  the 
dejection  is  erroneous,  if  such  be  the  case. 

The  Bxaminer  in  the  first  action  treats  the  caee  in  the  light  of  the  fkicti  which 
are  then  before  him.    If  no  reasons  are  given  why  the  original  action  should 
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be  modified  or  set  aside,  ttie  reBzamination  neoeflsarily  becomee  a  mere  formal 
IHTOceeding  and  no  naefol  result  can  accrue  tberefrom.  It  is  not  safflcient 
merely  to  request  a  reconsideration  so  that  the  application  may,  as  stated  by 
the  applicant,  be  in  condition  tor  appeal.  If  this  were  the  only  object  of  a 
reSzamination,  the  provision  for  the  same  in  the  statutes  would  be  uselesa 

Furthermore,  as  stated  in  tos  parte  McKnight,  (C.  D.,  1901,  238 ;  97 
O.  G.,2742:) 

In  order  that  this  reexamination  may  be  made  intelligently  by  the  Examiner, 
it  is  necessary  that  he  should  understand  fully  and  clearly  applicant's  position. 
Just  as  it  is  necessary  for  applicants  in  amending  their  claims  to  understand 
folly  and  clearly  the  Examiner's  position.  It  Is  only  when  such  a  reciprocal 
understanding  exists  that  applications  can  be  prosecuted  intelligently  and  with- 
out unnecessary  delay. 

In  the  present  case  the  Examiner  in  his  second  letter  specifically 
requested  the  applicant — 

to  point  out  wherein  the  rejection  was  in  his  opinion  erroneous,  in  order  that 
the  Examiner  may  be  able  to  do  Justice  to  the  applicant. 

No  better  illustration  of  the  salutary  provision  of  this  rule  can  be 
foimd.  The  Examiner  upon  his  part  invited  the  applicant  to  state 
his  views  as  to  the  bearing  of  the  references  and  reasons  for  rejection 
upon  the  claims  in  order  that  he  might  be  advised  of  the  applicant's 
position  and,  if  he  considered  such  reasons  to  be  well  founded,  allow 
the  claims.  If,  on  the  other  hand,  he  disagreed  with  such  reasons,  a 
dear  and  unmistakable  issue  would  be  defined  which  might  be  pre- 
sented thereafter  to  the  appellate  tribunals  of  this  Office  and  to  the 
Court  of  Appeals  of  the  District  of  Columbia. 

This,  it  is  believed,  is  precisely  in  accordance  with  the  intention  of 
section  4903  of  the  Bevised  Statutes,  which  is  specifically  set  forth  in 
the  terms  of  Eule  69. 

It  may  be  said  in  conclusion  that  it  is  contrary  to  all  principles  of 
practice  to  permit  an  applicant  to  prosecute  his  case  for  the  first  time 
before  the  appellate  tribunals.  The  Examiner  is  the  person  skilled 
in  the  particular  art  to  which  the  invention  appertains,  and  the 
appellate  tribunals  have  a  right  to  his  opinion  upon  matters  presented 
before  them,  rendered  after  due  presentation  of  the  case  before  the 
second  and  final  rejection,  should  the  Examiner  feel  justified  in  re- 
peating his  first  action.  Furthermore,  a  careful  presentation  of  the 
case  after  the  first  rejection  oftentimes  obviates  the  necessity  of  ap- 
peal. These  are  the  reasons  which  wei*e  undoubtedly  in  the  mind  of 
Congress  when  it  provided  for  a  second  rejection  by  the  Examiner, 
before  the  application  would  be  in  a  condition  for  consideration  by 
the  appellate  tribunals. 

TJi£  action  of  the  Examiner  was  undoubtedly  rights  and  the  peti- 
tion is  accordingly  denied. 
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Thb  WnuAK  Lea  A  Sonb  C!ompant  v.  H.  C  Golb  A  Gompant. 

Decided  December  ^,  1908, 

187  O.  G.,  1718. 

!•  TftADB-liAEKS— Motion  to  Dibsolve  Impbopeblt  Filid  Uhdb  Rdub  48. 

Rule  48  of  the  Trade-Mark  Rules  of  Practice  does  not  jkroTide  for  tbe 
filing  of  motions,  and  a  motion  purporting  to  be  filed  tbereunder  submit- 
ting a  motion  to  dissolve  the  Interference  and  requesting  its  transmission 
to  the  Bramlner  of  Trade-Marks  may  properly  be  dismissed. 

2,  8amb— Motion  to  Dibsolvk  Based  on  Testimont  Impbofeb. 

The  facts  adduced  during  the  taking  of  testimony  In  a  trade-mark 
Interference  tending  to  show  a  misbranding  under  the  Food  and  DmgB 
Act  by  the  opposing  party  does  not  form  a  proper  basis  for  a  motloa  to 
dissolve. 

Appeal  on  Motion. 

TBADB-MABX  lOB  WHKAT-lUyUB. 

Mr.  T.  W.  Johnson  for  The  William  Lea  A  Sons  Company. 
Messrs.  Steuart  <6  Steuart  for  H.  C.  Cole  A  Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  H.  C.  Cole  A  Company  from  the  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  to  the  Primary 
Examiner  a  motion  praying  for  the  dissolution  of  the  interference 
upon  the  groimd  that  the  specimens  filed  by  The  William  Lea  A 
Sons  Company  with  its  application  and  as  '^  Exhibit  A,''  with  the 
testimony  recently  taken  by  them,  constitute  a  misbranding  under 
section  8  of  the  Food  and  E^gs  Act  of  June  80, 1906. 

The  motion  purports  to  have  been  filed  under  the  provisions  of 
Rule  48  of  the  Trade-Mark  Rules,  which  is  analogous  to  Rule  126 
of  the  Rules  of  Practice  of  the  United  States  Patent  Offioe.  As  a 
motion  brought  under  this  rule  it  has  no  standing,  for  the  reasons 
stated  in  the  case  of  Struble  v.  Toung^  (C.  D.,  1906,  97;  121  O.  Q., 
840,)  and  the  Examiner  of  Interferences  might  properly  have  dis- 
missed the  motion.  He,  however,  construed  the  motion  to  be  a  mo- 
tion for  dissolution  and  denied  transmission  thereof,  for  the  reason 
that  no  satisfactory  showing  was  made  why  the  motion  was  not 
presented  within  the  period  prescribed  by  Rule  49  of  the  Trade-Mark 
Rules. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  trans- 
mit the  motion  is  clearly  right.  He  specimens  forming  part  of 
the  application  were  accessible  to  counsel  for  H.  C.  Cole  A  Com- 
pany at  any  time  after  the  declaration  of  the  interference,  and  the 
matter  adduced  during  the  taking  of  testimony  of  witnesses  in  behalf 
of  The  William  Lea  A  Sons  Company  does  not  form  proper  basis 
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for  a  motion  for  dissolution.    On  the  other  hand,  it  is  evidence  which 
should  properly  be  considered  upon  the  final  hearing  of  the  case. 
The  decman  of  the  Ewaminer  of  Interferences  is  affirmed. 


Hebbst  v.  The  Bothenberg  Co. 

Decided  September  26, 1908. 
187  O.  O.,  1989. 

1.  TBADB-MABXS— ALTB1HATIVE8. 

The  words  **  Old  Jadge  "  and  a  so-called  pictorial  representation  of  an  old 
Jadge  are  not  altematiyes,  since  the  picture  does  not  have  any  snch  char- 
acteristics as  would  cause  the  same  to  be  designated  by  tlie  name  "Old 
Judge  "  unless  associated  with  the  words  **  Old  Judge." 

2.  flAMB— OfPOSITIOR — ^PBIOB    iNTBSFBBBlfCB— RbS    ADYUDICATA. 

A  decision  in  an  interference  inyolying  a  trade-mark  consisting  of  the 
words  **  Old  Judge  "  does  not  render  the  question  of  registration  of  the  pic- 
ture of  an  old  man  ret  adiudioata,  although  the  exhibits  in  the  interference 
showed  that  the  words  **01d  Judge"  were  used  by  one  of  the  parties  in 
connection  with  the  picture. 

Appeal  from  the  Examiner  of  Interferences. 

TBADB-lfABK   VOB   WHISKY. 

Messrs.  Bacon  <&  Milans  for  Herbst 

Mr.  Nicholas  A.  Acker  for  The  Rothenberg  Co. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences dismissing  notice  of  opposition  and  adjudging  that  The  Rothen- 
berg Company  is  entitled  to  the  registration  of  the  mark  for  which 
it  has  made  application.  The  mark  as  described  in  the  original  speci- 
fication is  said  to — 

consist  of  a  conventional  pictorial  representation  of  a  Judge^  the  right  arm 
being  raised,  and  the  hand  thereof  holding  a  glass  of  liquor. 

It  is  alleged  in  the  notice  of  opposition  that  the  opposer  and  his 
predecessors  in  business — 

for  many  years  past  applied  continuously  the  trade-mark  "Old  Judge**  to 
whisky  and  claim  the  exclusive  right  to  such  trade-mark — 

and  that — 

in  interference  proceeding  No.  24,870  the  right  of  registration  of  the  trade-mark 
"Old  Judge**  is  being  contested  and  determined  but  in  that  Interference  The 
Rothenberg  Ck>mpany  being  the  above-named  applicant  have  presented  as  ex- 
hibits in  connection  with  their  proofs  certain  labels  which  contain  a  representa- 
tion of  a  figure  illustrated  in  the  drawing  accompanying  such  application  No. 
15»Q69,  and  associated  with  such  pictorial  representation  on  their  label  are  the 
e0025—H.  Doc.  1340. 00-2 ^10  o 
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words  "Old  Judge*'  thereby  designatliig  that  the  said  pictorial  repreaentatlaii 
is  intended  and  particularly  designed  to  represent  an  elderly  jurist  or  as  tlie 
trade-mark  implies  an  old  Judge. 

The  record  shows  that  a  demurrer  was  filed  against  the  notice  of 
opposition,  which  was  overruled  by  the  Examiner  of  Interferences, 
and  the  applicant  required  to  answer  the  notice  of  opposition.  An 
answer  was  thereupon  filed,  in  which  it  was  admitted  that  the  said 
The  Eothenberg  &  Company  was  a  party  to  interference  proceeding 
No.  24,870  and  that  proofs  were  duly  taken  by  the  parties  of  this  inter- 
ference, but  denies  that  in  the  decision  rendered  in  connection  with 
the  interference  the  opposer  was  adjudged  to  be  entitled  to  an  award 
of  priority  as  to  the  trade-mark  "  Old  Judge  "  or  that  it  was  declared 
that  the  opposer  was  entitled  to  the  exclusive  right  of  the  name  ^  Old 
Judge.''    Section  8  of  the  answer  reads  as  follows: 

Eight  Admits  that  in  the  said  mentioned  interferrace  Na  24,870»  the  defend- 
ant herein  presented  and  exhibited  in  connection  with  its  proofo  certain 
labels,  which  labels  contained  the  representation  of  the  figure  iUustrated  in  the 
drawings  accompanying  the  application  No.  16,668  inyolved  in  the  present  pro- 
ceedings; but  denied  that  the  trade-mark  involyed  herein  was  in  any  manner 
embraced  in  the  proceedings  of  the  interference  No.  24370  entitled  8oU>mon  (7. 
Herhat  v.  Records  d  Ooldshorough  v.  The  Rothenherg  Co. 

The  record  of  interference  No.  24,870  shows  that  the  right  of  r^;is- 
tration  was  denied  to  all  of  the  parties  to  that  interference. 

After  the  filing  of  the  answer  motion  for  judgment  was  made  by 
Herbst  upon  the  ground  that  in  view  of  the  decision  of  the  Commis- 
sioner of  Patents  in  said  interference  and  of  the  admissions  in  the 
answer,  especially  those  above  quoted,  the  question  of  the  right  of 
registration  of  the  words  "  Old  Judge  ^  and  the  pictorial  representa- 
tion of  the  old  judge  was  rea  adjudicata.  This  motion  for  judgment 
was  denied  by  the  Examiner  of  Interferences  upon  the  ground  that 
the  issue  of  interference  No.  24,870  was  the  words  ^  Old  Judge  '^  as  a 
trade-mark  for  whisky,  whereas  in  the  present  case  the  question  in- 
Tolyed  is  the  right  of  registration  of  the  picture  of  an  old  man  as  a 
trade-mark  for  whisky.    He  stated  in  his  decision  that — 

the  similarity  of  the  labels  accompanying  the  applications  involved  in  Intei^ 
ference  No.  24,870  and  those  accompanying  the  present  application  does  not 
prove  that  the  Rothenherg  Ck>mpany  has  so  used  the  two  marks  as  to  make  them 
alternative.  According  to  the  Trade-Mark  Act  of  1905  these  labels  oic  speci- 
mens ar^  submitted  for  the  purpose  of  demonstrating  in  the  ex  parte  applica- 
tion the  manner  of  using  the  trade-mark.  The  operation  and  extent  of  soch 
use  which  are  extremely  important  in  the  determination  of  whether  the  public 
has  been  led  to  consider  the  two  marks  alternatives  are  not  evidenced  by  the 
label.  We  have  then  no  evidence  to  support  the  contention.  There  was  there- 
fore a  different  question  decided  in  the  interference  than  that  to  be  decided  In 
this  opposition  and  this  contention  is  analogous  to  the  differences  of  the  cause 
of  motion  in  an  equity  suit 
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He  therefore  held  the  subject-matter  of  the  opposition  was  not  res 
ad  judicata  by  reason  of  the  decision  in  the  interference  and  set  times 
for  taking  testimony  in  the  opposition  proceeding. 

No  testimony  was  adduced  by  either  of  the  parties  to  this  proceed- 
ing, and  upon  final  hearing  of  the  case  the  notice  of  opposition  was 
dismissed.  The  same  question  is  now  presented  as  was  considered  by 
the  Examiner  of  Interferences  upon  the  motion  for  judgment,  and 
it  is  again  urged  that  the  parties  to  this  proceeding  are  the  same 
as  those  involved  in  the  former  interference  and  that  the  subject- 
matter  involved  in  the  former  interference  was  the  trade-mark  ^'  Old 
Judge,"  as  admitted  in  the  answer  above  quoted. 

It  may  be  stated  that  the  record  of  interference  No.  24,870  shows 
that  the  issue  was  defined  as  ^^  the  words  ^  Old  Judge '  for  whisky.'' 
It  cannot,  therefore,  be  held  that  the  issue  of  that  interference  was 
of  sufficient  scope  to  include  the  pictorial  representation  involved  in 
this  proceeding.  Furthermore,  no  evidence  has  been  offered  by  the 
opposer  to  establish  the  true  altemativeness  of  the  words  ^  Old 
Judge  "  and  the  pictorial  representation  referred  to,  although  oppor- 
tunity was  given  for  the  presentation  of  such  proof.  In  the  decision 
dted  by  opposer  in  support  of  his  contention  the  pictorial  represen- 
tations were  such  as  would  necessarily  be  known  by  the  name  which 
was  considered  an  alternative.  This  condition  does  not  obtain  in  the 
present  case.  The  so-called  picture  of  an  old  judge  does  not,  in  my 
opinion,  have  any  such  characteristics  as  would  cause  the  same  to  be 
designated  by  the  name  of  ^^  Old  Judge  "  if  not  associated  with  the 
words  "Old  Judge." 

In  view  of  these  facts  I  am  of  the  opinion  that  the  decision  of  the 
Examiner  of  Interferences  dismissing  the  notice  of  opposition  was 
dearly  righty  and  it  is  affi/rmsd. 


Ex  PARTE  MaYNABD. 

Decided  December  4, 190B. 
137  O.  G.,  1940. 

CSLAMIVIOAnOR^-RBQUEST  lOB  TSiLRSFBB  nOM  OnC  DIVISIOR  TO  ANOTHEIk 

The  filing  of  petitions  requesting  that  an  application  be  transferred  from 
one  division  to  another,  which  are  in  the  nature  of  complaints,  condemned. 

On  PBTmoN. 

K1«BB0U>KBT-H00P. 

Messrs.  BettSj  Sheffield^  Bentley  <k  Betts  for  the  applicant* 

MooRB,  Commissioner: 

This  is  a  petition  that  the  above-entitied  application  be  transferred 
from  the  jurisdiction  of  the  Examiner  now  in  charge  of  the  case  to 
the  jurisdiction  of  some  other  Examiner  upon  the  ground  that  in 
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almost  any  other  division  of  the  Patent  Office  the  differences  set  forth 
in  the  didms  over  the  prior  art  would  result  in  the  allowance  of  the 
application. 

The  record  shows  that  this  application  has  received  two  actions 
by  the  Office,  in  the  first  of  which  certain  references  were  cited 
against  the  claims  and  in  the  second  of  which  the  Examiner  pointed 
out  the  pertinen<7  of  the  same  references  to  the  claims  as  amended 
at  that  time.  There  appears  to  be  no  reason  for  the  presentation  of 
a  petition  of  this  character,  and  the  filing  of  such  petitions,  which 
are  in  the  nature  of  complidnts,  is  to  be  condemned.  Proper  dassi- 
fication  of  inventions  requires  that  those  of  the  same  character  shall 
be  retained  in  the  same  division,  and  it  is  unreasonable  that  the  Office 
should  be  requested  to  transfer  a  single  application  to  a  division  in 
which  other  inventions  are  classified  or  that  the  Office  should  transfer 
an  entire  class  to  a  different  division  merely  because  a  single  appli- 
cant is  dissatisfied  with  the  character  of  the  action  which  his  appli- 
cation receives.  If  the  applicant  after  traversing  the  reasons  stated 
by  the  Examiner  is  of  the  opinion  that  the  Examiner's  action  is 
erroneous,  he  has  the  adequate  remedy  of  appeal. 

It  may  be  said  in  conclusion  that  complaints  by  innuendo  against 
Examiners  should  not  be  made  in  papers  forming  part  of  the  record 
of  an  application.  For  this  reaacn  it  is  ordered  that  the  request  -filed 
November  5,  together  mth  the  Examiner^s  answer  and  the  brief  filed 
tn  connectiof^  therewith^  be  removed  from  the  file. 


Ex  PASTE  BaBTHOI/)MEW. 

Decided  November  £5,  1908. 
137  O.  G.,  1940. 

BsRKAinre— SfTmcmiOT  or  Showing. 

A  rehearing  of  a  dedalon  upon  the  patentability  of  the  claims  of  an 
invention  will  not  be  granted  on  the  bare  statement  that  information  which 
it  is  sought  to  present  upon  rehearing  "could  not  have  been  obtained  at 
an  earlier  date*'  where  there  was  a  delay  of  eleven  months  after  the  de- 
cision before  the  petition  for  rehearing  was  filed  and  there  is  no  excuse 
for  this  delay  nor  any  showing  that  if  proper  diligence  had  been  exercised 
the  information  referred  to  could  not  have  been  obtained  at  an  earlier  date. 

On  Petition. 

PSOCBBS  FOa  MAKING  VKNEEB  BABULS. 

Messrs.  Bates^  Fauts  dk  HuU  for  the  applicant. 

BiLUNOS,  Assistant  Commissioner: 

This  is  a  petition  for  rehearing  in  a  case  where  certain  claims  were 
held  to  be  unpatentable  in  my  decision  rendered  December  23, 1907. 
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Petitioners  state  that  since  the  rendering  of  the  said  decisidn  they 
have  received  information  which,  if  permitted  to  present  the  same, 
they  believe  would  result  in  a  change  in  the  decision  rendered.  They 
state  that  this  information  could  not  have  been  obtained  by  them 
at  an  earlier  date  and  that  they  are  prepared  to  furnish  affidavits 
embodying  said  information. 

In  the  case  of  Parker  Y.Mpoan^  (78  MS.  Dec,  400,)  where  a  peti- 
tion of  similar  character  was  presented,  the  Copmiissioner  said: 

The  only  reaMmB  giyen,  tberefore,  for  a  rehearing  In  this  case  are  that  the 
petitioner  has  dlBcovered  new  facts  which  have  a  hearing  upon  the  qnestiona 
decided  tlierein. 

Such  a  showing  is  clearly  insafflci^t  to  warrant  a  rdiearing.  Upon  a  peti- 
tion for  rehearing  on  the  ground  of  newly-discovered  evidence  it  is  essential  that 
such  evid^ce  be  distinctly  stated.  It  is  not  safficient  to  allege  merely  that 
new  facts  have  been  discovered.    iAllU  v.  Stawell,  86  Fed.  Bep^  481.) 

Furthermore,  beyond  a  bare  statement  that — 
this  information  could  not  have  been  obtained  by  them  at  an  earUer  date — 

there  is  no  showing  in  excuse  of  the  delay  of  eleven  months  in  bring- 
ing this  petition,  nor  is  there  any  showing  that  if  proper  diligence 
had  been  exercised  the  information  referred  to  could  not  have  been 
obtained  at  an  earlier  date. 
The  petition  is  denied. 


Ex  PASTE  Chaffee. 

Bedded  Jfovemher  S7»  1908. 
137  O.  O.,  1941. 

1.  AMSKDlCBlfT— ADOINO  DDTKBBNT  SPBCIBS. 

The  statement  in  the  original  specification  that  "  I  am  aware  of  aeyeral 
modified  forms  of  my  invention  but  deem  it  unnecessary  to  lUnstrate  and 
describe  the  same  in  detail "  does  not  warrant  the  insertion  by  amendment 
of  descriptions  and  illustrations  of  species  different  from  that  originally 
disclosed. 

2.  Dbawinos— Shect  Cohtainino  Orlt  Okk  Fioitbb. 

A  sheet  of  drawings  containing  only  one  figure^  occupying  only  a  smaU 
portion  of  one  side  thereof;  is  objectionable. 

On  Petition. 

WINDOW-SASH   AHO  LOCK  THBIVOB. 

Mr.  H.  F.  Newbury  and  Messrs.  Oeorgii  dk  Massie  for  the  appli- 
cant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  that  the 
additional  sheet  of  drawings  filed  May  25,  1906,  together  with  the 
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amendatory  matter  referring  thereto  contained  in  the  amendment 
filed  May  25, 1906,  be  canceled. 

The  Examiner  based  his  requirement  as  to  Figures  18, 14,  16,  16, 
and  17  on  the  ground  that  they  involye  new  matter  and  as  to  Fig.  12 
on  the  ground  that  it  was  unnecessary  and  to  allow  it  to  remain  in 
the  case  would  leave  the  sheet  of  drawings  unbalanced. 

The  record  shows  that  the  case  as  originally  filed  contained  the 
following  statement: 

I  am  aware  of  seyeral  modified  forms  of  my  InyeDtioii  bnt  deem  it  umeces- 
sary  to  Ulustrate  and  describe  the  same  in  detail. 

The  Examiner  required  that  the  matter  referred  to  in  the  above- 
quoted  statement  be  illustrated  or  the  same  be  canceled.  In  req>onse 
to  this  requirement  applicant  filed  the  sheet  of  drawings  above 
referred  to.  An  examination  of  the  application  shows  that  the  mat- 
ter illustrating  Figs.  13  to  17  was  nowhere  specifically  described  in 
the  specification,  and  the  same  therefore  embodies  new  matter  and 
should  be  canceled.  It  is  doubtless  true  that  in  a  broad  sense  the 
invention  disclosed  in  these  figures  is  within  the  statement  of  inven- 
tion in  the  original  application.  Such  a  statement  does  not,  however, 
give  an  applicant  authority  for  subsequently  inserting  in  the  case 
descriptions  and  illustrations;  of  different  species  of  his  invention. 

As  to  Fig.  12  the  illustration  shown  therein  appears  to  be  entirely 
unnecessary,  and,  since  it  occupies  a  small  portion  of  one  side  of  the 
sheet,  to  allow  the  same  to  remain  in  the  case  would  necessitate  a 
requirement  for  a  new  sheet  of  drawings  having  only  this  figure 
thereon. 

The  petition  is  denied. 


Ex  PASTE  AULT. 

Decided  December  2, 1908. 
137  O.  G.,  1941. 


BXAM INATION  OV  APPUOATIONS — BzPLAlf  ATIOlf  OV  RUFEBIWCM — FlHAL  RWBOTIOlf. 

Where  the  pertinency  of  the  references  liad  been  ralBciently  explained  and 
claims  were  .presented  witliont  argument,  but  with  a  request  for  farther 
explanation  of  the  references,  a  final  rejection  of  the  claims  was  proper. 

On  Petttion. 

WASHBOABD. 

Messrs.  C.  A.  Snow  dk  Company  for  the  applicant 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  reopen  this  case 
for  the  purpose  of  applying  the  references  to  ^^eack  feature  of  the 

claimSk"  Jigitlzed  by  V^ 
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The  inyention  upon  which  application  for  patent  is  made  is  an 
alleged  improvement  in  washboards.  The  record  shows  that  the 
Examiner  rejected  the  claims  presented  in  the  original  application 
and  specifically  applied  the  references  to  each  of  the  claims.  In  view 
of  amendment  the  Examiner  in  his  next  action  cited  two  additional 
references.  Upon  subsequent  amendments  to  the  case  the  Examiner 
relied  upon  the  references  of  record  in  the  case,  each  time  indicating 
the  manner  in  which  the  references  were  to  be  combined. 

On  April  22, 1908,  the  applicant  requested  the  Examiner  to  apply 
the  references  specifically.  In  response  to  this  request  the  Examiner 
made  further  explanation  of  the  application  of  the  references  to  the 
dauns  and  concluded  his  letter  as  follows: 

In  the  opinion  of  tbe  Examiner  the  entire  application  preeenta  nothing  that  is 
patentable  oyer  the  references  that  have  been  cited;  and  as  the  application  lias 
already  received  nine  rejectiana  the  claims  should  be  put  in  condition  for  final 
action. 

In  response  to  this  action  the  applicant  remedied  a  certain  infor- 
mality in  one  claim  and  again  requested  the  Examiner  to  explain  the 
pertinency  of  the  references. 

In  reply  the  Examiner  stated : 

The  daims  are  rejected  on  the  references  and  for  the  reasons  previously  given 
for  the  same.   This  rejection  is  made  final. 

It  is  contended  on  behalf  of  the  petitioner  that  the  Examiner  has 
refused  to  apply  the  references  in  regard  to  certain  specified  features, 
and  it  is  urged  that — 

an  applicant  should  be  entitled  to  have  every  feature  of  his  invention  treated  by 
tbe  Primary  Examiner  and  when  all  of  the  features  have  been  thoroughly 
exhausted,  and  the  applicant  still  believes  himself  to  be  entitled  to  a  patent,  it 
Is  then  that  the  case  should  be  carried  to  the  Board  of  Examiners-in-Chief  on 
appeaL  There  is  one  feaure  in  the  present  application  which  has  apparently 
n€t  been  given  consideration  by  the  Examiner  and  that  is  the  feature  heretofore 
noted. 

The  invention  for  which  application  for  patent  is  made  is  an 
extremely  simple  one,  and  in  view  of  the  explanations  of  the  Exam- 
iner the  pertinency  of  the  references  should  have  been  sufficiently 
obvious  to  one  skilled  in  the  art,  and  especially  to  attorneys  actively 
prosecuting  applications  before  the  Patent  Office.  The  claims  in 
issue  were  presented  a  second  time  without  argument,  and  the  request 
that  the  pertinency  of  the  references  be  further  explained  is  believed 
to  have  been  unnecessary.  The  Examiner,  therefore,  adhering  to  his 
original  opinion  and  having  no  new  grounds  of  rejection  to  offer,  very 
properly  decided  that  the  prosecution  of  the  case  before  him  should 
dose. 

The  Exammer^s  action  finally  rejecting  the  claims  was  not  pre^ 
mature^  and  the  petition  is  accordingly  denied,  jgtzedbyGoOQle 
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BaBOOCK  V.  PlOKABD  V.  AbHTON  AND  GUBTIS. 

Deol4ed.  Deoember  2.  1908. 

1S7  O.  G^  1942. 

IHTBUriMirCB— AOCTBfl  TO  Afpucation. 

A  party  to  an  interference  is  not  entitled  to  eee  the  parent  application 
of  a  patent  of  the  opposing  party  referred  to  in  his  preliminary  statement 
wben  it  does  not  appear  tbat  tlie  opposing  party  Is  relying  on  soch  parent 
application  to  establisii  a  date  of  constmctiYe  rednctlon  to  practioe. 

On  Petition. 

OSGILLATION-BBCDVB. 

Messrs.  WUkinsan^  Fisher  dk  Witherspoan  for  Baboock. 
Mr.  Philip  Famswarth  and  Messrs.  Meyers^  Cushman  dk  Rea  for 
Pickard. 
Mr.  J.  OdeU  Fowler  for  Ashton  and  Curtis. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  by  Ashton  and  Curtis  that  they  be  permitted 
to  inspect  and  obtain  a  copy  of  the  application  of  Pickard,  Serial 
No.  842,466. 

The  petition  is  based  on  the  following  grounds: 

1.  That  in  the  preliminary  statement  filed  by  Pickard  the  follow- 
ing statement  is  made : 

That  on  Angnst  80,  1900,  he  filed  his  application  for  patent,  Serial  Number 
882,607  (which  resulted  in  Patent  No.  877,461,  January  21,  1908)  for  the  pur- 
pose and  with  the  intent,  object  and  result  of  broadly  protecting  the  subject- 
matter  of  the  counts  herein,  together  with  yarious  and  all  other  substances 
and  classes  of  substances  which  are  included  within  the  broad  invention  of 
said  patent 

2.  That  the  record  shows  that  on  August  80,  1906,  Pickard  filed 
an  application  ^r  Patent  Serial  No.  832,697;  that  this  application 
was  divided,  the  divisional  case  being  No.  842,466,  and  that  this  was 
again  divided,  the  latter  divisional  case  being  numbered  401,856; 
that  the  first  application  matured  into  Patent  No.  886,581  and  the 
last  into  Patent  No.  877,451;  that  it  appears  from  the  record  of 
this  latter  patent  that  no  references  were  cited  therein,  but  it  was 
stated  that  the  claims  of  application  Serial  No.  342,465  were  not 
patentable  over  the  claims  thereof. 

It  is  argued  on  behalf  of  Ashton  and  Curtis  that  since  this  latter 
patent  is  referred  to  in  Pickard's  preliminary  statement  they  are 
entitled  to  see  the  intermediate  application,  which  is  the  parent  ap- 
plication so  far  as  the  latter  patent  is  concerned,  in  order  to  ascertain 
what  references  were  cited  therein,  as  no  references  were  cited  in  the 
application  on  which  the  latter  patent  was  granted.  ^  QooqIc 
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This  contention  is  belieyed  to  be  not  well  founded.  None  of  the 
applications  referred  to  in  the  petition  is  involved  in  the  interference, 
and  therefore  the  case  does  not  fall  within  the  ruling  in  those  deci- 
sions which  hold  that  where  a  divisional  application  is  involved 
in  an  interference  the  other  party  to  the  interference  has  a  right  to 
obtain  access  to  the  parent  application.  Nor  does  it  appear  from 
Pickard's  preliminary  statement  that  he  is  relying  on  these  appli- 
cations in  any  such  manner  as  would  entitle  Ashton  and  Curtis  to  see 
the  intermediate  application.  If  by  the  paragraph  referred  to  in 
Pickard's  preliminary  statement  he  intends  to  claim  that  he  is  entitled 
to  August  8O9 1906,  as  evidence  of  conception  or  reduction  to  practice 
of  the  invention  involved  therein,  the  only  question  which  could  arise 
would  be  whether  the  application  which  resulted  in  Patent  No. 
877,451  was  a  division  of  application  Serial  No.  382,697,  filed  August 
80, 1906,  and  this  question  is  in  no  way  concerned  with  whether  the 
application  on  which  Patent  No.  877,451  was  granted  was  a  division 
of  the  intermediate  application  or  not,  since  if  the  matter  shown  in 
the  latter  application  was  disclosed  in  the  earlier  Pickard  would 
be  entitled  to  the  benefit  of  that  date. 

The  petition  is  denied. 


Ex  PASTE  Litchfield. 

Decided  December  2,  1908. 

187  O.  G.,  1942. 

BBonanHo  Appucation  fob  Pdbtheb  FBosEcirnoif  Afteb  Final  Rbjbctiov. 
Where  the  claims  in  an  application  are  finally  rejected  after  a  full  prose- 
cation  by  the  applicant  and  a  clear  iasne  baa  been  reached  between  the  ap- 
plicant and  the  Primary  Examiner,  the  oaae  wiU  not  be  reopened  for 
farther  proeecation. 

On  PfcnnoN. 

washboabd. 

Messrs.  C.  A.  Snow  dk  Company  for  the  applicant 

BnxiNQS,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  reopen  the 
above-entitled  application  and  to  give  an  action  on  the  merits  of  the 
daim  presented  by  amendment  of  January  7, 1908. 

The  record  shows  that  the  claims  originally  presented  were  rejected 
and  the  pertinency  of  the  references  pointed  out,  and  that  subse- 
quently the  application  of  the  references  to  the  claims  was  repeatedly 
pointed  out  in  view  of  the  amendments  presented.  On  September 
26, 1907,  a  new  claim  was  presented  in  place  of  the  claims  then  pend- 
ing and  was  rejected  by  the  Examiner  upon  two  references  a^d  the 
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manner  in  which  these  references  were  to  be  combined  was  set  forth. 
On  January  7,  1908,  a  claim  covering  the  samd  subject-matter,  but 
differing  in  terms,  was  presented,  whereupon  the  Examiner  made  the 
following  action : 

The  claim  is  rc(Jected  oq  the  Feftfences  cited  in  the  Office  letter  of  October  19, 
1907»  and  this  r^ection  is  made  final. 

Thereafter  the  applicant  presented  an  amendment  adding  a  second 
claim  and  requesting  that  the  Examiner  point  out  under  Rule  65  the 
reason  for  rejection  of  the  claim  inserted  by  the  amendment  dated 
January  6,  1905.  The  Examiner  thereupon  refused  to  enter  the 
amendment,  for  the  reason  that  the  case  was  under  final  rejection, 
and  further  pointed  out  that — 

the  application  of  the  references  to  the  finally-rejected  claim  is  given  in  tbe 
Office  letter  of  October  19, 1907. 

The  applicant  endeavored  to  further  prosecute  the  case,  but  sub- 
sequent amendments  were  not  accepted  by  the  Examiner. 

The  invention  in  controversy  is  an  exceedingly  simple  one,  and  the 
pertinency  of  the  references  to  the  claims  presented  and  to  the  inven- 
tion is  obvious,  especially  in  view  of  the  statements  contained  in  the 
Examiner's  letters.  There  appears  to  have  been  a  clear  and  unmis- 
takable issue  reached  as  to  the  patentability  of  the  invention  at  the 
time  the  Examiner  finally  rejected  the  claim,  and,  for  the  reasons 
stated  m  ex  parte  Lasanee^  (C.  D.,  1907,  874;  181  O.  O.,  1421,)  the 
action  of  the  Examiner  finally  rejecting  the  claim  on  February  18, 
1908,  was  not  premature.  In  view  of  this  fact  there  appears  to  be 
no  reason  for  reop^iing  the  case  for  the  purpose  of  further  amend- 
ment 

The  petition  ie  denied. 

Ex  PAHTB  MiLLEB. 

Decided  December  10, 1908. 

1S7  O.  Q^  1M8. 

Dbjlt  nr  Coimmira  Appuoation— Nxw  Oath  RaQUixD). 

Where  a  petition,  oatb,  q>eciflcatioQ,  and  drawing  were  filed  in  tbe  Ofllee 
on  a  certain  date^  but  tbe  fee  was  not  paid  until  over  four  months  later,  a 
new  oath  was  properly  required. 

On  Pbtition. 

aAniWAT-MAn.  oatohbs  ahd  dkuvkubs. 

Mr.  Frank  J.  Tuttle  for  the  applicant 

BiLLiKGS,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requir- 
ing an  additional  oath  in  this  case  under  the  provisions  of  Rule  46. 
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on  the  ground  that  the  application  was  not  filed  complete  within  a 
reasonable  time  after  the  execution  of  the  original  oath.  {See  ex 
parte  Branna,  C.  D.,  1901,  282;  97  O.  Q.,  2588.) 

The  record  shows  that  the  original  oath  was  executed  April  28, 
1908.  The  petition,  oath,  specification,  and  drawing  were  filed  in 
the  Patent  Office  on  April  80,  1908,  two  days  thereafter.  The  first 
fee  of  fifteen  dollars,  however,  was  not  paid  into  the  Patent  Office 
until  September  17,  1908,  and  the  application  was  therefore  given  a 
complete  filing  date  as  of  September  17, 1908,  in  accordance  with  the 
practice  in  such  cases. 

The  only  reason  for  requiring  an  applicant  to  file  an  oath  executed 
on  a  date  near  to  the  date  upon  which  his  application  was  filed  com- 
plete is  to  make  certain  the  facts  regarding  public  use  and  sale,  pub- 
lication of  the  invention,  and  prior  patenting,  which  are  required  to 
be  set  forth  in  the  oath.  It  is  very  evident  that  the  same  deficiency 
exists  with  regard  to  these  allegations  set  up  in  the  oath  in  the  present 
case,  where  the  oath  is  sworn  to  on  a  certain  date  and  promptly  filed 
in  the  Patent  Office,  together  with  the  usual  papers  constituting  the 
application,  and  the  fee  necessary  to  complete  the  filing  of  the  appli- 
cation is  withheld  from  payment  for  a  period  of  six  months  or  more, 
as  they  do  in  a  case  such  as  considered  in  ew  parte  Brannaj  supra^ 
where  the  oath  is  sworn  to  on  a  certain  date  and  the  application  re- 
tained in  the  hands  of  the  inventor  and  filed  complete  in  the  Patent 
Office  some  months  thereafter. 

As  stated  above,  in  the  present  case  the  oath  was  sworn  to  on  the 
28th  of  April.  The  petition,  oath,  specification,  and  drawing  were 
filed  on  the  80th  of  April,  and  the  fee  was  filed  in  the  Patent  Office 
September  17.  The  application  therefore  received  a  complete  filing 
date  of  September  17.  To  accept  this  application  without  the  filing 
of  a  new  oath  would  necessitate  reading  into  the  present  oath  the 
facts  that  the  applicant  on  the  28th  of  April,  1908,  took  oath  that 
there  had  been  no  public  use  or  sale  of  the  invention  or  publication  of 
the  invention  or  patenting  of  the  invention  for  more  than  two  years 
prior  to  September  17,  the  date  of  the  filing  of  the  application  com- 
plete. It  is  evident  from  the  reading  of  the  oath  which  was  executed 
the  28th  of  April  that  the  applicant  did  not  upon  that  date  swear  to 
any  such  facts.  While  the  facts  in  the  case  of  ex  parte  Branna 
(G.  P.,  1901,  232;  97  O.  O.,  2683,)  are  not  exactly  the  same  as  the 
facts  in  this  case,  tiie  principles  announced  in  that  decision  are  equally 
applicable  to  this  case. 

The  petition  is  denied. 


Digitized  by 


Google 


288  DECI6IOK8  OF  THB  OOHIOBSIONEB  OT  PATENTS. 

EjBin*  V.  WHiflON  v.  Jeffbbt  Ain>  Jkffbbt. 

Decided  Deoemler  15, 1908. 
137  O.  Q.,  1948. 

1.  PBEUinNABT  BTATElfXinV-AlCEirDlfEirr  AVTEB  TE8TIM0NT. 

Where  daring  the  taking  of  testimony  notice  was  given  by  counsel  for 
W.,  in  connection  with  an  answer  of  a  witness  as  to  the  date  of  dlscloflorei 
of  an  intention  to  present  a  motion  for  leave  to  amend  W.'s  preliminary 
statement,  Held  that  such  notice  is  insufficient  to  warrant  amendment  of 
the  statement  to  change  the  allegation  of  making  a  model  to  an  allegation 
of  reduction  to  practice  at  such  date. 

2.  Sams — SAira — ^Delat  in  Bbinging  Motion. 

Where  counsel  for  W.  was  apprised  of  the  fticts  which  W.  expected  to 
prove  as  early  as  September  28,  1908,  and  the  testimony  in  behalf  of  W. 
was  filed  in  the  Patent  Office  on  Octob^  0, 1908,  but  the  motion  to  amend 
the  preliminary  statement  was  not  filed  until  Ck*tober  30,  Held  that  in  the 
absence  of  sufficient  excuse  the  delay  in  filing  the  motion  warrants  the 
denial  of  the  motion. 

Appeal  on  Motion. 

SPABKINO-PLUO. 

Messrs.  Knight  Brothers  for  Kent 

Mr.  Victor  J.  Evans  for  Wilson. 

Mr.  William  8.  Hodges  for  Jeffery  and  Jeffery. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  foy  Wilson  from  a  decision  of  the  Examiner  of 
Interferences  denying  his  motion  for  leave  to  file  an  amended  pre- 
liminary statement  Wilson  in  his  original  statement  alleged  con- 
ception of  the  invention  about  the  1st  of  August,  1905,  drawings 
about  the  Ist  of  September,  1905,  disclosure  about  the  15th  of  Janu- 
ary, 1906,  making  of  the  model  on  or  about  the  1st  of  October,  1905, 
and  the  reduction  to  practice  about  the  1st  of  September,  1906.  By 
the  proposed  amendment  the  allegation  of  the  making  of  a  model 
about  the  Ist  of  October,  1905,  is  changed  to  a  reduction  to  practice 
at  that  time. 

Peter  H.  Wilson,  the  appellant,  testified  that  on  or  about  the  1st  of 
September,  1905,  he  made  a  drawing  which  he  offered  in  evidence 
as  ^^  Exhibit  A."  In  answer  to  Question  23,  whether  he  ever  showed 
the  sketch  to  any  one  about  the  time  he  completed  it,  he  said,  ^  I 
showed  it  to  my  wife  at  that  time.''  Objection  was  made  to  the 
question  on  the  ground  that  it  tended  to  establish  a  date  of  disclosure 
at  variance  with  the  allegation  in  the  preliminary  statement.  There- 
upon counsel  for  Wilson  gave  notice  on  the  record  that  he  would  as 
soon  as  practicable  after  the  conclusion  of  the  testimony-in-chief  of 
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Wilson  move  the  Commissioner  of  Patents  for  leave  to  amend  Wil- 
son's preliminary  statement    Wilson  was  therefore  asked : 

Q.  24.  state  when  yon  first  made  a  model  showing  this  Invention? 
A.  AbOQt  October  1st,  1906,  I  should  jodge. 

At  a  subsequent  point  in  the  examination  this  ''model''  was 
offered  in  evidence.  No  hint  was  then  given  that  the  previous  notice 
of  intention  to  amend  the  statement  included  an  intention  to  amend 
the  allegation  with  regard  to  the  ^  modeL"  The  presumption  still 
existed  that  the  motion  to  amend,  if  brought  at  all,  would  be  for  the 
purpose  of  correcting  the  alleged  date  of  disclosure.  No  further 
notice  appears  in  the  record  of  any  intention  on  the  part  of  Wilson 
to  move  for  permission  to  amend  the  preliminary  statement  in  re- 
spect to  the  date  of  reduction  to  practice  of  the  invention.  The  tes- 
timony-in-chief was  taken  in  behalf  of  Wilson  on  the  7th  of  October, 
1908,  and  was  filed  in  the  Patent  Office  on  the  9th  of  October.  The 
motion  to  amend  Wilson's  preliminary  statement  was,  however,  not 
filed  until  the  80th  of  October,  1908. 

The  Examiner  of  Interferences  denied  Wilson's  motion  to  amend, 
upon  the  ground  that  the  failure  of  Wilson  to  move  prcxnptly  to  file 
his  amended  statement  after  the  discovery  of  the  alleged  error  in  his 
original  preliminary  statement  had  lost  him  any  rights  which  he 
might  have  to  the  relief  sought  The  decision  of  the  Examiner  of 
Interferences  was  clearly  right.  The  notice  contained  in  the  record 
appears  in  connection  with  the  testimony  relative  to  the  disclosure 
of  the  invention  by  means  of  the  drawing,  which  was  objected  to 
by  counsel  for  Jeffery  and  Jeffery  as  being  inconsistent  with  Wil- 
son's preliminary  statement.  The  witness  was  examined  throughout 
in  respect  to  the  making  of  ^  models,"  and  counsel  for  Jeffery  and 
Jeffery  proceeded  to  cross-examine  Wilson  and  the  other  witnesses 
called  in  his  behalf  upon  the  testimony  taken. 

As  stated  by  the  Examiner  of  Interferences: 

It  may  well  be  that  had  the  attorney  for  Jeffery  and  Jeffery  been  apprised  of 
the  Intention  to  bring  a  motion  to  amend  Wilson's  preliminary  statement  carry- 
ing his  date  of  reduction  to  practice  back  to  October  1,  1005,  he  would  have 
desired  to  cross-examine  the  witnesses  on  behalf  of  Wilson  along  different  lines. 

It  must  therefore  be  held  that  the  notice  upon  the  record  is  insuffi- 
cient to  warrant  the  amendment  of  the  preliminary  statement  as 
desired.  Furthermore,  as  early  as  the  28d  of  September,  1906,  coun- 
sel for  Wilson  was  in  possession  of  knowledge  of  the  facts  which 
Wilson  expected  to  prove  and  on  October  7th  was  fully  advised  by 
Wilson's  testimony  of  the  character  of  the  device  alleged  to  be  a 
model.  It  was  incumbent  upon  him  to  move  promptly  to  amend  his 
preliminary  statement,  if  such  motion  was  to  be  brought  in  good 
&ith.    The  argument  presented  in  the  brief  that  the  Examiner  of 
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Interferences  failed  to  recognize  the  distinction  between  the  first 
intimation  that  a  mistake  had  occurred  and  a  full  discovery  of  the 
error,  which  necessitated  the  delay  fnmi  September  23  to  October  7, 
and  the  excuse  that  it  required  several  days  to  ascertain  the  facts 
presented  in  connection  with  the  motion,  the  consultation  of  the 
authorities  to  be  relied  upon  in  connection  with  such  motion,  and  in 
the  correspondence  absolutely  necessary  between  Wilson  and  his 
counsel  in  connection  with  the  affidavits  attached  thereto  do  not  con- 
stitute a  sufficient  excuse  for  the  delay  in  filing  the  motion  to  amend. 
The  decision  6f  the  Examiner  of  Interferencee  is  aprmed. 


ZlHHER  V.  HOSTON. 
Decided  December  H,  19(17, 

187  O.  G..  2219. 

1.  Irtebteibrck— PUOUTT. 

The  eridence  considered  and  Held  to  show  that  Z.  reduced  the  inven- 
tion to  practice  prior  to  the  earliest  date  claimed  by  H.,  and  therefore 
priority  was  properly  awarded  to  Z. 

2.  SAin— SAMB— OoifCBALMKNT. 

An  application  was  filed  by  B.  and  D.,  and  an  interfierence  was  declared 
between  it  and  a  patent  to  H.  Thereafter  an  application  was  filed  by  Z^ 
which  was  added  to  the  interference.  B.  and  D.*s  and  Z.'s  applications 
were  assigned  to  the  same  party,  and  E.  and  D.  conceded  priority  to  Z. 
It  appeared  Z.'s  application  was  filed  more  than  two  years  after  his  device 
was  built  and  tested.  Held  that  these  facts  do  not  bring  the  case  within 
the  doctrine  of  Maaon  v.  Hepburn,  as  Z.'8  device  was  tested  in  shops  open 
to  the  public  and  the  filing  of  the  application  of  E.  and  D.  negatived  any 
intention  on  the  part  of  the  assignee  to  almndon  the  invention. 
8.  Same — Same— ^Admissions  at  HBABiifo. 

Where  an  admission  is  made  before  one  of  the  tribunals  of  this  Oflice, 
the  party  making  such  admission  should  not  thereafter  be  allowed  to  re- 
pudiate it 

Appeal  from  Examiners-in-Chief. 

BHEOSTAT. 

Messrs.  Jones  dk  Addington  and  Mr.  Edwin  B.  H.  Tower^  Jr.,  for 
Hortcm.    {Mr.  Melville  Church  of  counsel.) 

Mr.  Albert  O.  Davis  for  Zimmer.  (Mr.  Robert  H.  Read  and  Mr. 
Frank  J.  Seabolt  of  counsel.) 

Moose,  Commissioner: 

This  is  an  appeal  by  Horton  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Zimmer  on  the  following  issue: 

1.  In  combination,  a  supply-circuit,  a  motor-armature  connected  to  said  sup- 
Mr<treuiti  a  motor-fleld  connected  to  said  supply-circuit,  a  resistance  ooniieettd 
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In  said  fleld-drctiit,  a  second  resistance  connected  in  said  armature-circnit,  a 
movable  member  for  controlling  said  field-circuit  and  a  second  movable  member 
for  controlling  said  armature-circuit,  said  second  member  movable  in  one 
direction  to  remove  tbe  resistance  controlled  thereby  from  the  armature-circuit, 
and  said  first  member  movable  in  an  opposite  direction  to  Insert  the  resist- 
ance controlled  thereby  in  the  field-circuit. 

2.  In  combinati<m,  a  supply-circuit,  a  motor-armature  connected  in  said  sup- 
ply-circuit, a  resistance  connected  in  said  field-circuit,  a  second  resistance  con- 
nected in  said  armature^ircuit,  a  movable  member  for  controlling  said  field 
resistance  and  a  second  movable  member  for  controlling  said  armature  resist- 
ance, said  second  member  movable  in  one  direction  to  remove  said  armature 
resistance  from  circuit  and  said  first  member  movable  in  an  opposite  direction 
to  insert  said  field  resistance  in  circuit,  means  tending  to  keep  said  second 
member  in  its  Initial  position,  and  a  magnet  for  retaining  said  second  member 
In  a  predetermined  position. 

3.  In  combination,  a  supply-circuit,  a  motor-armature  connected  in  said  sup- 
ply-circuit, a  motor-field  connected  in  said  supply-circuit,  a  resistance  connected 
In  said  field  circuit,  a  second  resistance  connected  in  said  armature  circuit,  a 
movable  member  for  controlling  said  field  resistance,  a  second  movable  mem- 
ber for  controlling  said  armature  resistance,  said  second  member  movable  in 
one  direction  to  remove  said  armature  resistance  from  circuit,  and  said  first 
member  movable  in  an  opposite  direction  to  insert  said  field  resistance  In  cir- 
cuit, a  spring  tending  to  keep  said  second  member  in  Its  initial  position,  and  a 
magnet  for  retaining  said  second  member  in  a  predetermined  position. 

4.  In  combination,  a  movable  member,  a  resistance  controlled  thereby,  a  sec- 
ond movable  member,  a  resistance  controlled  thereby,  a  magnet  to  retain  said 
second  movable  member  in  a  predetermined  position,  means  for  causing  said 
members  to  move  together  until  said  second  member  is  grasped  by  said  magnet 
and  thereafter  permitting  said  first  member  to  move  independently  of  said 
second  member. 

5.  In  combination,  a  movable  element,  a  resistance  controlled  thereby,  a  sec- 
ond movable  element,  a  resistance  controlled  thereby,  means  tending  to  keep 
said  second  movable  member  in  its  initial  position,  a  magnet  for  retaining 
said  second  member  in  a  predetermined  position,  and  means  whereby  said  first 
member  will  move  said  second  member  to  a  position  to  be  grasped  by  said  mag- 
net and  thereafter  operate  independently  of  said  second  member. 

T^e  invention  is  a  combined  motor-starter  and  speed-controller  in 
which  the  starting  and  field  resistances  are  both  under  the  control  of 
a  single  handle.  In  the  structures  of  both  parties  thip  is  effected  by 
providing  two  pivoted  arms,  one  in  circuit  with  the  starting  resist- 
ance and  the  other  with  the  field  resistance,  and  so  constructing  and 
arranging  the  arms  that  a  movement  of  one  causes  a  movement  of 
the  other. 

Zimmer  claims  to  have  conceived  the  invention  and  disclosed  it  to 
others  in  February,  1903,  and  to  have  reduced  it  to  practice  in  Janu- 
ary, 1904.  Horton  claims  conception  and  disclosure  on  May  8, 1904*, 
and  reduction  to  practice  in  June,  1904. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  held 
that  Zunmer  had  established  a  reduction  to  practice  prior  to  the  date 
of  conception  claimed  by  Horton  and  that  he  had  not  lost  his  right 
to  a  patent  by  concealment  of  his  invention.         jgitizedbyGoo 
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The  interference  was  originally  declared  between  the  patent  to 
Horton  and  an  application  of  Emerson  and  Dorgeloh,  which  is 
assigned  to  the  General  Electric  Company  and  which  was  filed  prior 
to  the  application  on  which  Horton's  patent  was  granted.  Subse- 
quently Zimmer's  application,  which  is  also  assigned  to  the  General 
Electric  Company,  was  filed  and  was  added  to  the  interference. 
After  testimony  had  been  taken  on  behalf  of  Zimmor  a  concession  of 
priority  in  favor  of  Zimmer  was  filed  by  Emerson  and  Dorgeloh,  and 
judgment  was  rendered  against  them. 

There  are  in  evidence  as  "  Zimmer's  Exhibits  C,  D,  E,  and  F  ^  four 
rheostats  which  were  made  by  Zimmer  in  the  shops  of  the  General 
Electric  Company  between  Christmas,  1908,  and  May  14, 1904:.  ^  Ex- 
hibits D,  E,  and  F  "  disclose  every  element  of  each  of  the  counts  of 
the  issue.  ^  Exhibit  C  ^  does  not  contain  the  resistance ;  but  it  clearly 
appears  from  the  testimony  of  Zimmer  (Q.  67-40)  and  Fenwick 
(Q.  15-23)  that  this  device  was  designed  to  be  used  with  standard 
resistances,  which  were  clamped  to  it,  and  that  it  was  tested  by  using^ 
it  in  starting  a  five-horse  power  motor. 

It  appears  from  the  testimony  of  Yates  that  on  January  5,  1904, 
he  received  from  the  power  and  mining  department  of  the  G^eral 
Electric  Company  a  letter  written  by  Emerson,  one  of  the  joint  in- 
ventors, stating  tiiat  this  department  had  had  several  requests  for  a 
compound  starter  and  regulator  and  that  a  regulator  similar  to  a 
sketch  annexed  to  the  letter  could  be  used  with  some  one-fourth 
horse-power  230- volt  motors  on  sensitive  drills.  Yates  thereupon  in- 
structed Dorgeloh  to  design  a  rheostat  carrying  out  the  idea  shown  in 
this  sketch,  which  was  done,  and  the  rheostats  ^  Exhibits  D,  E,  and 
F^were  built  by  Zimmer  exactly  in  accordance  with  Dorgeloh's  de- 
signs. 

Zimmer  testifies  that  he  made  '^  Exhibit  C  ^'  about  Christmas,  1903, 
and  Yates  states  that  he  saw  this  device  prior  to  his  receipt  of  Emer- 
son's letter  of  January  5, 1904.  Zimmer,  however,  has  nothing  to  fix 
this  date  by  except  a  trip  to  New  York,  the  date  of  which  is  not  made 
to  appear.  While  Yates  testifies  that  he  saw  this  device  prior  to  the 
receipt  by  him  of  Emerson's  letter,  it  would  appear  that  he  is  mis- 
taken in  this,  since  he  did  not  inform  Emerson  that  such  a  device  had 
already  been  built  by  one  of  the  employees  of  the  General  Electric 
Company,  but  instructed  Dorgeloh,  another  of  the  employees,  to  de- 
sign a  device  to  carry  out  the  idea  shown  in  Emerson's  sketch. 

Dorgeloh,  Frederick,  Lucas,  Chadwick,  and  Fenwick  all  testify  to 
having  seen  "  Exhibit  C  "  tested  in  the  early  part  of  1904.  Dorgeloh 
fixes  the  time  he  saw  it  as  being  prior  to  the  inventory  of  1904,  which, 
it  is  stipulated,  took  place  between  January  30  and  February  2, 1904, 
and  Fenwick  states  that  he  saw  it  prior  to  March  25, 1904,  which  date 
he  fixes  by  the  fact  that  he  saw  it  while  making  tests  on  a^heostat 
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inyented  by  one  Hall,  the  report  of  which  test  is  dated  March  25, 190i. 
Chadwick,  Lucas,  Dorgeloh,  and  Zimmer  all  testify  that  the  device 
operated  successfully.  The  testimony  of  these  witnesses,  taken  in 
connection  with  the  testimony  of  Fenwick,  that  the  device  when  tested 
was  connected  up  with  resistances,  as  shown  in  the  exhibit  '^  Fenwick 
Sketch  J,"  is  held  sufficient  to  show  that  Zimmer  reduced  the  inven- 
tion to  practice  by  building  and  successfully  testing  ^  Exhibit  C  " 
prior  to  the  date  Horton  claims  for  conception. 

In  the  decision  of  the  Examiner  of  Int^ferences  it  is  stated  that  it 
was  admitted  by  Horton  at  the  hearing  that  the  making  and  testing 
of  "  Exhibit  C ''  in  the  first  week  in  January,  1904,  constituted  a  re- 
duction to  practice  of  the  invention  in  issue.  That  there  was  no  mis- 
take on  the  part  of  the  Examiner  of  Interferences  as  to  this  admission 
is  shown  by  the  fact  that,  in  taking  an  appeal  from  his  decision,  it 
was  not  alleged  that  he  was  in  error  in  holding  that  Zimmer  reduced 
the  invention  to  practice  in  January,  1904,  nor  was  it  argued,  either 
in  the  brief  filed  before  the  Examiner  of  Interferences  or  that  filed 
before  the  Examiners-in-Chief ,  that  Zimmer  had  not  established  such 
reduction  to  practice. 

Where  an  admission  is  made  before  one  of  the  tribunals  of  this 
Office,  the  party  making  such  admission  should  not  thereafter  be 
allowed  to  repudiate  it 

Since,  as  pointed  out  above,  the  record  establishes  a  reduction  to 
practice  by  Zinmier  prior  to  Horton's  date  of  conception,  it  is  not 
necessary,  however,  to  base  this  decision  on  Horton's  adnnssion. 

It  is  contended  by  Horton  that  even  if  Zimmer  did  reduce  his  in-^ 
vention  to  practice  he  so  concealed  his  invention  that  he  has  lost  his 
right  to  a  patent,  under  the  doctrine  laid  down  in  Mason  v.  Hepburn 
(C-  D.,  1898,  610;  84  O.  G.,  147)  and  Thomson  v.  We%ton,  (C.  D., 
1902,  521;  99  0.  a,  864.) 

Zimmer's  application  was  not  filed  till  nearly  two  years  after 
^  Exhibit  C  "  was  made  and  tested  and  about  five  months  after  the 
grunt  of  Horton's  patent  The  recotd  shows  that  Zimmer  at  the 
time  he  built  ^^  Exhibit  C ''  was  in  the  employ  of  the  General  Electric 
Company  and  that  he  looked  to  this  company  to  decide  whether  an 
application  for  patent  should  be  filed  on  his  device,  although  his 
contract  with  the  company  by  which  he  agreed  to  assign  them  his 
inventions  was  not  made  till  April  or  May  of  1904. 

Zimmer  testifies  that  after  testing  the  rheostat  '^  Exhibit  C  "  he 
showed  it  to  Tates,  who  told  him  to  take  it  to  the  patent  department 
of  the  General  Electric  Company,  which  was  done.  Later,*  when 
Zimmer  found  that  an  application  had  been  filed  in  the  name  of 
Emerson  and  Dorgeloh,  he  protested,  insisting  that  he  was  the  in- 
ventor. The  fact  that  Zimmer  built  the  rheostats  '^  Exhibits  D,  E, 
and  F  '^  in  accordance  with  the  commercial  designs  worked  out  by 

IIQnML-.IT   TVw  IftlO  AA.9 ^OA  ^ 
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DfM-geloh  caiiBot  be  held  to  militate  against  hid  fight  to  a  patenti 
lor,  as  he  states  in  answer  to  RED.  Q.  817-&22,  he  supposed  Uiat  in 
ffiAlring  these  designs  his  invention  as  embodied  in  ^Exhibit  C* 
had  been  followed,  the  designs,  however,  showing  a  smaller  device. 

It  is  contended  on  behalf  of  Horton  that ""  Exhibits  D,  E,  and  F,** 
if  reductioBS  to  practice  of  the  invention  in  controversy,  were  le- 
dnctions  to  practice  of  Emerson's  invention  and  cannot  be  availed  of 
by  Zimmer  or  his  assignee. 

The  contention  is  believed  to  be  not  well  taken.  Zimmer  has,  as 
pointed  ont  above,  established  a  reduction  to  practice  of  the  invention 
while  in  the  employ  of  the  General  Electric  Company,  by  whom 
the  question  of  applying  for  a  patent  on  his  inventicm  was  to  be 
determined.  This  company  showed  no  intention  of  concealiiig  the 
invention.  They  had  the  rheostats  ^  Exhibits  D,  E,  and  F,"  whidi 
taibody  the  invention,  built  and  used  in  their  shops,  which  were  open 
to  the  public.  They  filed  an  application  for  thD  invention  prior  to 
the  filing  of  Horton's  application.  This  application  was  filed  in  the 
name  of  Emerson  and  Dorgeloh,  but,  nevertheless,  this  filing  nega- 
tives any  intention  on  the  part  of  the  assignee  to  conceal  the  invention. 
Whether  the  filing  of  the  application  in  the  name  of  the  joint  appli- 
cants was  due  to  a  mistake  on  the  part  of  the  patent  department  of 
the  General  Electric  Company  or  to  the  fact  that  for  some  reason 
sufficient  attention  was  not  paid  to  Zimmer's  claim  of  inventorship  at 
the  time  he  called  the  attention  of  the  patent  department  to  ^^  Exhibit 
C,''  the  assignee  company,  who  was  interested  in  the  invention  and 
not  in  the  particular  person  who  invented  it,  actually  made  and  used 
the  invention  and  also  applied  for  a  patent  thereon.  In  view  of 
these  facts  the  case  cannot  be  held  to  fall  within  the  doctrine  of 
dlaaon  v.  Hepburn^  mipra. 

Zimmer,  having  established  a  reduction  to  practice  prior  to  Hof- 
ton's  conception  of  the  invention  and  not  having  lost  his  right  to  a 
patent  by  concealment  of  the  invention,  is  entitled  to  an  award  of 
priority. 

The  decision  of  the  Examinera-inrChief  is  affirmed. 


Greene,  Tweed  &  Co.  v.  Manttfactubers'  Belt  Hook  Coxpant. 

Decided  Deoemher  IS,  1908. 

137  O.  G.,  2221. 

1.  Appucation— Not  Puma  Facie  Btidencs  op  Ownkbship. 

Under  the  Trade-Mark  Act  of  1906  an  application  tot  registration  doei 
not  constitute  evidence  of  adoption  and  use  of  tbe  mark  claimed  aa  of  tbe 
date  of  tbe  application,  aa  the  application  la  not  prima  facie  evidence  of 
ownership.  j.gi^i^^^  ^y  Google 
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2L  Owoamoir— Octomeb  Ncb>  Nor  n  Brtitlbd  to  BMaafaLnnov. 

In  order  tbat  an  opposition  aball  be  eastained  it  in  not  nccttnnij  tbat  tlie 
opposer  Idmaelf  aball  be  entitled  to  registration. 

S.  BninjiKfTT  or  Mamkb—"  Blaks's  Bilt  Stum.'* 

A  mark  comprising  the  words  ''Gennine  Blake's  Belt  Fasteners,**  the 
word  **  Genuine  **  being  printed  with  a  large  "  G  **  which  almost  completely 
incloses  the  remainder  of  the  word,  and  across  which  there  is  vertically 
arranged  the  representation  of  a  belt-fastcoer,  HOd  not  entitled  to  registra- 
tion  in  Tlew  ot  the  prior  adoption  and  use  by  another  of  the  words  "  Blake's 
Belt  Studs." 

Appeal  from  Examiner  of  Interferences. 

TBADB-lf  ASK  VOB  BBE^rASTIirBfl. 

Mr.  Arthur  E.  Paraons  and  Mr.  John  M.  Cait  for  Greene,  Tweed 

Messrs.  Dyrenfarth^  Lee,  Chritton  dk  WUes  and  Messrs.  Dudleyy 
Browne  dk  Phelps  for  Manufacturers'  Belt  Hook  Company. 

Moose,  Co7n/m4ssioner: 

This  is  an  appeal  by  the  Manufacturers'  Belt  Hook  Company  fimn 
a  decision  of  the  Examiner  of  Interferences  sustaining  the  opposition 
filed  by  Qreene,  Tweed  &  Co.  holding  that  the  Manufacturers'  Belt 
Hook  Company  is  not  entitled  to  register  the  mark  shown  in  its 
application. 

This  mark  comprises  the  words  ^  Genuine  Blake  Belt  Fasteners," 
the  word  ^  Genuine  "  being  printed  with  a  large  ^  G  "  which  almost 
completely  incloses  the  remainder  of  the  word  and  has  the  representa- 
tion of  a  belt-fiastener  crossing  it  vertically.  On  each  ^d  of  the  said 
fastener  appears  two  stars  with  the  numeral  ^  1 "  therebetween. 

With  the  answer  of  the  Manufacturers'  Belt  Hook  Co.  is  filed  a 
certified  copy  of  a  decision  of  Judge  Kohlsaat  of  the  United  States 
Circuit  Court  of  the  Northern  District  of  Illinois  rendered  on  a 
motion  for  preliminary  injunction  in  a  suit  between  the  parties  to 
this  opposition.  It  is  contended  on  behalf  of  the  applicant  that  this 
decision  determines  that  the  words  ^'  Blake's  Belt  Studs  "  are  common 
property  owing  to  the  fact  that  these  words  were  applied  by  Gh*eene, 
Tweed  &  Co.  and  its  predecessors  in  business  to  an  article  manufac- 
tured under  a  patent,  which  patent  has  since  expired.  It  is  further 
contended  that  applicant's  mark  so  differentiates  from  this  mark 
as  to  be  entitled  to  registration. 

There  is  no  testimony  now  in  the  case  on  behalf  of  the  Manufac- 
turers' Belt  Hook  Co.,  and  it  has  therefore,  established  no  date  of 
adoption  and  use  of  its  mark,  as  its  application  is  not  under  the  act 
of  Fdbruary  20, 1906,  even  prima  fade  evidence  of  ownership.    The 
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earliest  date  of  adoption  and  use^  however,  alleged  in  the  application 
is  October  12,  1904. 

The  testimony  offered  on  behalf  of  the  opposer  establishes  the  fact 
that  since  at  least  as  early  as  1908  Greene,  Tweed  &  Co.  has  been  sell- 
ing belt-fasteners  of  substantially  the  configuration  of  the  belt- 
fasteners  shown  in  applicant's  mark.  The  cartons  in  which  these 
fasteners  are  packed  are  marked  on  one  side  ^^  Blake's  Belt  Stads.'' 
It  also  appears  that  Greene,  Tweed  &  Co.  has  for  several  years  sent 
out  circulars  in  which  their  product  has  been  advertised  as  the 
"  Genuine  Blake's  Belt  Studs." 

It  having  been  thus  established  that  Greene,  Tweed  &  Co.  used  this 
mark,  the  question  of  applicant's  right  to  registration  resolves  itself 
into  the  question  whether  the  mark  shown  in  the  application  so 
nearly  resembles  this  mark  that  confusion  would  be  likely  to  be 
caused  in  the  mind  of  the  purchasing  public;  and  this  is  true  whether 
the  words  ^^  Blake's  Belt  Studs,"  a»  contended  by  the  applicant,  are 
public  property  or  not,  because  it  is  not  necessary,  in  order  that  an 
opposition  sliould  be  sustained,  that  the  opposer  himself  shall  be 
entitled  to  register  his  mark  for^  if  the  opposer  has  used  this  mark 
prior  to  the  time  of  its  use  by  the^fipplicant;  the  applicant  is  not  en- 
titled to  the  exclusive  use  of  it,  even  thougH  he  may  be  entitled  to 
use  it  in  common  with  the  rest  of  the  public 

Coming,  then,  to  the  comparison  of  the  two  marks,  the  words 
^^  Blake's  Belt  Studs  "  used  by  the  one  are  practically  the  s^me  as 
"  Blake's  Belt  Fasteners  "  used  by  the  other,  as  the  word  "  studs  " 
and  the  word  '^  fastener  "  are  interchangeably  applied  to  this  article. 
The  use  of  the  word  ^^  Genuine  "  does  not  distinguish  from  the  mark 
used  by  the  opposer,  nor  does  the  fact  that  this  word  is  written  in  a 
more  or  less  fanciful  form  distinguish  the  two  marks.  Taking  the 
mark  as  a  whole,  the  effect  of  writing  the  word  ^  Genuine  "  with  a 
big  ^^  G  "  inclosing  the  rest  of  the  word  is  not  sufficient  to  distinguish 
the  marks  one  from  the  other.  {Ex  parte  The  Columbia  Incan* 
descent  Lamp  Company,  C.  D.,  1901,  89;  96  O.  G.,  1086.)  Nor  is  the 
fact  that  a  belt- fastener  is  placed  transversely  across  this  ^  G  "  suffi- 
cient to  distinguish  the  two  marks,  for  the  belt-fastener  shown  in  the 
mark  is  practically  a  facsimile  of  the  fastener  sold  by  Greene,  Tweed 
&  Co.,  and  the  effect  of  using  it  as  a  part  of  applicant's  mark  would 
be  to  add  to  the  confusion  in  the  mind  of  the  purchasing  public 

For  these  reasons  it  is  held  that  the  action  of  the  Eomminer  of  Inter- 
ferences in  sustaining  the  opposition  was  clearly^  right j  and  the  same 
is  affirmed. 
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The  Northwestben  Gonsolidatbd  Milliko  Gompant  v.  William 

Callam  &  Son. 

Decided  November  H,  1908. 

137  O.  O.,  2222. 

1.  TRADI-MaBKS— OPFOBinOir— giMILABITT   OF   MaBKB— PBOOF  OF   ACTUAL   GON- 

rusioN. 
In  an  orooeiti<m  proceeding  wbere  marks  are  so  alike  that  it  is  evident 
tiiat  omfDSion  is  likely  to  arise  it  is  not  necessary  for  the  opposer  to  prove 
actual  confusion  in  order  to  prevent  registration^  (citing  G.  W,  Cole  d  Com- 
poMlf  V.  Marshall  OU  Company,  ante,  88;  183  O.  O.,  994.) 

2.  Sam E— Samb— "  Cevtosa''  and  "  Gkbbsota.'* 

The  word  "  Gertoea  "  as  a  trade-mark  for  flonr  so  nearly  resembles  the 
word  "  Geresota  "  nsed  for  the  same  class  of  goods  as  to  be  likely  to  cause 
ccmfoslon  in  trade 

On  Appeal. 

TRAra-MAKK  FOB  WHEAT-FLOUB. 

Mr.  Patrick  H.  Ounchel  for  The  Northwestern  Consolidated  Mill- 
ing Company. 

Mr.  John  F.  O^Keefe  and  Messrs.  Hophins  dk  Hopkins  for  William 
Callam  &  Son. 

BnuKOS,  Assistant  Commissioner: 

This  is  an  appeal  by  William  Callam  &  Son  from  a  decision  of  the 
Examiner  of  Interferences  sustaining  the  opposition  of  The  North- 
western Consolidated  Milling  Company  and  holding  that  William 
Callam  &  Son  are  not  entitled  to  registration  of  the  mark  shown  in 
their  application. 

The  testimony  taken  on  behalf  of  the  opposer  shows  that  it  adopted 
the  word  ^  Ceresota  "  as  a  trade-mark  for  flour  in  1891  and  has  con- 
tinuously used  it  since  that  time.  The  applicant  does  not  claim  to 
have  adopted  its  niark  ^  Certosa ''  until  about  May  1, 1906.  The  only 
question  to  be  determined,  therefore,  is  whether  these  marks  so 
nearly  resemble  each  other  as  to  be  likely  to  cause  confusion  in  trade. 

There  was  no  proof  of  actual  confusion,  but  it  is  well  settled  that 
in  cases  where  the  marks  are  so  alike  that  it  is  evident  that  confusion 
is  likely  to  arise  it  is  not  necessary  for  the  opposer  to  prove  actual 
confusion  in  order  to  prevent  registration.  {O.  W.  Cole  dk  Company 
V.  MarshdU  OU  Company,  ante,  88;  133  O.  G.,  994.) 

It  is  evident  from  an  inspection  of  these  two  marks  that  confusion 
would  be  likely  to  arise,  the  marks  resembling  each  other  both  in 
appearance  and  sound.    In  the  case  of  The  Northwestern  ConsoH- 
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dated  Milling  Company  t.  Maiuer  and  Oreswnan^  (162  Fed.  Bep., 
lOM,)  decided  July  81, 1908,  Judge  Archibald  said: 

That  **  GresBota  **  is  an  infringemeat  of  "  Oeresota  "  needs  no  argument  In- 
deed the  resemblance  Is  so  close  as  to  suggest  that  It  Is  deliberate. 

Applicant's  mark  ^^Certosa^'  more  nearly  resembles  ^^Ceresota'' 
than  does  the  mark  ^  Cressota,'^  considered  in  the  above-cited  dedsion. 

The  question  was  raised  at  the  hearing  before  the  Examiner  of  In- 
terferences that  it  appeared  from  the  testimony  taken  on  behalf  of 
William  Gallam  &  Son  that  their  mark  had  not  been  used  in  com- 
merce with  foreign  nations  or  Indian  tribes  or  in  interstate  commerce. 
He  declined  to  pass  on  this  question,  as  it  was  not  raised  in  the  notice 
of  opposition,  but  recommended  that  registration  be  refused  on  this 
ground.  The  case  was  referred  to  the  Examiner  of  Trade-Marks, 
who  held  that  the  testimony  showed  that  the  mark  had  not  been  used 
in  such  commerce  and  that  therefore  a  statutory  bar  existed  to  the 
registration  of  the  mark.  This  furnishes  another  ground  for  holding 
that  William  Gallam  &  Son  are  not  entitled  to  the  registration  of  the 
mark  shown  in  their  application. 

The  decision  of  the  Examiner  of  Interferences  is  affitmed. 


Ex  PASTB  Davib. 

Decided  December  U,  1908. 

187  O.  G.,  2222. 

Abardonb)  Appuoation — Delay  Not  UNAVomABu. 

The  tsict  that  an  applicant  who  has  allowed  an  application  to  lapse  hy 
faUnre  to  prosecute  becomes  Involyed  In  an  Interference  on  a  sabseqnent^ 
filed  application  in  no  way  shows  that  the  delay  in  prosomtlng  the  earUer 
application  was  nnavoidable. 

On  Petttion. 

DCPCBATOB. 

Messrs  Chandlee  <&  Chandlee  for  the  applicant 

BiLLiNOS,  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned. 

The  record  shows  that  on  June  7, 1905,  a  letter  was  written  stating 
that  the  claims  appeared  to  be  allowable,  but  that  a  new  oath  was 
necessary  owing  to  the  delay  between  the  date  of  the  execution  of  the 
oath  and  the  date  of  filing  of  the  application. 

In  the  present  petition  the  attorneys  state  that  on  June  8,  1905|  a 
new  oath  was  sent  to  the  applicant  with  instructions  to  execute  the 
same,  but  that  this  was  not  done,  and  that  on  Mardi  8, 1906,  a  second 
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oath  was  sent  by  the  attorneys  with  the  statement  that  the  allowance 
of  the  case  could  not  be  obtained  until  the  oath  was  filed  in  the  Patent 
Office,  and  that  sudi  oath  was  not  returned  until  June  22,  1906.  It 
is  stated  further  that  an  application  has  been  filed  as  a  refiling  of  the 
present  application,  and  that  the  later  application  has  become  in- 
volved in  an  interference.  The  petition  is  based  on  the  ground  that 
the  later  application  was  filed  within  two  years  from  the  date  upon 
which  the  present  application  became  abandoned  and  on  the  further 
ground  that  it  is  desired  that  the  applicant  may  obtain  the  benefit 
of  the  filing  date  of  this  application  in  the  above-mentioned  inter- 
ference. 

CSlearly  the  ihcts  above  stated  afford  no  ground  for  the  grant  of 
this  petition.  No  reason  whatever  is  given  why  the  applicant  was 
unable  to  execute  an  oath  and  filci  it  within  one  year  from  the  date 
of  the  Office  action,  nor  is  any  reason  given  for  the  delay  in  filing  the 
present  petition  after  the  receipt  of  the  oath  properly  executed  on 
June  22,  1906. 

The  fkct  that  an  applicant  who  has  allowed  an  application  to  lapse 
by  &ilure  to  prosecute  becomes  involved  in  an  interference  on  a  sub- 
sequently filed  application  in  no  way  shows  that  the  delay  in  prose- 
cuting the  earlier  application  was  unavoidable,  nor  does  the  fact  that 
the  second  application  was  filed  within  two  years  from  tiie  lapse  of 
the  first  constitute  any  ground  for  holding  that  applicant  is  entitled 
to  the  date  of  the  filing  of  such  earlier  application  as  a  date  of  con- 
structive reduction  to  practice. 

The  petition  is  denied. 
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In  bb  Dbmpsbt. 

Decided  January  20,  1908. 

182'0.  O.,  1074. 

1.  FniAL  Feb— Delay  in  Fujng — Nor  Aooxpted. 

A  final  fee  which  was  Inclosed  In  a  letter  registered  at  a  substation  of 
the  post-office  of  Washington,  D.  C,  on  the  last  day  allowed  for  payment 
thereof  and  which  reached  the  city  post-office  at  abont  2.90  p.  m.  of  said 
day,  but  was  not  delivered  to  the  Patent  Office  nntil'the  second  day  there- 
after because  of  an  intervening  holiday,  should  not  be  acc^ed  and  ap- 
plied, as  it  was  filed  outside  of  the  period  fixed  by  law. 

2L  Sams— Ookstbuctive  Dklivebt  to  Patent  Office— Evidsnos. 

The  contention  that  a  final  fee  which  was  placed  in  a  receptacle  set 
apart  for  the  Patent  Office  by  the  city  post-office  on  the  last  day  allowed 
for  pajrment  is  constructively  a  delivery  to  the  Patent  Office  has  no  basis 
in  the  absence  of  proof  that  the  fee  was  so  set  apart 

8<B3t]]>ence — ^Reoord  of  Post-Office  Conclusive. 

The  records  of  the  city  post-ofilce  as  to  the  time  when  a  registered 
package  was  placed  in  a  receptacle  set  apart  for  the  use  of  the  Patent  Ofllce 
win  be  accepted  as  conclusive. 

Mr.  Walter  H.  Pumphrey  for  the  applicant. 

Department  of  the  Interior, 
Washington^  D.  (7.,  January  20^  1908. 

GOMMIBSIONER  OF  PaTENTB. 

Sir:  The  Department  has  considered  the  proffered  appeal  of  Wil- 
liam S.  Dempsey  from  a  decision  of  your  Office  of  December  9, 1907, 
holding  that  the  final  fee  in  the  matter  of  his  application  for  Letters 
Patent  for  an  invention  was  not  received  within  the  time  allowed  by 
law  and  the  regulations  of  the  Patent  Office,  and  withholding 
patent  for  that  reason. 
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Section  4885  of  the  Beyised  Statatee  provides  that — 

Every  patent  diall  beer  date  as  of  a  day  not  later  than  six  months  tnm  the 
time  at  which  it  was  paaoed  and  allowed,  and  notice  thereof  was  sent  to  the 
applicant,  or  his  a^ent;  and  if  the  ilnal  fee  is  not  paid  within  that  periodL 
the  patent  shaU  be  withheld. 

Bule  167  of  the  Patent  Office,  based  on  said  section  4886,  is  as 
follows: 

Bvery  patent  will  bear  date  as  of  a  day  not  later  than  six  montiis  tnm  tiie 
time  the  application  was  paspejl  and  allowed  and  notloe  thereof  was  snaUed 
to  the  applicant  or  his  attorney,  if  wiflUn  liiat  period  the  final  fee  be  paid  to 
the  Gommissioner  of  Patents,  or  if  it  be  Ipaid  to  ths  Treasnrer  or  any  of  the 
assistant  treasarers  or  designated  depositaries  of  the  United  States,  and  the  cer- 
tiflcate  promptly  forwarded  to  the  Ck>mmissloner  of  Patents;  and  if  the  final  fee 
be  not  paid  withhi  that  period,  the  patent  wiU  be  withheld. 

A  patent  will  not  be  antedated. 

It  is  admitted  that  the  payment  of  the  final  fee  in  this  case  was 
not  made  within  the  time  provided  by'said  section  and  said  Bule  ICT, 
unless  the  depositing  thereof  by  registered  letter  in  a  substation  of 
the  Washington  city  post-office  on  the  last  day  of  the  period  allowed 
by  law,  and  its  subsequent  delivery  to  the  central  office  in  said  city 
on  that  day,  at  2.80  p.  m.,  was  a  delivery  to  the  Patent  Office  within 
the  meaning  of  this  statute. 

This  question  was  most  carefully  considered  in  an  opinion  of  As- 
sistant Attorney-General  Van  Deventer  February  15,  1901,  in  the 
case  of  the  appeal  of  Michael  J.  Cannon,  involving  a  substantially 
similar  question  and  contention.  In  that  opinion,  which  was  ap- 
proved by  the  Secretary  of  the  Interior,  it  was  held  that  the  postal 
authorities  are  not  the  agents  of  the  Government  for  the  collection 
of  Patent  Office  fees;  that  the  agents  of  the  Government  for  this  pur- 
pose are  designated  in  the  rules  governing  the  practice  of  that  Office, 
and  that  the  postal  authorities  are  not  among  the  agents  so  desig^- 
nated.  This  would  seem  to  be  conclusive  of  the  question  here  pre- 
sented, but  it  is  contended  that  the  Patent  Office  has  in  the  central 
city  post-office  at  Washington  a  receptacle  in  which  it  is  the  practice 
to  deposit  all  mail  for  the  Patent  Office,  and  that  the  registered  let- 
ter containing  the  final  fee  in  this  case  was  deposited  in  said  recep- 
tacle by  the  post-office  authorities  some  hours  before  the  closing  of 
the  official  day  in  the  Patent  Office,  and  but  for  a  regulaticm  or  cus- 
tom under  which  the  mail  of  said  Office  is  not  sent  for,  this  letter 
would  have  been  delivered  therein  long  before  the  closing  of  office 
hours  on  such  day.  No  proof  of  the  fact  on  which  this  contentioii 
is  based  b  fumi^ed,  and  your  Office  reports  that  upon  inquiry  at 
the  city  post-office  it  has  heem  ascertained  by  examinatioD  of  the  poet^ 
office  records  that  such  letter  was  not  in  fact  placed  in  said  receptacle 
on  said  day,  and  not  until  the  following  day. 
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The  records  of  the  post-office  on  this  question  of  fact  will  be  ac- 
cepted as  condusive.   There  is,  therefore,  no  basis  for  this  contention, 
and  without  expressing  an  opinion  as  to  its  sufficiency,  were  it  well 
founded  in  fact,  the  appeal  u  denied. 
Very  req)ectfully, 

(Signed)  Jesse  E.  Wilson, 

Amstant  Secretary. 


In  be  Lambert. 

Decided  July  28,  1908. 
185  O.  O.,  1684. 

1.  BsnxwAL  or  Fobfoted  Applications — Second  Benewal— No  Appeal  to 

SscBETAar  or  tbs  Intebiob  fbom  the  Betusal  to  Accept. 

No  appeal  lies  to  the  Secretary  of  the  Interior  from  a  refusal  of  the 

Oommlssipncr  of  Patents  to  accept  a  second  renewal  application.    The 

goestion  raised  being  one  of  a  jndlcial  or  quasi-Judicial  character,  the 

nsnedj.  If  there  be  one,  lies  in  appeal  to  the  courts.    {Butterwarth,  Com- 

mitsicncr  cf  Patents,  v.  U.  B.,  em  rel.  Hoe  et  al.,  C.  D.,  1884,  429;  29  O.  G., 

610;  112  U.  S^  ODl ;  Poole  ▼.  Avery,  G.  D.,  1899,  255;  87  O.  O.,  357 ;  14  Asst. 

Atty.  €eneral's  Ophiion,  501.) 

X  Same— OniKON  or  tbe  Assistant  Attqbnbt  Qenbral— Not  Binding  Upon 

OoMMiaanmiB  or  Patents. 

Aa  finlMofi  of  an  A^nistant  Attomey-G^ieral  for  the  Interior  Department 

Abating  to  the  right  to  file  a  second  renewal  application  rendered  upon  re- 

gnest  of  the  Commissioner  of  Patents  Held  to  be  merely  advisory  in  nature, 

and  the  Oommissioner  might  properly  have  disregarded  the  same  had  he 

<le8irea,  and  should  now  disregard  the  same  if  in  his  opinion  it  was  in  error. 

MeBer$..K0ny<m  <£  Kenyan  for  the  applicant.  (Mr.  WiUtam  Hotts- 
Um  Kenyiya  and  Mr.  Walter  F.  Rogers  of  counsel.) 

Department  of  the  Interior, 

Washington,  July  £8, 1908. 
The  OoinossiONER  of  Patents: 

Sir:  Counsel  for  Asher  Lambert  have  proffered  an  appeal  to  the 
Secretary  of  the  Interior  from  the  action  of  your  Office  refusing  to 
accept  a  second  renewal  application  filed  by  Lambert  for  the  issuance 
of  Letters  Patent  for  an  invention.  Accompanying  the  appeal  is  a 
petition  to  the  Secretary  of  the  Interior  praying  that  two  certain 
opinions  of  the  Assistant  Attorney-Greneral,  dated  June  30, 1894,  and 
January  10, 1895,  respectively,  involving  the  same  question  presented 
by  this  appeal  and  which  were  approved  by  the  then  Secretary  of  the 
Interior — 

be  withdrawn  so  that  the  Commissioner  of  Patents  may  return  to  the  practice 
which  existed  for  thirty  years  prior  to  the  date  of  said  opiniona  ^  j 

Jigitized  by  VjOOQIC 


804  DB0I8I0NS  OF  THE  SEOBBTABT  OF  THE  INTEBIOE. 

The  queetion  presented  by  the  proffered  appeal  is  whether  the  Com- 
missioner of  Patents  erred  in  refusing  to  accept  a  renewal  application 
by  Lambert,  he  already  having  made  one  renewal  application  for  the 
same  invention.  This  question  is  covered  by  sections  4885  and  4897 
of  the  Revised  Statutes,  which  are  as  follows: 

Sec.  4886.  Bvery  patent  shaU  bear  date  as  ot  a  day  not  later  tban  alx  montba 
from  the  time  it  was  passed  and  allowed  and  notice  thereof  was  sent  to  tlie 
applicant  or  his  agent;  and  if  the  final  fee  is  not  paid  within  that  period  th« 
patent  shaU  be  withheld. 

Sec.  4897.  Any  person  who  has  an  interest  in  an  invention  or  discoyery, 
whether  as  inventor,  discoverer,  or  assignee^  for  which  a  patent  was  ordered  to 
issue  upon  the  payment  of  the  final  fee,  but  who  fiiils  to  make  payment  thereof 
within  Biz  months  from  the  time  at  which  it  was  passed  and  aUowed,  and  notice 
thereof  was  sent  to  the  applicant  or  his  agent,  shaU  have  a  right  to  make  an 
application  for  a  patent  for  such  invention  or  discovery  the  same  as  in  the  case 
of  an  original  application.  But  such  second  application  must  be  made  within 
two  years  after  the  allowance  of  the  original  application.  But  no  person  sliall 
be  held  responsible  in  damages  for  the  manufacture  or  use  of  any  article  or 
thing  for  which  a  patent  was  ordered  to  issue  under  such  renewed  applicatioo 
prior  to  the  issue  of  the  patent  And  upon  the  hearing  of  renewed  appUcationa 
preferred  under  this  section,  abandonment  shall  be  considered  as  a  question  of 

tBCL 

It  may  well  be  doubted  if  the  Secretary  of  the  Interior  has  appel- 
late jurisdiction  of  the  question  presented.  Its  consideration  by  the 
Commissioner  of  Patents  was  more  than  ministerial.  It  involved 
the  exercise  of  judgment  and  discretion,  and  its  determination  would 
seem  to  be  a  judicial,  or  quasi-judicial  act.  The  appellant^s  remedy 
by  appeal,  if  there  be  one,  is  committed  to  the  courts,  and  the  Secre- 
tary of  the  Interior  has  no  authority  to  review  the  Commissioner's 
action.  (Butterwarthj  Cammisrioner  of  Patents^  v.  United  States^  ex 
rel  Hoe  aM  others,  C.  D.,  1884,  429;  29  O.  G.,  616;  112  U.  S.,  601; 
Poole  V.  Avery,  C.  D.,  1899,  266;  87  O.  Q.,  867;  14  Asst  Atty.  Gen- 
eral's Opinion,  601.) 

The  petition,  however,  points  out  that  the  present  practice  is  not 
in  keeping  with  the  intent  of  the  statute,  that  it  is  based  on  the  afore- 
said approved  opinions  of  the  Assistant  Attorney-General  of  this 
Department,  that  these  decisions  are  erroneous  and  should  be  with- 
drawn so  that  the  Commissioner  may  not  feel  bound  by  them,  and 
it  is  intimated  if  this  be  done  that  the  Commissioner's  views,  being 
in  harmony  with  the  views  of  the  petitioner,  he  would  at  once  correct 
the  abuse  that  has  resulted  therefrom  and  return  to  a  practice  which 
had  subsisted  for  thirty  years  prior  to  the  promulgation  of  said 
opinions.  Thus  presented,  the  Secretary  of  the  Interior  may  con- 
sider and  act  upon  the  prayer  of  the  petitioner. 

The  rulings  complained  of  were  not  made  in  any  attempted  exercise 
of  appellate  or  supervisory  authority  but  were  advisory  and  upon 
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request  of  the  then  Commissioner  of  Patents.  He  might  have  prop- 
erly disregarded  the  advice  and  have  adhered  to  the  long-oontinued 
and  well-settled  construction  of  the  act,  contemporaneously  given  it 
by  a  Commissioner  whose  duty  it  was  to  administer  it;  a  construction 
which  at  no  time  Congress  attempted  to  revise  but  during  all  these 
years  acquiesced  in.  It  had  become  a  fixed  rule  of  practice  to  receive 
more  than  one  renewal  application.  Undoubtedly  many  patents  were 
issued  under  that  interpretation.  The  act,  not  being  free  from  ambi- 
guity required  construction ;  and  I  am  inclined  to  think  that  a  court, 
for  that  reason  alone,  might  have  refused  to  disturb  the  Commis- 
sioner's construction,  so  long  obtaining,  even  though  as  an  original 
proposition  the  most  narrow  interpretation  mi^t  have  been  all  that 
the  court  could  have  deduced  from  the  bare  phraseology  of  the  act 
The  opinions,  which  may  have  embarrassed  the  Commissioner  of 
Patents  since  1895,  are  in  no  sense  controlling  and  you  need  not  con- 
sider them  of  binding  force,  either  advisory  or  otherwise.  This  will 
leave  you  free  to  exercise  your  own  discretion  in  the  matter;  for  the 
determination  of  the  ri^ts  of  this  petitioner  must  be  your  judicial 
act — ^not  that  of  the  Secretary  of  the  Interior  who  is  not  vested  with 
supervisory  or  appellate  control  of  your  conduct  in  a  judicial  or 
quasi-judicial  capacity.  Congress  has  authorized  the  Commissioner 
of  Patents  to  decide  the  patentability  of  inventions,  subject  to  the 
right  of  appeal,  not  to  this  Department,  but  to  the  court.  In  the 
first  instance  at  least,  it  is  the  duty  of  the  Commissioner  to  construe 
the  substantive  law  of  patents,  and  that  construction  may  be  dis- 
turbed only  by  the  courts.  If  you  conclude  to  revert  to  the  earlier 
practice,  under  the  construction  obtaining  for  nearly  a  generation, 
you  have  an  unquestionable  right  so  to  do  without  the  slightest  refer- 
ence  to  the  two  opinions  of  the  Assistant  Attorney-General. 

Whether  or  not  these  opinions  are  correct,  and  the  first  was  cer- 
tainly wrong  in  one  respect — I  need  not  decide;  and  I  volunteer  no 
expression  of  opinion  because  you  should  be  left  entirely  untram- 
mded  by  any  presentation  of  views  which,  in  legal  effect,  would  be 
at  the  most  mere  advice.  Again,  I  must  say,  it  is  wholly  within  your 
province  to  determine  the  issue,  the  responsibility  resting  solely  upon 
your  conscience  and  discretion;  and  that  in  no  event  should  you 
regard  the  two  opinions  as  in  any  wise  controlling  your  conclusion. 

The  appeal  in  the  case  at  bar  is  dismissed  for  want  of  jurisdiction 
and  the  case  is  remanded  for  such  further  proceedings  as  the  Com- 
missioner of  Patents  may  in  his  discretion  feel  should  be  had.    The 
prayer  of  the  petitioner,  to  the  extent  herein  indicated^  is  granted. 
Very  respectfully, 

(Signed)  Frank  Pierce, 

First  Assistant  Secretary. 
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CCoart  of  Appeals  of  tbo  Dtotriet  of  CommbUL] 

Janbbok  V.  Lakbson. 
Decided  December  lU  19C7. 

132  O.  O.,  477;  80  App.  D.  C,  208. 

I]rfHnEiBV0B--Bvi]«irc>--CK>88-BzAifnrATi0N  or  Paitt  to  PiocneDiiro — Rahge 
Allowable. 
Where  a  party  to  an  interfiBreiiee^  relying  npon  certain  specifled  in- 
fltaUatlona  as  a  reduction  to  practice,  is  asked  npon  cross-examination 
whether  any  other  installations  had  been  made,  the  question  should  be 
answered,  as  a  wider  range  is  allowable  in  the  cross-examination  of  a 
party  to  the  proceeding;  but  if  such  general  questions  were  followed  up 
by  further  questions  clearly  showing  an  intention  to  elicit  information 
relating  to  the  business  of  such  party  irrelevant  to  the  questions  at 
Issue  the  witness  might  well  refuse  to  answer  under  the  advice  of  counsel. 

Mr.  F.  T.  Br&wn  and  Mr.  P.  A.  Hopkins  for  the  appellant 
Mr.  L.  W.  Southgate  and  Mr.  C.  V.  Edwards  for  the  appellee. 

Shbpabd,  /.; 

This  is  an  interference  case  involTing  priority  of  invention  of  a 
mechanism  for  stopping  a  hydraulic  plunger-elevator  at  the  upper 
and  lower  limits  of  its  run  independently  of  the  operator. 

The  following  is  the  issue  declared : 

1.  In  combination  with  an  ele?ator-car  and  a  stop  mechanism  therefor, 
of  a  n>pe  connected  to  run  with  the  elevator-car  and  stationary  means  for 
caosiiig  a  deflectloB  of  said  rope  to  actuate  said  stop  mechanism. 

2.  In  combination  with  an  elevator-car  and  a  stop  mechanism  therefor, 
of  a  rope  oonnected  to  run  with  the  elevator-car  and  stationary  means  un- 
attached to  the  rope  for  causing  a  gradual  deflection  of  said  rope  to  gradually 
aetuAte  said  stop  mechanism. 

ft.  lb  combination  with  an  elevator-car  and  a  stop  mechanism  therefor, 
of  means  for  aetoatliig  said  stop  mechanism,  a  pair  of  running  ropes  for 
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actuatins  said  means,  and  means  for  causing  a  deflection  of  one  or  t&e  otlier 
of  said  ropes  as  the  car  approaches  the  end  of  its  run. 

4.  In  combination  with  an  elevator-car  and  a  stop  mechanism  therefor, 
of  means  for  actuating  said  stop  mechanism,  a  pair  of  ropes  ccmnected  to 
run  with  the  elevator-car  for  actuating  said  means,  and  means  for  causing 
a  deflection  of  one  or  the  other  of  said  ropes  as  the  car  approaches  the  end 
of  its  run. 

6.  In  combination  with  an  elevator-car  and  a  stop  mechanism  therefor, 
a  pair  of  ropes  connected  to  travel  with  the  car  and  means  for  causing  a 
deflection  of  each  of  said  ropes  to  actuate  said  stop  mechanism. 

Larsson  first  filed  an  application  on  March  7, 1903,  which  became 
abandoned  through  oversight  of  his  solicitor.  He  filed  the  applica- 
tion in  interference  on  July  5, 1901.  The  drawings  and  specifications 
and  all  of  the  claims  but  one  were  copies  of  the  former  application. 
The  change  in  the  single  claim  was  to  avoid  an  objection  that  had 
been  raised  by  the  Examiner.  Jansson's  application  was  filed  April 
19, 1904,  and  patent  issued  to  him  December  13,  1901.  Through  in- 
advertence in  the  Patent  Office  the  patent  issued  without  regard  to 
Larsson's  application  then  pending.  This  interference  was  brought 
about  by  Larsson  who,  for  that  purpose,  inserted  certain  claims 
of  the  patent.  The  patent  having  been  issued  under  these  cir- 
cumstances does  not  add  to  the  burden  of  proof  of  the  junior 
applicant. 

The  three  tribunals  of  the  Patent  Office  concurred  in  awarding 
priority  to  Larsson  upon  the  testimony. 

A  preliminary  question  arose  over  the  contention  of  Jansson  that 
Larsson  was  estopped  to  embody  the  claims  of  the  former's  patent^ 
under  the  principle  enounced  in  Bechman  v.  Woodj  (C.  D.,  1899, 
453;  89  O.  O.,  2459;  15  App.  D.  C,  484.)  We  agree  with  the 
Commissioner  that  the  facts  do  not  bring  the  case  within  the  prin- 
ciple; but  are  analogous  to  those  in  cases  decided  since  Bechman  v. 
Wood.  (McBerty  v.  Cook,  C.  D.,  1900,  248;  90  O.  G.,  2296;  16  App. 
D.  0.,  133,  lS8i  Lager  v.  Browning,  C.  D.,  1903,  593;  104  O-  G.,  1128; 
21  App.  D.  C,  201, 206;  Furman  v.  Dean,  C.  D.,  1905,  582;  114  O.  G., 
1552;  24  App.  D.  C,  277,  281;  Seeberger  v.  Dodge,  C.  D.,  1906,  603; 
114  O.  G.,  2382 ;  24  App.  D.  C,  476, 483.) 

Another  question  earnestly  pressed  on  the  argument  relates  to  the 
refusal  of  Larsson,  upon  the  advice  of  counsel,  to  answer  certain 
questions  propounded  on  cross-examination.  It  is  true,  these  ques- 
tions related  to  whether  other  installments  of  elevators  had  been 
made,  than  those  in  Pittsburg  and  Allegheny  buildings,  which 
Larsson  relied  on  for  reduction  to  practice.  It  is  to  be  remembered 
that  Larsson  was  a  party  to  the  proceeding,  wherefore  wider  range 
of  cross-examination  was  allowable.  We  think  that  the  general 
questions  should  have  been  answered.  Then,  if  followed  up  by 
further  questions  clearly  showing  an  intention  to  elicit  information 
relating  to  the  business  of  Larsson  and  his  assigneei  not  relevant 
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to  the  questions  at  issue,  the  witness  might  well  refuse  to  answer 
under  the  advice  of  counsel.  As  counsel  for  the  appellant  did  not 
undertake  to  point  out  the  relevancy  of  these  questions  by  stating 
what  he  expected  to  elicit,  and  the  case  was  otherwise  so  plainly 
made  out,  we  do  not  think  there  was  error  in  refusing  to  suppress 
or  exclude  the  deposition. 

The  questions  of  the  dates  of  conception  of  the  inyention  by  the 
respective  parties,  and  its  actual  reduction  to  practice  by  Larsson 
were  of  fact  exclusively.  The  tribunals  of  the  Patent  Office  were 
unanimous  in  the  conclusion,  from  the  evidence,  that  Larsson  con- 
ceived the  invention  as  early  as  February  19,  1903,  and  reduced 
it  to  actual  practice  as  early  as  November  14,  1903,  by  introducing 
it  into  elevators  in  several  buildings.  It  is  unnecessary  to  add 
anything  to  their  satisfactory  review  of  the  evidence  supporting 
that  finding.  We  find  nothing  in  it  to  justify  a  different  con- 
clusion. They  also  agreed  in  finding  that  Jansson  conceived  the 
invention  as  early  as  January  28,  1903.  We  agree  with  them,  also, 
that  Jansson  lost  the  benefit  of  his  earlier  conception  through  want 
of  diligence  in  seeking  to  perfect  his  invention.  He  did  practically 
nothing  during  the  fourteen  months  that  elapsed  between  his  con- 
ception and  the  filing  of  his  application.  Meanwhile  Larsson  had 
conceived  the  invention  and  followed  it  diligently  to  actual  reduction 
to  practice,  in  a  satisfactory  manner,  more  than  four  months  before 
Jansson  showed  any  activity. 

The  decision  is  right,  and  will  be  affirmed;  and  this  decision  will 
be  certified  to  the  Commissioner  of  Patents.  It  is  so  ordered. 
A'ffvrmsd, 

[Coart  of  Appeals  of  the  District  of  Colambta.] 

UNrrED  States  Plating  Card  Co.  v.  C.  M.  Clabk  Publishing  Co. 

Bedded  December  11,  iWt. 

182  O.  G.,  681;  80  App.  D.  C^  208. 

1.  TaADi-MASKS — ^Tsaiw-Mabk  Use— Bvidknce. 

That  a  particular  brand  of  cards  was  known  to  the  trade  as  **  Stage  ** 
cards  does  not  prove  use  of  the  name  "  Stage  **  as  a  trade-mark  to  Indicate 
origin  and  ownership. 

2.  Same— ADDmoNAL  Mabk  Used  as  a  Graoe-Mabk. 

Evidence  considered  and  held  to  show  that  the  ace  of  spades  bearing  a 
conventional  figure  of  Columbia  was  adopted,  used,  and  advertised  as  a 
trade-mark  for  playing-cards  and  that  the  word  "Stage**  was  used  In 
addition  thereto  merely  for  the  purpose  of  Indicating  style,  class,  and  grade 
(ManufactuHng  Co.  ▼.  Trainer,  G.  D.,  1880,  464;  17  O.  G.,  1217;  101  U.  8., 
01,  64;  ColunMa  MiU  Co.  v.  Aloom,  O.  D.,  1888,  672;  66  O.  G.,  1916;  160 
U.  S.,  460,  463;  Burton  v.  Siraiion,  12  Fed.  Rep.,  676,  70a) 

Mr.  Fritz  v.  Briesen  for  the  appellant 

Mr.  F.  A.  Spencer  for  the  appellee.  ^ig,,,,  .^  GooqIc 


810      DB0IBI0N8  OF  imiTBD  STATES  OOUBTS  IN  PATENT  GASES. 

Shepabd,  /./ 

This  is  an  interference  proceeding  involving  rival  claims  to  the 
registration  of  the  word  ^^  Stage  "  as  a  trade-mark  for  playingK»rds. 

November  29,  1904,  C.  M.  Clark  Publishing  C!o.  registered  the 
word,  associated  with  the  representation  of  a  proscenium-arch  with 
footlights  in  the  fore-ground  and  scenery  in  back-ground,  as  used 
on  cards  of  its  manufacture.  These  cards  are  in  packs  like  the  com- 
mon playing-cards,  but  contain  no  representations  or  devices  on  their 
face  enabling  them  to  be  used  in  the  ordinary  games  with  such  cards. 
They  are  intended  for  use  in  playing  a  novel  game  called  "'  Stage,^' 
and  having  nothing  on  their  face  but  pictures  of  actors,  singers,  and 
theater  buildings. 

April  15, 1905,  the  United  States  Playing  Card  Co.  filed  an  appli- 
cation for  the  registration  of  the  word  ^"^ Stags'^  as  a  trade-mark 
appropriated  to  playing-cards  of  its  manufacture,  alleging  that  it 
had  been  used  as  such  since  August  1, 1896.  On  this  the  interference 
was  declared  with  the  C.  M.  Clark  Co. 

Evidence  was  introduced  on  behalf  of  the  United  States  Ca,  con- 
sisting of  two  witnesses  and  certain  exhibits  of  cards  and  printed 
matter.  The  C.  M.  Clark  Co.  took  no  testimony,  and  relied  on  its 
registered  date.  The  Examiner  of  Interferences  decided  in  favor 
of  the  United  States  Company,  but  on  appeal  to  the  Commissioner 
his  decision  was  reversed.  Appeal  has  been  prosecuted  from  the 
Commissioner's  decision. 

The  discussion  has  taken  a  wider  range  than  we  think  is  warranted 
by  the  issue  and  the  evidence  relating  thereto.  The  validity  of  the 
word  ^'  Stage  - '  as  a  trade-mark  appropriated  to  playing-cards,  has 
been  settled,  for  all  of  the  purposes  of  the  interference  proceeding,  by 
the  action  of  the  Patent  Office  in  registering  it  on  the  prior  appli- 
cation of  the  appellee,  and  declaring  the  interference  upon  that  of 
the  appellant.  Nor  is  the  right  of  the  appellant  to  have  one  general 
trade-mark  for  all  cards  of  its  manufacture,  and  a  special  one  for 
each  class  or  style  thereof,  one  that  need  be  considered.  The  single 
question  is,  whether  the  appellant  has  shown  by  its  testimony  such 
earlier  use  of  the  word  ^^  Stage "  as  a  trade-mark  for  cards,  as  to 
entitle  it  to  an  award  of  priority  over  the  registered  claimant 

The  printed  exhibits  of  the  appellant  consist  of  circulars  or  trade- 
lists  issued  at  regular  periods  from  and  after  January  1, 1897.  These 
contain  lists  of  about  one  hundred  different  styles  of  playing-cards, 
under  distinct  names  or  brands  with  wholesale  prices  set  opposite, 
and  arranged  in  classes  designated  as  A.  B.  C.  D. 

The  first  entry  in  class  D  reads  as  follows: 
66x.  The  Stage  Playing  Cards,  gold  edges 72.00 

Professional  Stars,  Actors  and  Actresses  of  the  Stage.  The  most  attractive 
edition  of  playing-cards  ever  issued.    Beautiful  Court  card^designs.  showing 
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portraits  of  world-renowned  oelebrltleB  of  the  stage.  Handsome  backs  In  gold 
and  colors;  finest  linen  stock;  doubled  enameled  and  higlily  finished,  and  pnt 
up  in  handsome,  gold-stamped  cases. 

On  the  title  page  of  each  circular  or  list  appears  a  conspicuous 
mark  consisting  of  the  ace  of  spades  bearing  a  conventional  figure 
of  Columbia,  together  with  the  printed  words  ^  Trade-mark  '^  there- 
under. There  is  nothing  whatever  to  indicate  the  use  of  ^'  Stage  ^ 
as  an  additional  trade-mark.  On  the  same  page  is  printed  the  state- 
ment that  ^^  ^  Bicycle  ^  and  other  brands  of  U.  S.  and  ^  National ' 
playing-cards  (nearly  one  thousand  different  kinds)  received  the 
highest  awards  at  the  World's  Fair  Chicago."  An  exhibit  pack  of 
the  ^  Stage  "  playing-cards  is  contained  in  a  removable  paper  box, 
which  has  printed  on  one  side,  in  large  gilt  letters,  the  following: 

No.  6Sx.  The  Stage  Playing  Cards.    Gold  edges.    Copyrighted  1806  by  the 
IT.  S.  Playing  Card  Co.— Cincinnati,  U.  S.  A. 

The  pack  is  inclosed  in  a  pasted  paper  wrapper  with  the  same  in 
print,  and  on  the  reverse  side  is  a  label  showing  the  trade-mark  ace 
before  described.  The  face-cards  of  the  pack  show  pictures  of  dif- 
ferent actors  and  actresses  with  their  respective  names. 

The  superintendent  of  the  American  News  Co.,  a  large  purchaser 
of  cards,  testified  that  he  had  ordered  these  ^'  Stage  "  cards  for  eight 
years  or  more,  from  the  price-lists,  and  that  they  were  known  to  the 
trade  as  ^^  Stage  '^  playing-cards.  The  appellant  alone  manufactured 
them  at  the  time.  That  this  particular  brand  of  cards  was  known  as 
^  Stage  ^  cards,  does  not  prove  use  of  the  name  as  a  trade-mark  to 
indicate  origin  and  ownership.  The  same  thing  would  be  equally 
true  of  all  the  other  brands  described  in  the  trade-lists,  among  which 
those  designated  as  "  Circus,"  "  Vanity  Fair,"  "  Hustling  Joe,"  etc, 
contain  representative  pictures  on  their  faces.  The  testimony  of  the 
secretary  of  appellant  contains  the  broad  statement  that  the  word 
^  Stage  "  was  adopted  and  used  as  a  trade-mark;  but  this  amounts  to 
nothing  more  than  a  conclusion  founded  on  what  is  disclosed  in  the 
trade-lists,  and  the  testimony  of  the  former  witness.  All  that  the 
testimony  actually  shows  is  that  the  real  trade-mark,  adopted,  used 
and  advertised  as  such  is  the  ace  of  spades  as  before  described,  which 
appeared  on  every  circular  and  trade-list,  and  on  every  pack  of  cards 
of  whatever  style.  This  trade-mark  is  a  symbol  that  by  long, 
exclusive  use,  and  probable  registration,  indicated  the  origin  and 
ownership  of  every  style  and  grade  of  appellant's  cards. 

We  think  with  the  Commissioner,  that  the  descriptive  words,  in- 
cluding ^^  Stage,"  which  appear  on  the  particular  packs  of  cards 
showing  the  pictures  of  actors  and  other  performers  on  the  stage, 
were  for  the  purpose  of  indicating  style,  class,  and  grade.  Words  so 
used  do  not  constitute  a  trade-mark.  {Amoskeag  Mfg.  Co.  v. 
Trainer,  C.  D.,  1880,  464;  17  O.  G.,  1217;  101  U.  S.,„61,  64;  Colvmhia 
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Mm  Co.  V.  Aloam,  C.  D.,  1898,  672;  65  O.  G.,  1916;  150  U.  S^  460, 
468;  Burton  t.  Stratton^  12  Fed.  Rep.,  696,  700.) 

Having  begun  the  manufacture  of  this  novel  style  of  card,  the 
appellant  affixed  to  it  its  long-established  trade-mark,  and  undertook 
to  secure  additional  protection,  not  by  adopting  a  new  and  special 
trade-mark,  but  by  securing  a  copyright  for  the  cards  as  prints  or 
pictorial  illustrations  This  copyright,  as  we  have  seen,  is  advertised 
upon  each  pack  of  the  cards  containing  the  actors'  picttures  in  large 
gilt  letters. 

We  are  of  the  opini(m  that  the  Commissioner  was  ri^t  and  his 
decision  is  affirmed. 

The  clerk  will  certify  this  decision  to  the  Commissioner  of  Patents 
as  directed  by  the  law.    A-ffirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Bdbs  v^  Kuuusoaabd  and  Jebsek. 
Decided  December  11,  1907, 

132  O.  G.,  845;  30  App.  D.  C,  199. 

1.  Appeal — Review  bv  Court  of  Goncubrent  Decisions  of  Patewt  Oftigi 

Tbibunals. 
To  Justify  the  court  of  appeals  In  reversing  tbe  concurrent  decisions  of 
the  Patent  Office  tribunals  on  a  conclusion  of  fiicts»  plain  error  must  be 
shown. 

2.  Iittebfebence—Obigiitality — ^AcTs  Inconsistent  with  Claim  to  Osigina- 

TION. 

Where  R.,  who  was  a  patent  solicitor,  familiar  with  the  patent  law, 
both  as  inventor  and  solicitor,  entered  into  a  contract  with  K.  and  J^ 
joint  claimants  of  the  Invention  in  issue,  according  to  the  terms  of  which 
he  was  to  attempt  the  sale  of  the  invention  and  if  he  was  successful  he  was 
to  have  one-third  of  the  proceeds,  Held  to  constitute  a  substantial  ac- 
knowledgment that  the  Invention  was  made  by  K.  and  J. 

Messrs.  Pennie  <&  Goldshoroxigh  and  Mr.  Charles  8.  Champion  for 
the  appellant. 
Mr.  A.  W.  Proctor  and  Mr.  W.  M.  Stockhridge  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.     (C.  D.,  1906,  486;  126  O.  G.,  1700.) 

The  issue  of  the  interference  was  declared  in  ten  counts.  Without 
setting  them  out,  it  is  sufficient  to  say  that  the  invention  of  the  issue 
relates  to  improvements  in  crown-seal  bottle-stoppers,  and  consists 
substantially  of  a  metallic  cap  having  a  beaded  split  flange,  a  divided 
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ring  indoeed  in  the  bead,  and  a  lever  attached  to  one  end  of  the  ring 
and  having  a  narrow  eccentric  slot  engaging  die  other  end  of  the 
ring.  When  the  lever  is  moved  in  one  direction  the  ring  is  contracted 
and  the  flange  forced  against  an  inclined  shoulder  near  the  mouth  of 
the  bottle  causing  the  cap  to  firmly  engage  it  By  moving  the  lever 
in  the  opposite  direction  the  ring  and  flange  are  expanded,  and  the 
cap  readily  disengaged  from  the  bottle. 

Hies,  the  senior  party,  who  filed  application  April  18, 1901,  claimed 
conception  between  1884,  and  1887,  drawings  and  disdosure  in  Sep- 
tember, 1903,  and  reduction  to  practice  in  October,  1908.  Kirkegaard 
and  Jebsen  who  filed  April  15,  1904,  claimed  conception,  disdosure, 
construction  and  reduction  to  practice  December  4, 1908.  The  tribu- 
nals of  the  Patent  Office,  unanimous  in  their  award  of  priority  to 
Kirkegaard  and  Jebsen,  rejected  the  evidence  of  Bies^s  earliest  al- 
leged conception  as  wholly  insufficient  to  establish  his  daim.  In  this 
they  were  undoubtedly  right 

The  real  issue  was  whether  Kirkegaard  and  Jebsen  were  real  in- 
ventors, or  derived  their  knowledge  from  the  disclosures  of  Bies. 
Kirkegaard  was  the  owner  of  a  machine-shop,  and  had  made  some 
prior  inventions.  Bies  was  an  inventor  of  a  considerable  number  of 
devices,  largely  electrical,  and  was,  moreover,  a  patent  solidtcr. 
While  not  a  patent  lawyer  he  had  prepared  statements  in  interfer^ice. 
He  conducted  the  eiuimination  of  witnesses,  on  his  own  behalf,  and 
with  some  skill.  He  was  on  friendly  terms  with  Kiricegaard  and 
often  engaged  him  to  construct  machines  for  him.  During  November 
and  December  of  1908,  die  latter  was  constructing  a  complicated  ma- 
chine for  Bies,  who  was  often  in  the  shop.  During  this  time  Kirke- 
gaard was  working  on  a  bottle-cap,  for  which  he  applied  for  a  patent 
on  December  16,  1908.  Patent  thereon  was  issued  to  him  April  26, 
1904.  The  invention  of  the  issue  is  an  improvement  upon  the  pat- 
ented construction,  which  appdlees  claim  was  suggested  by  Jebsen. 
Both  stoppers  include  a  metal  cap  having  a  slotted  and  flexible  edge, 
a  damping-ring  for  this  edge,  and  a  cam-lever  for  drawing  the  ring 
tightly  around,  thereby  compressing  the  flexible  edge  of  the  cap  into 
a  groove  upon  the  bottle-neck.  In  the  patented  construction  the 
clamping-ring  is  made  of  one  piece  of  wire,  has  two  free  ends,  and 
rests  loosely  on  a  flange  or  bead  formed  on  the  edge  of  the  cap;  there 
is  also  a  single  clamping-lever  with  a  cam  engagiog  a  free  end  of  the 
damping-ring  and  adapted  to  contract  but  not  to  expand  it.  The 
damping-ring  of  the  improvement,  of  the  issue,  is  a  two-part  wire 
indoeed  in  the  bead  of  the  cap,  and  having  four  free  ends;  the 
damping-lever  is  in  the  form  of  a  bail  and  has  a  cam-slot  at  each  of 
its  ends  that  is  capable  of  both  clamping  and  expanding  the  ring. 
The  patented  device  was  liable  to  become  dismembered  w^en  not  in 
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use.  This  was  obviated  in  the  improved  structure  by  inclosing  the 
two-part  wire  in  a  bead  of  the  flange,  and  introducing  the  bail  form 
of  damping-lever.  The  substitution  of  a  double  cam  action  secured 
both  contraction  and  expansion  as  desired.  Bies  saw  the  patented 
construction,  and  claims  to  have  substantially  disclosed  his  former 
invention  of  the  improvement.  The  appellees  claim  that  upon  seeing 
the  same  construction,  Jebsen  suggested  the  improved  one,  which 
Kirkegaard  worked  out.  Hence  the  application  as  joint  inventors. 
The  case  turns  on  this  disputed  point  The  several  tribunals,  after 
a  careful  review  of  all  the  evidence,  which  it  is  unnecessary  to  repeat, 
came  to  the  conclusion  that  Earkegaard  and  Jebsen  were  the  actual 
inventors. 

There  are  some  circumstances  disclosed  by  the  testimony,  particu- 
larly as  regards  dates  of  drawings  and  work  of  construction,  w^ch 
involve  this  question  in  some  doubt;  and  in  such  cases,  it  is  the  set- 
tled rule  that  the  concurrent  judgment  of  the  Office  tribunals  will 
not  be  disturbed.  To  justify  reversal,  plain  error  must  be  shown 
in  such  a  conclusion  of  fact 

Any  doubt  as  to  the  point,  however,  is  settled  by  subsequent  trans- 
actions between  the  parties.  Immediately  after  the  construction, 
Bies  entered  into  a  contract  with  Earkegaard  and  Jebsen  to  attempt 
the  sale  of  the  invention.  If  successful  he  was  to  have  one-third 
of  the  proceeds  of  sale;  the  consummation  he  assumed  at  his  own 
expense.  He  took  sample-caps  and  exhibited  them  to  a  manufacturer, 
but  failed  to  effect  a  sale.  Beis  who,  as  has  been  remarked,  was  a 
patent  solicitor,  drew  this  ccmtract.  Cionsequently,  his  attempt  to 
give  it  a  very  restrictive,  if  not  a  concealed  meaning,  does  not  come 
in  good  grace.  The  substantial  effect  of  the  contract  was  an  acknowl- 
edgment of  the  ownership  by  the  other  parties,  not  only  of  the  pat- 
ented construction  but  the  improvement  of  the  issue.  Bies  admitted 
that  he  was  under  the  impression  at  the  time  that  the  appellees  had 
filed  their  application  for  patent  for  the  improvement  In  this  he 
was  in  error.  Having  failed  to  effect  the  sale,  he  filed  his  own  appli- 
cation, which  was  followed  two  days  later  by  the  appellees.  Bies's 
explanation  of  his  motives  in  entering  into  this  agreement  is  far  from 
satisfactory.  Being  familiar  with  the  patent  law,  both  as  inventor 
and  solicitor,  he'  must  be  presumed  to  have  known,  when  attempting 
to  sell  the  invention,  that  a  patent  to  appellees  for  a  device  of  which 
he,  and  not  they  were  the  actual  inventors  would  be  void. 

The  Commissioner  was  right  in  deciding  the  question  of  originality 
in  favor  of  Kirkegaard  and  Jebsen;  and  without  further  discussion, 
his  decision  will  be  affirmed.  It  is  so  ordered,  and  that  this  decision 
be  certified  to  the  Commissioner  of  Patents  as  the  law  requires. 
Aprmed. 
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Howell,  Jb.,  v.  Hess. 
Decided  December  11,  1907. 

182  O.  G.,  1074;  80  App.  D.  C,  194. 

f  CB— RSDUOnON  TO  Practici  bt  Aqent. 
An  inventor  conceived  an  invention  and  embodied  it  in  a  model  which  waa 
submitted  to  the  company  that  controlled  the  sale  of  the  machine  for  which 
the  improvement  was  designed,  bat  the  company  refused  to  purchase  the  in- 
vention and  returned  the  model  to  the  inventor.  An  officer  of  such  com- 
pany disclosed  it  to  the  foreman  of  the  factory  of  a  subsidiary  corporation, 
who  set  about  adapting  it  to  the  machine  made  by  them  for  the  parent  com- 
pany, and  a  completed  machine  was  built  embodying  such  invention.  HeUd 
that  such  reduction  to  practice  does  not  inure  to  the  inventor,  as  such 
companies  were  not  acting  as  the  inventor's  ag^its,  and  the  fact  that  they 
subsequently  purchased  and  procured  an  assignment  of  the  invention  does 
not  affect  the  question.  {Hunter  v.  Siikeman,  G.  D.,  1888,  664;  86  O.  G., 
(KIO;  18  App.  D.  C,  214,  226;  Bobinscn  v.  McCcmUck,  C.  D.,  1906,  674;  128 
O.  G.,  3288;  29  App.  D.  C,  98,  111;  Shuman  v.  Beall,  G.  D.,  1906,  710;  128 
O.  G.,  1664;  27  App.,  D.  G.,  824,  328,  disthiguished.) 

Mr.  F.  C.  Somes  and  Mr.  Harold  Binney  for  the  appellant 
Mr.  W.  W.  Dodge,  Mr.  L.  B.  Wight,  Mr.  Edward  C.  Davidson,  and 
Mr.  D.  A.  Carpenter  for  the  appeUee. 

Shepabd,  C.  J.: 

This  is  an  appeal  in  an  interference  proceeding  involving  priority 
of  invention  of  a  dust  shield  or  guard,  the  purpose  of  which  is  to 
protect  the  pivots  of  the  type-bars  of  a  type-writer  from  dirt  and 
grit  proceeding  from  erasures  from  the  platen  of  a  front-strike  type- 
writer falling  upon  the  segment  upon  which  the  type-bars  are 
pivoted. 

The  issue  is  defined  as  follows : 

1.  In  a  type-writing  machine,  the  combination  of  a  type-bar  formed  with  a 
recess  tlierein,  and  a  dust-shield  for  the  bearing  of  said  type-bar,  said  shield 
being  adapted  to  be  received  within  the  recess  in  said  type-bar. 

2.  In  a  front-strike  type-writing  machine,  the  combination  of  a  type-bar 
segment,  a  series  of  s^^entally-arranged  type-bars  pivoted  to  said  segment 
and  each  provided  with  a  recess  therein,  and  a  segmental  strip  that  covers  the 
pivot-bearings  of  said  bars  and  is  adapted  to  extend  into  the  recess  in  each 
type-bar  and  constitutes  a  dust-guard  to  prevent  the  admission  of  dust  or  grit 
to  said  pivot-bearings. 

3.  In  a  type-writing  machine,  the  combination  of  a  pivoted  type-bar,  and  a 
dust-shield  to  prevent  the  admission  of  dust  to  the  pivot-bearing  of  the  type- 
bar,  said  type-bar  being  formed  to  receive  the  dust-shield  when  the  bar  is  in 
the  printing  position  so  as  to  enable  the  shield  to  cover  the  pivot-bearing  and 
not  interfere  with  the  printing  movement  of  the  bar. 

4.  In  a  type-writing  machine,  the  combination  of  a  pivoted  type-bar  having 
a  notch  or  reecss,  and  a  dust-shield  which  lies  within  said  recess  when  tlie 
type-bar  is  in  its  printing  position,  r^^^^T^ 
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6.  In  a  writing-machine,  tbe  combination  of  tlie  platen,  the  t3rpe4Mir  segment, 
type-bars  piTOted  therein  and  notched  or  bent  to  form  a  recess  in  their  front 
edges  adjacent  the  pivots  and  a  shidd  or  guard  located  above  the  pivots^  the 
front  edge  of  which  alters  said  recesses  or  notches  as  the  type-bars  approach 
the  printing-point 

6.  In  a  type-writing  machine^  the  combination  of  a  pivoted  type-bar  formed 
with  a  recess  therein,  and  a  dust-shield  for  the  bearing  of  said  type^mr  located 
In  close  proximity  to  and  partially  inclosing  said  bearing,  said  shield  bdns 
adapted  to  be  received  within  the  recess  in  said  type-bar. 

The  application  of  Howell  was  filed  December  26,  1901.  Heas's 
application  filed  June  80,  1908,  is  a  division  of  an  earlier  one  filed 
August  28,  1901.  The  burden  of  oyercoming  this  earlier  date  was 
cast  upon  Howell.  The  tribunals  of  the  Patent  Office  concurred  in 
awarding  priority  to  Hess,  and  the  case  is  here  on  final  appeal  from 
the  Commissioner.    (C.  D.,  1906,  217 ;  122  O.  O.,  2393.) 

Hess  claimed  conception,  disclosure,  making  of  drawings  and  model 
in  September,  1900.  Without  finally  deciding  whether  this  date  was 
sufficiently  proved,  the  Patent  Office  tribunals  found  it  sufficient,  in 
their  view  of  the  merits  of  the  case,  to  give  Hess  the  date  of  his 
application,  of  August  28,  1901.  They  also  agreed  in  giving  a  date 
of  conception  to  Howell  as  claimed  by  him  in  the  spring  of  1900. 
The  award  against  him  was  based  on  his  want  of  diligence  in  per- 
fecting his  invention  before  and  at  the  time  that  Hess  entered  the 
field. 

It  is  now  contended,  apparently  for  the  first  time  as  the  decisions 
below  contain  no  mention*  of  it,  that  the  model  made  by  Howell  in 
the  spring  of  1900  was  such  a  complete  device  as  of  itself  to  amount 
to  a  reduction  to  practice.  It  is  sufficient  to  say  that  in  our  opinion 
it  was  not  one  of  those  simple  devices,  complete  in  itself,  the  mere 
production  of  which  readily  demonstrated  its  practical  utility.  It 
was,  as  called  in  the  preliminary  statement,  a  model  representing  a 
device  intended  to  be  used  as  a  part  of  a  complicated  machine,  and 
the  practical  usefulness  of  which  depended  upon  a  test  in  that  ma- 
chine. {Hammond  v.  Basoky  C.  D.,  1905,  616;  116  O.  O.,  804;  24 
App.  D.  C,  469, 474.) 

According  to  the  testimony  of  Howell  this  first  structure  which 
included  a  lever  mechanism  for  the  type-bars  as  well  as  the  dust- 
shield,  was  submitted  to  the  Underwood  Typewriter  Co.  immediately 
after  its  construction  in  the  spring  of  1900.  Nothing  was  d<me  in 
regard  to  purchasing  or  using  the  invention,  and  Howell  inquired 
about  it  during  the  summer.  It  was  during  the  time  shown  by  an 
officer  of  the  Underwood  Ciompany  to  the  mechanic  of  the  Wagner 
Ciompany — a  subordinate  corporation  of  the  Underwood  Company — 
who  did  not  approve  the  key  mechanism.  Nothing  more  was  done 
until  late  in  December,  1900,  when  Howell  was  sent  for  by  the  presi- 
dent of  the  Underwood  Company,  who  told  him  his  patent  soUcitors 
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had  reported  it  unpatentable.  Howell  said  that  he  had  called  on  the 
solicitors  and  he  agreed  with  ihem  that  the  key-lever  mechanism 
would  infringe  Felbel's  patent  He  said  also  that  the  solicitor  was 
of  opinion  that  there  was  not  enough  in  the  dust-guard  to  apply  for 
a  patent  on  alone.  Underwood  offered  Howell  some  compensation 
for  his  work,  which  Howell  refused.  Howell  then  took  the  model 
home,  and  negotiations  ended,  until  about  the  last  of  November,  1901, 
when  Underwood  called  and  obtained  from  Howell  an  agreement  to 
assign  the  invention  to  the  Wagner  Company.  It  appears  from  the 
testimony  of  the  representative  of  the  Wagner  Company  that  the 
dust-guard  feature  was  disclosed  to  the  factory  foreman--the  model 
having  been  shown  by  an  agent  of  the  Underwood  Company — ^who 
set  about  adapting  it  to  an  Underwood  type-writer,  and  completed  it, 
and  other  parts  of  a  new  model  machine,  about  March,  1901.  The 
construction  of  this  new  machine  was  proceeded  with  and  c(nnpleted 
about  November  1,  1901. 

While  Howell  was  doing  practically  nothing  towards  perfecting 
his  machine,  reducing  it  to  actual  practice,  or  taking  steps  to  secure  a 
patent,  Hess  entered  the  field,  and  three  months  before  Howell  as- 
signed to  the  Wagner  Company,  filed  his  application  for  a  patent 
Undoubtedly  the  tribunals  of  the  Patent  Office  were  right  in  holding 
that  so  far  as  the  acts  of  Howell  were  concerned,  there  was  a  failure 
of  due  diligence. 

Assuming  that  what  the  Wagner  Company  did  between  April  and 
November,  1900,  amounted  to  a  reduction  of  the  invention  to  practice, 
it  is  earnestly  contended  that  this  was  for,  and  inured  to  the  benefit 
of  Howell. 

We  cannot  agree  with  this  contention.  Taking  the  most  liberal 
view  of  the  evidence,  the  case  falls  within  the  principle  declared  in 
Hunter  v.  Stikeman,  (C.  D.,  1898,  564;  85  O.  G.,  610;  18  App.  D.  C, 
214, 226,)  where  it  was  said  by  Chief  Justice  Alvey : 

It  Is  a  well-settled  principle  in  the  patent  law  that  while  that  law  accords 
the  right  to  a  patent  to  a  later  applicant  who  connects  hy  due  diligence  a  prior 
conception,  the  reduction  to  practice  mnst  be  by  the  applicant  himself  of  by 
his  aothorixed  agent,  and  not  by  some  other  third  party.  It  is  not  enough  to 
entitle  an  applicant  to  a  patent  that  some  one  elae  has  shown  the  practicabiUty 
of  the  inyention  by  reducing  it  to  practice.  The  work  of  such  third  party  will 
not  be  taken  as  sufOcient  to  relieve  the  applicant  of  the  consequences  of  his  own 
want  of  diligence. 

We  think  it  dear  that  whatever  the  motive  of  the  Underwood  or 
Wagner  Company  in  undertaking  to  utilize  the  invention  in  one  of 
their  machines,  after  declining  to  purchase,  and  returning  the  model 
to  the  inventor,  they  were  not  acting  as  his  agents.  That  they  subse- 
quently purchased  and  procured  an  assignment  of  the  invention  does 
not  affect  the  operation  of  the  rule.  {Robinson  v.  McCormick^  C.  D., 
1907,  674;  128  O.  G.,  8289;  29  App.  D.  C,  98,  111.)    The  facets  are 
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essentially  different  from  those  in  the  case  relied  on  by  the  appellmnt. 
{Shumm  v.  BeaUy  C.  D.,  1906,  710;  128  O.  O.,  1664;  27  App.  D.  C, 
824,  828.) 

In  that  case  the  inventor  was  in  the  employ  of  the  oorporatian 
which  reduced  the  invention  to  practice,  had  promised  its  oflloers 
a  large  interest  in  it,  and  had  been  led  to  believe  that  everything  was 
done  in  the  joint  interest;  and  the  evidence  showed  a  deliberate  effort 
to  defraud  him  by  colluding  with  another  who  obtained  his  knowledge 
from  the  true  inventor. 

The  decision  must  be  affirmed.  The  derk  will  certify  this  decision 
to  the  Commissioner  of  Patents.    Affirmed. 


[Court  of  Appeal!  of  the  DIttrlet  of  ColomliUL] 

In  rs  Csbsgbnt  Ttpewbiteb  Sitpplt  Go. 

DeoUM  FeWuarv  4.  1908. 

188  O.  O.,  281 ;  80  App.  D.  CL*  824. 

1.  TaADB-MABKS— RsOIBTRATIOir  OF  QbOGBAPHICAL  MaBKB  PlOHraiTED. 

Section  Q  of  the  Trade-Mark  Act  of  1906  is  broad  enough  to  prohibit  tlie 
registration  of  any  word  that  has  an  ezclnalye  geographical  signiflcanoe  or 
that  would  suggest  any  particular  geografftliical  location. 

2.  Sams— '' OBmfT  ** — Gboobaphioal. 

The  word  "Orient"  to  generally  understood  to  refer  to  certain  Bastem 
countries,  and,  as  applied  to  Ink-ribbons  and  carbon-paper.  Held  to  be  geo- 
graphical and  not  registrable. 
8.  Saicb— Thk  Word  ''Obhiit**  Ihcexmed  ih  Wbeath — Gbogsaphigal. 

▲  mark  for  ink-ribbons  and  carbon-paper  consisting  of  the  word  ''  Orient  "* 
inclosed  in  a  wreatb,  the  letters  B  and  I  of  the  word  being  printed  as  a 
monogram.  Held  not  registrable  under  section  Q  of  the  Trade-Mark  Act  of 
1906,  as  the  word  '^Orient"  to  geographical. 

Mr.  H.  A.  Dodge  for  the  appellant 

Mr.  F.  A.  Tennant  tar  the  Commissioner. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents (C.  D.,  1907,  149;  128  O.  O.,  1295)  refusing  to  register  as  a 
trade-mark  for  ink-ribbons  and  carbon-paper,  a  device  consisting  of  a 
wreath,  inclosing  the  following  combination  of  letters: — ^  OSJ^TT.'' 
Underneath  said  combination,  and  within  the  wreath,  is  printed  the 
word  '^  Brand."  The  application  was  refused  by  the  Commissioner 
for  the  reason  that  the  word  attempted  to  be  used  in  the  design  is 
the  word  ^^  Orient,"  a  geographical  name,  and  that  it  is  the  predomi- 
nating feature  of  the  proposed  trade-mark.  It  is  contended  by  ap- 
pellant that  the  mark  is  a  device  consisting  of  a  wreath  and  letters 
irranged  therein  in  an  arbitrary  manner,  in  other  words,  that  it  takes 
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the  whole  design,  wreath  and  letters,  to  compose  the  proposed  trade- 
nuu*k.  It  is  also  denied  ^^  that  die  word  '  Orient,'  as  applied  to  type- 
writer ribbons,  is  geographicaL" 

It  appears  from  the  record  that  the  appellant,  in  his  original  appli- 
cation for  the  registration  of  the  proposed  trade-mark,  inserted  the 
following  specification: — 

The  trade-mark  CQnsists  of  the  word  "Orient,"  Inclosed  In  a  wreath,  the 
letters  B  and  I  of  the  word  "  Orient "  being  printed  as  a  monogram. 

Subsequently,  when  it  was  suggested  in  the  Patent  Office  that  the 
word  ^  Orient  ^  was  a  geographical  term  and  under  the  statute  pre- 
cluded from  use  for  the  purpose  of  registration,  appellant  withdrew 
the  above  specification,  and  now  contends  that  the  word  used  in  the 
design  is  not  the  word  ^^  Orient,"  but  a  mere  arbitrary  ccnnbination 
of  letters.  The  fact  that  the  appellant,  in  his  original  application, 
interpreted  the  word  used  in  his  proposed  trade-mark  as  the  word 
^^ Orient"  presents  such  a  presumption  of  his  intention  as  cannot 
well  be  removed  by  a  mere  withdrawal  of  that  particular  specifica- 
tion. Especially  is  this  true  where  the  design  is  left  unchanged  and 
remains  the  same  after  the  withdrawal,  or  amendment  of  the  specifi- 
cation, as  before.  We  are  of  the  opinion  that  the  only  reasonable  in- 
terpretation of  the  combination  of  letters  used  is  that  they  spell  the 
word  "  Orient "  and  at  once  convey  the  use  of  that  word  to  the  mind. 

The  Commissioner  refused  to  register  the  appellant's  mark  ^'  for 
the  reason  that  the  word  ^  Orient,'  the  distinguishing  feature  of  appli- 
cant's mark,  is  geographical."  Section  5,  of  the  Trade-Mark  Act  of 
1905,  provides  in  part  that — 

no  mark,  which  consists  merely  In  the  name  of  an  Individual,  firm,  corporation 
or  association,  not  written,  printed,  Impressed,  or  woven  in  some  particular  or 
distlnctiye  manner  or  In  association  with  the  portrait  of  the  Individual,  or 
merely  in  words  or  devices  which  are  descriptive  of  the  goods  with  which  they 
are  need,  or  of  the  character  or  quality  of  such  goods,  or  merely  a  geographical 
name  or  term,  shall  be  registered  under  the  terms  of  this  act. 

It  will  be  noted  that  this  section  of  the  Trade-Mark  Act  does 
not  {fermit  the  use  of  ^^  a  geographical  name  or  term."  We  think  this 
provision  of  the  statute  is  broad  enough  to  prohibit  the  use  of  any 
word  that  has  an  exclusive  geographical  significance,  or  that  would 
suggest  any  particular  geographical  location.  Certainly,  the  use  of  a 
name  indicating  a  particular  place  is  prohibited,  such  as  the  name  of 
a  city,  or  country,  or  subdivision  of  a  country.  With  equal  certainty 
do  we  think  that  it  prohibits  the  use  of  a  name  that  applies  to  a  par- 
ticular section  of  the  globe,  as,  in  this  instance,  to  a  section  composed 
of  a  number  of  countries.  The  word  "  Orient "  is  generally  understood 
to  refer  to  certain  Eastern  countries,  specifically  the  region  east  and 
southeast  of  the  leading  States  of  Europe,  including,  among  others, 
Turkey,  Persia,  Egypt  and  India.    The  word  has  a  fixed  and  definite 

HOP  in  nnr  vnrflhii1fi.rv.  ^ 
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A  type-writer  ribbon  depends  for  its  value  largely  upon  the  quality 
of  the  ink  or  dyes  used  for  the  purpose  of  impression  or  printing.  It 
is  well  known  that  most  valuable  inks  and  dyes  are  produced  and  im« 
ported  from  some  of  those  Oriental  countries.  Even  though  the  ap- 
plicant mi^t  have  no  intention  of  using  any  such  articles  in  produc- 
ing its  ribbon,  still  it  might  reap  a  great  advantage  by  having  a  name 
protected  in  its  trade-mark  that  would  suggest  to  the  public  sudi  a 
use.  The  purpose  of  the  statute  is  to  prevent  a  manufacturer  or 
dealer  from  gaining  such  an  advantage,  either  directly  or  by  sab- 
terfuge. 

The  question  before  us  was  conclusively  disposed  of  by  this  court 
in  the  case  of  in  re  Hopkins,  (C.  D.,  1907, 549 ;  128  O.  O.,  890;  29  App. 
D.C.,118,)  where  the  Commissioner  had  refused  to  register  a  trade- 
mark described  by  the  words  '^  Oriental  Cream,"  and  associated  with 
an  eagle  holding  a  scroll  in  its  beak.  Chief  Justice  Shepard,  statiuj; 
the  opinion  of  the  court,  affirmed  the  refusal  of  the  Commissioner  to 
register  the  trade-mark — 

on  tlie  ground  that  the  term  "  Oriental  **  Is  a  geographical  term,  and  therefloie 
prohibited  from  registration  by  section  5  of  the  Trade-Mark  Act  of  Febmaiy 
20,  1906. 

In  that  case,  the  Commissioner  said : — 

The  word  "  Orient "  is  a  term  used  to  indicate  the  Bast,  Bastem  coimtriea, 
and  speciflcally  the  regions  to  the  east  and  southeast  of  the  leading  States  of 
Burope.  Century  Dictionary.  The  term  **  Oriental  '*  is  in  general  use  in  com- 
merce to  indicate  goods  that  are  manufactured  in  ttUs  region,  as,  for  example^ 
Oriental  rugs.  As  appUed  to  a  cream,  it  would  Indicate  that  the  cream  came 
from  the  Orient 

On  the  face  of  the  proposed  trade-mark,  the  brand  of  the  ribbon 
and  paper  is  designated  as  ^^  Orient  Brand,"  which  would  couTey  to 
the  public  mind  but  one  meaning,  namely,  that  the  goods  manu- 
factured by  the  appellant  company,  possessed  qualities  or  elements 
that  distinctively  belong  to  the  Oriental  countries.  The  word 
^Orient,''  we  think,  is  such  a  geographical  term  as  comes  clearly 
within  the  prohibition  of  the  statute. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
proceedings  in  this  court  will  be  certified  to  him  by  the  clerk,  as 
required  by  law.   Affirmed. 


[Court  of  Appoali  of  the  Dlitrlet  of  ColomblA.] 

The  Natural  Food  Compakt  v.  Wiujakb. 

Decided  February  4,  1908. 

183  O.  Q.,  232;  30  App.  D.  C,  348. 

Tiadb-BCabxs— "  Shuddkd  Wholb  Wheat  **— DBSCsipnTX. 

The  words  '*  Shredded  Whole  Wheat*'  as  applied  to  certain  food  prepa- 
rations Held  to  be  descriptlTe,  and  therefore  incapable  of  an^roprlattoii  as 
a  trade-mark.  ^ 
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2.  Sams— Opposition — ^Bzolusits  Ubb— Chasaotkb  or  Usb  bt  Oppobkb. 

In  determining  if  applicant's  use  of  a  mark  bas  been  '*  exclnsive  "  within 
the  meaning  of  section  5  of  tlie  Trade-Mark  Act  it  is  immaterial  whether 
the  opposer  used  the  mark  as  a  trade-mark  or  merely  in  a  descriptive  sense. 
8.  Saicb--Saic&— Testimony. 

The  fact  that  the  opposer  built  machines  to  produce  shredded  whole 
wheat  and  actually  produced  and  sold  such  an  article  is  snlBcient  corrob- 
oration of  his  testimony  that  the  boxes  in  which  the  product  was  packed 
were  marked  "  Shredded  Whole  Wheat" 

Mr.  H.  A.  Seymour  for  the  appellant. 
Mr.  Wallace  Greene  for  the  appellee. 

BoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  the  opposition  to  the  registration  of  the  words  ^'  Shredded 
Whole  Wheat ''  as  a  trade-mark  for  biscuits  or  crackera 

Appellant  in  June,  1905,  filed  an  application  for  the  registration 
of  these  words  under  the  so-called  ^^  ten-years  clause  "  found  in  the 
act  of  February  20,  1905.  (38  St.  at  L.,  pt  1,  724.)  Subsequwtly 
William  E.  Willams,  the  appellee  here,  filed  a  notice  of  opposition, 
in  which  he  ayerred — 

that  ttie  applicant,  the  Natural  Food  Gompany  has  not  in  fact  used  the  words 
constituting  the  alleged  trade-mark,  as  a  supposed  trade-mark,  for  ten  years; 
tbat  the  said  aH>Ucant  has  not  been  the  exclusive  user  of  the  words  constituting 
the  aUeged  trade-mark,  upon  the  q[>ecifled  goods,  for  the  time  of  the  allegM 
use  by  said  company. 

He  also  averred  that  he  made  a  machine  for  producing  shredded 
whole  wheat  as  early  as  the  early  part  of  1894;  and  that  he  had  pro- 
duced and  sold  the  product  of  that  and  other  improved  machines, 
which  he  subsequently  constructed,  as  shredded  whole  wheat. 

We  have  carefully  examined  the  record  in  this  case  and  unhesitat- 
ing sustain  the  view  entertained  by  the  tribunals  of  the  Patent 
Office.  It  appears  that  the  appellee  Williams,  who  as  a  boy  learned 
the  miller's  trade  in  a  flour-mill  and  who  later  became  a  dvil  engineer, 
early  in  1894  built  a  machine  ''  the  function  of  which  was  to  convert 
the  whole  grains  of  wheat  into  shreds.^'  That  he  constructed  and 
operated  this  machine  at  that  time  is  established  beyond  question 
since  he  is  corroborated  by  two  disinterested  and  intelligent  witnesses. 
Williams  endeavored  to  interest  capital  in  his  invention  and  suc- 
ceeded to  some  extent.  At  all  events,  in  1902  he  was  enabled  to  build 
an  improved  machine  and  has  since  constructed  others.  The  capacity 
of  the  1902  machine  was  much  greater  than  that  of  the  earlier  nm- 
chine,  and  from  that  time  Williams  has  continued  without  interrup- 
tion to  manufacture  and  sell  shredded  whole  wheat.  He  is  corrob- 
orated by  the  machinist  who  worked  on  the  1902  machine,  and  who 
testified  in  detail  as  to  its  capacity  and  to  the  extent  to  which  it  was 
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operated  after  its  completion.  The  proprietbr  of  a  large  restaurant 
in  Chicago  testified  to  having  purchased  regularly  shredded  whole 
wheat  from  Williams  since  as  early  as  1908.  Williams  himself  tes- 
tified that  the  words  shredded  whole  wheat  accurately  and  properly 
describe  the  product  of  his  machine;  and  that  he  had  always  marked 
the  boxes  containing  such  food  products  as  shredded  whole  wheat 
He  said : 

In  my  opinion  should  anybody  get  a  monopoly  of  the  words  **  shredded  whole 
wheat  '*  it  would  be  impossible  to  mark  the  shreds  made  of  whole  wheat  or 
describe  them  in  an  intelligent  way  without  being  considered  by  the  owner  of 
such  n  trade-mark  as  the  words  "  shredded  whole  wheat  **  considering  that  his 
rights  were  being  infringed  and  thereby  he  might  worry  and  annoy  an  innocent 
manufacturer  in  the  proper  description  of  his  goods. 

He  also  offered  in  evidence  several  patents,  some  of  which  were 
granted  in  1894,  which  disclose  machines  for  converting  cereals 
including  whole  wheat  into  shreds. 

Since  these  words  accurately  and  aptly  describe  an  article  of  food, 
which  according  to  the  testimony  has  been  produced  by  Williams  and 
others  for  more  than  ten  years,  it*  follows  that  they  are  descriptive 
within  the  meaning  of  the  statute,  and  that  they  cannot  be  appro- 
priated as  a  trade-mark  by  appellant  unless  it  has  been  the  exclusive 
user  of  the  words  during  the  ten-years  period.  The  evidence  above 
briefly  reviewed,  we  think,  clearly  establishes  the  fact  that  appellant 
was  not  the  exclusive  user  of  these  words  during  the  ten-years  period. 
No  claim  is  made  of  any  attempt  on  the  part  of  Williams  to  deceive 
the  public,  or  that  the  product  of  his  machines  is  not  in  fact  as  mudi 
entitled  to  be  called  shredded  whole  wheat  as  is  the  product  of  ap- 
pellant's machines.  That  he  did  not  use  the  words  as  a  trade-mark, 
but  merely  in  a  descriptive  sense  is  of  no  moment.  He  in  common 
with  all  other  manufacturers  of  shredded  whole  wheat  had  the  same 
right  to  properly  designate  their  product  as  did  The  Natural  Food 
Company.  The  fact  that  the  Patent  Office  for  more  than  ten  years 
has  been  granting  patents  for  machines  for  converting  cereals  into 
shreds  adds  cogency  to  the  contention  that  the  words  "shredded 
whole  wheat "  properly  describe  the  product  of  Williams's  machines. 

It  is.urged  that  the  Patent  Office  erred  in  ruling  that  Williams  used 
the  words  "  shredded  whole  wheat ''  in  marking  his  goods,  because 
his  testimony  was  not  corroborated.  As  above  stated,  it  clearly  ap- 
pears that  Williams  constructed  a  machine  in  1894  for  the  manufac- 
ture of  this  product,  and  that  he  did  in  fact  produce  shredded  whole 
wheat  at  that  time,  and  that  he  has  continued  to  do  so  since  that 
time.  It  is  clearly  established  by  the  testimony  of  several  witnesses 
that  he  referred  to  the  product  of  his  machines  as  shredded  whole 
wheat;  that  he  sold  it  as  such,  and  that  it  was  known  as  such.  It  is 
true  that  Williams  is  the  only  witness  who  testified  thkt  the  boxes 
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in  which  it  was  pa^ed  were  marked  ^  shredded  whole  wheat,^  but  we 
think  the  circumstanoes  so  strongly  corroborate  his  testimony  that 
farther  corroboration  is  unnecessary.  It  being  established  that  he 
was  the  inventor  and  builder  of  madiines  to  produce  shredded  whole 
wheat,  and  that  he  actually  produced  and  sold  it,  it  necessarily  fol- 
lows that  he  would  be  likely  to  designate  the  product  of  his  machine 
by  its  proper  name. 

The  appellant  for  ten  years  prior  to  1906  had  not  exclusively  used 
the  words  which  it  sought  to  have  registered,  and  its  application, 
therefore,  was  properly  denied. 

Moreover,  it  is  open  to  question  whether  appellant  in  fact  used 
these  words  as  a  trade-mark  until  after  the  enactment  of  the  ^^  ten- 
years  clause  ^  in  1906.  The  carton  used  by  appellant  prior  to  1905 
contains  the  figure  of  a  woman  holding  a  torch  and  a  sheaf  of  wheat 
The  word  ^  trade-made  ^  appears  immediately  under  this  figure,  indi- 
cating quite  clearly  that  The  Natural  Food  Company  claimed  the 
figure  as  its  trade-mark  and  not  the  words  ^  shredded  whole  wheat  ^ 
which  were  apparently  then  used  to  merely  describe  the  contents  of 
the  package. 

The  decision  of  the  Commissioner  of  Patents  was  ri^t,  and  is, 
therefore,  alBrmed.  The  derk  of  the  court  will  certify  this  opinion 
and  the  proceedings  in  this  tx>urt  to  the  Commissioner  of  Patents  in 
acoofdance  with  law.    Affirmed. 


[Covrt  of  Appeals  of  the  District  of  roIombU.] 

In  rs  Dioop. 

DeMed  February  4, 190S. 

188  O.  O.,  517;  80  Api».  D.  C,  884. 

pAIBllTABnirrr— NOVBLTT— Ahticipatior. 

Heid  tbat  a  method  of  oOTerlng  playlng-balls  constotliis  of  knltttng  sepa- 
ratelj  a  wrapper  leavliig  a  slit  therein.  Inserting  a  deflated  rubber  ball 
through  eald  silt,  closing  the  allt  by  meshee  of  the  same  material  as  that 
forming  the  cover,  and  finally  Inflating  the  ball  is  anticipated  by  certain 
patents  showing  the  idea  of  covering  inflated  mbber  balls  with  a  crocheted 
or  knitted  cover  and  another  patent  which  contains  the  idea  of  inserting  a 
deflated  ball  in  a  cover,  inflating  the  ball,  and  then  closing  the  aperture. 

Mr.  J.  L.  Norris  for  the  appellant 

Mr.  Frederick  A.  Tennant  for  the  Commissioner  of  Patents. 

Bmn,/.; 

This  is  an  jtppeal  from  the  refusal  of  the  Commissioner  of  Patents 
to  issae  Letters  Patent  to  Paul  Emil  Droop  upon  a  method  of  cover- 
Digitized  by  VjOOQ  IC 


824      DECISIONS  OF  UNITED  STATES  OOXTBTS  IN  PATENT  CASES* 

ing  and  inflating  playing-balls  for  tennis  and  other  games,  as  de- 
scribed in  the  following  counts : 

1.  The  herein-described  method  of  covering  playing-halls  for  tennis  and  other 
games,  consisting  in  knitting  separately  a  spherical  wrapper  and  leaving  a  sUt 
therein,  inserting  the  elastic  shell  of  the  ball  through  said  slit  and  then  uniting 
the  edges  of  the  silt. 

2.  The  herein-described  method  of  covering  playing-balls  for  tennis  and  other 
games,  consisting  In  knitting  separately  a  spherical  wrapper  having  Juxtaposed 
edges,  placing  the  elastic  ball  within  the  wrapper,  and  then  drawing  together 
the  edges  of  the  wrapper  by  making  new  meshes  of  the  same  material  as  the 
wrapper  and  so  inclosing  the  elastic  ball. 

8.  The  herein-described  method  of  covering  and  inflating  playing-balls  for 
tennis  and  other  games,  consisting  in  knitting  separately  a  spherical  wrapper 
and  leaving  a  silt  therein,  inserting  the  elastic  shell  of  the  ball  through  said 
slit  and  then  closing  the  said  slit  by  making  new  meshes  between  the  edges 
thereof,  and  thereafter  inflating  the  inner  elastic  ball. 

These  claims  were  severally  rejected  because  of  the  following  ref- 
erences: Allerton,  July  14, 1868,  No.  79,933;  Esty,  July  22, 1884,  Na 
802,888;  Washington,  Feb.  26,  1889,  No.  398,558;  Bissell,  Oct  30, 
1900,  No.  660,787;  British  patent  to  Lord,  May  11,  1898,  No.  10,796. 

In  the  British  patent  to  Lord  is  found  the  idea  of  covering  an 
inflated  rubber  ball  with  crocheted  or  knitted  material,  and  thereby 
dispensing  with  the  necessity  of  using  cement  or  other  adhesive. 
The  Lord  application  contains  the  following: 

I  am  aware  that  India-rubber  balls  have  previously  been  coTcred  with  a  case 
of  materia],  the  latter  being  usually  attached  to  the  ball  by  means  of  a  cement 
or  other  adhesive.  My  invention,  however,  differs  essentially  from  this,  in  that 
I  use  no  adhesive,  and  also  in  the  fiict  that  I  do  not  use  a  material,  but  crochet 
or  otherwise  knit  a  strip  of  tape  or  other  like  substance  on  to  the  baU. 

The  American  patent  to  Bissell  discloses: 

a  tether-ball  comprising  a  resilient  ball,  a  cover  of  fibrous  material  inck>8ing 
the  same,  and  a  ring  or  loop  attached  to  said  cover  and  having  a  surftice  com- 
posed of  a  continuation  of  the  threads  of  the  cover. 

There  is  nothing  new,  therefore,  in  the  idea  of  a  knitted  cover,  nor 
is  there  anything  new  in  the  idea  of  inserting  a  deflated  ball  in  the 
cover  and  then  fully  inflating  it,  as  that  idea  is  disclosed  in  the  Aller- 
ton patent.    Allerton  in  his  application  says: 

The  nature  of  my  said  Invention  consists  in  an  india-rubber  bag,  or  other 
article  to  be  inflated  or  distended,  in  combination  with  a  separate  covering  of 
cloth,  felt,  or  similar  material,  that  supports  the  rubber  fabric,  and  prevents 
injury  to  the  same  by  the  pressure  or  by  wear,  and  such  covering,  not  having 
been  exposed  to  heat,  retains  its  original  strength  and  color,  and  the  rubber 
being  separate,  can  be  cured  by  heat  in  the  most  perfect  manner. 

The  tribunals  of  the  Patent  Office  found  nothing  new  in  the  idea 
of  closing  the  slit  in  the  cover,  through  which  the  deflated  ball  has 
been  passed,  ^^by  making  new  meshes  between  the  edges  thereof." 
The  Commissioner  said : 

It  is  well  known  that  fabrics  may  lie  knitted  to  any  desired  form  and  tbeir 
free  edaea  secured  toaether  bv  knlttMl  stitches.  ^ 


DECISIONS  OF  UNITED  STATES  GOUBTS  IN  PATENT  CASES.       325 

We  concur  in  this  view. 

No  claim  is  made  that  it  was  necessary  to  design  new  machinery 
to  complete  the  cover  after  the  inflation  of  the  ball.  The  prior  art 
suggested  the  idea  of  knitting  together  the  edges  of  the  slit,  and 
that  idea  was  adopted. 

Any  one  skilled  in  the  art,  and  who  desired  to  produce  a  cloth  or 
knitted  cover  for  tennis-balls,  would  have  had  no  difficulty  in  pro- 
ducing the  result  found  in  the  rejected  claims,  had  he  consulted  the 
references.  Two  of  these  references  contain  the  idea  of  covering 
inflated  rubber  balls  with  a  crocheted  or  knitted  cover.  Another 
contains  the  idea  of  inserting  a  deflated  rubber  ball  in  a  cover,  inflat- 
ing the  ball,  and  then  closing  the  aperture. 

The  decision  of  the  Commissioner  was  right,  and  is,  therefore, 
affirmed.  The  clerk  of  the  court  will  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  Commissioner  of  Patents  according 
to  law.    Afprmed. 


[Court  of  Appeals  of  the  DUitrict  of  Columbia.] 

E.  McIlhenny's  Son  v.  New  Iberia  Extract  of  Tabasco  Pepper 
Company,  Lighted. 

Decided  February  4,  1908. 

133  O.  a.  995;  30  App.  D.  C,  337. 

1.  Tbaoe-Mabks — Cancelation — Pleading — Sufficiency  of   Petition. 

As  the  statute  providing  for  the  cancelation  of  registered  trade-marks 
(act  of  Feb.  20,  1906,  sec.  26,  33  Stat  L.)  does  not  contemplate  that  any 
one  may  petition  the  Commissioner  to  cancel  a  trade-maric  regularly  reg- 
istered, but  it  does  provide  that  any  one  who  "  shall  deem  himself  injured  " 
may  do  so,  the  petition  for  cancelation  must  contain  a  statement  of  fkct 
on  this  Jurisdictional  question  sufficiently  full  to  show  that  the  petitioner 
has  been  injured  by  the  registration,  and  this  fact  must  not  be  left  to 
conjecture,  but  must  affirmatively  appear,  and  where  such  a  statement 
of  fact  is  lacking  the  petition  is  demurrable. 

2.  Same — Saicb— Same— Same. 

An  averment  in  a  petition  for  the  cancelation  of  the  registered  trade- 
mark "Tabasco"  for  pepper-sauce  that  petitioner  has  used  such  trade- 
mark is  not  suffici^t,  for  the  reason  that  unless  the  word  has  been  used 
in  the  same  business  no  injury  contemplated  by  the  statute  would  have 
followed. 

3.  Samb— Saice— Samb^-Samb. 

In  a  petition  for  the  cancelation  of  a  registered  trade-mark  a  general 
averment  that  the  registration  **  has  been  much  to  the  prejudice,  damage, 
and  loss'*  of  the  petitioner  unsupported  by  averments  of  facts  is  merely 
the  conclusion  of  the  pleader  and  is  not  a  sufficient  averment  of  damage 
to  give  petitioner  a  standing  in  a  cancelation  proceeding. 

Mr.  Mehnlle  Church  and  Mr.  J.  B.  Church  for  the  appellant, 
Mr.  C.  8.  Walton  for  the  appellee.  Digitized  by  Google 
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ROBB,  J. : 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
overruling  a  general  demurrer  filed  by  appellant  to  a  petition  filed 
by  appellee  for  the  cancelation  of  the  word  ^Tabasco,"  which  ap- 
pellant had  registered  in  the  Patent  Office  as  a  trade-mark  for  pepper- 
sauce. 

The  petition  demurred  to  was  filed  under  the  provisions  of  section 
13  of  the  act  of  February  20,  1905,  (38  St  at  L.,  pt  1742,)  which 
reads  as  follows: 

That  whenever  any  pertson  shall  deem  himself  injured  by  the  registntion 
of  a  trade-mark  in  the  Patent  Ofllce  he  may  at  any  time  apply  to  the  Gom- 
mlssloner  of  Patents  to  cancel  the  registration  thereof.  The  Commissioner  shall 
refer  such  application  to  the  Examiner  in  charge  of  interferences*  who  is 
empowered  to  hear  and  determine  this  question,  and  who  shall  give  notice 
thereof  to  the  registrant  If  it  appear  after  a  hearing  before  the  Examiner 
that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at  the  date  of  his  ap- 
plication for  registration  thereof,  or  that  the  mark  is  not  used  by  the  registrant 
or  has  been  abandoned,  and  the  Examiner  shall  so  decide,  the  Commissioner 
shall  cancel  the  registration.  Appeal  may  be  taken  to  the  Commissioner  in 
person  from  the  decision  of  Examiner  of  Interferences. 

The  only  averments  found  in  the  petition  as  to  the  right  of  the 
petitioner  to  apply  for  a  cancelation  of  the  trade-mark  are  contained 
in  the  fifth  and  sixth  paragraphs,  and  read  as  follows: 

6.  That  the  corporation  of  your  petitioner,  as  well  as  others,  had  used  tbe 
word  "Tabasco'*  as  a  trade-mark  in  trading  throughout  the  United  States 
and  with  foreign  nations  generally  for  several  years  prior  to  the  registratioD  of 
this  mark. 

6.  The  registration  of  said  word  ''Tabasco*'  as  a  trade-mark  by  the  firm 
of  E.  Mcllhenny's  Son  has  been  much  to  the  prejudice,  damage  and  loss  of 
your  petitioner  and  his  corporation,  organized  under  the  laws  of  Louisiana. 

Subsequently  certain  affidavits  were  filed  by  the  petitioner,  in 
which  its  interests  more  fully  appear,  but  these  affidavits  were  not 
referred  to  in  the  petition,  and,  of  course,  form  no  part  thereof; 
{Robinson  Tobacco  Co.  v.  PhUUps^  In  Equity,  20  Blatch.,  U.  S.,  569; 
Hiatt  V.  Goblt,  18  Ind.,  494;  Howard  Co.  v.  Water  Lot  Co.^  88  Ga., 
689 ;  Statham  v.  Life  Insurance  Co.^  45  Miss.,  581 ;  Moses  dk  Co*  v* 
Brodie,  1  Tenn.  Ch.,  397;  8  Enc.  PI,  dk  Pr.,  p.  740.) 

Pursuant  to  the  authority  vested  in  him  by  section  26  of  said  act 
of  February  20, 1905,  the  Commissioner  in  notifying  appellant  of  the 
filing  of  said  petition  for  cancelation,  said : 

The  practice  of  the  United  States  equity  courts  should  be  fallowed  tn  plead- 
ings. 

The  right  of  the  petitioner  to  intervene  was  dependent  upon  a 
showing  of  interest  The  statute  does  not  contemplate  that  any  one 
may  petition  tlie  Commissioner  to  cancel  a  trade-mark  regularly 
registered,  but  it  does  provide  that  any  one  who  ^^  shall  deem  himself 
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injured  ^  may  do  so.  The  petition,  therefore,  must  contain  a  state- 
ment of  fact  on  this  jurisdictional  question,  sufficiently  full  to  show 
that  the  petitioner  has  been  injured  by  the  registry  of  the  mark  he 
seeks  to  have  canceled,  and  this  fapt  must  not  be  left  to  conjecture 
but  must  affirmatively  appear.  As  was  said  by  Mr.  Justice  Story, 
In  Hanriaon  v.  Niaan,  (9  Peters,  SOS :) 

Brofy  bill  most  contain  In  itself  suiBeient  matters  of  fact,  per  ae,  to  maintain 
the  case  of  tlie  plaintiff :  so  tliat  the  same  may  be  put  in  issue  by  the  answer, 
and  established  by  the  proofii.  The  proofs  must  be  according  to  the  allega- 
tlona  of  the  parties ;  and  if  the  proofii  go  to  matters  not  within  the  allegations, 
the  court  cannot  judicially  act  upon  them  as  a  ground  for  its  decision,  for  the 
pleadings  do  not  put  them  in  contestation.  The  allegata  and  the  probata  must 
reciprocally  meet  to  conform  to  each  other. 

The  petition  of  the  appellee  does  not  contain  an  averment  that  it 
had  used  the  word  ^^ Tabasco"  as  a  trade-mark  for  pepper-sauce. 
The  averment  that  it  had  used  the  word  as  a  trade-mark  is  not  suffi- 
cient for  the  obvious  reason  that  unless  the  word  had  been  used  in 
the  same  business  as  that  in  which  it  was  used  by  appellant,  no  injury 
contemplated  by  the  statute  would  have  resulted,  and  no  right  to 
intervene  would  have  followed.  The  averment  in  the  sixth  paragraph 
of  the  petition  is  merely  a  conclusion  of  the  pleader  unsupported  by 
the  facts  previously  set  out.  Such  an  allegation  is  not  sufficient; 
{St.  Louis  By.  Co.  v.  Johnson^  183  U.  S.,  577;  Story  on  Equity  Ply 
sec.  267.) 

The  demurrer  should  have  been  sustained,  and  the  decision  of  the 
Commissioner  of  Patents  is,  therefore,  reversed.  The  clerk  of  the 
court  will  certify  this  opinion,  and  the  proceedings  of  the  court  in 
the  premises  to  the  C!ommissioner  of  Patents  according  to  law. 
Seversed. 


[Conrt  of  App««ls  of  the  District  of  Colmnbla.] 

In  re  Edison. 

Decided  Pehruartf  4, 1908, 

138  O.  G.,  1190;  30  App.  D.  C,  821. 

PATKHTABnjrr — SiooND  Application — Res  Aj>judioata. 

Wbere  an  applicant  after  having  been  refused  a  patent  by  the  €k)mmis- 
sioner  on  appeal  presented  a  new  application  containing  claims  differing 
from  those  of  the  earlier  application  in  phraseology  rather  than  in  meaning, 
Heid  that  snch  differences  or  any  changes  merely  broadening  claims  that 
have  been  once  determined  do  not  affect  the  conclusiveness  of  the  former 
adjudication  and  that  the  subject-matter  was  re«  adjudicata, 

Mr.  F.  L.  Dyer  for  the  appellant. 

Mr.  F.  A.  Tennant  for  the  Comihissioner  of  Patents.       ^         j 

Jigitized  by  VjOOQIC 
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Shepabd, /.; 

This  is  an  appeal  from  the  C!ommissioner  of  Patents  refusing  an 
application,  filed  August  1, 1903,  for  a  patent  for  an  improvement  in 
screening-plates,  having  the  following  claims :. 

1.  As  a  new  article  of  manufactare,  a  screen  having  openings  formed  In  a 
plate  of  minimum  thickness,  less  than  the  width  of  said  openings  and  sufficient 
only  to  offer  proper  support  to  the  material  passed  over  the  same,  substantially 
as  for  the  purposes  set  forth. 

2.  As  a  new  article  of  manufacture,  a  screen  having  slots  formed  in  a  plate 
of  minimum  thickness,  less  than  the  width  of  said  slots,  and  sufflcioit  only  to 
offer  proper  support  to  the  material  passed  over  the  same,  substantially  as 
and  for  the  purposes  set  forth. 

3.  As  a  new  article  of  manufacture,  a  screen  having  openings  formed  in  a 
plate  of  minimum  thickness,  less  in  width  than  said  openings,  sufficient  only  to 
offer  proper  support  to  the  material  pnssed  over  the  same,  and  having  a  case- 
hardened  screening-surface  and  a  malleable  central  portion,  substantially  as 
and  for  the  purposes  set  forth. 

The  record  shows  that  the  same  applicant  had  filed,  on  June  29, 
1899,  an  application  for  the  allowance  of  a  patent  for  an  improvement 
in  screening-plates,  containing  the  following  claims: 

1.  As  a  new  article  of  manufacture,  a  very  thin  metal  plate  having  screening* 
orifices  therein  of  greater  width  than  the  thickness  of  said  plate,  substantially 
as  set  forth. 

2.  As  a  new  article  of  manufacture,  a  screening-plate  made  of  hardened  metal 
of  extreme  thinness  and  with  orifices  formed  therein  of  a  greater  width  than 
the  thickness  of  said  plate,  substantially  as  set  forth. 

3.  As  a  new  article  of  manufacture,  a  metal  plate  having  a  hardened  screening- 
surface  but  with  a  malleable  central  portion,  said  plate  being  of  extreme  thick- 
ness and  having  orifices  formed  therein  of  greater  width  than  the  thickneBS 
of  said  plate,  substantially  as  set  forth. 

4.  As  a  new  article  of  manufacture,  a  screening-plate  having  hardened  sur- 
faces and  a  malleable  central  portion,  said  plate  having  elongated  screening- 
orifices  formed  therein,  substantially  as  set  forth. 

5.  As  a  new  article  of  manufacture,  a  very  thin  metal  plate  having  screening- 
slots  therein  of  greater  width  than  the  thickness  of  said  plate,  substantially 
as  set  forth. 

6.  As  a  new  article  of  manufacture,  a  screening-plate  made  of  hardened  metal 
of  extreme  thinness,  and  with  slots  formed  therein  of  greater  width  tlian  the 
thickness  of  said  plate,  substantially  as  set  forth. 

7.  As  a  new  article  of  manufacture,  a  metal  plate  having  a  hardened  screenhig- 
surface  but  with  a  malleable  central  portion,  said  plate  being  of  extreme  thin- 
ness and  having  slots  formed  therein  of  greater  width  than  the  thickness  of 
said  plate,  substantially  as  set  forth. 

8.  As  a  new  article  of  manufacture,  a  screening-plate  having  hardened  sur- 
faces and  a  malleable  central  portion,  said  plate  having  elongated  screening- 
slots  formed  therein,  substantially  as  set  forth. 

This  earlier  application  was  rejected  by  the  Primary  Examiner,  on 
February  15,  1902,  as  unpatentable;  reference  being  made  to  several 
fonner  patents  for  screening-plates.  This  decision  was  affirmed  by 
the  Examiner&-in-Chief ,  and  on  appeal  therefrom<4o  ther  Commis- 
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sioner  their  decision  was  affirmed  May  26,  1903.  No  appeal  was 
prosecuted  from  that  decision. 

On  September  19, 1905,  the  Primary  Examiner  rejected  the  present 
application  on  the  ground  that  the  subject-matter  was  the  same  as 
that  of  the  former  rejected  application,  the  final  determination  of 
which  was  res  adjiidicata.  His  opinion  was  that  the  claims  1,  2,  and 
3  were  substantially  the  same  as  claims  1,  5,  and  3  of  the  former  ap- 
plication. The  Examiners-in-Chief  affirmed  this  decision,  but,  in 
addition,  held  that  the  claims  were  unpatentable  in  view  of  the  state 
of  the  prior  art.  The  Commissioner  affirmed  their  decision  on  Febru- 
ary 28, 1907,  and  therefrom  this  appeal  has  been  taken. 

It  is  unimportant  to  consider  the  question  of  patentability,  as  we 
agree  with  the  tribunals  of  the  Patent  Office  in  the  opinion  that  the 
final  decision  in  the  first  application  is  conclusive.  {In  re  Barratfs 
Appeal,  C.  D.,  1899,  320;  87  O.  G.,  1075;  14  App.  D.  C,  255.) 

Nor  do  we  consider  it  necessary  or  important  to  compare  and  dis- 
cuss the  resemblance  between  the  claims  of  the  respective  applica- 
tions. This  has  been  carefully  done  in  the  several  decisions  of  record 
in  the  Patent  Office.  Referring  thereto  and  to  the  respective  claims 
heretofore  set  out,  we  think  it  sufficient  to  say  that  we  adopt  the  state- 
ment in  the  Commissioner's  decision  that : 

Claims  1,  2,  and  3,  which  are  now  presented,  differ  from  claims  1,  5.  and  3, 
respectively,  of  the  earlier  application  in  phraseology  rather  than  In  meaning. 

Such  differences,  or  any  changes  merely  broadening  claims  that 
have  been  once  determined  do  not  affect  the  conclusiveness  of  the 
former  adjudication.  {Horine  v.  TTen/fe,  C.  D.,  1907,  615;  129  O.  G., 
2858;  29  App.  D.  C,  415,  426;  see  also  Blackford  v.  Wilder,  C.  D., 
1907,  491;  127  O.  G.,  1255;  28  App.  D.  C,  535.) 

The  decision  is  right  and  will  be  affirmed.  It  is  so  ordered,  and 
that  the  clerk  certify  this  decision  to  the  Commissioner  of  Patents 
in  the  manner  required  by  the  law.    Affirmed. 


(Court  of  Appeals  of  the  District  of  Columbia.] 

Worcester  Brewing  Corporation  v,  Rueter  &  Company. 

Decided  February  18,  1908. 

133  O.  6.,  1190;  30  App.  D.  C,  428. 

1.  Trade-Mabks — Descbiptivb — "  Sterling." 

The  word  "  SterUng  *'  as  a  trade-mark  for  ale  or  for  any  other  kind  of 
goods  is  descriptive  of  the  quality  of  the  articles  on  which  it  is  used,  as  it 
denotes  that  the  article  is  genuine,  pure,  and  of  superior  quality,  and  it  is 
therefore  ineligible  for  registration  as  a  technical  mark. 
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2.  Saue^Xon-Technical  Mabks^Ten-Yeab  Pioviao— Exclusive  Use. 

A  non-technical  mark  is  not  entitled  to  registration  under  the  ten-jrear 
proviso  of  section  5  of  the  Trade-Mark  Act  of  February  20,  1906,  unless  It 
is  shown  that  the  applicant  possessed  and  enjoyed  an  actual  use  of  the 
mark  for  the  specified  period  to  the  sole  exclusion  of  all  others,  and  if  it 
appears  that  during  such  period  another  was  using  the  same  word  as  a 
trade-mark  upon  the  same  character  of  goods  the  use  cannot  be  considered 
"exclusive"  within  the  meaning  of  the  statute. 

Mr.  L.  W.  Southgate  for  the  appellant. 
Mr.  G.  H.  MaxweU  for  the  appellee. 

Van  Orsdel,  /.; 

In  this  case,  the  appellant,  Worcester  Brewing  Corpoi^tion,  filed 
its  opposition  to  the  registration  in  the  Patent  Office  by  the  appellee, 
Rueter  &  Company,  of  the  word  ^^  Sterling '^  as  a  trade-mark  for 
ale.  The  opposition  was  dismissed  by  the  Commissioner  of  Patents, 
(C.  D.,  1»07, 151;  128  O.  G.,  1687,)  and  from  that  ruling  appeal  was 
taken  to  this  court.  The  evidence  in  this  case,  we  think,  discloses 
that  the  appellee  and  its  predecessors  in  business  have  used  the  word 
^^  Sterling "  as  a  trade-mark  for  ale,  manufactured  and  sold  by  it, 
since  1882.  There  is  some  evidence  extending  the  use  back  to  1869, 
but,  we  think,  the  evidence  conclusively  shows  a  continuous  use  since 
1882.  The  president  of  th^  appellant  company,  who  owns  about 
three-quarters  of  its  capital  stock,  was,  until  1899,  agent  for  sale  of 
the  ale  produced  by  appellee  bearing  the  mark  "  Sterling."  In  that 
year  he  organized  the  appellant  company  and  became  its  president, 
at  the  same  time  conducting  the  business  of  a  wholesale  liquor  dealer. 
He  ceased  to  handle  the  goods  of  appellee  in  the  year  1900,  since 
which  time  he  has  sold  exclusively  the  goods  of  appellant.  It 
further  appears  that  about  May  1,  1900,  the  appellant  company 
began  to  use  the  word  ^^  Sterling  "  as  a  trade-mark  for  ale  of  its  own 
production.  The  mark  has  been  used  by  appellant  since  that  time. 
The  device  used  by  appellant,  in  which  the  word  "  Sterling  "  appears, 
is  "  Worcester  Sterling  Ale." 

It  is  contended  by  counsel  for  appellant  that  the  word  "  Sterling  " 
is  a  descriptive  word,  and  is  for  that  reason  not  entitled  to  registra- 
tion. We  are  of  the  opinion  that  the  word  "  Sterling,"  when  applied 
to  any  kind  of  goods,  is  descriptive  of  the  quality  of  the  articles 
on  which  it  is  used.  It  denotes  that  the  article  on  which  it  is  used 
is  genuine,  pure,  and  of  superior  quality.  These  meanings  are 
applied  to  the  word  by  the  dictionaries,  and  we  think  they  express 
what  the  public  generally  understands  by  the  use  of  the  term. 
Certainly,  when  the  word  ''  Sterling "  is  used  in  connection  with 
merchandise  or  beverages,  it  will  at  once  be  understood  to  denote 
quality.  Being  a  descriptive  word,  it  is  ineligible  for  registration 
as  a  technical  trade-mark.  ^  i 
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There  is  but  one  way  left  in  which  appellee  is  entitled  to  have  its 
application  for  registration  considered  in  this  case,  and  that  is  under 
the  proviso  to  section  5  of  the  act  of  Congress  of  February  20,  1905, 
which  is  as  follows: — 

That  nothing  herein  shaU  prevent  the  registration  of  any  mark  used  by  the 
appUcant,  or  his  predecessors,  or  by  those  from  whom  title  to  the  mark  Is  de- 
rlyed,  in  commerce  with  foreign  nations,  or  among  the  several  States,  or  with 
the  Indian  tribes,  which  was  in  actual  and  exclusive  use  as  a  trade-mark  of  the 
applicant,  or  his  predecessors  from  whom  he  derived  title,  for  ten  years  next 
preceding  the  passage  of  this  act 

The  record  discloses  an  actual  and  continuous  use  by  appellee  of 
the  word  ^^  Sterling  "  as  a  trade-mark  for  ale  for  more  than  ten  years 
next  preceding  the  passage  of  the  act  of  Congress.  If  it  appears, 
therefore,  that  this  use  has  been  exclusive,  even  though  the  word*  is 
descriptive  and  not  susceptible  of  registration  as  a  technical  trade- 
mark, appellee  would  still,  by  reason  of  its  actual  and  exclusive  use 
for  ten  years  next  preceding  the  passage  of  the  act,  be  entitled  to  the 
light  to  register  it.  In  the  case  of  In  re  Cahuy  Belt  dk  Co.^  (C.  D., 
1906, 627;  122  O.  G.,  854;  27  App.  D.  C,  177,)  this  Court  said: 

Tlie  last  proviso  of  section  6,  as  amended  and  passed,  was  not  intended  to 
provide  for  the  registration  of  technical  trade-marks,  for  such  marks  had  been 
cared  for  elsewhere  in  this  act  The  proviso  admitted  the  registration  of 
marks^  not  in  either  of  the  classes  prohibited  by  this  section,  if  such  marks  were 
in  actual  and  exclusive  use  as  a  trade-mark  for  ten  years  next  preceding  the 
passage  of  the  act  In  respect  of  technical  trade-marks,  this  proviso  is  abso- 
lutely useless.  It  was  intended  to  save  the  right  of  registration  to  the  marks 
described  in  the  proviso.  •  •  •  The  last  proviso  to  section  6  was  intended 
to  refer  only  to  marks  owned  by  the  applicants,  and  in  their  actual  and  exclu- 
sive use  for  ten  yeanL 

It  is  clear  that  appellee,  during  the  ten  year  period  would  have 
had  no  right  to  exclude  appellant  from  the  use  of  the  word  ^^  Ster- 
ling '^  on  the  ground  of  its  being  a  valid  technical  trade-mark.  Not 
possessing  this  right,  it  is  difficult  to  understand  upon  what  theory 
its  use  can  be  said  to  be  exclusive. 

We  think  that  the  Commissioner  of  Patents  erred  in  holding  that 
the  word  ^  exclusive,'^  as  used  in  the  proviso  of  section  5,  means  ^'  the 
right  to  exclude."  It  has  no  reference  to  any  right  possessed  by  the 
user.  Since  the  word  did  not  constitute  a  technical  trade-mark,  no 
right  to  exclude  could  be  asserted.  Inasmuch  as  the  word  is  used  in 
the  statute  in  connection  with  the  words  ^  actual  use  ^  and  both  ex- 
pressions are  used  to  qualify  the  special  right  conferred  by  this  pro- 
vision of  the  act,  we  hold  that  an  actual  use  must  be  shown  to  have 
been  possessed  and  enjoyed  by  the  applicant  to  the  sole  exclusion  of 
all  others.  The  use  could  not  be  exclusive  if,  during  the  period,  it 
appears  that  another  was  using  the  same  word  as  a  trade-mark  upon 
the  same  character  of  goods.    It  is  not  denied  that,  during  five^ears 
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of  this  period  prior  to  the  act  of  1905,  appellant  used  continuously 
the  word  ^  Sterling  "  as  a  mark  on  the  same  kind  of  goods  on  which 
it  was  used  by  appellee.  We  are  of  the  opinion  that  this  is  sufficient 
to  prevent  appellee  from  claiming  such  an  exclusive  use  as  would 
entitle  it  to  register  the  word  ^  Sterling ''  as  a  trade-mark. 

It  is  unnecessary  to  consider  the  other  questions  raised  in  the 
record,  and  discussed  in  the  briefs  of  counsel.  The  decision  of  the 
Commissioner  of  Patents  is  reversed  and  the  clerk  is  instructed  to 
certify  this  proceeding,  as  required  by  law.   Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

United  States  of  America,  ex  rel.  The  Newcomb  Motor  Compakt, 
V.  Moore,  Commissioner  of  Patents. 

Decided  March  S,  1908. 

188  O.  G.,  1680;  80  App.  D.  C,  404. 

1.  Intkbiseenoe — Right  to  Make  Claims  a  Question  of  Pbiositt— Appeal  to 

COUBT. 

The  right  of  a  party  to  make  a  claim  goes  to  the  foundation  of  an  in- 
terference, anfi  a  judgment  of  a  Primary  Examiner  denying  that  right  may 
be  appealed  to  the  Ck>iirt  of  Appeals  of  the  District  of  Columbia  and  that 
court  will  take  jurisdiction  to  determine  that  question  "as  an  ancillao* 
question  to  l>e  considered  in  awarding  priority  of  invention.'* 

2.  Same— Sbotioh    4904,    Revised    Sta^tutes — CoMMissiozniB    Mat    Delbqate 

Authobitt. 
Althou^  section  4904,  Revised  Statutes,  provides  that  whenever  "  in  the 
opinion  of  the  Commissioner  **  an  interference  exists  notice  sliall  be  given 
to  the  parties,  etc.,  the  Commissioner  is  not  obliged  personally  to  determine 
in  the  first  instance  whether  an  interferoice  in  fSLCt  exists,  but  may  delegate 
this  duty  to  the  Primary  Examiner.  The  demands  of  the  statute  are  folly 
met  when  it  is  provided  that  at  some  stage  in  the  proceedings  the  per- 
sonal opinion  of  the  Commissioner  may  be  invoked  by  either  party. 

8.  Same-— Right  to  Have  Claims  Twice  Rejected — Inter  Pastes  Case. 

The  provisions  of  the  statutes  giving  an  applicant  the  right  to  have  bis 
cUiim  twice  rejected  (sees.  4908  and  4909,  R.  S.)  does  not  apply  in  iiUer 
partes  cases. 

4.  Same — MonoH  to  Dissolve— Examinee's  Decision  Final  Unless  Atpbal 
Pbobecuted. 
Where  a  Primary  Examiner  on  a  motion  to  dissolve  decides  that  one  oi 
the  parties  has  no  ri^t  to  make  the  claims  of  an  interference  issue  and 
such  party,  after  filing  an  appeal  from  such  decision,  .fails  to  prosecute  the 
same  and  abandons  it,  such  decision  becomes  final  and  binding  upon  the 
parties  and  precludes  the  subsequent  e«  parte  consideration  of  the  same 
question. 

6.  Samb^-Samb — Same — Sutbbvisoby  Authobitt  or  Commissioneb. 

Upon  a  motion  to  dissolve  it  was  held  that  one  of  the  parties  had  no 
right  to  make  the  claims  in  issue  and  the  appeal  from  that  decision  wfl9 
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abandoned;  but  subsequently  in  tbe  ex  parte  prosecution  of  that  party*8 
case  it  was  held  by  the  Ezaminers-in-Chlef  that  said  party  had  a  right 
to  make  the  identical  claims  and  the  interference  was  redeclared.  The 
€k>mmissioner  thereupon  set  aside  the  ex  parte  decisions  and  directed  a 
rehearing  of  the  case  before  the  Examiners-in-Chief  inter  partes.  Held 
that  the  decision  in  the  interference  was  res  adjudicaia  and  that  the  Com- 
missioner was  without  authority  to  direct  the  readjudicatlon  in  such 
ex  parte  application  of  the  question  whether  said  party  had  a  right  to 
make  the  identical  claims  of  the  issue  of  the  interference. 

d.  Mandamus — Pbofeblt  Invoked  fob  EInfobcembnt  of  Decision  of  Pbimabt 
Examines. 
Where  a  Primary  Examiner  on  a  motion  to  dissolve  decides  that  one 
of  the  parties  has  no  right  to  make  the  claims  of  an  interference  issue  and 
such  party,  after  filing  an  appeal  from  such  decision,  fails  to  prosecute  the 
Bame  and  abandons  it,  such  Judgment  becomes  final  and  binding  upon  the 
parties,  and  mandamus  is  the  proper  proceeding  to  secure  the  enforcement 
of  such  judgment  and  a  vacation  of  any  subsequent  ex  parte  or  inter  partes 
proceedings  adjudicating  the  same  question  or  based  upon  such  an  adjudi- 
cation. 

Mr.  C.  H,  Duell,  Mr.  R.  N.  Kenyon,  and  Mr,  W.  F.  Rogers  for  the 
appellant. 
Mr.  MdviUe  Church  and  Mr.  F.  A.  Tennant  -for  the  appellee. 

RoBB,  J.  : 

This  is  an  appeal  from  an  order  of  the  Supreme  Court  of  the 
District  of  Columbia  dismissing  a  petition  for  a  writ,  of  mandamus 
to  compel  the  Commissioner  of  Patents  to  enforce  a  former  decision 
made  in  the  Patent  Office  and  to  vacate  certain  proceedings  there- 
after had  involving  what  is  claimed  to  be  the  same  subject-matter. 
(C.  D.,  1607,  68^;  130  O.  G.,  302.) 

The  facts,  about  which  there  is  no  controversy,  are  these:  On 
July  15, 1902,  two  patents  were  regularly  issued  to  E.  C.  Newcomb — 
one  for  an  apparatus  for  generating  steam  and  the  other  for  the 
method  of  generating  steam.  Both  were  subsequently  assigned 
to  the  relator.  The  Newcomb  Motor  Company.  Newcomb's  original 
application  was  filed  June  7,  1901,  and  subsequently  divided.  Prior 
to  this,  on  August  2,  1897,  Elihu  Thomson  had  filed  an  application 
for  an  apparatus  for  regulating  and  controlling  steam  production. 
No  interference  was  declared  between  this  and  Newcomb's  applica- 
tions. After  the  issue  of  Newcomb's  patents  Thomson  inserted  in 
his  application  forty-seven  claims  copied  from  Newcomb's  method 
patent  and  demanded  an  interference.  Thereafter,  on  November  17, 
1902,  Thomson  filed  a  divisional  application  setting  up  the  same 
method  claims  and  at  the  same  time  canceled  said  claims  in  his 
original  application.  February  28,  1900,  Herman  Lemp  filed  an 
application  for  automatic  regulation  of  steam-propelled  vehicles,  and 
on  November  3,  1902,  another  for  the  method  of  producing  steam. 
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Both  of  these  have  been  assigned  to  the  General  Electric  Company. 
December  30, 1902,  an  interference  was  declared  between  Lemp^s  last 
application  and  the  Newcomb  patent,  No.  704,908,  (method,)  involv- 
ing an  issue  of  fifteen  counts.  These  counts  consisted  of  fifteen 
claims  of  the  Newcomb  patent  that  were  not  claimed  in  Lemp's 
application  as  filed,  but  were  added  thereto  after  Newcomb's  patent 
had  issued.  A  second  interference  was  declared  January  13,  1903, 
between  Lemp's  first  application  and  Newcomb's  patent.  No.  704,907. 
The  twenty-one  counts  of  this  issue  were  claims  of  the  Newcomb 
patent  not  claimed  by  Lemp  until  after  the  issue  of  the  Newcomb 
patent.  January  13,  1903,  an  interference  was  declared  between 
Thomson's  divisional  application  and  Newcomb's  patent,  the  forty- 
seven  counts  of  the  issue  constituting  the  claims  taken  from  New- 
comb's  patent.  Another  was  declared  January  27,  1903,  between 
Thomson's  original  application  and  Newcomb's  patent.  No.  704,907. 
The  issue  in  this  contained  forty-eight  counts  embracing  forty-eight 
claims  of  the  Newcomb  patent  not  in  Thomson's  original  application 
but  inserted  by  him  after  the  issue  of  the  Newcomb  patent  aforesaid. 
Thereafter  Newcomb  filed  in  each  case  a  motion,  under  Rule  122,  to 
dissolve  the  interferences.  Several  grounds  were  assigned,  the  sub- 
stantial one  in  each  case  being  that  the  opposing  party  had  no  right 
under  his  application  to  make  the  claims  in  interference.  The  Pri- 
mary Examiner,  to  whom  the  motions  were  referred  under  the  rule, 
on  January  11, 1904,  made  a  decision  in  each  case  that  the  applicants 
had  no  right  to  make  the  claims,  and  thereafter  dissolved  the  inter- 
ferences. The  limit  of  appeal  from  each  decision  was  ordered  to 
expire  February  4,  1904.  Lemp  and  Thomson  filed  motions  before 
the  Primary  Examiner  asking  him  to  cancel  the  limit  of  appeal  as 
contrary  to  law,  because  they  were  entitled  to  a  second  rejection  of 
their  claims,  that  after-proceedings  in  the  interferences  be  suspended 
pending  the  motions,  and  that  they  be  given  thirty  days  within  which 
to  file  affidavits  regarding  the  right  to  make  the  claims.  By  stipula- 
tion the  limit  of  appeal  had  been  extended  sixteen  days,  namely,  to 
February  20,  1904.  On  that  date  the  Examiner  denied  the  motions. 
On  the  same  day  Lemp  and  Thomson  entered  appeals  to  the  Exam- 
iners-in-Chief  from  the  decisions  dissolving  the  interferences,  asking 
that  hearings  thereof  be  postponed  until  a  decision  by  the  Commis- 
sioner on  appeals  taken  directly  to  the  Commissioner  from  the  deci- 
sions of  the  Examiner  refusing  to  extend  the  limit  of  appeal.  On 
March  11, 1904,  the  Commissioner  affirmed  the  decisions  denying  the 
motions  to  extend  the  limit  of  appeal.  September  28, 1904,  the  Com- 
missioner denied  motions  for  rehearing.  Pending  the  above  proceed- 
ings, on  June  3  and  7, 1904,  Thomson  and  Lemp  petitioned  the  Com- 
missioner to  remand  their  applications  to  the  Primary  Examiner  with 
instructions  to  reject  or  allow  the  same.    This  petition  was  denied. 
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On  October  5  and  6, 1904,  Thomson  and  Lemp  '^  in  view  of  the  Com- 
missioner's decision  '^  of  September  28,  1904/  withdrew  their  several 
appeals  to  the  Examiners-in-Chief  from  the  decisions  of  the  Primary 
Examiner  dissolving  the  interferences.  After  the  withdrawal  of 
these  appeals,  Thomson  and  Lemp  proceeded  ex  parte  before  the 
Primary  Examiner  (Newcomb  having  no  knowledge  thereof)  and 
demanded  action  on  the  same  claims,  their  right  to  make  which  had 
been  denied  on  the  motions  to  dissolve.  November  3, 1904,  the  claims 
were  rejected.  Both  parties  thereafter  asked  the  reconsideration  of 
their  several  demands  and  filed  affidavits  relating  to  the  construction 
of  the  applications  and  claims.  Thomson's  application  was  a  second 
time  rejected  on  May  10,  1905,  and  he  appealed  in  each  case  to  the 
£xaminers-in-Chief.  Lemp  pursued  the  same  course,  and  was  a 
second  time  rejected,  on  November  20, 1905,  and  likewise  appealed  to 
the  Examiners-in-Chief.  On  July  13,  1905,  on  Thomson^s  ex  parte 
appeal  the  Examiners-in-Chief  reversed  the  Primary  Examiner  as  to 
all  but  two  of  the  claims  involved.  On  Lemp's  ex  parte  appeal  they, 
on  January  25, 1906,  reversed  the  Primary  Examiner  as  to  all  of  the 
claims  involved.  After  these  last  two  decisions  the  Examiner  of 
Interferences  reinstated  the  former  interferences,  redeclaring  them 
as  before  with  the  exception  of  the  two  counts  which  the  Examiners- 
in-Chief  had  held  were  rightly  denied.  Before  noticing  this  second 
declaration  Newcomb  moved  to  dissolve  on  the  ground  that  the  sub- 
ject-matter was  res  adjudicata.  The  Examiner  denied  the  motions 
and  Newcomb  appealed  to  the  Commissioner.  On  this  appeal  the 
Commissioner,  on  April  24, 1906,  reversed  the  decision  reinstating  the 
interferences  and  directing  it  to  be  vacated ;  but  also  ordered  that  the 
Primary  Examiner's  decision  rejecting  the  claims  be  considered  in 
full  force  and  effect  until  the  Examiner  should  be  convinced  that  the 
same  was  an  error  or  until  the  same  was  overruled  by  an  inter  partes 
appeal,  and  further  ordered  that  the  Primary  Examiner  should  fix  a 
date  for  reconsideration  of  the  rejection  inter  partes^  and,  if  still  con- 
vinced that  the  rejection  was  sound  to  make  the  same  final  and  fix  a 
limit  of  appeal.  On  May  23,  1906,  Thomson  and  Lemp  each  asked 
that  a  day  be  set  for  the  rehearing  provided  in  said  decision.  Hear- 
ing was  set  for  July  9, 1906,  and  notices  were  sent  to  Newcomb,  but 
the  same  was  postponed  to  September  26, 1906.  Meantime  the  Exam- 
iner of  Interferences  had  on  June  11,  1906,  set  aside  the  declarations 
of  interferences  in  obedience  to  the  opinion  of  the  decision  of  the 
Commissioner.  On  August  15, 1906,  The  Newcomb  Motor  Company 
filed  the  petition  setting  up  the  proceedings  in  the  Patent  Office  before 
stated  and  averring  that  the  only  remedy  which  Thomson  and  Lemp 
had  in  relation  to  the  decisions  of  the  Primary  Examiner  dissolving 
the  interference  was  by  appeal  to  the  Examiners-in-Chief  pursuant  to 
the  provisions  of  sections  4909  and  483,  Revised  'Statutes,  and  the 
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rules  of  the  Patent  Office  established  in  accordance  therewith,  that 
having  taken  and  then  abandoned  appeals  therefrom  the  said  deci- 
sions of  the  Primary  Examiner  had  become  final  and  the  issues 
therein  are  res  adjudicata  between  the  parties,  and  that  by  the  refusal 
of  the  Commissioner  to  vacate  all  of  the  proceedings  connected  with 
and  leading  to  a  redeclaration  of  the  interferences,  and  particularly 
the  ex  parte  actions  of  the  said  Thomson  and  Lemp  subsequent  to  the 
dissolution  of  the  said  interferences  and  any  and  all  appeals  therein, 
petitioner  had  been  deprived  of  the  legal  rights  vested  in  him  by  the 
laws  relating  to  the  granting  of  patents  and  will  be  without  redress 
unless  the  writ  of  mandamus  prayed  for  be  granted. 
It  is  conceded  in  the  brief  of  counsel  for  appellee  that — 

the  Judgments  of  the  Primary  Examiner,  unappealed  from,  were  as  final  as 
would  have  been  the  Judgments  of  the  Examiners-in-Chief,  on  appeal,  or  of  the 
Commissioner,  on  appeal,  had  appeals  been  taken  to  those  tribunals — 

but,  it  is  contended,  that  the  judgment  of  the  Primary  Examiner  dis- 
solving the  interferences  on  the  ground  that  neither  Thomson  nor 
Lemp  had  the  right  to  make  the  claims  was  an  interlocutory  and  not 
a  final  judgment,  because  it  did  not  decide  the  question  of  priority. 
It  is  true,  as  contended  by  appellee,  that  in  several  cases  decided  by 
this  court  prior  to  Podlesak  v.  Mclnnemey^  (C.  D.,  1906,  558;  120 
O.  G.,  2127;  26  App.  D.  C,  299,)  it  was  in  effect  held  that  in  interfer- 
ence cases  the  right  of  either  party  to  make  the  claims  of  the  issue, 
except  under  extraordinary  circumstances,  would  not  be  considered. 
In  the  Podlesak  case,  however,  upon  careful  consideration  we  modi- 
fied our  earlier  views  and  ruled  that  inasmuch  as  the  right  of  a  party 
to  make  a  claim  goes  to  the  foundation  of  an  interference,  a  judgment 
of  the  Primary  Examiner  denying  that  right  might  be  appealed  to 
this  court,  and  that  we  would  take  jurisdicti6n  to  determine  that 
question  "as  an  ancillary  question  to  be  considered  in  awarding 
priority  of  invention."   The  opinion  states : 

If  It  be  incorrectly  held  that  such  party  has  a  right  to  make  the  claim 
priority  may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial 
right  in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor, 
his  adversary  never  having  made  the  invention. 

Allen  V.  U.  S.,  ex  rel  Lowry,  (C.  D.,  1905,  648;  116  O.  G.,  2268; 
26  App.  D.  C,  8,)  relied  upon  by  appellee,  in  no  way  conflicts  with 
the  decision  in  the  Podlesak  case.  Lowry,  one  of  the  parties  to  the 
interfei'ence,  was  granted  a  patent  and  an  interference  was  subse- 
quently declared  between  his  patent  and  the  application  of  one  Spoon. 
Lowry  moved  to  dissolve  the  interference  upon  the  ground  that 
Spoon's  press  was  inoperative,  and,  therefore,  that  Spoon  had  no 
right  to  make  the  claims  in  issue.  The  Primary  Examiner  granted 
the  motion,  and  an  appeal  was  prosecuted  to  the  Examiners-in-Chief 
who  affirmed  the  decision.    Spoon  thereupon  [>etitioned  the  Commis- 
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sioner  of  Patents,  who  remanded  the  case  to  the  Primary  Examiner 
for  further  consideration,  and  that  offioer  upon  the  filing  of  addi- 
ticxial  affidavits  decided  that  Spoon  had  a  right  to  make  the  claims 
in  issue.  An  appeal  was  taken  to  the  Board  of  £xaminers-in-Chief, 
which  was  dismissed  by  that  Board  for  the  want  of  jurisdiction. 
L0W17  then  petitioned  the  Commissioner  to  take  jurisdiction  of  the 
appeal,  which  petition  was  denied.  The  Supreme  Court  of  the  Dis- 
trict of  Columbia  was  then  petitioned  to  issue  a  writ  of  mandamus 
commanding  the  Commissioner  of  Patents  to  direct  the  Examiners- 
in-Chief  to  reinstate  and  take  jurisdiction  of  the  appeal,  and  the 
petition  was  granted.  This  court,  on  appeal,  reversed  the  lower 
court,  and  our  ruling  was  affirmed  by  the  Supreme  Court  of  the 
United  States,  (C  D.,  1906,  766;  125  O.  G.,  2365;  203  U.  S.,  476,) 
the  ground  of  both  decisions  being  that  appeals  are  only  allowed 
to  the  Examiners-in-Chief ,  and  from  them  to  the  Commissioner,  from 
^'  final  decisions  and  not  such  as  are  made  in  interlocutory  matters.'' 
The  Supreme  Court  quoted  with  approval  the  following  from  the 
decision  of  the  Acting  Commissioner: 

It  is  to  be  particularly  noted  that  there  has  been  no  decision  as  to  the  rival 
claims  of  the  parties  to  this  Interference.  It  has  not  been  decided  which  party 
is  entitled  to  the  patent.  If  it  should  at  any  time  be  decided  that  Spoon  is 
entitled  to  the  patent,  Lowry  will  have  the  right  of  appeal,  but  until  such  final 
decision  is  rendered  the  statute  gives  him  no  right  of  appeal.  It  would  seem 
upon  general  principles  of  law  that  Lowry  could  then  present  for  determination 
by  his  appeal  any  question  which  in  his  opinion  Tltally  affects  the  question 
which  party  is  entitled  to  the  patent.  The  only  ground  upon  which  he  can 
reasonably  claim  the  right  of  appeal  on  this  motion  is  that  the  question  vitally 
affects  his  claimed  right  to  a  patent,  and,  if  it  does  that,  he  can  raise  it  at 
final  hearing  and  contest  it  before  the  various  appellate  tribunals,  including  the 
court  of  appeala 

It  is  obvious  that  the  decision  of  the  Primary  Examiner  in  the 
laowry  case  was  purely  interlocutory,  for  it  eliminated  neither  party 
to  the  interference  and  deferred  final  judgment  on  the  question  of 
priority  until  each  party  had  taken  testimony.  It  was  still  possible, 
therefore,  for  Lowry  to  prevail  on  the  merits  and  receive  the  award 
of  priority.  Neither  does  the  case  of  Distilling  Co.  v.  Schneider 
(C.  D.,  1907,  613;  129  O.  G.,  2503;  29  App.  D.  C,  1)  conflict  with 
Podlesak  v.  Mclnnemey^  for  the  reason  that  the  appeal  in  that  case 
was  taken  to  this  court  before  the  subject-matter  in  dispute  had  been 
awarded  to  either  party. 

It  is  further  contended  that  because  section  4904,  Revised  Statutes, 
provides  that  whenever  "in  the  opinion  of  the  Commissioner"  an 
interference  exists,  notice  shall  be  given  the  parties,  etc.,  a  non- 
delegable duty  is  imposed  upon  the  Commissioner.  This  question 
was  considered  in  Allen  v.  Lowry,  supra,  and  it  was  there  held  that 
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the  Commissioner  ^  for  any  reason  which  he  considers  may  be  in  the 
interest  of  the  public  or  tiie  parties''  may  delegate  to  the  Primary 
Examiner  the  duty  of  determining  primarily  whether  an  interference 
in  fact  exists,  and  that — 

in  so  doing  be  Is  not  thereby  deprlTing  any  party  of  any  statntory  right  to 
bave  all  questions  passed  upon  at  final  hearing,  and  on  appeals  thereCron, 
which  are  necessary  for  a  correct  determination  of  the  question  of  priority, 
which  is  the  sole  question  for  which  interferences  are  declared. 

To  adopt  the  view  of  the  appellee  would  reverse  a  practice  which 
has  prevailed  in  the  Patent  Office  since  the  statute  was  enacted  in  1870, 
and  would  in  effect  render  the  statute  nugatory  since  it  would  be  a 
physical  impossibility  for  the  Commissioner  personally  to  pass  upon 
all  these  preliminary  questions.  He  was  given  assistants  for  that 
purpose.  Moreover,  the  Primary  Examiner  is  skilled  in  the  partic- 
ular art,  and,  therefore,  peculiarly  qualified  to  pass  upon  a  question 
involving  the  right  of  either  party  to  make  the  claims  of  the  issue. 
We  think  the  demands  of  the  statute  fully  met  when  it  is  provided 
that  at  some  stage  in  the  proceedings  the  personal  opinion  of  the 
Commissioner  may  be  invoked  by  either  party. 

It  is  next  contended  by  the  appellee  that  the  judgment  of  the 
Primary  Examiner  was  not  a  final  judgment  because,  under  the 
provisions  of  sections  4909, 4910,  and  4911,  Revised  Statutes,  the  appli- 
cant is  entitled  to  a  reconsideration  and  second  rejection  of  his  claims 
by  the  Primary  Examiner.    These  sections  read  as  follows: 

Sec.  4909.  Every  applicant  for  a  patent  or  for  the  reissue  of  a  patent,  any 
of  tbe  claims  of  whicli  have  heen  twice  rejected,  and  every  parly  to  an  Inter- 
ference, may  appeal  from  the  decision  of  the  Primary  Examiner,  or  of  tlie 
Examiner  in  charge  of  interferences  in  such  case,  to  the  Board  of  Examiners^ 
In-Chief :  having  once  paid  the  fee  for  such  appeal. 

Sec.  4910.  If  such  party  is  dissatisfied  with  the  decision  of  the  Bxaminers-hi- 
Ghief,  he  may,  on  payment  of  the  fee  prescribed,  appeal  to  the  Ck>nunia8ioner 
In  person. 

Sec.  4911.  If  such  party,  except  a  party  to  an  interference^  is  dissatisfied 
with  the  decision  of  the  Gommissioner,  he  may  appeal  to  the  Supreme  Cknirt 
of  the  District  of  Ck>lumbia,  sitting  in  banc. 

It  will  be  necessary  to  examine  sections  4903  and  4904,  Revised 
Statutes,  in  discussing  the  merits  of  this  contention.  These  sections 
read  as  follows: 

Sec.  4903.  Whenever,  on  examination,  any  claim  for  a  patent  is  rejected,  the 
Ck>mmi8Sioner  shall  notify  the  applicant  thereof,  giving  him  briefly  the  reasonfl 
for  such  rejection,  together  with  such  information  and  references  as  may  be 
useful  in  Judging  of  the  propriety  of  renewing  his  application  or  of  alterifiS 
his  specification ;  and  if,  after  receiving  such  notice,  the  applicant  persists  in 
his  claim  for  a  iwtent,  with  or  without  altering  his  specifications,  the  Oozn- 
missioner  shall  order  a  reexamination  of  the  case. 

Sec.  4904.  Whenever  an  application  is  made  for  a  patent  which,  in  the 
opinion  of  the  Ck>mmiBsioner,  would  Interfere  with  any  pending  appllcatico. 
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or  with  aay  unezplred  patent,  be  sbftU  glkve  notice  thereof  to  the  applicants,  or 
applicant  and  patentee^  as  the  case  may  be,  and  shall  direct  the  Primary  Ex- 
aminer to  proceed  to  determine  the  question  of  priority  of  invention.  And  the 
Oommlsaioner  may  iasoe  a  patent  to  the  party  who  Is  adjudged  the  prior 
hiventor,  unless  the  adverse  party  appeals  from  the  decision  of  the  Primary 
Examiner,  or  of  the  Board  of  Buimlnenhln-Chlef,  as  the  case  may  be,*  within 
such  time,  not  less  than  twenty  days,  as  the  Commissioner  shall  prescribe. 

In  AUen  v.  Lowry^  suprCy  section  4909  was  construed — 

as  though  It  read:  Every  applicant  for  a  patent  or  for  the  reissue  of  a  patent, 
any  of  the  claims  of  which  have  been  twice  rejected,  may  appeal  from  the 
decision  of  the  Primary  Examiner,  and  every  party  to  an  interference  may 
appeal  firom  the  decision  of  the  Examiner  In  charge  of  interferences  In  such 
caae^  to  the  Board  of  Examlners-ln-Chlef.  In  other  words,  to  abbreviate  and 
make  the  sections  more  succinct,  the  words  "  may  appeal  from  the  decisions  ** 
were  used  but  once,  but  we  think  that  thereby  clearness  was  sacrificed  for 
brevity. 

This  interpretation  n^^atives  the  contention  of  appellee  that  the 
provision  giving  an  applicant  the  right  to  have  his  claim  twice  re- 
jected applies  in  inter  partes  cases.  In  an  ex  parte  case  arising  under 
section  4903  the  applicant  in  the  first  instance  has  no  knowledge  as  to 
the  references  and  reasons  of  the  rejection  by  the  Primary  Examiner 
of  his  daim,  and  has  no  opportunity  to  be  heard  before  action  has 
been  taken  by  that  official.  The  notice  of  rejection  contains  his  first 
information  of  what  has  taken  place  in  the  Patent  Office.  The 
statute,  therefore,  very  properly  provides  in  effect  that  upon  the 
receipt  of  such  notice  the  applicant  may  have  an  opportunity  to  meet 
the  objections  raised  by  the  Primary  Examiner.  Under  section  4904, 
however,  it  is  made  the  duty  of  the  Commissioner  to  give  notice  to 
parties  thought  to  be  in  interference,  and  to  "  direct  the  Primary 
Examiner  to  proceed  to  determine  the  question  of  priority  of  inven- 
tion.^ The  statute,  therefore,  imposes  upon  the  Commissioner  the 
duty  of  notifying  the  parties  prior  to  the  first  hearing  before  the 
Primary  Examiner  so  that,  when  the  hearing  is  had,  both  parties 
have  a  right  to  be  present,  and,  in  the  event  a  motion  for  dissolution 
is  made,  the  applicant  affected  has  knowledge  of  the  grounds  for  the 
motion  and  ample  opportunity  for  hearing  and  argument.  No  more 
reason  exists  for  a  second  hearing  than  exists  for  a  second  hearing 
in  any  other  case  between  two  parties  litigant  where  due  notice  has 
been  given  and  all  the  forms  and  requirements  of  the  law  have  been 
complied  with.    The  Commissioner  in  his  opinion  said : 

I  am  of  the  opinion  that  the  proceedings  in  the  Thomson  application  since 
the  withdrawal  of  the  appeal  to  the  Examiners-ln-Cbief  in  the  interference 
were  contrary  to  the  evident  spirit  of  the  rules  and  that  to  sustain  such  pro- 
ceedings would  be  in  opposition  to  the  requirements  of  good  practice  and  to  the 
interests  of  applicants  generally.  If  parties  can  waive  their  rights  of  inter 
partes  appeal  In  the  interference  and  then  proceed  by  ex  parte  apiienis  to  try 
the  same  questions  which  they  could  have  tried  by  the  inter  partes  appeals, 
the  proTlsiod  of  Rule  124  that  apiieals  shall  be  heard  inter  partes  la 
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Ineffective.  If  tbe  inter  partes  hearing  upon  appeal  is  to  l>e  escaped,  the  use' 
fulness  of  motions  for  dissolution  will  be  slight,  except  in  those  cases  where 
parties  voluntarily  take  the  inter  partes  appeal.  Why  should  motions  be 
brought  or  even  permitted  if  decisions  granting  them  can  be  set  aside  upon 
appeal  without  opportunity  for  the  moving  parties  to  be  heard,  and  presumably 
to  a  large  extent  without  consideration  of  the  arguments  upon  which  tbe  con- 
clusions appealed  from  are  based?  It  is  no  sufficient  answer  to  say  that  if  the 
decision  of  the  Primary  Examiner  is  reversed  the  motion  may  be  brought  again 
when  the  interference  Is  reinstated  or  redeclared.  If  reinstated,  a  new  motion 
brought  and  granted  would  presumably  be  followed  by  another  ew  parte  appeal 
and  another  reversal  of  the  decision.  There  would  be  no  logical  conclusion  to 
such  proceedings,  and  to  permit  them  would  Jl>e  absurd.  The  practice  of  p^- 
mitting  motions  for  dissolution  to  be  brought  is  believed  to  be  good.  If  appeals 
upon  these  motions  are  to  be  permitted,  the  prosecution  thereof  must  be  inter 
partes  to  save  the  whole  proceedings  upon  the  motion  from  becoming  fbrdcaL 
The  rules  at  present  do  provide  for  appeals^  and  it  is  not  deemed  expedient  to 
change  them  in  this  respect  at  the  present  time. 

We  conclude,  therefore,  that  the  provisions  relating  to  ex  parte 
applications  do  not  apply  to  inter  partes  actions,  and  that,  when  the 
appeal  from  the  decision  of  the  Primary  Examiner  was  abandoned, 
his  decision  became  final  and  binding  upon  the  parties. 

But,  it  is  insisted,  that  mandamus  is  not  the  proper  remedy.  When 
the  decision  of  the  Primary  Examiner  that  Th(»nson  and  Lemp  had 
no  right  to  make  the  claims  in  issue  became  final  and  res  adjudicaia^ 
those  parties  were  eliminated  from  the  case,  and  appellant  was 
entitled  to  go  hence  in  the  full  and  uninterrupted  enjoyment  of  the 
patent.  Under  the  statute  the  jurisdiction  of  the  Commissioner 
attaches  when  he  directs  the  declaration  of  an  interference,  and  he 
still  retains  jurisdiction  to  award  priority  to  the  successful  party 
after  his  adversary  has  been  eliminated.  It  would  indeed  be  an 
anomalous  situation,  if  his  determination  that  one  party  to  an  in- 
terference has  no  right  to  make  the  claims  in  issue,  and,  therefor^ 
is  not  entitled  to  a  judgment  of  priority,  operates  to  deprive  him  of 
jurisdiction  to  award  priority  to  the  other  party  who  has  the  right 
to  make  the  claims  in  issue  and  who  is  entitled  to  an  award  of  prior- 
ity. The  remedy  of  the  defeated  party  is  by  way  of  appeal.  He  has 
no  right  whatever  thereafter  to  prosecute  the  claims  of  the  issue  in 
an  ex  parte  case.  It  follows,  therefore,  that  when  Th(»nson  and 
Lemp  abandoned  their  appeals  from  the  decision  of  the  Primary 
Examiner  denying  their  right  to  make  the  claims  in  issue,  that  de- 
cision became  final  and  res  adjudicata  as  between  the  parties  to  the 
interference,  and  that  thereafter  the  Commissi<nier  was  without 
authority  to  direct  the  Primary  Examiner  to  readjudicate  in  Thom- 
son's and  Lemp's  ex  parte  applications,  the  question  whether  they 
had  the  right  to  make  the  identical  claims  of  the  issue  in  the  inter- 
fei^ence  proceeding.  If  this  remedy  is  denied  it  appellant  will  be 
again  compelled  to  litigate  with  Thomson  and  Lemp  in  the  Patent 
)ffice  the  same  question  which  we  have  held  has  already  been  finally 
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deteimined  in  its  favor.  All  this  will  involve  expense,  delay,  and  loss. 
The  Commissioner,  being  without  authority  to  direct  a  readjudica- 
tidn  of  the  question  involved  in  the  former  interference,  has  no  dis- 
cretion in  the  premises,  for — 

whether  the  former  decision  was  right  or  wrong,  or  was  induced  by  the  want 
of  the  particular  evidence  that  was  offered  in  the  preset  case,  is  not  the 
question.  However  that  might  be,  it  was  final  and  put  an  end  to  the  litigation 
in  the  first  interference.  {Blackford  v.  WUder,  G.  D.,  1907,  491;  127-  O.  G., 
1255;  28App.  D.  C,  651.) 

It  is  no  answer  to  the  petition  of  appellant  that  the  Commissioner 
deemed  himself  possessed  of  the  authority  he  exercised,  if  no  discre- 
tion in  the  premises  was  committed  to  him  and  he  was  in  fact  acting 
beyond  his  authority  and  without  warrant  of  law.  (Garfield  v.  U.  S. 
ex  rel.  Frosty  36  W.  L.  R.,  771 ;  30  App.  D.  C. ;  U.  8.  ex  rel.  Daly,  v. 
Macfarland,  28  App.  D.  C.,  552.) 

Seymour  v.  Brodie,  (C.  D.,  1897,  872;  79  O.  G.,  609;  10  App.  D.  C, 
567,)  confidently  relied  upon  by  appellee  to  defeat  appellant's  right 
to  the  writ,  is  not  in  point.  That  case  like  this  involved  an  interfer- 
ence between  an  application  and  unexpired  patent,  but  in  that  case 
the  decision  dissolving  the  interference  had  been  acquiesced  in  by 
the  junior  party,  leaving  the  senior  party  in  full  possession  and  en- 
joyment of  his  patent.  This  court  very  naturally  held  that  the  pat- 
entee was  not  entitled  to  a  writ  of  mandamus  to  compel  the  Commis- 
sioner of  Patents  to  reinstate  the  interference  proceeding  because 
he  had  suffered  no  legal  injury  whatever  and  because  he  remained 
^^  in  full  possession  of  all  his  legal  rights  to  the  same  extent  as  before 
he  was  summoned  to  defend  those  rights." 

In  the  instant  case  a  second  attack  not  authorized  by  law  has  been 
instituted  against  appellant's  patent,  and  necessarily  has  impaired 
that  patent.  There  being  no  other  adequate  and  speedy  remedy,  we 
think  appellant  entitled  to  the  relief  sought. 

The  jitdgment  of  the  court  below  must  be  reversed  with  costs ,  and 
the  cause  remanded  to  that  court  with  directions  to  issue  the  writ  as 
prayed. 


[Court  of  Appeals  of  the  District  of  Columla,] 

Braunstein  v.  Holmes. 

Decided  February  4, 190H, 
138  O.  G.,  1937 ;  30  App.  D.  C.  328. 

IHTgEfEBgWCg— BMPLOTEB  AND  EMPLOTEB— PUNCXPAL  AHD  ASSIBTAIIT. 

It  18  wen  settled  that  !n  tbe  relation  of  employer  and  employee,  where 
the  employer  conceived  the  principle  or  plan  of  an  invention  and  the 
employee  is  directed  to  perfect  the  details,  though  the  employee  may  make 
valuable  Improvements  thereon,  the  improved  result  belongs  to  the  employer. 
The  same  rule  of  law  applies  to  principal  and  assistant,  though  th^  may  be 
fellow  emiilovees.  ^ 
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2.  Sami^— Samb^Samb— PBBSUMPnoif. 

B.  was  acnlgned  to  assist  H.  in  making  investigation  and  actually  did  tbe 
work  which  resulted  in  reducing  the  invention  to  practice.  Held  that  the 
presumption  is  that  what  he  accomplished  was  done  under  H.'s  dlrectloD, 
and  the  burden  is  on  him  to  overcome  that  presumption. 

Mr.  C.  S.  Sowson  for  the  appellant. 
Mr.  G.  J.  Harding  for  the  appellee. 

Van  Orsdel,/.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  (C.  D.,  1907,  303;  130  O.  G.,  2871.) 
The  decision  of  the  Commissioner  affirmed  a  decision  of  the  Board  of 
Examiners-in-Chief ,  which,  in  turn,  affirmed  a  decision  by  the  Exam- 
iner of  Interferences,  awarding  judgment  of  priority  to  the  appellee. 

On  July  21, 1904,  the  appellee,  Fletcher  B.  Holmes,  filed  his  appli- 
cation. No.  217,503,  for  a  patent  on  an  invention  relating  to  the  manu- 
facture of  commercial  explosives  from  nitro-starch.  The  particular 
issue  in  interference  relates  to  an  explosive  consisting  of  a  mixture 
of  nitro-starch  and  ammonium  oxalate.  In  his  preliminary  state- 
ment. Holmes  fixed  July  1, 1903,  as  the  date  of  his  conception  and  dis- 
closure of  the  invention  in  question,  and  September  1,  1903,  as  the 
date  of  reduction  of  the  invention  to  practice.  Braunstein  filed  his 
application,  No.  223,503,  for  the  same  invention  September  7,  1904. 
In  his  preliminary  statement,  June,  1903,  is  fixed  as  the  date  of  his 
conception  of  the  invention ;  June  or  July,  1903,  as  the  date  of  dis- 
closure; and  July,  1903,  as  the  date  of  reduction  of  the  invention  to 
actual  practice. 

Holmes  is  the  senior  party,  and  Braunstein  the  junior  party.  The 
issue  before  us  is  to  determine  which  of  the  parties  to  this  controversy 
is  the  inventor.  Both  were  employed  during  the  summer  of  1903  as 
chemists  in  the  Eastern  Laboratory,  a  department  of  the  high-explo- 
sive division  of  the  Dupont  Powder  Company.  This  laboratory  was 
established  in  1902  for  original  experimental  work  in  the  production 
of  explosives.  It  appears  from  the  evidence  that  Holmes,  shortly 
after  he  was  employed  in  the  Eastern  Laboratory,  was  assigned  to 
make  experiments  in  the  stabilizing  of  nitro-starch.  This  assignment 
was  made  in  June,  1903.  Quoting  from  the  evidence  of  Holmes, 
which  is  not  denied — 

It  had  been  known  for  some  time  that  nitro  starch  was  a  powerfol  ezploalve, 
but  it  was  as  weU  known  that  nitro-Btarch  was  exceedingly  unstable  and  liable 
to  spontaneous  decomposition.  The  problem  set  before  me  was  that  of  dis- 
covering some  method  by  which  nitro-starch  could  be  made  stable. 

This  defines  the  class  of  work  to  which  Holmes  was  assigned. 
Braunstein's  employment  in  the  Eastern  Laboratory  dated  from 
October  1, 1902,  and  consisted  of  miscellaneous  laboratory  work  until 
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ftboiit  August  15,  1908.  It  is  cont^ided  by  counsel  for  Holmes  that 
the  evidence  establishes,  not  only  the  assignment  of  Holmes  to  work 
on  the  nitro-starch  problem,  but  that  prior  to  September  1, 1903,  he 
had  formulated  the  plan  of  investigation  which  led  to  the  invention 
in  question ;  that  about  the  middle  of  August  the  investigation  had 
reached  a  point  where  the  detail  work  became  so  great  that  it  was 
necessary  for  Holmes  to  have  an  assistant;  and  that  Braunstein  was 
selected  from  the  laboratory  force  and  assigned  to  assist  him. 

It  is  contended  by  Braunstein  that  he  had  been  working  upon  the 
problem  of  stabilizing  nitro-starch  for  some  months  prior  to  the  date 
of  his  assignment  to  assist  Holmes,  and  that,  during  the  time  that 
he  was  working  with  Holmes,  he  revealed  to  him  the  results  of  his 
investigation,  which  finally  culminated  in  the  discovery  here  sought 
to  be  patented.  The  evidence,  we  think,  clearly  discloses,  and,  in 
fact,  it  was  admitted  at  bar,  that  the  work  of  reducing  the  invention 
to  practice  was  performed  by  Braunstein.  The  question  at  issue, 
which  must  be  ascertained  from  an  examination  of  the  evidence  alone, 
is  whether  the  means  which  brought  about  the  results,  which  are  the 
basis  of  the  claims  of  the  contesting  parties  for  patent,  originated 
in  the  experiments  of  Braunstein,  or  were  discovered  by  Holmes,  and 
only  put  into  operation  by  Braunstein  under  Holmes's  direction. 

That  Braunstein  was  assigned  to  assist  Holmes  in  making  his 
investigations  is  established  by  the  evidence  of  no  less  than  six  wit- 
nesses. All  these  witnesses  were  fellow  employees,  and  the  motives 
that  might  affect  their  credibility  should  be  considered,  but,  consider- 
ing all  the  testimony,  nothing  appears  that  would  justify  us  in  dis- 
crediting it.  The  evidence,  we  think,  therefore  clearly  establishes 
the  relation  of  principal  and  assistant.  It  is  well  settled  that  in  the 
relation  of  employer  and  employee,  where  the  employer  conceived 
tt|e  principle  or  plan  of  an  invention,  and  the  employee  is  directed 
to  perfect  the  details,  though  the  employee  may  make  valuable  im- 
provements therein,  the  improved  results  belongs  to  the  employer. 
The  same  rule  of  law,  we  think,  applies  to  principal  and  assistant, 
though  they  may  be  fellow  employees.  This  principle  of  law  is  one 
generally  recognized  by  the  courts.  In  Agawam  Co.  v.  Jordan^  (7 
Wall.,  588,)  the  Court  said: 

Wbere  a  person  has  discovered  an  Important  principle  In  a  machine,  manu- 
tRCtmet  or  composition  of  matter,  and  employs  otber  persons  to  nsslst  him  in 
carrying  out  that  principle,  and  they«  in  the  course  of  exi)erlmeut8  arising  from 
that  employment  make  valuable  discoveries  nncillary  to  the  plan  and  precon- 
ceived design  of  the  employer,  such  suggested  improvements  are  in  general  to 
be  regarded  as  the  property  of  the  party  who  disjv  vered  the  original  improved 
principle,  and  may  be  embodied  in'  his  patent  as  a  part  of  his  invention.  •  •  ^ 
Common  Justice  would  forbid  that  any  partial  aid  rendered  under  such  cir- 
cnmatances,  during  the  progress  of  experiments  in  perfecting  the  improvement, 
■boald  enable  the  person  rendering  the  aid  to  appropriate  to  himself  the  entire 
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result  of  tbe  ingenuity  and  toil  of  the  originator,  or  put  it  in  the  power  of  any 
subsequent  infringer  to  defeat  the  {mtent  under  the  plea  that  the  inTentlon 
was  made  by  the  assistant  and  not  by  the  originator  of  the  plan. 

This  Court,  in  the  case  of  Robinson  v.  McCormick^  (C.  D.,  1907, 
574;  128  O.  G.,  3289;  29  App.  D.  C,  98,)  in  referring  to  this  rule, 
said: 

The  reason  for  this  rule  is  obvious.  Inventors  are  often  compelled  to  have 
their  conceptions  embodied  in  construction  by  skilled  mechanics  or  manufac- 
turers, whose  practical  knowledge  often  enables  them  to  suggest  and  make 
valuable  improvements  in  simplifying  and  perfecting  machines  or  devices. 
These  are  things  they  are  employed  and  paid  to  do.  The  inventor  is  oititled 
to  protection  from  their  efforts  to  claim  his  invention. 

Braunstein,  being  the  assistant  and  the  junior  applicant,  the  burden 
is  placed  upon  him  of  establishing  the  fact  ,that  he  possessed  a 
knowledge  of  this  invention  independent  of  any  suggestion  he  may 
have  received  from  Holmes  after  he  was  assigned  to  assist  him. 
His  own  testimony  is  the  only  positive  evidence  offered  to  establish 
this  very  important  point,  upon  Avhich  the  rights  of  the  parties  to 
this  action  clei:)end.  Braunstein  called  two  witnesses,  (Heard  and 
Souder,)  to  establish  his  disclosure  of  the  invention  prior  to  his 
assignment  to  assist  Holmes.  Quoting  from  the  opinion  of  the 
Board  of  Examiners — 

Neither  witness  refers  to  ammonium  oxalate.  Heard  testifies  that  about  the 
first  of  May,  10O3,  Hrannstefn  spoke  to  him  about  a  stable  nitro-starch  powder, 
and  that  some  time  later,  at  a  time  which  he  does  not  remember,  Braunstein 
spoke  to  him  concerning  the  nitro-starch  problem,  and  stated  that  he  had  tried 
ammonium  carbonate  as  a  stabilizing  agent.  There  is  no  disclosure  of  the 
idea  of  using  ammonium  oxalate  specifically  and  the  date  of  the  disclosure, 
such  as  it  was,  is  uncertain.  The  disclosure  to  Souder  amounts  to  nothing 
more  than  a  statement  by  Braunstein  to  Souder  that  Braunstein  was  working 
on  a  [irocess  of  making  nitro-starch  stable.  Braunstein  also  states  that  In 
June  or  July,  secretly,  without  disclosure  to  any  one,  he  made  some  experiments 
which  embody  this  invention. 

After  a  careful  examination  of  the  testimony  of  these  witnesses, 
we  have  no  reason  to  question  the  correctness  of  the  conclusions  of 
the  Board  of  Examiners. 

Thus  it  will  be  observed  that  on  this  crucial  point,  Braunstein 
stands  uncorroborated.  Aside  from  his  own  evidence,  he  is  not 
shown  to  have  had  any  conception  of  the  invention  at  the  time  he  came 
to  the  assistance  of  Holmes.  Braunstein  claims  that  he  disclosed  the 
invention  to  Holmes  after  he  came  to  his  assistance,  but  four  wit- 
nesses, whose  relations  to  the  work  being  accomplished  in  the  lab- 
oratory placed  them  in  a  position  to  know  what  Holmes  was  doing, 
testify  that  the  plan  of  testing  the  ammonium  compounds  as  stabiliz- 
ing agents  had  been  conceived  by  Holmes  prior  to  the  time  of  Braun- 
stein's  assignment  as  his  assistant.  ^ 
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The  contention  is  here  made  on  behalf  of  Braunstein  that,  inas- 
much as  it  is  conceded  that  he  did  the  work  which  resulted  in  reduc- 
ing the  invention  to  practice,  the  burden  is  upon  Holmes  to  prove 
that  he  suggested  to  Braunstein  the  means  by  which  the  result  could 
be  attained.  We  think  that  the  evidence  discloses  that  Holmes  was 
assigned  to  make  the  investigation  that  resulted  in  the  invention, 
and,  when  he  had  proceeded  to  a  point  where  he  had  made  important 
discoveries  along  the  line  that  ultimately  led  to  the  invention,  Braun- 
stein was  assigned  to  assist  him  in  carrying  on  the  work.  With 
Braunstein  occupying  the  position  of  assistant  to  Holmes,  the  burden 
is  upon  him  to  overcome  the  presumption  that  what  he  accomplished 
was  done  under  the  direction  of  Holmes.  Holmes  being  the  first  in 
point  of  time  to  file  his  application  for  patent,  and  thereby  assert  his 
right  to  the  invention  here  in  controversy,  the  burden  rests  with 
Braunstein,  as  junior  applicant,  to  esteblish  his  earlier  conception  of 
the  invention  and  his  right  to  a  patent  thereon.  It  was  the  opinion 
of  the  three  tribunals  of  the  Patent  Office  that  appellant  had  wholly 
failed  to  discharge  that  burden.  After  a  careful  analysis  of  the 
evidence,  we  agree  with  that  conclusion.  We  are  of  the  opinion  that 
the  evidence  clearly  discloses  that  the  invention  in  question  was 
conceived  by  Holmes  and  reduced  to  practical  operation  by  Braun- 
stein while  working  under  the  direction  of  Holmes. 

The  decision  of  the  Commi8sio7ier  of  Patents  is  afftrmed^  and  the 
clerk  is  directed  to  certify  the  proceedings  as  required  by  law. 


[Court  of  Appeals  of  the  Dlfitrict  of  Columbia.  1 

In  re  Lacroix. 

Decided  Frhruary  J,  190R. 
183  O.  G.,  2181 ;  30  App.  D.  C,  299. 

1.  RnasTTE  Application — Patentabiuty  of  Claims  Canceled  fitOM  Original. 

The  deliberate  cancelation  of  claims  from  an  application  In  response  to 
an  official  objection  precludes  the  assertion  of  such  claims  in  an  application 
for  the  reissue  of  a  patent  granted  thereon  notwithstanding  the  fact  that 
applicant  had  another  application  pending  in  which  such  claims  could  have 
been  made  which  had  not  matured  into  a  patent  when  the  application  for 
reissue  was  filed. 

2.  Sams— New  Matteb. 

In  an  application  for  the  reissue  of  a  patent  for  a  cigar-bunch-shaping 
machine  disclosing  no  means  for  transporting  the  bunch  after  it  is  formed 
except  the  hand  of  the  operator  claims  cannot  properly  be  allowed  which 
include  as  an  element  means  for  '*  transferring "  or  '*  transporting '*  the 
bunches. 
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8.  Samb— Same— Cbakobs  Axxboed  to  bb  Immatbual. 

ClaimB  will  not  be  allowed  in  a  reisaae  application  wblch  are  not  oleirlj 
readable  upon  tbe  discloaure  of  the  patent,  and  tbe  contention  that  tb€7 
cover  an  "  adaptation  of  means  '*  involving  "  immaterial  changes  **  is  of  no 
avail  where  the  patent  does  not  disclose  the  nature  of  the  changes  or  bow 
the  adaptation  can  be  accomplished. 

Mr.  Jcmies  L.  Narris^  Jr.^  and  Mr.  W.  O.  Henderson  for  the  ap- 
pellant. 

Mr.  Fairfax  Bayard  and  Mr.  W.  8.  Ruckman  for  the  Commissioner 
of  Patents. 

Van  Orsdel,  /.; 

The  appellant,  Joseph  D.  Lacroiz,  obtained  Letters  Patent,  dated 
January  3,  1905,  No.  779^368,  on  a  cigar-bunch-shaping  machine, 
application  for  which  was  filed  December  11,  1901.  During  the 
pendency  of  this  application,  and  before  the  issuance  of  Letters  Pat- 
ent, appellant,  on  October  10, 1902,  filed  in  the  Patent  Office  another 
application  Serial  No.  126,739.  This  application  is  still  pending, 
and  at  present  is  involved  in  interference  with  two  applications  of 
one  Oluf  Tyberg,  No.  53,211,  filed  March  28,  1901,  and  No.  128,979, 
filed  September  19, 1902.  It  will  be  observed  that  both  of  the  Tyberg 
applications  antedate,  in  point  of  filing,  the  Lacroix  application  No. 
126,739.  On  January  7,  1906,  Lacroix  filed  an  application,  for  reis- 
sue of  Letters  Patent  on  the  machine  on  which  Letters  Patent  had 
been  issued,  claiming  the  right  to  have  the  application  for  reissue, 
when  allowed,  relate  back  to  the  date  of  the  original  application, 
December  11,  1901.  In  this  application  for  reissue,  the  first  twenty- 
two  claims  are  copies  of  the  twenty-two  claims  of  the  application 
which  ripened  into  the  original  patent.  On  July  7,  1906,  the  Com- 
missioner of  Patents  finally  refused,  among  others,  claims  23,  24,  25, 
26,  27,  34,  35,  37  and  38,  of  the  application  for  reissue.  These  are 
the  claims  involved  in  this  appeal,  and  are  as  follows: 

23.  In  a  cigar-machine  of  the  class  set  forth,  the  combination  of  means  for 
supporting  a  plurality  of  bunches,  and  means  for  removing  and  transferring  the 
bunches  to  a  distance  from  the  supporting  means. 

24.  In  a  cigar-machine  of  the  class  set  forth,  the  combination  of  means  for 
automatically  disposing  a  bunch  in  a  mold  and  for  supporting  the  latter,  and 
means  for  lifting  the  bunch  from  the  mold  and  transferring  it  a  distance  fkom 
said  mold. 

25.  The  combination  with  a  bunch-support  operating  to  sustain  a  plurality 
of  bunches,  of  a  lifting  device  including  means  for  engaging  the  banchea,  and 
devices  for  operating  the  lifting  device  to  remove  the  bunches  and  transport 
them  from  the  support. 

26.  The  combination  with  means  for  supporting  a  mold  having  a  plarality 
of  bunch-receptacles,  of  means  for  removing  the  bunches  from  said  rece|H>cles 
and  transporting  them  from  the  mold. 
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27.  Tlie  combliiation  with  a  bnnch-mipport,  of  bimch-remaviog  means,  said 
meanfl  including  a  banch-impallng  device,  and  means  for  operating  said  bunch- 
remoTing  means  to  transport  the  bunch  from  the  support 

84.  A  bunch-shaping  machine,  provided  with  a  bunch-removing  device  having 
swinging  and  rocking  arms  provided  with  pins  adjustable  transversely  in  the 
ann%  as  set  fonth. 

85.  A  bnnch-shaplng  machine  having  a  carrier  provided  with  cups  for  con- 
taining bunches,  and  a  bunch-removing  device  for  removing  the  bunches  from 
said  carrier,  said  removing  device  comprising  arms  mounted  to  swing  up  and 
down  and  to  slide  toward  and  from  each  other,  and  pins  carried  by  said  arms 
for  engaging  a  bunch  at  the  ends,  the  pins  projecting  into  the  bunch,  as  set  forth. 

87.  The  combination  with  a  bunch-support  operating  to  sustain  a  plurality 
of  bunches,  of  mechanism  for  simultaneously  removing  the  bunches  from  and 
transporting  them  from  the  support 

88.  The  combination  with  a  bunch-support  operating  to  sustain  a  plurality  of 
bunches,  of  a  lifting  device  including  means  for  engaging  each  bunch,  and 
devices  for  operathig  the  lifting  device  to  remove  the  bunches,  and  transport 
them  from  the  support 

It  appears  that  the  reissue  was  refused  by  the  Commissioner  be- 
cause the  aforesaid  claims  cannot  be  read  upon  the  original  disclosure, 
except  by  strained,  unnatural  and  improper  interpretation  of  their 
tarms.    Quoting  from  the  opinion  of  the  Examiner, 

The  Patent  No.  779,868,  of  January  8,  1905,  granted  in  an  application  filed 
December  11,  1901,  which  applicant  now  desires  to  reissue,  contains,  broadly 
stated,  the  following  coacting  elements : — 

A  circular  shaper  or  mold  having  a  series  of  cups  on  its  peripheiy,  designed 
to  receive  cigar-bunches,  and  provided  with  movable  covers,  the  whole  revolv- 
ing in  a  closed,  heated  compartment 

A  feed-carriage  which  takes  a  cigar-bunch  placed  therein,  and,  through  coact- 
ing mechanism,  deposits  it  in  an  uncovered  cup. 

Banch-trimming  mechanism. 

Oover  lifting  and  transferring  mechanism. 

A  bunch-removing  device,  consisting  of  oppositely-curved  arms  having  opposed 
Impallng-pins  at  their  ends  constructed  to  move  inwardly  and  penetrate  the 
ends  of  an  uncovered  cigar-bunch,  and  lift  It  a  short  distance  from  the  circular 
mold,  in  which  position  it  can  be  **  taken  hold  of  by  the  operator  or  carried 
off  by  suitable  mechanism.*'  *  ^  *  At  the  time  this  patent  was  Issued  there 
was  pending  in  the  Office  another  application.  Serial  No.  126,789,  filed  by  appli- 
cant October  10,  1902,  showing  and  claiming  a  device  which  removes  bunches 
separately  from  a  series  of  cups  mounted  on  a  fiexible  carrier,  and  which  trans- 
fers them  to  a  wrapping  mechanism. 

The  distinetive  feature  of  all  the  machines,  involved  in  this  in- 
quiry, is  the  device  for  removing  the  bunches  from  the  molds.  The 
devices  in  the  Lacroix  machines  are  capable  of  removing  but  one 
bunch  at  a  time,  while  the  Tyberg  mechanism  is  so  constructed  that 
all  the  bunches  are  removed  at  one  time,  or  simultaneously,  as  stated 
in  the  specification. 

It  is  sought  by  appellant  to  secure  a  reissue  of  his  original  patent 
upon  claims  that  will  not  only  dispose  of  the  interference  between 
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the  claims  of  his  pending  application  and  the  Tyberg  claims,  but 
will  operate  to  make  the  claims  in  the  application  for  reissue  prior  to 
the  claims  set  forth  in  the  Tyberg  applications.  It  appears  that  the 
first  twenty-two  claims  of  the  Lacroix  application  for  reissue  are 
exact  copies  of  the  twenty-two  claims  of  the  original  patent  Quot-' 
ing  from  the  opinion  of  the  Examiner, 

These  claims  (referring  to  the  twenty-two)  relate  to  specific  novel  features 
of  the  device  embracing  especially  the  feed-carriage  mechanism,  the  bunch 
shaper  or  carrier,  the  cover-transferring  mechanism,  and  the  bunch-trimming 
devices,  claimed  either  separately,  or  in  combination.  In  claims  7  and  11,  the 
bunch-removing  device  is  claimed  broadly  in  combination  with  other  novel 
elements,  bnt  no  claim  appears  in  the  patent,  either  broadly  or  specifically, 
covering  the  bunch-removing  mechanism  as  a  separate  feature,  nor  is  it  any- 
where in  the  specification  or  claims  of  the  patent  referred  to  as  a  bunch-trans- 
ferring or  a  bunch-transporting  device. 

This  describes  briefly  the  original  Lacroix  machine,  and  the  claims 
upon  which  Lictters  Patent  were  issued.  It  must  be  remembered  that 
in  this  machine  the  device  for  removing  the  bunch  has  only  a  perpen- 
dicular and  no  lateral  motion.  It  lifts  the  bunch  a  short  distance 
above  the  mold,  where  it  is  claimed  '^  it  can  be  taken  hold  of  by  the 
operator,  or  carried  off  by  suitable  mechanism."  This  machine,  for 
which  patent  was  issued,  discloses  no  mechanism  of  any  description 
whatever  for  carrying  off  the  bunch.  The  only  means  disclosed  for 
receiving  the  bunch,  when  lifted  from  the  mold,  is  by  the  hand  of 
the  operator.  It  is  contended  by  counsel  for  appellant,  that  the  mere 
adaptation  of  means  for  removing  the  bunch  to  any  desired  distance 
from  the  n'^ld  would  involve  only  immaterial  changes,  but  his  patent 
does  not  disclose  the  nature  of  the  changes,  or  how  the  adaptation 
can  be  accomplished. 

Appellant's  later  application  goes  further  and  discloses  not  only  a 
wrapping  mechanism,  but  a  means  of  transferring  the  bunch  from 
the  mold  to  the  wrapping  device.  In  his  second  application,  it  is  ad- 
mitted that  appellant  has  been  held  to  be  entitled  to  the  claims  here 
imder  consideration,  and  they  have  been  included  in  the  interference 
with  Tyberg.  We  think,  therefore,  that  claims  23,  24,  25,  26,  27,  and 
38  were  properly  disallowed  in  the  application  for  reissue,  as  they  are 
embraced  in  appellant's  subsequent  application  now  in  interference 
and  seem  to  be  proper  claims  in  that  application,  inasmuch  as  that 
machine  discloses  a  device  for  removing  and  transferring  the  bunch 
from  the  mold  to  a  mechanism  for  wrapping  the  bunch,  which  oper- 
ates clearly  as  a  transference  of  the  bunch  by  a  mechanical  device 
from  one  part  of  the  machine  to  another  and  depositing  it  in  the 
wrapping  device,  which  is  the  next  succeeding  step  in  the  process  of 
manufacture.  This  application,  however,  is  now  involved  in  an  inter- 
ference proceeding,  which  is  not  before  us,  and  as  to  the  rights  of  the 
)arties  thereto,  we  are  not  expressing  any  opinion.    In  the  iiiterfer- 
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ence  proceeding,  the  rights  of  the  appeUant  can  be  protected,  as  the 
issae  inyolved  properly  belongs  to  that  application,  and  not  to  the 
original  application  upon  which  the  Letters  Patent  were  issued.  We 
can  view  this  application  for  reissue  in  no  oth^  light  than  as  an  at- 
tempt on  the  part  of  the  appellant,  by  means  of  this  reissue  proceed- 
ing, to  extract  certain  claims  from  the  pending  application  and  so 
weave  them  into  his  original  application  as  to  dispose  of  the  interfer- 
ence, and  possibly  gain  thereby  an  unjust  priority  over  Tyberg.  As 
was  said  in  MiO^  v.  Brass  Co.,  (C.  D.,  1882,  49;  21  O.  O.,  201;  104 
U.  S.,  860,) 

It  win  not  do  for  the  pat^tee  to  wait  until  other  Inventors  have  produced 
new  forms  of  Improvement,  and  then,  with  the  new  light  thus  acquired,  under 
pretence  of  Inadvertence  and  mistake,  apply  for  such  an  enlargement  of  his  claim 
as  to  make  it  embrace  these  new  forms.  Such  a  process  of  expansion,  carried 
on  Indefinitely,  without  regard  to  lapse  of  time,  would  operate  most  unjustly 
against  the  public,  and  is  totally  unauthorised  by  the  law.  In  such  a  case,  even 
he  who  has  rights,  and  sleeps  upon  them,  Justly  loses  them. 

Claim  87,  which  relates  to  ^  mechanism  for  simultaneously  remov- 
ing the  bunches  from  and  transporting  them  over  the  support ''  is  the 
principal  issue  in  the  interference  between  the  second  application  of 
Lacroiz  and  the  applications  of  Tyberg.  It  is  not  contended  that 
either  of  the  Lacroix  machines  contains  a  mechanism  or  device  that 
will  lift  or  transfer  from  the  molds  more  than  one  bunch  at  a  single 
movement,  while  the  Tyberg  machine  discloses  a  mechanism  whereby 
the  bunches  from  all  the  molds  are  removcSd  and  transferred  by  a 
single  movement  of  the  transporting  device.  It  is  not  apparent  just 
how  this  appellant  can  assert  a  claim  to  a  device  for  simultaneously 
removing  and  transporting  the  bunches,  when  neither  of  his  machines 
is  capable  of  removing  more  than  a  single  bunch  at  a  time,  and  the 
machine  for  which  a  reissue  of  Letters  Patent  is  sought  discloses  only 
a  removing  and  not  a  transporting  device.  On  this  point,  we  agree 
with  the  Commissioner  of  Patents,  where^  in  his  opinion,  he  says : — 

Appellant  states  that  the  means  for  "  rerooving  "  the  bunches  is  found  in  the 
needles  which  penetrate  the  ends  of  the  bniioh  while  it  is  in  the  mold  and-  that 
the  means  for  *'  transferring  **  or  "  transporting  *'  the  bunch  from  a  mold  or  sup- 
port Is  found  In  the  pivoted  arms,  on  the  ends  of  which  the  needles  are  mounted. 
Upon  reading  this  language  in  connection  with  the  construction  to  which  it  re- 
fers, the  conclusion  cannot  be  avoided  that  this  iuten^retatlon  of  the  language 
Is  strained,  unnatural,  and  improper.  The  needles  cannot  properly  be  referred  to 
as  means  for  "  removing,*'  because  they,  in  themselves,  cannot  remove  the 
bunches  firom  the  mold.  To  do  this  the  pivoted  arms  on  which  they  are  mounted 
must  be  removed;  the  arms  must  be  considered  a  part  of  the  "removing'* 
means.  Nor  can  the  language  be  considered  as  properly  used  even  if  the  arms 
and  needles  together  be  considered  as  the  removing  and  transferring  means, 
when  it  is  considered  that  the  arms  move  only  through  a  small  arc  of  a  circle 
and  do  not  deliver  the  bunches  to  any  other  disclosed  mechanism,  but  simply 
lift  them  out  of  the  molds.  If  the  language  used  refers  only  to  the  mechanism 
now  disclosed,  it  is  objectionable  as  being  inapt  and  misleading,  and  the  claims 
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inrJiidlng  it  «|iqiiU  not  b#  aUowiaa;  II  It  refers  lio  wu  ot^cr  operAHott'^-^or  es- 
aviple»  tliat  dlidoied  la  uppelUmt's  later  aj»iiUfiatl<m— >|t  ODvere  nev  meijtter 
and  for  this  reaaon  tlie  claima  Including  It  abould  not  be  allowed. 

Claims  H  and  86  ireiHB  first  preaeated  as  claiaKS  85  and  87  bf  the 
appellant  in  the  application  for  the  patent  for  which  he  now  seeks  a 
reissue.  They  were  canceled  from  that  applicstion  in  response  to  an 
oiSdal  objection  to  the  same.    Quoting  from  appellant's  brief, 

Apptteant  eoiieedes  tbat  ordloarilj  daims  deilbetately  caneeied  In  Tiew  of 
retoeiKQee  cited  eaniiot  te  reinstated  in  an  appUcajOon  for  retseoe^  but  satnatfti 
that*  If  at  tbe  time  they  are  canceled,  applicant  has  another  appllcatkm  pepditif 
In  which  the  claims  coold  be  made^  It  la  permlaslble^  under  a  reissue  applica- 
tion, to  reinstate  them  in  the  original  case^  especially  if  the  second  filed  or 
copending  application  has  not  erentuated  in  a  grant  of  a  patent  when  tlie  ve- 
Isaoe  application  is  filed,  and  the  tetter  is  filed  wtthont  unreasonable  delay. 

The  law  is  settled  that  the  deliberate  cancelation  of  claims  from 
an  application  for  patent  precludes  their  assertion  in  a  reissue.  In 
Carbin  Cabinet  Lock  Co.  v.  Eagle  Lock  Co.  (O.  D.,  1898,  812;  65 
O.  0^  1000;  160  U.  S.  88)  it  was  said, 

tt  la  also  settled  by  the  authorities  tbat  in  applications  for  ralasoe  tiie 
patente9  la  not  allowed  to  Incorporate  or  secure  daims  corering  or  embcaelng 
what  had  .been  prerlondy  rejected  upon  hie  original  applicatloo.  (Bemtn  ▼. 
Fmniz,  C  D.,  1882,  800;  21  O.  G.,  2067;  105  U.  8^  160;  HeaU  ▼.  R4ee,  O  J>^ 
1882,  216;  21  O.  G.,  1448;  104  U  S.,  787;  Jame$  v.  CampbM,  Q.  D^  1882;  07;  21 
O.  t(^  887;  104  U.  8.,  806;  Tf^iff  ▼.  ToplW,  G.  D.,  1892,  402;  60  O.  G^  1287;  145 
U.  &,  106.) 

In  DobBon  v.  Lees  (C.  D.,  1890,  569;  58  O.  G.,  1740;  187  U.  S., 
258)  the  Court  said, 

A  reisaue  is  an  amendment,  and  cannot  be  allowed  unlesa  the  imperfections 
in  the  original  patent  aroee  without  fraud  and  from  inadvertence,  accident,  or 
mistake.  (Rev.  8tat.,  sec  4916.)  Hence,  the  reissue  cannot  be  permitted  to 
enlarge  the  claims  of  the  original  patent  by  including  matter  once  intentionally 
omitted.  Aoaulescenee  In  the  rejection  of  a  claim ;  its  withdrawal  by  amend- 
ment, either  to  aa9:e  the  appUeatUm,  or  to  eseape  an  interference;  the  aoe^itr 
ance  of  a  patent  containing  limitations  impoeed  by  the  Patent  OfBce,  which 
narrow  the  scope  of  the  invention  as  at  first  described  and  claimed,  are  instances 
of  such  omission. 

This  principle)  so  frequently  snnounoed  by  the  Supreme  Court, 
was  followed  by  this  court  in  passing  upon  an  appeal  from  the  Patent 
Office  in  the  case  of  Dewtony  (C.  D.,  1896, 488;  88  O.  O.,  1847;  12  App. 
D.  C,  604,)  where  it  was  said, 

It  may  be  that  It  was  a  nilstake  on  the  part  of  the  applicant  to  limit  the  In- 
vention to  the  extent  only  of  the  claim  contained  In  the  apedllcatlon  annexed 
to  the  patent;  but  with  this  of  course  we  have  nothing  to  do  here.  The  only 
question  for  us  is  whether  the  claim  now  put  forward  on  his  behalf  waa  ao 
far  contained  in  his  original  claims  that  were  abaodoned  by  hUn  as  to  be  itaelf 
thereby  necessarily  abandoned;  and  this  we  must  answer  In  the  afllrmatlve. 
for  the  abandonment  of  the  whole  necessarily  impliee  and  Involvea  the  abandon- 
lent  of  all  the  parta  except  auch  ae  are  expreealy  and  speclfleally  i 
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la  this  cftse,  unlike  tlie  case  at  bar,  the  daim  80U(^  in  the  leissae 
was  not  as  broad  as  the  original  daim,  but  the  oourt  held  that  this 
was  of  no  consequence.  Where  the  daim  was  abandoned,  even  though 
through  the  mistake  of  the  applicant,  it  must  be  considered  as  aban- 
doned, and,  as  the  Court  said. 

There  can  be  no  middle  ground.  There  can  be  no  rctroare— Ion  to  take  back 
part  of  iHiat  had  been  abandoned  any  more  than  to  take  back  the  whole. 

In  this  case,  daims  34  and  35  of  the  reissue  application  are  exactly 
the  same  as  the  original  claims  that  were  abandoned  in  the  former 
application  that  ripened  into  a  patent  In  the  face  of  these  dedsions 
and  the  settled  law  on  this  point,  further  discussion  or  consideration 
is  unnecessary. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
deik  will  certify  the  proceedings  of  this  court  as  required  by  law. 
A^irmed. 

[Court  of  Appeftta  of  the  Diatrlet  of  ColambUul 

Ik  bb  Wabxen. 

Decided  Fehrwiry  4,  1908. 

184  O.  G.,  S6S;  80  App.  D.  CL,  80S. 

PATnrrABiLrnr— iNvxHTioif^Box-LiHm. 

A  claim  for  a  remoTable  boz-llner  conslstins  of  a  sheet  of  paper  eat  In 
tbe  Bliape  of  a  cross,  creased  at  ibe  Junctloii  of  tlie  arms,  and  baTlng  lace- 
work  omamentation  attached  to  the  arms  Is  lacking  in  patentable  novelty 
in  yiew  of  the  prior  art;  which  discloses  the  use  of  one-piece  removable 
liners  and  the  use  of  non-removable  liners  bord^ed  with  lacework. 

Mr.  W.  A.  ifacleodj  Mr.  Henry  Oalver^  Mr.  W.  A.  CapeUmd^  and 
Mr.  Oeorge  P.  Dike  for  the  appellant. 

Mr.  W.  8.  Ruekman  for  the  Commissioner  of  Patents. 

BOBB,  /./ 

This  is  an  appeal  from  the  refusal  of  the  Commissioner  of  Patents 
to  issue  Letters  Patent  to  Peter  K.  Warren  upon  an  alleged  paper 
^  liner  ^  for  boxes  as  described  in  the  following  counts : 

A  folding,  removable  boz-lin^,  of  thin  paper,  and  comprising  a  bottom  por- 
tion, the  outlines  of  which  are  defined  by  creases  so  that  said  bottom  portion 
conforms  in  shape  and  sise  to  the  bottom  of  the  box  to  be  lined,  and  side  and 
end  flaps  connected  with  said  bottom  portion  at  the  lines  defined  by  said  creases, 
and  which  side  and  end  fiape  are  of  snitable  shape  and  size  to  line  the  sides 
and  ends  of  the  box  and  to  fold  down  at  their  ends  or  tops  over  the  top  of 
tbe  contents  of  the  box  when  the  latter  is  filled. 

A  folding,  removable  box-liner,  of  thin  paper,  and  comprising  a  bottom  por- 
tion, the  outlines  of  which  are  defined  by  creases  so  that  said  bottom  portion 
conforms  in  shape  and  size  to  the  bottom  of  the  box  to  be  4ined,  and  side  and 
flaps  connected  with  said  bottom  portion  at  the  lines  defined  by  said 
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creases,  and  whicli  side  and  end  flaps  are  of  suitable  shape  and  size  to  line 
tlie  sides  and  ends  of  ttie  box  and  to  fold  down  at  tbeir  aids  or  tops  over 
the  top  of  the  contents  of  the  box  when  the  latter  is  filled^  the  folding-down 
ends  or  tops  of  the  said  side  flaps  consisting  of  lacework  mateclal. 

A  folding,  removable  box-liner,  of  thin  paper,  and  comprising  a  bottom  por- 
tion, the  outlines  of  which  are  defined  by  creases  so  that  said  bottom  portion 
conforms  in  shape  and  size  to  the  bottom  of  the  box  to  be  lined,  and  side  and 
end  flaps  connected  with  said  bottom  portion  at  the  lines  defined  by  said  creases, 
and  which  side  and  end  flaps  are  of  suitable  shape  and  size  to  line  the  sides 
and  ends  of  the  box  and  to  fold  down  at  their  ends  or  tops  over  the  top  of  the 
contents  of  the  box  when  the  latter  is  filled,  the  folding-down  ends  or  tops  of 
the  said  side  and  end  flaps  consisting  of  laoework  material. 

Count  1  was  abandoned  in  the  argument  at  bar.  The  application 
was  rejected  because  in  the  opinions  of  the  tribunals  of  the  Patent 
Office  the  liner  does  not  involve  patentable  novelty  in  view  of  the 
prior  art  as  disclosed  by  the  following  references:  Backas,  May 
29,  1877,  No.  191,276;  White,  May  29,  1888,  No.  883,606;  Stout, 
Feb.  6,  1889,  No.  397,446;  Dumas,  Jan.  26,  1892,  No.  467,858;  White, 
Aug.  7,  1894,  No.  624,231;  Beers,  Jan.  29,  1901,  No.  667,112;  British 
Patent  No.  21,166,  of  1897,  Wilson. 

The  alleged  invention,  as  may  be  gathered  from  an  examination 
of  the  above  counts,  consists  of  a  sheet  of  paper  cut  in  the  shape  of 
a  cross  and  creased  at  the  junction  of  the  arms,  said  arms  having 
attached  thereto  lacework  ornamentation.  This  liner  is  folded  and 
ready  for  use,  and  may  be  placed  in  the  bottom  of  a  folding  box 
when  the  box  is  in  a  flat  or  knocked-down  condition.  The  folds 
corresponding  to  the  sides  of  the  box,  it  is  only  necessary  to  open 
the  liner  when  it  is  desired  to  use  it. 

Counsel  for  appellant,  in  his  brief,  contends  that — 

Warren's  invention  is  to  be  found  in  his  idea  of  attaching  the  lacework 
ornamentation  to  the  liner,  instead  of  to  the  box,  and  folding  the  parts  so  that 
the  lacework  is  protected. 

The  patent  to  White  of  August  7,  1894,  No.  524,281,  discloses  a 
liner  for  boxes.  This  liner  is  also  made  of  a  single  piece  of  paper, 
but  is  made  for  a  box  which  tapers  inwardly  from  top  to  bottom, 
or,  in  other  words,  which  flares  at  the  top.  Owing  to  this  fact,  the 
liner  has  to  be  cut  more  in  the  shape  of  a  Maltese  than  a  Greek  cross. 
In  his  specifications  White  says: 

It  consists  in  providing  a  packing-box  with  a  lining  consisting  of  a  single 
piece  of  parchm«it-paper  which  is  of  such  configuration  that  it  will  provide 
a  complete  envelop  or  Integument  for  the  article  placed  in  the  box,  a  double 
thickness  of  paper  being  provided  where  there  are  Joints.  ^  ^  ^  In  use  the 
lining  is  placed  in  the  box  so  that  the  flared  portions  on  the  ends  and  sides 
of  the  same  will  overlap  the  joints  thus  providing  at  the  comers  of  the  box  a 
double  thickness  of  the  lining,  the  butter  may  be  then  placed  in  the  box  and 
the  upper  part  of  the  same  covered  by  the  extensions  of  the  end  and  side  por- 
tions of  the  lining.  The  overlapping  portions  of  the  lining  thoroughly  prerait 
^e  butter  coming  in  contact  with  the  wood  at  the  comers  of  the  b^. 
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Aside  from  the  lacework  ornamentation,  there  is  no  differenoe 
between  White's  liner  and  appellant's,  except  that  White  has  pro- 
vided overlapping  joints.  In  a  butter-box  these  were  necessary, 
while  in  a  candy-box  they  would  not  be.  To  be  sure,  it  does  not  ap- 
pear that  White's  liner  is  creased,  but  it  does  appear  that  it  is  marked 
by  dotted  lines  so  that,  when  the  liner  is  placed  in  the  box,  the  folds 
or  bends  in  the  paper  come  on  the  dotted  lines. 

There  is  nothing  new  in  the  idea  of  providing  lacework  ornamenta- 
tion as  that  idea  is  fully  disclosed  in  the  White  patent  of  May  29, 
1888,  No.  383,606,  and  in  the  patent  to  Stout  a  year  later.  Count  3 
in  Stout's  application  is  for — 

a  liner  for  boxes  In  one  piece,  having  a  central  opening  bordered  with  lacework, 
substantially  as  described. 

In  this  patent,  however,  the  lacework  is  attached  to  the  sides  of  the 
box,  the  liner  not  being  a  removable  one. 

By  consulting  the  specifications  and  drawings  in  the  cited  refer- 
ences, and  having  in  mind  the  use  to  which  the  new  liner  was  to  be 
put,  any  one  possessing  any  skill  would  have  no  difficulty  in  producing 
the  liner  for  which  a  patent  is  claimed.  The  White  patent  of  1894 
fully  discloses  the  idea  of  a  one-piece  liner,  while  the  "White  patent 
of  1888  and  the  Stout  patent  of  the  following  year  fully  disclose  the 
idea  of  lacework  ornamentation.  We  see  no  merit  in  the  contention 
of  appellant  that  his  liner  is  so  folded  as  to  protect  the  ornamentation. 
Obviously  such  protection  cannot  result  when  the  ornamentation  is 
attached  to  more  than  two  sides  of  the  liner,  since  protection  is  se- 
cured by  resorting  to  the  obvious  expedient  of  first  folding  the  sides 
containing  the  lacework  and  folding  thereon  the  other  two  sides. 

The  decision  of  the  Commissioner  was  right^  and  is^  therefore^ 
afprmed.  The  clerk  of  the  court  wUl  certify  this  opinion  and  the  pro- 
ceedings in  this  court  to  the  Commissioner  of  Patents  according 
to  law. 


(Conrt  of  Appeals  of  the  IMKtrtrt  of  Columbia.] 

De  FeRRANTI    t\   LiNDMARK. 

Decided  Febrnarj/  i/,  1908. 

134  O.  G.,  515;  80  App.  D.  C,  417. 

3.  Patent — ^\'e8ted  Rights. 

A  patent  constitutes  a  contract,  bnt  no  vested  right  of  which  the  appli- 
cant for  patent  cannot  be  deprived  is  acquired  nnder  the  preliminary  pro- 
ceedings leading  to  its  Issuance,  and  a  statute  passed  while  an  application 
is  pending  will  apply  to  such  a  case  as  well  as  to  cases  filed  after  its  pass- 
age unless  it  especially  provides,  for  the  protection  of  pending  cases. 
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a.  fiUhii»^lHikBvnnam.Y'<}iAimD  PAnn— Rhmto  op  Pa 

A  patmtee  wkoae  patent  isMes  wlille  the  appllcatloii  of  i»p|tM  bMT 
f6r  the  same  Invention  is  pending  in  the  Patent  Office  ao^niies  as  i 
that  other  party  no  rights  by  the  Issuance  of  the  patettt 
d«-  fiWOftoff  4887,  Rktisis)  S^ATunflBy  0(Uf^ttcCitA» 

The  second  clanae  of  seeOon  4887,  Berissd  Ststatsii,  as  ( 
1908,  coQstmed  and  IMtf  not  to  he  rstioactite  aoA  not  «d  apply  to  i 
tions  pending  at  the  time  of  its  passa^. 
4.  Sams— IToBBiOH  Appugatioh. 

tf nder  the  provisions  of  this  section  an  appficant  who  died  an  appHcation 
id  this  conntiy  after  the  passage  of  the  act  Is  entitled  to  the  Mndit  df  t 
foreign  api^catlon  tot  the  same  InventHm  filed  hm  tbtok  twelve 
prior  to  the  domestic  application,  althongh  such  fMrtgft  afpUeifli 
filed  prior  to  tlie  passage  of  the  act 

Mr.  Melville  Church  and  Mr.  J.  M.  Spear  for  the  appeOaal 
Mr.  Ernest  WUkineon  and  Mr.  8.  T.  Fisher  for  the  appdlee^ 

Van  OttML,/.; 

Thigis  an  apptti  from  die  deeision  of  the  ConuniBkner  of  Pfifnte 
ikwar<Biig  priority  of  invention  to  appellee  on  n  motion  for  jim^depsoI 
on  the  record.  (C  D.,  1907,  208 ;  129  O.  G.,  1610.)  It  fippenv  tftAt 
both  parties  to  this  controversy  are  foreign  inventors.  Mb  evidenoB 
was  taken  in  the  Patent  Office.  Both  parties  i^Iy  on  their  reflpective 
dates  of  filing  their  applications,  either  here  or  abroad.  Both  paftieB 
are  claiming  the  right  to  a  patent  for  the  same  invention,  irfiidi 
relates  to  certain  improvements  in  steam-turbines.  The  appeOknt, 
De  Ferranti,  filed  his  application  for  patent  on  the  invention  in 
controversry  in  Oreat  Britain  November  11,  1902,  and  in  the  Umtsd 
States  on  October  31, 1908.  The  appellee,  Landmark,  filed  hisf  appli- 
cation for  a  patent  in  Sweden  June  18, 1902,  and  in  the  United  States 
on  January  16,  1903.  It  will  be  observed  that  landmark's  fbreign 
application  antedates  De  Ferranti's  foreign  application,  and  his 
application  in  the  United  States  also  antedates  De  Ferranti's  appli- 
cation in  the  United  States,  but  it  will  also  be  noted  that  the  De 
Ferranti  application  abroad  antedates  the  filing  of  Landmark's  appli- 
cation in  the  United  States. 

The  only  issue  before  us  is  the  construction  to  be  placed  upon  the 
act  of  Congress  of  March  8, 1903,  amending  the  act  of  March  8, 1897, 
which  amended  section  4887  of  the  Revised  Statutes.  The  act  of  1897 
was  passed  to  carry  into  effect  the  provisions  of  the  Intemati<mml 
Convention,  and  provided : 

No  psreoD  olherwtoe  entitled  thereto  duOl  be  MMfrrt  ftom  riMlTtaic  a 
patent  for  his  Invention  or  dlscovety,  nor  dtfUi  any  patent  be  deelated  tavalld 
b^  reason  of  its  having  been  first  patented  or  caused  to  be  patented  br  the  In- 
ventor or  his  legal  representatives  or  assigns  in  a  forelgs  coontry,  ulesi  the 
application  for  said  foretgn  patent  was  filed  more  than  seven  sMnths  prior 
to  the  filing  of  the  application  in  this  coontry,  in  which  cmt  no  patent  duOl 
be  granted  in  this  conntry.  jgitized by LjOO^ 
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Congress,  by  the  act  of  March  8, 1908,  amended  this  statute  to  read 
us  follows: 

No  person  otberwise  entitled  thereto  ahall  be  dcftiarred  ttom  receiving  a 
patent  for  his  invention  or  discovery,  nor  shall  any  iwtent  be  declared  Invalid  by 
reason  of  its  having  been  first  patented  or  caused  to  be  patented  by  the  Inventor 
or  his  legal  representatives  or  assigns  in  a  foreign  country,  unless  the  applica- 
tion for  said  foreign  patent  was  filed  more  than  twelve  months,  in  cases  within 
the  provisions  of  section  forty-eight  hundred  and  eighty-six  of  the  Revised 
Statutes,  and  four  months  in  cases  of  designs,  prior  to  the  filing  of  the  appli- 
cation in  this  country,  in  which  case  no  patent  shall  be  granted  in  this  country. 

An  application  for  patent  for  an  Invention  or  discovery  or  for  a  design  filed 
in  this  country  by  any  person  who  has  previously  regularly  filed  an  applicntion 
for  a  patent  for  the  same  invention,  discovery,  or  design  in  a  foreign  country 
which,  by  treaty,  convention,  or  law,  affords  similar  privileges  to  citisens 
of  the  United  States  shall  hate  the  same  force  and  effect,  as  the  same  applica- 
tion would  have  if  filed  in  this  country  on  the  date  on  which  the  application 
for  patent  for  the  same  invention,  discovery,  or  design  was  first  filed  lu  such 
for^gn  country,  provided  the  application  in  this  country  is  filed  within  twelve 
months  in  cases  within  the  provisions  of  section  forty-eight  hundred  and  eighty- 
six  of  the  Revised  Statutes,  and  within  four  months  in  cases  of  design,  from  the 
earliest  date  on  which  any  such  foreign  application  was  filed.  But  no  patent 
BbaU  be  granted  on  an  application  for  patent  for  an  Invention  or  discovery  or 
design  which  liad  been  patented  or  described  in  a  printed  publication  in  this  or 
any  foreign  country  more  than  two  years  before  the  date  of  the  actual  filing 
of  the  application  in  this  country,  or  which  had  been  in  public  use  or  on  sale 
in  this  country  for  more  tlian  two  years  prior  to  such  filing. 

It  is  contended  by  counsel  for  appellant  that,  since  both  of  the 
applications  of  Lindmark  were  filed  before  the  passage  of  the  act  of 
March  3, 1908,  any  patent  issued  thereon  could  not  antedate  the  date 
of  filing  his  application  in  this  country,  January  16,  1903,  but  that, 
since  the  act  of  Congress  was  passed  between  the  dates  on  which  De 
Ferranti  filed  his  application  abroad  and  the  filing  of  his  application 
in  this  country,  any  patent  issued  upon  his  application  here  should 
relate  back  to  the  date  of  the  British  filing,  since  there  was  less  than 
twelve  months  between  the  filing  of  the  two  applications.  Counsel 
for  appellee  insist  that  the  act  of  Congress  will  bear  no  such  con- 
straction  and  that  to  so  construe  it  would  operate  to  inequitably 
subordinate  the  rights  of  the  senior  applicant,  Lindmark,  to  those 
of  De  Ferranti,  the  junior  applicant 

It  appears  that  the  application  of  Lindmark  ripened  into  a  patent 
dated  November  1>  1004.  This  patent  was  issued  while  the  applica- 
tion of  De  Ferranti  was  pending  in  the  Patent  Office.  No  rights 
could  be  acquired  under  the  Letters  Patent  that  would  bar  De  Fer- 
ranti from  asserting  his  rights  under  his  application,  and  Lindmark 
can  derive  no  benefit  from  the  patent  so  far  as  this  controversy  is 
concerned,  but  must  stand  in  the  same  position  as  if  he  were  an 
applicant  While  the  rights  belonging  to  a  patentee  are  much  greater 
and  of  a  different  character  than  those  attaching  to  a  merr  applicant, 
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as  we  shall  observe  later  in  this  opinion,  Lindmark,  having  received 
his  patent  while  the  application  of  De  Ferranti  was  pending,  ac- 
quired no  superior  rights  thereby,  but  must  be  regarded,  so  far  as 
this  controversy  is  concerned,  purely  as  an  interfering  applicant  In 
Paul  v.  He88,  (C.  D.,  1906,  610;  115  O.  G.,  251;  24  App.  D.  C,  462,) 
this  court  held  that,  in  an  interference  proceeding,  the  fact  that 
Letters  Patent  had  been  issued  to  one  of  the  parties,  while  the  appli- 
cation of  the  other  party  was  pending,  could  not  benefit  the  patentee 
^^in  respect  to  the  burden  of  proof  imposed  upon  his  adversary.^' 
While  this  opinion  does  not  go  to  the  extent  of  deciding  the  point 
here  under  consideration,  we  think  the  principle  is,  in  effect,  the 
same.  Any  rights  Lindmark  acquired  under  his  patent  were  subject 
to  any  adverse  rights  that  De  Ferranti  mi^t  be  able  to  establish  by 
virtue  of  his  pending  application.  Hence,  the  issue  before  us  can 
be  disposed  of  without  further  reference  to  the  Lindmark  patent 

Both  of  Lindmark^s  applications  were  filed  before  the  passage  of 
the  act  of  March  3,  1903,  and,  unless  that  act  can  be  construed  to 
operate  retrospectively  and  apply  to  applications  pending  at  the  time 
of  its  passage,  his  rights  must  be  determined  by  the  act  of  March  3, 
1897,  (29  Stat,  693.)  Under  its  provisions,  Lindmark  was  entitled 
to  receive  a  patent  on  his  application  in  this  country,  provided  his 
application  was  filed  within  seven  months  from  the  date  of  filing 
the  British  application.  It  appears  that  less  than  seven  months  in- 
tervened between  the  filing  of  the  two  applications.  So  far  as  prior- 
ity is  concerned,  Lindmark  neither  gained  nor  lost  anything  by  virtue 
of  the  foreign  application.  The  priority  of  any  patent  issued  under 
the  act  of  1897  could  only  date  from  the  filing  of  the  application  in 
the  Patent  Office.  The  distinction  between  this  act  and  the  amend- 
ing act,  here  under  consideration,  is  clearly  expressed  by  the  Com- 
missioner : 

Prior  to  the  amendment  of  the  law,  the  filing  of  a  foreign  application  or  other 
acts  performed  abroad  were  not  acts  of  invention  within  the  meaning  of  the 
law,  whereas  under  the  amended  law  the  filing  of  a  foreign  application  within 
twelve  months  before  the  application  here  is  an  act  of  invention  which  confers 
upon  the  applicant  a  distinct  right 

The  ^'  distinct  right ''  consists  in  the  applicant,  under  the  amended 
law,  having  the  priority  of  his  patent  issued  in  this  country  relate 
back  to  the  date  of  filing  his  application  for  the  same  invention  in  a 
foreign  country,  provided  the  application  here  was  filed  within 
twelve  months  from  the  date  of  filing  the  foreign  application. 

Let  us  examine  what  rights  of  priority,  if  any,  Lindmark  acquired 
by  the  passage  of  the  act  of  March  3,  1903.  The  text  of  the  act  is 
unambiguous  and  expresses  as  explicitly  as  can  be  done  the  purpose 
Congress  had  in  mind.    The  statute  relates  entirely  to  the  filing  of 
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applications  for  patents,  and  the  rights  of  applicants  making  such 
filings.  There  is  nothing  on  the  face  of  the  statute  that  would  indi- 
cate that  it  was  intended  to  operate  retrospectively. 

It  is  n  general  rule  of  statutory  construction  that,  in  the  absence  of 
language  in  a  statute  clearly  expressing  an  intention  to  the  contrary, 
statutes  will  be  construed  prospectively.  In  United  States  v.  Heth 
(8  Cranch,  898,)  the  Court  said: 

Words  In  a  statute  ought  not  to  have  a  retrospective  operation  unless  they 
are  so  clear,  strong  and  Imperative  that  no  other  meaning  can  be  annexed  to 
them,  or  unless  the  Intention  of  the  legislature  cannot  be  ofherwiae  satisfied. 

The  same  rule  has  been  approved  many  times  by  the  Supreme 
Court.  {Murray  v.  Gibson^  15  How.,  421;  McEwin  v.  />en,  24  How., 
242;  Sohn  v.  Wateraon^  17  Wall.,  596;  Twenty  Per  Cent.  Casea^  20 
Wall.,  179.) 

Applying  these  rules  to  the  act  before  us,  it  cannot  be  held  that 
Congress  intended  either  to  give  patents  issued  upon  applications 
pending  at  the  time  of  its  passage  priorities  earlier  than  they  could 
have  acquired  under  the  act  of  1897;  or  to  bring  such  pending  appli- 
cations within  its  provisions.  It  clearly  is  intended,  however,  to 
apply  to  all  applications  that  should  be  filed  after  its  passage,  and 
under  this  construction  it  must  be  held  to  include  the  application  of 
appellant.  In  Sawyer  Co.  v.  Carpenter ^  (133  Fed.,  238,)  Brown, 
District  Judge,  construing  the  act  of  March  3,  1903,  said : 

Statutes  are  construed  to  operate  prospectively  only,  unless  the  contrary 
intention  is  manifest  beyond  a  reasonable  doubt.  {City  of  Shreveaport  v.  Cole, 
129  U.  S.,  36,  43.)  The  amendments  of  March  3,  1903,  so  far  as  I  can  see,  con- 
tain no  indication  of  an  intention  to  revive  expired  patents  or  to  give  to  the 
phrase  "nor  shall  any  patent  be  declared  invalid"  a  meaning  broader  than 
before. 

This  decision  was  affirmed  on  appeal,  (148  Fed.,  976.) 
We  are  of  the  opinion  that  to  construe  the  statute  as  applying  to 
applications  pending  at  the  time  of  its  passage,  would  be  to  give  it 
retroactive  force.  This  construction  could  not  be  applied  to  it  with- 
out disregarding  the  plain  language  of  the  act,  and  reading  into  it  a 
meaning  not  intended  by  its  framers.  The  statute,  as  amended,  could 
have,  therefore,  no  effect  upon  the  application  of  Landmark,  and  the 
priority  of  any  patent  issued  thereon  must  correspond  with  the  date 
of  the  filing  of  his  application  in  this  country. 

It  is  insisted  by  counsel  for  appellee  that  to  so  construe  the  operation 
of  this  statute  as  to  give  De  Ferranti  a  priority  over  Lindmark  would 
l)e  to  deprive  Lindmark  of  a  vested  right.  Ijctters  Patent,  when 
issued,  undoubtedly  constitute  a  contract.  It  is  to  the  interest  and 
policy  of  every  enlightcnod  government  to  promote  progress  in  useful 
G0025— H.  Doc.  1341),  (50-2 24  ^  , 
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arts.  It  is  among  the  powers  expressly  given  to  Congress  by  the 
Constitution  — 

to  promote  the  progreBS  of  aeience  and  oaeful  arts,  by  secaring  for  limited  tlmee 
to  antliors  and  InTentora  the  ezdnalTe  right  to  their  respectiye  writings  and 
dlBCOYeriea.    (Const  art  1,  sec  S.) 

It  is  the  reward  stipulated  for  the  advantages  the  public  derives 
from  the  efforts  of  individuals,  and  is  intended  as  a  stimulus  to  those 
exertions.  Laws  passed  for  this  purpose  ought  to  be  so  construed  as 
to  execute  the  contract  fairly  on  the  part  of  the  United  States.  But 
neither  of  the  attending  piurties  had  acquired  a  patent  at  the  date  of 
the  enactment  of  the  statute  in  question,  and  no  such  contractual 
relation  existed.  The  right  to  a  patent  is  purely  a  statutory  right 
Being  a  right  conferred  by  Congress,  that  right  can  be  modified  or 
taken  away  before  rights  under  it  have  become  vested.  The  filing  of 
an  application,  and  the  steps  leading  up  to  the  issuance  of  a  patent, 
are  mere  matters  of  procedure.  The  proceedings  prescribed  by 
statute  for  the  acquiring  of  a  patent  are  purely  matters  of  legislative 
policy,  dependiujg  on  positive  law,  which  may  at  any  time  be  repealed 
or  modified,  withdrawn  or  limited,  at  pleasure. 

The  proceedings  requisite  to  the  acquiring  of  a  patent  are  closely 
analogous  to  the  procedure  in  an  action  at  law  before  reaching  final 
judgment,  where  the  right  is  one  conferred  by  statute  and  entirely 
dependent  upon  the  legislative  will.  In  both  instances  they  are  mere 
matters  of  procedure  that  may  be  changed  or  abolished,  and,  unless 
the  statute  especially  provides  for  the  protection  of  pending  cases,  it 
will  apply  to  such  cases  the  same  as  to  future  cases  arising  under  it 
The  bringing  of  a  suit  in  such  a  case  does  not  create  a  vested  right 
It  is  only  the  assertion  of  a  right  that  may  or  may  noi  mature  into  a 
vested  right  No  vested  right  is  acquired  by  the  bringing  of  such 
a  suit  that  is  beyond  legislative  control  until  judgment  is  rendered. 
Cooley,  in  his  CanstituHondl  Limitations^  (7  Ed.,  548,)  says: 

The  bringing  of  suits  rests  in  the  party  no  right  to  a  particular  dedaion. 
(Bacon  v.  CaUender,  6  Mass^  803;  Butler  t.  Palmer,  1  HUl,  824;  Cawffin  t. 
Long,  15  111.,  202;  MUler  r.  Graham,  17  Ohio  St,  1;  State  v.  Squires,  26  Iowa, 
840;  Patterson  v.  Philbrook,  0  Mass.,  ISl,)  and  his  case  must  be  determined  on 
the  law  as  it  stands,  not  when  the  suit  was  brought,  but  when  the  Judgment 
was  rendered.  (Watson  v.  Mercer,  8  Peters,  88;  Mather  v.  Ohafiman,  6  Cqiul, 
54 ;  People  v.  Supervisors,  etc,  20  Mich.,  S6 ;  Satterlee  ▼.  Matthewsoti,  2  Peters. 
380;  Excelsior  Mto.  Co*  ▼.  Keyser,  02  Miss.,  156;  Phenim  Insurance  Co.  t.  Pol- 
lard, 68  Miss.,  641;  McLean  v.  Bonn,  70  Iowa,  752;  Johnson  v,  RlcharOeon^  44 
Ark.,  865.) 

It  has  been  held,  (quoting  from  the  syllabus,)  that — 

the  mere  commencement  of  a  suit  does  not  affect  the  right  of  Oongress  to  ratitr 
executive  acts  and  the  fiict  that  at  the  time  the  ratiljring  statute  was  enacted 
actions  were'  i)ending  for  the  recovery  of  the  sums  paid  does  not  cause  the 
statute  to  be  repugnant  to  the  Oonstitutlon.  (United  State^y^^^nszen  4 
Co.,  206  U.  S.,  870.) 


•^s^^- 
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So,  in  a  patent,  no  vested  right,  of  which  the  applicant  cannot  be 
deprived,  is  acquired  under  the  preliminary  proceedings  leading  up 
to  its  issuance.  The  condition,  however,  is  different  after  the  patent 
is  issued.  The  holder  of  valid  Letters  Patent  enjoys,  by  virtue  of  the 
same,  a  property  right  in  the  invention  for  which  the  patent  is  issued 
that  is  entitled  to  the  same  protection  as  any  other  property  right 
during  the  time  for  which  the  exclusive  right  or  franchise  is  granted. 
{Sutherland  an  Statutory  Construction^  sec.  662.) 

It  is  also  insisted  by  counsel  for  appellee  that  when  an  application 
for  patent  is  filed  such  a  contractual  relation  arises  as  cannot  be  im- 
paired by  subsequent  legislation.  The  mere  assertion  of  a  right  by 
the  filing  of  an  application  for  a  patent  does  not  constitute  such  a 
contract  as  would  come  properly  within  section  10,  article  1,  of  the 
Ck>nstitution,  which  declares  that  ^'  no  State  shall  make  any  law  im- 
pairing the  obligation  of  contracts."  This  is  a  prohibition  upon  the 
States  and  not  on  Congress.  The  contracts  protected  by  the  property 
clauses  of  the  Constitution  are  such  as  have  been  deliberately  entered 
into  by  the  parties,  and  the  assent  of  the  parties  to  be  bound  is  of 
the  very  essence  of  the  obligation  so  protected.  It  has  no  application 
to  obligations  imposed  by  law  without  the  assent  of  the  party  bound, 
or  mere  privileges  conferred  by  law.  {Louisiana  v.  New  Orleans^  109 
U.  S.,  285;  Garrison  v.  New  York,  21  Wall.,  U.  S.,  196;  Freeland  v. 
WiUtamSj  181  U.  S.,  406.)  Nor  is  Congress  necessarily  limited  by 
this  clause  in  its  enactment  of  legislation  because  the  practical  effect 
may  be  to  incidentally  impair  or  annul  contracts. 

In  Mitchell  v.  Clark,  (110  U.  S.,  633,  648,)  the  Court  said: 

It  is  no  answer  to  this  to  say  that  it  (the  statute)  interferes  with  the  validity 
of  contracts,  for  no  provision  of  the  Constitution  prohibits  Congress  from  doing 
this,  as  it  does  the  States;  and  where  the  question  of  the  power  of  Congress 
arises,  as  in  the  legal-tender  cases,  and  In  bankruptcy  cases,  it  does  not  depend 
upon  the  incidental  effect  of  its  exercise  on  contracts,  but  on  the  existence  of 
the  power  itself. 

It  is  likewise  generally  held  that  it  is  within  the  power  of  the 
legislature  to  ratify  the  levy  and  collection  of  an  illegal  tax,  even 
after  suit  has  been  instituted  for  its  recovery,  on  the  principle  that 
the  right  to  recover  a  tax  collected  illegally  is  a  right  conferred  by 
law,  and  may  be  modified,  limited  or  taken  away.  {Grim  v.  Weissen- 
berg  School  District,  57  Pa.  St.,  433 ;  Iowa  R.  R.  Land  Co.  v.  Soper, 
39  Iowa,  112;  Boardman  v.  Beckwith,  18  Iowa,  292;  Nottage  v.  Port- 
land,  35  Oreg.,  539 ;  Mattingly  v.  The  District  of  Columbia,  07  U.  8., 
G87.)  The  same  principle  is  stated  in  Cooley  on  Taxation,  (vol.  2, 
p.  1493:) 

A  property  owner  who  has  iwid  an  illegal  assessment  has,  in  his  action  to 
recover  back  iiayuient,  no  vested  right  whioh  legislation  cannot  take  away,  nor 
is  there  any  implied  agreement  to  return  the  assessment  if  wrongfully  collect- 
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ed  which  would  invalidate  such  legislation  as  impairing  the  obligation  of  the 
contract. 

The  same  rule  has  been  applied  to  acts  validating  illegal  bond  is- 
sues. The  authority  to  issue  bonds  being  by  legislative  grant,  the 
subject  is  one  peculiarly  within  the  legislative  will.  {National  Bank 
V.  Yanktofij  101  U.  S.,  129;  Thompson  v.  Perrine^  103  U.  S.,  806; 
New  Orleans  v.  Clarkj  95  U.  S.,  644;  Grenada  County  v.  Brogden^ 
112  U.  S.,  261;  Otoe  County  v.  Baldwin,  111  U.  S.,  1;  1  DiOcn, 
Municipal  Corporation^^  p.  544;  Cooley^s  Const  Sim.,  6th  ed.,  456; 
Read  v.  Plattsmouth,  107  U.  S.,  568;  Bolles  v.  Brimfield,  120  U.  S., 
759.)  It  is  clear  that  where  the  right  conferred  is  purely  a  statu- 
tory one,  a  mere  privilege,  as  in  the  case  at  bar,  it  is  within  the  power 
of  Congress  to  modify  or  withdraw  it,  at  least  before  the  application 
has  matured  into  a  patent. 

We  think  the  Commissioner  erred  in  the  following  statement  of 
what  he  conceived  to  be  the  law : 

In  the  present  case,  under  the  statutes  in  force  prior  to  March  3,  1903,  LInd- 
mark  had  an  undoubted  right  to  a  piitent  at  the  time  he  filed  his  United  States 
application  on  January  16,  1003,  but,  if  the  act  of  March  3,  1903,  is  given  the 
construction  contended  for  by  De  Ferranti,  this  right  was  talcen  from  him  by 
the  passage  of  the  act.  Furthermore,  had  Lindmar1c*s  patent  issued  prior  to 
March  3,  1903,  his  patent,  which  was  valid  at  the  date  of  its  issue,  would  be 
rendered  invalid  by  the  act. 

The  Commissioner  is  confused  as  to  the  time  that  the  applicant 
for  a  patent  acquires  such  a  vested  right  as  may  not  be  disturbed  by 
Congress.  This  right  accrues,  if  at  all,  when  a  patent  is  issued,  and 
not  before.  The  mere  filing  of  an  application  confers  no  such  right 
It  is  immaterial,  so  far  vte  the  exercise  of  the  power  of  Congress  is 
concerned,  if  it  does  afterward  appear  that,  under  the  pending  appli- 
cation affected  by  the  legislation,  applicant  would  have  had  a  valid 
right  to  a  patent.  It  is  true  that  a  patent  is  a  contract  between  the 
Government  and  an  individual.  {Curtis  on  Patents,  sec.  23;  Ist  Roh- 
inson  on  Patents,  sec.  20,  and  40  to  43 ;  Brake  Beam  Case,  106  Fed., 
693,  701.)  It  is  likewise  true  that  it  is  the  granting  of  Letters  Patent 
that  forms  the  contract;  and  not  the  filing  of  the  application.  If 
Letters  Patent  had  been  issued  to  Lindmark,  as  suggested  by  the 
Commissioner,  before  the  passage  of  the  act,  we  would  be  confronted 
with  a  very  difTerent  question.  At  the  date  of  the  passage  of  the  act 
of  March  3,  1903,  no  patent  had  been  issued  to  Lindmark  and  he  had 
no  such  contract  with  the  Government  as  the  protecting  clauses  of 
the  Constitution  place  beyond  the  power  of  Congress  to  affect  by 
legislation. 

The  suggestion  that  the  construction  here  applied  to  the  statute  in 
question  may  in  this  particular  case  work  an  injustice,  is  a  matter 
beyond  our  power  to  remedy.  The  judicial  department  is  not  con- 
cerned with  the  policy  of  the  law.    That  belongs  to  the  legislative 
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branch  of  the  Qoyemment^  If  the  law  operates  inequitably  it  may 
be  a  proper  matter  to  caU  to  the  attention  of  Congress,  but,  since  the 
hardship  is  imposed  by  operation  of  law,  it  is  beyond  the  power  of 
the  courts  to  grant  any  relief. 

The  judgment  of  the  Commisiumer  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  required  by  law. 


[Court  of  Appeals  of  the  Dtatrict  of  Columbia.] 

In  be  The  Indian  Portland  Cement  Co. 

Decided  February  18,  1908. 
134  O.  G.,  518;  30  App.  D.  C,  463. 

1.  Tbadv-Mabxs— Anticipation. 

a  trade-mark  the  distinguiahlng  feature  of  which  consists  of  an  Indian's 
head  showing  profile  with  the  conventional  feather  head-dres8»  withhi  a 
circle,  was  properly  refused  registration  in  view  of  the  prior  use  on  the 
same  class  of  goods  of  a  mark  showing  a  front  view  of  an  Indian's  head 
with  a  feathered  head-dress. 

2.  Same— Same. 

Where  the  mark  of  an  applicant  so  resemhles  a  prior  registered  mark 
that  the  goods  of  each  would  be  likely  to  be  known  to  the  public  by  the 
same  name,  the  registration  of  the  former  should  be  refused. 

Mr.  J.  D.  SuUivan  and  Mr.  Edw.  S.  McCalmont  for  the  appellant. 
Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents. 

Shepabd,  J.: 

The  Indian  Portland  Cement  Co.,  a  corporation  of  New  Jersey 
engaged  in  manufacturing  Portland  cement  in  Neodesha,  Kans.,  ap- 
peals  from  a  decision  of  the  Commissioner  of  Patents  denying  its 
application  for  the  registration  of  a  trade-mark.  The  distinguishing 
feature  of  the  trade-mark,  alleged  to  have  been  used  since  July  1, 
1906,  consists  of  an  Indian's  head  showing  profile  with  the  conven- 
tifmal  feather  head-dress,  within  a  circle.  Between  this  and  an  outer 
circle  appear  the  words,  "Indian  Portland  Cement  Co.,  Neodesha, 
Kansas.''  The  ground  of  refusal  to  register  was  that  the  trade-mark 
so  closdy  resembles  another  as  to  be  apt  to  deceive  purchasers.  The 
reference  is  to  a  trade-mark  registered  by  Miller,  Mason  &  Co.,  on 
August  2,  1904.  That  mark  is  described  as  "  the  representation  of  an 
Indian's  head  with  a  feather  head-dress."  The  drawing  and  labels 
used  by  them  on  barrels  and  bags  of  Portland  cement,  show  a  front 
view  of  the  Indian's  head  with  a  feather  head-dress.  While  a  com- 
parison of  the  two  marks  as  represented  shows  difference  in  details, 
the  feature  of  each  is  a  conventional  Indian  head,  calculated  to  make 
the  manufactures  on  which  they  are  used  known  to  the  public  as 
Indian-head  cement.  We  agree  with  the  Commissioner ^hat  the  re- 
semblance is  such  as  to  uroduce  the  confusion  in  tracfe  which  it  is  the 
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object  of  the  Trade-Mark  Act  to  prevent.    (See,  in  the  matter  of  the 
application  of  Herbst  Imparting  Co.^  postj  383 ;  187  O.  6.,  1939.) 

The  decision  wiU  he  aifvrmsd^  and  the  clerk  wiU  certify  this  de- 
cision to  the  Con&missioner  of  Patents  as  required  hy  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

ViELE  V.  CUMMINGS. 

Decided  February  H,  1908, 

134  O.  G.,  777;  80  App.  D.  C,  465. 

INTBBFEBENCB— PaiOBITY — RIGHT  TO  MAKE  THE  CLAIMS. 

The  issue  as  interpreted  in  the  light  of  the  specification  of  the  party 
first  making  the  same  is  limited  to  an  improved  means  for  protecting 
the  necessary  Joints  in  conductors  for  high-tension  currents  of  electricity. 
The  invention  of  the  other  party  is  an  improvement  in  insulating-conductors, 
his  plan  of  insulation  at  the  Joints  being  the  same  as  along  the  entire 
length  of  the  conductor.  Held  that  the  latter  has  no  right  to  make  the 
claim,  the  resemblance  of  the  two  devices  being  accidental  rather  than  real. 

Mr.  M.  A.  Christy  for  the  appellant. 

Mr.  L.  S.  Baconj  Mr.  J.-  H.  Milansj  and  Mr.  C.  T.  MHans  for  the 
appellee. 

Shepaikd,  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  an  improvement  in  connecting  conductors  for  cables,  the  issue 
of  which  is  the  following: 

As  a  means  for  insulating  Joints  in  conductors  for  high-voltage  currents,  a 
rigid  sleeve  of  non-conducting  material  surrounding  the  splice  between  the 
conductors  forming  the  bridge  or  connection  between  the  insulations  on  the  con- 
necting conductors,  and  having  the  space  between  the  conductors  and  the  sleeve 
filled  with  non-conducting  material. 

The  application  of  Viele  was  filed  August  15,  1902,  for  an  im- 
provement in  connecting  conductors  for  cables,  and  the  claim  noTV 
in  issue  was  adopted  December  5, 1902.  The  application  was  allowed 
September  20,  1904,  but  was  permitted  to  lapse  for  non-payment 
of  the  fixed  fee.  It  was  renewed  within  proper  time  on  March  25, 
1005. 

Cummings's  application  was  filed  February  1,  1902,  entitled  a 
'*  Conduit  for  electrical  conductors."  The  claim  of  the  issue  was 
suggested  to  him  by  the  Examiner  April  3  and  adopted  April  <5, 1905. 
Thereupon,  the  interference  was  declared. 

Viele's  preliminary  statement  filed  in  response  to  the  notice  of 
interference  failed  to  allege  a  date  of  conception  prior  to  the  date 
ipon  which  Cummings's  application  had  been  filed;  and  he  was 
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notified  by  the  Examiner  of  Interferences  that  by  reason  thereof 
judgment  would  be  rendered  against  hun  unless  cause  be  shown 
why  the  same  should  not  be  done.  Viele  thereupon  filed  a  motion 
to  dissolve  the  interference  on  the  ground  that  there  was  no  inter- 
ference in  fact,  and  that  Cummings  had  no  right  to  make  the  claim 
in  issue.  This  was  referred  to  the  Primary  Examiner  who  denied 
the  motion.  The  Examiner  of  Interferences,  following  that  decision, 
rendered  judgment  against  Viele  in  accordance  with  the  notice  that 
had  been  given.  Viele  appealed  to  the  Examiner-in-Chief  who, 
being  of  the  opinion  that  Cummings  had  no  right  to  make  ihe  claim, 
reversed  the  decision  of  the  Examiner  of  Interferences,  and  awarded 
priority  to  Viele.  On  appeal  to  the  Commissioner,  this  decision  W8s 
reversed  and  award  of  priority  made  to  Cummings.  From  his 
decision  this  appeal  has  been  prosecuted. 

The  question  for  determination  is  the  right  of  Cummings  to  make 
the  claim  of  the  issue. 

Viele's  application  is  limited  to  a  joint  or  splice  for  electric  cables 
carrying  high-voltage  currents,  and  his  invention  is  described  as 
follows: 

Tbe  iny^itioii  described  herein  relates  to  certain  improvements  in  Joints  or 
splices  for  electric  cables  carrying  high-voltage  currents.  It  has  heretofore 
been  the  practice  in  making  such  splices  or  joints  to  remove  the  insulation  from 
the  sides  of  the  conductors  to  be  connected  a  suitable  distance,  and  then  form 
an  electrical  Joint  or  union  between  these  conductors  in  suitable  manner.  Insu- 
lation in  the  form  of  paper  or  fibrous  tape  was  then  applied  by  hand  to  the 
portions  of  the  conductors,  from  which  the  insulation  was  removed.  It  is  a 
matter  of  considerable  difficulty  to  determine  when  a  sufficient  amount  of  tape 
has  been  applied  to  render  the  Joint  as  strong  electrically  as  the  original  insu- 
lation. As  considerable  care  and  labor  are  required  in  applying  the  tape,  the 
workman  is  very  liable  to  shirk  it  and  leave  the  Joint  imperfect.  And  further 
it  is  practically  impossible  to  so  apply  the  tape  as  to  form  a  compact  uniform 
thickness  of  insulation.  The  foregoing  difficulties  in  applying  and  incident  to 
the  use  of  tapes  in  forming  the  insulation  of  Joints  are  especially  prominent 
wben  connecting  the  conductors  of  duplex  and  triple  cable,  as  with  such  cable 
tlie  conductor  cannot  be  separated  to  any  considerable  extent  and  the  tape  has 
to  be  threaded  between  the  conductors. 

Tbe  object  of  the  present  invention  is  to  provide  for  easy  and  quick  formation 
of  an  insulating  covering  for  the  exposed  ends  of  connected  conductors  of  a  uni- 
form thickness  and  electrical  strength  which  shall  be  at  least  equal  to  that  of 
tbe  original  insulation.  The  invention  is  hereinafter  more  fully  described  and 
claimed. 

In  the  accompanyng  drawing  forming  a  part  of  this  specification,  Figure  1 
Is  a  sectional  elevation  showing  my  improvement  as  employed  in  connecting  the 
conductors  of  a  triple  cable,  and  Fig.  2  is  a  transverse  section  of  the  same  on  a 
plane  Indicated  by  the  line  II — II  Fig.  1.  In  the  practice  of  my  invention,  the 
sbeath  1  and  covering  2  of  the  cable  is  removed  a  sufficient  distance  and  the 
insolation  3  of  the  conductors  4  is  also  removed,  as  is  customary.  Sleeves  5 
are  thean  slipped  over  one  of  the  ends  of  the  conductors  and  pushed  back  far 
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enougb  to  permit  of  the  ends  of  tbe  conductors  4  being  electrically  connected. 
This  connection  may  be  formed  in  any  suitable  manner,  as  for  example,  by 
means  of  a  metallic  sleeve  6,  soldered  or  sweated  onto  the  ends  of  the  conductor 
projecting  into  the  sleeve,  as  shown.  As  the  internal  diameter  of  the  sleeve 
5  is  made  sufficiently  large  to  slip  over  the  insulation  3  of  the  conductors,  there 
will  be  considerable  space  between  the  sleeve  and  the  conductcnr  when  the  sleeve 
Is  arranged  over  the  Joint,  hence  in  order  to  hold  the  sleeve  steady  and  form 
an  internal  support  therefor,  paper  or  fibrous  tape  7  impregnated  with  insulating- 
wax  is  wrapped  a  few  times  around  the  sleeve  6  and  the  exposed  portions  of 
the  conductor,  and  the  plastic  insulating  material  applied  to  the  tape  before 
the  sleeve  6,  which  is  made  sufficiently  long  to  overlap  the  insulation  3  on  botb 
sides  of  the  point  of  union  of  the  conductors,  is  slipped  into  position.  The  use 
of  the  tape  and  plastic  insulating  material  is  not  necessary  for  insulating  pur- 
poses, but  it  is  preferred  to  employ  them  both  as  a  centering-support  of  the 
sleeve  and  also  as  a  filling  preventing  air-spaces  within  the  sleeve.  After  all  the 
conductors  have  been  connected  and  insulated,  as  described,  the  paper  sleeves 
on  the  several  conductors  are  pressed  together  and  a  large  paper  sleeve  8, 
which  was  slipped  over  one  of  the  cables  before  any  of  the  conductors  were 
united,  is  slipped  into  position  over  the  sleeves  5,  as  shown,  and  serves  to  hold 
all  the  parts  of  the  cable.  This  binding-sleeve  is  not  necessary  but  is  highly 
desirable  as  strengthening  the  Joint.  As  is  customary,  a  sheathing-sleeve  9  in 
placed  around  the  Joint  and  connected  to  the  sheath  1  of  the  cable,  and  liquid 
insulating  material,  preferably,  is  poured  into  this  sleeve  until  all  air  is  forced 
out  and  the  sleeve  completely  filled. 

The  claim  of  the  issue,  having  been  first  made  by  Viele,  is  to  be 
interpreted  in  the  light  of  his  specifications.  He  had  not  in  mind 
a  new  insulation  for  the  body  of  conductors,  but  an  improved  means 
for  making  and  protecting  the  necessary  joints  in  the  ordinary  cables 
or  conductors  for  high-tension  currents  of  electricity.  His  object 
was  to — 

provide  for  easy  and  quick  formation  of  an  insulating-covering  for  the  exposed 
ends  of  conductors,  of  uniform  thiclcness  and  electrical  strength  which  shall  be 
at  least  equal  to  that  of  the  original  insulation. 

He  uses  a  rigid  sleeve  which  is  slipped  over  one  of  the  ends  of  the 
conductor,  and  pushed  back  far  enough  to  permit  the  two  ends  to  be 
spliced.  The  splice  is  effected  by  means  of  a  metallic  section  or  sleeve 
soldered  or  sweated  on  the  ends  of  the  conductor  which  have  been 
brought  together.  Plastic  insulating  material  is  then  used  as  a  filling 
to  occupy  the  space  between  the  splice-sleeve  and  the  outer  sleeve, 
which  is  long  enough  when  slipped  into  place  to  overlap  the  insula- 
tions of  the  conductor  on  both  sides  of  the  splice-joint.  Thus  is 
formed — 
the  bridge  or  connection  between  the  insulations  of  the  connecting-conductors. 

The  plastic  material  fills  the  space  between  the  conductor  and 
sleeve,  so  as  to  prevent  air  cavities  or  spaces.  The  result  of  the 
whole  is  an  electrical  strength  equal  to  that  of  the  insulation  of  the 
conductors. 
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Cummings's  claim  of  invention  was  an  improvement  in  insulating- 
conductors.    Having  referred  to  his  drawings,  he  said : 

At  the  preeent  time  it  is  desirable  to  find  a  means  of  transmitting  currents 
of  exceedingly  high  tension,  so  that  the  power  found  in  various  places  in  the 
shape  of  waterfalls  such  as  Niagara  Falls,  may  be  transmitted,  economically, 
long  distances. 

Then,  after  stating,  as  the  result  of  experiments,  that  the  rubber 
covering  of  conductors  will  be  ruptured  by  a  current  of  18,000  volts, 
and  claiming  for  his  conductor  a  carriage  capacity  of  65,000  volts, 
without  affecting  either  the  conductor  or  the  insulation,  he  describes 
his  invention  as  follows: 

A  is  the  condnctor.  I  first  paint  this  conductor  with  an  insulating-varnish 
and  Inclose  it  between  two  semicylindrical  sections  0  having  interlocking  Joints, 
each  as  D,  nt  the  meeting  edges. 

These  sections  are  made  of  wood  and  are  made  so  that  when  they  are  con- 
nected they  will  tightly  embrace  the  conductor.  Before  assembling  it  I  thor- 
oughly saturate  them  with  some  suitable  compound  to  prevent  their  rotting, 
such  tor  instance  with  boiled  linseed-oil.  I  then  inclose  the  sections  thus 
formed  by  filling-sections  E,  of  wood  grooved  to  embrace  the  tube  or  tubes 
formed  by  the  sections  C,  having  similar  Interlocking  Joints  as  that  shown  at 
D  in  the  inner  tube,  these  sections  being  treated  in  the  same  manner  before 
being  assembled.  The  outer  sections  are  arranged  so  that,  their  Joints  are 
Intermediate  the  Joints  of  the  inner  section,  or  with  so-called  **  break-Johits.*' 
The  conductor  with  its  insulation  as  thus  described  is  then  forced  under  pres- 
sure into  a  Jointless  sleeve  or  casing  F,  which  is  previously  dipped  in  liquid 
asphaltum,  the  insertion  being  made  while  the  asphaltum  Is  still  wet.  I  next 
connect  the  end  of  the  casting  F  with  a  discharge  from  a  suitable  pump,  or  by 
any  other  suitable  means,  force  under  great  pressure  liquid  paraflSn  into  all  of 
the  crevices  and  the  conductor  is  complete. 

At  the  end  the  inner  and  outer  tubes  project  beyond  the  casing  different 
distances,  while  the  conductor  D  projects  still  further  than  either  insulating- 
tube,  so  that  the  ends  may  be  welded  together,  or  otherwise  fastened.  I  then 
inclose  the  aq;>osed  portions  of  the  cohductor  by  means  of  sectional  insulating- 
blo^a  O  and  H  formed  in  sections  of  the  size  and  shape  of  the  insulating-tubes 
which  wm  be  plainly  seen  as  shown  in  Fig.  3.  The  whole  is  inclosed  in  a 
soitable  casing  or  Junction-box  J.  Instead  of  using  but  a  single  conductor  in 
a  casing  I  may  employ  two,  as  shown  in  Fig.  4,  in  which  case  the  outer  insulat- 
ing flUing-sections  are  made  in  sections  with  as  many  grooves  as  there  are 
Inner  tubes  or  conductors. 

His  claims  during  several  years  of  proceedings  in  the  Office,  until 
the  suggestion  of  the  claim  of  the  issue  that  had  been  made  in  the 
pending  application  of  Yiele,  were  limited  to  the  insulated  conductor 
aforesaid. 

What  each  applicant  had  in  mind  was  a  different  invention.  Yiele 
beKeved  that  he  had  discovered  a  novel  and  effective  means  of  splic- 
ing cable  conductors  carrying  high-tension  currents,  making  the  con- 
nections of  an  electrical  strength  equal,  at  least,  to  the  insulation  on 
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the  body  of  the  conductor.  On  the  other  hand,  Cummings  had.  in 
mind  a  new  conductor  for  such  currents  to  meet  the  demand  therefor 
created  by  the  develop(iment  of  enormous  electric  power  by  means  of 
great  waterfalls,  and  limited  his  claim  thereto.  He  knew,  of  course, 
that  to  utilize  his  invention  the  ends  of  conductors  would  have  to  be 
connected  from  time  to  time.  He  proposed  to  weld  these  together 
thereby  making  a  continuous  conductor  of  the  desired  length.  His 
plan  of  insulation  and  inclosure  was  the  same  along  the  entire  length 
of  his  conductor,  including  the  connections.  He  had  no  idea  of  con- 
structing a  special  joint  for,  or  means  of  joining  cable  conductors  in 
general.  Connecting  the  ends  of  conductors  as  described  is  an  inci- 
dent of  his  novel  insulated  conductor  for  the  economical  conveyance 
of  very  high-tension  currents. 

Considering  the  claim  of  the  issue  in  the  light  of  these  disclosures, 
we  agree  with  the  Examiners-in-Chief  that  Cummings  is  not  totitled 
to  make  it. 

An  esential  requirement  of  the  issue  is  the  splice  of  the  conductors 
which  is  a  special  feature  of  Viele's  description.  This,  and  the  illus- 
trative drawings,  show  a  real  splice  by  bringing  the  ends  of  the 
conductors  together  and  brazing  onto  them  the  connecting-section  or 
inner  sleeve  surrounding  them.  Cummings  makes  no  splice,  in  the 
ordinary  meaning  of  that  word,  but  welds  the  connecting  ends  to- 
gether making  a  continuous  conductor  with  no  enlargemfot  thereof 
at  the  meeting  point.  While  it  is  true,  as  said  by  the  Commissioner, 
that  this  enlargement  is  not  set  forth  in  the  claim,  it  is  the  necessary 
result  of  the  actual  splice  which  Viele  makes.  At  the  connecting- 
point,  as  elsewhere  throughout  its  entire  length,  the  conductor  of 
Cummings  has  fitted  around  it  two  semi-cylindrical  sections  of  wood, 
covered  by  similar  sections  of  the  same  material.  Wood  is  a  non- 
conducting material,  and  the  Commissioner  was  of  the  opinion  that 
the  wooden  casing  of  Cummings  is  both  ^'  a  sleeve  and  a  bridge  in 
the  same  sense  in  which  these  terms  are  applicable  to  the  part  5  of 
Viele.^'  This  conclusion  proceeds  from  a  broader  interpretation  of 
the  issue  than  we  think  should  be  given  it,  and  we  agree  in  opinion 
with  the  Examiners-in-Chief,  who  said : 

There  is  no  sleeve  forming  the  bridge  or  connection  between  the  insolatiODS 
on  the  connecting  conductors  in  the  sense  used  in  the  Viele  application. 

Another  requirement  is  that  the  space  between  the  conductor  and 
sleeve  must  be  filled  with  non-conducting  material.  Turning  to 
Viele's  specifications,  we  find  that  he  introduces  plastic,  non-conduct- 
ing material  which  actually  fills  this  space  to  the  practical  exclusion 
of  the  air  therefrom.  While  in  a  general  sense  it  may  be  said  ttiat 
the  insertion  of  the  wooden  casing  within  the  outer  one  fills  the  space, 
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we  do  not  think  that  it  does  so  within  the  meaning  intended.    As  said 

by  the  Examiners-in-Chief — 

the  resemblance  of  the  two  devices  is  accidental  rather  than  real. 

It  may  be  that  in  some  respects  the  claim  of  the  issue  is  broader 
than  it  might  have  been  framed  under  Viele's  specifications,  but  in 
case  of  any  doubt  it  should  be  given  the  evident  meaning  intended  by 
him  who  first  made  it.  {PodUsak  v.  Mclnnemey^  C.  D.,  1906,  558; 
120  O.  a,  2127;  26  App.  D.  C,  399,  407,  and  cases  cited.) 

We  are  of  the  opinion  that  it  cannot  be  regarded  as  so  broad  and 
general  as  to  warrant  the  claim  under  the  application  of  Cummings. 
Believing  that  Cummings  had  no  right  to  make  the  claim,  we  must 
reverse  the  decision.  It  is  so  ordered,  and  that  the  clerk  specify  this 
decision  to  the  Commissioner  of  Patents  as  the  law  requires.  Re- 
versed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

GUBNIFFBT,  BbNOIT,  AND  NiCAULT  V.  WiCTORSOHN. 

Decided  February  18, 1908, 
134  O.  G.,  779;  30  App;  D.  C,  432. 

1.  iRTERnCRKRCB—KNOWLEDOB  OF   THE   INVENTION   IN   A   FOBBION   Ck>UNTBT— IN- 

TRODUCTION INTO  THE  United  States. 
Appellants  built  in  a  foreign  country  a  machine  embodying  the  invention 
in  issue,  which  was  explained  to  an  agent  who  came  to  this  country.  Held 
that  even  if  this  agent  remembered  what  was  explained  to  him  such  knowl- 
edge on  his  part,  in  the  absence  of  disclosure  to  others  or  reduction  to  prac- 
tice by  himself  within  a  reasonable  time,  would  not  be  equivalent  to  an 
introduction  of  the  invention  into  this  country. 

2.  Same — Priobity  of  Invention. 

W.  obtained  a  French  patent  on  September  25, 1900.  The  earliest  foreign 
filing  date  of  the  opposing  party  was  subsequent  to  this  date,  and  the  evi- 
dence did  not  establish  an  introduction  into  this  country  by  said  party 
prior  thereto.    Held  that  priority  of  invention  was  properly  awarded  to  W. 

3.  Same— Act  of  Mabch  3,  1903,  Ck>NSTBUED. 

The  act  of  March,  1003,  by  which  the  limitation  within  which  an  appli- 
cation must  be  filed  in  this  country  after  the  filing  of  a  foreign  application 
for  the  same  invention  was  extended  from  seven  months  to  twelve  months 
construed  and  Held  not  to  apply  to  applications  pending  at  the  date  of 
its  passage. 

Mr.  L.  S.  Bacotij  Mr.  J.  H.  MUanSj  Mr.  D.  A.  Vsina^  and  Mr. 
Arthur  C.  Frcaer  for  the  appellants. 
Mr.  M.  B.  Philipp  and  Mr.  C.  J.  Sawyer  for  the  appellee. 

Van  ObsdvLjJ.: 

This  is  an  appeal  bj  appellants  from  the  decision  of  the  Commis- 
sioner of  Patents  awarding  to  appellee  a  priority  of  invention  of  the 
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machine  in  controversy.  (C.  D.,  1907,  379;  181  O.  G.,  1685.)  The 
issues  involved  in  the  interference  proceeding  in  the  Patent  Office 
are  as  follows: 

1.  The  combination  of  means  for  fringing  one  end  of  monthpiecee,  and  bend- 
ing tongnes  on  said  fringe  with  means  for  roUing  np  said  moathplecefli  with 
the  bent  tongues  extending  Inwardly. 

2.  The  combination  of  means  for  feeding  wrapper-tabes  with  roUed  month- 
pieces  therein,  with  a  concave  guide  and  a  cylinder  coacting  therewith  to 
slightly  unroll  the  mouthpieces. 

3.  In  combination  in  a  cigarette-machine,  means  for  feeding  the  monthpiece- 
imper,  means  for  fringing  the  same,  and  means  for  rolling  the  fringed  papers. 

4.  Means  for  forming  mouthpieces  for  cigarettes,  said  means  indndlng,  in 
combination,  a  hollow  casing,  a  rod  arranged  to  turn  in  the  interior  of  said 
casing,  and  an  ecc^itric  portion  on  said  rod,  forming  a  nipper  for  gripping  the 
paper  against  the  inner  periphery  of  the  casing  by  the  turning  movement  of 
told  roda 

5.  In  a  machine  for  making  mouthpieces  for  cigarettes,  the  combination  of 
means  for  producing  both  teeth  or  serrations  at  one  edge  of  a  piece  of  paper, 
and  for  bending  up  said  teeth,  and  means  for  rolling  said  paper  to  form  a 
mouthpiece  with  said  teeth  projecting  into  its  interior. 

The  invention  in  question  relates  to  an  automatic  mechanism  for 
the  manufacture  of  a  tubular  mouthpiece  for  cigarettes,  and  for  in- 
serting the  same  into  the  wrapper  of  the  cigarette  in  such  manner  as 
to  prevent  tobacco  from  passing  from  the  cigarette  into  the  smoker's 
mouth. 

The  parties  are  all  residents  of  foreign  countries.  Appellee  filed  his 
application  in  the  Patent  Office  January  9,  1901,  and  appellants  filed 
theirs  May  9, 1901.  Each  of  the  parties  hfis  secured  foreign  patents 
on  the  invention  in  question,  appellants'  being  a  French  patent  dated 
January  26, 1901,  on  an  application  filed  October  27, 1900.  Appellee 
secured  a  French  patent  dated  September  25,  1900,  on  an  application 
filed  June  13,  1900.  Appellee  also  filed  an  application  for  patent  on 
the  same  invention  in  Austria  on  June  5,  1900,  upcHi  which  patent 
was  issued  December  27,  1901. 

It  appears  that  appellee  was  in  possession  of  this  invention  at  least 
as  early  as  September  25,  1900,  as  disclosed  by  the  French  patent 
This  is  leaving  out  of  consideration  any  earlier  possession  that  may 
be  disclosed  by  the  Austrian  patent.  Inasmuch  as  in  an  interference 
proceeding  the  only  question  involved  is  that  of  priority  of  inven- 
tion, it  is  unnecessary  to  determine  the  respective  rights  of  the  parties 
to  patents  under  their  pending  applications.  It  is,  therefore,  in- 
cumbent upon  the  appellants  to  establish  themselves  in  possession 
of  this  invention  prior  to  September  25,  1900.  Certainly  no  dis- 
closure or  reduction  to  practice  abroad  can  be  claimed  by  them  prior 
to  this  date,  since  their  earliest  foreign  filing  date  was  October  27, 
1900,  more  than  a  month  subsequent  to  the  issuance  of  the  French 
patent  to  appellee.  r^^^^T^ 
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It  is  urged  on  behalf  of  appellants  that  the  invention  was  intro- 
duced into  this  country  by  one  Julius  N.  Jaros,  their  agent,  Septem- 
ber 17,  1900,  eight  days  prior  to  the  granting  of  appellee's  French 
patent.  On  this  point,  we  think  the  evidence  fully  supports  the  con- 
clusion of  the  Commissioner,  which  is  as  follows: 

It  appears  that  JuUus  N.  Jaros  was  in  Paris  from  May  to  S^tember,  1900, 
and  during  this  time  visited  tlie  Decouple  worlds  a  number  of  times,  where  ap- 
pellees were  employed,  who  showed  him  a  machine  nubodylng  the  issue  in  con- 
troversy. He  states  that  he  saw  it  in  operation  and  that  the  mechanism  was  fully 
explained  to  him.  It  further  apiieurs  that  he  left  Paris  for  New  York,  arriving 
on  September  17,  1900,  bringing  with  him  a  number  of  cigarettes  which  had 
been  made  with  appellees*  machine.  It  appears  that  after  his  arrival  he  said 
nothing  about  this  machine  or  the  product  manufactured  by  it  to  any  one  prior 
to  December,  1900,  when  he  had  a  conference  with  his  brother,  Alfred  L.  Jaros. 
It  is  unnecessary  to  consider  what  was  disclosed  to  the  latter  at  this  time,  as  it 
is  subsequent  to  the  date  of  Wictorsohn^s  French  patent  Alfred  L.  Jaros  testi- 
fied that  his  brother  wrote  him  from  Paris  in  May  or  June  regarding  the  ma- 
chine in  question ;  but  it  does  not  appear  that  the  mechanism  was  described  in 
these  communications,  and  they  were  destroyed  before  the  testimony  was  taken. 
Appellants  rely  solely,  therefore,  for  an  introduction  of  the  invention  into  this 
country,  prior  to  September  25, 1900,  upon  the  knowledge  possessed  by  Julius  N. 
Jaros  at  the  time  of  his  arrival  in  New  York. 

If  Jaros  remembered  what  he  saw  in  Paris,  such  knowledge  on  his 
part,  in  the  absence  of  disclosure  to  others  or  reduction  of  the  inven- 
tion to  practice  by  himself  within  a  reasonable  time,  would  not  be 
equivalent  to  an  introduction  of  the  invention  into  this  country.  It 
does  not  appear  from  the  evidence  that  Jaros  either  possessed  suf- 
ficient knowledge  to  enable  him  to  construct  the  machine  in  question 
or  to  have  given  one  skilled  in  the  art  sufficient  information  to  have 
enabled  him  to  construct  it.  Neither  does  it  appear  that  appellee 
acquired  any  knowledge  of  the  invention  from  appellants. 

It  is  contended  by  counsel  for  appellants  that,  since  appellee  filed 
his  application  in  this  country  more  than  seven  months  after  the 
filing  of  his  application  in  Austria,  the  Austrian  application,  which 
ripened  into  a  patent,  erected  a  bar  against  the  issuance  of  any  patent 
to  appellee  in  this  country.  This  contention  is  answered  by  counsel 
for  appellee  by  conceding  that,  though  appellee's  application  was  filed 
seven  months  and  four  days  after  he  filed  his  application  in  Austria, 
and  was  therefore  barred  from  maturing  into  a  patent  under  the  law 
as  it  then  existed ;  that,  under  the  act  of  Congress  of  March  3,  190»S, 
the  limitation  within  which  an  application  must  be  filed  here  after  the 
filing  of  a  foreign  application  for  the  same  inv^tion  was  extended 
from  seven  months  to  twelve  months ;  and  that  by  operation  of  law 
his  application  was  revived,  and  he  is  entitled  to  proceed  to  patent 
under  the  present  law.  To  so  interpret  the  act  of  March  3,  1903, 
would  be  to  make  it  apply  to  applications  pending  at  the  date  of  its 
passage.    This  court  has  decided' in  the  present  term  thatlhe  act  of 
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March  3,  1903,  cannot  be  construed  to  operate  retroactively,  and, 
therefore,  does  not  apply  to  applications  pending  at  the  date  of  its 
passage.    {De  Ferranti  v.  Lindmark^  ante,  353;  184  O.  G.,  515.) 

The  only  question,  however,  involved  in  this  interference  proceed- 
ing being  one  of  priority  of  invention,  it  is  unnecessary  to  determine 
what  right  either  of  the  parties  ultimately  may  have  to  a  patent 
under,  their  pending  applications.  The  decision  of  the  Gonmiissioner 
of  Patents,  so  far  as  this  proceeding  is  concerned,  must  be  affirmed. 
The  clerk  is  directed  to  certify  these  proceedings,  as  required  by  law. 
A-ffirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Battle  Creek  Sanitarium  Company,  Limited,  v.  Fuller. 

Bedded  February  18,  1908, 

134  O.  G.,  1290;  30  App.  D.  O.,  411. 

1.  Trabe-Makks — Opposition — Leave  to  Amend. 

a  demurrer  to  a  notice  of  opposition  having  been  sustained  by  the  Ejl- 
amlner  of  Interferences  on  the  ground  that  the  opponent  did  not  allei^ 
that  it  had  used  the  mark  on  goods  of  substantially  the  same  descriptlre 
properties  as  applicant's,  the  appropriate  time  to  ask  leave  to  amend  was 
when  the  demurrer  was  sustained,  and  when  the  case  came  before  th« 
Commissioner  on  appeal  it  was  discretionary  with  him  to  allow  or  to  refuse 
the  leave  to  amend. 

2.  Same — Same — "Health  Food'*  Descriptive. 

The  words  "  Health  Food  "  as  applied  to  bread,  crackers,  etc.,  are  clearly 
descriptive  of  the  goods  with  which  they  are  used  and  cannot  be  appro- 
priated  and  registered  as  a  technical  trade-mark. 

3.  Same — Same — Necessaby  Allegations. 

It  Is  not  sufficient  for  an  opponent  to  s^y  that  he  believes  he  would  be 
damaged  by  the  registration  of  applicant's  mark.  He  must  allege  some 
fact  showing  an  interest  in  the  subject-matter  from  which  damage  might 
be  inferred. 

4.  Same — Same — Same. 

A  party  who  has  not  used  a  mark  as  a  trade-mark  upon  goods  of  a  like 
description  to  applicant's  can  suffer  no  damage  from  its  registration  by 
the  latter,  {Mcllhenny'a  Son  v.  New  Iberia  Extract  of  Tabaaco  Pepper  Co,, 
ante,  325;  133  O.  G.,  995,)  and  a  notice  of  opiK>8ition  which  alleges  merely 
that  the  opponent  used  the  mark  in  its  advertising-matter  is  demurrable. 

Mr.  F,  L.  Chappell  and  Mr,  Otis  A.  Earl  for  the  appellant 
Mr,  Fritz  v.  Brieaen  for  the  appellee. 

Shfpard,  /.; 

Frank  Fuller,  on  December  2,  1905,  filed  an  application  for  the 
registration  of  a  trade-mark  consisting  of  the  words  "  Health  Food," 
nlloging  that  the  same  had  been  used  by  him  continuously  since  the 
year  1874  as  a  trade-mark  applied  to  bread,  crackers,  wafers,  sticks, 
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puffs,  biscuits  and  buns  made  of  wheat-flour,  and  also  of  mixed  wheat 
and  oat  flour,  etc.  It  has  been  displayed  on  the  packages  containing 
the  goods. 

This  trade-mark  was  allowed  as  entitled  to  registration  under  what 
is  called  the  ^^  ten-years  clause  "  or  proviso  of  section  5  of  the  Trade- 
Mark  Act  of  February  20,  1905,  and  publication  was  ordered  and 
made  as  required  by  section  6  of  said  act.  On  December  16,  1906, 
the  Battle  Creek  Sanitarium  Company  Limited,  of  Battle  Creek, 
Michigan,  filed  its  opposition  to  the  registration  of  the  said  trade- 
mark.   Tlxe  groimds  of  this  opposition  are  substantially  as  follows : 

1.  The  Battle  Creek  Sanitarlnm  Company,  Limited,  is  engaged  in  the  manii' 
focture,  and  sale  of  food  products,  among  others  of  bread,  crackers,  wafers. 
sticks,  and  the  like.  2.  It  is  closely  associated  with  the  Sanitas  Nut  Food 
Company,  Limited,  which  is  largely  engaged  in  the  manufacture  and  sale  of 
foods,  opponent  being  the  selling  company  for  the  foods  manufactured  by  the 
Sanitas  Company  aforesaid.  3.  That  said  companies  use  in  their  **  advertising 
matter  the  words  '  Health  Food  *  or  words  of  similar  import,  and  hare  made 
use  of  the  same  for  a  period  of  about  twenty-eight  years  last  past.**  4.  That 
it  is  beUeved  that  the  registration  of  the  term  **  Health  Food  **  will  Interfere 
with  rights  of  the  opposer,  and  its  associates  in  business.  5.  That  the  words 
"  Health  Food  *'  do  not  constitute  a  valid  trade-mark,  because  descriptive.  6. 
That  the  United  States  Circuit  Court  of  Appeals  for  the  Second  Circuit  in 
FMcr  V.  Huff  (C.  D.,  1000,  851;  02  O.  O.,  1620;  104  Fed.  Rep.,  141,  145)  has 
held  that  the  term  "  Health  Food  "  cannot  be  a  technical  trade-mark  because 
descriptive 

This  opposition  was  demurred  to  by  Fuller,  on  the  following 
grounds : 

1.  The  opposition  does  not  state  fftcts  sufficient  to  constitute  a  cause  of  action. 
2.  The  opposition  does  not  show  in  what  manner  the  opponent  would  be  injured 
by  the  registration  of  tlie  mark.  S.  That  paragraphs  five  and  six  of  the  oppo- 
sition if  true  would  not  bar  the  applicant's  right  to  register.  4.  That  the 
opposition  is  defective  because  the  Sanitas  Nut  Food  Company  is  not  a  party. 
6.  The  opposition  is  bad  in  that  the  opponent  does  not  show  that  it  or  the 
Sanitas  Food  Co.  has  used  the  words  "  Health  Food  *'  or  a  colorable  imitation 
of  the  same  on  merchandise  of  substantinlly  the  same  descriptive  properties  as 
those  set  forth  in  the  application,  or  on  labels,  signs,  prints,  packages,  wrappers 
or  receptacles  intended  to  be  used  upon  or  in  connection  with  the  sale  of  mer- 
chandise of  substantially  the  same  descriptive  properties  as  those  set  forth  in 
the  registration. 

The  Examiner  of  Interferences  overruled  grounds  1,  2,  and  4  of 
the  demurrer,  but  sustained  grounds  8  and  5.  Without  asking  leave 
to  amend  tlie  allegations  of  the  opposition  to  which  the  said  objec- 
tions applied,  the  opponent  appealed  to  the  Commissioner.  The  CJom- 
missioner  affirmed  the  decision  and  denied  the  opponent  leave  to  amend 
the  opposition  in  order  that  it  might  allege  the  use  of  the  trade-mark 
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by  it  upon  its  merchandise.  (€.  D«,  1907,  180;  iS8  O^H^  2887.) 
This  objection  was  called  to  the  attention  of  the  opponmt  by  tiie 
fifth  ground  of  demurrer,  and  the  appropriate  time  to  asAc  kai^  <k) 
amend  was  when  the  Examiner  <»f  Interferences  sustained  that  groond 
of  i^e  demurrer.  When  the  case  came  before  the  CommiBsiolier  tt 
appeal  it  was  discretionary,  with  him  to  allow  or  to  refuse  die  leRte 
to  amend.  Under  the  conditions  stated  there  was  no  abuse  of  Uttt 
discretion,  and  we  need  not  pause  to  consider  whether  such  an  amend- 
ment, setting  up  a  new  ground  of  opposition,  would  be  equivakiit 
to  a  new  opposition,  and  therefore  not  permissible  because  the  period 
within  which  opposition  can  be  made  had  elapsed. 

It  is  true,  as  contended  by  the  appellant,  that  the  words  ^  Health 
Food  "  cannot  be  appropriated  and  registered  as  a  technical  trade- 
mark, because  they  are  clearly  descriptive  of  the  goods  with  whicb 
they  are  used.  (Trade-Mark  Act,  sec  5.)  The  right  to  regist^  is 
claimed  under  the  ^  ten-years  ^  proviso  of  the  same  section,  which 
reads  as  follows: 

And  provided  further:  That  nothing  herein  shaU  pvetent  the  regtetVltieii  tf 
any  mark  used  by  the  applicant  or  his  pred^ceaaors*  or  by  those  firom  wliotti  the 
title  la  derived,  in  commerce  with  foreian  nations,  or  among  the  aeveral  Stato^ 
or  with  Indian  tribes,  which  was  in  actnal  and  exclnsive  nae  aa  a  trade-maik 
of  the  applicant  or  his  predecessors  trogn  whom  he  derived  title  tor'' ten  years 
next  preceding  the  passage  of  this  act. 

In  construing  this  proviso,  in  a  recent  case,  it  was  said  by  Ur. 
Justice  McComas: 

The  last  proviso  of  section  S,  aa  amended  and  passed,  was  not  Intaidei  tD 
provide  for  the  registration  of  technical  trade-marks»  for  sudU  marks  had  been 
cared  for  elsewhere  in  this  act  This  proviso  permitted  tlii^  registntion  of 
marks,  not  in  either  of  the  classes  {Mrohlbited  by  this  section,  if  soch  marks 
were  in  actual  and  exclnsive  use  aa  a  trade-mark  for  ten  years  next  preeedhig 
the  passage  of  the  act  In  respect  of  technical  trade-marks,  tbis  proviao  wai 
absolutely  useless.  It  waa  intended  to  aave  the  right  of  reglstratiOQ  to  the  marks 
described  in  the  proviso. 

The  section  had  prohibited  the  registration  of  immoral  or  scandalous  mattw 
and  public  insignia  aa  trade-marka,  no  matter  how  long  the  same  had  beeo 
before  registered,  and  the  proviso  only  extended  the  right  of  registration  to 
marks  not  within  either  of  the  prohibited  cUtases,  if  soch  marks  had  been  hi 
actual  and  exclusive  use  as  a  trade-mark  during  the  ten  yeara  next  preceding 
the  passage  of  the  act  (In  re  Oahn,  Belt  d  Co.^  0.  D.,  1906,  627;  122  O.  G^ 
854 ;  27  App.  D.  O.,  178, 177 ;  see,  also,  JUatwrol  Food  Co.  t.  irmiasM,  aiiie,8a0; 
188  O.  6.,  282.) 

When  an  application  for  registration  is  niade  under  the  said  pro- 
viso, it  is  the  duty  of  the  C!oinmissioner  to  determine  whether  the 
applicant  has  brought  his  claim  within  its  terms.  He  represents  Uie 
general  public  interest  in  such  matters  as  he  does  in  the  case  of  appli- 
cations for  patents.    If  satisfied  of  the  truth  of  the  represeutationSi  aa 
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he  was  in  the  matter  of  Fuller's  application,  it  was  his  duty  to  order 
publication.    Within  thirty  days  after  this  publication — 

any  person  who  belieyes  he  would  be  damaged  by  the  registration  of  a  mark 
may  oppose  the  same  by  filing  notice  of  the  same,  stating  the  grounds  thereof 
•    •    •.    (Sec  6.) 

It  is  not  sufficient  for  the  opponent  to  say  that  he  believes  he  would 
be  damaged;  He  must  allege  some  fact  showing  an  interest  in  the 
subject-matter  from  which  damage  might  be  inferred.  If  he  has  not 
used  the  mark  as  a  trade-mark  upon  goods  of  a  like  description  he 
can  suffer  no  damage  from  its  registration  by  another.  {Mcllhenny^s 
San  V.  New  Iberia  Extract  of  Tabasco  Pepper  Co.^  ante^  820;  188 
O.  G.,  995.) 

There  is  no  such  allegation  in  this  opposition.  The  allegation  is 
that  the  opponent  ^'  uses  in  its  advertising  matter  the  words  ^  Health 
Food '  or  words  of  similar  purport,"  and  has  so  used  them  for  about 
twenty-eight  years.  No  trade-mark  ri^it  grows  out  of  the  mere 
invention  or  discovery  of  the  word  or  symbol,  but  out  of  its  use  as 
such.  (Trade-Mark  Cases,  C.  D.,  1879,  619 ;  16  O.  G.,  999 ;  100  U.  S., 
82,  94.)  To  constitute  a  trade-mark  use,  the  mark  must  be  attached 
or  applied  to  the  goods.  (Columbia  Mill  Co.  v.  Alcorn,  C.  D.,  1898, 
672;  65  O.  G.,  1916;  150  U.  S.,  460,  464.)  Property  in  it  can  only 
be  acquired  by  the  actual  application  of  it  to  goods  of  a  certain  class, 
so  that  it  serves  to  indicate  the  origin  of  the  goods,  that  is  to  say, 
identify  them  with  the  particular  manufacturer  or  trader,  and  to 
distinguish  them  from  similar  goods.  (V.  S.  v.  Braun,  39  Fed.  Sep., 
775;  28  Encyc.  Z.,  p.  846.)  The  mere  advertisement  of  the  words  or 
sjrmbol  without  application  to  the  goods  themselves  is  insufficient  to 
ocmstitute  a  trade-mark.  As  this  is  all  that  was  claimed  in  the  opposi- 
tion, the  Commissioner  was  right  in  sustaining  the  demurrer  to  it  on 
that  ground.  As  this  is  sufficient  to  dispose  of  the  case,  it  may  be 
remarked  of  the  paragraph  setting  up  the  decision  of  the  circuit 
court  of  appeals  in  Fuller  v.  Huff  (C.  D.,  1900,  861 ;  92  O.  G.,  1620; 
104  Fed.  Rep.,  141)  that  the  decree  of  that  court  is  not  pleaded  as 
decisive  of  the  question  involved  here ;  nor  could  it  avail  the  opposi- 
tion if  it  had  been  so  pleaded.  Fuller  sued  Huff,  who  represented  the 
Battle  Creek  Sanitarium  Company,  apparently,  not  for  the  infringe- 
ment of  a  trade-mark,  but  for  unfair  competition  in  trade,  and  ob- 
tained a  decree  against  him.  In  discussing  the  case,  the  Court  said 
that  the  words  would  not  constitute  a  technical  trade-mark  because 
descriptive;  and  in  this  it  was  undoubtedly  correct.  But  the  question 
of  trade-mark  was  not  involved,  and  Fuller,  as  we  have  seen,  is  not 
asking  for  registration,  on  that  ground,  but  under  the  ^^  ten-years 
clause ''  or  proviso. 

69025— H.  Doc.  1340, 60-2 ^26 
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fhe  decision  appealed  from  will  be  affirmed,  and  this  decHon 
certified  to  the  Commissioner  of  Patents  as  required  by  law.  It  i& 
so  ordered.    Aprmed. 


[Court  of  Appeals  of  the  District  of  ColninbUL] 

In  re  Spitteler  and  Kbischb. 

Decided  AprU  20,  lOOS. 
184  O.  Q^  1801;  81  App.  D.  C,  271. 

1.  Appijcation — Subject-Mattbb  Disclosed  in  Pbiob  Patkht— Nov  OoHTiEnA.- 

TION. 

An  application  filed  within  one  year  after  the  grant  of  a  patent  dlfldoslng 
the  subject-matter  of  such  application  is  not  a  continuation  of  the  applica- 
tion on  which  such  patent  was  granted  and  is  not  entitled  to  the  benefit 
of  the  date  of  such  prior  application.  Although  the  claims  of  the  second 
application  were  made  in  the  prior  application,  on  which  the  patent  was 
granted,  and  could  liave  been  divided  out  therefrom,  and  the  date  ot  the 
prior  application  could  have  been  thus  secured,  when  the  patent  was 
granted  the  application  was  merged  in  the  patent,  the  proceeding  was  closed, 
and  there  was  nothing  to  be  continued. 

2.  Sau«— DocraiNE  or  Oontihuing  Afplicatiohs  Not  to  be  Ezteitdsd. 

The  rule  which  permits  a  divisional  application  to  relate  back  to  tbe 
filing  date  of  the  original,  which  also  discloses  its  subject-matter,  as  long 
as  it  remains  open  in  the  Patent  Office  is  a  very  liberal  one  that  sometimes 
works  hardship  upon  intermediate  inventors,  and  it  ought  not  to  be  extended 
to  cases  not  clearly  within  it 

Mr.  J.  Z.  Norris^  Jr,^  for  the  appellant. 

Mr.  Webster  S.  Buckman  for  the  Commissioner  of  Patents. 

Shepabd, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  an  application  for  a  patent,  having  the  following  claims: 

1.  The  herein-described  composition  of  matter  consisting  of  insoluble  casein 
and  formaldehyde. 

2.  As  n  new  manufacture  a  material  consisting  of  insoluble  non-absorbent 
casein  and  characterized  by  hardness  and  tenacity. 

3.  Solid,  non-absorbent  casein. 

4.  Solid  casein,  capable  of  resisting  the  action  of  water. 

5.  Solid  casein,  characterized  by  toughness  and  elasticity. 

6.  Solid,  non-absorbent  casein,  characterized  by  toughness  and  elasticity. 

7.  Solid,  nou-nbsorbeut  casein  of  substantially  uniform  density,  charactaised 
by  toughness  and  elasticity. 

8.  As  a  new  manufacture,  plates,  lK>ards  or  blocks  of  solid  casein,  character- 
ized by  toughness  and  to  some  extent  by  fiextblllty  and  resilience. 

9.  As  a  new  manufacture,  water (iroof  or  nou-absorl)ent  plates,  boards  or 
blocks  of  solid  casein,  characterized  by  toughness  gnd  to  some  extent  by  flexi- 
WUty  and  reslUence.  ^g,.^^^ by GoO^ 
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10.  Am  a  new  manufiictare,  hardened,  solid,  hydrated  casein,  characterised  by 
toughnefls,  resilience,  and  substantially  uniform  density,  and  the  particles  of 
which  have  been  compacted  by  a  shrinlcing  together  of  the  mass  in  drying. 

11.  As  a  new  manufacture  an  article  made  of  some  known  substance  coated 
with  a  material  consisting  of  insoluble  casein  and  characterized  by  hardness, 
t«iacity  and  resistance  to  water. 

12.  As  a  new  manufacture  an  article  made  of  some  known  substance  impreg- 
nated with  a  material  consisting  of  insoluble  casein  and  characterized  by 
hardness,  tenacity  and  resistance  to  water. 

The  record  shows  that  these  applicants  filed  an  application  October 
20,  1897,  which  contained  claims  for  the  process  of  manufacturing 
water-resisting  products  from  casein,  and  also  the  product  of  said 
process.  The  Primary  Examiner  held  that  as  there  were  separate 
inventions,  a  patent  coiild  not  issue  for  both  under  the  rules  of  the 
QfSce,  and  that  the  applicants  must  limit'  their  claims  to  one  or  the 
other  of  the  inventions.  They  complied  with  this  rule  by  limiting 
their  claims  to  the  process,  and  a  patent  was  issued  to  them  therefor 
on  April  8, 1900.  On  April  2, 1901,  they  filed  the  present  application 
for  patent  for  the  said  product  claiming  the  same  as  a  division  of  the 
original  application.  It  also  appears  that  the  applicants  had  applied 
for  a  British  patent  while  the  original  application  was  pending  and 
obtained  the  same  on  February  15,  1898,  which  covered  both  the 
process  and  the  product  of  that  application. 

The  divisional  application  having  been  allowed,  an  interference 
was  declared  between  them  and  one  William-  Hall  on  an  application 
filed  May  18, 1899.  The  Examiner  of  Interferences,  and  in  turn,  the 
Examiners-in-Chief  awarded  priority  to  Spitteler  and  Krische.  On 
appeal  to  the  Commissioner,  he  refused  to  decide  the  question  of 
priority;  and  dissolved  the  interference.  The  reason  assigned  was 
that  as  the  British  patent  to  Spitteler  and  Krische  had  been  issued 
and  published  more  than  two  years  before  the  date  of  their  second 
flfpplication,  it  was  a  bar  to  the  issue  of  patent  to  them  thereon  under 
the  provisions  of  section  4886,  Revised  Statutes. 

On  return  of  the  application  to  the  Primary  Examiner,  it  was 
denied  by  him,  and  his  denial  was  affirmed  on  appeal  to  the  Examiners- 
in-Chief.  Both  of  these  tribunals  held  that  the  question  of  appli- 
cants' right  to  a  patent  had  been  settled  by  the  Commissioner's 
decision  in  the  interference.  On  appeal  therefrom,  the  present  Com- 
missioner adhered  to  the  opinion  of  his  predecessor,  and  affirmed  the 
decision  denjHing  the  patent.  From  that  decision  this  appeal  has  been 
prosecuted. 

The  contention  of  the  applicants  was  that  the  present  application 
must  be  regarded  as  a  division  of  the  original  application,  and  hence 
as  a  continuation  of  the  same  because  it  had  been  filed  within  a  year 
from  the  last  action  of  the  Office  on  said  original  application,  namely, 
the  issue  of  the  patent  thereon.  ^ig.,,,,  .^  Google 
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In  denying  that  contention,  the  Commissioner  relied  on  his  former 
decision  in  the  case  of  in  re  Wagner^  on  June  SS6,  1902.  In  that 
decision  it  was.  said : 

The  present  application  is  a  division  c^  an  appllcatiOQ  filed  June  90,  1880, 
neorly  a  year  after  the  grant  of  patent  for  the  apparatus.  Under  these  circum- 
stances it  must  be  held  that  the  present  application  cannot^  be  considered  as  a 
division  of  the  application  which  resulted  in  the  patent  of  July  12,  1886,  since 
there  is  no  continuity  between  them.  After  this  patent  was  issued  there  was  a 
period  of  nearly  one  year  in  which,  so  far  as  the  records  of  this  OlBce  show, 
no  effort  was  made  by  the  applicant  to  secure  a  patent  on  the  process.  •  *  • 
It  is  evident  that  if  there  is  a  period  between  the  two  applications  during  whidi 
neither  one  of  them  could  under  any  circumstances  be  considered  by  the  Office^ 
there  is  such  a  break  in  the  continuity  of  the  two  that  one  cannot  be  a  diTiston 
of  the  other. 

The  question  has  never  been  decided  by  this  court  Although  in  re 
Wagner  was  appealed  to  this  court  its  decision  turned  upon  another 
point.  {In  re  Wagner,  C.  D.,  1908,  629;  106  O.  G.,  1783;  22  App. 
D.  C,  267.) 

This  court  has  held  in  other  cases  that  where  an  original  applica- 
tion disclosing  two  inventions  that  have  been  declared  separate  and 
distinct,  is  pending  in  the  Office,  a  divisional  application  is  to  be 
regarded  as  a  continuation  of  the  first,  so  as  to  giv^*  the  applicant 
the  benefit  of  the  filing  date  of  the  same.  {Duryea  v.  Rice,  C.  D., 
1907,  443;  126  O.  G.,  1357;  28  App.  D.  C,  428,  426,  and  cases  cited; 
see  also  Lotz  v.  Kenny ^  po8t^  467 ;  185  O.  G.,  1801.  Had  the  appli- 
cants filed  their  second  application  as  a  division  of  the  first,  before 
the  issue  of  the  patent  thereon,  they  would  have  brought  themselves 
within  the  rule  established  by  the  foregoing  decisions.  But  having 
amended  that  application  so  as  to  conform  to  the  ruling  of  the 
Examiner,  it  was  merged  in  the  patent  issued  thereon.  After  that 
there  was  no  application  pending  in  the  Office  as  a  foundation  for 
division.  The  proceeding  having  been  closed  by  the  issue  of  the 
patent,  there  was  nothing  to  be  continued.  The  rule  which  permits 
a  divisional  application  to  relate  back  to  the  filing  date  of  the  origi- 
.  nal  which  also  discloses  its  subject-matter,  as  long  as  it  remains  open 
in  the  Patent  Office,  is  a  very  liberal  one  that  sometimes  works  hard- 
ship upon  intermediate  inventors,  and  it  ought  not  to  be  extended  to 
cases  not  clearly  within  it. 

The  applicants  further  contend  that  they  are  entitled  to  relate  htA 
to  the  date  of  the  original  application  by  virtue  of  the  provisions  of 
section  4894,  Revised  Statutes.    That  section  provides  tiiat: 

All  applications  for  patents  shall  be  completed  and  prepared  for  examinatioo 
within  one  year  after  the  filing  of  the  application,  and  in  defanlt  thereot  or 
upon  failure  of  the  applicant  to  prosecute  the  same  within  one  year  after 
nrtton  therein  of  which  notice  shall  have  been  given  to  the  applicants,  thegr 
sliall  be  regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shows  to 
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the  satlsflaction  of  the  GommiBsioiier  of  Patents  that  mich  delay  was  un- 
avoidable. 

It  is  argued  that  the  issue  of  the  patent  on  the  original  application 
was  ^  action  therein,*^  as  contemplated  by  this  section,  and  that  the 
divisional  application  was  a  prosecution  of  the  same  within  one  year 
thereafter.  We  do  not  think  that  the  conditions  presented  by  this 
case  are  within  the  contemplation  of  the  sectioo.  It  necessarily 
occurs  that  applicants  for  patents  meet  often  with  objections  before 
their  applications  are  properly  prepared  for  allowance,  which  call 
for  changes  and  amendments  to  obviate  the  same.  In  all  such  cases 
the  statute  gives  the  applicant  one  year  after  notice  within  which 
to  continue  the  prosecution  of  his  application.  When  the  application 
has  been  allowed  and  the  applicant  fails  to  pay  the  patent  fee 
within  six  months  after  notice,  his  case  comes  under  the  provisions 
of  section  4897,  Revised  Statutes,  which  fixes  the  time  within,  and,  the 
conditions  upon  which  he  may  renew  his  application.  {Cain  v.  Park^ 
C.  D.,  1899,  278;  86  O.  G.,  797;  14  App.  D.  C,  42, 46.) 

On  the  other  hand,  when  thie  applicant  pays  his  fee  and  receives 
his  patent  the  purpose  of  his  application  is  accomplished;  its  prose- 
cution has  come  to  an  end.  The  final  act  of  issuing  the  patent  is  not 
an  action  in  the  case,  as  contemplated  in  section  4894,  calling  for,  or 
authoriadng  further  prosecution  of  the  application,  but  is  the  final 
evidence  of  the  successful  termination  of  the  prosecution.  For  the 
same  reason  that  there  was  no  longer  a  pending  application  for 
division,  there  was  none  for  prosecution. 

The  Commissioner  was  right  in  treating  the  present  application 
as  an  original  one,  and  subjecting  it  to  the  same  rule  that  would  apply 
in  the  case  of  any  other  applicant  of  the  same  date. 

The  decision  will  be  affirmed,  and  this  decision  certified  to  the 
G>mmissioner  of  Patents  as  required  by  law.  It  is  so  ordered. 
Afj^rmed. 


[Court  of  AppeAls  of  the  District  of  Colambla.1 

Brill  £t  al.  .v.  The  Washington  Railway  and  Electric  Co. 

Decided  January  8,  1908, 

1S4  O.  Gm  1583;  30  App.  D.  C.,  256. 

PAnBNTS — ^IHTBINOEMENT— Comity. 

In  a  suit  In  equity  to  enjoin  the  infringement  of  certain  patents  where 
It  appeared  that  the  question  of  thefr  validity  had  been  decided  adversely 
by  the  United  States  Circuit  Court  of  Appeals  for  the  Third  Circuit  and 
tbat  that  decision  had  been  followed  by  two  other  courts  in  cases  where 
tbe  real  parties  in  interest  were  the  same,  Held  that  the  court  below  pid::- 
erly  applied  the  doctrine  of  comity  in  the  absence  of  some  new  and  material 
defense^  and  its  decree  dismissing  the  bill  of  complaint  affirmed.        -^ 
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Mr.  MeMUe  Church  and  Mr.  Francis  Rawle  for  the  appellants. 
Messrs,  Duell^  Warfield  <6  Dudl  for  the  appellee. 

Per  Cxtbiam  :  After  the  former  submission  of  this  cause  a  conclu- 
sion was  reached,  but  Mr.  Justice  McComas,  to  whom  the  prepara- 
tion of  the  opinion  had  been  assigned,  died  before  it  could  be  de- 
livered and  the  decree  entered.  The  case  has  been  resubmitted  by 
stipulation  of  the  parties  to  the  two  remaining  members  of  the  court 
Their  views  remaining  unchanged,  the  opinion  prepared  by  Mr. 
Justice  McC!omas  is  adopted  and  filed  as  the  opinion  of  the  court 
In  accordance  therewith  the  decree  will  be  affirmed  with  costs.  It 
is  so  ordered  by  the  court. 

The  opinion,  as  prepared  by  Mr.  Justice  McComas,  is  as  follows: 

McGoMAS,  /.; 

This  is  an  appeal  from  the  decree  of  the  court  below  on  final  hear- 
ing upon  a  bill  filed  by  John  A.  Brill  and  J.  G.  Brill  Company  to 
restrain  the  defendant,  The  Washington  Railway  and  Electric  Com- 
pany, from  infringing  upon  two  Letters  Patent  to  Q.  Martin  Brill 
for  improvements  in  car-trucks  and  for  an  accounting. 

The  Letters  Patent  are  Number  627,898,  and  the  claims  in  con- 
troversy therein  are  as  follows: 

13.  The  combination  in  a  car-truck,  of  the  side  frames,  the  semi-tilipdc 
springs  movably  and  resiiiently  suspended  from  the  side  frames,  and  a  bolster 
secured  to  said  springs,  substantially  as  described. 

81.  The  combination  in  a  car-truck,  of  the  side  frames,  the  semi-elliptic 
springs,  a  cross-bolster  resting  on  the  semi-elliptic  springs,  links,  and  springs 
combined  with  said  links,  said  links  deriving  their  support  from  the  aide 
frames  and  connecting  the  ends  of  the  semi-elliptic  springs  with  the  side 
frames,  substantially  as  described, 

and  Number  627,900,  wherein  the  claims  in  controversy  are  as 
follows : 

18.  In  a  car-truck,  the  combination  with  the  side  frames,  of  the  links  com- 
prising bolts  pivoted  between  their  ends,  said  links  being  pivotally  subtended 
from  the  side  frames,  longitudinally-disposed  semi-elliptic  springs  secured  to 
the  lower  end  of  said  bolts,  a  cross-bolster  resting  on  said  springs,  and  further 
springs  included  in  the  link  suspension  of  said  semi-elliptic  springs,  sob- 
stantially  as  described. 

14.  In  a  car-truck,  the  combination  with  a  side  frame,  of  the  cross-bolster 
suspended  below  the  side  frame  by  semi-elliptic  springs  and  pivotal  links,  saJd 
links  comprising  a  plurality  of  sections  pivotally  secured  together  and  further 
springs  combined  with  said  links  to  elastically  suspend  said  semi-eUiptic  springs 
from  the  side  frame,  substantially  as  decrlbed. 

16.  In  a  car-truck,  the  combination  of  the  side  frames,  the  cross-bolster 
suspended  below  the  side  frames  by  semi-elliptic  springs  and  articulate  and 
pivoted  links,  said  links  comprising  a  plurality  of  sections  pivotally  secared 
together,  and  spiral  springs  about  and  combined  with  said  links  to  elasticallj 
suspeud  said  seml-elllptic  springs  from  the  side  frames,  suhstantiallir  ai  de- 
scribed. Jigitized  by  VjOOQIC 


DBGI8I0NS  OF  UHITED  STATES  COUBTS  IN  PATENT  CASES.       879 

17.  The  combination  in  a  car-truck  baring  an  upper  cbord,  of  tbe  longitudi- 
nally-disposed semi-elliptic  springs,  a  transverse  bolster  supported  upon  said 
springs,  links  depending  from  and  flexibly  supported  on  said  upper  chord  and 
passing  through  enlarged  apertures  therein,  said  links  being  articulated  between 
their  ends,  the  ends  of  the  semi-elliptic  springs  being  supported  upon  the  lower 
articulation  at  said  links,  substantially  as  described. 

These  patents  bear  date  of  June  27,  1899,  the  latter  of  the  two 
patents  being  divisional  in  its  relation  to  the  former.  The  original 
application  was  £led  July  3,  1897,  and  the  divisional  application 
H^ovember  9,  1897.  Both  patents  relate  to  improvements  in  ^^car- 
trucks  generally,"  but  especially  to  trucks  employed  in  passenger 
service  in  connection  with  electric  propulsion. 

The  bill  was  filed  by  John  A.  Brill,  assignee  of  the  pateilts  and  the 
J.  G.  Brill  Company,  manufacturers  of  car-trucks  in  Philadelphia 
and  exclusive  licensees  under  the  patents. 

The  Peckham  Motor  Truck  and  Wheel  Company  of  Kingston,  New 
York,  manufactured  the  trucks  in  controversy  and  later  passed  over 
its  plant  and  business  to  its  successor,  the  Peckham  Manufacturing 
Company. 

It  appears  that  the  present  suit  is  the  fifth  which  has  been  insti- 
tuted by  the  complainants,  the  first  having  been  prosecuted  by  John 
A.  BriU,  assignee  of  Q^orge  M.  Brill,  the  patentee,  without  joining 
the  J.  G.  Brill  Company,  the  exclusive  licensee  of  the  patent,  which 
was  joined  in  the  next  two  suits.  All  of  these  suits  involved  alleged 
infringing  constructions  of  the  same  type  as  the  Peckham  14  B3 
trucks  and  all  of  the  claims  with  which  we  are  here  concerned  were 
involved  in  the  principal  suit  in  which  there  was  a  final  adjudication. 

In  the  order  named  these  suits  were  instituted  against  North  Jersey 
Street  Railway  Company,  in  the  United  States  Circuit  Court  for 
the  District  of  New  Jersey;  Peckham  Motor  Truck  and  Wheel  Com- 
pany et  al.  and  Peckham  Manufacturing  Company  et  al.  in  the 
United  States  Circuit  Court  for  the  Southern  District  of  New  York ; 
Anacostia  and  Potomac  River  Railway  Company,  ftnd  the  Wash- 
ington Railway  and  Electric  Company  in  the  Supreme  Court  of  the 
District  of  Columbia.  The  first-named  suit  proceeded  to  final  hear- 
ing. The  decree  of  the  circuit  court  in  favor  of  John  A.  Brill  was 
reversed  by  the  United  States  Circuit  Court  of  Appeals  of  the  Third 
Circuit  and  the  case  was  remanded  to  said  circuit  court  of  the  United 
States  for  the  district  of  New  Jersey  with  directions  to  enter  a  decree 
dismissing  the  bill  of  complaint  with  costs.  The  said  circuit  court 
of  appeals  decided  that  ^^  claim  13  of  the  Brill  Patent  No.  627,898 
and  all  the  other  claims  in  suit  which  rest  upon  the  like  combina- 
ti<m  ^  was  void  for  want  of  patentable  invention.  Claims  13  and  17  of 
TiCtters  Patent  No.  627,900  were  further  declared  not  infringed. 
Claims  14  and  15  of  the  Letters  Patent  were  not  adjudicate^. 

Jigitized  by  VjOOQIC 
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Preliminary  injunctions,  which  had  been  obtained  in  the  south- 
em  district  of  New  York  in  the  second  and  third  suits  before  men- 
tioned, based  upon  the  decision  of  the  circuit  court  in  New  Jersey  in 
favor  of  complainant  were  vacated  and  reversed  upon  appeal,  the 
Circuit  Court  of  the  Southern  District  of  New  York  and  the  Circuit 
Court  of  Appeals  of  the  Second  Circuit  having  by  comity  followed 
the  decision  and  decree  of  the  Circuit  Court  of  Appeals  of  the  Third 
Circuit.  The  suit  against  the  Anacostia  and  Potomac  River  Bailway 
Company  was  discontinued. 

It  sufficiently  appears  from  the  record  that  the  present  suit  in- 
volves the  same  complainants,  the  J.  Q.  Brill  Company  being  one  of 
a  combination  of  several  companies  and  having  been  in  privity  with 
John  A.  Brill  in  the  suit  in  the  Circuit  Court  for  New  Jersey;  that 
the  manufacturer  of  the  alleged  infringing  trucks  is  and  was  the 
real  defendant  in  each  case;  that  the  Peckham  Manufacturing  Com- 
pany is  the  successor  to  the  Peckham  Motor  and  Wheel  Company 
and  that  the  same  type  of  alleged  infringing  construction  and  the 
same,  claim  of  the  same  Letters  Patent  with  the  exception  of  claims 
14  and  15  of  Letters  Patent  No.  627,900,  which  were  involved  in  the 
New  Jersey  suit  and  as  to  which  no  decree  was  entered  are  involved 
herein. 

The  complainants  in  this  case  have  produced  the  same  expert,  and, 
with  some  exceptions,  the  same  witnesses  who  testified  in  the  North 
Jersey  suit,  and  all  of  the  testimony  covers  the  same  ground.  The 
defendants  herein  have  for  the  first  time  produced  two  witnesses, 
alleged  experts  in  Patent  Office  proceedings,  and  have  dted  addi- 
tional patents  as  references.  The  subject-miitter  of  this  suit  was  ad- 
judicated by  the  Circuit  Court  of  Appeals  of  the  Third  Circuit  The 
present  and  prior  cases  are  stages  of  the  same  controversy  between 
competing  truck-builders. 

Judge  Bradford  in  the  court  below  in  the  North  Jersey  suit  justly 
remarked  that  it  was  admitted  on  the  part  of  the  complainant  that 
unless  the  suit  be  maintained  wiUi  respect  to  claim  18  it  cannot  be 
maintained  as  to  any  of  the  claims  of  Patent  No.  627,898.  The  same 
admission  and  conclusion-  must  be  taken  as  true  of  claims  13  and  17 
of  Patent  No.  627,900,  because  these  claims  cover  all  that  is  material 
in  this  suit. 

The  patents  in  suit  belonged  to  an  art  in  whidi  very  many  patents 
have  been  granted  for  trucka  adapted  for  use  with  vdiides  propelled 
by  steam  or  horse  power  and  later,  as  electric  motors  have  come  into 
use,  the  art  of  truck  construction,  whether  relating  to  car-trucks  gen- 
erally or  to  trucks  employed  in  passenger  service  in  coonectioD  with 
electric  propulsion,  has  with  convenient  modification  been  applied 
to  modem  uses. 

The  claims  with  which  we  are  here  concerned  in  Patent  No.  627,898, 

ivolve  a  truck-frame,  spring-links  suspending    from  the    truck- 
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frame,  semi-elliptic  springs  connecting  the  links,  and  means  (a 
bolster)  for  connecting  the  semi-elliptic  springs  with  the  car-body. 

Claims  18, 14, 15,  and  17  of  Patent  No.  627,900  embody  the  same 
element  but  particularly  relate  to  the  details  of  spring-link  construc- 
tion, and  this  patent  being  divisional,  relates  more  specifically  to  the 
precise  form  of  link  construction  illustrated  therein. 

In  the  specification  of  Patent  No.  627,898  Brill  disclaims  the  loca- 
tion of  the  spring-links  and  semi-elliptic  springs.  This  disclaimer 
involves  two  admissions  which  appear  to  preclude  the  complainants' 
daim  in  this  controversy.  It  appears  that  all  of  the  claims  of  the 
two  patents  in  suit  are  invalid  either  as  anticipated  in  the  prior  art 
or  lacking  in  patentable  invention. 

We  strongly  incline  to  the  opinion  that  these  claims  disclose  no 
patentable  invention  over  the  Thyng  patent,  and  that  it  did  not  in- 
volve patentable  invention  to  substitute  in  the  Thyng  combination 
of  spring-supported  bolster  and  non-elastic  hangers,  the  spring- 
hangers  or  spring-supported  hangers  of  the  Beach,  Haskins,  Brill, 
and  Curwen,  or  other  patents,  or  at  least  that  the  claims  of  Brill's 
patents  must  be  limited  to  the  specific  form  of  hangers  disclosed  in 
said  patents  and  when  so  limited  in  view  of  the  prior  art  the  de- 
fendant's structure  does  not  infringe  the  claims  in  suit  under  Brill's 
patent  We  do  not  intend  to  discuss  these  propositions,  nor  state  the 
grounds  which  incline  us  to  adopt  these  conclusions. 

In  this  protracted  litigation  we  are  convinced  that  the  claims  of 
comity  should  be  regarded  and  we  should  respect  the  decision  of  the 
Circuit  Court  of  Appeals  of  the  Third  Circuit  which  decided  this 
controversy  adversely  to  the  appellant  here.  We  strongly  incline  to 
agree  with  the  opinion  of  Judge  Acheson  speaking  for  that  tribunal. 
The  court  below  followed  that  opinion  and  decision.  The  Circuit 
Court  of  Appeals  of  the  Second  Circuit  appears  to  have  followed  it. 
Comity  applies  only  to  questions  which  have  been  actually  decided 
and  which  arose  under  the  same  facts.  The  able  and  ingenuous  argu- 
ment of  appellants'  counsel  has  failed  to  convince  us  that  there  is  a 
material  difference  between  the  case  we  here  review  and  that  deter- 
mined by  the  Circuit  Court  of  Appeals  of  the  Third  Circuit.  The 
real  parties  to  each  litigation  are  the  same,  the  real  questions  involved 
are  the  same;  the  difference  in  witnesses  and  in  testimony  are  not 
enough  to  vary  the  conclusion  reached  by  that  court  The  additional 
lefertaces  and  the  testimony  of  Freeman  and  Sanders  are  persuasive. 
As  the  Supreme  Court  has  said  in  Mast,  Foos  A  Co.  v.  Stover  Mfg. 
Co.j  (C.  D.,  1900,  286;  91  O.  G.,  1289;  177  U.  S.,  486,  489:) 

me  obligation  to  follow  the  decisions  of  other  courts  In  patent  cases  of  coarse 
Increases  in  proportion  to  the  number  of  courts  which  haye  pn99ed  upon  the 
qoeatton,  and  the  concordance  of  opinion  may  have  been  so  geueral  as  to  become 
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a  controlling  anthority.  So,  too,  if  a  prior  adjudicati<m  bas  followed  a  final 
hearing  upon  pleadings  and  proofs,  especially  after  a  protracted  litlgatioD, 
greater  weight  should  be  given  to  it  than  if  it  were  made  apon  a  motion  for  a 
preliminary  injunction.  These  are  substantially  the  views  embodied  in  a  num- 
ber of  well-considered  cases  in  the  circuit  courts  and  circut  courts  of  appeals. 
{Macbeth  V.  QUHnder,  54  Fed.  Bep.,  109;  Blectrio  Manufacturino  Co,  v.  Bditon 
Electric  lAffht  Co.,  61  Fed.  Rep.,  884;  8.  C,  18  U.  S.  App.,  687;  Bdiwn  Bleetrie 
Light  Co,  V.  Beao(m  Vacuum  Pump  d  Blectrical  Co.,  54  Fed.  Rep.,  678,  and  cases 
cited;  Beach  v.  Hobbs,  G.  D.,  1899,  372;  87  O.  G.,  1960;  82  Fed.  Rep.,  936;  8.  C, 
63  U.  S.  App.,  626;  see,  also,  Newall  v.  Wilson;  2  De  Gex,  M.  &  G.,  282.) 

The  appellants'  additional  evidence  here  that  the  truck  in  suit  is 
the  highest  development  of  the  art  does  not  answer  the  argument  of 
Judge  Acheson.  Uebelacker,  the  patentee  of  the  patent  under  which 
the  defendant  justifies,  it  is  true,  testified  to  what  may  appear  at- 
tempted piracy  of  the  Brill  construction,  although  the  witness  quali- 
fies his  statement  and  says  he  did  not  intend  to  copy  it.  But  the 
Circuit  Court  of  Appeals  concluded  that  at  the  time  the  appellee^s 
structure  was  adopted  it  had  the  absolute  right  to  make,  use,  and  sell 
the  truck  designed  by  Uebelacker  for  the  Peckham  Motor  I^ck  and 
Wheel  Company,  and  the  witness  further  testified  that  he  was  famil- 
iar with  the  Thyng  and  Haskins'  patents  and  did  not  r^;ard  the 
spring  arrangement  of  the  Brill  truck  therefore  as  anything  new  in 
the  art.  It  is  true  that  the  relative  importance  of  different  patents 
relied  on  in  the  New  Jersey  case  and  in  this  to  show  that  the  appel- 
lants' patents  are  invalid  or  not  infringed  is  differently  valued  in  the 
two  different  suits.  It  appears  to  us  that  the  New  Jersey  court  has 
found  enough  to  justify  its  conclusion  that  the  patentee  Brill  made  a 
substitution  which  may  have  secured  better  results,  but  which  did  not 
involve  invention ;  nor  in  our  opinion  did  that  court  err  in  holding 
that  the  disclaimer  we  before  quoted  is  a  solenm  confession  of  priority 
in  favor  of  Brill  or  Curwen  or  in  concluding  that  the  only  difference 
between  the  combination  shown  and  claimed  by  Brill  and  Curwen  and 
the  principal  combination  of  the  claims  involved  in  that  suit  (as  in 
this)  was  that  the  latter  claims  called  for  a  semi-elliptic  spring  for 
connecting  the  links,  instead  of  equalizing-bars,  nor  did  the  court  err, 
in  our  opinion,  in  saying  that  it  was  old  to  use  semi-elliptic  springs 
for  connecting  the  links.  If  patentable  invention  is  lacking  in  the 
claims  of  the  parent  patent  it  appears  that  the  claims  of  the  second 
patent  must  fall  within  the  claims  of  the  first  patent  when  broadly 
construed.  At  least  if  claims  14  and  15  are  valid  when  specifically 
construed  the  appellee  does  not  appear  to  have  infringed  these  claims. 

We  are  convinced  that  it  was  proper  and  expedient  for  the  court 
below  to  apply  the  doctrine  of  comity  to  this  case,  and  that  the 
decree  of  the  court  below  dismissing  the  bill  of  complaint  in  this 
muse  should  be  affirmed  with  costs  and  it  is  so  ordered.    Affirmed' 
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[Court  of  Appeals  of  the  DUtrlet  of  Columbia.] 

In  bs  S.  C.  Her^st  Importing  Company. 

Decided  Fehrwary  4t  190H. 

184  O.  Q^  1666;  80  Appi  D.  C,  297. 

1.  TftADB-MABKS— AmnOIPATION — "  OHAROnXOB    ClUB  "    AND    "  ClXJB.^ 

Held  that  the  mark  ^  Gbanoellor  Club  "  for  cocktails  ao  nearly  resembles 
the  prior  registered  mark  **  Club  Cocktails "  for  the  same  goods  as  to  be 
likely  to  cause  c<mfasioD  in  the  mind  of  the  public,  and  is  therefore  not 
registrable 

2.  Sams— Rbqistbaulitt— DiscRKTiON  op  CoiiicissioinEs. 

The  purpose  of  the  act  of  1906  is  to  prevent  and  not  to  promote  confusion, 
to  protect  and  not  to  deceive  the  public.  The  language  used  empowers  the 
Commissioner  to  exercise  his  discretion  as  to  whether  a  proposed  mark 
should  be  registered.  If  in  his  opinion  its  registration  will  "  be  likely  to 
cause  confusion  or  mistake  in  the  mind  of  the  public "  or  "  deceive  pur- 
chasers," he  is  bound  to  reject  it 

Mr,  Z.  8.  Bacon  and  Mr.  J.  H.  MUans  for  the  appellant. 
Mr.  Webster  S.  Ruchman  for  the  C!oinmissioner  of  Patents. 

ROBB,  /./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  885;  124  O.  G.,  2178)  refusing  to  register  the  words 
"  Chancellor  Club  "  as  a  trade-mark  for  cocktails,  the  decision  being 
based  upon  the  conclusion  that  the  words — 

as  a  mark  for  cocktails  would  be  confused  in  the  mind  of  the  purchasing  public 
with  the  prior  registered  mark  "  Club  Cocktails  "  for  the  same  gooda 

Section.2  of  the  Trade-Mark  Act  (38  St.  at  L.,  pt.  1,  724)  ordains 
that  every  application  for  the  registration  of  a  trade-mark  shall  con- 
tain a  statement  that  no  other  person,  firm,  corporation,  or  associa- 
tion, to  the  best  of  the  applicant's  knowledge  and  belief  has  the  right 
to  use  such  mark — 

cither  in  its  identical  form  or  in  such  near  resemblance  thereto  as  might  be 
calculated  to  deceive^ 

and  section  5  of  said  act  ordains  that  the  trade-mark — 

which  so  nearly  resembles  a  registered  or  known  trade-mark  owned  and  in  use 
by  another,  and  appropriated  to  merchandise  of  the  same  descriptive  properties, 
as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to 
deceive  purchasers,  shaU  not  be  registered. 

The  purpose  of  the  act  was  to  prevent  and  not  to  promote  confusion ; 
to  protect  and  not  to  deceive  the  public.  The  language  used  em- 
powers the  Commissioner  to  exercise  his  discretion  as  to  whether  a 
proposed  mark  should  be  registered.  If  in  his  opinion  its  registra- 
tion will  ^  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the 
public  '^  or  ^  deceive  purchasers,"  he  is  bound  to  reject  it.    After  full 
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hearing,  he  has  so  found  in  this  case,  and  on  the  showing  made  here  we 
are  content  with  his  decision. 

Heublein  et  al.  v.  Adams  et  al.  (125  Fed.  Bep.,  782)  sustains  the 
view  taken  by  the  Commissioner.  That  was  a  bill  for  infringement 
and  to  restrain  unfair  competition  in  trade.  The  petitioners  had 
adopted  and  used  the  trade-mark  '^Club  Cocktails"  prior  to  the 
adoption  and  use  by  the  defendants  of  the  words  "Boston  Club 
Cocktails."    Judge  Colt  in  a  well-considered  opinion  ruled  that — 

the  defendants  should  be  restrained  from  the  use  of  the  word  "  Club "  as  a 
distinguishing  mark  for  their  cocktails,  upon  the  ground  of  nnfiair  competitloii 
in  trade. 

The  Court  said: 

The  complainants  have  built  up  an  extensiye  trade  In  ''club  codctails"  not 
only  in  this  country,  but  in  most  of  the  foreign  markets  of  the  world.  •  •  • 
Their  use  of  their  trade-name  since  its  adoption  in  18d2  has  been  continuous 
uniform,  and  notorious.  *  •  *  The  complainants*  goods  have  received  a 
universal  trade  recognition,  and,  in  a  brond  commercial  sense,  have  com- 
pletely occupied  the  market.  "Club  cocktaUs"  mean  in  the  trade  only  the 
cocktails  made  by  the  complainants.  •  •  •  While  the  form  and  color  and 
appeara*nce  of  defendants*  latiels  and  the  sisse  and  color  of  their  bottles  are 
unlike  the  complainants*,  it  appears  that  the  distinguishing  feature  by  wbldi 
complainants*  cocktails  are  commercially  known  resides  in  the  word  ''Club** 
and  not  in  the  dress  of  the  goods. 

If  the  words  "Boston  Club  Cocktails"  misled  or  deceived  the 
public  because  of  the  prior  use  of  the  words  "  Club  Cocktails  "  by 
another  firm,  we  think  it  follows  that  the  use  of  the  mark  "  Chan- 
cellor Club  Cocktails  "  would  be  likely  to  result  in  similar  confusion, 
and  that,  therefore,  they  should  not  be  registered. 

The  decision  of  the  Commissioner  of  Patents  was  right,  and  is, 
therefore,  affirmed.  The  clerk  of  the  court  will  certify  this  opinion 
and  the  proceedings  in  this  court  to  the  Commissioner  of  Patents  in 
accordance  with  law.    Affirmed,  , 


[Court  of  Appeals  for  the  District  of  Columbia.] 

Browk-Fobmak  Company  v.  Beech  Hill  Distilling  Company. 

Decided  March  S,  1908, 

1S4  O.  O.,  1665;  30  App.  D.  0.,  48S. 

T^tAinc-MABKS—RBOiSTBATiON— Exclusive  Use. 

Where  the  appellant  applied  under  the  ten-years  proviso  of  the  act  ci 
February  20,  1905,  for  the  registration  of  the  words  *'01d  Tucker**  as  a 
trade-mark  for  whisky  and  It  was  shown  that  the  appellee  had  used  the 
words  "  J.  O.  Tucker  **  as  a  trade-mark  for  whisky  since  January  15, 1902, 
Held  that  the  appellant  Is  not  entitled  to  register  the  mark  since  it  had 
not  had  exclusive  use  of  its  trade-mark  for  the  statutory  period. 


Mr.  A.  E.  Wallace  for  the  appellant. 
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This  is  an  appeal  by  the  Brown-Forman  Company  from  the  de- 
cision of  the  C!ommissioner  of  Patents,  in  a  trade-mark-interference 
case,  that  it  is  not  entitled  to  register  under  the  so-called  ten-years 
clause  the  words  ^^Old  Tucker"  as  a  trade-mark  for  whisky. 
(C.  D.,  1907, 146;  128  O.  G.,  1298.) 

The  Commissioner  held  that  inasmuch  as  the  Beech  Hill  Distilling 
Company,  the  junior  party  to  the  interference,  had  used  the  words 
"  J.  C.  Tucker  "  as  a  trade-mark  as  early  as  January  15,  1902,  and 
the  Brown-Forman  Company  since  December  1,  1903,  had  acquiesced 
in  such  use,  appellant  was  not  entitled  to  registration  under  the 
ten-years'  clause  because  it  had  not  been  the  exclusive  user  of  the 
mark  for  ten  years  prior  to  1905.  The  application  of  the  Beech  Hill 
Distilling  Company  was  for  registration  as  a  technical  trade-mark. 
This  application  was  denied,  and  the  applicant  acquiesced  in  the 
decision  of  the  Commissioner. 

It  is  not  denied  that  appellant  used  this  mark  for  ten  years  prior  to 
1905,  the  sole  question  being  whether  its  use  was  exclusive  within  the 
meaning  of  the  statute.  The  originator  and  sole  owner  of  the  Beech 
Hill  Distilling  Company  testified  that  he  originated  the  brand  '^  J.  C 
Tucker  Rye  "  in  December,  1901,  and  that  he  first  used  it  January  14, 
1902,  and  that  its  use  continued  without  interruption  from  that  time. 
The  witness  produced  sample  labels  and  a  bill  dated  January,  1902, 
from  the  lithographing  company  that  furnished  this  first  order  of 
labels.  The  bookkeeper  of  the  company  next  testified  that  she  had 
been  employed  by  the  company  since  December,  1901,  and  that  the 
brand  or  trade-mark  "  J.  C.  Tucker  Rye  "  had  been  used  continuously 
by  the  company  since  January  15, 1902.  She  produced  the  salesbook, 
which  enabled  her  to  fix  definitely  the  date  of  the  first  sale.  Another 
witness  testified  that  he  had  manufactured  cases  and  bottles  for  the 
company  since  the  early  spring  of  1902,  and  that  the  brand  ^^  J.  C. 
Tu<^er  Rye  ^  had  been  used  continuously  since  that  time. 

The  president  of  the  Brown-Forman  Company  admitted  that  he 
learned  of  the  use  of  the  trade-mark  ^^  J.  C.  Tucker  "  by  the  Beech 
Hill  Distilling  Company  in  December,  1908,  and  that  he  wrote  the 
company  about  the  matter,  but  made  no  further  objection  thereafter. 

The  facts  bring  this  case  within  the  rulings  in  Natural  Food  Co.  v. 
WiUiams^  ante,  820;  183  O.  G.,  282;  and  Worcester  Brewing  Co.  v. 
Ruetery  ante,  829;  188  O.  G.,  1190.  Registration  was  denied  in  both 
cases  because  of  an  adverse  use  of  the  mark. 

The  decision  of  the  Commissioner  was  right,  and,  therefore,  is 
affirmed.    The  derk  of  the  court  will  certify  this  opinion  and  the 
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proceedings  in  this  court  to  the  CoimnisBioner  of  Patents,  in  accord- 
ance with  law.    Affirmed. 


[Court  of  Appoala  of  the  Dtotrlet  of  Columblm.] 

The  Peter  Schoenhofbn  Brewing  Compant  v.  The  Maltine  Ook- 

PANT. 

Decided  February  4,  1908. 

184  O.  G.,  1804;  90  D.  C,  848. 

TRADB-MABKS — ^"  EDKLWKXSS-MaLTIRE '*   AimCIPATD   BT   **  BCALTimB.** 

A  trade-mark  consisting  of  the  compomid  word  "Edelweiss-Maltliie'* 
was  properly  refused  registration  in  view  of  the  prior  use  of  the  wocd 
"  Maltine'*  as  a  trade-mark  for  goods  of  the  same  deecriptiye  properties. 

Mr.  T.  A.  Banning  for  the  appellant. 

Mr.  J.  R.  Fdaauj  Mr.  D.  H.  Decker^  and  Mr.  W.  W.  Thamp§on  lor 
the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  grant  the  application  of  appellant  for  the  registratioD 
of  a  trade-mark.  The  application  was  filed  September  6, 1906,  Serial 
No.  12^. 

The  appellant  filed  an  application  in  the  Patent  Office  for  the 
registration  of  the  trade-mark  in  question  described  as  follows: 

The  trade-mark  consists  of  the  hyphenated  word  "  Bdelweiss-Maltine^'*  thfe 
word  **  Edelweiss "  being  written  in  script  with  a  scroU  therennder,  and  tb» 
word  "Maltine"  being  written  in  block  letters. 

The  appellee  opposed  the  registration  of  the  mark  for  the  reason 
that  it  is  the  owner  of  the  trade-mark  ^^  Maltine."  The  ground  of 
opposition  is  that  the  use  of  appellant's  mark  would  create  confusion 
in  the  trade,  and  interfere  with  the  established  trade  of  appellee. 
The  goods  of  the  contending  parties  to  which  the  respective  marks 
are  supplied  have  the  same  descriptive  properties.  The  same  ques- 
tions are  here  presented  and  the  same  record  relied  upon  as  in  Patent 
Appeal  No.  448.  In  that  case,  we  have  this  day  affirmed  the  decision 
of  the  Commissioner  of  Patents  refusing  the  registration  of  a  similar 
mark.  The  parties  are  the  same  in  both  cases,  and  the  issues  are 
substantially  the  same.  For  the  reasons  set  forth  in  our  opinion  in 
No.  44^j  the  decision  of  the  Commissioner  of  Patents  is  aifirmed. 
The  clerk  wUl  certify  these  proceedings  as  required  by  law. 
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[Court  of  Appeahi  of  the  Dtotrlet  of  Golmnbia.] 

The  Pbtbb  Schqbnhofen  Brbwino  Company  v.  The  Maltine 

csokpant. 

Decided  Fehrwry  4,  1908. 

134  O.  G.,  1805;  80  App.  D.  a  84a 

1.  TRAIMB-]iABK»— OPPOBrnOir— OLAB8   OF   GOODS. 

For  tbe  porpoee  of  rfeglstntlon  a  fermented  malt  liquor  which  Ib  adveiv 
tised  as  a  "  pleasing  tastefnl  invigorating  tonic  as  well  as  a  pleasant  bev- 
orage^  for  strengthening  ahd  boildipg  up  the  mrstem  recommended  for 
convalescents  and  nnndng  mothers  by  all  leading  physicians,"  must  be 
considered  as  goods  of  the  same  descriptive  properties  as  a  non-alcoholic 
viscous  syrup  sold  as  a  medicine  and  tonic,  notwithstanding  the  t&ct  that 
in  the  application  for  registration  the  former  is  designated  as  lager-beer. 

2.  Sams — Same— HisBEPBisBirTATiON  nc  Advbbtising. 

The  fact  that  a  fermented  malt  liqaor  to  which  applicant  applied  its 

mark  was  advertised  as  a  tonic  and  as  a  product  oitirely  different  from 

that  described  in  the  application  is  sufficient  ground  for  the  refusal  of 

registration. 

8.  Sahx — Save — "  BDELWEiss-B£AimnE  **  Set  ih  an  Blabobatb  Design  Anhci- 

FATED  BT  **  ICaLTINE." 

A  trade-mark  consisting  of  the  compound  word  "  fidelweiss-Maltlne " 
set  in  an  elaborate  picture  or  design  was  properly  refused  registration  in 
viev  of  the  prior  use  of  the  word  "Maltine"  as  a  trade-mark  for  goods 
of  the  same  descriptive  inroperties. 

Mr.  T.  A.  Banning  for  the  appellant. 

Mr.  J.  R.  Edaan^  Mr.  D.  H.  Decker^  and  Mr.  W.  W.  Thompson  for 
the  appellee. 

Van  Qbbdel,  /.; 

This^is  an  appeal  from  the  Commissioner  of  Patents  refusing  an 
applieati<m  for  the  registration  of  a  trade-mark. 

The  appellant,  The  Peter  Schoenhofen  Brewing  Company,  on 
September  25,  1905,  filed  its  application,  Serial  No.  12,952,  for  the 
registration  of  a  trade  mark  or  name  consisting  of  the  compomid  or 
hyphenated  word  ^  Edelweiss-Maltine ''  set  in  an  elaborate  picture 
or  design  described  in  the  application  as  follows: 

The  trade-mark  consists  in  a  transversely-elongated  right  panel  having  a 
narrow  coiter  and  rounded  ends  and  having  a  gold  bord^.  Upon  the  panel 
appears  in  script  letters  the  word  "  Bdelwelss  '*  and  in  block  letters  the  word 
"Maltine"  located  somewhat  below  the  word  "Edelweiss.'*  Above  the  right 
panel  is  a  segmental  gold-bordered  blue  panel  having  in  its  center  a  medallion 
bust-portrait  of  a  woman  with  edelweiss-flowers  in  her  hair,  and  around  the 
portrait  are  vines,  grain,  etc.    Within  the  upper  panel  appear  the  words,  *'  A 
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superior  extract  of  tMurley,  malt  and  imported  hops.'*  B^ow  the  rli^t  pan^  Is 
a  lower  rounded  panel  having  a  yellow  center  and  a  bine  exterior  with  a  gold 
border.  Within  the  lower  panel  appear  the  words,  *'  Bottled  only  by  tlie  Halt 
Extract  Dep't  of  The  P.  Schoenhofen  Brewing  €k>.,  Chicago.**  This  trade-mark 
has  been  continuously  used  by  appellant  since  December  15,  1900. 

The  appellee  on  April  17, 19Q6,  filed  its  opposition  to  the  registra- 
ti<m  of  this  trade-mark  and  assigned  as  a  reason  for  sUch  opposition 
that  its  use  by  appellant  was  ^'  calculated  to  create  confusion  in  the 
trade,  and  to  interfere  with  the  established  trade.''  A  large  amount  of 
evidence  was  taken  in  the  case.  It  appears  that  three  different  cer- 
tificates of  registration  on  the  trade-mark  ^  Maltine ''  were  obtained 
by  the  appellee  and  its  predecessors  between  the  years  1875  and  1905. 
It  may  be  stated  that  the  specification  upon  which  the  trade-mark 
*^  Maltine  "  was  registered  provided  in  general  terms  for  its  use  on 
medicinal  preparations  containing  malt  extract.  It  is  claimed  by 
appellee  that  the  word  ^'  Maltine ''  was  originally  coined  and  applied 
as  a  trade-mark  to  the  product  which  is  now  widely  known  to  the 
public  by  that  name.  The  same  person  coined  the  word  who  discov- 
ered the  product.  '^  Maltine  "  has  gained  a  wide  use  as  a  medicine 
and  tonic,  and  is  prescribed  extensively  by  physicians,  and  sold  gen- 
erally by  druggists.  The  record  discloses  an  analysis  of  the  respec- 
tive products  of  the  parties  to  this  interference.  The  analysis  is  as 
follows: 


Edelwelai  Maltine. 

Maltine  Plain. 

Water 

88.  M 
4.42 
2.96 
4.21 
0.8W 
CUT 
0.82 
0.418 
0. 

percent. 

It 
II 

14 

«l 
«• 

28.30  percent 

Aloohol 

Maltose 

60  96 

Dextrin,  etc 

6.01          *' 

AlhrnnlnnMii 

8.68          ** 

Acidity 

0.486        ** 

Carbonic  acid 

Oi              " 

Aahee 

1.46          " 

Dtnfitam...  ,. 

Plain  trarMi 

It  will  be  observed  that  the  products  possess  in  varying  percent- 
ages the  same  properties,  except  that  "  Maltine ''  contains  no  alcohol 
or  carbonic  acid,  but  it  does  contain  a  plain  trace  of  diastase,  while 
"  Edelweiss-Maltine  "  contains  both  alcohol  and  carbonic  acid,  but  no 
diastase. 

A  trade-mark  is  registered  for  the  purpose  of  enabling  the  owner 
to  use  it  exclusively  as  a  distinguishing  name  for  a  certain  product, 
and  thereby  enable  him  to  gain  the  advantages  that  follow  such  a  dis- 
tinct designation  in  extending  and  enlarging  his  business.  The  pur- 
pose of  the  trade-mark  is  to  get  before  the  public,  in  a  unique  and  im- 
pressive manner,  the  goods  on  which  the  mark  is  used  and  to  distin- 
guish such  goods  from  all  other  goods  on  the  market  of  the  same  class 
or  description.  It  serves  a  twofold  purpose,  to  protect  the  owner 
from  unfair  competition  and  the  public  from  being  deceived.    Being 
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devoted  to  this  twofold  use,  it  is  important  to  keep  in  mind,  that  it  is 
the  design  appearing  on  the  goods,  and  not  the  specifications  filed  in 
the  Patent  Office  on  which  the  trade-mark  was  registered  or  is  sought 
to  be  registered,  that  affects  the  public  mind  and  protects  the  trade  of 
the  owner.  It  is  the  trade-mark  and  not  the  specifications  that  is 
exposed  to  public  inspection.  People  generally  are  not  interested  in 
what  the  specifications  contain.  In  the  case  at  bar,  while  the  appli- 
cant's specifications  allege  that 

the  class  of  merchandise  to  which  the  trade-mark  is  appropriated  is  fermented 
ilquors,  and  the  particular  description  of  goods  comprised  in  said  class,  npon 
which  said  mark  is  used  is  lager-beei^-^ 

there  is  nothing  on  the  face  of  the  mark  or  design  in  which  it  is  used, 
or  on  the  packages  or  bottles  to  which  it  is  applied,  to  indicate  that 
they  contain  either  fermented  liquor  or  lager-beer.  The  exhibits  of 
the  applicant's  goods  on  which  the  mark  *^  Edelweiss-Maltine "  is 
used,  which  were  introduced  in  evidence,  show  that  labels  are  used 
thereon  describing  the  contents  as  follows: 

A  snperior  extract  of  barley,  malt  and  imported  hops,  bottled  onljM^y  the 
Malt  £ztract  Dep*t  of  The  P.  Schoenhofen  Brewing  Ck>.,  of  Chicago. 

The  bottles  also  bear  a  ^^  caution  ^  label  which  states  that — 

ISdelweiss-Maltine  is  the  higliest  concentration  of  the  pnre  health-giving  prop- 
erties of  selected  malt  and  hops.  Bdelweiss-Maltlne  will  promote  perfect  and 
restful  sleep,  quiet  the  nerres,  aid  digestion,  will  restore  and  assist  nature  in 
the  action  of  the  stomach,  liver  and  kidneys,  withont  any  after-effects.  Edel- 
weiss-Maltlne  is  an  invaluable  aid  to  men  and  women  in  convalescence,  a  boon 
to  nursing  mothers.  It  is  simply  a  perfect  food  for  brain,  body  and  mind. 
Drink  a  glass  at  meals  and  before  retiring,  and  as  a  beverage  it  is  good  for  you. 
Keep  in  a  cool  dark  place. 

There  was  also  introduced  in  evidence  a  blotter  that  had  been  issued 
by  the  appellant  company  on  which  appeared  the  design  described 
in  the  application  in  this  case,  except  that  on  the  blotter  the  word 
^  Maltine  ^  is  by  far  the  most  prominent  feature,  the  word  '^  Edel- 
weiss ^  being  obscure  and  partially  inclosed  witHin  an  initial  curve 
of  the  letter  "  M  ^^  of  "  Maltine.*'  The  product  of  appellant  is  de- 
scribed on  the  blotter  as  follows : 

A  pleasing,  tastefnl.  Invigorating  tonic,  as  well  as  a  pleasant  beverage,  for 
strengthoilng  and  building  up  the  oystem,  recommeided  for  convalescents  and 
nursing  mothers  by  all  leading  physicians.  12  bottles  |1.  Prepared  by  The  P. 
Schoenhofen  Brewing  €k>..  Malt  Extract  Dep't 

We  are  impressed  with  the  discrepancy  between  the  language  used 
by  appellant  in  its  application,  which  describes  a  fermented  alcoholic 
beverage,  and  the  labels  on  the  packages  and  bottles,  on  which  the 
trade-mark  sought  to  be  registered  is  used,  and  the  blotter,  which 
attributed  to  the  product  purely  medicinal  qualities.  In  other  words, 
it  is  apparent  that  appellant,  in  its  application  filed  in  the  Patent 
00025— H.  Doc.  1849.  eO-2 2d  J  g  t  zed  by  GoO^ 
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Office,  has  described  a  product  entirely  different  from  that  described 
upon  its  labels  and  advertising  matter.  So  far  as  the  purchaser  is 
concerned,  the  products  of  both  contending  parties  are  described  as 
possessing  substantially  the  same  properties.  Both  are  advertised 
especially  as  tonics,  and  so  far  as  the  public  is  advised  both  belong  to 
that  general  class  of  medicines.  The  mere  fact  that  appellant  has 
used  the  mark  ^^  Edelweiss-Maltine  ^  on  its  goods  under  this  &lse 
guise  since  December  15, 1900,  is  sufficient  ground  for  the  refusal  of 
registration. 

Under  these  circumstances,  the  allowance  of  this  trade-mark  would 
have  the  effect  of  permitting  the  appellant  to  place  upon  the  market 
a  product  of  the  same  general  description  as  the  product  of  appellee, 
and  bearing  upon  the  bottles  and  packages  the  same  general  descrip- 
tion as  to  its  qualities.  Appellant  could,  under  this  subterfuge,  sell 
its  product  in  drug-stores  and  places  where  medicines  are  usually 
sold,  and  in  which  the  general  sale  of  fermented  liquors  is  prohibited, 
and  would  not  be  compelled  to  confine  its  sale  to  saloons  and  places 
where  fermented  liquors  are  generally  sold  under  proper  legal  restric- 
tion&  This  is  the  view  taken  by  the  tribunals  of  the  Patent  OflBce. 
Quoting  from  the  opinion  of  the  Examiner  of  Interferences: 

It  is  clear  from  the  teBtimony  above  considered,  tbat,  while  the  product  of 
The  Maltine  Company  is  a  non-alcoholic  Tiscous  ^ymp,  and  *'  Bdelweiss-lf altlne  " 
a  beer  containing  alcohol,  and  the  packages  in  wliich  these  products  are  pot  up 
and  sold  are  different,  the  significant  t&ct  remains  that  **  Bdelwelss-lfaltine**  Is 
placed  upon  the  mariset  in  snch  form  as  to  be  capable  of  classification  with  other 
medicinal  malt  extracts  rather  than  with  beers,  and  its  labels,  while  silent  as  to 
the  i&ct  that  it  is  beer,  indicate  that  its  chief  claim  to  merit  is  a  malt-estnct 
tonic.  Furthermore,  it  is  shown  and  not  denied,  that  "  Edelweiss-Maltine*'  was 
exhibited  to  the  members  of  the  medical  profession  as  a  medicinal  malt-extract 
tonic  and  not  as  a  beverage,  and  is  sold  in  some  drug-stores  in  competition  with 
malt  extracts.  These  facts  warrant  the  conclusion  that  "  Edelweiss-Maltine**  is 
intended  to  be  and  is  in  fact  merchandise  of  the  same  descriptive  properties  as 
*'  Maltine  *'  notwithstanding  its  designation  as  "  lager-beer  **  in  the  applicatioii 
for  registration. 

The  word  '^  Maltine  "  is  the  name  by  which  the  goods  of  appellee 
are  known  to  the  trade  and  among  consumers.  It  is  insisted  that 
appellant's  goods  are  put  up  in  different-shaped  bottles  and  sold  mudi 
cheaper  than  the  goods  of  appellee,  but  this  is  immaterial  and  does 
not  affect  the  question  here  involved.  Tlie  distinguishing  feature  of 
both  marks  is  the  word  '^  Maltine,''  and  the  allowance  of  the  mark 
sought  to  be  registered  by  appellant  would  deceive  the  public  and 
injure  the  trade  of  appellee.  {Hueblin  et  ah  v.  Adams  et  al.^  125 
Fed.,  782.)  We  are  of  the  opinion  that  the  differences  in  the  design 
of  the  trade-mark  and  the  description  contained  on  the  labels  of  the 
bottles  would  not  be  such  a  distinction  as  the  public  would  readily 
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observe.    Where  this  condition  exists,  registration  should  be  refused. 
The  rule  is  well  announced  in  Paul  an  Trade-Marks^  section  187: 

An  imitation  of  a  trade-mark  of  a  dealer  with  partial  additions,  sach  as  the 
iniblic  would  not  obserye,  does  the  same  harm  as  an  entire  cowiterfeit,  and 
will  be  enjoined  accordingly.  Where  a  trade-mark  consists  of  a  word,  it  may 
be  ased  by  the  manufacturer  who  appropriated  it  in  any  style  or  print  or  any 
form  of  label,  and  Its  use  by  another  in  any  form  is  unlawful.  In  such  cases, 
as  tlie  goods  became  known  by  the  name  or  word  by  which  they  have  been 
designated,  and  not  merely  by  the  manner  or  fashion  in  which  the  word  is 
written  or  printed  or  the  accessories  surrounding  it,  the  unlawful  use  of  the 
word  in  any  form  may  be  restricted. 

The  allowance  of  the  registration  of  appellant's  design  as  a  trade- 
mark would  create  confusion  in  trade  and  subject  to  unfair  com- 
petition the  business  of  appellee  .which  has  been  legitimately  con- 
ducted and  built  up  through  a  long  period  of  time.  It  is  unnecessary 
to  consider  the  other  questions  discussed  by  counsel. 

The  decision  of  the  CammisHaner  of  Patents  is  affirmed^  and  the 
clerk  vnll  certify  the  proceedings  as  required  by  law. 


[ Court  of  Appeals  of  tlie  District  of  Columbia.] 

Phillips  v.  Sensbnich. 

Decided  March  SI,  1908. 

184  O.  G.,  1S06;  31  App.  D.  C,  160. 

1.  IHTMurHttwcB—PBioBiTr— Right  to  Make  Claims— Necesbitt  roa  Sufflb- 

MEirTAL  Oath. 
Wbere  one  of  the  parties  to  an  interference  added  the  claims  in  issue  by 
amendment  without  a  supplemental  oath,  the  court  of  appeals  would  not  be 
jiwtiaed  in  awarding  priority  to  the  opposing  party  because  of  such 
fiiUure.  The  most  that  the  court  could  do  under  the  circumstances  would 
be  to  remand  the  proceeding  in  order  that  a  supplemental  oath  may  be 
made  and  the  matter  renewed. 

2.  Amxrpment— AiH>iNG  Claims  Covebino  Mattee  Obioinallt  Disclosed. 

An  applicant  has  a  right  to  add  claims  by  amendment  to  cover  matter 
which  is  disclosed  in  his  drawings,  but  not  originally  claimed,  where  the 
original  spedflcations  refer  to  such  matter  as  an  essential  part  of  the 
construction  sought  to  be  patented. 

Mr.  Thos.  A.  ConnoUy  and  Mr.  Jos.  B.  Connolly  for  the  appellant 
Mr.  A.  8.  Pattison  and  Mr.  J.  M.  Neshit  for  the  appellee. 

Shepasd,  /..' 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents {ante^  14;  132  O.  G.,  677)  awarding  priority  of  invention  to 
the  appellee,  Sensenich,  upon  an  issue  containing  the  following 
counts: 

1.  A  self-oiling  wheel  provided  with  an  oil-chamber  having  a  fllling-openlng, 
a  vaHe-CMPe  extending  into  the  chamber  from  the  flUing-openiug,  the  cage 
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being  open  at  its  inner  end  and  having  slitted  or  prong-like  aides,  an  Inwardly- 
opening  valve  operative  witliin  the  cage  for  normally  closing  the  fllling-openingi, 
and  a  valve-holding  spring. 

2.  A  self-oiling  wheel  provided  with  an  oil-chamber  having  a  filling-opening 
in  one  side  thereof,  a  valve-cage  within  the  oil-chamber  and  extending  from  the 
filling-opening  toward  but  stopping  short  of  the  opposite  wall  of  the  chamber, 
the  cage  being  open  laterally  and  at  its  inner  end,  an  Inwardly-opening  valve 
within  the  cage,  and  a  coiled  spring  extending  through  the  Inner  open  end  of 
the  cage  and  engaging  said  opposite  wall  of  the  chamber  and  the  valve  for 
holding  the  latter  normally  in  closed  position. 

3.  A  self-oiling  wheel  having  an  oil-chamber  formed  with  an  opening,  a  valve- 
cage  extending  into  the  chamber  and  having  a  tubular  end  portion  fitting  the 
chamber-opening,  the  cage  being  open  at  its  inner  end  and  having  its  sides 
slotted  from  said  end  toward  the  tubular  end,  the  interior  of  the  cage  tapering 
toward  said  tubular  end,  a  valve,  and  a  spring  within  the  cage  for  holding 
the  valve  normally  seated  and  closing  said  tubular  cage  end. 

4.  A  self-oiling  car- wheel  having  a  chambered  hub  with  an  oil-inlet  through 
cue  wall,  a  valve-seat  consisting  of  a  pronged  guiding-seat  cast  in  said  wall 
adjacent  to  said  inlet,  a  valve,  and  a  spring  bearing  against  said  valve  and  seat- 
ing against  the  opposite  side  of  the  cavity. 

Sensenich  filed  his  application  November  9,  1904.  Phillips  filed 
originally  March  6, 1905,  and  a  divisional  application  August  26, 1905. 

The  preliminary  statement  of  Sensenich  alleged  conception  about 
July  1,  1901,  disclosure  at  the  same  time,  reduction  to  practice  about 
May  1,  1903,  and  commercial  use  thereafter. 

Phillips  alleged  conception  about  the  —  day  of ,  1893,  dis- 
closure at  the  same  time,  making  of  model  about  February  1,  1895, 
embodiment  in  a  full-size  car-wheel  and  reduction  to  practice  July 
24,  1905,  and  commercial  use  thereafter. 

The  tribunals  of  the  Patent  Office  concurred  in  awarding  priority 
to  Sensenich  upon  each  count  of  the  issue.  It  was  found  from  the 
evidence  that  Sensenich  conceived  the  invention  as  early  as  May,  1903, 
reduced  it  to  practice  in  June  or  July,  1903,  and  commenced  shipping 
to  consumers  on  July  18,  1903.  It  was  Isilso  agreed  that  Phillips  did 
not  conceive  the  particular  invention  described  in  counts  2,  3,  and  4 
of  the  issue  until  November,  1904.  His  claim  of  conception  of  count 
1  in  1893  is  based  on  an  exhibit  valve  and  cage  made  in  1895.  This 
was  held  not  to  comply  with  one  of  the  requirements  of  the  count, 
that  the  cage  shall  have  '^  slitted  or  prong-like  sides."  It  seems  from 
the  decisions,  though  the  record  does  not  embrace  the  motions  to  that 
effect,  that  Phillips  contested  the  patentability  of  the  issue,  and  urged 
the  question  before  the  several  tribunals,  but  without  success.  It 
would  seem  also,  that  ho  contested  the  right  of  Sensenich  to  make  the 
claims  of  the  issue,  though  the  motion  therefor,  with  the  direct  action 
thereon  do  not  appear  in  the  record.  The  decisions  of  the  Examiners- 
inCMiief  and  of  the  Connnissioner  show  a  consideration  of  this  objec- 
tion, and  their  concurrence  in  holding  that  Sensenich  had  the  rig^t  to 
make  the  claims.  jgitizedbyGoo 
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That  question  is  the  only  one  before  us  for  determination,  as  all 
the  other  reasons  of  appeal  have  been  abandoned.  The  reasons  of 
appeal  here  relied  on  are  the  following: 

0.  The  CommiBsloner  erred  in  deciding  that,  notwithstanding  the  fact  that  the 
original  claims  of  Sensenich's  application  were  generic  and  covered  a  structure 
not  limited  to  the  specific  features  in  controvert  and  notwithstanding  that  the 
specific  inveition  in  issue  was  not  covered  by  the  original  oath,  the  claims  in 
issue  were  admissible  at  the  time  they  were  presented  without  a  supplemental 
oath  and  are  now  patentable  to  Sensenich. 

7.  The  Commissioner  erred  in  deciding  that  the  subject-matter  in  issue  was 
clearly  disclosed  in  Sensenich*s  original  application. 

The  original  application  of  Sensenich  was  accompanied  by  a  draw- 
ing illustrating  the  features  of  his  invention.  Figures  4  and  5  of 
this  drawing  clearly  show  the  slitted  or  pronged  valve-cage  embraced 
in  the  issue.  No  specific  claim  therefor  was  made  in  the  claim 
originally  presented.  The  valve-cages  are  shown  in  the  longitudinal 
and  cross  section  of  the  wheel  drawings,  No.  2  and  No.  3.  In  the  de- 
scription of  the  specifications,  it  is  said : 

The  invention  is  further  directed  to  a  construction  wherein  a  valve-cage 
located  within  the  chamber  and  projecting  through  one  wall  thereof,  forms  the 
fllling-openingl 

The  drawings  are  referred  to  as  follows: 

Fig.  1  is  a  t&ce  view  of  a  wheel  constructed  in  accordance  with  my  invention, 
and  Fig.  2  is  an  enlarged  sectional  view  taken  on  line  2—2  of  Fig.  1.  Fig.  3  is 
a  sectional  view  taken  on  line  8—3  of  Fig.  2.  Figs.  4,  5,  and  6  are  detail  views 
of  the  valve-cage  and  valve. 

Again  it  is  said: 

In  the  present  embodiment  of  my  invention  the  filling-opening  7,  located  prefer- 
ably in  the  outer  side  wall  of  one  of  chambers  4,  is  formed  through  the  tubular 
end  8  of  the  oiien  valve-cage  0  which  extends  into  the  chamber,  said  tubular 
end  being  secured  in  and  extradlng  through  the  chamber-wall  as  shown.  A 
valve-sent  10 — 

shown  also  in  Fig.  6  before  mentioned — 

at  the  Inner  end  of  opening  17  is  adapted  to  receive  the  rounded  valve-head  11 
having  the  stem  12  which  projects  Into  cage  9.  ♦  ♦  ♦  The  cage  operates  to 
hold  the  valve  against  lateral  displacement  and  is  so  adapted'  as  to  direct  it  to 
its  seat. 

Original  claims  4,  6,  6,  7,  8,  9,  and  10  cover  a  combination  in  which 
a  valve-cage  is  an  element.  The  first  objection  of  the  Office  was  that 
the  claims  covered  two  separate  and  distinct  inventions.  Other  objec- 
tions to  the  claims  for  incompleteness  were  also  made.  This  was  on 
December  19,  1904.  On  January  6,  1906,  an  amendment  was  filed 
specifically  describing  the  slitted  or  prong-like  form  of  the  cage;  and 
three  new  claims  were  substituted  for  the  former  ones,  the  second  of 
which  reads  as  follows: 

2.  A  self-oiling  wheel  provided  with  an  oU-chamber  having  a  filllng-oi)enIng. 
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open  at  Its  inner  end,  and  having  slitted  or  prong-like  sides,  an  inwardly-opening 
valve  operative  within  the  cage  for  normally  closing  the  filling-opening,  and  a 
valve-holding  spring. 

After  some  further  objections,  and  addition  of  claims,  not  important 
to  mention,  the  application  was  allowed.  The  interference  with  Phil- 
lips was  thereafter  declared. 

The  drawing  was  filed  with  the  application  as  required  by  law,  and 
with  the  specifications  constitutes  a  part  of  the  patent  when  issued 
(Sections  4884, 4889,  R.  S.)  Considering  the  language  of  the  specifi- 
cations, quoted  above,  describing  the  valve-cage  as  an  essential  part 
of  the  construction  sought  to  be  patented,  and  referring  to  the  draw- 
ings of  the  same  which  clearly  showed  its  slitted  or  prong-like  form, 
we  agree  with  the  Commissioner  that  the  invention  of  the  issue  was 
sufficiently  disclosed  in  the  application  to  warrant  amendment.  The 
argument  of  the  appellant  founded  on  section  4888,  Revised  Statutes, 
relating  to  the  particular  description  of  the  invention  required  of  an 
applicant,  leaves  out  of  consideration  section  4903,  which  was  de- 
signed to  meet  conditions  similar  to  those  presented  in  this  case.  The 
amendment  in  this  case  was  made  also  before  Phillips  filed  his  appli- 
cation, and  there  are  no  questions  of  estoppel  to  operate  against  the 
exercise  of  the  right  under 'the  recognized  practice.  {McBerty  v. 
Cook,  C.  D.,  1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  133,  138; 
Luger  v.  Browning,  C.  D.,  1903,  593;  104  O.  G.,  1123;  21  App. 
D.  C,  201.) 

The  contention  that  a  supplemental  oath  to  the  amendment  was  an 
essential  condition  is  not  well  founded.  The  oath  required  in  support 
of  the  application  by  section*  4892,  Revised  Statutes,  was  regularly 
made.  No  additional  oath  was  required  to  the  amendment.  Where 
an  applicant  dies  pending  his  application  the  authority  of  his  solic- 
itors ceases,  and  when  his  administrator  carries  on  the  proceeding  and 
amends  the  specifications  by  inserting  new  matter  of  which  there  had 
been  no  previous  suggestion,  another  oath  is  essential.  {EagUton 
Mfg.  Co.  V.  Weit,  etc.,  Mfg.  Co.,  C.  D.,  1884,  261;  27  O.  G.,  1237;  111 
IT.  S.,  490,  498;  American  Lava  Co.  v.  Steward,  156  Fed.  Rep.,  731, 
737.)  The  amendment  in  this  instance  was  within  the  scope  of  the 
original  application.  In  such  a  case  a  different  rule  applies.  Neither 
the  applicant,  nor  his  administrator  in  case  of  his  death,  is  required 
by  the  statutes  relating  to  patents,  to  make  oath  to  such  an  amend- 
ment. {De  La  Vergne  Machine  Co.  v.  Featheratone,  C.  D.,  1893, 181; 
62  O.  G.,  741 ;  147  U.  S.,  209,  229.) 

Rule  48  of  the  Patent  Office  would  seem  to  require  a  supplemental 
oath  in  such  a  case  as  this.  This  is  no  doubt  an  excellent  rule  of 
practice,  and  we  need  not  pause  to  consider  whether  it  may  be  made 
to  extend  beyond  the  statutory  rule  above  stated.    However  this  may 
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be,  the  established  practioe  of  the  Patent  Office  under  it  is  thus  stated 
in  the  Commissioner's  decision : 

Tbe  question  whether  or  not  a  supplemeutal  oath  should  be  required  has 
been  uniformly  held  by  this  Office  to  be  an  e^  parte  matter  upon  which  the 
premier  determination  of  priority  is  not  dependent 

In  support  of  this  view  a  number  of  former  Office  decisions  are 
cited. 

Were  we  to  hold  that  the  practice  is  unwarranted,  we  would  not  be 
justified  in  awarding  priority  to  the  appellant  because  of  the  allow- 
ance of  the  amended  application  without  a  supplemental  oath.  The 
most  that  we  could  do,  under  such  circumstances,  would  be  to  reverse 
and  remand  the  proceeding  in  order  that  a  supplemental  oath  might 
be  made  and  the  matter  renewed.  It  may  be  that  the  Office  regards 
the  failure  to  require  the  supplemental  oath  under  Rule  48,  as  an 
irregularity  merely,  that  is  cured  by  the  allowance  of  the  amended 
application,  or,  as  intimated  in  the  decision  of  the  Examiners-in- 
Chief ,  that  the  oath  to  the  preliminary  statement  to  the  effect  that  the 
applicant  is  the  inventor  of  the  subject-matter  of  the  counts,  is  suffi- 
cient for  the  purpose.  At  any  rate,  as  no  substantial  right  of  the 
appellant  has  been  affected,  we  will  not  undertake  to  review  the  exer- 
cise of  discretion  by  the  Commissioner  in  regulating  the  practice  of 
the  Patent  Office.  {In  re  MarshutZj  C.  D.,  1898,  687;  86  O.  G.,  778; 
18  App.  D.  C,  228,  286;  /n  re  Fraachj  C.  D.,  1902,  660;  100  O.  G., 
1977;  20  App.  D.  C,  298,  801.) 

We  are  of  the  opinion  that  priority  was  rightly  awarded  to  the 
appellee,  and  the  decision  will  be  affirmed.  The  clerk  will  certify 
this  opinion  to  the  Commissioner  of  Patents.    Affhrmed, 


[Conrt  of  Appeals  of  the  District  of  ColambJa.] 

Hopkins  v.  Newman. 

Decided  Fehmary  18,  1908. 

(184  O.  O.,  2028;  30  App.  D.  C,  402.) 

IsiTBBnEiKKCB—PBioBiTT— Right  to  Make  Glaiics. 

The  original  specification  of  N.'s  application  relating  to  combined  type- 
writing and  adding  machines  did  not  describe  the  adding-machines,  but 
stated  that  the  invention  was  illustrated  "in  connection  with  an  adding- 
machine  of  the  class  known  as  'registering  accountants,'"  and  only  the 
case  and  a  few  minor  elements  thereof  were  shown  in  the  drawings.  Held, 
that  in  view  of  the  evidence  showing  that  such  term  referred  to  a  well- 
known  construction,  and  that  such  construction  was  the  only  one  on  the 
market  which  had  the  distinctive  appearance  illustrated  in  the  drawing, 
N.  had  the  right  to  make  claims  to  a  combination  including  specific  elements 
of  foch  adding-machine.  .g,,,, by GoO^ 
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Mr.  T*  A.  Banning  and  Mr.  Oeorge  R.  HamMn  for  the  appellant. 

Mr.  Edward  Rector^  Mr.  S.  E.  Hibhen^  and  Mr.  F.  P.  Davis  for  the 
appellee. 
Shepabd,  C.J.: 

This  is  an  interference  proceeding  (0.  D.,  1907,  856;  181  O.  6^ 
1161)  the  issue  of  which  is  contained  in  thirteen  counts,  as  follows: 

1.  In  an  adding-machine,  a  platen,  type-carriers,  type  monnted  In  frames  on 
the  carriers,  devices  for  operating  the  carriers  adjacent  to  the  platen,  hammers 
for  driving  the  type  against  the  platen  to  print  nomhers,  and  qiechanism  oper- 
able to  accumulate  the  numbers  so  printed*  in  combination  with  mechanism 
operable  to  print  any  desired  words  on  the  platen  in  allnement  with  the  printed 
numbers. 

2.  In  an  adding  and  writing  machine,  a  platen,  mechanism  operable  to  print 
any  desired  words  thereon,  type-carriers  movable  adjacent  to  the  platen,  mov- 
able type  carried  by  said  carriers,  hammers  for  driving  the  type  against  tbe 
platen  to  print  in  allnement  with  the  words,  and  devices  operable  to  rotate  tbe 
platen  when  the  type-carriers  operate. 

3.  In  an  adding  and  writing  machine,  a  platen,  type-writing  mechanism  oper- 
able to  print  any  desired  words  thereon,  devices  carrying  movable  type  for 
printing  numbers,  means  for  moving  said  devices  adjacent  to  the  said  plates, 
hammers  mounted  in  position  to  drive  the  type  against  the  platen,  and  means  for 
striking  the  hammers-  against  the  type  when  the  type  has  been  positioned  for 
printing. 

4.  In  an  adding  and  writing  machine^  a  platen,  movable  devices  carrying  type^ 
and  hammers  for  driving  the  type  to  record  on  the  said  platen,  in  combinaUoo 
with  type-bars,  and  keys  fiOr  operating  them  to  print  on  the  platen  aforesaid. 

5.  The  combination  of  the  platen,  type-writing  mechanism  opesable  to  print 
any  desired  words  thereon,  devices  independent  of  the  type-writing  mechanism 
movable  adjacent  to  tbe  said  platen,  type  carried  by  said  devices,  and  hammers 
for  driving  the  type  against  the  platen  aforesaid. 

6.  In  an  adding  and  writing  machine,  word-printing  mechanism  havbig  a 
platen,  type-carriers  separate  from  the  word-printing  mechanism,  and  hammers 
for  driving  the  type  in  the  carriers  to  print  on  the  platen  aforesaid. 

7.  In  an  adding  and  writing  machine,  word-printing  mechanism  having  • 
platen,  type-carriers  separate  from  the  word-printing  mechanisnii  type  tn  said 
carriers,  hammers  for  driving  the  type  to  print  on  the  platen  aforesaid,  and 
devices  for  drawing  the  hammers  away  from  the  type  after  operation. 

8.  In  an  adding  and  writing  machine^  word-printing  mechanism  luving  • 
platen,  type-carriers  separate  from  the  word-printing  mechanism,  devices  f6r 
operating  the  type-carriers,  hammers  for  driving  the  type  to  print  numbers  oo 
the  platen  aforesaid  and  totalizing  mechanism  operable  to  totaliie  the  numbers 
so  printed. 

9.  In  an  adding  and  writing  machine,  the  combination  with  the  word-printing 
mechanism  having  a  platen  arranged  to  carry  paper,  of  devices  carrying  type 
independent  of  the  word-printing  meclunism,  means  for  moving  said  devices 
toward  the  platen  as  required  for  printing  numliers  thereon,  means  for  prlntlOK 
the  number  by  use  of  the  type  after  said  devices  have  been  so  moved,  and  a 
totalizer  operable  to  add  the  numbers  as  printed. 

10.  In  an  adding  and  writing  machine,  the  combination  with  the  word*prlnting 
mechanism  having  a  platen  arranged  to  carry  paper,  of  devices  carrying  type 
independent  of  the  word-printing  mechanism,  means  for  moving  said  devices  to 
printing-position  adjacent  to  the  platen  as  required  for  printing  numbers,  i 
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for  recording  after  said  devices  stop  adjacent  to  the  platen,  a  totalizer,  and 
means  for  operating  the  same  after  each  number  has  been  recorded. 

11.  The  combination  with  word-printing  mechanism  having  a  platen  arranged 
to  carry  paper,  of  type-carriers  separate  from  the  word-printing  mechanism,  a 
series  of  relatively  movable  types  carried  by  each  type-carrier,  means  for  mov- 
ing the  type-carriers  toward  the  platen,  stops  to  limit  movement  of  the  type- 
carriers,  and  hammers  for  driving  the  type  to  print 

12.  The  combination  with  word-printing  mechanism  having  a  platen  arranged 
to  carry  paper,  of  devices  carrying  type  independent  of  the  word-printing 
mechanism,  means  for  alining  any  desired  type  carried  by  the  said  devices 
adjacent  to  the  platen  aforesaid,  means  for  driving  the  type  so  alined  against 
the  said  platen  to  print,  and  automatic  means  for  rotating  the  platen  after  the 
type  has  been  driven  to  print. 

13.  In  a  machine  of  the  character  described,  word-printing  mechanism  having 
a  platen  arranged  to  carry  paper,  adding  mechanism,  typeKsrriers  separate 
firom  the  word-printing  mechanism,  a  series  of  relatively  movable  type  carried 
by  each  of  said  typoK^arriers,  means  for  alining  any  desired  type  on  the  type- 
carriers  adjacent  to  the  platen  aforesaid,  means  for  driving  the  type  so  alined 
against  the  said  platen  to  print  numbers,  and  means  for  operating  the  adding 
mechanism  to  add  the  numbers  so  printed. 

Tjrpe-writingy  and  adding  machines  had  long  been  in  separate  use 
before  the  conception  of  the  invention  of  the  issue  which  consists  in 
combining  the  two  without  introducing  any  novel  elements  into 
either.  The  old  elements  of  the  adding-machine  operate  in  the  com- 
bined machine  in  the  same  way  and  perform  the  same  functions  as 
when  operated  separately.  The  adding-machine  used  by  Newman 
is  described  as  the  ^'  Registering  Accountant,''  that  had  been  invented, 
patented,  and  put  into  general  commercial  use  by  Burroughs.  It  is  of 
the  class  that  prints  the  numbers  added  together,*  and  also  prints  the 
total  upon  a  sheet  of  paper  carried  upon  a  platen  or  roller  similar  to 
that  used  in  the  ordinary  type-writers.  The  combination  of  the  two 
machines  is  effected  by  arranging  a  single  platen  or  roller  to  cooperate 
with  the  printing  mechanisms  of  both  the  type-writing  and  the  add- 
ing machine.  Newman's  combination  consists  in  placing  the  type- 
writing and  the  adding  machine  side  by  side,  and  providing  suitable 
means-  for  conducting  the  platen  or  roller  from  a  position  where  it 
cooperates  with  the  printing  mechanism  of  the  type-writing  machine 
to  a  position  where  it  cooperates  with  the  printing  mechanism  of  the 
adding-machine.    As  described  by  Newman : 

In  the  combined  type-writing  and  adding  machine,  the  same  carriage  or  platen 
suffices  for  both  machines,  the  carriage  of  the  adding  machine  being  removed 
when  the  type-writing  machine  is  connected  up  or  combined  with  it. 

He  states  that  one  of  the  objects  of  his  invention  is: 

To  provide  type-writing  mechanism  and  special  means  for  combining  such  mech- 
anism with  such  an  adddlng-machlne,  whereby,  when  the  two  machines  are  con- 
jointly operated,  the  whole  of  a  bill,  statement,  pay-roll.  etc..  except  the  rolumn 
of  numbers  to  be  added  and  the  total  thereof,  will  be  printed  by  the  tyi)e- writing 
mechanism  while  the  adding-machine  will  perform  In  full  the  snme  work  for 
which  it  is  intended  when  It  Is  to  \w  oiMM*.Mt(Ml  liKl4'i»eiuleiitly.  ^ 
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In  Hopkins's  combination,  the  two  mechanisms  are  not  fused  to- 
gether as  contended ;  but  the  type- writing  mechanism  is  superimposed 
upon  the  adding  mechanism.  Notwithstanding  the  difference  betweto 
the  two  structures  in  this  respect,  the  purpose  and  result  are  substan- 
tially the  same.  In  both,  the  two  mechanisms  operate  independently 
of  ^tch  other  and  are  brought  into  cooperative  relationship  by  the 
platen  or  roller.  Some  of  the  claims  of  the  issue  specify  that  the 
type-carriers  are  separate  from  the  word-printing  mechanism.  And 
Hopkins  stated  one  of  the  objects  of  his  mechanism  to  be — 

to  produce  an  adding  and  writing  machine,  the  two  departments  of  which  are 
conjointly  or  separately  operable,  for  the  purpose  of  printing  either  Joint  or  in- 
dependent records. 

By  means  of  the  combination  of  the  issue  it  is  made  possible  to 
write  and  foot  up  a  bill  or  statement  of  account  by  the  mechanical 
operation  of  printing  the  several  items  of  the  same  on  the  type-writ- 
ing machine,  and  printing  and  adding  the  figures  upon  the  adding- 
machine,  with  the  cooperation  of  a  single  platen  or  roller. 

Newman's  application  was  filed  February  7, 1901,  and  that  of  Hop- 
kins January  24, 1908 ;  and  it  appears  that  a  former  interference  had 
been  declared  between  them.  The  issue  of  that  interference  is  defined 
in  the  three  following  counts: 

1.  The  comhination  with  a  type-writing  mechanism  and  an  adding  mechaniam, 
of  a  paper-carriage,  a  roller  or  platen  thereon  arranged  to  feed  a  sheet  of  paper 
to  both  mechaniams,  and  means  for  rotating  the  roUer  operated  by  a  part  of 
the  adding-machine. 

2.  The  combination  w^th  a  type-writing  mechanism,  and  an  adding  merhaniam, 
of  a  paper-carriage,  a  roller  or  platen  thereon  arranged  to  feed  a  sheet  of  paper 
to  both  mechanisms,  and  means  for  rotating  the  roller  operated  by  a  part  of 
the  adding  mechanism  or  manually  as  desired. 

8.  The  combination  with  a  type-writing  mechanism,  and  an  adding  mechan- 
ism, of  a  paper-carriage,  a  roller  or  platen  thereon  arranged  to  feed  a  sheet  of 
paper  to  both  mechanisms,  manually-operated  mechanism  for  rotating  tbe 
roller,  and  automatic  means  for  rotating  the  roller  at  the  end  of  e^ch  line  of 
priiiting. 

Hopkins  failed  to  file  the  preliminary  statement  required,  and  a 
decision  was  rendered  in  favor  of  Newman.  Thereafter,  the  Primary 
Examiner  rejected  ten  claims  of  Hopkins  that  were  in  hb  application 
at  the  time  of  the  declaration  of  this  first  interference,  and  the  three 
new  claims  added  subsequently,  on  the  ground  that  they  were  all 
readable  on  the  structure  disclosed  in  Newman's  application,  and 
therefore  concluded  by  the  former  adjudication.  This  objecticm  was 
afterward  withdrawn,  the  claims  allowed,  and  the  present  interfer- 
ence declared.  Hopkins  moved  to  dissolve  this  second  interference  on 
the  two  grounds  that  there  was  no  interference  in  fact,  and  that  New- 
man had  no  right  to  make  the  claixns. 
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Newman  also  moved  to  dissolye  on  the  grounds  that  Hopkins  had 
no  right  to  make  the  daims,  and  that  the  question  of  priority  was  res 
adjudicaia.  Both  motions  were  denied  by  the  Primary  Examiner. 
Newman  took  no  testimony  as  to  date  of  conception  and  reduction  to 
practice  but  relied  on  the  filing  date  of  his  application  therefor. 

In  a  lengthy  and  well-considered  decision^  the  Examiner  of  Inter- 
ferences awarded  priority  to  Newman.  He  held  that  Newman  had 
the  right  to  make  the  claims,  was  the  first  to  conceive  the  invention, 
and  also  that  the  question  of  priority  was  settled  by  the  former  de- 
cision. The  same  conclusions  were  reached  by  the  Examiners-in- 
Chief ,  and  the  Commissioner  in  turn,  and  the  decision  in  favor  .of 
Newman  was  aflSrmed. 

The  contention  that  Newman  had  no  right  to  make  the  claims  of 
the  issue,  is  founded  on  the  fact  that  his  application  did  not  disclose 
certain  elements  of  the  adding-machine  recited  in  the  counts  thereof. 
This  was  overruled  by  the  Primary  Examiner,  and,  as  we  have  seen, 
by  each  tribunal  of  the  Office. 

It  is  true  that  the  Newman  application  does  not  specifically  de- 
scribe certain  elements  of  the  adding-machine  that  are  recited  in  the 
claims  of  the  issue.  His  drawing  and  specification  show  a  type- 
writing and  adding  machine  placed  side  by  side,  with  suitable  means 
for  adapting  a  single  platen  to  cooperate  with  the  printing  mechanism 
of  each  machine.  The  printing  mechanism  of  the  type-writer  is 
shown  in  the  drawing  and  described  together  with  the  mechanism 
tar  actuating  and  controlling  the  movement  of  the  platen.  The 
drawing  shows  only  the  case  and  a  few  minor  elements  of  the  adding- 
machine.  The  application  to  which  this  drawing  is  attached  con- 
tains, among  others,  the  following  statements : 

My  Invention  relates  to  combined  type-writing  and  adding  maclilnea  and  has 
for  its  object  to  provide  type-writing  nieclianiflm  and  improved  means  for  com- 
bining the  same  witli  adding  mechanism. 

In  the  present  embodiment  of  my  invention  I  have  iUnstiated  it  in  connection 
with  an  adding-machine  of  the  class  known  as  *'  Registering  Accountants  '*  and 
a  special  object  of  the  present  invention  is  to  provide  means  whereby  type- 
writing mechanism  may  l>e  combined  with  such  an  adding-machine. 

As  la  well  known  to  those  skilled  in  the  art,  adding-machines  of  the  class 
mentloDed  are  provided  with  keyboards  and  in  their  operation  they  print  the 
several  numbers  to  be  added  as  well  as  the  sums  of  said  numbers. 

In  the  first  action  taken  in  the  Office  on  Newman's  application,  he 
was  requested  by  the  Examiner  in  charge  to  state  the  name  of  the 
patentee  of  the  adding-machine  which  he  had  referred  to  as  the 
*^  Registering  Accountant.'^  He  responded  with  an  amendment  stat- 
ing that  the  machine  was  one  that  had  been  patented  to  Burrou^s, 
No.  504,M8,  on  September  12,  1898.  No  further  identification  or 
description  was  called  for.    The  Burroughs  patent  and  machine,  r 
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designkted,  show  the  specific  features  of  the  adding-machine  specified 
in  the  claims  of  the  issue. 

The  testimony  shows  that  the  Burroughs  adding-machine  was  on 
the  market  first  in  1892  and  continually  until  aft^r  Newman's  applica- 
tion had  been  filed,  and  that  the  name  ^Registering  Accountant" 
had  been  put  in  a  prominent  place  on  every  machine  The  words  were 
also  used  on  the  stationery,  letterheads  and  in  the  pamphlets  of  the 
makers,  which  contain  illustrations  of  the  machine  substantially  the 
same  as  shown  in  Newman's  drawings.  Expert  witnesses  for  Hop- 
kins testified  that  they  could  not  construct  a  machine  embodying  the 
issue  of  the  interference  from  Newman's  specifications  and  drawings 
alone,  because  the  details  of  the  adding-machine  were  not  therein 
shown.  But  one  of  these  said,  on  cross-examination,  that  the  keys 
and  case  shown  in  Newman's  drawings  resembled  the  Burroughs  ma- 
chine, that  he  knew  of  no  other  machine  having  the  distinctive  ap- 
pearance of  the  Burroughs,  and  that  he  could  recognize  the  Burroughs 
machine  from  a  side  view.  Another  said  that  the  Burroughs  machine 
comprises  accumulating  mechanism,  sector-bars  or  type-carriers, 
movable  type  in  such  bars,  and  a  series  of  hammers  for  driving  the 
type.  These  are  elements  of  the  issue  nol  specifically  disclosed  in 
Newman's  application.  A  third  said  that  all  the  elements  whidi  he 
had  said  were  not  specifically  shown  in  Newman's  application  were 
embodied  in  the  Burroughs  machine  as  made  in  1901  and  several 
years  before,  and  well  known  as  the  Burroughs  ^Registering  Ac- 
countant." He  also  said  the  outline  and  certain  details  of  the  New- 
man drawing  had  the  appearance  of  the  Burroughs  machine,  and  he 
knew  of  no  other  machine  having  those  distinctive  outlines.  Further, 
he  said,  that  from  the  drawings  and  descriptions  of  Newman  he 
could  construct  a  type-writer  and  paper-carriage  which  might  be  at- 
tached to  a  Burroughs  machine,  though  he  could  not  therefrom  con- 
struct the  adding  machine.  He  was  then  asked:  ^^But  you  could 
construct  the'  type-writer  and  paper-carriage  in  such  manner  as  to 
use  the  same  in  connection  with  a  regular  Burroughs  machine,  used 
bodily,  with  the  paper-support,  of  course,  unmoved!  "  To  which  he 
answered  '^  Yes."  Now,  while  one  unskilled  in  the  art  and  relying 
alone  on  the  drawings  and  specification  of  Newman,  could  not  have 
made  the  adding-machine  referred  to  therein,  it  is  perfectly  plain  that 
one  so  skilled  could  readily  have  constructed  it;  and  having  con- 
structed it  could  then  construct  the  type-writing  machine  and  con- 
nections, from  Newman's  drawings  and  specification,  and  produce  the 
combination  of  the  issue.  Newman  did  not  undertake  to  make  any 
change  in,  or  improvement  upon  the  adding  mechanism  of  the  well- 
known  "  Registering  Accountant,"  patented,  manufactured  and  sold 
by  Burroughs,  which  he  described  as  a  part  of  his  combination.  His 
invention  began  with  it,  and  consisted  in  combining  therewith  the 
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type- writing  machine,  and  making  the  specified  change  in  the  car- 
riage whereby  a  single  platen  is  made  to  cooperate  with  the  separate 
printing  mechanisms  of  the  two  machines  in  combination.  The  speci- 
fication and  drawings  describing  the  ^^  Registering  Accountant  ^  as 
the  adding-machine  of  the  combination,  the  want  of  specification  of 
its  elements  and  their  functions  was  supplied  and  rendered  certain 
by  the  reference.  What  was  new  he  described  with  sufficient  detail, 
and  it  was  not  essential  to  describe  that  which  was  old  and  well 
known.   As  was  aptly  said  by  the  Commissioner : 

The  q)eclflcation  of  a  patent  is  addressed  to  persons  skilled  in  the  art,  and 
a  disclosure  therein  which  is  sufficient  to  enable  such  persons  to  make  and  use 
the  same  constitutes  a  compliance  with  the  requirements  of  section  4888  of  the 
Revised  Statutes. 

The  doctrine  is  well  established.  {Kilhoum  v.  Himer,  C.  D.,  1907, 
652;  -128  O.  G.,  1689;  29  App.  D.  C,  54,  60;  Webster  Loam  Co.  v. 
Higgins,  C.  D.,  1882, 286 ;  21  O.  G.,  2031 ;  105  U.  S.,  580, 586 ;  Carnegie 
Steel  Co.  V.  Cambria  Iron  Co.^  C.  D.,  1902,  592;  99  O.  G.,  1866;  186 
U.  S.,  408,  487.) 

The  tribunals  of  the  Patent  Office  also  concurred  in  holding  that 
Hopkins's  evidence  was  insufficient  to  show  a  conception  of  the  in- 
vention earlier  than  the  date  on  which  Newman's  application  had 
been  filed;  and  we  see  no  reason  to  doubt  the  correctness  of  their 
conclusion.  As  Newman  was  entitled  to  make  the  claims  of  the 
issue  under  the  description  in  his  application,  and  was  the  first  to 
conceive  the  invention  disclosed,  it  foUows  that  he  is  entitled  to  the 
award  of  priority. 

This  renders  it  unnecessary  to  consume  time  with  the  discussion 
of  the  effect  of  the  former  adjudication  in  his  favor  upon  the  issue 
as  disclosed  in  the  first  interference. 

For  the  reas<His  given,  we  are  of  the  opinion  that  the  decision 
awarding  priority  of  invention  to  Newman  was  right,  and  it  will 
therefore  be  affirmed;  and  this  decision  certified  to  the  Commis- 
sioner of  Patents  as  the  law  requires.    Affirmed. 


(Court  of  Appeals  of  the  District  of  Columbia.] 

The  Winchester  Bepeatinq  Arms  Company  v.  The  Peters  Car- 

TRmOE  COMPANT. 

Decided  March  5, 1908. 

134  O.  G.,  2080;  30  App.  D.  C,  60S. 

Tsadb-Mabks — **  Selt-Loaoino  ** — Descbiptivb. 

The  words  "Self-Loading**  ae  applied  to  a  cartridge  adapted  for  use 
with  an  automatic  gun  are  descriptfve  and  not  registrable  as  a  technical 
trade-mark.  C"nin,n]f> 
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Mr.  George  D.  Seymour  for  the  appellant. 
Mr.  Frank  T.  Broum,  Mr.  F.  A.  Hopkins^  and  Mr.  Arthur  L 
Sprinkle  for  the  appellea 

BoBB,  J.: 

This  is  an  opposition  by  The  Peters  Cartridge  Company  to  the 
registration  of  the  words  ^^  Self -Loading  "  as  a  technical  trade-maik 
for  cartridges.  (C.  D.,  1907,  181;  128  O.  G.,  8287.)  The  grounds 
of  the  opposition  are  that  The  Peters  Cartrid^  Company  is  a  manu- 
facturer of  cartridges  similar  to  and  susceptible  of  the  same  use  as 
those  manufactured  by  appellant,  and  that  the  mark  sou^t  to  be 
registered  is  a  necessary  and  desirable  term  to  apply  to  certain  forms 
of  cartridges. 

The  record  discloses  that  appellant  put  upon  the  market  a  gun 
of  the  type  theretofore  known  as  ^^  automatic  ^  and  widely  advertised 
it  as  ''  Winchester  Model  1905  Self -Loading  Rifle,"  and  that  shortly 
thereafter  it  designed  and  put  upon  the  market  cartridges  adapted 
for  use  in  the  new  gun  and  which  it  advertised  and  sold  as  ^  Win- 
chester Self -Loading "  cartridges.  The  record  further  shows  that 
in  seventeen  different  patents  issued  by  the  Patent  Office  from  1837 
to  1864  the  term  ^^  self-loading  '^  has  been  applied  to  firearms  either 
by  the  patentee  in  describing  his  invention  or  by  the  Patent  Office, 
and  that  the  term  as  applied  to  guns  is  synonymous  with  ^  automatic.'' 

Counsel  for  appeUant  in  his  brief  concedes  that  the  words  ^  Self- 
Loading  "  when  applied  to  a  gun  are  ^^  descriptive  of  the  performance 
of  the  gun  in  loading  itself."  It  necessarily  follows  that  the  w(M^ 
would  not  be  entitled  to  registration  as  a  technical  trade-mark  for 
guns.  But,  a  gun  is  no  more  self-loading  than  is  a  cartridge,  since 
it  is  the  recoil  of  the  cartridge  when  fired  that  operates  the  breedi 
mechanism  of  the  gun  and  thereby  ejects  the  empty  shell  and  permits 
a  fresh  cartridge  to  take  its  place  in  the  gun-chamber.  ^Self- 
Loading,"  when  applied  to  a  gun,  suggests  to  the  trade  a  so-called 
automatic  gun,  and  when  applied  to  a  cartridge  suggests  with  equal 
force  and  aptness  the  function  of  the  cartridge.  Moreover,  it  is  per- 
fectly apparent  from  an  examination  of  the  record  that  appellant 
selected  these  words  and  attempted  to  trade-mark  them  because  they 
aptly  informed  the  trade  of  the  purpose  for  which  its  goods  are  made 
and  of  the  use  to  which  they  are  to  be  put.  The  case,  therefore,  faUs 
within  the  ruling  of  the  American  Circular  Loom  Co.  case,  (C.  D., 
1907,  481;  127  O.  G.,  393;  28  App.  D.  C,  450,)  where  it  was  held 
that  the  words  "  circular  loom  "  when  applied  to  "  conduits  and  cov- 
erings for  electrical  conductors  containing  a  resilient  spiral  lining " 
are  not  registrable  as  a  trade-mark  because  ^^  descriptive  in  the  sense 
of  the  law  forbidding  registrating  as  a  trade-mark.''  The  record 
discloses  that  there  is  nothing  patentable  about  the  cartridge  to  which 
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the  exdusive  privilege  of  applying  these  words  is  sought.  The  grant 
of  such  a  privilege  would  result  in  a  decided  advantage  to  appellant 
and  enable  it  to  enjoy  a  measurable  monopoly  not  contemplated  or 
authorized  by  law. 

We  conclude,  therefore,  that  the  appellant  has  no  ri^t  exclusively 
to  use  these  words  as  applied  to  cartridges,  and  that  the  Commis- 
sioner was  right  in  so  holding,  the  decision  appealed  from^  there- 
fare^  is  affirmed.  The  clerk  of  the  court  will  certify  this  opinion 
and  the  proceedings  in  this  court  to  the  Commissioner  of  Patents^  in 
accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Columbls.] 

J.  C.  SoMEBs  &  Co.  V.  Neuman,  Executor  of  the  Last  Will  and 
Testament  of  J.  F.  Horn. 

Decided  April  7,  1908. 

134  O.  G.,  2031 ;  31  App.  D.  C,  183. 

1.  TaADK-MABKS — IlTTBBFEBENCB — IdbNTITT    OF    QOODS— ThB    QUESTION    SHOULD 

Not  Be  Raised  fob  the  Fibst  Time  on  Appeal. 
The  question  of  interference  in  fact  should  be  raised  before  the  Examiner 
of  Interferences  in  accordance  with  the  requirements  of  Rule  40  of  the 
Trade-Mark  Rules  within  the  time  stated  therein.    It  will  not  be  deter- 
mined on  appeal  when  not  properly  raised  below. 

2.  Sahb — Same— Class  of  Mebchandibe. 

Held  that  an  application  for  registration  of  a  trade-mark  for  whisky  is 
not  restricted  to  com  whisky. 

Mr.  R.  H.  McNeill  for  the  appellant. 

Mr.  A.  E.  Wallace  and  Mr.  E.  T.  Fenwick  for  the  appellee. 

RoBB,  /.; 

This  is  a  trade-mark  interference  case  in  which  appellants  seek  a 
review  of  the  decision  of  the  Commissioner  of  Patents  awarding 
priority  of  adoption  and  use  to  appellee  of  the  words  "  Poplar  Log  " 
or  "  Old  Poplar  I>og  "  as  a  trade-mark  for  whisky. 

The  Examiner  of  Interferences  and  the  Commissioner  in  turn  have 
given  careful  consideration  of  the  evidence  in  the  case,  and  concur  in 
finding  that  the  appellee  adopted  and  used  these  marks  many  years 
prior  to  1884,  the  earliest  date  claimed  by  appellants.  We  have  care- 
fully reviewed  the  testimony  introduced  by  appellee,  and  agree  fully 
with  the  Patent  Office  tribunals,  whose  findings  of  fact  in  a  case  like 
this  should  receive  great  consideration. 
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The  appellee  in  support  of  his  own  testimony  produced  his  books 
and  several  disinterested  witnesses.  No  effort  has  been  made  to  im- 
peach or  contradict  him  or  his  witnesses.  We  think  he  has  shown 
that  he  started  in  the  wholesale  liquor  business  in  1869 ;  that  he  subse- 
quently in  1874  engaged  in  distilling;  that  from  1869  he  has  con- 
tinuously handled  ^^  Poplar  Log ''  whisky ;  that  he  originated  tlus 
brand;  that  it  has  become  identified  with  his  name;  that  he  sold  this 
brand  of  whisky,  either  labeled  or  otherwise  marked  as  such,  in  bar- 
rels and  bottles  throughout  many  of  the  Southern  States  and  later  in 
New  York  State.  We  do  not  deem  it  necessary  to  consider  in  greater 
detail  appellee's  evidence. 

The  question  was  raised  before  the  Commissioner  for  the  first  time 
that  there  is  no  interference  in  fact  between  these  parties,  because  ap- 
pellants adopted  the  words  ^^  Poplar  Log  "  as  a  trade-mark  for  com 
whisky  and  the  testimony  shows  that  appellee  has  used  the  mark  in 
connection  with  the  sale  of  rye  whisky.  Bule  49  of  the  Rules  of  the 
Patent  Office  relating  to  trade-marks  requires  such  a  question  to  be 
raised  within  the  stated  time  before  the  Examiner  of  Interferences, 
who  in  turn  is  directed  by  the  rule  to  transmit  the  papers  to  the  Ex- 
aminer in  charge  of  trade-marks  for  his  determination.  Thb  rule 
is  within  the  authority  of  the  Commissioner  of  Patents  to  promulgate, 
and  must  be  complied  with.  Manifestly  this  court  will  not  determine 
questions  not  properly  raised  below.  The  Examiner  in  charge  of  trade- 
marks is  peculiarly  qualified  by  reason  of  his  training  and  experience 
to  pass  primarily  upon  such  a  question,  and  the  parties  and  the  Com- 
missioner of  Patents  and  this  court  are  entitled  to  the  benefit  of  Us 
finding.  It  would  be  manifestly  unjust  to  permit  the  defeated  party, 
who  has  unsuccessfully  endeavored  to  prevent  his  adversary  from 
obtaining  registration,  to  now  contend  that  no  interference  in  fact 
exists.  It  may  be  stated,  however,  that  in  this  case  the  application 
of  appellants  is  not  restricted  to  corn  whisky  but  for  use  as  a  trade- 
mark for  whisky. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
derk  of  the*  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents,  in  accordance  with  law.  Af- 
"firmed. 


[Court  of  Appeals  of  the  DlBtrtct  of  Columblft.] 

Fbnnbr  V,  BUIKE. 

Decided  March  5,  iPOS. 

Id4  O.  G.  2244 ;  90  App.  D.  C,  607. 

lNTEBFEBEnCl>— OBIQINALXTT — DlSCIX>Sn]IE   MUST   INCLITDB   IDKA  OF  MKAHa 

The  communication  of  an  idea  of  the  desirability  of  accompllBhing  a  ce^ 
tain  recinlt,  without  a  disclosure  of  the  means  to  be  onployedt  cannot  be 
regarded  as  a  communication  of  an  invention,      gtized by C 
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Mr.  J.  C.  Pennie  and  Mr.  C.  J.  OWeill  for  the  appellant. 
Mr.  W.  S.  Duvall  for  the  appellee. 

Sbspasd,  /./ 

Charles  L.  Fenner  appeals  from  the  decision  of  the  Commissioner 
of  Patents,  in  an  interference  case,  a\Yarding  priority  of  invention  of 
a  combination  of  bed  and  couch,  to  his  opponent  John  L.  Blake. 

The  issue  contained  twenty-one  counts.  Three  of  these,  numbers 
1,  7,  and  21,  were  set  out  in  the  decision  below  as  sufficient  to  indicate 
the  scope  of  the  invention.  This  seems  a  correct  conclusion,  and  has 
been  acquiesced  in  by  the  parties.    Those  counts  are  as  follows: 

1.  In  a  combined  bed  and  couch,  tbe  combination  with  the  bed-frame  of  a 
laterally-movable  support  pivoted  to  the  bed-frame,  a  seat  member  and  a  back 
member  pivotally  connected  together  and  to  said  support,  and  an  equalizing 
member  pivoted  to  the  bed-frame  and  to  one  of  said  members. 

7.  In  a  combined  bed  and  couch  the  combination  with  the  bed-frame  com- 
prising a  base  and  ends,  of  two  roclcer-arms  pivoted  to  said  frame,  tbe  seat  and 
back  members  pivoted  to  each  other  and  to  said  roclcer-arms  respectively  and 
movable  from  a  position  in  alinenient  with  each  other  to  a  position  at  right 
angles  to  each  other,  releasnble  loclcing  means  for  holding  said  members  in  th(^ 
right-angled  position,  and  an  arm  pivoted  to  one  of  said  members  and  to  said 
frame  so  as  to  swing  said  members  laterally  when  they  are  swung  on  the  rocker- 
arms. 

21.  In  a  combined  bed  and  couch,  the  combination  with  the  bed-frame,  of  a 
swinging  support  mounted  thereon,  the  sent  and  back  members  pivotally  con- 
nected with  said  support  and  each  other,  an  arm  pivoted  to  the  bed-frame  and 
to  one  of  said  members  and  positioned  so  as  to  swing  the  said  support  when 
the  member  to  which  the  arm  is  pivoted  is  swung  on  the  support,  a  staple 
mounted  on  one  of  said  members,  an  arm  slidably  moimted  in  said  staple  and 
having  a  notch  for  engaging  the  staple,  a  dog  pivoted  to  the  notched  arm  and 
provided  with  a  notch  for  engaging  the  staple  so  as  to  disengage  the  arm 
carrying  it  from  the  staple  upon  proper  relative  movement  of  said  members. 

The  invention  of  the  issue  is  an  improvement  in  bed-couches  of 
what  is  called  the  Davenport  type  or  style,  in  which  the  back  of  the 
couch  is  adapted  to  be  dropped  to  the  plane  of  the  seat,  thereby  form- 
ing a  bed.  The  mechanism  for  accomplishing  this  comprises  two 
iron  members  attached  to  the  seat  and  back  respectively  and  hinged 
together,  a  member  pivoted  to  the  pintle  of  the  hinge  and  also  the 
base  of  the  couch,  which  is  called  the  suspension-bar,  and  a  link 
pivotally  attached  to  the  end  and  to  the  back  of  the  couch,  called 
the  equalizing-bar.  The  back  of  the  couch  is  kept  in  its  vertical  posi- 
tion by  means  of  a  latch,  which  is  automatically  disengaged  by  raising 
the  seat  Upon  lowering  the  back  the  seat  is  carried  forward  by  the 
suspending  and  equalizing  bars  to  the  extent  that  the  seat  and  back 
project  equal  distances  beyond  the  base  or  box  of  the  couch  when 
transformed  into  a  bed. 

Blake's  application  was  filed  September  30,  1904.  Fenner  filed 
his  application  October  3, 1904,  and  received  a  patent  thereon  May  16, 
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1905.  As  Blake's  application  was  in  the  Office,  Fenner  takes  no 
advantage  by  virtue  of  his  patent,  and  has  the  ordinary  burden  of 
the  junior  party  in  interference. 

Fenner  was,  at  the  time  the  invention  was  made,  general  manager 
of  the  furniture  factory  of  V.  K.  Sammons  in  Kansas  City,  Mo. 
Blake  was  the  foreman  of  the  upholstery  department  of  the  same 
factory,  and  had  charge,  also,  of  the  assembling  of  the  parts  of 
couches  made  therein.  The  invention  was  developed  and  reduced  to 
practice  in  the  factory  during  the  summer  of  1903. 

The  issue  between  the  parties  is  that  of  originality.  The  swinging 
couch  embodying  the  invention  of  the  issue  of  the  interference  was 
assembled  by  Blake  in  his  department,  and  was  shortly  thereafter 
sold.  Others  were  thereafter  made  and  sold  by  Sammons.  The 
Sammons  factory  had  previously  manufactured  and  sold  Daven- 
port couches  of  what  was  called  the  " sliding **  and  "gate-end" 
patterns.  These  were  not  satisfactory  because  to  convert  the  coudi 
into  a  bed,  it  had  to  be  pushed  away  from  the  wall,  the  result  of 
which  was  the  moving  and  frequent  injury  of  carpets.  Besides,  they 
did  not  work  satisfactorily  in  some  other  respects.  Fenner  clainos 
to  have  conceived  the  idea  of  the  swinging  couch  in  order  to  overcome 
said  defects.  He  claims  that  he  directed  the  construction  of  the 
hinges  and  bars,  and  directed  their  new  arrangement,  and  that  the 
work  done  by  Blake  in  assembling  the  parts  was  under  his  instruc- 
tions. Blake  claims  to  have  discovered  the  improvement,  without 
suggestion  from  Fenner  or  any  one  else,  and  to  have  constructed  and 
assembled  the  parts  of  the  first  swinging  couch  that  was  made. 

The  Examiner  of  Interferences  was  of  the  opinion  that  Fenner 
had  not  communicated  the  invention  to  Blake,  and  decided  in  favor 
of  the  latter.  The  Examiners-in-Chief  reversed  his  decision  and 
awarded  the  invention  to  Fenner.  On  appeal  to  the  Commissioner, 
who  agreed  with  the  Examiner  of  Interferences,  the  last  decision  ii?as 
reversed. 

Owing  chiefly  to  lengthy  examinations  and  cross-examinations  of 
the  witnesses  produced,  the  record  of  the  evidence  is  voluminous. 
The  material  portions  of  this  evidence  have  been  reviewed  at  length, 
and  fairly,  in  the  several  decisions  of  the  Patent  Office. 

We  concur  in  the  conclusions  of  the  Examiner  of  Interferences  and 
Commissioner,  and  as  the  decision  of  the  latter  will,  therefore,  be 
affirmed,  we  think  it  would  serve  no  important  purpose  to  add  any- 
thing to  their  discussion  of  the  testimony. 

It  is  sufficient  to  say,  that  Blake  undoubtedly  assembled  all  the 
parts,  and  produced  the  first  construction  embodying  the  invention, 
that  was  seen  in  the  Sammons  factory;  and  that  while  Fenner,  w 
well  as  others,  realized  the  importance  of  improving  upon  the  sliding 
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Davenport,  of  former  maiitiAictarey  and  may  have  had  the  idea  of 
substituting  a  swinging  one  therefor,  he  has  failed  to  prove  a  con- 
ception of  the  means  to  accomplish  tlie  desired  result,  much  less  its 
communication  to  Blake. 

Fenner  having  failed  to  overcome  the  case  in  favor  of  Blake,  the 
Commissioner  was  right  in  awardijig  the  invention  to  Blake.  The 
decision  will,  therefore,  be  affirmed.  The  clerk  will  certify  this  deci- 
sion to  the  Commissioner  of  Patents  as  required  by  law.    Affimhed. 


[Goort  of  Appeals  of  the  DlBtrlet  of  Columbia.] 

American  Stove  Compant  v.  Deiboit  Stove  Works  and  Babstow 
Stove  Company.  Babstow  Stove  Company  v.  Detroit  Stove 
Works  and  American  Stove  Company. 

DeoMed  May  6, 1908. 
134  O.  G.,  2246;  81  App.  D.  O^  804. 

1.  TBA0R-MABK»— RBGISTRATIOR  UlfDEB  INTALID  ACT  Of  1870~BVIDENOB  OF  OLAIM 

or  OWNEBSHIP. 

Although  the  Trade-Mark  Act  of  1870  was  held  unconstitutional,  the  reg- 
istratioii  of  a  mark  under  that  act  is  evidence  of  a  claim  to  the  mark  hy 
the  registrant  as  of  the  date  of  the  registration. 

2.  Samb— Vafob-Stovbb  aed  Coal-Stovss  Goods  of  Bams  Dksgbiftxvb  Prop- 


Gasolene  and  vapor  stoves  are  used  for  the  samie  purpose  as  coal  and  wood 
stoves  and  belong  to  the  same  genus.    One  who  adopts  the  word  "Jewel " 
as  a  trade-mark  for  gasolene  and  vapor  stoves  with  full  knowledge  of  the* 
use  at  that  time  of  the  same  word  for  coal  and  wood  stoves  is  not  entitled 
to  registration. 

8am»— IwTMi'BaEiiog— Rbhrartno  to  Admit  Nrwlt-Disooveres)  Bvdbncb— 
Appeal. 
The  reopening  of  a  case  for  the  introduction  of  newly-dlscoverd  evidence 
is  always  a  matter  for  the  trial  court  and  in  its  discretion,  and  the  Gourt 
of  Appeals  of  the  District  of  Columbia  will  not  review  the  decision  of  the 
Commissioner  of  Patents  upon  this  point,  except  where  it  appears  that 
tiiere  has  been  an  abuse  of  discretion. 
Sams— 8AH»—TBSTiHoinr— Leading  Questions. 

**  We  have  observed  a  tendency  on  the  part  of  patent  attorneys  to  dis- 
regard the  rules  of  evidence  by  asking  questions  grossly  leading  and  sug- 
gestive, and  it  may  not  be  amiss  to  state  that  where  timely  objection  is 
noted  in  the  record  this  court  will  be  disposed  to  apply  the  rule  and  entirely 
disregard  such  testimony." 
Save — Samb—Testimont    Showing    Manufaotube    of    Abtioles — Sales 

ASSI7MB>. 

In  a  trade-mark  interference  involving  the  word  "  Jewel "  for  stoves  the 
court  observed  that,  had  the  testimony  established  with  certainty  the  mann- 
facture  of  stoves  bearing  the  mi^rk  in  question,  the  sales  of  such  stoves 
would  have  been  assumed.  ^  j 
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6.  Same — Sam»— Weight  of  Osal  EiVidbncb  Whxbe  Rboobd  Evidence  Exisn. 
The  indefiiiite  oral  testimony  of  wltnenes  as  to  the  sale  of  goods  betring 
a  given  trade-mark,  given  more  than  thirty  years  after  the  events  to  which 
the  testimony  relates,  will  not  be  accepted  as  sufiRiient  where  it  appean 
that  records  were  in  existence  which  would  have  proved  the  facts  desired 
to  be  proved  t>eyond  peradventure,  had  they  been  consulted. 

Mr.  H.  N.  LavDy  Mr.  J.  W.  Mundat/y  and  Mr.  H.  L.  Clarke  for 
appellants. 

Mr.  E.  W.  VaiUj  Mr.  T.  E.  Robertson^  and  Mr.  8.  R.  Betis  for 
appellee. 

RoBB,  /.; 

These  are  interference  proceedings  involving  the  right  to  the  use  of 
the  word  "  Jewel "  as  a  ti*hde-niark  for  stoves.  As  originally  declared 
only  the  American  Stove  Company  and  the  Detroit  Stove  Works 
were  involved.  Upon  the  taking  of  testimony  by  the  former  company 
evidence  was  adduced  tending  to  show  that  the  Barstow  Stove  Com- 
pany and  the  Union  Stove  Works  had  used  the  mark  prior  to  its 
use  by  either  of  the  two  parties  to  the  interference.  Thereupon  the 
Barstow  Stove  Company  filed  an  application  for  i*egistration  of  the 
mark  and  was  made  a  party  to  the  interference.  The  relation  be- 
tween the  American  Stove  Company  and  the  Barstow  Stove  Company 
is  friendly,  as  evidenced  by  the  fact  that  they  were  represented  by  the 
same  counsel  before  the  Patent  Office. 

We  will  first  consider  the  relative  merits  of  the  claims  to  priority 
of  the  American  Stove  Company  and  of  the  Detroit  Stove  Works. 
The  Examiner  of  Interferences,  whose  opinion  was  sustained  by  the 
Commissioner  of  Patents,  found  that  the  Detroit  Stove  Works  in 
1874  adopted  and  used  the  words  ^^ Crown  Jewel"  and  the  word 
'^  Jewel "  alone  as  a  trade-mark  on  coal  and  wood  stoves;  that  the 
company  has  continuously  and  very  extensively  used  the  word 
"  Jewel  "  as  a  trade-mark  since  that  time ;  and  that  it  began  the  manu- 
facture of  vapor-stoves  in  1883  and  later  gas-stoves,  and  used  the 
same  trade-mark  for  these  productions.  We  have  carefully  examined 
the  record  and  believe  it  fully  sustains  said  findings.  It  also  appears 
that  in  1878,  and  again  in  1897,  the  company  registered  the  word 
"  Jewel  "  as  a  trade-mark  for  stoves,  "While  the  1878  registration  was 
under  a  law  that  was  subsequently  declared  unconstitutional,  it 
nevertheless  clearly  establishes  the  contention  of  the  company  that  for 
more  than  thirty  years  it  has  claimed  this  word  as  a  trade-mark. 

The  earliest  date  claimed  by  the  American  Stove  Company  is  1881. 
It  appears  that  the  predecessors  of  this  company  at  that  time  adopted 
the  word  as  a  trade-mark  for  its  gasolene  or  vapor  stoves  notwith- 
standing their  knowledge  of  its  prior  adoption  and  extensive  use 
by  the  Detroit  Stove  Works  on  coal  and  wood  stoves.'   The  American 
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Stove  Company  now  seeks  registration  of  the  word  for  vapor  or 
gasolene  stoves  on  the  ground  that  there  is  such  a  fundamental  dif- 
ference between  such  stoves  and  the  stoves  originally  manufactured 
by  the  Detroit  Stove  Works  as  to  entitle  the  American  Stove  Com- 
pany to  the  right  of  registration.  In  view  of  the  fact  that  this  com- 
pany's predecessors  adopted  this  word  when  they  knew  that  the 
Detroit  Stove  Works  had  given  it  a  trade  value  in  the  manufacture 
and  sale  of  stoves,  we  are  not  disposed  to  indulge  in  fine  distinc- 
tions for  the  purpose  of  permitting  this  company  to  hold  what  its 
predecessors  thus  unjustly  appropriated.  Gasolene  or  vapor  stoves 
are  used  for  the  same  purpose  as  coal  and  wood  stoves  and  belong  to 
the  same  genus.  The  structural  differences  existing  between  them 
are  largely  due  to  the  character  of  the  fuel  used.  We  agree  with  the 
Commissioner  that — 

to  permit  one  manufacturer  to  use  upon  his  gas  and  gasolene  stoTes  the  mark 
upon  which  another  mannfkicturer  has  built  up  a  trade  in  coal  and  wood  stoyes 
would  Inevitably  lead  to  mistakes  and  confuse  purchasers 

As  between  the  Detroit  Stove  Works  and  the  American  Stove  Com- 
pany, the  former  must  prevail 

This  brings  us  to  the  consideration  of  the  case  between  the  Detroit 
Stove  Works  and  the  Barstow  Stove  Company.  When  the  Barstow 
Stove  Company  was  admitted  as  a  third  party  to  the  interference 
and  given  opportunity  to  present  proof,  the  company  permitted  that 
opportunity  to  pass  without  taking  any  testimony  and  informed 
counsel  for  the  Detroit  Stove  Works  that  it  would  take  no  testimony 
but  would  rely  upon  the  depositions  of  Lothrop  H.  Lewis  and  Albert 
N.  Taylor  as  taken  by  the  American  Stove  Company.  Upon  a  finding, 
more  than  a  year  later,  by  the  Examiner  of  Interferences  adverse 
to  the  Barstow  Stove  Company,  the  company  filed  a  motion  to  re- 
open the  case  for  the  purpose  of  taking  newly-discovered  testimony. 
This  motion  after  careful  consideration  was  denied  by  the  Examiner 
of  Interferences,  and  later  on  appeal  by  the  Commissioner.  This 
motion  was  based  upon  certain  affidavits,  including  the  affidavit  of 
J.  P.  Barstow,  president  of  the  company.  These  affidavits  contain 
nothing  warranting  the  conclusion  that  the  testimony  sought  to  be 
introduced  could  not  have  been  discovered  during  the  time  fixed 
for  the  taking  of  testimony  by  the  use  of  ordinary  diligence.  They 
contain  no  showing  that  any  effort  whatever  was  originally  made  to 
discover  additional  evidence. 

The  reopening  of  a  cause  for  the  introduction  of  newly-discovered  evidence 
Is  always  a  matter  for  the  trial  court  and  in  its  discretion.  (Richards  v. 
Meiuner,  C.  D.,  1905,  605;  U4  O.  Q.,  1831 ;  24App.  D.  C,  909.) 

There  has  been  no  abuse  of  discretion  on  the  part  of  the  Commis- 
sioner in  denying  the  above  motion. 
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This  brings  us  to  a  discussion  of  the  merits  of  the  case.  The  senior 
party,  the  Detroit  Stove  Works,  as  previously  stated,  adopted  this 
mark  in  1874  and  since  that  time  has  given  it  wide  publicity— the 
evidence  showing  that  the  yearly  sales  of  the  company  of  "  Jewel " 
stoves  now  exceed  $2,000,000,  and  that  the  word  is  known  to  the  trade 
even  better  than  the  firm-name. 

The  Barstow  Stove  Company  relies  upon  the  testimony  of  the  wit- 
nesses Lewis  and  Taylor  and  certain  inconsequential  rebuttal  testi- 
mony. The  witness  Lewis  testified  that  he  had  worked  for  the 
Barstow  Stove  Company  since  1865,  and  that  up  to  1876  he  worked 
on  patterns  and  after  that  time  as  a  foreman.  The  witness  stated 
that  the  company  had  manufactured  parlor-stoves  under  the  name 
of  "  Jewel ''  since  he  had  entered  its  employ,  and  for  about  five  years 
had  been  manufacturing  ranges  under  that  name.  The  witness  was 
shown  an  1868  catalogue  of  the  company  and  found  thereon  a  repre- 
sentation of  a  "  Jewel "  parlor-stove.  He  also  produced  an  iron 
pattern  from  which  castings  for  the  stove  were  made,  and  into  which 
was  cast  "  Patent  Jewel  April  15,  1862."  The  witness  at  first  testi- 
fied without  reservation  that  this  casting  was  made  in  1862  but  later 
admitted  the  notation — 

means  Just  what  it  says  on  there,  the  patent  and  the  date. 

He  also  testified  that  several  thousand  "  Jewel "  stoves  had  been 
made  by  the  company.  Taylor  testified  that  he  had  been  employed 
by  the  Barstow  Stove  Company  since  1864  as  a  molder,  and  that  the 
company  had  been  manufacturing  "  Jewel "  stoves  since  that  time. 
The  witness  stated  from  recollection  that  the  company  had  also 
manufactured  stoves  designated  as  "  The  Harp,"  "  Old  Wood,'' "  Bay 
State,''  "  Model  Cook,"  "  Union  Cook,"  "  Barstow  Cook,"  "  Pattern 
Cook,"  "May  Flower,"  "Lilydale,"  and  "Parlor  Franklin."  He 
was  aisked  about  how  many  castings  a  week  were  then  being  made  for 
stoves  having  "  Jewel "  on  them,  and  replied : 

More  or  letss,  according  to  the  way  they  order.  It's  an  old  stove  and  has 
seen  its  best  days. 

The  weight  of  some  of  the  most  material  testimony  of  these  two 
witnesses  is  greatly  lessened  because  the  testimony  was  given  in  re- 
sponse to  leading  and  improper  questions,  and,  if  the  disposal  of  the 
case  depended  upon  this  testimony,  we  would  feel  constrained  to 
sustain  the  objections  noted  at  the  time,  and  disregard  iU  Instead 
of  being  asked,  what  words,  if  any,  were  used  by  the  company  in 
connection  with  the  manufacture  of  its  stoves,  and  the  nature  and 
extent  of  such  use,  the  witnesses  were  asked — 

whether  or  not  the  word  "  Jewel "  was  ever  used  as  a  trade-unme  ia  the  store 
manufacturing  buBineHs  of  the  Barstow  Stove  Company? 
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Throughout  the  examinatioD  of  these  witnesses  leading  and  sag- 
gestive  qnesticms  were  asked.  We  have  observed  a  tendency  on  the 
part  of  patent  attorneys  to  disregard  the  rules  of  evidence  by  asking 
questions  grossly  leading  and  suggestive,  and  it  may  not  be  amiss  to 
state  that  where  timely  objection  is  noted  in  the  record,  this  court 
will  be  disposed  to  apply  the  rule  and  entirely  disregard  such  testi- 
mony. The  witness  instead  of  giving  his  independent  recollection 
of  pAst  events  bec(»nes  by  this  practice  a  mere  echo  whose  recollec- 
tion stimulated  by  leading  questions  keeps  pace  with  those  questions. 
The  practice  is  ob]ecti<mable  and  subversive  of  justice,  and  should  be 
stopped. 

In  June,  1905^  the  Barstow  Stove  Company,  through  its  president, 
filed  an  application  for  the  registration  of  the  words  ^^  Bay  State  " 
as  its  trade-mark.  Among  the  specimens  of  the  mark  filed  with  the 
application  was  one  containing  the  words  ^^ Jewel  Bay  State.**  The 
Examiner  in  a  written  communication  directed  the  attention  of  the 
company  to  this  fact  and  suggested  that  the  description  and  drawing 
should  be  revised  accordingly.  In  reply  to  this  suggestion  the  at- 
torney for  the  company,  whose  office  was  located  in  the  same  city  as 
the  home  office  of  the  company,  withdrew  the  specimen  and  stated 
*^  that  the  words  ^  Bay  State  *  have  been  used  alone  as  a  trade-mark.** 
The  Qompany  also  asked  leave  to  amend  the  application  so  that  it 
mi|^t  show  that  the  mark  had  been  continuously  used  since  the  year 
1848.  Leave  was  granted,  and  the  application  was  amended  accord- 
ingly. The  application,  as  amended,  was  sworn  to  by  Mr.  Barstow, 
tiie  president  of  the  company,  and  is  in  part  as  follows: 

Tbe  trade-mark  consists  of  the  two  words  "  Bay  State."  The  trade-mark  has 
been  conttooonsly  used  in  the  business  of  said  corporation  since  January  1, 
1848.  The  dasB  of  mardumdise  to  which  the  trade-mark  is  appropriated  is 
stoves  and  fomaces,  and  the  particular  description  of  the  goods  comprised 
In  said  class  upon  which  said  trade-mark  is  used  is,  stoves,  ranges,  gas-stoves, 
gaa-rangea,  hot«ir  famaoes,  and  low-pressure  steam  and  hot-water  boilers  for 
heating  purposes. 

The  witness  Lewis  was  asked  how  long  the  words  "  Bay  State '' 
had  been  used  in  connection  with  stoves  and  ranges.  He  replied: 
"Probably  twenty  years,"  notwithstanding  the  sworn  statement  of 
the  president  of  tiie  company  that  it  had  be^n  the  mark  of  the  com- 
pany since  1848. 

It  is  not  stated  by  either  Lewis  or  Taylor  whether  one  or  a  hun- 
dred stoves  were  manufactured  prior  to  1874,  the  date  when  the 
Detroit  Stove  Works  adopted  this  mark ;  neither  do  they  state  when 
these  stoves  were  first  placed  upon  the  market.  It  is  inconceivable, 
in  view  of  the  fact  that  so  much  time  had  elapsed  and  that  so  many 
different  kinds  of  stoves  had  been  manufactured  by  the  company, 
that  they  should  have  been  able  to  state  with  any  degree  pi  certainty 
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the  real  date  when  the  company  commenced  to  manufacture  and  sell 
these  stoves.  If  their  testimony  with  any  degree  of  precision  fixed 
the  date  when  a  substantial  number  of  these  stoves  were  manufac- 
tured, we  would  not  hesitate  to  assume  the  sale  of  those  stoves.  In 
view,  however,  of  the  unsatisfactory  nature  of  the  testimony  of  these 
two  witnesses,  the  fact  that  the  books  of  the  company  were  at  its 
disposal  when  opportunity  was  given  it  to  take  testimony,  that  these 
books  must  have  disclosed  beyond  peradventure  whether  or  not  these 
stoves  were  manufactured  prior  to  1874,  and  whether  or  not  they 
were  sold  prior  to  that  date,  and  in  view  of  the  further  fact  that  prior 
to  this  controversy  we  find  the  company  disclaiming  the  word 
^' Jewel "  and  the  president  of  the  company  stating  under  oath  that 
the  words  ^^  Bay  State  "  were  and  had  been  since  1848  the  trade-mark 
of  the  company,  we  agree  with  the  Patent  Office  that  it  would  be 
inequitable  and  unjust  and  against  the  weight  of  the  evidence  to 
deprive  the  Detroit  Stove  Works  of  the  benefit  of  a  trade-name  which 
it  has  taken  years  and  effort  to  establish.  We  are  impressed  with 
the  belief  that,  but  for  the  American  Stove  Company,  the  Barstow 
Stove  Company  would  not  have  become  a  party  to  these  proceedings 
since,  as  one  of  its  own  witnesses  stated,  the  stove  in  connection  with 
which  it  has  used  this  mark  ^^  has  seen  its  best  days.'^ 

We  have  carefully  examined  the  testimony  as  to  the  prior  use  by 
the  Union  Stove  Works  of  this  mark,  and  agree  with  the  C(Hnmis- 
sioner  that  the  record  is  insufficient  to  constitute  a  bar  to  the  regisp 
tration  of  the  nurk  by  the  Detroit  Stove  Works. 

The  decision  of  the  Commissioner  of  Patents  in  both  cases  was 
right,  and  is  affirmed.  The  clerk  of  the  court  will  certify  this  opinicm 
and  the  proceedings  in  this  court  to  the  Commissioner  of  Patents, 
according  to  law.    AffmMd. 


[Court  of  Appeals  of  the  District  of  Columbls.] 

Weeks  v.  Dale. 

Decided  March  S,  1908. 

136  O.  On  218;  30  App.  D.  C,  40& 

iNTKBIXEEXfCB— OBIOINALITY — EVIDENCE. 

W.,  :vho  was  a  manufacturer  of  cluster-Bockets,  entered  Into  a  contract 
with  D.,  whereby  he  was  to  furnish  such  socketfl  to  D.  and  to  no  other  mann* 
facturer,  and  D.  was  to  push  the  sale  of  the  same.  There  was  a  demand  for 
an  improved  form  of  socket  and  W.  constructed  such  a  device  embodying 
the  issue  in  August,  1902,  which  he  testified  he  showed  to  D.  Held  that 
this  testimony  in  view  of  the  relation  between  the  parties  and  in  the 
absence  of  an  unequivocal  denial  by  D.  is  sufficient  to  establish  such  dis- 
closure. ^  T 
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Mr.  W,  Clyde  Jones^  Mr.  B.  L.  AmeSj  and  Mr.  MehnUe  Church  for 
the  appellant. 
Mr.  W.  M.  Stockhridge  for  the  appellee. 

Shbpabd, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
awarding  priority  to  John  H.  Dale  of  the  invention  of  a  cluster- 
socket  in  an  interference  proceeding  having  the  following  issue : 

1.  In  a  dnster-BOCket,  the  combination  of  a  flnisbing-cap  and  a  block  of  InBu- 
lating  material  located  centrally  therein*  and  having  lamp-contacts  attached 
thereto  for  a  plurality  of  lampa,  said  block  being  supported  wholly  by  said  cap, 
and  a  suitable  support  with  which  said  cap  is  removably  connected. 

2.  A  duster-socket,  comprising  a  flnishing-cap,  means  for  attaching  it  to  a 
support,  a  block  of  insulating  material  located  centrally  inside  of  the  cap,  lamp- 
socket  terminals  attached  to  the  block,  and  means  for  supporting  and  suspending 
the  block  upon  or  from  the  cap  whereby  it  is  removable  with  the  cap  from  the 
support 

6.  A  cluster-socket,  comprising  a  flnishing-cap  having  a  plurality  of  openings 
therein,  a  metallic  disk  closing  the  top  of  said  cap,  and  removably  connected 
therewith  and  having  means  for  attachment  to  a  support,  a  block  of  insulating 
material  wholly  within  the  cap  and  mounted  Independent  of  said  disk  and  elec- 
tric terminals  carried  by  the  insulating-block  and  presented  at  the  respective 
openings  in  the  cap. 

7.  A  cluster-socket  comprising  a  dome-shaped  flnishing-cap  having  a  plurality 
of  openings  therein,  a  support-plate  adapted  to  cover  the  concave  side  of  said 
cap  and  removably  connected  therewith,  a  block  of  insulating  material  inside  of 
said  cap,  circuit-terminals  attached  to  said  block  and  binding-screws  for  con- 
ductors connected  with  said  terminals  and  located  on  that  face  of  the  block 
adjacent  to  said  support-plate,  whereby  the  removal  of  the  cap  from  the  support- 
plate  will  expose  the  binding-screws. 

The  issue  of  the  declaration  contained  three  other  counts  numbered, 
respectively 9  3, 4,  and  5 ;  but  as  to  them  the  interference  was  dissolved. 

The  invention  in  controversy  is  an  electrical  fixture  known  as  a 
*' cluster-socket,"  which  is  a  single  structure  adapted  to  support  a 
plurality  of  incandescent  lamps,  and  to  convey  current  commonly  to 
all  of  them.  This  cluster  is  of  the  type  known  as  the  wireless  cluster, 
being  so  constructed  that  no  electric  wires  are  used  except  the  two 
circuit-wires.  The  wireless  cluster  comprises  a  block  of  insulating 
material  to  which  are  attached  two  master  plates  or  pieces  having 
attached  to,  or  formed  upon  them  the  lamp-holding  and  contact 
devices  so  that  when  current  is  delivered  to  the  two  plates  from  the 
two  main  wires,  it  will  be  distributed  to  all  of  the  lamps.  The  struc- 
ture also  comprises  an  external  facing  or  finishing  cap  having  orifices 
through  which  the  lamps  are  thrust  to  engage  the  contact  devices,  and 
a  base  which  is  secured  to  the  ceiling,  and  to  which  the  finishing-cap 
is  secured. 

In  the  invention  of  the  issue  the  block  of  insulating  material,  the 
contact-plates  and  the  lamp-holding  devices  are  all  supported  upon 
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the  finighing-eap  so  that  by  disocnmecting  the  cap  and  the  base-pkte, 
having  the  ktter  attached  to  the  ceiling,  the  entire  mechanism  is 
exposed. 

Dale  filed  his  application  February  18, 19M,  and  the  same  ripened 
into  a  patent  on  April  19, 1904.  Weeks's  application  was  filed  May 
IT,  1904. 

Weeks  was  an  inventor  and  mannf  actnrer  of  clusters  covered  by  two 
patents  that  had  been  issued  to  him,  the  first  on  March  28, 1898.  Dale 
was  the  president  of  the  Dale  Company  which  was  engaged  in  the 
manufacture  and  sale  of  electrical  fixtures.  Weeks  sold  the  product 
of  his  manufacture  to  the  Dale  Company,  and  entered  into  an  agree- 
ment with  it,  which  was  renewed  January  4, 1902.  The  last  agree- 
ment is  the  only  one  in  evidence,  but  was  shown  to  be  a  substantial 
renewal  of  the  former  one.  Weeks  bound  himself  to  sell  the  devices 
covered  by  his  patents  to  the  Dale  Company  and  not  to  supply  the 
same  to  any  pebaon  or  persons  in  the  United  States  for  any  reason 
whatever.  This  included  also  any  improvements  in  rearrangement  of, 
or  additions  to  the  said  device  which  Weeks  may  invent  or  receive  a 
patent  for.  The  Dale  Company  agreed  to  push  the  sale  of  the  device, 
to  introduce  it,  so  far  as  it  lay  in  its  power,  throughout  the  United 
States,  to  advertise  it,  and  to  order  it  from  Weeks  in  lots  of  not  less 
than  1,000.  It  also  covenanted  not  to  make  or  sell  or  procure  to  be 
made  and  sold  any  other  multiple  or  socket  clusters  than  those  fur- 
nished by  Weeks.  In  case  of  any  breach  of  the  covenants  Weeks  was 
authorized  to  terminate  the  agreement  upon  thirty  days^  written 
notice.  In  such  event  Weeks  was  to  fill  all  pending  orders,  and  the 
Dale  Company  was  tp  have  the  right  to  sell  the  balance  of  stock, 
subject  to  the  agreed  payments  to  Weeks. 

Considerable  sales  were  made  under  these  agreements.  Competi- 
tion with  the  product  of  another  and  later  inventor  in  the  same  field, 
apparently,  caused  a  diminution  of  sales,  and  suggested  the  impor- 
tance of  an  improvement  in  the  old  device.  Weeks's  preliminary 
statement  claims  conception  of  the -invention  of  the  issue  in  July, 
1899,  and  reduction  to  practice  in  July  or  August,  1899.  Dale,  who 
is  the  president  of  the  Dale  Company,  claimed  conception  in  Janu- 
ary, 1908,  disclosure  and  drawings  in  the  same  month,  and  reducticm 
to  practice  in  November,  1903.  Dale  took  no  testimony  in  support  of 
his  said  dates,  but  relied  on  his  application  as  filed.  Weeks  has  not 
only  the  ordinary  burden  imposed  upon  the  junior  party  in  all  esses, 
but  also  the  additional  burden  created  by  the  patent  issued  to  Dale 
before  his  later  application  was  filed. 

Weeks  attempted  to  show  that  he  had  conceived  the  invention  in 
1899,  constructed  a  model  and  disclosed  it  to  Dale.  All  the  tribu- 
nals of  the  Office  concurred  in  the  conclusion  that  his  evidence  was 
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insufficient  to  prove  disclosure  of  this  device  to  Dale.  Weeks  also 
introduced  evidence  tending  to  show  the  construction  of  a  device  em- 
bodying the  invention  of  the  issue,  which  he  exhibited,  that  it  had 
been  reduced  to  practice,  and  that  he  had  shown  and  explained  it  to 
Dale  in  August,  1902.  The  testimony  is  clear  that  he  made  the  device 
in  1902,  and  all  of  the  tribunals  below  concurred  in  holding  that  it 
had  been  constructed  about  the  time  claimed.  No  practical  test  was 
made  to  show  that  it  was  capable  of  being  used  successfully,  prior  to 
the  taking  of  the  testimony  in  the  case.  It  appeared  then  to  work 
successfully. 

The  Examiner  of  Interferences  held  that  the  device  as  constructed 
was  nothing  more  than  a  model,  and  required  an  actual  test  to  demon- 
strate its  capacity,  and  show  reduction  to  practice.  He  also  held 
the  testimony  insufficient  to  show,  with  the  requisite  certainty,  that 
Weeks  had  shown  and  explained  this  model  to  Dale.  The  Examiners- 
in-Chief,  on  appeal,  held  that  whether  called  a  model  or  not,  the 
Weeks  construction  of  1902  was  a  full-sized  device  obviously  capable 
of  conducting  currents  of  electricity  to  and  from  standard  electric 
lights  screwed  into  its  socket,  and,  therefore,  a  reduction  of  the  in- 
vention to  practice.  They  were  satisfied,  also,  that  he  had  shown  and 
explained  the  device  to  Dale  in  August,  1902.  Consequently  they 
reversed  the  decision  of  the  Examiner  of  Interferences  and  awarded 
priority  to  Weeks.  The  CJommissioner,  who  concurred  in  the  views 
of  the  Examiner  of  Interferences,  reversed  their  decision  and  awarded 
priority  to  Dale. 

In  the  view  that  we  have  taken  of  the  evidence  relating  to  the 
communication  of  the  invention  to  Dale  in  August,  1902,  it  is  unnec- 
essary to  consider  the  question  of  invention  in  1899  and  communica- 
tion thereof  to  Dale,  or  that  of  reduction  to  practice  through  the 
construction  of  the  full-sized  device  or  model  of  1902. 

Dale,  as  we  have  seen,  gave  no  testimony  relating  to  his  conception 
and  construction,  relying  on  his  application  therefor.  Weeks  testi- 
fied positively  that  he  had  shown  and  explained  the  construction  of 
1902  to  Dale  in  August  of  that  year.  He  had  no  reason,  at  that  time, 
for  concealing  the  device  from  Dale,  and  there  were  strong  reasons 
why  he  should  have  shown  it  to  him  as  soon  as  completed.  Weeks 
was  needy  and  was  still  in  contractual  relations  with  Dale  who  had 
the  exclusive  right  to  market  his  inventions.  Both  were  directly  in- 
terested in  their  success.  Dale  testified  that  the  sales  of  the  old 
cluster  had  fallen  off  by  reason  of  competition  in  the  market  with 
a  new  cluster  that  had  been  put  upon  the  market  by  another.  Dale 
was  called  as  a  witness  on  his  own  behalf  to  contradict  the  testimony 
of  Weeks  on  this  point.  After  some  preliminary  evidence  in  which 
he  said  that  Weeks  had  endeavored  to  lead  him  to  believe^hat  he  was 
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sti'iving  to  improve  upon  the  cluster  they  were  selling,  but  had  never 
produced  a  cluster  or  drawing  of  one  that  would  enlighten  him  as 
to  its  construction,  he  was  shown  the  We^ks  1902  construction  and 
asked  if  he  had  ever  seen  one  like  it,  and  if  so  under  what  circum- 
stances.   His  reply  was: 

The  sample  Just  handed  me  is  slmUar  to  the  one  ahowQ  me  by  Weeks,  with- 
out the  interior  construction.  I  am  not  sure  it  is  the  same  in  all  details,  but 
its  general  appearance  is  the  same. 

He  was  then  told  by  his  counsel  that  Weeks  had  testified  that  he 
had  shown  him  this  sample  in  August,  1902,  and  that  he  (Dale)  had 
given  it  general  approval  and  asked  how  soon  he  could  have  the  same 
ready  to  place  on  the  market;  and  asked: 

What  is  your  comment  upcm  this  testimony  of  Mr.  Weeks? 

He  answered: 

Mr.  Weeks  never  showed  me  that  cluster  in  the  form  it  is  in  at  the  present 
time;  and  if  he  had,  I  should  have  told  him  that  such  a  device  was  not  prac- 
ticable. 

He  further  said : 

I  told  Mr.  Weeks  that  I  was  pleased  to  note  he  was  working  along  lines  that 
would  overcome  the  necessity  of  using  a  porcelain  base,  and  that  I  hoped  that  be 
would  make  all  haste  to  produce  a  finished  article  which  I  assured  him  that  I 
would  heartily  welcome  in  order  to  meet  the  Benjamin  Company  competition. 

Other  testimony  on  behalf  of  Weeks  showed,  beyond  a  doubt,  that 
he  had  conceived  the  invention  on  or  before  April  7, 1902,  and  during 
the  summer  of  that  year  had  constructed  the  device  produced  in  evi- 
dence. He  made  a  sketch  illustrating  his  conception  and  left  it  with 
Howson  and  Howson,  patent  attorneys  of  New  York,  after  explaining 
it  fully.  This  sketch  bore  the  file-mark  of  the  office  dated  April  7, 
1902.  Some  five  or  six  months  thereafter,  he  took  the  completed  de- 
vice to  the  same  office  where  it  remained  until  delivered  to  Weeks's 
counsel  in  this  case  for  use  therein.  This  device  corresponded  with 
the  sketch  and  Weeks's  explanation  of  the  same.  His  object  was  to 
have  an  application  made  for  a  patent ;  but  as  he  was  in  debt  to  How- 
son and  Howson  for  services  rendered  in  a  former  interference 
case,  nothing  was  done  by  them.  Other  testimony  tended  to  show 
that  Weeks  was  poor  and  in  want  of  money  at  that  time  and  after- 
ward. Dale  admitted,  as  we  have  seen,  that  Weeks  appreciated  the 
importance  of  making  an  improvement  upon  his  old  cluster,  and  had 
told  him  he  was  striving  to  accomplish  it ;  and  that  the  device  shown 
to  him  by  Weeks  in  August,  1902,  was  similar  in  general  appearance 
to  the  exhibit.  He  said,  however,  that  it  was  without  the  internal 
construction. 

Considering  the  contractual  relations  between  the  parties  at  the 
time,  and  their  mutual  interests,  it  is  incredible  that  Weeks,  who  had 
the  completed  device  at  the  time,  would  have  made  a  different  one  to 
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show  to  Dale,  or  would  have  changed  the  interior  construction  of  the 
old  one  in  order  to  deceive  Dale,  who  was  an  expert  manufacturer 
of  such  articles.  He  could  have  had  no  motive  for  such  action.  It  is 
incredible  also  that  Dale  could  have  had  the  device  shown  to  him 
without  examining  the  interior  construction,  which  contained  the 
essential  feature  of  the  invention,  and  examining  it  to  ascertain  if  it 
was,  indeed,  an  improvement  upon  the  old  one  in  any  respect.  It 
is  significant,  also,  that  Dale  did  not  attempt  to  describe  the  interior 
construction  of  the  device  that  he  saw,  notwithstanding  he  undertook 
to  support  his  denial  of  its  approval  by  him,  as  testified  by  Weeks 
by  saying  that  if  Weeks  had  shown  the  device  to  him  ^'  in  the  form 
it  is  in  at  the  present  time,"  he  would  have  told  him  that  such  a  device 
was  not  practicable.  Why  he  would  have  told  him  it  was  not  prac- 
ticable, he  did  not  attempt  to  explain. 

We  think  the  evidence,  direct  and  circumstantial,  is  sufficient  to 
show  that  Weeks  conceived  the  invention  of  the  issue  and  communi- 
cated it  to  Dale,  who  cannot,  therefore,  be  held  to  be  the  inventor 
notwithstanding  he  has  received  the  patent  for  it. 

For  the  reasons  given,  the  decision  awarding  priority  to  Dale  will 
be  reversed,  and  this  judgment  certified  to  the  Commissioner  of 
Patents  as  the  law  requires.    It  is  so  ordered.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Kentucky  Distilleries  &  Warehouse  Company  v.  Old  Lexington 
Club  Distilling  Company. 

Decided  April  7,  1908. 
136  O.  6.,  220;  31  App.  D.  C,  223. 

I.'-Trade-Maiiks — Name  of  Applicant. 

Where  the  applicant  Is  a  corporation  a  trade-name  which  is  substantially 
a  reproduction  of  the  corporate  name  cannot  be  registered  as  a  technical 
trade-mark. 

2.  Same — Combination  of  Descriptive  and  Geogbaphical  Teams  not  Uegis- 

TBABLE. 

The  word  "  Club  "  as  applied  to  liquors  having  become  descriptive  and 
the  word  "  Lexington  "  being  geographical,  the  term  "  Old  Lexington  Club  " 
as  applied  to  whisky  Is  not  registrable  as  a  technical  trade-mark. 

3.  Same— Exclusive  Use. 

A  mark  cannot  be  registered  under  the  "  ten-years  "  clause  of  the  act  of 
February  20,  1905,  where  a  mark  so  nearly  identical  thereto  as  to  be  likely 
to  confuse  and  mislead  the  public  has  been  used  by  another  during  the  ten 
years  next  preceding  the  passage  of  the  act. 

3Ir.  /.  L.  Hopkins  aixd  Mr.  W.  N.  Cromwell  for  the  appellant. 
JUr.  A.  E,  Wallace  and  Mr.  J.  Id.  Coit  for  the  appellee. 
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Van  Orbdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
granting  the  application  of  appellee  to  register  the  words  ^Old 
Lexington  Club  "  as  a  trade-mark  for  whisky.  Opposition  was  duly 
filed  to  the  registration  of  this  mark  by  appellant.  It  appears  from 
the  record  that  appellee  and  its  predecessors  have  used  this  mark  on 
certain  of  its  distilled  products  since  the  year  1874.  Appellant  bases 
its  opposition  upon  the  use  by  itself  and  its  predecessors  of  the  words 
^^  Lexington  Club  "  as  a  mark  on  certain  of  their  products  continu- 
ously since  the  year  1878.  Objection  is  raised  by  both  parties  to  this 
controversy  as  to  the  sufficiency  of  the  pleadings  of  the  other  to  sap- 
port  the  position  here  assumed.  We  are  not  impressed  with  mere 
technicalities  in  this  class  of  cases,  when  it  appears  that  the  Commis- 
sioner of  Patents  has  considered  the  issues  presented  on  appeal. 

Appellant  comes  here  upon  the  following  assignment  of  errors: 

First :  Because  the  Commissioner  of  Patents  erred  in  awarding  registratioD 
to  the  applicant 

Second :  Because  he  erred  In.  dismissing  the  opposition. 

Third :  Because  the  decision  Is  against  the  law  and  the  evidence. 

Fourth :  Because  he  erred  in  refusing  to  consider  eTldenoe  of  ahandonment 
adduced  from  applicant's  witnesses. 

Fifth:  Because  he  erred  In  finding  that  the  casoal  Intermittent  and  spas- 
modic use,  if  any,  made  by  applicant's  predecessors  prior  to  opposer's  date  of 
first  use  was  sufllclent  to  establish  a  trade-mark  right. 

Sixth :  Because  he  erred  In  finding  that  the  words  "  Lexington  Club  '*  consti- 
tute a  technical  marlc  and  that  they  are  subject  to  exduslTe  appropriation. 

Sereilth :  Because  he  erred  In  holding  that  an  applicant  Is  not  estopped  by 
his  oath,  bringing  his  application  under  the  ten-year  proviso,  from  claiming  It 
as  a  technical  trade-mark. 

Eighth:  Because  he  erred  In  holding  that  an  averment  hi  the  declaration 
bringing  the  application  under  the  ten-year  proviso  Is  ''mere  surplusage"  and 
that  the  applicant  is  not  bound  thereby. 

Ninth :  Because  he  erred  In  finding  that  the  application  was  not  made  under 
the  ten-year  proviso  on  the  act  of  February  20,  1905. 

There  are  several  provisions  of  the  statute,  which,  we  think,  forbid 
the  registration  of  the  mark  in  question.  Section  .5  of  the  act  of 
Congress  of  February  20, 1905,  among  other  things,  provides: 

That  no  mark  which  consists  merely  in  the  name  of  an  Individual,  firm,  co^ 
poration,  or  association,  not  written,  printed.  Impressed,  or  woven  In  some 
particular  or  distinctive  manner  or  In  association  with  a  portrait  of  the  in- 
dividual, or  merely  in  wbrds  or  devices  which  are  descriptive  of  the  goods  witli 
which  they  are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely  a 
geographical  name  or  term  shall  be  registered  under  the  terms  of  this  act. 

It  will  be  observed  that  the  trade-name  here  sought  to  be  regis- 
tered is  almost  a  reproduction  of  the  corporate  name  of  the  applicant 
In  fact,  it  seems  probable,  from  an  examination  of  the  record  in  this 
case,  that  the  corporate  name  of  the  appellee  company  was  derived 
(rom  the  mark  sought  to  be  registered,  since  ^  Old  Lexington  Club  " 
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Wfts  a  name  applied  to  liquor  distilled  and  sold  by  the  predecessors  in 
business  of  appellee. 

We  are  also  of  the  opinion  that  the  words  ^^  Old  Lexington  dub  " 
do  not  constitute  a  technical  trade-mark.  The  word  ^^  Club,"  as  ap- 
plied to  liquors,  has  become  a  descriptive  term.  A  word  in  its  early 
use  may  be  neither  descriptive,  nor  denote  quality,  but  by  constant 
and  repeated  -use  and  application  to  a  particular  product  become 
descriptive  of  such  goods,  and  also  denote  their  quality.  Counsel  for 
appellant  in  their  brief  cite  fifty-six  combinations  of  the  word  ^^  Club," 
which  have  been  registered  in  the  Patent  Office,  to  be  used  as  trade- 
marks on  different  kinds  of  liquors,  principally  whiskies.  Such  an 
indiscriminate  use  of  a  word  as  has  been  made  of  the  word  *'Club," 
in  connection  with  the  marking  of  brands  of  liquors,  can  convey  to 
the  public  but  one  meaning:  that  it  is  descriptive  of  the  goods  and 
denotes  certain  qualities  possessed  by  them.  In  Cahn  v.  Hoffrrvan 
Havse^  (28  N.  Y.  Supp.,  888,)  the  Court  said: 

In  the  case  at  bar  it  appears  unchallenged  that  the  word  "Club/*  when  ap- 
plied to  the  various  kinds  of  wines  and  liquors,  has,  by  usage  in  the  witie 
and  liquor  trade,  acquired  a  special  and  well-understood  meaning,  and  indi- 
cates that  the  wine  or  liquor  so  marked  is  wine  or  liquor,  as  the  case  may  t>e, 
of  superior  grade  or  quality.  For  that  reason,  I  am  of  the  opinion  that  the 
two  cases  are  distinguishable.  Observing  the  meaning  of  the  word  "Club** 
in  the  wine  and  liquor  trade,  it  seems  clear  and  indisputable  that  the  inscrip- 
tion of  the  plaintiiTs  lat>el  consists  wholly  of  a  combination  of  words  in  ordi- 
nary use  as  descriptive  adjectives,  "Maryland**  denoting  geographical  origin 
of  the  product,  "Club**  its  quality,  and  "  Rye  Whiskey  "  its  kind.  It  is  well- 
settled  law  that  words  in  ordinary  use,  or  combinations  of  such  words,  which 
are  descriptive  only  of  a  particular  product  in  the  respects  mentioned,  are  in- 
capable of  exclusive  appropriation  for  the  purposes  of  a  trade-mark. 

It  will  be  observed  in  this  case  that  the  word  "  Maryland  "  was 
held  objectionable  as  denoting  the  geographical  region  from  which 
the  product  was  derived.  In  the  case  at  bar,  it  appears  that  the  dis- 
tillery of  appellee  is  located  at  Lexington,  Ky.,  and  that  the  naAfie 
here  sought  to  be  registered  was  first  used  by  its  predecessors  at  that 
place.  A  geographical  name,  by  long  continued  use  on  tlie  goods  to 
which  the  name  is  applied  as  a  trade-mark,  conveys  to  the  public  at 
once  the  («igin  of  the  product,  and  gives  to  the  goods  on  which  it  is 
used  a  significant  designation  forbidden  by  the  statute.  It,  therefore, 
is  apparent  that  the  mark  sought  to  be  registered,  cannot  be  reg- 
istered as  a  technical  trade-mark. 

Unless  appellee  can  show  exclusive  use  of  its  mark  for  ten  years 
prior  to  the  passage  of  the  act  of  Congress  of  February  20, 1906,  the 
decision  of  the  Commissioner  must  be  reversed.  A  stipulation  ap- 
pears in  the  record  before  us,  wherein  it  is  agreed  by  the  parties  that 
the  appellant  has  used  the  mark  "  Lexington  Club  "  on  certain  grades 
of  liquors  distilled  by  it  continuously  since  1899.  While  the  mark 
af  appellant  ^^ Lexington  Club''  and  the  mark  of  appellee  "Ok 
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Lexington  Club  "  are  not  identically  the  same,  we  are  of  the  opinion 
that  appellee  is  not  entitled  to  the  registration  of  its  mark  by  reason 
of  having  used  the  same  exclusively  for  ten  years  prior  to  the  act  of 
February  20,  1905.  To  hold  that  appellee  is  entitled  to  such  regis- 
tration because  of  the  slight  difference  in  the  marks,  would,  at  the 
same  time,  admit  appellant  to  the  registration  of  its  mark  under  the 
same  conditions.  The  registration  of  both  marks  by  the  Patent 
Office  is,  in  our  opinion,  forbidden  by  the  fifth  section  of  the  act  of 
1906,  which  provides: 

Tliat  trade-marks  which  are  Identical  with  a  registered  or  known  trade-mark 
owned  and  in  use  by  another,  and  appropriated  to  merchandise  of  the  same 
descriptive  properties,  or  which  so  nearly  resemble  a  registered  or  known 
trade-mark  owned  and  in  use  by  another,  and  appropriated  to  merchandise  of 
the  same  descriptive  properties,  as  to  be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public,  or  to  deceive  purchasers,  shall  not  be  registered. 

There  can  be  no  doubt  but  what  the  use  of  the  trade-mark  ^Old 
Lexington  Club ''  would  tend  to  mislead  and  confuse  the  public  with 
the  words  "  Lexington  Club,"  which  are  shown  to  have  been  widely 
used  by  appellant  for  a  long  period  of  time.  Confusion  is  not  only 
forbidden  between  registered  trade-marks,  but  between  a  reg- 
istered mark  and  a  mark  known  to  be  in  use.  Both  of  the  marks  in 
question  have  long  been  in  general  use,  and  the  registration  of  either 
one  would  tend  to  confuse  the  public  mind  with  the  other.  {In  re 
Herbst  Importing  Company^  antCy  383;  134  O.  Q.,  1516.)  Where 
two  marks  are  so  nearly  identical  as  to  tend  to  confuse  and  mislead 
the  public,  neither  is  entitled  to  registration,  even  under  the  ten-year 
clause  of  the  act  of  1905.  We  are,  therefore,  of  the  opinion  that, 
under  the  statute,  there  has  been  no  such  exclusive  use  of  the  mark 
in  question  by  appellee  as  would  entitle  it  to  registration.  (Worces- 
ter Brewing  Corporation  v.  Rueter  cfi  Co.,  ante^  829;  138  O.  G.,  1190.) 

The  decision  of  the  Commissioner  of  Patents  is  reversed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Reversed. 


[Conrt  of  Appeals  of  the  District  of  Columbia.] 

Ik  R£  Pearsall. 

Decided  April  20,  1908. 

135  O.  G.,  221 ;  31  App.  D.  C,  265. 

Double  Patewtiko— Two  Applications  by  Same  Ikvbkto»— Owly  Ohb  Pawht 

Issued. 

P.  filed  an  application  and  assigned  It  to  V.    Later  he  filed  a  second 

application  for  the  same  invention  and  assigned  it  to  W.    A  patent  was 

issued  on  the  latter  application.    Held  that  this  patent  is  a  bar  to  the 

issuance  of  a  patent  oo  the  earlier  application.  ^  . 
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Mt.  E.  H.  Brown  and  Mr.  C.  E.  Foster  for  the  appellant. 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

ItOBB,  /./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents refusing  to  allow  the  following  claim : 

A  piled  or  tufted  ftibrlc,  having  a  three-warp,  three-weft  weave,  in  which  the 
first  weft -is  inserted  below  the  back-binding  warp  and  above  the  other  warp- 
threads,  the  second  weft  is  hiserted  reversely  to  this,  the  third  weft  is  inserted 
below  the  npper  bindlng-warp  and  above  the  other  warp-threads,  and  the  tufts 
are  disposed  around  the  second  weft,  whereby  the  pattern  is  visible  on  the 
back  of  the  fabric. 

Pearsall  filed  this  application  in  the  Patent  Office  September  15, 
1902,  and  assigned  the  same  to  Carl  Vorwerk,  of  Barmen,  Oermany. 
On  February  18, 1904,  Pearsall  filed  a  second  application,  which  the 
Patent  Office  holds  covers  the  same  invention  and  which  he  assigned 
to  Matthew  J.  Whittall,  of  Worcester,  Mass.  Both  assignments  were 
recorded  in  the  Patent  Office.  On  November  15,  1904,  Patent  No. 
774,775  was  issued  on  the  later  application.  Whether  this  patent  was 
issued  inadvertently  does  not  appear.  Counsel  for  Vorwerk,  upon 
learning  of  the  issuance  of  the  patent  to  Whittall,  addressed  a  letter 
to  the  Conmiissioner  in  which  they  said : 

We  are  at  a  loss  to  understand  how  this  Pa-tent  No.  774,775  could  have  been 
granted  to  Pearsall  in  view  of  this  present  application  Serial  No.  173,244  which 
is  for  absolutely  the  same  thing.  We  feel  sure  that  Pearsall's  Patent  No. 
774,775  must  have  been  inadvertently  granted  and  we  have  to  ask  for  an  imme- 
diate declaration  of  interference  between  said  patent  and  this  pending  appli- 
cation Serial  No.  nZ^2A4t.  It  vill  be  obvious  from  inspection  of  the  figure  of 
the  present  application  and  Fig.  2  of  the  patent,  that  the  fabric  shown  in  each 
is  absolutely  the  same. 

It  is  now  contended  that  the  invention  claimed  in  this  application 
is  not  the  same  as  that  of  the  patent  We  find  no  merit  in  this  con- 
tention. AU  the  tribunals  of  the  Patent  Office  have  held  that  the 
inventions  are  the  same,  and  an  examination  of  the  specifications  and 
claims  of  each  convinces  us  of  the  correctness  of  that  conclusion.  The 
structures  shown  and  described  in  the  two  applications  are  almost 
identical.    The  Commissioner  in  disposing  of  the  question  said : 

The  only  difference  between  the  construction  of  this  application  and  that  of 
the  patent  is  that  in  the  latter  the  filling-threads  are  doubled  strands  arranged 
in  three  horizontal  planes  while  in  the  application  the  filling-threads  are  single 
strands  in  two  horizontal  planes.  Neither  of  these  distinctions  is  expressed 
In  the  claims  of  the  patent  or  in  the  appealed  claim.  They  will  not  therefore 
serve  to  differentiate  between  the  application  and  the  patent. 

Numerous  other  errors  are  assigned  which  need  not  be  separately 

noticed  and  considered,  as  they  are  all  embraced  in  the  proposition 
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that  the  Commissioner  erred  in  holding  the  patent  a  bar  to  the  grant 
of  another  patent  for  the  same  invention  to  the  same  applicant. 
Appellant  contends  that  it  was  the  duty  of  the  Commissioner— 

to  issue  the  patent  to  Pearsall  or  else  determine  in  some  way  which  of  the 
assignees  was  legally  ^ititled  to  it  and  issue  it  to  him. 

It  is  further  contended  that  Whittall  had  no  legal  interest  in  the 
invention  because  of  the  prior  assignment  to  Vorwerk,  and  that,  there- 
fore, the  grant  of  the  patent  was  in  excess  of  the  Commissioner's 
powers  and  a  nullity. 

The  fallacy  in  appellant^s  contention  consists  in  his  assumption  that 
the  patent  to  Whittall  is  void.  The  application  forming  the  basb 
of  that  patent  was  regularly  made,  and,  but  for  the  prior  assignment, 
no  question  could  be  raised  as  to  the  jurisdiction  and  authority  of  the 
Commissioner  in  the  premises.  Clearly  he  had  jurisdiction  of  the 
subject-matter  of  his  decision  which  was  the  invention.  Having 
determined  that  a  patent  should  issue,  it  is  conceded  he  might  have 
ignored  both  assignments  and  issued  a  patent  in  the  name  of  the 
inventor,  which,  probably,  would  have  been  the  better  course  for  him 
to  have  followed. 

In  Gayler  v.  Wilder^  (10  How.,  477,)  it  was  ruled  that  where  a 
patent  issues  to  an  applicant  who  has  assigned  his  interest  therein,  the 
patent  is  valid  and  by  operation  of  law  vests  in  the  assignee. 

If  a  patent  to  an  inventor  who  has  assigned  all  his  interest  in  the 
invention  is  valid  and  by  operation  of  law  inures  to  the  benefit  of  the 
assignee,  we  fail  to  perceive  why  a  patent  to  one  of  two  rival 
assignees  does  not  vest  in  the  holder  of  the  superior  assignment.  As 
previously  stated,  it  does  not  appear  that  the  patent  to  Whittall  in- 
advertently issued,  neither  does  it  necessarily  follow  that  because 
Vorwerk  holds  the  prior  assignment  his  title  is  superior  to  Whittall's. 
The  record  is  silent  as  to  the  facts  and  circumstances  surrounding 
the  two  assignments. 

The  Commissioner  says: 

But  if  it  be  agreed  that  the  OflSce  made  an  error  in  issuing  the  patent  on  the 
second  application  instead  of  the  first,  it  is  believed  that  the  error  cannot  be 
corrected  by  issuing  a  patent  to  appellant.  «  «  «  The  patent  is  based  npon 
the  application  of  Pearsall,  and  in  issuing  the  same,  the  Office  exhausted  ib« 
authority  to  grant  iiatents  for  that  invention  based  uix>n  Pearsairs  inventorship. 
Moreover,  the  issue  of  a  second  imtent  would  not  settle  the  question  of  title. 
It  is  believed  that  appellant  must  be  left  to  his  remedy  in  court  where  this  ques- 
tion can  be  finally  determined. 

Holding  as  we  do  that  the  patent  to  AVhittall  is  valid  and  inures 
to  die  benefit  of  the  holder  of  the  equitable  title  thereto,  it  neces- 
sarily follows,  in  view  of  the  well-established  rule  prohibiting  the 
grant  of  two  patents  for  the  same  invention  to  the  same  or  a  different 
party  {MiUer  v.  EagU  Mfg.  Co.,  C.  D.,  1894, 147;  66  O.  G.,  845;  151 
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IT.  S.9 186,)  that  the  decision  of  the  Commissioner  must  be  sustained. 
If  appellant  is  the  real  owner  of  the  patent,  he  has  his  remedy  by 
appropriate  proceedings  in  a  court  of  equity. 

The  decision  of  the  Commissioner  of  Patents  is  aflbmed,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
qourt  to  the  Commissioner  of  Patents,  in  accordance  with  law. 
Afirmed. 


[Coort  of  Appeals  of  the  Dtotrict  of  ColnmbtiL] 

Michigan  Condensed  Milk  Company  v.  The  Kenneweo  Company. 

Decided  March  S,  1908. 
135  O.  6n  451;  30  App.  D.  C,  491. 

L  Tbadb-Mabks — OpposiTioir — ^BIabk   Ouginatino   with   Consxtmeb  Uied  bt 

MAlfUPACrVBEK. 

Where  a  customer  orders  a  manufiicturer  to  put  up  goods  under  a  certain 
brand,  which  originated  with  the  customer,  the  brand  belongs  to  him  and 
not  to  the  manufacturer. 
Z  Same — Same — Evidence  Corbidebed. 

The  evidence  considered  and  held  not  to  establish  that  Kenneweg  ft 
Company,  the  predecessor  in  business  of  the  applicant,  with  whom  the 
mark  in  issue  originated,  had  only  an  exclusive  license  to  use  the  mark  in 
a  limited  territory. 
3.  Same — Same — Laches. 

The  fact  that  after  discovering  that  the  opponent  was  using  the  mark  in 
issue  applicant  took  no  steps  to  prevent  this  use  does  not  constitute  such 
laches  as  will  defeat  its  right  of  registration. 

Mr.  J.  A,  Burkart  and  Mr.  A.  P.  Greeley  for  the  appellant. 
Mr.  E.  S.  Duvallj  Jr.y  for  the  appellee. 

Shepasd,  C.  J.: 

On  April  17,  1905,  the  Kenneweg  Company,  a  corporation  doing 
business  as  wholesale  grocer  in  Cumberland,  Md.,  filed  an  application 
for  the  registrati^  of  a  trade-mark  consisting  of  a  large  figure  of  a 
star,  in  solid  color,  with  the  words  "  Star  Brand,  Condensed  Milk  " 
arranged  around  it.  The  description  and  accompanying  label  show 
the  word  "Star"  above  the  representation  of  a  large  five-pointed 
star;  the  word  "  Milk  "  was  below;  the  word  "  Brand  "  was  on  one 
side;  and  the  word  "  Condensed  "  on  the  other. 

The  Examiner  informed  the  applicant  that  the  trade-mark  ap- 
peared to  consist  of  the  representation  of  the  star  associated  with  the 
word  "  Star,'^  and  that  the  words  "  Condensed  Milk  "  must  be  can- 
celed. These  suggestions  were  followed  by  amendment  of  the  appli- 
cation in  conformity  therewith,'  and  the  applicant  was  thereupon 
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notified  of  the  passage  of  the  application  for  the  required  publication. 
Within  the  period  prescribed  by-law,  the  Michigan  Condensed  Milk 
Company  filed  an  opposition  to  the  registration.  The  substantial 
allegations  of  the  opposition  are,  that  the  said  trade-mark  is  sub- 
stantially identical  with  a  trade-mark  adopted  by  opponent  in  1890 
and  used  continuously  since  upon  the  goods  manufactured  and  sold 
by  it;  and  is  Hkely  to  be  mistaken  by  the  public  for  its  trade-mark: 
That  the  trade-mark  of  opponent  adopted  in  1890  was  first  placed 
upon  goods  manufactured  by  opponent  and  sold  to  the  Kenneweg 
Company  on  May  19, 1891 ;  and  that  opponent  has  never  given  to  the 
Kenneweg  Company  any  interest  in  said  trade-mark,  or  the  right  to 
use  the  same. 

The  Kenneweg  Company  replied  to  the  opposition,  alleging  that 
it  had  adopted  the  trade-mark  in  1891 ;  that  the  same  had  been  de- 
signed by  it  and  used  on  condensed  milk  ordered  from  the  opp<ment 
about  May  19,  1891,  with  the  request  to  furnish  the  Star  Milk  and 
place  upon  the  cans  the  label  bearing  the  adopted  mark;  that  the 
Kenneweg  Company  originated  and  adopted  the  trade-mark  before 
entering  into  any  arrangement  with  opponent,  and  that  opponent 
furnished  the  labels  frcnn  designs  and  drawings  submitted  by  Kenne- 
weg &  Co.;  that  the  said  trade-mark  is  the  lawful  property  of  the 
Kenneweg  Company,  and  the  opponent  has  never  had  the  right  to 
use  the  same;  that  the  said  trade-mark  has  been  continuously  used  by 
the  Kenneweg  Company  in  its  business,  since  its  adoption,  and  was 
registered  by  it  April  16, 1896. 

On  the  evidence  taken  the  Examiner  of  Interferences  rendered 
a  decision  in  favor  of  the  opponent.  The  Kenneweg  Company  ap- 
pealed to  the  Conunissioner  who  reversed  the  Examiner's  decision. 

The  Michigan  Condensed  Milk  Company  was  a  large  manufacturer 
of  condensed  milk  in,  and  prior  to  1891.  Kenneweg  &  Co.  who  were 
succeeded  by  the  Kenneweg  Company  in  its  business  and  rights,  was 
engaged  in  the  wholesale  grocery  business  in  Cumberland,  Md.,  in 
and  before  1891.  It  appears  from  correspondence  between  the 
parties,  some  of  which  seems  to  have  been  lost  or  destroyed  before  the 
controversy  began,  that  on  April  14,  1891,  Kenn#Feg  &  Co.  wrote 
to  the  Michigan  Condensed  Milk  Company  asking  if  it  could  put 
up  for  them  a  certain  sample  of  milk  under  a  private  brand.  This 
was  satisfactory  to  the  Michigan  Company.  They  wrote  again  on 
April  24  acknowledging  receipt  of  samples  and  saying: 

Yon  wiU  please  put  up  for  us  25  cases  at  $4.00  t  o.  b.  New  York,  brand  it 
star,  having  a  large  ^  in  the  label  and  have  the  color  and  general  printing 
matter  resemble  as  nearly  as  poaalble,  G.  B.  Eagle  brand. 

To  this  the  Michigan  Company  replied  under  date  of  April  27, 
1891,  saying: 

We  have  ordered  the  labels  mude  and  will  get  them  out  as  quick  aa  we  can 
get  the  woodcut  completed.    We  inclose  label  ao  that  you  may  aels  It   We  wiab 
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to  know  if  yon  want  yoar  name  on  tbe  label  and  your  street  address  as  It 
is  on  this  one;  or  would  you  like  tlie  plain  label  "  Star  Brand  of  Condensed 
Milk.'*  •  •  •  The  label  will  be  made  style  of  an  inclosed  large  star  in 
center  Star  Brand. 

In  reply,  Kenneweg  &  Co.  said: 

We  prefer  not  to  bave  our  name  or  address  on  the  label,  simply  '*8tar 
Brand  Condensed  Milk  **  and  a  large  cut  of  a  star. 

Kenneweg  testified  that  he  had  previously  sent  a  rough  sketch  of 
the  desired  mark.  This  was  denied  by  the  opponent's  general  man- 
ager, Parsons.  A  shipment  of  twenty-five  cases  of  milk,  labeled  as 
shown,  was  made  to  Kenneweg  &  Co.  on  May  19,  1891,  and  others 
Uiereafter  during  the  several  years  that  the  parties  did  business 
with  each  other.  Kenneweg  testified  that  the  figure  of  the  star  on 
these  labels  was  colored  red,  with  the  surrounding  words  printed 
in  blue  upon  white  paper.  The  evidence  on  behalf  of  the  opponent 
shows  that  Kenneweg  was  mistaken  in  the  color  of  the  star  on  the 
earlier  shipments,  as  the  labels  printed  at  that  time  were  entirely 
blue  in  color  on  white  paper.  It  also  shows  that  the  first  labels  with 
the  red  star  were  not  printed  until  1893.  Kenneweg  may,  however, 
have  confused  the  labels  of  later  shipments  with  those  of  the  earlier 
ones,  as  they  were  identical  save  in  the  color  of  the  representation 
of  the  star.  However  this  may  be,  Kenneweg  &  Co.  continued  for 
several  years  to  order  and  sell  to  their  customers  the  "  Star  Brand 
Condensed  milk."  Sales  were  made  in  Maryland,  West  Virginia,  and 
Pennsylvania,  and  one  case  was  shipped  to  Canada.  The  evidence  of 
the  Michigan  Condensed  Milk  Company  showed  that  on  the  same  day 
that  the  first  shipment  was  made  to  K^enneweg  &  Co.,  another  was 
made  to  a  dealer  in  New  Jersey  having  the  same  label.  The  liame  of 
the  manufacturer  did  not  appear  on  any  of  these  labels.  Other  ship- 
ments were  made  to  the  New  Jersey  party  during  1891  and  some  to 
a  dealer  in  Boston  in  1891.  Eight  hundred  and  fifty  cases  in  all  were 
shipped  to  Kenneweg  &  Co.  after  business  with  them  commenced. 
No  notice  was  given  to  Kenneweg  &  Co.  of  the  use  of  the  labels  in 
shipments  to  others,  and  the  fact  did  not  become  known  to  them  until 
October,  1895,  after  they  had  registered  the  trade-mark  under  the 
former  law.  The  Michigan  Company  never  applied  for  registration, 
but  printed  a  registration-number  on  their  later  labels.  This  was 
claimed  as  a  registration  trade-mark  in  later  correspondence  with 
Kenneweg  &  Co.  after  their  relations  became  strained.  The  evidence 
showed  that  this  so-called  registration,  was  in  the  office  of  some 
trade  journal  in  New  York  which  registered  trade-marks  at  request 
of  customers  or  subscribers.  It  is  a  fact  admitted  by  the  Michigan 
Company  that  during  the  several  years  that  it  dealt  with  Kenneweg 
&  Co.,  it  had  shipped  no  milk  with  this  label  to  any  other  d^akr  in 
the  State  of  Maryland.  '      o 
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The  Michigan  Company  attempted  to  show  that  it  had  an  agree- 
ment with  E!enneweg  &  Co.  by  which  ihe  latter  was  to  have  the 
exclusive  right  to  sell  the  ^  Star  Brand  Milk  ^  in  Cmnberland  and 
vicinity.  This,  Kenneweg,  as  a  witness,  expressly  denied.  As  the 
parties  had  never  met  so  as  to  have  an  oral  agreement  of  any  kind, 
it  must  have  been  made  in  writing,  either  through  the  execution  of  a 
formal  agreement,  or  the  correspondence  of  the  parties.  No  attempt 
was  made  to  show  that  spch  an  agreement  had  ever  been  executdi, 
and  the  only  thing  in  the  correspondence  suggesting  it,  during  the 
time  the  parties  were  doing  business  with  each  other,  was  contained 
in  a  sentence  in  a  letter  written  by  the  Michigan  Company  to  Kenne- 
weg  &  Co.  under  date  of  August  17, 1891.  This  began  with  a  refer- 
ence to  the  fact  that  no  order  had  been  received  for  a  long  time,  and 
the  sentence  referred  to  is  this : 

We  expected  you  to  have  a  large  sale  in  this  brand  as  yoo  bave  the  ezdiulTe 
control  of  It  in  your  city. 

Kenneweg  &  Co.  replied  briefly  saying  that  milk  was  too  abundant 
to  sell  much  of  the  condensed  article,  but  expected  to  have  usual  trade 
for  it  in  a  month  or  two. 

As  the  Michigan  Company  was  then  actually  selling  and  prepar- 
ing to  sell  milk  in  large  quantities  under  this  brand,  in  other  markets, 
there  may  or  may  not  have  been  a  design  in  this  casual  reference  to 
an  exclusive  control  in  Cumberland.  And  Kenneweg  &  Co.,  not 
knowing  of  other  sales  under  this  label,  may  not  have  attached  any 
significance  to  those  words.  While  this  reference  in  the  letter  and 
Kenneweg  &  Co.'s  failure  to  dispute  it  in  the  reply  might  have 
become  an  important  circumstance  in  corroboration  of  other  testi* 
mony  tending  to  show  the  agreement  claimed,  it  is  not  sufficient,  by 
itself,  to  constitute  proof  that  an  agreement  in  accordance  with  it 
had  been  previously  made. 

The  Michigan  Company  failed  also  to  make  good  its  allegation  of 
adoption  and  use  of  the  label  before  the  requ^  of  Kennew^  A  Ca 
for  a  private  brand.  As  stated  in  the  letter  to  Kenneweg  &  Ca 
before  mentioned,  the  woodcut  for  printing  this  label  was  prepared 
thereafter.  The  Examiner  of  Interferences,  who  sustained  tiie  oppo- 
sition on  other  grounds,  found,  as  did  the  Commissioner,  that  th«re 
had  been  no  such  previous  adoption  of  the  trade-mark  by  the  oppos- 
ing company. 

In  his  decision,  the  Examiner  of  Interferences  stated  it  to  be  the 

law  that: 

Where  a  customer  orders  a  manufacturer  to  put  up  aooda  under  a  certain 
brand  which  orifirinates  with  the  customer,  that  brand  belonas  to  the  eaitoiiier 
and  not  to  the  manufacturer. 
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The  correctness  of  this  proposition  has  not  been  controverted.  His 
conclusion,  however,  was  that  there  was  sufficient  evidence  to  show 
that  the  Michigan  Company  had  used  the  brand  as  a  trade-mark,  and 
that  Kenneweg  &  Co.  only  had  the  exclusive  right  to  sell  goods  with 
the  label  upon  them  in  Cumberland  and  vicinity.  As  shown  herein- 
before, this  conclusion  was  erroneous.  It  was  not  until  October,  1895| 
about  six  months  after  the  registration  of  the  trade-mark,  that 
Kenneweg  &  Co.  discovered  the  fact  that  the  Michigan  Company  had 
been  selling  and  shipping  milk,  under  this  trade-mark,  to  Chicago. 
The  later  correspondence  between  the  parties  growing  out  of  this  dis- 
covery sheds  no  important  light  upon  the  necessary  facts  on  which 
the  controversy  depends.  It  is  enough  to  say  that  the  Michigan  Com- 
pany declared  its  original  adoption  of  the  trade-mark,  and  maintained 
that  the  sole  right  of  Kenneweg  &  Co.  therein  was  to  its  exclusive 
use  in  Cumberland  and  vicinity — a  mere  license — ^while  Kenneweg  & 
Co.  asserted  their  own  right  to  ownership  of  the  trade-mark.  The 
opponent  having,  in  our  opinion,  failed  to  overcome  the  right  of  the 
Kenneweg  Company,  it  remains  to  consider  whether  the  latter  has 
lost  that  right  by  its  laches. 

This  contention  is  founded  on  the  fact  that  the  Kenneweg  Com- 
pany and  its  predecessor  took  no  steps,  after  discovering  the  use  of 
the  trade-mark  by  the  Michigan  Company  to  prevent  that  use.  Con- 
sent to  the  appropriation  of  his  trade-mark  by  another  is  not  to  be 
inferred  from  long  knowledge  and  silence.  The  use  of  one's  trade- 
mark by  another  is  a  continuing  wrong  and  the  right  to  prevent  its 
continuance  can  rarely  be  lost  by  mere  delay  of  assertion.  There 
must  be  some  element  of  estoppel.  Clearly,  the  K^neweg  Company 
has  never  abandoned  the  trade-mark.  It  protested  against  its  use  by 
the  Michigan  Company,  but  for  some  reason  has  never  brought  suit. 
It  is  well  settled  that  delay  wiU  not  prevent  an  injunction  against 
an  infringemttit,  though  it  may  have  been  so  long  continued  as  to 
deprive 'the  complainant  of  his  right  to  past  damages.  (McLean  v. 
Fleming,  C.  D.,  1878, 262 ;  13  O.  G.,  913 ;  9C  U.  S.,  245,  251 ;  Menendez 
v.  Holt,  C.  D.,  1889, 844 ;  46  O.  G.,  971 ;  128  U.  &,  514,  623.)  If  mere 
delay  would  not  protect  an  infringer  from  an  injunction  against 
further  use  of  a  trade-mark  it  necessarily  follows  that  it  cannot  be 
made  on  the  ground  of  successful  opposition  to  its  registration  by  the 
oi¥ner. 

Being  of  the  opinion  that  the  Commissioner's  decision  was  right, 
it  will  be  affirmed.  It  is  so  ordered,  and  that  this  decision  be  certified 
to  the  Commissioner  of  Patents  as  required  by  law.    Affirmed. 
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[Ooort  of  Appeftl*  of  tho  District  of  G^liimbla.] 

Bo0flAST    V.   POHIi.      POHL   t^.    BOSSAIT. 

Bedded  April  7,  190S. 

185  O.  G.,  468;  81  App.  D.  C^  218. 

IHIBBIBBENGB— ^OUOniALnT— ADMI88I0If  or  PUOB   iNTENTIOIf  BT  AHOTHD. 

The  testiouniy  of  a  party  to  an  interference  that  lie  devlaed  a  removable 
metallic  plate  for  a  specified  purpose  after  lie  liad  receiyed  the  suggestion 
of  a  third  party  through  the  opposing  party  of  a  removable  plate  covered 
with  cloth  for  the  same  purpose  Is  equivalent  to  an  admission  that  the 
opposing  party  was  first  in  possession  of  the  invention  in  issoe  covering  a 
removable  surfiice  or  plate  broadly  and  also  a  metallic  removable  plate  for 
such  purpose. 

Mr.  W.  N.  CramteeU  and  Mr.  J.  W.  Steward  for  Bossart. 
Mr.  James  O.  Chapin  for  Pohl. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  Commissioner  of  Patents,  in  inter- 
ference proceedings,  awarding  priorities  to  the  respective  parties 
upon  the  following  issues: 

1.  In  combination^  a  means  for  treating  the  threads  with  a  finishing  solotioB, 
and  a  heated  metallic  body  over  which  the  threads  are  adapted  to  be  drawn 
after  leaving  said  means*  the  approach  end  of  the  surface  portion  of  said  body 
being  removable. 

2.  In  combination,  a  means  for  treating  the  threads  with  a  finishing  solutioo, 
a  heated  metaUic  body  over  which  said  threads  are  adapted  to  be  drawn  after 
leaving  said  means,  said  body  having  a  recess  in  its  approach  end,  and  a 
removable  metallic  plate  arranged  in  said  recess. 

8.  In  a  machine  for  finishing  and  lustering  textile  filaments,  a  heated  body 
having  a  contact-surface  for  the  threads,  and  having  a  part  thereof  which 
goes  to  make  up  the  said  surface  at  the  approach  end  thereof  removable. 

4.  In  a  machine  fbr  finishing  and  lustering  textile  filaments,  a  heated  body 
having  a  stationary  contact-surfiace  for  the  threads,  and  provided  also  at  its 
approach  end  with  a  reny>vable  contact-surface^  said  stationary  and  rdmovable 
surfaces  retained  in  register  during  the  normal  operation  of  the  device^  whereby 
the  two  said  surfaces  are  at  such  times  substantially  continuous. 

5,  The  combination  of  a  suitable  support,  means  for  treating  the  threads 
In  a  suitable  solution,  a  heated  thread-contact  surface,  and  means  fbr  sob- 
Jeeting  the  threads  to  a  steam  bath  subsequent  to  receiving  the  solution  treat- 
ment and  before  reaching  said  heated  surface. 

fi.  The  combination  of  a  suitable  support,  a  heated  thread-contact  surface,  a 
solutlon-contahiing  receptacle,  and  means  for  subjecting  the  threads  to  a  tem- 
perature intermediate  between  that  of  the  solution  and  that  of  said  surface  and 
for  steaming  the  threads. 

7.  The  combination  of  a  suitable  support,  a  heated  thread-contact  surface,  a 
solution-containing  receptacle,  and  means  for  subjecting  the  threads  to  a  tem- 
perature intermediate  between  that  of  the  solution  and  that  of  said  heated  sur- 
face and  for  simultaneously  moistening  the  threads. 
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S.  In  a  machine  for  finiahing  and  lustering  textile  filaments,  the  combination 
with  a  bath  for  containing  liquid  in  which  the  filaments  are  to  be  immersed, 
and  a  heated  contact-surface  over  which  the  filaments  are  arranged  to  travel  of 
an  absorber  arranged  between  the  bath  and  the  contact-surface,  said  absorber 
provided  internally  with  heating  means. 

9.  In  a  machine  for  finishing  and  lustering  textile  filaments,  the  combination 
with  a  bath  for  containing  liquid  in  which  the  filaments  are  to  be  immersed, 
and  a  heated  contact-surface  over  which  the  filaments  are  arranged  to  travel 
of  a  heated  absorl)er  comprising  a  felt-covered  steam-pipe  arranged  between 
the  bath  and  the  contact-surface. 

The  inventions  involved  in  this  controversy  consist  of  improve- 
ments on  a.  silk-finishing  machine.  The  machine  consists  of  a  tank 
containing  a  solution,  through  which  the  silk  threads  are  drawn,  and 
a  heated  table,  over  which  the  threads  are  passed  for  the  purpose  of 
drying  the  solution.  The  inventions  in  question  are  intended  to 
prevent  a  deposit  or  accumulation  of  the  solution  on  the  end  of  the 
table  next  to  the  tank,  which  becomes  soiled  and  sticky  in  the  course 
of  use,  and  thereby  prevents  the  proper  operation  of  the  machine. 
To  overcome  this  defect,  the  two  inventions  here  in  controversy  were 
made.  One  of  the  inventions  consists  of  a  movable  plate  inserted  in 
the  end  of  the  table  in  such  a  manner  that,  when  an  accumulation 
occurs,  the  plate  can  be  removed  and  cleaned.  This  device  is  set 
forth  in  counts  1,  2,  3,  and  4  of  the  issue.  The  second  invention  in 
issue  consists  of  a  steam-pipe  having  a  felt-cloth  covering  called  an 
absorber,  which  is  placed  between  the  tank  and  the  table.  The 
threads,  after  passing  through  the  tank,  pass  over  this  device,  which 
absorbs  the  surplus  solution.  This  invention  is  embraced  in  counts 
5,  6,  7,  8,  and  9.  Both  parties  to  the  interference  claim  the  inven- 
tion of  both  devices. 

As  to  the  removable  plate,  Pohl  alleges  conception  of  the  inven- 
tion on  October  1,  1904;  disclosure  January  16,  1905,  and  reduction 
to  practice  February  1,  1905.  Bossart  alleges  conception  of  the  in- 
vention about  January  18,  1905;  disclosure  about  January  20,  1905, 
and  reduction  to  practice  on  April  11, 1905.  As  to  the  absorber,  Pohl 
alleges  conception  of  the  invention  on  October  1,  1904,  disclosure 
January  1, 1905,  but  no  actual  reduction  to  practice  is  alleged.  Bos- 
sart alleges  conception  about  February  20,  1905;  disclosure  about 
February  25, 1905,  and  reduction  to  practice  on  April  11, 1905.  The 
matter  comes  here  on  appeals  by  botlx  Pohl  and  Bossart  from  the  de- 
cision of  the  Commissioner  of  Patents  affirming  the  decision  of  the 
Examiners-in-Chief,  who,  in  turn,  affirmed  the  decision  of  the  Ex- 
aminer of  Intereferences,  awarding  priority  of  invention  to  Pohl  as 
to  counts  1,  2,  8,  and  4,  and  to  Bossart  as  to  counts  5,  6,  7,  8,  and  9 
of  the  issue. 

The  contestants  appear  to  be  experts  in  silk  manufacture,  and  were 
employed  during  1904  at  the  Meding  Mills  at  Paterson.  I^J.^Bos- 


480      DECI8IOK8  07  UNITED  STATES  C0UBT8  IK  PATENT  CASES. 

sart  had  installed  a  number  of  the  machines  in  the  Meding  Mills,  on 
which  the  improvements  in  question  were  afterward  made.  Pohl  and 
Bossart,  together  with  one  Grebs,  formed  a  partnership  for  the  pur- 
pose of  selling  the  machines.  Jt  appears  that  there  was  a  good  de- 
mand for  the  machines  and  the  venture  was  successful.  In  handling 
the  machines,  the  improvements  involved  in  the  first  four  counts  of 
the  issue  were  made,  and  a  joint  application  for  patent  thereon  was 
filed  on  January  26, 1905.  The  parties  seemed  to  have  believed  that 
they  had  the  right  to  file  a  joint  application,  irrespective  of  who 
actuaUy  invented  the  device.  This  application  was  allowed  on  Sep- 
tember 15, 1905,  but  was  afterwards  forfeited.  Soon  after  filing  this 
application,  Pohl  withdrew  from  the  partnership.  On  March  22, 
1905,  Bossart  filed  his  application,  here  involved,  including,  however, 
only  the  claims  for  the  absorber.  On  April  18,  1905^  Pohl  filed  an 
application,  including  claims  for  both  the  removable  sectional  plate 
and  the  absorber.  On  August  22, 1906,  Bossart  filed  his  application, 
here  involved,  which  includes  the  claims  for  the  removable  sectional 
plate.  On  October  14,  1905,  Pohl  filed  another  application,  based 
upon  the  claims  for  both  inventions.  The  claims  of  Pohl  embraced 
in  his  first  application  were  transferred  to  and  included  in  his  second 
application,  which  is  the  one  here  in  interference.  It  will  be  ob- 
served that,  so  far  as  this  interference  is  concerned,  Bossart  is  the 
senior  applicant  as  to  both  inventions. 

The  evidence  on  behalf  of  Pohl  shows  that,  on  December  26, 1904, 
he  disclosed  the  removable  plate  invention  involved  in  counts  1,  2, 3, 
and  4.  Bossart's  evidence  as  to  this  invention  is  to  the  effect  that 
Pohl  told  him  of  a  suggestion  he,  Pohl,  had  received  from  one  Wads- 
worth,  that  involved  a  removable  plate  covered  with  cloth,  as  de- 
scribed in  counts  1,  8,  and  4,  and  that,  after  receiving  the  "  Wads- 
worth  idea,"  he,  Bossart,  devised  the  copper  or  ^metallic"  plate 
described  in  count  2.  We  think  the  evidence  on  this  point  is  equiva- 
lent to  an  admission  that  Pohl  was  in  possession  of  the  invention 
before  Bossart  Whether  Wadsworth,  upon  a  subsequent  application, 
would  be  entitled  to  the  patent  as  against  Pohl,  is  a  matter  upon 
which  Bossart  cannot  be  heard.  This  Court,  in  Prindle  v.  Brawh 
(C.  D.,  1904,  680;  112  O.  Q.,  967;  24  App.  D.  C,  114,)  said: 

Whether  the  senior  applicant  may  be  entitled  to  priority  of  invention  as 
against  aU  persoiui  Is  not  the  isroe  In  an  Interference  caie  between  two  cltijn- 
ants  of  the  iuYentlon;  but  the  aoestlon  is  whether  the  Junior  applicant  hu 
established  his  own  claim  to  priority  oyer  that  of  his  oEH;>oiient 

As  to  the  absorber  embraced  in  counts  5,  6,  7,  8,  and  9,  'Pobl  testi- 
fies that  he  disclosed  the  invention  to  Bossart,  which  is  denied. 
Bossart  built  a  machine  embodying  the  invention,  of  which  he  claims 
he  told  Pohl  in  March,  1905.   This  branch  of  the  case  turns  upon  the 

Jigitized  by  V^" 


DECISIONS  OF  UNITED  STATES  GOtTBTS  IN  PATENT  OASES.      481 

evidence  as  to  Pohl's  disclosure  to  Bossart.  While  there  is  a  sharp 
oonflict  on  this  point,  we  see  no  reason  to  overrale  the  condiisioii 
reached  l^  all  three  of  the  tribunals  of  the  Patent  Office. 

The  decision  of  the  Ciomnussioner  of  Patents,  awarding  priority  of 
inyjention  of  the  removable  plate  to  Pohl,  and  priority  of  invention 
of  the  absorber  to  Bossart,  is  affirmed.  The  clerk  is  directed  tocertify 
these  proceedings,  as  by  law  required.    Aprmed. 


[Conrt  of  AppmUb  of  the  Dlitrlct  of  Colmnbia.] 
NSTH  AND  TaMPLIN  V.  OhMER  AND  OhHER  V.  O^MES. 

Decided  March  S,  1908. 

186  O.  G.,  002;  80  Appu  D.  C,  478. 

L  iNTEBnBENCE— PbIOBITY — REDUCTION      TO      PaACTICB — BlCPLOm      AND      ]BlC« 

FLOYEE. 

It  is  well  settled  that  If  one  conveys  to  his  employees  Infbnnatkm  and  In* 
strnctions  to  proceed  and  mannfticture  a  piece  of  mechanism  which,  with 
the  instmction  imparted,  can  be  constructed  by  the  application  of  ordinary 
mechanical  skill,  snch  employer  is  entitled  to  the  benefit  of  the  iklU  and 
ingennity  of  the  employee  in  successfully  completing  the  device.  (Bparh- 
man  y.  Higgins,  1  Blatchf.,  206;  Ycder  y.  MUU,  O.  D.,  1886, 115;  84  O.  Q.» 
1048;  25  Fed.  Rep.,  821;  H%ehel  y.  Bernard,  O.  D.,  1800,  228;  00  O.  0.*  T51; 
15  App.  D.  C  510;  Agawan  y.  Jordan,  7  Wall.,  588.) 
2.  Same— Same— Same— DiLiosNCE. 

Where  it  appeared  that  W.  I.  Ohmer  had  a  conception  of  the  Inyentton 
which  he  disclosed  to  Neth  and  Tftmplin  In  1902  and  prior  to  January,  1906» 
had  caused  an  eml)odlment  of  this  invention  in  working  plans  and  draw- 
ings,  but  did  not  reduce  the  invention  to  practice  until  February,  1908,  and 
it  is  shown  that  John  F.  Ohmer  reduced  the  invention  to  practice  in  Janu- 
ary, 1908»  HOd  that  It  cannot  be  successfully  held  that  W.  L  Ohmer  was 
lacking  In  reasonable  diligence  in  reducing  his  invention  to  practice^  when 
It  Is  considered  that  a  complicated  and  dilBcult  pleoe  of  mechanlsni  was 
constructed  In  four  months. 

Mr.  MelviUe  Church  for  the  appellants. 

Mr.  H.  A.  Tatdmin  and  Mr.  E.  L.  Reed  for  the  appellee. 

Van  Obsdel, /.; 

These  are  appeals  from  the  Commissioner  of  Patents  in  an  interfer- 
ence case.    The  claims  in  issue  are  as  follows: 

1.  In  a  fare-register,  the  combination,  with  a  plurality  of  specific  fture-printing 
counters,  of  a  separate  actuating  mechanism  for  each  counter,  a  grand-total 
passenger  printing-counter  and  operating  mechanism  whereby  said  last-n 
tlooed  counter  Is  actuated  by  each  of  the  specific  fare^ictuatlng  mechanisms. 
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2.  In  a  fart-roclster,  the  combination,  with  a  plurality  of  BpecUle  faz«- 
in4lcatorf,  and  a  ooiro^ponding  plurality  of  apedflc  flire-printing  ooonter%  of 
separate  actuating  mechaniams  f6r  simultaneously  operating  each  fare-indicator 
and  the  corresponding  counter,  a  grand-total  passenger  printing-counter,  and 
operating  mechanism  whereby  said  last-mentioned  counter  is  actuated  by  each 
of  the  specific  ftire-actuating  mechanisms. 

Neth  and  Tamplin  filed  their  application  September  12, 1904;  John 
F.  Ohmer  filed  his  application  January  11,  1904;  and  Wilfred  L 
Ohmer  filed  his  application  May  4,  1903.  The  invention  embodied 
in  these  claims  over  the  prior  existing  inventions  consists  in  the 
^^  grand-total  passenger  printing-counter."  Quoting  from  the  opin- 
ion of  the  Commissioner  of  Patents: 

Prior  to  the  date  of  the  invention  In  issuer  ftire-registers  had  been  made  which 
included  a  plurality  of  specific  fare-indicators,  a  correspondhig  plurality  of 
specific  ftire-printing  counters,  a  separate  actuating  mechanism  for  simul- 
taneously operating  each  ftire-indicator  and  the  corresponding  counter,  and  a 
visible  indicating-counter  for  noting  the  total  number  of  passengers,  adapted  to 
be  actuated  upon  the  operation  of  the  mechanism  of  each  class  of  specific  Care- 
indicators.  The  Invention  in  issue  comprises  the  addition  to  this  type  of  a 
machine  of  a  grand-total  passenger  printing^<»unter  and  mechanism  whereby 
it  is  actuated  by  each  of  the  specific  ftire-countlng  actuating  mechanisms. 

Considering  first  the  claims  of  Neth  and  Tamplin,  it  appears  that 
in  October,  1902,  they  were  employed  by  Wilfred  I.  Ohmer  in  his 
factory  at  Dayton,  Ohio.  Neth  and  Tamplin  make  no  claim  to  any 
conception  of  this  invention  prior  to  October  25, 1902.  Neth  testifies 
that  on  that  date  Wilfred  I.  Ohmer  called,  him  into  his  office  and 
asked  him  if  he  could  make  a  street-car  register,  to  which  he  replied 
that  he  thought  he  could.  There  is  considerable  conflict  as  to  just 
what  occurred  between  these  parties  at  that  time  and  afterwards 
during  the  construction  of  the  machine.  It  is  clear  that  Neth, 
assisted  by  Tamplin,  constructed  the  machine,  but  it  also  appears 
that  Wilfred  I.  Ohmer  was  present  almost  daily  and  assisted  in  pre- 
paring the  drawings  and  inspecting  the  work  as  it  progressed.  We 
think  the  evidence  discloses  that  Wilfred  I.  Ohmer  not  only  laid  be- 
fore Neth  at  his  first  conversation  certain  rude  sketches  and  drawings 
hereafter  referred  to,  but  imparted  to  him  sufficient  knowledge  of 
what  he  wanted  constructed  to  enable  any  one  with  reasonable  me- 
chanical skill  and  knowledge  of  the  art  to  work  out  the  invention. 

It  should  be  remembered  at  this  point  that  Wilfred  I.  Ohmer  was 
the  owner  of  the  patent  for  what  is  known  as  the  Kelch  machine. 
This  is  a  car- fare  register  containing  all  the  qualities  of  the  machine 
in  controversy  except  the  grand-total  printing-counter.  The  Eelch 
machine  contained  the  fare-indicators  and  specific  fare-printing 
counters  that  recorded  the  number  of  passengers  carried  on  each  par- 
ticular fare — ticket,  transfer,  three-cent  fare,  five-cent  fare,  etc.— but 
lacked  a  mechanism  by  which  the  total  number  of  passengers  carried 
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up  to  any  given  time  could  be  recorded.  The  invention  before  us  is 
simply  this  addition  to  the  Kelch  machine.  Neth  and  Tamplin  had 
been  working  in  the  factory  where  Wilfred  I.  Ohmer  had  been  manu- 
facturing the  Kelch  machines,  hence  the  duty  imposed  upon  them  of 
building  a  machine  embracing  the  present  invention,  was  one  with 
which  they  were  familiar.  They  were  skilled  in  the  art  of  making 
car-fare  registers. 

It  appears  that  Wilfred  I.  Ohmer,  prior  to  his  first  conversation 
with  Neth,  had  prepared  a  record-sheet  showing  in  tabulated  form 
what  he  wished  to  have  recorded  by  a  machine  such  as  he  had  in  mind, 
an  indicator  sketch,  a  totalizer  sketch,  a  printing-device  sketch,  and  a 
cabinet  sketch.  Relative  to  the  evidence  showing  the  knowledge 
Wilfred  I.  Ohmer  possessed  on  October  25,  1902,  at  the  time  of  his 
conversation  with  Neth  in  his  private  office,  we  quote  from  the  opinion 
of  the  Commissioner  of  Patents: — 

Wilfred  I.  Ohmer  has  offered  in  evidence  a  diagrammatic  sketch  "  Exhibit, 
1889,  General  Sketch/'  which  he  says  shows  the  Idea  of  including  a  grand-total- 
printing  counter.  Whistler  testifies  that  Wilfred  I.  Ohmer  showed  this  sketch 
to  him  in  March,  1901,  and  explained  to  him  in  connection  therewith  that  he 
proposed  to  make  a  machine  embodying  a  grand-totai-printing  counter  operated 
by  each  specific  fare-actuating  mechanism,  but  did  not  suggest  any  specific 
mechanism  for  that  purpose.  George  Ohmer,  an  uncle  of  Wilfred  I.  Ohmer,  says 
that  Wilfred  I.  Ohmer  showed  this  sketch  to  him  July  25,  1901,  and  his  testi- 
mony concerning  the  extent  of  disclosure  Is  substantially  the  same  as  Whis- 
tler's. The  testimony  relative  to  this  sketch  is  not  sufficient  to  establish  con- 
ception of  the  invention  by  Wilfred  I.  Ohmer,  but  indicates  that  as  early  as  the 
year  1901,  he  had  in  mind  the  result  to  be  accomplished.  Wilfred  I.  Ohmer 
also  offers  in  evidence  "  Exhibit,  October  1,  1902-Totalizer  Sketch,"  a  sketch 
indicating,  in  one  view,  banks  of  printing-counters  and  a  total-printing  counter, 
but  showing  no  mechanism  for  operating  the  total-printing  counter ;  **  Exhibit, 
October  17,  1902,  Printing  Device  Sketch,"  which  comprises  the  illustration  of  a 
printing  mechanism  similar  to  that  in  the  "Practical  Machine;'*  ''Exhibit, 
October  21,  1902,  Cabinet  Sketch,"  which  shows  front  and  end  views  of  a  cabi- 
net substantially  like  that  of  the  "Practical  Machine,"  the  end  view  diagram- 
matically  illustrating  in  dotted  lines  parts  of  the  printing  mechanism  as  subse- 
quently embodied  in  that  machine ;  and  "  Exhibit,  Record  Sheet  Middle  of  Octo- 
ber, 1902,"  which  is  a  tyi)e-wrltten  sheet  of  tabulations  whose  columns,  including 
the  "grand  total"  correspond  to  the  record-sheet  delivered  from  the  "Prac- 
tical Blachine."  While  none  of  these  exhibits  show  any  specific  means  for 
operating  a  grand-total-printing  mechanism,  the  testimony  of  Whistler  and  of 
George  Ohmer  establishes  the  fact  that  these  sketches  were  made  prior  to  the 
date  of  conception  alleged  by  Neth  and  Tamplin,  and  leaves  no  doubt  that 
Wilfred  I.  Ohmer  not  only  had  in  his  mind  the  idea  of  adding  a  total-printing 
counter  to  a  ftire-reglster,  but  that  he  had  determined  the  relative  arrangements 
of  the  parts. 

While  some  of  these  sketches  do  not  seem  to  disclose  the  means  for 
applying  them  to  the  invention  as  finally  perfected,  we  are  of  the 
opinion  that,  taken  together  with  what  is  disclosed  after  the  first 
conversation  with  Neth,  Wilfred  I;  Ohmer,  at  that  time,  hadkiot  only 

Jigitized  by  VjOOQIc 


484      DECISIONS  OF  UNITED  STATES  COUBXS  IN  PATENT  CASES. 

a  broad  conception,  but  a  very  definite  idea,  of  the  machine  which 
was  constructed  by  Neth  and  Tamplin,  while  in  Ohmer's  employ,  and 
upon  which  Wilfred  I.  Ohmer  based  his  application  for  patent 

It  is  well  settled  that  if  one  conveys  to  his  employees  information 
and  instructions  to  proceed  and  manufacture  a  piece  of  mechanism, 
which,  with  the  instruction  imparted,  can  be  constructed  by  the  ap- 
plication of  ordinary  mechanical  skill,  that  such  employer  is  entitled 
to  the  benefit  of  the  skill  and  ingenuity  of  the  employee  in  success- 
fully completing  the  device.  Many  decisions  of  the  courts  hold  that 
the  inventor  may  avail  himself  of  the  mechanical  skill  of  others  in 
reducing  his  inventive  ideas  to  practice.  In  Sparkman  v.  Higgiw^ 
(1  Blatch.,  206.)  the  Court  said: 

To  constitute  an  inventor,  it  is  not  necessary  he  should  have  the  manaal  skill 
and  dexterity  to  make  the  drafts^  If  the  ideas  are  furnished  by  him,  for  pro- 
ducing the  result  aimed  at,  he  is  entitled  to  uvail  himself  of  the  mechanical 
skill  of  others,  to  carry  out  practically  his  contrivance. 

In  Yoder  v.  MiOa  (C.  D.,  1886, 116;  34  O.  G.,  1048;  26  Fed.,  821,) 
it  was  said : 

The  only  contested  inquiry  in  the  case  involves  the  right  to  the  Inventioo 
itself.  All  the  evidence  relates  to  it.  Both  parties  claim  the  merit  which  the 
patent  apparently  accords  to  the  complainant,  and,  without  discussing  the  evi- 
dence, it  is  enough  for  us  to  say  that,  in  view  of  the  decided  preponderance  of 
the  proofs,  it  is  justly  devolved  upon  him.  The  conception  of  the  invention  be- 
longs to  him,  and  all  that  the  defendants  contributed  was  the  uecesnry 
mechanical  skill,  furnished  at  his  request,  to  embody  it  in  an  operative  form. 
He  did  not  lose  the  merit  which  is  due  to  inventive  suggest Ivenees,  and  devolve 
it  upon  a  mechanic  whose  only  function  was  to  materialize  it 

The  same  rule  is  announced  with  approval  in  Huehel  v.  Bernard^ 
(C.  D.,  1900,  223;  90  O.  G.,  751;  15  App.  D.  C,  510;)  Agawam  v. 
Jordan,  (7  Wall.,  583.) 

Neth  and  Tamplin  make  no  claim  to  having  conceived  the  inven* 
tion  until  after  Wilfred  L  Ohmer  set  them  to  work  making  a  fare- 
register,  which  culminated  in  what  is  known  in  this  case  as  the 
"  February,  1903,  Practical  Machine."  Wilfred  I.  Ohmer  claims  to 
have  conceived  and  disclosed  the  invention  before  that  time,  and, 
we  think,  has  produced  sufficient  corroborative  proof  of  that  feict  to 
fully  sustain  the  rulings  of  the  tribunals  of  the  Patent  Office  in  giving 
him  priority  over  Neth  and  Tamplin. 

This  brings  us  to  a  consideration  of  the  rights  of  John  F.  Ohmer. 
He  claims  a  reduction  of  his  invention  to  practice  in  January,  1903. 
This  was  four  months  before  Wilfred  I.  Ohmer  filed  his  application 
in  the  Patent  Office,  and  one  month  before  the  completion  of  the 
"  February,  1903,  Practical  Machine."  Assuming  that  John  F. 
Ohmer's  reduction  to  practice  was  complete  in  January,  1903,  which 
is  not  entirely  clear,  the  burden  of  proof  would  be  on  Wilfred  L 
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Ohmer  to  show  that  he  not  only  conceived  the  invention  prior  to 
January,  1903,  but  that  he  used  reasonable  diligence  in  reducing 
his  invention  to  practice.  We  have  found  that  Wilfred  I.  Ohmer, 
before  Neth  and  Tamplin  came  on  the  scene  in-  October,  1902,  had  a 
broad  conception  gf  the  invention  that  culminated  in  the  ^^  Practical 
Machine."  As  we  have  observed,  prior  to  October,  1902,  Wilfred  I. 
Ohmer  had  been  formulating,  in  rude  sketches,  plans  for  making 
this  improvement,  which  plans  and  sketches  were  in  his  possession 
and  produced  at  the  time  he  held  his  first  conversation  with  Neth  in 
October,  1902.  The  record  discloses  that,  following  this  conversa- 
tion, all  except  possibly  one  of  the  working  plans  and'  drawings, 
material  to  the  construction  of  the  "  February,  1903,  Practical  Ma- 
chine," were  completed  before  January,  1903. 

It  is  contended  by  counsel  for  appellant  that,  since  the  Wilfred 
I.  Ohmer  ^^  Practical  Machine  "  was  not  completed  until  February, 
1903,  there  is  no  evidence  that  before  the  alleged  reduction  of  the  in- 
vention to  practice  by  John  F.  Ohmer,  in  January,  1903,  the  machine 
of  Wilfred  I.  Ohmer  either  contained  all  the  elements  of  the  issues, 
or  that  all  the  elements  of  the  issues  were  conceived  or  worked  out 
before  that  time.  It  is  true  that  Wilfred  I.  Ohmer  testified  that  he 
and  his  workmen  worked  on  the  machine  until  February  23,  1903. 
We  think  it  clearly  appears,  however,  not  only  from  the  evidence  of 
Wilfred  I.  Ohmer,  but  of  other  witnesses,  that  all  the  elements  em- 
bodied in  the  "  Practical  Machine  "  were  conceived  and  planned  be- 
fore the  date  of  the  alleged  reduction  of  the  invention  to  practice 
by  John  F.  Ohmer. 

Certainly,  it  cannot,  in  the  light  of  the  evidence,  be  successfully 
contended  that  Wilfred  I.  Ohmer  did  not  use  reasonable  diligence 
in  reducing  his  invention  to  practice,  when  it  is  considered  that  the 
^  Practical  Machine,"  a  complicated  and  difficult  piece  of  mechanism, 
was  constructed  in  four  months. 

John  F.  Ohmer  testified  that  he  had  a  conception  of  the  invention 
as  early  as  February,  1901,  but  as  no  disclosure  was  made  until 
January,  1903,  we  think  the  evidence,  being  uncorroborated  and  of  a 
self-serving  nature,  is  not  entitled  to  sufficient  credit  to  defeat  the 
rights  of  Wilfred  I.  Ohmer.  Conceding  that  John  F.  Ohmer  con- 
ceived the  invention  in  February,  1901,  he  has  totally  failed  to  show 
due  diligence  in  reducing  the  invention  to  practice,  hence  this  date  of 
conception,  if  it  were  not  clouded  in  doubt,  could  avail  him  nothing. 
The  earliest  possible  date  that  can  be  accorded  John  F.  Ohmer,  under 
any  fair  consideration  of  the  record,  is  January,  1903,  and  that  is  too 
late  to  establish  his  priority. 

From  an  examination  of  the  whole  case,  we  are  of  the  opinion  that 
the  evidence  fully  sustains  the  rulings  of  the  three  tribunal  of  the 
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Patent  Office,  and  that  priority  should  be  awarded  to  Wilfred  I 
Ohmer. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  the  proceedings,  as  required  by  law. 


(Court  of  Appeals  of  the  District  of  Columbia.] 

The  Edna  Smeltino  &  Befinino  Company  v.  I^athan  Manufac- 

TUBING  Co. 

Decided  March  S,  1908. 

135  O.  C  6M;  30  App.  D.  C,  487. 

1.  TaADB-MABKB— REGISTaABILITT— NaMK  OF  PATENTED  ABTICLE. 

Applicant  adopted  as  a  trade-mark  for  injectors  the  word  **  Monitor.** 
These  injectors  were  of  the  type  shown  in  the  Oresliain  patent,  which  had 
expired  prior  to  tliat  time,  and  also  embodied,  the  features  of  the  Wohlers 
patent,  which  was  of  limited  scope.  Later  other  styles  of  injectors  were 
made  and  designated  by  various  names,  of  which  "  Monitor  **  was  a  part 
None  of  these  injectors  embodied  the  features  of  the  Wohlers  patent 
Beld  that  these  fticts  do  not  bring  the  case  within  the  rulhig  of  Singer 
Mfff.  Co.  y.  June,  (C.  D.,  1896»  687;  75  O.  G.,  1708;  163  TJ.  &,  160,)  and 
applicant  Is  entitled  to  register  the  mark. 

2.  Same— Same— Same. 

Where  a  trade-mark  had  been  applied  to  an  article  prior  to  the  adoption 
of  features  covered  by  a  patent,  the  expiration  of  the  patent  does  not  te^ 
minate  the  exclusive  right  to  the  use  of  the  mark.  (Bechelder  v.  Thom9en, 
08  F.  R.,  660.) 

Mr.  W.  F,  Murray  for  the  appellant. 
Mr.  MarceUuB  Bailey  for  the  appellee. 

BoBB,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents, 
in  a  trade-mark  case,  dismissing  the  opposition  filed  by  The  Edna 
Smelting  &  Refining  Company,  and  holding  that  the  Nathan  Manu- 
facturing Company  is  entitled  to  register  the  word  *^  Monitor  "  as  a 
trade-mark  for  steam-boiler  injectors  and  feeders. 

The  grounds  for  the  opposition  are  that  the  word  ^  Monitor  ^  for 
over  twenty-one  years  has  been  applied  to  steam-boiler  injectors 
which  embody  inventions  set  forth  in  three  patents,  Nos.  234,157  and 
284,158,  dated  November  9,  1880,  and  No.  276,319,  dated  April  24, 
1883,  granted  to  Emil  Wohlers,  and  a  patent.  No.  289,329,  dated 
May  6,  1884,  granted  to  Wotapek,  all  of  which  have  expired;  and 
that  the  word  has  become  descriptive  of  a  patented  artide  and  not 
susceptible  of  exclusive  appropriation  as  a  trade-mark. 

Digitized  by  VjOOQ  IC 


DECISIONS  OP  UNITED  STATES  COURTS  IN  PATENT  CASES.       487 

The  facts  briefly  stated  are  these:  Since  1881  the  Nathan  Manu- 
facturing Company  and  its  predecessor  have  been  engaged  in  the 
manufacture,  among  other  things,  of  injectors  for  locomotive  and  sta- 
tionary engines.  The  injector  first  constructed  by  the  Nathan  Com- 
pany was  of  the  type  embodied  in  the  broad  invention  of  Gresham 
as  described  in  Patent  No.  57,057  granted  August  7,  1867,  and 
which  expired  in  1879.  This  early  type  of  injector  also  embodied  the 
Wohlers  patent,  which  is  very  narrow  in  scope,  being  limited  to  the 
particular  manner  of  joining  the  auxiliary  jet  to  the  body  of  the  in- 
jector. The  Wohlers  patent,  therefore,  is  not  fundamental,  involv- 
ing, as  it  does,  a  mere  structural  change  in  the  Gresham  construction. 
The  Nathan  Company  designated  its  original  output  of  injectors  by 
the  word  "  Monitor."  From  time  to  time  thereafter  it  constructed 
six  other  styles  of  injectors,  none  of  which  embody  the  Wohlers  pat- 
ent, and  which  it  designated  "  Monitor  88,"  "  Monitor  P.  E.  R.  Stand- 
ard," "  Monitor  88,  P.  R.  R.  Standard,"  "  Monitor  '97,"  "  Monitor  No. 
6C,"  and  "  Monitor  No.  8D."  The  Examiner  of  Interferences  dis- 
missed the  opposition  of  appellant  in  a  carefully-prepared  opinion. 
The  Conmiissioner  sustained  his  decision,  saying : 

In  the  present  case  no  patented  Improyements  are  found  which  are  conunon 
to  aU  the  forms  of  injectors  of  the  Nathan  Manufacturing  Company  to  which 
the  word  "  Monitor  *"  was  applied.  It  is  therefore  clear  that  this  term  was 
not  nsed  by  the  Nathan  Manufacturing  Company  as  descriptive  of  any  particu- 
lar type  of  injector.  *  *  *  In  my  opinion  the  testimony  clearly  warrants  the 
conclusion  that  the  word  "  Monitor  "  was  not  used  by  the  Nathan  Manufactur- 
ing Company  in  such  manner  that  it  became  descriptive  either  of  a  particular 
Injector  or  of  a  type  of  Injector.  Its  use  was,  on  the  contrary,  merely  such  as 
would  indicate  the  origin  of  the  various  injectors  made  by  the  Nathan  Manu- 
facturing Company  and  was  therefore  a  proper  trade-mark  use. 

The  Wotapek  patent  may  be  laid  out  of  view  since  the  word  "  Moni- 
tor "  was  used  by  the  Nathan  Company  as  a  trade-mark  prior  to  its 
adoption  of  the  features  covered  by  the  claims  «f  that  patent. 
(Bechelder  v.  Thomsen^  93  Fed.  Rep.,  6G0.) 

The  Nathan  Company,  the  record  discloses,  has  built  up  a  large 
business,  and  the  word  "  Monitor  "  has  become  synonymous  with  the 
firm-name,  hence  to  deny  the  firm  the  exclusive  benefit  of  its  trade 
reputation,  it  should  plainly  appear  that  a  measurable  monopoly 
under  an  expired  patent  would  be  continued  to  the  injuiy  of  the  pub- 
lia  We  have  carefully  examined  the  record,  and  concur  in  the  views 
of  the  Commissioner.  The  predecessor  of  the  Nathan  Company,  we 
are  convinced,  used  the  word  "  Monitor  "  as  a  trade-name  to  designate 
the  origin  of  its  output  and  without  reference  to  the  very  narrow 
patent  to  Wohlers,  which  both  tribunals  of  the  Patent  Office  have 
found  in  no  way  dominated  the  first  style  of  injector  manufactured. 
The  case  of  Singer  Mfg.  Co.  v.  June,  (C.  D.,  1896, 687 ;  75  O.XL  1703 : 
(»02Sh-H.  Doc.  1349,60-2 ^29  igtzedbyL^OOgl^ 
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168  U.  8.J  169,)  cited  by  appellant,  is  not  in  point  In  that  ease  all 
the  Singer  sewing-machines  embodied  certain  fundamental  patoits 
controlled  by  the  company  and  caused  them  to  be  embraced  under  the 
generic  term  of  ^^  Singer.^  During  the  life  of  the  patents  none  of 
the  machines  as  a  whole  were  open  to  public  competition.  In  this 
case  the  Gresham  patent  had  expired  before  the  Nathan  Ckxnpany 
manufactured  its  first  injector,  and  the  Commissioner  found  that- 
some  of  tbe  forms  of  the  Nathan  Company's  **  Monitor  "  injectors  are  not  shown 
to  contain  patented  inventions  and  none  of  the  patents  cover  featores  common 
to  all  the  forms. 

Appellant  introduced  three  technical  works,  by  Eirkman,  Soper, 
and  Swingle,  respectively,  in  support  of  its  contention  that  the 
^  Monitor ''  injector  signified  to  the  trade  a  patented  article.  Ejric- 
man  refers  to  the  injector  as  the  ^  Nathan  Monitor  Injector.''  Boper 
refers  to  the  ^  Monitor  Injector  "  as  a  ^  modification  of  Friedman^ 
injector  "  and  as  containing  ^^  a  few  novel  features."  Swingle  de- 
scribes two  of  the  seven  different  types  of  ^^  Monitor  ^  injectors  manu- 
factured by  the  Nathan  C!ompany.  Not  one  of  these  authors  men- 
tions the  Wohlers  patent  in  describing  this  locomotive-injector,  which, 
as  we  have  seen,  embodies  that  patent,  and  the  subject-matter  of  the 
Wohlers  patent  is  found  in  only  one  of  the  three  illustrations  aooom- 
panying  the  three  descriptive  artidea 

Having  in  mind  the  narrowness  of  the  Wohlers  patent,  that  it  was 
embodied  in  only  one  of  the  many  injectors  manufactured  by  appellee, 
and  that  there,  was  a  difference  in  the  type  and  construction  of  those 
injectors,  we  conclude  with  the  Commissioner  that  the  word  "  Moni- 
tor "  indicates  origin  and  is  not  descriptive  of  any  particular  type 
of  injector. 

The  decision  of  the  Commissioner  of  Patents,  therefore,  is  affirmed. 
The  derk  of  the  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents,  according  to  law. 

A^TfMd* 


C Court  of  Appeals  of  the  Dlstiict  of  Columbia.] 

Ondebdonk  V.  Parkss. 

Decided  April  7,  1908. 
136  O.  G.,  665;  81  App.  D.  C,  214. 

Appeal  to  Ooubt — Unanimous  Decisions  or  Patent  OmcE  TanniiALB. 

To  justify  tbe  court  of  appeals  in  reversing  the  unanimous  dedaiooi  of 
the  Patent  Office  tribunals  error  therein  must  be  made  clearly  to  appear. 

Mr.  C.  L.  Sturtevant  and  Mr.  James  C.  Fraley  for  the  appellant 
Mr.  Wm.  R.  Baird  for  the  appellee.  igtized  by C 
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Shbpabd,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  having  the  following  issue: 

1.  In  a  flewlng-maefaJne  a  ■eries  of  stitdi-fomiliig  derlcet  for  depositing  npon 
tlie  fiibric  to  be  sewed  a  plumlity  of  rows  of  oyerseam-stitcbes,  Mid  stitcb- 
fonning  devices  indiiding  a  plurality  of  neMles  arranged  one  directly  behind 
tbe  other  in  the  line  of  the  direction  of  feed,  and  oo^iplemental  stitch-forming 
derices,  whereby  a  plurality  of  intersecting  stitches  in  the  same  path  may  be 
d^;)osited  upon  the  ftibric. 

2.  Ih  a  sewing-machine^  a  series  of  stitch-forming  ^devices  for  depositing  upon 
the  fiibric  to  be  sewed  a  ifluraltty  of  rows  of  overseani-stitchee*  said  stitch-form- 
faig  devices  including  a  plurality  of  laterally-yibrating  needles  arranged  one 
directly  behind  the  other  in  the  line  of  the  direction  of  feed,  and  oomplemental 
stitch-forming  deyicea»  whereby  a  plurality  of  intersecting  «titches  in  tiie  same 
path  may  be  deposited  upon  the  fabric. 

8.  In  a  sewing-machkie  a  series  of  stitch-f6rming  devices  for  depositing  upon 
the  fabric  to  be  sewed  a  plurality  of  rows  of  overseam-stitches,  said  stitch- 
forming  devices  including  a  plurality  of  laterally-vibrating  needles  arranged 
one  directly  behind  the  other  in  the  line  of  the  direction  of  feed,  whereby  a 
plurality  of  intersecting  stitches  in  the  same  path  may  be  deposited  upon  the 
fabric,  and  a  single  under-thread-carrying  looper  with  means  for  operating  it  to 
cause  it  to  cooperate  with  said  needles. 

4.  A  sewing-machine  having  a  pluraUty  of  needles,  arranged  one  behind  the 
other  in  the  line  of  feed,  means  for  laterally  vibrating  said  needles^;  and  an 
mider'thread-carrying  looper  cooperating  with  said  needles,  and  means  for  vi- 
brating said  looper  in  unison  with  the  lateral  movements  of  the  needles. 

The  invention  of  the  issue  is  thus  stated  by  the  Examiners-in-Chief : 

The  Invention  relates  to  an  overseaming-machlne  of  the  button-hole  type.  It 
is  hitended  to  make  sigzag  stitches  and  includes  two  needles  in  line  lengthwise 
of  the  feed  and  cooperating  looper  and  stitch-forming  mechanism.  The  needles 
vibrate  laterally  to  make  the  sigsag  stitch.  As  stated  in  counts  8  and  4  the 
device  includes  a  single  under-thread-carrying  looper  cooperating  with  the 
needles  and  in  this  form  it  is  necessary  that  the  looper  move  In  the  direction 
of  tbe  feed  and  vibrate  laterally  in  unison  with  the  needles  as  stated  in  count  4. 
This  arrangement  of  needles,  ^e  directly  behind  the  other,  permits  a  longer 
stitch  for  each  needle  and  greater  speed. 

Parkes's  application  was  filed  January  6, 1899,  and  that  of  Onder- 
donk  May  13,  1899.  Parkes's  preliminary  statement  alleges  concep- 
tion between  February  1  and  May  1, 1897,  disclosure  May  1, 1897,  and 
reduction  to  practice  September  or  October,  1900.  Onderdonk's 
dates,  as  alleged,  are  conceptipn,  drawings  and  disclosures  November 
15, 1898,  with  no  reduction  to  practice.  Parkes  is  an  inventor  of  many 
improvements  in  sewing-machines  and  is  now  president  of  a  company 
engaged  in  manufacture.  Onderdonk  is  skilled  in  the  sewing-machine 
art  and  is  employed  by  the  Union  Special  Sewing  Machine  Company 
as  an  inventor  and  experimenter.  His  application  is  assigned  to  that 
company. 

Negotiations  had  been  begun  between  Parkes  and  the  said  Com- 
pany early  in  1898  looking  to  the  adaptation  by  Parkes  of  his  button- 
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hole  invention  to  the  special  machine  of  the  company,  at  the  factoiy 
in  Chicaga  Parkes  lived  in  Brooklyn.  The  arrangement  was  per- 
fected, and  Parkes  went  to  the  factory  about  January  7, 1899. 

It  is  claimed,  on  behalf  of  Onderdonk,  that  on  November  19, 1898, 
in  the  New  York  office  of  the  company,  he  got  the  idea  of  the  two 
needles  operating  one  behind  the  other,  and  communicated  the  same 
to  Parkes.  The  idea  was  suggested  to  him  by  Holden's  patent  for 
a  button-hole  device  showing  two  needles  abreast,  which  had  just 
been  published  in  the  Official  Gazette.  Parkes  admitted^  conversa- 
tion with  Onderdonk  about  the  Holden  patent,  but  denied  that 
Onderdonk  communicated  to  him  the  two-needle  arrangement  of  the 
issue.    This  he  claimed  to  have  invented  long  before  that  date. 

The  Examiner  of  Interferences  found  that  Onderdonk  had  the  idea 
of  the  invention  as  to  the  use  of  the  two  needles  on  November  19, 
1898,  and  explained  it  to  Parkes.  He  found  also  that  Parkes  had 
made  the  invention  and  disclosed  it  to  others,  as  shown  in  certain 
drawings  mad^  prior  to  October,  1898,  and,  therefore,  awarded  pri- 
ority to  Parkes. 

The  Examiners-in-Chief  were  not  satisfied  that  Onderdonk  had  an 
independent  conception  of  the  invention  which  he  disclosed  to  Parkes; 
but  they  agreed  with  the  Examiner  of  Interferences  that  Parkes  had 
conceived  and  disclosed  the  invention  of  the  issue  before  the  conversa- 
tion with  Onderdonk,  and  affirmed  his  decision. 

The  Commissioner  was  also  satisfied  that  Parkes  had  made  the  in- 
vention before  any  disclosure  by  Onderdonk,  and  for  that  reason  held 
it  unnecessary  to  consider  whether  Onderdonk  had  an  independent 
conception  of  the  invention  on  November  19,  1898. 

The  unanimity  of  the  tribunals  of  the  Patent  Office  imposes  the 
burden  upon  Onderdonk  to  clearly  show  error  therein  in  order  to  ob- 
tain reversal  of  the  decision  against  him. 

The  entire  testimony  of  the  parties,  including  that  showing  the 
relation  between  Parkes  and  the  I7ni(m  Special  Sewing  Machine  Com- 
pany, has  been  reviewed  at  length,  and  with  fairness  by  the  several 
tribunals  of  the  Patent  Office  in  turn.  A  careful  examination  of  the 
whole  of  the  evidence,  in  the  light  of  the  arguments  that  have  been 
made  respecting  its  credibility  and  weight,  has  failed  to  convince  us 
that  there  was  error  in  the  conclusion  that  Parkes  was  in  possession 
of  the  invention  prior  to  any  communication  made  by  Onderdonk. 

It  would  serve  no  useful  purpose  to  discuss  this  evidence  again,  as 
we  could  add  nothing  new  to  its  review  in  the  decision  referred  ta 

As  this  conclusion  is  decisive  of  the  question  of  priority,  we  deem 
it  unnecessary  to  consider  the  question  whether  Onderdonk  had  a 
complete  conception  of  the  invention  at  the  time  of  his  interview 
with  Parkes  on  November  19, 1898. 
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The  deoision  will,  therefore,  be  affirmed.  It  is  so  ordered,  and  that 
this  decision  be  certified  to  the  Ciommissioner  of  Patents  as  the  law 
requires.    A-ffirmed, 


In  re  Chase  and  McKenzie. 

Decided  March  SI,  1908. 

135  O.  G^  885;  31  App.  D.  C,  154. 

PATurrABiLrrr — ^Process — Pbintino  Aniun-Black.  • 

Where  it  is  old  In  the  art  of  dyeing  to  fix  anilin-black  upon  vegetable 
textile  fabrics  by  a  two-step  process  consisting  in  treating  the  fabric  with 
salt  of  anilln  alone  and  with  an  oxidising  salt  mixed  with  a  compound 
containing  a  catalytic  agent  and  it  was  old  to  print  textile  fabrics  in  two- 
step  processes,  Held  that  to  apply  to  the  two-step  printing  process  the  selec- 
tion of  ingredients  theretofore  need  In  dyeing  did  not  arise  to  the  dignity 
of  inyentlon. 

Mr.  G.  L.  Roberta  and  Mr.  J.  X}.  Meyera^  Mr.  A.  V.  Cushman^  and 
Mr.  G.  W.  Rea  for  the  appellant. 
Mr.  F.  A.  Termant  for  the  Commissioner  of  Patents. 

Shepasd,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
denying  an  application  for  a  patent  for  an  improvement  in  the  art 
of  producing  printed  anilin-black  designs  upon  vegetable  textile 
fabrics,  having  the  following  claims: 

1.  The  method  of  producing  anilin-black  designs  upon  vegetable  textile  ftibrics, 
by  successively  printing  thereon,  in  either  order  of  sequence,  the  constituents 
esaential  to*  the  development  of  anilin-black  separated  into  two  groups,  one 
constituted  by  the  anilln  salt  itself,  and  the  other  constituted  by  the  remain- 
ing Ingredients,  in  such  a  manner  as  to  superimpose  the  separate  imprints 
upon  each  other  wherever  the  design  is  ultimately  to  appear;  that  is  to  say, 
printing  with  the  oxidizing  salt  and  the  catalytic  agent  mixed  together  and 
suitably  thickened,  one  of  the  two  mutually-complementary  figures  which  in 
conjunction  are  to  form  the  ultimate  design,  and  printing  with  the;  anilln 
salt  suitably  thickened,  the  other  remaining  complementary  figure  so  as  wholly 
or  partly  to  superpose  it  upon  the  figure  first  printed,  next  subjecting  the  fabric 
to  treatment  adapted  for  effecting  the  development  of  anllin-black  wherever  all 
of  the  said  constituents  have  been  coincldentally  deposited ;  and  finally  clearing 
from  the  fabric,  the  anilln  salt  which  has  remained  Isolated  from  the  ingredients 
of  the  other  imprint 

2.  Method  of  producing  anllln-black  designs  upon  vegetable  textile  fabrics, 
by  successively  printing  thereon  in  either  order  of  sequence,  but  so  as  to  super- 
pose one  imprint  upon  the  other,  wherever  the  design  is  ultimately  to  appear, 
on  the  one  hand,  with  a  suitably-thickened  mixture  of  sodium  chlorate  and  a 
vanadium  salt,  one  of  two  mutually-complementary  figures  which  in  conjunc- 
tion are  to  form  the  ultimate  design,  and  on  the  other  hand,  with  a  suitably- 
thickened  anilln  salt,  the  other  remaining  complementary  ,flgurer>next  sub- 

Jigitized  by  VjOOQIC 


442      DECI8I0K8  OF  UNITED  8TATBS  OOTJBTB  IK  PATENT  GASES. 

Jectlng  the  fabric  bo  printed  to  treatment  adapted  for  effecting  tbe  derdop- 
m^t  of  anllin-black  wherever  the  ingredients  of  the  two  imprints  have  been 
colncidentally  d^xmited,  and  finally  clearing  the  ftibric  from  the  anilln  salt, 
which  has  remained  isolated  from  the  ingredients  of  the  other  printing  mix- 
tore^ 

As  stated  by  the  Commissioner: 

The  alleged  invention  is  a  process  for  producing  printed  anilin-black  desisns 
upon  vegetable  textile  fabrics  in  such  manner  as  to  prevent  the  development 
of  any  resistant  or  indelible  coloring  product  of  the  anilln  salt  except  only  when 
all  the  constituents  essential  to  the  production  of  anllin-black  are  coincldentally 
•deposited  upon  the  product 

The  color  known  as  anilin-bl^ck  has  been  used  in  the  art  of  dyeing 
for  many  years,  and  its  formation  is  described  in  the  application  as 
follows: 

Anilin-black,  as  is  well  known,  results  ftom  the  chemical  reaction  of  three 
essential  constituents  of  a  color  mixture  deposited  upon  a  vegetable  textile 
fabric,  namely,  (1)  a  salt  of  anilln,  usually  the  hydrochlorid,  and  occasionally 
that  of  another  acid;  (2)  an  oxidizing  salt  such  as  potassium  chlorate  or 
sodium  chlorate,  and  (3)  a  compound  containing  some  one  of  certain  few 
metals;  among  which  may  be  especially  mentioned,  iron,  copper  and  vanadiom, 
or  incidentally  chromium,  cerium  and  uranium,  and  each  of  which  by  virtue 
of  its  presence  excites  and  promotes  the  chemical  transformation  of  the  anilln 
by  n  process  of  oxidation  into  anllin-black. 

The  applicants  state  that  when  the  three  compositions  are  sep- 
arately printed  the  overlapping  of  the  supplementary  figures  some- 
times causes  the  formation  of  an  indelible  anilin  color  outside  of  the 
predetermined  design  in  anilin-black.  They  obviated  this  defect  by 
printing  but  two  supplemental  figures^  one  with  a  suitably-thickened 
mixture  of  the  oxidizing  salt  and  the  catalytic  agent,  and  the  other 
with  a  suitably-thickened  anilin  salt  alone.  As  it  is  admitted  that 
the  production  of  anilin-black  requires  the  cooperative  action  of  but 
three  essential  ingredients,  the  question  is,  whether  the  applicants' 
selection  of  the  manner  of  applying  the  ingredients  involves  inven- 
tion in  view  of  the  state  of  the  prior  art.  Among  the  references 
showing  this  are  the  following  patents:  Pinkney,  August  23,  1870, 
No.  106,616;  Pinkney,  May  21,  1872,  No.  127,102;  Jeanmaire  and 
Schmid,  January  2,  1906,  No.  808,987. 

The  first  Pinkney  patent  shows  processes  of  treating  the  fabric 
with  a  mixture  of  the  anilin  salt,  the  oxidizing  agent  and  the  catalytic 
agent.,  or  by  treating  the  fabric  with  two  baths,  one  consisting  of  a 
solution  of  anilin  salt  alone,  and  the  other  of  a  mixture  of  the  oxi- 
idizing,  and  the  catalytic  agent.  These  baths  may  be  used  in  either 
order  of  sequence.  Pinkney  patent  No.  127,102  discloses  the  process 
of  two  baths  for  dyeing  fabrics,  one  consisting  of  anilin  salt  alone, 
and  the  other  of  an  oxidizing  and  a  catal3rtic  agent,  naming  sodium 
chlorate  as  the  former  and  a  vanadium  salt  as  the^iatter^T^oth  of 
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these  are  mentioned  as  such  agents  in  applicant's  specifications. 
Neither  of  these  patents  specifically  states  that  the  printing  of  the 
figures  may  be  accomplished  by  the  successive  application  of  two 
complementary  impressions,  one  printed  with  the  anilin  salt,  and 
the  other  with  a  mixture  of  the  oxidizing  and  cataljrtic  agents.  The 
first  daim  of  the  Jeanmaire  and  Schmid  patent  reads  as  follows: 

The  method  of  iwodQCliig  designs  upon  vegetable  textile  ftibrtca,  which  con- 
Bisti  primarily,  In  BDOceaBlvely  printing  thereon,  in  either  order  of  sequence, 
two  separate  constltoents  whose  combination  is  essential  to  the  formation  of 
a  fixed  color,  In  such  manner  as  to  superimpose  the  one  upon  the  other  wherever 
the  design  Is  to  be  produced,  that  is  to  say :  printing  with  one  of  these  con- 
stituents suitably  thickened,  a  delimiting  figure  having  its  area  and  contour, 
respectirely,  corresponding  to  the  field  and  outline  of  the  ultimate  design ;  and 
printing  with  the  other  remaining  constituent  suitably  thickened,  a  pattern  of 
decorative  detail  consisting  of  predetermined  variegations  and  having,  in  the 
aggregate,  such  extent  and  shape  as,  when  printed,  to  cover  the  spaces  occu- 
pied by  the  field  of  the  delimiting  figure;  next  subjecting  the  fabric  so  printed 
to  treatment  adapted  for  eflfectlng  the  combination  of  the  said  constituents 
In  the  formation  of  such  fixed  color,  wherever  they  may  have  been  coinci- 
dentally  deposited;  and  finally  clearing  from  the  fabric  those  removable  por- 
tl<»s  of  the  said  constituents  which  have  remained  Isolated  from  each  other. 

As  anilin-black  is  produced  by  the  use  of  the  three  ingredients  be- 
fore stated,  it  is  necessary  in  the  two-step  printing  process,  to  divide 
them  so  as  to  group  two  of  them  together,  leaving  the  other  to  be  used 
by  itself.  As  said  by  the  Examiners-in-Chief  but  three  combinations 
were  possible,  as  follows: 

(1)  (a)  Anilin  salt,  oxidizing  salt, 
(b)  catalytic  salt; 

(2)  (a)  Anilin  salt,  catalytic  agent, 
(b)  oxidizing  salt; 

(3)  (a)  Anilin  salt, 

(b)  oxidizing  salt  and  catalytic  agent . 

The  third  of  these  is  the  successful  one  described  in  the  claims. 
But  this  was  not  left  to  those  skilled  in  the  art  of  printing  colors 
to  learn  by  experiment  ailone,  because  Pinkney's  patent  No.  106,616, 
as  pointed  out  above,  describes  a  process  of  dyeing  with,  anilin-black, 
by  the  two  baths,  one' consisting  of  the  anilin  salt  alone,  and  the  other 
of  the  oxidizing  and  catalytic  agents  combined;  either  to  be  used  as 
the  preliminary  one. 

In  view  of  tiie  state  of  the  art  as  shown  in  the  patents  aforesaid, 
we  must  agree  with  the  Commissioner,  that  applicants  appear  to 
have  done  nothing  more  than  to  apply  to  the  Jeanmaire  and  Schmid 
processes  of  printing  the  selection  of  a  combination  of  the  ingredients 
disclosed  by  Pinkney.    This  did  not  rise  to  the  height  of  invention. 

The  decision  must  be  affirmed.  It  is  so  ordered,  and  that  the  clerk 
certify  this  decision  to  the  Commissioner  of  Patents.    Affirmed. 
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(Orart  of  AppMlfl  of  the  IHitrict  of  Colambla.] 

Cabboll  V.  Hallwood. 

Decided  March  SI,  1908. 

186  O.  6.,  896;  81  App.  D.  C,  165. 

1.  iRmnRBncB—PuoBiTT— Appeal— AflsiORMEHT  or  Bbiobs. 

On  appeal  to  the  Bzamlnera^in-Clilef  from  a  dedalon  of  the  Bzaminer 
of  Interferencee  an  asalgnment  of  error  which  aflsalls  the  decision  of  the 
Bzaminer  of  Interferences  In  awarding  priority  on  the  whole  case  to  tlie 
opposing  party  is  sufficient  to  preserve  appellant's  right  to  argue  the  qiMS- 
tlon  of  res  adjudicata  hy  reason  of  a  Judgment  in  a  prior  interference. 

2.  Sam B-^Aifv— Res  Adjumcata— When  Question  May  be  Raisqk 

Whether  or  not  the  question  of  priority  of  invention  is  res  adfudioata  by 
reason  of  a  Judgment  in  a  prior  interference  is  a  question  which  may  be 
raised  at  any  stage  of  the  interferoice  proceedings,  and  it  is  not  only  proper, 
but  is  the  duty  of  the  tribunal  before  whom  the  case  is  tried  to  take  op 
and  consider  this  question  of  its  own  motion  where  it  is  not  raised  by  tbe 
parties. 
8»  Same — Sahb — Second  iNTEavEBENCB  Res  Aajudioata. 

Where,  in  an  interference  proceeding,  after  bringing  a  motion  to  dissolve 
the  interference,  alleging  non-patentability  and  non-interference  in  fiict,  and 
unsuccessfully  contesting  the  same,  the  senior  party  abandoned  the  inventioD 
of  the  Issue  and  the  Patent  Office  rendered  Judgment  of  priority  in  favor  of 
the  Junior  party,  the  senior  party  cannot  thereafter  file  an  amendment  to 
his  application  claiming  the  invaiti<m  which  is  comprdiended  In  the  prior 
issue  and  have  the  question  of  priority  between  the  same  parties  readjodl- 
cated ;  the  decision  in  the  first  interference  renders  the  question  of  priority 
of  the  more  limited  Issue  of  the  second  interference  res  adjudicatd* 

Mr.  J,  B.  Hayward  for  the  appellant. 
Mr.  Paul  A.  Staley  for  the  appellee. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  involving  certain  improvements  in  cash- 
registers.  (C.  D.,  1907,  416;  181  O.  G.,  2417.)  On  May  18,  1902, 
interference  No.  21,808  was  declared  between  the  application  of 
appellee,  No.  711,829,  filed  April  1,  1899,  and  the  application  of 
appellant,  No.  664,298,  filed  December  29,  1897.  The  issae  in  this 
interference  was  as  follows: 

In  a  cash-register,  the  comhlnation  with  registering  devlces»  of  a  series  of 
operating  pawls,  means  for  locking  said  pawls  in  engagement  with  said  regliter- 
Ing  derlces,  a  movable  frame  arranged  to  govern  said  meana»  a  spring  for 
holding  said  frame  In  one  position,  and  mechanism  for  moving  said  frtme 
against  the  tension  of  the  spring. 

After  the  preliminary  statements  were  filed,  both  parties*  filed 
motions  to  dissolve.    Appellee  based  his  motion  on  an  alleged  irreg- 
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ularity  in  the  declaration  of  interference,  in  that  it  did  not  show  an 
application  by  one  McCormick,  then  pending  in  the  Patent  Office, 
which  embodied  substantially  the  same  construction  as  that  shown 
by  appellee's  application.  It  was  contended  that  m  order  that  the 
question  of  priority  should  be  finally  determined,  McCormick's  appli- 
cation should  be  included  in  the  interference.  The  claims  in  inter- 
ference were  suggested  to  McCormick,  who  refused  to  make  them, 
and  afterwards  abandoned  his  application.  Appellant's  motion  to 
dissolve  was  based  upon  the  grounds  of  non-patentability  and  that 
no  interference  in  fact  existed.  This  motion  was  denied.  Appellant 
appealed  from  the  decision  of  the  Examiner  of  Interferences  to  the 
Commissioner  of  Patents.  The  Commissioner  affirmed  the  decision 
of  the  Examiner.  Dates  were  set  for  the  taking  of  testimony,  but 
before  any  evidence  was  taken,  appellant  abandoned  the  issue,  thereby 
terminating  the  interference.  Thereupon,  on  February  11,  1903,  the 
following  judgment  was  entered  by  the  Commissioner  of  Patents 
upon  the  record : 

Thomas  Carroll,  the  senior  party,  having  filed  an  nhandonment  of  the  Inven- 
tion defined  In  the  issue  of  this  Interference  in  accordance  with  Rule  125,  and 
the  same  having  been  found  to  be  in  proper  form.  Judgment  on  the  record  is 
hereby  rendered  in  favor  of  Henry  S.  Hallwood,  the  junior  party.  This  instru- 
ment being  construed  i^s  the  waiver  of  the  right  of  appeal  from  the  decision 
rendered  in  accordance  therewith,  this  decision  becomes  final,  and  the  files  are 
ordered  to  be  transmitted  to  the  Primary  ISxaminer. 

Appellant  subsequently  presented  an  amendment,  setting  forth  the 
claims  which  formed  the  issue  of  the  interference  now  before  us  for 
consideration.  The  issues  are  condensed  by  the  Commissioner  of 
Patents  into  the  following  brief  statement: 

In  a  cash-register,  the  combination  with  a  register,  comprising  a  plurality  of 
wheels  having  ratchet-teeth  formed  on  their  peripheries,  of  operating  pawls 
engaging  said  ratchet-teeth,  locking  devices  for  said  pawls  normaUy  locking  the 
same  to  the  wheels,  and  operating  mechanism  for  efTecting  the  retraction  of  the 
pawls  over  the  ratchet-teeth  and  subsequent  advance  of  the  pawls  to  turn  the 
wheels,  and  means  connected  to  said  operating  mechanism  and  arranged  to 
engage  the  locking  devices  for  withdrawing  them  from  the  pawls  upon  the 
initial  movement  of  said  operating  mechanism  with  provisions  for  reengaging 
the  locking  device  with  the  pawls  for  the  advance  movement  of  the  same. 

These  claims  of  appellant  were  rejected  by  the  Primary  Examiner 
and  an  appeal  was  taken  from  the  order  of  rejection  to  the  Board  of 
Examiners-in-Chief.  The  Board,  on  July  29,  1904,  reversed  the 
action  of  the  Examiner,  and  allowed  the  claims  of  appellant.  Ap- 
pellant, having  secured  the  allowance  of  the  claims  which  read  upon 
the  application  of  appellee,  the  Primary  Examiner  declared  the  pres- 
ent interference.  No.  24,262.  Appellee  moved  to  dissolve  the  inter- 
ference upon  the  ground  of  non-patentability  over  the  former  con- 
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struction  disclaimed  by  appellant,  when  taken  in  connection  with  the 
prior  art,  and  also  upon  the  ground  that  appellant  was  estopped 
from  making  the  amended  claims  by  the  final  decision  in  the  first 
interference.  The  Examiner  denied  the  motion  as  to  the  first  ground, 
and  sustained  it^as  to  the  second.  From  this  decisi(m,  appellant  took 
an  appeal  to  the  Board  of  Examiners-in-Chief.  This  tribunal,  on 
November  10, 1905,  reversed  the  decision  of  the  Examiner.  The  case 
went  back  to  the  Examiner  of  Interferences,  and  evidence  was  taken 
and  a  hearing  had  on  the  merits.  The  Examiner  of  Interferences, 
on  December  26,  1906,  decided  the  case  in  favor  of  appellant,  the 
original  senior  applicant  From  this  decision,  appellee  took  an  ap- 
peal to  the  Board  of  Examiners-in-Chief,  in  whidi  he  set  forth  the 
following  assignment  of  errors: 

1.  Tbe  Bzamtner  of  Interferences  erred  in  holding  the  issues  iSatentrt»le  to 
Carroll,  whereas  he  should  have  held  the  isroes  uniNitentable  to  Carroll. 

2.  The  Examiner  of  Interferences  erred  in  holding  that  Carroll  has  the  right 
to  make  claims  corresponding  to  the  issues,  whereas  he  should  have  held  that 
GarroU  has  no  such  right 

8.  The  Examiner  of  Interferences  erred  in  holding  in  effect  that  the  prewnt 
case  does  not  come  under  Bule  180,  whereas  he  should  have  held  that  the  case 
does  come  under  that  rule,  and  that  counts  are  patentable  to  Hallwood  but  not 
to  GarrolL 

4.  The  Examiner  of  Interferences  erred  in  holding  that  Carroll  is  the  prior 
inventor,  whereas  he  should  have  held  that  Hallwood  is  the  prior  inventor. 

6.  The  Examiner  of  Interferences  erred  in  awarding  priority  on  the  whole 
case  to  Carroll,  whereas  he  should  have  awarded  it  to  Hallwood. 

The  Board  of  Examiners-in-Chief  considered  the  appeal  alone  on 
the  question  of  estoppel,  and  held  that  appellant  was  estopped  from 
making  the  amended  claims,  for  the  reason  that  the  final  dedsion 
of  the  Commissioner  of  Patents  in  the  first  interference  was  re$ 
adjudicata  as  to  the  issue  involved  in  the  second  interference.  In  so 
holding,  the  Board  of  Examiners-in-Chief  reversed  their  former 
decision,  thereby  affirming  the  first  dedsioii  of  the  Examiner  of  Inter- 
ferences on  the  second  interference.  From  this  decision  of  die  Board 
of  Examiners,  the  appellant  appealed  to  the  Commissioner  of  Patents, 
who  sustained  the  decision  of  the  Board  of  Examiners.  From  the 
decision  of  the  Commissioner  of  Patents,  appellant  prosecuted  this 
appeal.  He  bases  his  appeal  upon  sixteen  separate  assignments  of 
error.  We  think  the  issue  before  us  turns  upon  the  sole  question  as 
ito  whether  or  not  the  final  decision  in  the  first  interference  is  ru 
adjudicata  as  to  the  issues  involved  in  the  second  interference. 

It  is  insisted  that  appellee,  in  his  appeal  from  the  Examiner  of 
Interferences  to  the  Board  of  Examiners-in-Chief  in  the  present 
interference,  did  not  raise  the  question  of  re9  adjudicata.^  This  con- 
tention, we  think,  is  not  well  taken.    We  think  the  question  of  rvf 
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adjudieata  was  preserved  in  the  fifth  assignment  of  error.  That 
assignment,  it  will  be  observed,  assails  the  decision  of  the  Examiner 
of  Interferences  in  awarding  priority  on  the  whole  case  to  CarrolL 
If,  by  the  final  decision  in  the  first  interference,  appellee  acquired  a 
judgment  of  priority  by  reason  of  the  abandonment  of  the  inter- 
ference by  appellant,  the  question  of  whether  or  not  the  final  deci- 
sion rendered  upon  the  first  interference  is  res  ad  judicata  as  between 
the  same  parties  on  the  question  of  priority  of  the  same  invention 
in  the  second  interference,  is  one  that  would,  of  necessity,  be  present 
and  of  which  the  appellee  could  avail  himself  at  any  stage  of  the 
proceedings. 

Assuming  that  the  effect  of  the  former  judgment  was  not  raised 
in  the  appeal  from  the  Examiner  of  Interferences,  it  could  be  raised 
by  the  Board  of  Examiners-in-Chief  on  its  own  motion.  Therefore, 
the  question  before  us  is  not  the  waiver  of  appellant,  but  of  the  right 
of  the  Board  of  Examiners-in-Chief  of  its  own  motion  to  raise  and 
consider  the  question  of  res  adjudicata.  We  are  of  the  opinion  that 
it  clearly  had  this  power,  and  that  it  was  the  duty  of  the  Board  to 
consider  this,  vital  question  to  the  exclusion  of  the  -other  matters  pre- 
sented by  the  appeal.  Having  disposed  of  this  question,  it  was 
unnecessary  for  it  to  determine  the  question  of  priority,  for  that  issue 
was  determined  in  favor  of  appellee  by  the  final  decision  in  the  former 
interference.  The  Board  of  Examiners-in-Chief  decided  the  case 
exclusively  upon  the  ground  that  the  final  decision  in  the  first  inter- 
ference was  res  ad  judicata  and  estopped  appellant  from  asserting  his 
claim  in  the  second  interference. 

It  is  insisted  by  counsel  for  appellant  that  the  subject-matter  of 
the  second  issue  is  distinct  and  separable  from  the  invention  of  the 
first  issue,  and  that  appellant,  by  abandoning  a  claim  which  he 
thereby  admitted  was  not  his,  is  not  now  estopped  from  asserting  his 
right  to  a  new  invention,  which  could  be  made  the  subject-matter  of 
a  separate  controversy.  Appellant  is  not  here  claiming  a  right  to  a 
new  invention  separable  from  that  originally  claimed.  He  is  insisting 
on  his  right  to  have  his  present  claims  relate  back  to  the  date  of  con- 
ception and  reduction  to  practice  alleged  in  the  former  issue.  All  his 
evidence  was  taken  with  that  end  in  view.  The  judgment  which  he 
permitted,  by  his  abandonment,  to  be  entered  in  the  former  interfer- 
ence, is  broad  enough  to  comprehend  any  and  all  claims  that  could  be 
read  into  the  claims  originally  set  forth.  That  being  true,  it  is  not 
quite  clear  how  appellant  can  now  come  in  and  escape  the  effect  of 
that  judgment  by  either  an  amendment  of  the  former  application  or 
by  a  new  application  for  a  new  and  separable  invention,  if  it  be  such, 
which  admittedly  belongs  to  the  same  general  structure,  and  at  the 
same  time  hav^l^  invention  relate  back  to  the  dates  set/forth  in  the 

JIgitized  by  VjOO^IC 


448       DECISIONS  OF  UNITED  STATES  GOtJBTS  IN  PATENT  CASES. 

original  issue.  The  subject-matter  of  the  invention  here  in  contro- 
versy is  an  improvement  on  cash-registers.  The  claims  now  advanced 
by  appellant  were  proper  to  have  been  advanced  in  the  former  inter- 
ference, inasmuch  as  they  involve  the  same  general  issue.  In  fact 
it  is  tacitly  admitted  that  appellant  had  claims  in  his  original  applica- 
tion drawn  to  include  the  improvement  here  in  question.  We  quote 
from  the  brief  of  counsel  for  appellant,  as  follows : 

In  the  present  controTerfiy,  Carroll  is  not  endeavoring  to  go  back  to  secore 
a  broader  claim.  In  fact  the  first  issue  dominates  Carroll's  constraction  npon 
which  he  now  bases  his  claim  for  the  added  improvement  However,  this  mat- 
ter is  directly  disposed  of  because  Carroll  originally  had  in  his  case  dalma  2 
and  4  drawn  to  this  very  timing  improvement  in  question  which  lias  become  the 
snbject-matter  of  the  second  interference. 

It  was  held  by  the  tribunals  of  the  Patent  Office  that  the  issues  in 
both  interferences  involved  the  same  invention,  and  that  the  issues 
in  the  second  interference  do  not  embody  a  separable  invention.  On 
this  point,  we  fully  agree  with  the  conclusion  of  the  Commissioner 
of  Patents.    In  his  opinion,  he  says: 

It  is  further  contended  that  the  claims  of  the  present  issue  do  not  differ 
merely  in  scope  from  the  issue  of  the  prior  interference,  but  that  they  compre- 
hend a  separable  invention.  This  contention  is  clearly  untenable.  The  claima 
forming  the  issue  of  this  interference,  as  well  as  those  which  formed  the  isBoe 
of  the  prior  interference,  are  predicated  upon  the  same  mechanical  constructioos. 

There  is  no  issue  here  involved  which  might  not  have  been  raised 
in  the  first  interference.  The  judgment  is,  therefore,  broad  enough 
to  include  the  issues  in  both. 

This  reduces  the  question  raised  by  the  second  interference  clearly 
to  one  of  priority.  That  issue  was  resolved  by  the  judgment  in  the 
former  adjudication  in  favor  of  appellee.  What  was  said  by  this 
Court  in  Blackford  v.  Wilder,  (C.  D.,  1907,  491;  127  O.  G.,  1255;  28 
App.  D.  C,  535,)  will  apply  equally  to  this  case,  so  far  as  the  facts 
are  concerned.    There  the  Court  said : 

To  sum  up — the  parties  are  the  same.  The  applications  are  the  same  and 
disclose  the  invention  of  each  issue.  The  constructions  relied  on,  respectively, 
as  evidencing  conception  and  reduction  to  practice  of  the  invention  of  botli 
issues  are  the  same.  The  fundamental  facts  of  both  cases  are  the  same.  Apply- 
ing the  well-settle4  principle  T)f  estoppel  by  Judgment,  before  stated,  it  follows 
Inevitably  that  the  final  decision  in  the  first  interference  is  conclusive^  onleBS 
it  can  be  made  to  appear  that  the  question  upon  which  the  determination  of 
the  second  case  rests  is  one  that  neither  was  nor  could  have  l>een  presented  and 
determined  in  the  first  case. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  ths 
clerk  is  directed  to  certify  these  proceedings,  as  by  law  required. 
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[Court  of  ^DpealB  of  tbe  District  of  Columbia.] 

GOOLMAN  V.  HOBART. 

Decided  May  5,  1908. 

136  O.  G^  1128;  31  App.  D.  C,  286. 

1.  IHnsrERENCE — EVIDElfCE — BOOKS    SHOWING    DaTEB. 

The  production  of  a  book  purporting  to  show  the  date  of  a  sale  to  which  a 
witness  has  testified  adds  nothing  by  way  of  corroboration  of  a  witness's 
oral  testimony  where  the  person  who  kept  the  book  Is  not  called  to 
identic  it 

2.  Same — Same — iDEifTirr  of  Dbawihob  and  Pbiob  CoNSTBUcnoir — Weight. 

The  testimony  of  a  witness  that  photographic  copies  of  application  draw- 
ings are  "practically  the  same  thing"  as  a  prior  construction  is  very 
materially  weakened  by  the  admission  under  cross-examination  that  he 
did  not  understand  9uch  drawings,  because  he  did  not  understand  mechanical 
drafting. 

Mr.  MarceUus  Bailey  and  Mr.  Parker  W.  Page  for  the  appellant. 
Mr.  Arthur  v.  Briesen  for  the  appellee. 

Van  Qbsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  awarding  priority  of  invention  to 
appellee.  This  decision  aflSbrmed  the  finding  of  the  Board  of 
Examiners-in-Chief  reversing  that  of  the  Examiner  of  Interferences. 

The  application  of  appellee,  the  senior  party,  was  filed  on  May  21, 
1904.  Appellant,  the  junior  party,  on  June  20,  1904,  filed  his  first 
application,  which  contained  claims  to  several  distinct  inventions. 
Division  was  called  for  by  the  Primary  Examiner,  and  appellant  filed 
a  divisional  application,  the  one  here  in  controversy,  on  January  10, 
1906.  No  interference  was  declared  between  appellant's  prior  appli- 
cation and  the  application  of  appellee,  which  latter  eventuated  into  a 
patent  on  July  19,  1904. 

The  invention  in  issue  is  an  improvement  in  autopneumatic  pianos, 
which  consists  in  mounting  the  tune-sheet  rollers  in  a  detachable 
drawer  or  box,  instead  of  upon  the  frame  or  casing  of  the  piano,  as 
is  ordinarily  done.  This  drawer,  when  attached  to  the  piano,  brings 
the  tune-sheet  into  proper  relation  with  the  duct-bridge,  and  the  tune- 
sheet-driving  roller  into  gear  with  the  motor  mechanism  on  the  piano. 
By  this  means,  one  tune-sheet  may  be  substituted  for  another  much 
more  conveniently  and  quickly  than  if  the  rollers  were  mounted  in 
bearings  forming  a  permanent  part  of  the  piano  mechanism.  The 
issue  is  set  out  in  two  counts,  which  read  as  follows : 

1.  An  autopneumatlc-plano  case  having  a  duct-bridge,  combined  with  a  box 
baving  a  tune-sheet  and  tune-sheet  rollers*  and  means  for  detachably  securing 
uld  box  to  said  case.  C^r\mn]o 
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2.  An  antopQenmatic^plano  case  having  a  duct-bridge  and  a  driying-diallt. 
combined  with  a  box  having  a  tnne-Bheet*and  a  feed-roller,  means  for  detacbably 
ftecuring  the  box  to  said  case,  and  means  for  intergearing  the  feed-roUer  with 
the  driving-shaft. 

Appellee  is  an  employee  of  the  firm  of  Roth  &  Englehardt,  of  St 
Johnsville,  N.  Y.,  the  manufacturers  of  the  "  Peerless  Pianos^''  and 
has  assigned  his  patent  to  that  firm.  He  relies  upon  his  filing  date, 
although  he  has  offered  some  evidence  which  shows  that  his  assignee 
was  in  possession  of  an  instrument  containing  the  elements  of  the 
issue  prior  to  March  12,  1904. 

Appellant  was  a  junior  partner  in  the  firm  of  Roth  &  Englehardt 
until  about  December  20,  1900,  when  the  partnership  was  dissolved, 
and  he  retired  from  the  firm.  He  then  entered  into  corresp<nidence 
with  the  Harris  Brothers,  of  Binghamton,  N.  Y.,  who  were  interested 
in  the  sale  of  musical  instruments,  and  particularly  the  ^Peerless 
Piano."  The  Harris  Brothers  called  upon  appellant  at  his  home  in 
Brooklyn,  N.  Y.,  in  the  early  part  of  the  year  1901,  and,  as  the  result 
of  this  conference  and  other  negotiations,  a  partnersfhip  was  formed 
on  March  28, 1901,  for  the  manufacture  of  automatic  musical  instru- 
ments, which  afterward  became  known  as  the  Automatic  Musical 
Company. 

Appellant  claims  to  have  conceived  and  disclosed  the  inventicm 
in  issue  as  early  as  the  latter  part  of  1900  or  the  first  of  1901,  and 
testifies,  that  in  the  early  part  of  1901,  he  made  a  snuiU  pasteboard 
model  of  the  device,  which  he  showed  to  the  Harrid  Brothers,  when 
they  visited  him.  There  is  some  conflict  as  to  just  what  was  shown, 
appellant  testifying,  on  cross-examination,  that  he  does  not  recollect 
showing  them  the  frame  and  rolls,  while  Mr.  B.  H.  Harris  testifies 
that  he  was  shown  a  model  of  a  detachable  drawer  that  could  be  put 
and  made  to  work  on  an  automatic  self-playing  piano  with  an  end- 
less roll.  Owing  to  the  fact  that  the  company  desired  him  to  direct 
his  attention  to  the  development  of  an  automatic  xylophone,  which 
he  had  devised  before  joining  the  company,  nothing  further  was  done 
toward  perfecting  the  improvement  in  controversy,  until  it  became 
apparent  that  the  xylophone  would  not  prove  a  success. 

It  appears  from  the  record  that  experiments  on  the  invention  in 
issue  were  begun  in  January,  1903,  and  a  sketch  made  by  appellant, 
and  dated  January  9,  1903,  was  introduced  in  evidence  (Goolman 
Exhibit  Na  9,  Goolman  Sketch,)  which  shows  the  subject-matter  of 
the  counts.  Appellant  testified  that  the  sketch  was  made  on  the  day 
of  its  date.  The  witness  Daniels  testified  that  sketches  and  draftings 
embodying  the  same  elements  were  shown  to  him  during  the  winter 
and  spring  of  1903,  but  he  could  not  swear  that  he  ever  saw  that 
particular  sketch.  Therefore,  appellant's  testimony  stands  uncor- 
roborated as  to  the  date  of  the  drawing.  r^^^^T^ 
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There  is  evidence  to  the  effect  that  a  device  embodying  the  elements 
of  the  issue  was  made  and  successfully  operated  prior  to  August  80, 
1908.  The  first  one  of  these  devices  is  iii  evidence  and  is  known  as 
^^  Goolman  Exhibit  No.  5,  Model."  The  Commissioner  says  in  regard 
to  this  exhibit : 

This  exhibit  when  produced  was  in  five  distinct  parts.  Some  of  the  elements 
called  for  by  the  issue  are  not  present  The  tone-sheet  rollers  are  missing, 
and  also  two  of  the  four  bearings  for  such  rollers.  Of  the  means  for  securing 
the  attachment  to  the  piano,  which  is  one  of  the  principal  elonents  of  the  issue, 
only  that  part  which  is  alleged  to  have  been  secured  to  the  piano-case  is  pro- 
duced, the  cooperating  parts  on  the  roller-frame  being  absent,  and  the  frame  is 
BO  broken  and  mutilated  that  it  bears  no  eyidence  of  ever  having  been  provided 
with  means  to  engage  its  cooperating  part  on  the  piano-case.  It  is  not  claimed 
that  the  box  for  receiving  the  tune-sheet  was  ever  attached  to  the  roller-frame, 
as  are  these  parts  in  the  commercial  machines.  While  this  might  be  immaterial 
were  it  the  only  feature  which  the  exhibit  lacked  to  make  it  a  reduction  to 
practice,  it  is  referred  to  as  another  circumstance  indicating  the  incompleteness 
of  the  device.  Notwithstanding  some  testimony  that  the  device  was  complete 
and  operative,  I  agree  with  the  Examiners-in-Chief  that  this  device  was  nothing 
bat  an  illustrative  model  and  not  an  actual  reduction  to  practice. 

The  weight  of  all  this  evidence  is  seriously  affected  by  the  statement 
of  the  witness  Harris  that — 

the  idea  was  to  have  the  instrument  take  up  as  little  room  as  possible  and  to 
make  the  construction  of  that  detachable  drawer  with  as  little  mechanism  as 
possible;  the  main  idea  was  to  do  away  with  mechanism  on  the  drawer. 

It  will  be  remembered  that  this  mechanism  is  one  of  the  elements 
of  the  issue. 

It  is  claimed  on  behalf  of  appellant  that  the  device  known  as 
"  Goolman  Exhibit  No.  4  "  was  made  in  the  fall  of  1903,^and  consti- 
tutes a  reduction  to  practice.  This  time  is  set  by  appellant's  testi- 
mony, and  the  witness  Daniels,  an  employee  of  the  Automatic  Musical 
Company,  attempts  to  corroborate  it.  This  witness  testified  to  the 
effect"  that,  although  he  could  not  swear  to  having  had  anything  to 
do  with  making  Exhibit  No.  4,  its  generally  crude  appearance  and 
finish  identifies  it  to  his  mind  as  one  of  the  very  first  devices  that  was 
made  in  1903.  He  also  testified  that  he  started  out  on  the  road  per- 
manently as  a  salesman  on  August  30, 1903,  and  positively  knew  that 
he  had  helped  make  every  individual  part  of  the  Reliable  Automatic 
Piano  and  that  it  was  a  perfect  instrument  some  weeks  before  he 
left  the  factory.  But  witness  fails  to  specifically  identify  the  partic- 
ular exhibit  here  under  consideration.  Gantley,  another  employee  of 
the  Automatic  Musical  Company,  testified  that  he  saw  and  heard  ap- 
pellant operate  an  automatic  piano  on  July  29,  1903,  but  this  testi- 
mony does  not  prove  that  the  instrument  which  Gantley  saw  or  heard 
embodied  the  elements  of  the  issue.  A  further  doubt  is  cast  upon  the 
date  of  this  exhibit  by  the  fact  that  the  device  shows  a  wire  spider 
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between  two  rollers,  and  the  appellant  himself  testified  that  this 
wire  spider  was  not  designed  until  some  time  in  1904.  The  three  tri- 
bunals of  the  Patent  Office  held  that  the  evidence  as  to  the  date  of  this 
exhibit  was  not  sufficiently  clear  and  explicit,  and  with  this  conclu- 
sion we  must  agree. 

Appellant  has  offered  evidence  to  the  effect  that  a  piano  embodying 
the  elements  of  the  issue  was  sold  to  one  Rae  Walters  on  November 
20,  1903;  and  has  attempted  to  establish  this  date  by  producing  a 
book  for  the  purpose  of  showing  when  and  to  whom  the  sale  was 
made,  but  the  person  who  kept  this  book  was  not  called  to  identify  it. 
It,  therefore,  adds  nothing  by  way  of  corroboration  to  the  oral  testi- 
mony of  appellant  on  this  point.  There  is  also  in  evidence  a  con- 
veyance in  the  form  of  a  lease  by  the  Automatic  Musical  Company  to 
Rae  Walters  for  an  endless-roll  automatic  piano,  which  is  dated 
November  20, 1903.  Appellant  testified  that  this  piano  did  not  differ 
in  any  way  from  the  device  shown  in  the  application  drawings,  except 
that,  in  place  of  a  sliding  wedge,  which  was  in  the  first  few  pianos,  a 
thumb-screw  had  been  substituted,  which  makes  the  adjustment  more 
perfect.  The  only  corroborating  evidence  is  the  following  statement 
by  the  witness  Harris,  that — 

these  drawings  (photographs  of  the  application  drawings)  are  practically  tbe 
same  thing— 

as  the  piano  under  consideration,  but  this  testimony  is  very  materially 
weakened  when,  imder  cross-examination,  he  admits  that  he  does 
not  understand  these  drawings  because  he  does  not  understand  me- 
chanical drafting.  Appellant  also  relies  upon  the  testimony  of  wit- 
nesses Daniels  and  Gantley,  but  these  witnesses  simply  state,  in  a 
general  way,  that  the  drawers  manufactured  prior  to  the  date  of  the 
sale  of  the  Walters  piano  did  not  differ  essentially  from  those  manu- 
factured at  present.  The  fact  of  similarity  between  the  construction 
of  the  Walters  piano  and  that  shown  by  the  application  drawings  is 
rendered  still  more  doubtful  by  reason  of  a  letter  written  to  Rae 
Walters  by  the  Automatic  Musical  Company,  and  dated  March  ^o, 
1904,  which  states,  that  if  she  will  return  the  drawer  to  her  piano, 
they  will  add  "  a  new  and  wonderful  improvement."  It  is  reasonable 
to  assume  that  any  "new  and  wonderful  improvement"  would  be 
included  in  the  application  for  patent. 

An  attempt  has  been  made  to  show  by  the  witness  Harris  that  tlie 
firm  of  Roth  &  Englehardt,  Hobart^s  assignee,  had  knowledge  of  the 
construction  of  the  piano  sold  to  Rae  Walters  prior  to  the  date  of 
conception  by  Hobart,  and  that  the  representatives  of  that  company, 
on  December  14,  1903,  examined  that  instrument  and  later  purchisid 
it.  This  testimony  might  be  of  great  weight  had  the  construction 
of  the  Walters  instrument  been  sufficiently  established.    It  is  evident, 
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however,  that  the  piano  was  still  in  the  possession  of  Walters  on 
March  25,  1904,  when  the  letter  above  referred  to  was  sent,  and  the 
record  discloses  that  machine  embodying  the  issue  was  in  the  posses- 
sion of  the  firm  of  Both  &  Englehardt  on  March  12,  1904. 

It  is  claimed  that  appellant's  application  was  made  from  a  full- 
sized  operative  machine,  which  was  shipped  to  his  attorneys  on  Feb- 
ruary 2,  1904.  However,  no  evidence  is  Differed  to  show  that  the  at- 
torneys ever  received  this  instrument  or  that  the  application  draw- 
ings were  so  made. 

Appellant  is  the  junior  applicant.  The  burden  rests  upon  him  to 
remove  the  presumption  of  prior  invention  that  always  attaches 
to  the  senior  applicant  This  presumption  cannot  be  overcome  by 
the  uncorroborated  evidence  of  the  junior  applicant  alone.  He 
must  be  corroborated  directly  on  all  points  necessary  to  establish 
priority.  In  this,  we  think  appellant  has  failed.  In  several  essen- 
tial particulars,  as  we  have  pointed  out,  the  corroborating  evidence 
falls  to  meet  the  requirements  demanded  of  a  contestant  by  the  former 
holdings,  both  of  the  tribunals  of  the  Patent  Office,  and  of  this  court. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings,  as  by  law  required. 
A-ffirmed. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Gordon  v.  Wentwoeth. 

Decided  March  31,  1908. 
135  O.  G.,  1125;  31  App.  D.  C,  150. 

1.  iNTEaFERERCE — ^PbIORITV — ^ABANDONED  EXPERIMENT. 

Where  a  device  was  tested  by  the  assignee  of  the  inventor  for  half  a  day 
in  regular  work,  after  which  no  further  interest  was  taken  In  it,  and  it 
was  discarded  until  after  the  opposing  party  filed  his  application,  and 
another  device  for  doing  the  same  work,  invented  by  another  party,  who 
was  the  employee  of  the  assignee,  was  made  and  tested,  and  a  number  of 
such  devices  were  built  and  put  on  the  market,  and  no  application  was  filed 
until  knowledge  was  gained  of  the  invention  of  the  opposing  party,  Held 
that  such  device  was  merely  an  abandoned  exi)eriment. 

2.  Same — Same — Concealment  ob  Suppression. 

The  concealment  and  suppression  of  an  invention  after  a  redaction  to 
practice  for  a  period  of  more  than  two  years,  until  definite  knowledge  was 
obtained  of  the  invention  of  another  i>arty,  who  in  the  meantime  had  made 
the  invention  and  placed  it  uix)n  the  market,  is  sufficient  to  defeat  the  right 
to  a  patent.  {Matihva  v.  Burt,  C.  D.,  1905.  574;  114  O.  G.,  764;  24  App. 
n.  C,  265.) 

M7\  Benjamin  Phillipfi  and  Mr,  Horace  Van  Everen  for. the  ap- 
pellants 
Mr.  A.  V.  Cvshman  for  the  appellee.  GooqIc 
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Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  involving  the  priority  of  the  invention 
of  a  machine  for  beating  out  shoe-uppers.  (C.  D.,  1907,  295';  130 
O.  G.,  2065.)  Both  parties  are  applicants  upon  an  invention  which 
the  tribunals  of  the  Patent  Office  have  all  held  embodied  the  invention 
in  issue.  Appellee  is  the  senior  party.  His  application  was  filed  in 
the  Patent  Office  on  December  8,  1904.  Appellant's  application  was 
filed  on  March  28, 1905.  The  issue  upon  which  the  appeal  is  based  is 
as  follows: 

1.  a  machine  for  beating  out  shoe-uppers,  having  in  combination,  two  series 
of  rotating  beaters  arranged  to  act  simultaneously  upon  the  lower  edge  of  a 
shoe-upper  at  opposite  sides  of  the  shoe  and  beat  out  the  lower  edge  of  the 
upper  upon  the  insole,  and  means  for  actuating  aald  beaters*  substantially  as 
described. 

2.  A  machine  for  beating  out  shoe-uppers,- having,  in. combination,  two  series 
of  rotating  beaters  acting  simultaneously  to  beat  out  the  lower  edge  of  a  sboe- 
upper  upon  the  insol^  at  opposite  sides  of  the  shoe  and  to  draw  the  upper  over 
the  edge  of  the  insole  towards  the  medial  line  of  the  insole,  and  means  for 
actuating  said  beaters. 

8.  A  machine  for  beating  out  shoe-uppers,  having,  in  combination,  two  series 
of  rotating  beaters  acting  simultaneously  to  beat  out  the  lower  edge  of  a  shoe- 
upper  upon  the  insole  at  opposite  sides  of  the  shoe  and  arranged  to  exert  a 
wiping  action  on  the  upper  from  the  edge  of  the  sole  towards  the  medial  line 
of  the  sole,  and  means  for  actuating  said  beaters. 

Appellant  alleges  conception  of  his  invention  on  April  1, 1901,  and 
reduction  to  practice  on  August  8,  1902.  Appellee  fixes  the  date  of 
conception  of  his  invention  at  April,  1904,  and  reduction  to  practice 
November  2,  1904.  It  appears  that  only  one  Oordon  machine  was 
ever  built.  It  was  constructed  in  1902.  Aft^r  it  was  tested  on  some 
dummy  shoes,  it  was  sent  to  a  factory  at  Brockton,  Mass.,  where  it 
was  tested  on  regular  work  for  one-half  day.  It  was  returned  to 
appellant,  and,  in  April,  1908,  was  sent  to  what  is  known  as  the  Lynn 
School,  where  operators  are  trained  by  the  United  Shoe  Machmeiy 
Company.  Here  it  was  left  for  several  weeks,  where  it  was  used,  as 
the  evidence  discloses,  to  beat  out  heel-seats  on  shoes  that  went 
through  the  factory. 

It  appears  that  the  United  Shoe  Machinery  Company  was  the 
assignee  of  appellant's  invention,  and  that,  after  the  Brockton  test  in 
August,  1902,  this  company  seemed  to  have  lost  interest  in  the 
machine.  They  were  making  tests,  as  the  evidence  discloses,  of 
another  machine,  which  had  been  devised  by  one  of  their  employees 
named  McFeeley.  It  appears  that  a  number  of  the  McFeeley  ma- 
chines were  manufactured  and  put  on  the  market.  After  the  Lpn 
test,  no  further  effort  was  made  by  appellant,  or  his  assignee,  to 
perfect  his  invention,  or  to  put  it  into  general  use,  or  protect  his  right 
by  applying  for  a  patent.    His  machine  seems  to  have  been  discarded 
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until  after  appellee  made  application  for  Letters  Patent  on  his  in- 
vention. What  the  evidence  shows  to  have  been  done  by  appellant 
and  his  assignee,  the  United  Shoe  Machinery  Company,  wtis  more  in 
the  nature  of  an  experiment,  than  of  any  well-defined  intention  to 
apply  within  a  reasonable  time  for  a  patent,  or  to  put  the  machine 
mto  generid  commercial  use. 

As  to  appellee's  machine,  there  is  no  dispute  as  to  his  dates.  The 
record  clearly  discloses  that  he  put  his  machine  into  inmiediate  and 
general  use.  A  large  number  of  the  machines  were  sold  and  used  in 
the  vicinity  of  Cincinnati,  Ohio.  He  promptly  applied  for  a  patent 
He  is  here  with  no  laches  to  account  for,  the  prior  applicant,  and,  we 
think,  entitled  to  priority  over  appellant  for  the  invention  in  contro- 
versy. 

With  this  state  of  facts  before  us,  we  fully  agree  with  the  conclu- 
sion of  the  Commissioner  of  Patents,  in  whidi  he  stated : 

It  is  rather  remarkable  that  the  utility  of  the  Gordon  machine  was  demon- 
strated after  half  a  day's  use,  while  to  show  the  utility  of  a  similar  device  it 
required  the  building  of  several  machines  and  their  trial  for  more  than  a  year. 
Moreover,  it  seems  improbable  that  a  machine  whose  successful  operation  had 
been  satisfkctorily  demonstrated  should  be  thrown  aside  for  about  three  years 
in  order  to  experiment  with  a  machine  designed  to  accomplish  substantially 
the  same  results,  when  all  the  time  a  machine  of  that  cliaracter  was  urgently 
in  demand.  The  explanation  given  for  the  delay  in  placing  appellant's  device 
on  the  market  or  in  filing  an  application  is  regarded  as  of  no  substantial  merit 
The  conduct  of  the  inventor  and  his  assignee  is  alone  sufficient  to  warrant  the 
conclusion  that  the  Gordon  machine  was  only  an  abandoned  experiment  But 
aside  firom  this  consideration  it  is  believed  that  the  testimony  fails  to  over- 
come the  burden  imposed  upon  appellant  of  proving  that  the  Gordon  machine 
constituted  in  law  a  reduction  to  practice. 

Assuming,  however,  that  the  tests  made  by  appellant  constituted 
a  legal  reduction  of  the  invention  to  practice,  the  mere  fact  alone 
that  the  invention  was  concealed  and  suppressed  for  a  period  of  more 
than  two  years,  during  which  time  appellee  invented  his  machine  and 
put  it  upon  the  market,  is  sufficient,  in  our  opinion,  to  defeat  the  right 
of  appdlant  to  priority  over  appellee.  The  Court,  in  Matthes  v. 
BuH^  (C.  D.,  1906,  674;  114  O.  G.,  764;  24  App.  D.  C,  266,)  a  case 
similar  to  the  one  before  us,  said : 

Having,  then,  completed  the  invention  and  satisfied  himself  of  its  utility,  as 
claimed,  Ifatthes  deliberately  concealed  it,  suppressing  its  use  and  withholding 
it  from  the  public  How  long  he  might  have  pursued  this  policy  with  no  rival 
in  the  field  is  of  course  conjectural;  but  it  is  certain  that  he  showed  no  sub- 
stantial intention  of  change  of  policy  until  he  had  obtained  definite  knowledge 
of  Burt's  exploitation  of  the  same  invention.  On  the  other  hand,  Burt,  having 
no  knowledge  of  Matthes*s  discovery,  and  encouraged  and  induced  by  the 
apparently  unoccupied  field,  went  diligently  to  work  to  perfect  his  invention 
and  to  put  its  product  upon  the  market.  He  not  only  sold  this  product  to  the 
trade  In  large  quantities,  but  promptly  applied  for  a  iMiteut.  On  this  state  of 
fkcta,  the  Ck>mmi8Stoner  held  that  Matthes*s  right  had  become  subordinate  to  timt 
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of  Burt  who  was  the  first  to  invent  in  accordance  with  **  the  true  policy  and  ends 
of  the  patent  laws  "  as  declared  by  the  Supreme  Court  of  the  United  States  in 
Kendall  v.  Winsor,  (21  How.,  822,  327.  828.) 

Viewing  this  case  from  any  standpoint,  we  are  of  the  opinion  that 
the  conclusions  reached  by  the  tribunals  of  the  Patent  Office  are 
correct,,  and  the  decision  of  the  Commissioner  of  Patents  should  be 
affirmed. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings,  as  required  by  law. 
A'ffii'inedf 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Milans. 

Bedded  April  fU>,  1908. 

135  O.  G.,  1126;  81  App.  D.  C,  269. 

Patentability — Invention — Double  Spots  fob  Bowling-Allets. 

Where  It  was  old  to  provide  spots  in  a  bowling-alley  to  insure  the  ac- 
curate setting  of  the  pins,  claims  covering  two  series  of  spots,  one  within 
the  other,  thereby  to  insure  the  correct  setting  of  different  kinds  of  phis 
having  different-sized  bases,  not  limited  to  any  mechanical  constmction, 
set  forth  nothing  which  involves  the  exercise  of  the  inventive  faculty. 

Mr.  L.  S.  Bacon,  Mr.  J.  H.  Milans,  and  Mr.  C.  T.  MUams  for  the 
appellant. 
Mr.  F.  A.  I'ennant  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  allow  the  following  claims: 

1.  A  double  spot  for  bowling-alleys,  one  spot  being  arranged  within  another 
and  having  striking  visually  apiireciable  differentiating  characteristics. 

2.  A  double  spot  for  bowling-alleys,  one  si)ot  being  arranged  within  tiie  other 
and  of  striking  contrasting  colors. 

8.  In  combination  with  pins  of  different  base  diameters,  a  bowling^ller 
having  a  double  si)ot  adapted  to  receive  either  of  said  pins  consisting  of  one 
spot  within  another,  the  diameters  of  said  spots  corresponding  to  the  diameters 
of  said  pins. 

4.  In  combination  with  pins  of  different  base  diameters,  a  bowltng-alley  bar- 
ing a  double  spot  adapted  to  receive  either  of  said  pins  consisting  of  one  spot 
within  another,  the  diameters  of  said  spots  eorresiionding  to  the  diameters  of 
said  pins  and  said  siwts  being  strikingly  contrasting  in  appearance. 

5.  In  comb  inn  t  ion.  with  ])ins  of  different  base  diameters,  a  bowling-alley  hav- 
ing spots  whereliy  to  ncconniiminte  either  t)f  said  pins,  the  diameters  of  said 
spots  corresponding  to  the  dlauiettTs  of  said  pins  and  said  spots  l>elng  strikingly 
contrasting  In  a|)|)etirnnce. 

6.  In  combinntioti  with  iiins  of  different  linBe  diameters,  a  bowling-alley  hav- 
ing spots  whereby  to  ticcommodnte  either  of  said  pins,  the^dlameters  of  ^^ 
spots  corresponding  to  the  diameters  of  said  pins.     gitizedbyV^ 
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14.  As  an  article  of  manufactare^  a  double  spot  adapted  for  Insertion  in  a 
bowlins-alley,  one  spot  being  arranged  within  another  and  having  striking 
Tisnally  appreciable  differentiating  characteristics. 

The  object  of  the  applicant,  as  stated  in  his  specification3,  is  to  pro- 
vide a  device  comprising  a  spot  within  a  spot,  the  hirger  adapted  to 
center  and  support  pins  of  a  larger  type  such  as  tenpins,  and  the 
smaller  to  support  pins  of  relatively  smaller  size  such  as  candle  or 
duck  pins,  and  thereby — 

to  overcome  objections  to  the  single  spots  now  employed  and  upon  which  various 
siies  of  pins  are  alternately  set  at  the  will  of  the  player. 

The  Commissioner  allowed  claims  Nos.  7  to  18,  inclusive,  covering 
the  mechanical  construction  of  the  double  spot  of  the  rejected  claims. 
We  agree,  that  applicant  is  not  entitled  to  the  broad  claims  of  the 
issue,  which  as  drawn  cover  much  more  than  an  article  of  manu- 
facture. We  fail  to  perceive  invention  in  providing  smaller  spots 
within  the  single  spots  hitherto  used.  These  single  spots  correspond 
to  the  base  diameters  of  the  ordinary  tenpins  and  manifestly  exact 
accuracy  in  placing  the  smaller  pins  can  be  attained  only  by  providing 
spots  of  corresponding  size  which,  if  concentrically  arranged,  will 
necessarily  ^11  within  the  larger  spots  and  to  be  distinguidiable 
must  be  of  a  different  color. 

It  is  the  policy  of  the  patent  law  to  deal  liberally  with  inventors; 
nevertheless  courts  will  not  grant  a  monopoly  unless  convinced  that 
invention  is  involved. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
BoflB  V.  CUFFOBD  AND  NeWELL.      RoSE  V.  NeWELL.      ClIFFOBD  V.  RoSE 

AND  Newell.    Clifford  v.  Newell. 

Decided  April  7,  1908. 

136  O.  O.,  1301 ;  31  App.  D.  C,  185. 

Irtespebekce — Pbiowty — Delay  Afteb  Reduction  to  Practice. 

After  reduction  to  practice  of  an  invention  n  mere  delay  of  the  inventor 
In  applying  for  a  patent,  in  the  absence  of  concealment,  abandonment,  or 
suppresaion,  will  not  prevent  the  iaventor  from  getting  a  patent  based  upon 
priority  of  invention. 

Mr.  J.  D.  SuUivaTiy  Mr.  W.  Fowler,  and  Mr.  C.  Neave  for  the  ap- 
pellant Kose. 
Mr.  J.  H.  Oriifin  and  Mr.  H.  E.  Davis  for  the  appellant  (Clifford. 
Mr.  A.  S.  Pattison  and  Mr.  Philip  Mauro  for  the  appellee  Newell. 
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Van  Obsdel,  J.: 

These  appeals  come  here  from  decisions  rendered  by  the  Ckwamis- 
doner  of  Patents  in  three  separate  interferences.  Interference  Na 
28)780  involves  all  three  of  the  parties.  Both  Rose  and  Clifford  have 
appealed  from  the  decision  in  this  interference.  Interf wence  No. 
28,781  involves  only  Clifford  and  Newell;  from  wliich  decision  Clif- 
ford has  appealed.  Interference  No.  28,782  involves  Kose  and 
Newell.  From  this  decision,  Rose  has  appealed.  The  Commissioner 
of  Patents  awarded  to  Newell  priority  of  invention  on  the  f  oUowing 
issue: 

1.  In  a  device  of  the  claBs  described,  a  cooling-chamber  provided  with  an  open- 
ing in  its  upper  part,  a  liquid-receptacle  provided  with  an  opening,  a  container 
placed  with  its  open  mouth  extending  through  said  openings  in  the  codtiis- 
chamber  and  said  receptacle  and  adapted  to  be  sealed  by  liquid  in  said  recep- 
tacle, and  means  for  drawing  off  liquid  from  said  receptacle. 

2.  In  a  device  of  the  class  described,  a  cooling-chamber,  a  liquid-receptacle 
exposed  to  the  action  of  said  cooling-chamber,  and  provided  with  an  opening  tn 
its  upper  part,  a  container  placed  with  its  open  mouth  projecting  downwardly 
into  said  opening  in  the  liquid-receptade  and  adapted  to  be  sealed  by  Uqold 
therein,  and  means  for  drawing  off  liquid  from  said  receptacle. 

The  invention  here  in  issue  relates  to  an  improvement  on  water- 
coolers,  having  a  receptacle  for  water  within  a  chamber  for  ice,  so 
arranged  that  the  receptacle  containing  the  water  is  surrounded  with 
ice.  The  water  is  drawn  from  the  receptacle  by  means  of  a  pipe,  to 
which  a  faucet  is  attached.  The  receptacle  is  supplied  with  water 
from  a  bottle,  filled  with  water,  and  inverted  so  that  the  mouth  of 
the  bottle  extends  through  a  funnel,  in  which  the  inverted  bottle  rests, 
into  the  receptacle.  The  water  passes  from  the  bottle  into  the  recep- 
tacle, until  it  rises  to  a  level  with  the  mouth  of  the  bottle,  when  the 
liquid  seals  the  mouth  of  the  bottle.  When  water  is  drawn  from  the 
faucet,  the  water  is  lowered  in  the  receptacle,  until  the  air  is  per- 
mitted to  enter  the  mouth  of  the  bottle,  when  the  water  again  flows 
i^to  the  receptacle  and  so  continues  until  it  rises  to  the  mouth  of  the 
bottle  and  seals  it 

Rose  alleges  conception  of  the  invention  in  August  or  September, 
1901,  and  reduction  to  practice  in  February,  1902.  His  application 
was  filed  March  26,  1902.  Clifford  alleges  conception  in  November, 
1901,  and  reduction  to  practice  in  February,  1902.  His  application 
was  filed  April  14,  1902.  Newell  alleges  conception  and  disclosure 
in  the  spring  of  1899,  and  reduction  to  practiee  in  the  early  summer 
of  1899.  His  application  was  filed  July  22, 1902.  It  will  be  observed 
that  Kose  is  the  senior  party  in  point  of  filing,  and  Newell  is  the 
junior  party.  Originality  of  invention  is  the  issue  involved  between 
Clifford  and  Kose.  Newell  is  an  independent  inventor,  and  claims  to 
have  conceived  the  invention  and  reduced  it  to  practice  prior  to  the 
date  of  conception  alleged  by  either  Rose  or  Clifford.        ^ 
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The  Examiner  of  Interferences  found  that  Newell  had  not  com* 
pleted  his  invention  at  the  date  Boss  filed  his  application,*  and  that, 
as  between  Rose  and  Clifford,  Clifford  was  the  original  inventor. 
He  accordingly  awarded  priority  to  Clifford.  The  Board  of  Ex- 
aminers-in-Chief  reversed  the  Examiner,  and  awarded  priority  to 
Newell.  The  Commissicmer  of  Patents  affirmed  the  decision  of  the 
Board.  Inasmuch  as  the  same  invention  is  involved  in  all  three 
applications,  it  is  important  to  consider,  first,  whether  Newell  estab- 
lished his  conception  of  the  invention  and  its  reduction  to  practice 
prior  to  the  dates  alleged  by  Rose  and  Clifford.  If  he  did,  and  is 
not  estopped  by  concealment,  suppression,  or  abandonment,  it  will  be 
unnecessary  to  enter  into  the  controversy  between  Rose  and  Clifford. 

Newell  fixes  the  date  of  conception  of  his  invention  from  the  fact 
that  in  1899  he  was  engaged  in  the  business  of  making  shoe-heels  in 
a  small  shop  aa  Wingate  street,  Haverhill,  Mass.  About  this  time  he 
went  into  the  distilled-water  business.  In  looking  about  for  a  device 
by  which  the  distilled  water  could  be  cooled,  without  the  ice  coming 
in  direct  contact  with  the  water,  he  conceived  -the  invention  here  in 
issue.  He  states  that  he  purchased  a  still  in  the  summer  of  1899,  and 
began  selling  distilled  water  the  same  f  alL  He  also  testified  that  he 
moved  his  place  of  business  from  Wingate  street  to  Washington 
street,  Haverhill,  along  about  September  1, 1900.  This  date  is  veri- 
fied l]7  the  introduction  of  his  ledger  showing  an  account  with  his 
Washington  street  landlord,  in  which  it  appears  that  he  paid  his  first 
month's  rent  in  October,  1900.  No  objection  was  made  to  the  intro* 
duction  of  this  ledger  in  evidence. 

A  number  of  coolers  were  introduced  in  evidence  by  Newell.  Ex- 
hibit No.  1  consisted  of  a  coil  of  pipe  extended  through  the  ice- 
receptacle,  with  a  funnel  at  its  upper  end  to  receive  the  neck  of  the 
inverted  bottle.  Exhibits  2  and  8  contained  different  forms  of  recep-* 
tades  for  the  water.  Exhibit  No.  4  contained  a  glass  receptacle. 
Newell  testified  that  he  made  these  four  exhibits  and  used  them  in  his 
shop  on  Wingate  street  He  afterward  corrected  his  evidence  as  to 
Exhibit  No.  4,  and  stated  that  it  was  Exhibit  No.  4  « that  was  used  on 
Wingate  street,  and,  from  reference  to  certain  bills  he  found,  that 
Exhibit  No.  4  was  not  made  until  June,  1908.  Newell  is  corroborated 
as  to  the  construction  and  operation  of  these  particular  exhibits  by 
two  witnesses.  All  of  these  witnesses  fix  dates  ^^hen  Newell  suc- 
cessfully operated  Exhibits  1,  2  and  8,  prior  to  any  date  claimed  by 
either  Rose  or  Clifford.  These  exhibits  embrace  the  invention  in  con- 
troversy, which  is  neither  complicated,  nor  difficult  to  comprehend. 
Without  entering  into  an  extended  consideration  of  the  evidence  of 
the  various  witnesses,  we  can  see  no  escape  from  the  conclusion 
reached  by  the  Commissioner  of  Patents.    His  logical  and  complete 
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analysis  of  the  evidence,  appearing  in  his  published  decision,  we 
adopt  for  the  purposes  of  this  opinion. 

It  is  contended  by  Rose  and  Clifford  that,  even  though  it  be  con- 
ceded that  Newell  reduced  the  invention  to  practice  by  the  construc- 
tion and  successful  operation  of  Exhibits  1,  2  and  3,  prior  to  his  re- 
moval froin  Wingate  street,  his  failure  to  make  application  for  a 
patent  until  July  22,  1902,  amounted  to  an  abandonment  No  evi- 
dence was  offered  by  either  Rose  or  Clifford  to  establish  either  con- 
cealment or  abandonment  on  the  part  of  Newell.  A  large  number  of 
exhibits  were  offered  by  Newell  which  showed  that  he  was  engaged 
constantly,  from  the  summer  of  1899,  up  to  and  after  the  date  of  his 
application,  in  experimenting  on  and  improving  his  original  inven- 
tion. As  he  states,  he  was  attempting,  prior  to  the  manufacture  of 
Exhibit  No.  4,  in  1903,  which  contained  a  glass  water-receptacle,  to 
find  some  kind  of  metal  that  would  withstand  the  effect  of  different 
kinds  of  water.  In  the  experiments,  he  states  that  he  used  distilled 
water,  city  water,  and  spring  water.  He  testified  that  he  loaned  to 
the  Essex  street  engine-house  in  Haverhill,  a  cooler  of  the  style  of 
Exhibit  No.  1,  which,  from  reference  to  his  books,  appears  to  have 
occurred  on  July  1,  1901.  He  testified  that  it  was  used  thereafter 
at  the  engine-house  up  to  the  date  of  taking  his  evidence  in  this  case 
It  will  be  observed  that  this  cooler  was  loaned  to  the  engine-house 
before  either  Rose  or  Clifford  allege  conception  of  the  invention  in 
question.  Taking,  therefore,  any  date  between  the  fall  of  1899,  or 
the  early  part  of  1900,  when  Newell  testifies  that  he  first  successfully 
operated  Exhibits  1,  2  and  3,  and  July  1,  1901,  when  he  loaned  a 
cooler  to  the  engine-house,  as  a  date  for  the  reduction  of  the  inven- 
tion to  practice,  we  think  neither  concealment  nor  abandonment  can 
be  charged  against  Newell^  He  was  constantly  and  publicly  opera- 
ting the  coolers,  both  at  his  Wingate  and  Washington  street  places. 
It  is  well  settled  that,  after  reduction  to  practice  of  an  invention,  a 
mere  delay  of  the  inventor  in  applying  for  a  patent,  in  the  absence  of 
concealment,  abandonment,  or  suppression,  will  not  prevent  the  in- 
ventor from  getting  a  patent  based  upon  priority  of  invention.  In 
Rolfe  V.  Hoffman,  (C.  D.,  1906,  588;  121  O.  G.,  1360;  26  App.  D.  C, 
336,)  this  Court,  speaking  through  Mr.  Justice  Duell,  said : 

That  Rolfe  was  the  first  to  conceive  and  disclose  the  inyention  to  others  is 
established  beyond  a  doubt.  His  case  really  turns  upon  the  weight  that  la  to 
be  given  to  his  three  exhibits  No&  1,  2,  and  3.  These  exhibits,  one  and  all, 
contain  the  elements  of  each  count  of  the  issue  exciting  the  spring  or  sprifigs 
which  support  the  hen t-cart ridge.  That  these  exhibits  were  made  .by  Rolfe  in 
December,  1901,  and  by  him  shown  to  Wiesinger  and  Schwarze  about  that  time 
is  sufficiently  proved  and  is  not  successfully  questioned.  If  they  constituted 
a  reduction  to  practice  then  Rolfe  is  entitled  to  an  award  of  priority  for  he 
wUl  then  have  proven   priority  of  conception,  disclosure^  and  reduction  to 
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practice,  and,  in  the  absence  of  any  clearly-proven  abandonment  his  right  to 
a  patent  has  not  become  forfeited  either  to  the  public  or  to  his  rival.  It  is 
true  that  two  years  elapsed  between  his  alleged  reduction  to  practice  and  the 
fllhig  of  hia  application  for  patent,  during  which  interval  his  rival  entered  the 
field  and  secured  a  patent.  Such  a  period  of  delay,  standing  by  itself,  does 
not  constitute  an  abandonment  of  his  right  to  a  patent  based  on  priority  of 
Invention.  An  inventor  having  reduced  his  invention  to  practice  is  entitled 
to  a  period  of  two  years  in  which  to  put  the  same  in  public  use  and  on  sale 
without  a  forfeiture  of  his  right  to  receive  a  patent  based  upon  nn  application 
filed  before  the  statutory  bar  has  arisen.  Neither  abandonment  nor  forfeiture 
within  that  period  can  be  presumed  but  must  be  proven.  True,  the  acts  of  an 
inventor  may  be  such  as  to  amount  to  an  abandonment  or  forfeiture  within 
tbat  p^od  but  such  acts  must  be  proven. 

The  facts  in  this  case  were  closely  analogous  to  those  in  the  case  at 
bar,  except  that  no  patent  had  been  issued  to  either  Rose  or  Clifford. 
Here  Newell  exposed  his  invention  to  the  public,  as  shown  not  only 
by  his  own  testim(»iy,  but  by  the  two  witnesses  who  testified  on 
his  behalf  before  the  Examiner  of  Interferences.  We  think,  there- 
fore, that  there  is  not  only  a  failure  to  prove  abandonment,  suppres- 
sion or  concealment,  but  it  is  clearly  established  that,  during  the  stat- 
utory period  of  two  years  prior  to  the  date  of  conception  alleged  by 
either  Rose  or  Clifford,  NewelPs  invention  was  given  to  the  public  and 
put  into  commercial  use  by  being  placed  in  the  Essex  street  engine- 
house. 

It  is  unnecessary  for  us  to  consider  the  respective  claims  of  Rose 
and  Clifford,  since  this  opinion  relates  to  facts  occurring  before  either 
of  them  claims  to  have  had  any  conception  of  the  invention  in  ques- 
tion. We  are  clearly  of  the  opinion  that  Newell  not  only  conceived 
the  invention  in  question,  but  reduced  it  to  practice  before  the  dates 
of  conception  alleged  by  either  Rose  or  Clifford.  The  priority  of 
Newell  has  been  established,  and  the  decisions  of  the  Commissioner  of 
Patents  are  affirmed.  The  clerk  is  ordered  to  certify  these  proceed- 
ings, as  by  statute  required.   Affirmed. 


[Court  of  Appeals  of  the  District  of  Colnmblm.] 

Levy  &  Co.  v.  Uri,  (N  M.  Uhi  &,  Co.  SuBsmuTED.) 

Decided  Jttne  f ,  190%. 

136  O.  O.,  1968;  81  App.  D.  C,  441. 

1.  Tiaiie-Mabks — False  Repbesxntation  on  Labels — Marks  Not  Regibtbable. 

The  use  of  the  words  *'  Pure  Old  Rye  Whiskey  '*  In  connection  with  a 

trade-mark  on  labels  placed  on  bottles  containing  whisky  which  is  part  rye 

and  part  bourbon  and  contains  neutral  spirits  and  coloring-matter  Is  such 

false  representation  as  will  disentitle  the  user  of  the  mark  to  register  the 
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2.  Sam  ■— PuBPOSx  of  thi  T^adb-Mabk  Act. 

It  was  the  purpose  of  tbe  Trade-Mark  Act  to  protect  manufactiirerB  and 
dealers,  because  In  so  doing  tbe  public  woald  in  tarn  be  protected.  It  wai 
not  tbe  purpose  of  tbe  act  to  recognise  tbe  rigbt  of  any  person,  Ann,  or 
corporation  to  deceive  tbe  public  by  tbe  use  of  a  deceptive  mark. 

Mr.  A.  P.  Oredey  and  Mr.  Francis  B.  James  for  the  appellant 
Mr.  A.  E.  "Wallace  for  the  appellee. 

BoBB,  /.; 

This  is  a  trade-mark  interference  case  involving  the  word  ^  Brook- 
wood  ''  as  a  trade-mark  for  whisky. 

It  is  established  that  appellee's  predecessor  was  the  first  to  adopt 
and  use  the  mark,  and  that  the  mark  has  been  continuously  used  sinoe 
its  original  adoption.  It  is  contended,  however,  that  owing  to  mate- 
rial misrepresentations  printed  on  the  labels  containing  this  mark, 
appellee  is  not  entitled  to  its  registration.  A  label  containing  the 
words: 

**PUEE  OLD 
D 
O 
O 
W 
E 
O 
O 
B 
B 
RYE  WHISKEY" 

was  placed  on  bottled  goods  by  appellee,  and  a  label  containing  the 
words: 

Distilled 

from 

Selected  Orain 

And  Ia 

Absolutely 

Pure,'' 


"BROOKWOOD 

PURE 

OLD  RYE 

WHISKEY, 


was  furnished  dealers  to  whom  sales  in  bulk  were  made  for  use  in 
bottling^  Brbokwood  '^  whisky.  The  evidence  shows  that  these  labels 
were  extensively  used  from  about  1898,  soon  after  the  adoption  of 
the  word  ^^  Brookwood ''  as  a  trade-mark,  down  to  the  time  when  the 
so-called  pure  food  law  went  into  operation,  when  the  word?  ''A 
Blended  "  were  added.  It  clearly  appears  that  the  whisky  sold  as 
"  Pure  Old  Brookwood  Rye  Whiskey ''  and  "  Brookwood  Pure  Old 
Rye  Whiskey  "  contained  a  certain  proportion  of  Pennsylvania  rye 
whisky,  a  certain  proportion  of  Kentucky  rye  whisky,  three  different 
brands  of  Kentucky  bourbon,  a  certain  proportion  of  neutral  spirits, 
some  prune-juice,  bead-oil,  and  caramel.    It  also  clearly  appears  ^t 
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the  statement  ^  Distilled  from  Selected  Grain  ^  was  made  without 
regard  to  its  accuracy. 

It  is  established  by  a  long  line  of  authorities  that  in  an  equitable 
proceeding  to  restrain  the  fraudulent  use  of  a  trade-mark,  the  one  seek- 
ing such  relief  must  himself  be  guiltless  of  any  false  representations 
in  the  mark  and  in  advertising  the  article  covered  by  the  mark,  and 
that,  if  he  has  made  such  false  representations,  the  rig^t  to  the  ex- 
clusive use  of  the  mark  cannot  be  maintained.  In  Warden  v.  Calif. 
Fig  Syrup  Co.^  (187  U.  S.,  628,)  Mr.  Justice  Shiras,  speaking  for 
the  Court,  said: 

When  the  owner  of  a  trade-mark  applies  for  an  injunction  to  restrain  the 
defendant  from  injuring  his  property  by  making  fklse  representations  to  the 
public  it  is  essential  that  the  plaintiff  siionld  not  in  his  trade>mark,  or  in  his 
adrertisements  and  bnsinees,  be  himself  guilty  of  any  fiilse  or  misleading 
representation ;  that  if  the  plaintiff  makes  any  mat^ial  fklse  statement  in  con- 
nection with  the  property  which  he  seeks  to  protect,  he  loses  his  right  to  claim 
the  assistance  of  a  court  of  equity ;  that  where  any  symbol  or  label  claimed  as 
a  trade-mark  is  so  constructed  or  worded  as  to  claim  or  contain  a  distinct 
assertion  which  is  fklse,  no  property  can  be  claimed  on  it,  or,  in  other  words^ 
the  right  to  tlie  exdusiYe  use  of  it  cannot  be  maintained. 

To  the  same  effect  are:  Manhattan  Med.  Co.  v.  Woodj  (C.  D., 
1883,  268;  28  O.  O.,  1925;  108  U.  S.,  218;)  Hohapfd  v.  Bachtjeny 
(C.  D.,  1901,  600;  97  O.  G.,  968;  188  U.  S.,  1;)  Ointer  v.  Kinnsffj 
(C.  D.,  1882, 886;  22  O.  O.,  770;  12  Fed.,  782;)  Krauss  v.  PeebUs,  (69 
Fed.,  686;)  HUsan  v.  Footey  (80  Fed.,  896;)  Uri  v.  Hirach,  (128  Fed., 
568;)  Memphis  Keeley  Institute  v.  Keeley^  (166  Fed.,  964;)  Prince 
Mfg.  Co.  V.  PHnce  M.  Paint  Co.,  (186  N.  Y.,  24;)  Joseph  v.  Ma^ 
aowshy,  (96  Calif.,  618;)  Palmer  v.  Harris,  (60  Pa.  St.,  166;)  Laird 
V.  Wilder,  (72  Ky.  (Bush),  131 ;)  Solace  Cigar  Co.  v.  Poso,  (16  Colo., 
888;)  Estcort  v.  EstcoH,  (Law  Rep.,  10  Ch.  App.,  276.) 

Under  the  rule  amiounced  in  these  cases  it  is  clear  that  appellee 
would  not  be  entitled  to  invoke  the  assistance  of  a  court  of  equity  in 
attempting  to  maintain  the  exclusive  use  of  this  trade-mark.  In 
other  words,  a  court  of  equity  in  the  circumstances  of  the  case  would 
recognize  no  property  right  in  the  mark.  For  many  years  the  public 
has  been  led  to  believe  that  the  whisky  sold  imder  Uiis  mark  was  a 
pure  old  rye  whisky  when  in  truth  and  in  fact  it  was  very  far  from 
being  such  a  whisky. 

It  may  be,  as  contended  by  counsel  for  appellee,  that  a  similar 
mixture,  containing  more  than  fifty  per  cent,  of  real  rye  whisky,  is 
rye  whisky  for  the  purpose  of  internal-revenue  assessment;  but  the 
acceptance  of  such  a  mixture  as  pure  old  rye  whisky  or  pure  rye 
whisky  would  impose  altogether  too  great  a  tax  upon  our  credulity. 

The  Century  Dictionary  tells  us  that  a  thing  is  pure  when  it  is — 

tt^  from  extraneous  matter ;  separate  from  matter  of  anotber  kind^;  firee  from 
mixtnxe;  unmixed.  jgitizedby^OOglC 
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It  is  well  known  that  a  pure  rye  whisky  is  exactly  what  the  tenn 
imports — a  whisky  made  solely  from  malted  rye.  Such  a  whisky 
has  all  the  congeneric  properties  of  the  grain  from  which  it  derives 
its  name,  and  in  the  mind  of  the  consumer  is  associated  with  that 
particular  grain  and  no  other.  When  we  speak  of  Scotch  whisky 
we  do  not  mean  whisky  made  from  com  but  from  malted  barley.  So, 
too,  it  is  well  understood  that  Bourbon  whisky  is  a  Kentucky  prod- 
uct made  principally  out  of  com  with  sufficient  rye  and  barley  malt 
added  to  distinguish  it  ^om  straight  com  whisky.  Each  kind  of 
whisky  mentioned  has  its  own  peculiar  flavor  and  character  and  is 
sought  after  as  a  beverage  because  of  that  flavor  and  character. 
Neutral  spirits,  on  the  contrary,  as  the  term  suggests,  is  a  colorless 
liquid,  has  neither  flavor  nor  diaracter,  and  is  not  a  beverage  at  all. 
It  may  be  produced  from  any  fermented  substance,  such  as  con, 
potatoes,  and  sugar-beets.  Formerly  it  was  used  exclusively  in  the 
arts,  but  with  the  advent  of  cheaper  methods  of  production  it  has 
been  palmed  off  on  the  public  as  a  beverage  by  mixing  it  with  some- 
thing to  give  it  flavor  and  character.  Since  it  costs  far  less  to  pro- 
duce than  rye  whisky  it  is  apparent  that  its  use  by  the  distiller  in- 
creases his  profits  in  proportion  as  the  public  is  deceived. 

Appellee  admits  the  use  of  neutral  spirits  in  the  mixture  sold  as 
^^  Pure  Old  Bye  Whiskey,"  but  does  not  state  the  proportion  used. 
In  view  of  this  admission,  hbwever,  it  is  safe  to  assume  that  a  sub- 
stantial proportion  was  used.  We  do  not  think  a  mixture  of  spirits 
and  rye  whisky  a  pure  rye  whisky,  and  we  do  not  believe  the  public 
would  so  regard  it  As  before  stated,  neutral  spirits  is  not  a  beverage, 
has  none  of  the  distinguishing  characteristics  of  rye  whisky,  and  is, 
therefore,  ^^  matter  of  another  kind."  We  think  it  very  clear  that  to 
advertise  and  sell  a  mixture  containing  rye  and  Bourbon  whiskies  and 
neutral  spirits,  whether  containing  flavoring  and  coloring  matter  or 
not,  as  a  pure  rye  whisky  is  grossly  to  deceive  the  public  It  follows 
that  sitting  as  a  court  of  equity  we  would  not  recognize  any  property 
right  in  this  mark. 

The  question  for  determination,  therefore,  is  whether  the  Patent 
Office  should  recognize  a  property  right  in  the  mark  and  accord  it 
registration  when  the  courts  upon  the  same  facts  would  decline  to 
protect  the  mark  when  registered.  The  act,  under  which  registration 
is  sought,  requires  a  verified  declaration  by  the  applicant  that  to  the 
best  of  his  belief  no  one  else  has  the  right  to  use  the  mark.  The  act 
also  provides  that  the  registration  of  the  mark  shall  be  prima  facie 
evidence  of  ownership.  It  further  provides  that  no  action  shall  be 
maintained  under  the  provisions  of  the  act — 

in  any  case  when  the  trade-mark    •    •    *    has  been  used  with  a  design  of  de- 
ceiving the  public  in  the  purcliase  of  mercliandlse. 
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In  this  ease  the  record  conclusively  shows  that  the  applicant,  Uri  & 
Ca,  was  not  entitled,  to  tiie  exclasive  use  of  the  mark  because  of  the 
misleading  and  deceptive  statements  contained  on  their  labels.  It  was 
the  purpose  of  the  act  to  protect  honest  manufacturers  and  dealers  be- 
cause in  so  doing  the  public  would  in  turn  be  protected*  It  was  not 
the  purpose  of  tihe  act  to  recognize  the  right  of  any  person,  firm,  or 
corporation,  to  deceive  the  public  by  the  use  of  a  deceptive  mark.  In 
other  words,  the  Oovemment  will  not  become  a  party  to  a  fraud. 
(Schuster  Co.  v.  MuOer,  C.  D^  1907,  455;  126  O.  Q.,  2192;  28  App. 
D.  C,  414.) 

It  is  our  conclusion  that  because  of  the  misleading  statements  on 
the  labels  containing  the  mark,  appellee  can  claim  no  property  right 
therein,  and  is  not  entitled  to  claim  the  benefits  of  the  Trade-Mark 
Act. 

The  decision  of  the  CJommissioner  of  Patents  is  reversed,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  CJommissioner  of  Patents,  in  accordance  with  law. 


[Goort  of  Appeals  of  the  District  of  Colamblm.] 

In  rb  Sheldon. 

Decided  AprU  7, 1908. 
185  O.  O.,  1585;  81  App.  D.  C,  201. 

1.  PATKiTTABiLiTr— OoiriTEcrnro  Pabts  bt  Casting. 

Where  a  claim  coren  a  lathe  stmcture  comprising  a  pair  of  uprights  and 
a  bed  consisting  of  two  sections  of  shafting  arranged  one  above  the  other, 
said  sections  having  their  ends  cast  or  anbedded  In  the  uprights,  Held  that 
there  is  nothing  patentable  in  the  Idea  of  casting  the  ends  of  the  cross-bar^ 
Into  the  uprights. 

2.  Sams— AirnoiPATiON— Nok-Analooous  Abts. 

A  lathe  having  a  bed  consisting  of  two  horizontal  bars  arranged  one 
above  the  other  is  not  anticipated  by  a  drill-frame  having  two  vertically- 
arranged  bar%  the  two  devices  having  different  functions  and  belonging  to 
remote  arts. 

Mr.  A.  MiUer  Belfield,  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  Milans  for 
the  appellant. 
Mr.  W.  8.  Ruckman  for  the  Commissioner. 

RoBR,  /.; 

This  case  brings  into  review  the  dteision  of  the  Commissioner  of 
Patents  refusing  to  allow  three  claims  for  patent  on  certain  alleged 
improvements  in  turning-lathes,  the  ground  for  the  decision  being 
that  in  view  of  the  prior  art  the  claims  do  not  involve  patentable 
novelty.    The  claims  are  as  follows: 

1.  A  lathe  comprising  a  pair  of  uprights  nnd  a  bed  conslRtlng  of  n  couple  of 
uietalUc  bars  or  rods  arranged  one  nbove  the  other,  said  sections  having  their 
ends  embedded  in  the.  uprights,  substantially  as  described.  ^ 
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2.  A  lathe  comprialng  a  pair  of  oprighta  and  a  bed  conaladiig  of  a  ooaple  of 
eectioiifl  of  ahaftlng  arranged  one  above  the  other,  said  eeetlana  havhia  tbelr 
ends  cast  into  said  aprights,  rabetantially  as  deecribed. 

5.  A  lathe  comprising  a  pair  of  uprights  and  a  pair  of  bars  or  rods  ar- 
ranged one  above  the  other  and  secured  at  their  ends  to  said  aprlghta,  sobstan- 
tlally  as  described. 

The  references,  upon  which  the  Ciommissioner  rejected  the  above 
claims,  are:  Post,  December  18,  1877,  No.  198,211;  British  patent  to 
Trueman,  No.  22,014,  December  16,  1891. 

In  the  old  construction  the  bars  forming  the  wajrs  for  the  tool- 
carriage  and  foot-stock  are  arranged  in  a  horizontal  plane,  and  the 
damping-screws,  which  hold  the  carriage  and  foot-stock,  pass  down 
through  the  opening  between  the  bars. 

In  the  construction  described  in  the  claims  of  the  issue  the  bed  con- 
sists of  two  uprights  and  two  bars  or  rods  connecting  said  uprights 
aiid  arranged  horizontally  and  one  above  the  other  instead  of  in  a 
horizontal  plane,  and  taldng  the  place  of  the  shears  or  ways  in  the 
ordinary  lathe. 

The  Ccmimissioner  has  allowed  appellant  two  claims  covering  the 
specilBc  structure  of  his  carriage,  but  has  denied  him  the  claims  which 
give  utility  and  value  to  that  structure.  Let  us  consider  the  reference 
which  impelled  the  Conmiissioner  to  such  a  conclusion.  The  British 
patent  to  Trueman,  which  we  will  first  consider,  covers  a  drill  the 
function  of  which  is  far  different  from  that  of  a  lathe  and  in  the  de- 
velopment of  which  different  considerations  necessarily  would  be  in- 
volved. While  it  is  true  that  there  are  parts  of  the  two  devices  which 
are  similar,  it  is  equally  true  that  the  purposes  and  uses  of  those 
parts  are  essentially  different.  The  lathe  operates  in  a  horizontal,  the 
drill  in  a  vertical  plane.  In  a  lathe  absolutely  accurate  alinement  is 
essential  since  the  material  operated  upon  rotates  laterally  against 
the  cutting-tool,  which  b  held  by  the  operator  and  supported  by  the 
rest  or  carriage.  To  insure  this  accuracy  of  alinement,  strength  and 
rigidity  of  the  parts  are  necessary.  In  a  drill  there  is  very  little  tend- 
ency towards  lateral  vibration,  consequently  there  is  no  necessity  to 
prevent  it  by  a  specially-adapted  structure.  In  the  British  patent 
we  find  two  vertical  bars  arranged  one  behind  the  other  and  support- 
ing and  separating  the  drill  and  work-table,  but  anchored  only  at  the 
bottom  ends.  It  is  apparent  that  many  and  radical  changes  would 
be  necessary  to  transform  this  drill  into  the  lathe  of  the  issue,  and  it 
is  a  fact  that  ten  years  elapsed  between  the  granting  of  the  patent  to 
Trueman  and  the  production  of  applicant's  device.  In  view  of  the 
remoteness  of  the  arts  and  the  fundamental  differences  in  the  struc- 
tures of  the  two  devices,  we  think  it  would  violate  the. spirit  of  the 
patent  laws  to  rule  that  the  two  vertically-arranged  bars  in  the  True- 
man  drill  anticipated  the  horizontally-placed  bars  of  the  lathe  of  the 
issue,  the  function  of  each  being  different.  jgitizedbyGoOQle 
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The  Post  patent,  issued  more  than  thirty  years  ago,  is  cited  as  an 
example  of  the  ordinary  turning-lathe.  Post's  device  contains  a 
heavy  metallic  base  or  bed  having  a  slot  cut  longitudinally  there- 
through to  form  the  ways  or  shears  through  which  the  projection  of 
the  head  and  tail  blocks  and  rest  pass  and  move  back  and  forth. 
There  is  a  tube  i^bove  the  bed,  but  its  function  is  to  guide  the  head 
and  tail  blocks  and  rest  and  not  to  form  any  part  of  the  ways  or 
shears.  In  appellant's  device  he  has  entirely  dispensed  with  this 
guide-bar  by  so  constructing  his  shears  or  ways  that  they  perform 
all  the  functicois  of  both  the  bed  and  guide-bar  of  the  old  construc- 
tion. He  has  produced  a  much  simpler  and  a  much  lighter  device. 
It  is  not  contended  by  either  of  the  three  tribunals  of  the  Patent 
Qflke  that  his  lathe  is  not  an  improvement  over  the  wider,  heavier 
and  necessarily  more  expensive  lathe  of  the  prior  art;  neither  is  it 
contended  that  the  idea  which  it  embodies  was  ever  before  given 
form.  It  is  much  easier  to  follow  than  to  lead,  and  it  is  easier  to 
accept  a  result  than  bring  it  about 

We  think  appellant's  lathe  marks  an  advance  in  the  art,  that  its 
omstruction  involved  invention,  and  that  it  should  be  protected  by 
patent  by  the  allowance  of  his  first  daim.  We  agree  with  the  Com- 
missioner that  there  is  nothing  patentable  in  the  idea  of  casting  the 
ends  of  the  cross-bars  into  the  uprights,  and  we  also  find  that  daim 
No.  5  is  too  broad. 

'''he  deeiaion  of  the  CammUsioner  is  afirmed  as  to  claims  Nos.  t 
mi  5,  and  reversed  as  to  claim  No.  1. 

The  derk  of  the  court  will  certify  this  opinion,  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents,  according  to  law. 


[Court  of  Appeals  of  th«  DIstrlet  of  ColnmbUu] 

LoTZ  V.  Ejbnnt. 

Decided  AprH  7,  190%. 

186  O.  O.,  1801:  81  App.  P.  C,  206. 

t  iRTKaPEBBHCB — DIVISIONAL  APPUCATION — ^BNTITUED  TO  DATE  OF  OuOIlf  AL  AS 

OoNSTBUcnyx  Rbduction  to  Practice. 
A  dlTlBlonal  application  dates  bacli  to  tlie  original  one  and  secures  to  the 
applicant  tlie  benefit  of  a  oonEtrnctiYe  rednction  to  practice^  whether  the 
claims  of  the  divisional  application  were  in  the  original  when  filed  or  not 
2.  Same— Delay  ih  Glaimiho  iHVEimoif. 

Applicant  does  not  loee  his  right  to  claim  an  invention  diacloeed  in  his 
application  by  the  fact  that  he  makes  no  specific  claim  thereto  until  after 
another  party  files  his  application  for  the  same  invention. 

Mr.  8.  T.  Cameron^  Mr.  Reeve  Lewisj  Mr.  0.  A.  L.  Massie,  and  Mr. 
John  H.  MiOer  for  the  appellant 
Mr.  Vernon  M.  Dorsey  and  Mr.  Thos.  Emng^  Jr.^  for  the  appellee. 
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Shepabd,  (7.  /.; 

This  is  an  appeal  from  the  decision  of  the  CcHnmissioner  of  Pat- 
ents awarding  priority  of  invention  of  a  means  for  observing  dust- 
laden  currents,  to  David  T.  Kenny  in  an  interference  proceeding  with 
Augustus  Lotz. 

The  issuei  is  contained  in  the  four  following  counts: 

1.  In  combination  with  a  passage  for  a  current  of  dust-laden  air,  means  in 
said  passage  for  intercepting  the  conent,  snch  means  including  a  transparent 
chamber,  in  wliich  the  action  of  the  intercepted  current  can  be  obserred. 

2.  In  combination  with  a  passage  for  a  current  of  dust-laden  air,  means  con- 
nected in  said  passage  for  changing  the  direction  of  the  current,  such  means 
including  a  transparent  receptacle,  in  which  the  action  of  the  current  in  its 
changed  direction  can  be  observed. 

3.  In  combination  with  a  passage  for  a  current  of  dust-laden  air,  means  in 
said  passage  for  intercepting  the  current  and  compelling  it  to  change  its  direc- 
tion, and  a  transparent  cliamber  into  which  the  intercepted  current  Is  admitted 
and  from  which  it  Is  discharged. 

4.  In  combination  with  a  passage  for  a  current  of  dust-laden  air,  a  trans- 
paroit  chamber  projecting  at  an  angle  to  the  general  directi<m,  of  said  passage^ 
and  means  for  compelling  the  currmit  to  enter  said  chambw  and  to  leave  said 
chamber  and  return  to  said  passage. 

The  original  application  of  Kenny  was  filed  November  29,  1901, 
and  the  application  in  the  interference  was  filed  as  a  divisional  one 
June  1, 1905.  Lotz  filed  June  8, 1904,  and  a  patent  was  issued  to  him 
thereon,  September  6, 1904,  No.  769,618. 

Lotz,  in  his  preliminary  statement,  alleged  conception  on  or  about 
August  1,  1892,  drawings  made  on  or  about  February  1,  1898,  dis- 
closure to  others  on  or  about  May  1, 1895,  reduction  to  practice  about 
July  1, 1900.  Kenny's  preliminary  statement  is  not  produced  in  the 
record,  for  the  reason,  doubtless,  that  he  took  no  testimony  and  rested 
his  case  on  the  date  of  conception  and  reduction  to  practice,  claimed 
as  obtained  by  the  filing  of  his  original  application. 

Testimony  on  behalf  of  Lotz  tended  to  show  the  construction  and 
use  of  a  device  about  July,  1901,  which  it  is  claimed,  embodied  the 
invention  of  the  issue.  It  is  also  contended  on  behalf  of  Lotz  that 
Kenny  was  not  entitled  to  amend  his  original  declaration,  and  by 
means  of  his  second  application  carry  back  his  date  of  conception 
and  constructive  reduction  to  practice  to  the  date  of  the  original 
application.  The  tribunals  of  the  Patent  Office,  in  succession,  awarded 
priority  to  Kenny. 

We  will  consider  the  questions  presented,  beginning  with  the  second 
one. 

A  part  only  of  the  specifications  and  drawings  of  Kenny's  original 
application  is  contained  in  the  record.  It  does  not  appear  what  his 
claims  were,  but  we  understand  that  the  application  covered  an  entire 
apparatus  for  removing  dust  by  suction  from  the  floors  of  rooms,  etc, 

Jigitized  by  VjOO- 
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with  claims  therefor.  The  specification  recites  that  ^^the  invention 
consists  of  certain  features  of  construction  and  combination  of  parts 
to  be  hereinafter  described  and  then  particularly  claimed."  There- 
after follows  a  description  referring  to  his  drawings  in  detail  which 
concludes  thus : 

In  Figure  4,  the  branch  pipe  60  which  leads  to  the  hand  implement  or  corre- 
sponding part  Is  connected  with  a  head  tSl  by  a  tube  52  which  has  a  sliding 
connection  with  the  head  51  into  which  it  la  Inserted.  The  inner  end  of  the  tube 
52  is  inserted  Into  a  tnbnlar  glass  68  closed  at  one  end  and  at  the  other  end 
coupled  to  the  head  51  so  that  it  may  be  used  for  the  purpose  of  demonstration. 
In  observing  the  quantity  of  dust  sucked  through  the  tube  52. 

The  drawing  accompanying  the  application  shows  this  means  for 
observing  the  dust-laden  air-current,  in  its  passage  from  the  hand 
implement  or  sweeper  to  the  receiving  device  or  chamber  where  the 
dust  is  deposited.  The  record  does  not  show  the  different  actions  in 
the  Patent  Office  on  this  application,  but  no  doubt  there  were  objec- 
tions and  suggestions  made  from  time  to  time.  It  appears,  however, 
that  after  the  issue  of  the  patent  to  Lotz,  the  applicant  amended  by 
inserting  the  claims  of  the  issue,  which  were  copied  from  the  patent. 
On  July  15, 1905,  the  Examiner  reported  that  the  claims  are  for  sep- 
arate and  distinct  inventions,  and  notified  the  applicant  that  as  the 
claims  for  carpet-cleaners  have  had  consideration  the  applicant  is 
required  to  restrict  his  claims  by  the  cancelation  of  the  claims  afore- 
said. 

In  the  meantime,  on  June  1,  1905,  the  application  of  the  interfer- 
ence was  filed.   In  this  he  says : 

In  my  prior  application,  filed  November  29,  1901,  serially  numbered  84,058,  I 
have  shown  an  apparatus  for  use  in  such  a  system,  and  in  the  said  application 
bave  shown  in  connection  therewith  an  observation-chamber  having  transparent 
walls,  through  which  the  dust-laden  air  was  caused  to  pass  on  its  way  from  the 
fiand  tool  to  the  pump  by  which  the  vacuum  was  produced,  whereby  the  ameunt 
of  dust  carried  by  the  air  can  be  ascertained,  and  in  this  application,  which  is 
filed  as  a  division  and  as  a  continuation  of  the  said  prior  application,  I  claim 
Uie  means  therein  shown  for  so  observing  the  character  of  the  air-current. 

After  referring  to  the  drawings  and  describing  them  he  made  five 
claims,  four  of  which  are  identical  with  those  of  the  issue. 

It  is  quite  clear  that  the  invention  of  the  issue  was  disclosed  in  the 
prior  applications,  though  no  specific  claims  therefor  were  made  until 
after  the  issue  of  the  patent  to  Lotz.  The  claims  could  have  been 
inserted  therein  by  amendment,  but  for  the  rule  of  the  Patent  Office 
which  does  not  permit  a  patent  to  issue  for  two  separate  inventions. 
Under  such  conditions,  nothing  remained  but  to  file  a  new  and 
divisional  application,  or  to  abandon  this  part  of  the  invention. 

The  first  contention  on  behalf  of  the  appellant  is  that,  as  section 
4888  Revised  Statutes  requires 'that  the  application  shall  not  only 
contain  a  full  description  of  the  invention  but  also  contain  claimsJFor 

flMI2fU-H.  r»An.  i:i4A.  A0.2 .<» 
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the  same,  it  is  not  permissible  to  amend  by  setting  up  a  new  claim 
to  the  invention  or  a  part  thereof  not  before  daimed.  .The  unsound- 
ness of  this  proposition  in  a  case  where  tiie  subject-matter  is  con- 
tained in  the  application  though  not  followed  by  a  specific  daim 
thoefbr,  has  been  pointed  out  in  the  recent  case  of  PhiUips  v.  Serir 
miiehj  ante,  14;  184  O.  G.,  1806. 

Where  the  conditions  of  the  original  application  require  division 
instead  of  its  amendment  merely,  to  secure  a  patent  embracing  the 
additional  claims,  the  rule  is  necessarily  the  same,  as  held  in  the  case 
last  cited;  and  the  new  application  dat^  back  to  the  original  one, 
securing  to  the  applicant  the  benefit  of  a  constructive  reduction  to 
practice  as  of  that  date.  {Duryea  v.  Rice,  C.  D.,  1907, 443 ;  126  0.  G., 
1867;  28  App.  D.  C,  428, 485.) 

It  is  further  contended  that  by  Kenny's  failure  to  make  the  specific 
claim  of  the  invention  of  the  issue  under  his  original  application,  or 
by  division,  until  after  Lotz  entered  the  Office  with  an  application 
therefor,  he  must  be  regarded,  as  to  Lotz  at  least,  as  basing  lost  his 
ri^t  now  to  make  the  claim.  The  following  decisions  are  relied  on 
to  support  this  contention:  {MiUer  v.  Brass  Co^  C.  D.,  1882,  49;  21 
O.  G.,  201;  104  U.  S.,  862;  Raaroad  Co.  v.  Sayles,  C.  D.,  1879,  349; 
16  O.  G.,  248;  97  U.  S.,  664;  Bechman  v.  Wood,  C.  D.,  1899,  458;  89 
O.  G.,  2459 ;  16  App.  D.  C,  484.)  MiUer  v.  Brass  Co.  was  a  case  of  a 
reissued  patent,  and  it  was  there  held  that  when  a  specific  device  or 
combination  only  is  claimed,  and  a  patent  issued  therefor,  any  other 
device  or  combination  disdosed  but  not  daimed  is  regarded  as  aban- 
doned to  the  public,  unless  at  least,  with  due  diligence  the  patentee 
applies  for  reissue,  and  shows  dearly  that  his  omission  to  make  the 
claim  was  the  result  of  inadvertence,  accident,  or  mistake.  The  pres- 
ent is  not  a  case  of  that  kind,  nor  does  it  come  within  the  rule  gov- 
erning the  other  two  cases.  In  both  there  were,  after  long  dday, 
material  alterations  of  the  specifications  so  as  to  cover  the  invention 
then  claimed.  In  Bechman  v.  Wood,  (C.  D.,  1899,  458 ;  89  0.  6., 
2469;  16  App.  D.  C,  484,  491,)  the  original  specifications  did  not 
disclose  the  broad  claim  of  the  issue,  and  it  was  not  made  for  nearly 
three  years  after  filing,  and  after  Bechman  had  entered  the  Office 
making  a  daim  for  another  specific  form  of  the  generic  invention; 
and  it '  was  said,  on  the  authority  of  Ratlway  Co.  v.  Sayles  (C.  D., 
1879, 849 ;  16  O.  G.,  248 ;  97  U.  S.,  654 :) 

But  It  was  not  competent  for  Wood  so  to  alter  his  speciflcatlona  as  to  inter- 
with  other  inyentions  made  prior  to  the  a]terati<Mi. 


Where,  as  in  this  case,  the  invention  was  shown  in  the  original  ap- 
plication, and  the  making  of  the  claim  involved  no  material  alteration 
of  the  specifications,  the  rule  in  Bechman  v.  Wood  does  not  apply- 
{McBerty  v.  Cook,  C.  D.,  1900,  248;  90  O.  G.,  2296;  16  App.  D.  C, 


raeoisioirs  of  unitisd  states  goubts  ik  patekt  oases*     471 

128,  188;  Luger  v.  Bromiing^  C.  D.,  1908,  698;  IM  O.  G.,  1128;  21 
App.  D.  C,  201, 206.)    In  that  case  it  was  said : 

It  Is  sons^t  also,  to  bring  tbls  case  wltbin  tbe  rnllns  of  Bechman  t.  TToocI 
(a  D.,  1809,  468;  89  O.  O.,  2409;  16  Aw.  D.  0^  484)  and  Chicago  d  N.  W.  Rp. 
Cfk  T.  BapleB  (a  D.,  1879,  849;  16  O.  G.,  248;  97  U.  S^  664,)  which  latter  wai 
tbe  decision  that  determined  the  mllng  In  Bechman  ▼.  WooA*  The  amtention  of 
the  appellant  In  this  regard.  If  sustained,  wonld  apply  to  all  cases  in  the  Patent 
Office  wheieln  the  dalm  of  one  application  is  suggested  to  another  applicant  for 
tiie  purpose  of  an  interference  thereapon  to  be  declared.  Bat  the  case  of  Bedkr 
SMH»  T.  Wood^  as  explained  in  the  case  of  UcBerty  v.  Ccok^  was  not  Intended  to 
have  any  such  application.  The  distinction  is  well  pointed  out  by  the  Board 
of  Bzaminers-ln-Ghief  in  their  opinion  filed  in  this  case.  It  is  that,  when  new 
matter  is  introdoced  into  an  application,  it  cannot  be  allowed  to  dominate  pre- 
rions  claims  of  another  applicant;  but  that  when  matter  has  been  iwevionslx 
disclosed,  although  not  formally  claimed,  it  is  proper  to  be  included  In  a  sub* 
sequent  fbrmal  claim,  and  may  take  precedence  of  previous  claims  advanced  by 
another  applicant.  (See  also,  Fwrman  ▼.  Dean^  G.  Dn  19Q5*  682;  114  0*  G., 
1652;  24  App.  D.  C,  277,  281.) 

Has  brings  us  to  the  consideration  of  the  other  question,  namely, 
whether  the  invention  of  the  issue  was  conceived  and  reduced  to  prac- 
tice  by  Lotz  before  Kenny's  original  application  was  filed.  If  it  was 
he  is  entitled  to  the  award  of  priority.  The  device  of  the  issue  as 
described  in  the  specifications  and  illustxated  by  the  drawings  consists 
of  a  comparatively  small  glass  tube  connected  with  the  pipe  bearing 
the  dust*laden  current,  at  a  point  between  the  hand  implement  used 
on  the  carpet  and  the  chamber  for  receiving  the  deposit  of  the  dust, 
in  such  manner  as  to  intercept  and  partially  arrest  the  dust-laden 
current  and  enable  one  to  readily  observe  when  the  dust  ceases  to  pass 
from  the  sweeper.  This  is  the  transparent  chamber  or  receptacle 
of  the  issue,  in  which  no  dust  is,  or  is  intended  to  be  deposited.  This 
is  clearly  shown  in  Lotz's  description  where  it  is  said : 

I  discovered  that  if  means  be  employed  in  the  tube,  pipe  or  hose  for  tem- 
porarily diverting  the  air-current,  the  dust  in  the  air  will  become  visible 
flirongh  a  suitable  glass  and  this  without  in  any  way  affecting  the  main 
operation.  ^  ^  ^  The  diverted  current  expands  into  the  glass  chamber  in 
a  condition  of  disturbsAce^  the  effect  of  which  is  clearly  visible  in  the  eddying 
and  whirling  of  dust,  tending  to  precipitate^  but  unable  to  do  so  on  account  of 
tbe  air-pressure  from  behind  and  the  suction  ahead. 

It  is  apparent,  also,  that  the  purpose  of  the  observation-chamber 
would  not  be  accomplished  if  the  dust  was  permitted  to  settle  in  it 

The  testimony  of  Lotz  tended  to  show  the  construction  of  a  box 
in  July,  1901,  which  is  claimed  as  embodying  the  inventicm  of  the 
issue.  The  tribunals  of  the  Office  found  that  this  box  was  not  used 
until  about  February,  1902,  and  two  held  that  even  if  it  embodied  the 
issue,  Lotz  had  not  used  due  diligence  prior  to  the  entry  of  Kenny 
in  the  field.  All  concurred  in  holding  that  it  failed  to  show  concep- 
tion of  the  invention  of  the  issue.    It  was  a  large  wooden  box  made 
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in  three  compartments  as  indicated  in  the  sketch  by  which  it  was 
constructed.  The  top  was  removable  and  a  piece  of  ghiss  was  in- 
serted in  one  side  of  each  compartment  The  suction-pipe  discharges 
into  compartment  one  and  is  then  continued  into  and  through  com- 
partments two  and  three.  Lotz  has  a  patent  issued  March  11, 19Q2, 
on  an  application  filed  December  4, 1900,  for  an  apparatus  for  clean- 
ing carpets,  in  which  a  similar  construction  is  shown  as  a  receiving- 
chamber  for  dust.  It  is  therein  stated  that  the  heavier  particles  of 
the  discharged  material  are  deposited  in  the  first  compartment,  the 
tighter  being  carried  into  the  second,  where  the  heavier  particles 
remaining  will  be  deposited.  The  remaining  particles  are  carried 
into  the  third  compartment  whidi  is  partly  filled  with  water  in 
which  the  end  of  the  discharging-pipe  is  submerged,  and  in  conse- 
quence of  which  all  foreign  matter  is  collected  in  the  water.  The 
pipe  proceeds  from  compartment  three  to  the  suction-pomp.  There 
was  no  glass  in  the  side  of  this  box,  which  like  that  in  the  sketch  is 
square  and  with  a  sectional  area  much  greater  than  the  pipe.  Lotz 
testified  that  the  purpose  of  the  glass  inserted  in  this  second  box  was 
to  enable  the  action  of  the  current  to  be  observed.  He  said  that  the 
great  difference  in  the  cross-sectional  area  of  the  box  and  the  pipe- 
reduced  tbe  Telocity  of  the  air  to  auch  an  extent  that  It  not  only  made  the  dmt 
vliible,  bat  precipitated  the  heaTter  particles  which  lodged  In  the  bottom  of  the 
box  to  the  extent  until  the  air  agitated  It  and  carried  It  furthw. 

One  of  his  witnesses,  Herbst,  who  saw  the  operation  in  February, 
1902,  said  that: 

It  was  perfectly  satisfactory,  as  far  as  I  know.  It  showed  plainly  that  It 
worked  all  right.    It  showed  how  the  du$t  came  out  and  (fathered  in  the  5oa. 

Another  said  it  showed  the  dust  going  into  the  box.  There  was 
nothing  tending  to  show  that  there  was  any  other  dust-coUector  than 
this  box.    As  described  by  Herbst: 

The  model  consisted  of  a  sweeper  connected  with  the  hoee  to  an  air-pomp^ 
and  the  box  being  between  the  sweeper  and  the  air-pump  to  demonstrate  tbe 
amount  of  dust  being  removed  from  the  carpet 

We  agree  with  the  tribunals  of  the  Office  that  this  device  is  not  an 
embodiment  of  the  issue.  A  dust-collector  between  the  sweeper  and 
the  pump  is  an  essential  part  of  the  carpet-cleaning  apparatus.  This 
compartment-box  seems  to  be  nothing  more  than  the  dust-collector  of 
the  former  patent,  before  mentioned,  with  panes  of  glass  inserted  in 
one  side  of  each  compartment  through  which  the  collection  of  the 
dust  could  be  seen.  It  is  supplied  with  the  same  removable  top  for 
the  removal  of  the  dust  collected  therein.  The  first  compartment 
evidently  serves  as  a  place  for  the  settlement  of  the  heavier  particles, 
as  described  in  the  earlier  patent  before  mentioned,  while  the  lifter 
particles  are  successively  deposited  in  the  second  and  third  com- 
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partments.  The  issue  calls  f<^  a  transparent  device  which  tempo- 
rarily arrests  the  velocity  of  the  current,  and  enables  the  operator 
or  observer  to  ascertain  when  the  dust  and  removable  particles  have 
been  completely  removed  by  the  sweeper.  It  must  not  only  be  trans- 
parent, but  of  such  size  and  construction  that  will  not  permit  the 
deposit  of  any  of  the  dust;  otherwise  it  would  not  answer  the  re- 
quired purpose.  That  it  is  intended  not  to  be  a  part  of  the  dust- 
collecting  chamber,  but  to  be  located  at  some  convenient  point  be- 
tween it  and  the  sweeping  implement  is  evident.  Moreover,  it  must 
be  a  transparent  chamber.  We  are  not  prepared  to  say  that  if  such 
a  box  had  been  used  separately,  and  so  constructed  as  to  prevent  the 
settlement  of  any  dust  on  its  way  to  the  collector,  it  might  not  be 
regarded  as  a  transparent  chamber  within  the  meaning  of  the  issue. 
But  considering  its  construction  as  a  compartment  of  the  dust- 
collector,  and  the  fact  that  it  precipitated  and  retained  a  part  of  the 
dust,  we  cannot  regard  it  as  the  transparent  observation-chamber  of 
the  issue.  Under  favorable  conditions  of  light,  the  observer  might 
have  been  enabled  to  see  the  deposit  of  dust,  but  it  is  not  the  trans- 
parent chamber  of  the  issue,  in  which  no  dust  can  be  deposited,  and 
which  enables  the  observer,  under  all  conditions,  to  determine  when 
the  extraction  of  dust  from  the  fabric  that  is  being  swept  has  ceased. 
The  decision  awarding  priority  to  Kenny  must  he  affirmed.  It  is 
80  ordered^  and  that  this  decision  he  certified  to  the  Com^missioner  of 
Patents. 


[Court  of  AppeAlB  of  the  DlBtrict  of  Colambta.] 

The  Hall's  Safe  Company  v.  Herrino-Hall-Mar^in  Safe 

csompant. 

Decided  June  2,  1908. 
136  O.  O.,  1804;  31  App.  D.  C,  498. 

1.  NoTABiss— liAT  Not  Take  Acknowlbdomgnts,  etc.,  or  CLncRTa  iir  Gases 

Befobe  the  Depabtments  of  the  United  States  Government— Sec- 
tion 568,  Code  of  Distbict  of  Columbia,  Ck>NSTBUED. 
Held  tbat  the  provisions  of  section  568  of  the  code  of  the  District  of 
Oolmnbla,  which  provides  that  no  notary  public  shall  be  authorized  to 
take  acknowledgments,  administer  oaths,  certify  papers,  or  perform  any 
official  acts  in  connection  with  matters  in  which  he  is  employed  as  counsel, 
attorney,  or  agent,  or  in  which  he  may  be  in  any  way  interested,  for  any 
of  the  Departments  of  the  United  States  Government  in  the  District  of 
Columbia  or  elsewhere,  applies  to  all  notaries,  whether  within  or  without 
the  District  of  Columbia. 

2.  Teadb-Mabks — Opposition — ^Vebified  Befobe  Opfonent*s  Attobnets  Invalid. 

Held  that  an  opposition  which  was  verified  before  a  notary  who  was  at 
the  same  time  attorney  for  the  opponent  is  invalid.  GoOqIc 

igi  ize     y  g 
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8.  Same— Sam>—Samb— Not  Cubed  bt  Amended  Opposition  Filed  Late. 

Where  an  objection  was  raised  in  the  Office  that  the  attempted  Teriflca- 
tion  was  invalid  because  made  before  and  certified  to  by  a  notary  who 
Was  at  the  same  time  the  attorney  of  the  opponent  for  the  prosecution  of 
the  opposition  and  no  leave  was  applied  for  to  cure  the  defect  by  verUying 
it  before  a  qualified  notary,  but  the  action  taken  was  to  file  a  new  opposi- 
tion, entitled  an  amendment,  which  was  signed  by  t&e  same  authoriied 
representative  officer  of  the  corporation  and  verified  before  a  proper  notary. 
Held  that  this  was  practioally  a  new  opposition  and  as  such  came  too  late. 

Mr.  A.  F.  Herhsleh  and  Mr.  G.  R.  Hamlin  for  the  appellant 
Mr.  H.  A.  Dodge  for  the  aj^Uee. 

Shepabd,  C.  J.: 

On  February  14,  1906,  the  appellee  filed  an  application  for  the 
registration  of  ^  Hallos  Standard  Safe,"  as  its  trade-mark,  which  was 
passed  to  publication.  On  August  6,  1906,  A.  F.  Herbsleb,  as  at- 
torney for  the  appellant,  forwarded  a  notice  of  opposition  which  was 
received  and  filed  August  8, 1906,  in  the  Patent  Office,  which  was  two 
days  before  the  expiration  of  the  thirty  days  allowed  for  opposition 
to  a  published  trade-mark.  This  opposition  denies  that  the  words 
applied  for  constitute  a  registrable  trade-mark  under  the  terms  of  the 
law,  alleges  that  it  is  descriptive  merely,  that  it  has  not  been  used  by 
the  applicant,  that  if  used  at  all  it  has  not  been  so  used  exclusively 
for  ten  years  prior  to  the  act  of  February  20, 1905 ;  and  that  the  ap- 
pellant is  entitled  to  build  the  Hall  Standard  Safe,  and  would  sustain 
irreparable  damage  by  the  use  of  the  same  by  appellee,  etc.  This 
opposition  was  signed  thus:  ^The  HalPs  Safe  Company,  By,  W.  H. 
Hall,  Treasurer; "  and  was  sworn  to  by  said  Hall,  August  6,  1906, 
before  A.  F.  Herbsleb,  notary  public  in  and  for  Hamilton  county, 
Ohio,  who  certified  thereto  under  seal.  The  opposition  was  accom- 
panied by  a  copy  of  a  resolution  of  the  board  of  directors  of  said 
company,  authorizing  the  opposition  and  authorizing  said  Hall  to 
execute  and  verify  the  same.  On  August  30,  1906,  the  Examiner  of 
Interferences  notified  the  appellant  to  show  cause  on  or  before  Sep- 
tember 18,  1906,  why  its  opposition  should  not  be  dismissed  because 
the  certificate  thereof  had  been  acknowledged  before  a  notary  who 
had  been  retained  as  counsel  in  its  prosecution.  On  September  17, 
1906,  the  appellee  filed  an  amendment  referring  to  the  original  and 
adding  two  grounds  of  opposition  substantially  similar  to  othtfs 
formerly  assigned.  This  was  verified  by  said  Hall  before  Julius  H. 
Quasser,  notary  public  of  Hamilton  county,  Ohio,  and  accompanied 
by  official  proof  of  the  fact  that  said  Quasser  was  a  notary  public  of 
said  county,  together  with  a  copy  of  a  resolution  of  the  directors  of 
appellee  authorizing  the  said  amendment  and  its  verification  by  said 
Hall.  Notice  was  then  given  to  the  appellee  to  plead,  demur  to,  or 
answer  said  opposition  on  or  before  October  18,  1906.    The  appellee 
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demurred  to  the  opposition  setting  up,  first,  that  the  opposition  is 
without  proper  basis;  second,  that  the  original  notice  is  fatally  de- 
fective because  not  executed  before  an  officer  authorized  to  administer 
the  oath;  third,  that  the  amended  notice  was  filed  after  the  period 
prescribed  hj  law,  namely,  thirty  days;  fourth,  that  the  opponent 
has  admitted  that  the  applicant  is  the  owner  of  the  trade-mark  sou^^t 
to  be  registered;  fifth,  that  opponent  is  estopped  to  urge  opposition 
by  reascm  of  a  decision  of  the  Circuit  Court  of  Appeals  for  the  Sixth 
Circuit  in  the  case  of  The  HaW%  Safe  Company  v.  Herring-Hall- 
Marvin  Safe  Company ^  (146  Fed*  Sep.,  87 ;)  sixth,  that  upon  the  face 
of  the  papers  said  opponent  is  without  standing  to  oppose  the  regis- 
tration. 

The  objection  to  the  original  oppo6iti(m,  as  verified  before  Herbsleb, 
as  notary  public,  was  founded  on  section  568,  Code  D.  C,  which  reads 
as  follows: 

Sec  668.  Notaries.— The  Prestdent  shaU  also  have  power  to  appoint  snch  num- 
ber of  notaries  pabUc,  residents  of  said  District,  aa»  In  his  discretion,  the  business 
of  the  District  may  reqaire.  Provided,  That  the  appointment  of  any  person  as 
such  notary  pnbUc,  or  the  acceptance  of  Ms  coounission  as  snch,  or  the  perform- 
ance of  his  duties  thereunder,  shall  not  disquaUfjr  or  prevent  such  person  from 
representing  clients  before  any  of  the  Departments  of  the  United  States  Gov- 
ernment In  the  District  of  Columbia  or  elsewhere,  provided  such  person  so 
appointed  as  a  notary  public  who  appears  to  practice  or  represent  clients  before 
any  such  Department  is  not  otherwise  engaged  in  Government  employ  and  shall 
be  admitted  by  the  heads  of  such  DeiMirtments  to  practice  therein  In  accordance 
with  the  rules  and  regulations  prescribed  for  other  persons  or  attorneys  who 
are  admitted  to  practice  therein :  And  provided  further.  That  no  notary  public 
shall  be  authorised  to  take  acknowledgments,  administer  oaths,  certify  papers, 
<Hr  perform  any  official  acts  in  connection  with  matters  in  which  he  is  employed 
as  counsel,  attorney,  or  agent  or  in  which  he  may  be  in  any  way  interested 
before  any  of  the  Departments  aforesaid. 

The  demurrer  was  overruled  by  the  Examiner  of  Interferences  who 
founded  his  action  on  an  opinion  given  by  the  Assistant  Attorney- 
General  for  the  Department  of  the  Interior,  to  the  effect  that  the 
proviso  of  the  foregoing  secticm,  applied  only  to  notaries  appointed 
in  and  for  the  District  of  Columbia.  This  decision  was  suspended 
pending  an  application  to  the  Commissioner  for  reconsideration  and 
again  came  before  the  Examiner  of  Interferences  on  a  moticm  to  dis- 
miss the  oppositi<m  on  the  grounds  alleged.  In  the  meantime,  the 
Attomey-Gteneral,  on  application  of  the  Secretary  for  an  opinion  as 
to  the  effect  of  section  568,  had  advised  him  to  the  effect  that  the  same 
had  application  to  all  notaries  however  appointed.  (C.  D.,  1907, 
487 ;  127  O.  O.,  8642.)  The  motion  was  sustained,  and  the  opposition 
dismissed.  On  appeal  to  the  Commissioner,  this  decision  was  af- 
firmed, and  from  his  decision  this  appeal  has  been  prosecuted. 

It  clearly  appears  from  the  record  that  A.  F.  Herbsleb  was  the 
attorney  for  the  appellant  for  the  preparation  and  prosecution  of  the 
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opposition,  and  that  as  a  notary  public  in  and  for  Hamilton  county, 
Ohio,  where  the  appellant  resided,  he  certified  to  the  oath  made  by 
its  treasurer.  Hall.  We  agree  with  the  Commissioner  'that  the  pro- 
viso of  section  558  is  not  confined  in  its  application  to  notaries  public 
of  the  District  of  Columbia.  Its  language  is  that  "  no  notary  ^  shall 
be  authorized  to  take  acknowledgments,  administer  oaths,  certify 
papers,  or  perform  any  official  acts  in  connection  with  matters  in 
which  he  is  employed  as  counsel,  attorney,  or  agent,  or  in  which  he 
may  be  in  any  way  interested  before  any  of  the  Departments  of  the 
United  States  Grovernment.  Considered  as  an  independent  provision, 
its  meaning  plainly  is  that  no  notary,  whatsoever,  shall  act  as  such 
in  matters  wherein  he  is  of  counsel  or  in  any  way  interested.  It 
drops  the  word  "  such  "  which  precedes  the  word  "  notary  "  in  the 
preceding  proviso,  making  it  applicable  only  to  notaries  of  the  Dis- 
trict of  Columbia,  and  substitutes  the  word  "  no  "  therefor.  The  act 
of  June  29,  1906,  when  introduced  purported  to  amend  section  558  of 
the  code  by  making  it  read  differently  thereafter;  this  last  proviso 
was  inserted- therein  before  passage. 

There  can  be  no  doubt  that  in  enacting  a  statute  primarily  to 
amend  the  code  for  the  District  of  Columbia,  Congress  may  extend 
the  operation  of  one  of  its  sections  or  provisions  beyond  the  locality 
primarily  legislated  for,  but  it  is  a  sound  proposition  that  it  should 
not  be  so  extended  in  its  operation,  if  by  proper  construction  that 
result  may  be  avoided.  Congress  is  not  under  the  limitation  that 
prevails  in  many  of  the  States,  that  an  act  shall  embrace  but  one 
object  which  shall  be  expressed  in  its  title.  It  has  been  a  frequent 
practice  to  introduce  new  matter  into  an  act,  before  final  passage, 
that  has  no  connection  with  the  subject-matter  of  the  original  bill, 
or  that  may  expand  its  particular  purpose  into  others  of  a  general 
nature.  Some  of  the  most  important  general  legislation  has  often 
been  enacted  in  the  form  of  a  proviso  to  appropriation  bills.  The 
object  of  this  act  when  introduced,  as  shown  in  the  first  proviso,  was 
to  remove  a  disability  of  notaries  public  of  the  District,  which  did 
not  apply  to  others,  thereby  enabling  them  to  practice  before  the  De- 
partments. As  the  report  of  the  committee,  to  whom  the  bill  was 
committed  after  introduction,  shows,  there  was  a  decided  oppositicm 
on  the  part  of  the  Secretary  of  the  Treasury,  the  Secretary  of  the 
Interior,  and  the  Comptroller,  to  permitting  notaries  to  act  as  such  in 
matters  wherein  they  might  also  be  engaged  as  attorneys,  because, 
as  expressed  by  two  of  them,  it  would  "  open  the  doors  to  fraud  and 
deceit."  Obviously  this  objection  applies  as  strongly  to  notaries 
without,  as  to  notaries  within  the  District  of  Columbia.  With  this 
correspondence  before  it,  the  proviso,  under  consideration,  was  re- 
ported as  an  amendment  by  the  Senate  committee,  and  was  adopted 
by  both  Houses  without  further  amendment.     gitizedbyCiOOgle 
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It  is  to  be  borne  in  mind  that  the  Departments  of  the  Government 
are  located  in  the  District  of  Columbia.  Notwithstanding  the  fact 
that  a  paper,  or  instrument  of  whatsoever  nature  intended  for  presen- 
tation to  a  Department  for  action,  may  be  prepared  by  an  attorney 
in  any  State,  and  verified  by  an  officer  qualified  to  administer  oaths  in 
the  same,  it  has  no  effect  until  presented.  All  proceedings  relating 
thereto  are  conducted  in  the  Department  and  under  its  super^'ision. 
The  actual  practice  is  in  the  District  of  Columbia.  In  view  of  the 
powers  and  practice  of  Congress  before  mentioned,  it  was  not  un- 
natural, therefore,  that  a  proviso  having  in  contemplation  other 
notaries  than  those  in  the  District  of  Columbia,  practicing  before 
the  Departments,  should  be  incorporated  into  an  act  admitting  the 
latter  to  practice  before  the  Departments,  thereby  putting  all  under 
one  general  limitation. 

Against  a  construction  that  would  embrace  all  notaries,  it  is  argued, 
that  it  is  the  function  of  a  proviso  to  restrain  or  modify  what  pre- 
cedes it  merely,  that  is  to  say,  to  make  an  exception  from  the  enacting 
clause,  to  restrain  generality  and  prevent  misinterpretation.  In  view 
of  the  constant,  different  use  of  the  proviso  in  Congressional  legis- 
lation, this  restriction  of  its  office  no  longer  maintains,  in  its  strict- 
ness. As  was  said  in  Georgia  Banking  Company  v.  Smithy  (128 
U.S.,  174, 181:) 

The  general  purpose  of  a  proviso,  as  is  well  known,  is  to  except  the  clause 
covered  by  it  from  the  general  provisions  of  the  statute,  or  from  some  pro- 
visions of  it,  or  to  qualify  the  operation  of  the  statute  in  some  particular.  It 
is  a  common  practice  in  legislative  proceedings,  on  the  consideration  of  bills, 
for  parties  desirous  of  securing  amendments  to  them,  to  precede  their  proposed 
amendments  with  the  term  "  provided  "  so  as  to  declare  that,  notwithstanding 
existing  provisions,  the  one  thus  expressed  is  to  prevail,  thus  having  no  greater 
signification  than  would  be  attached  to  the  conjunction  "but"  or  "and"  in 
the  same  place,  and  simply  serving  to  separate  or  distinguish  the  different  para- 
graphs or  sentences. 

In  the  latest  expression  of  the  same  Court  on  this  subject,  in  reply 
to  a  similar  argument  to  that  here  made,  it  was  said : 

It  is  apparent  that  this  proviso  was  not  Inserted  in  any  restrictive  sense  or  to 
make  clenr  that  which  might  be  doubtful  from  the  general  language  used.  It 
was  inserted  for  the  purpose  of  enlarging  the  operation  of  the  statute  so  as  to 
include  A  class  of  cases  not  otherwise  within  the  operation  of  the  section.  It 
may  be  admitted  that  this  use  of  a  proviso  is  not  in  accord  with  the  technical 
meaning  of  the  term  or  the  office  of  such  part  of  a  statute  when  properly  used. 
But  it  is  nevertheless  a  frequent  use  of  the  proviso  in  Federal  legislation  to 
introduce,  as  in  the  present  case,  new  matter  extending  rather  than  limiting 
or  explaining  that  which  has  gone  before.  *  *  •  The  provision  in  the 
Ktatnte  under  consideration  being  intended  to  enlarge  rather  than  limit  the 
application  of  previous  terms  should  not  receive  so  narrow  a  construction  as  to 
defeat  its  purpose.     {Interstate  Commerce  Commission  v.  Baird^  194  U.  S. 

25.  37.)  Digitized  by  GoOglC 
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Another  question  arises  on  the  effect  of  the  act  approved  March  2, 
1907,  amending  sections  5  and  6  of  the  Trade-Mark  Act  of  1906. 
Section  6  of  the  last-mentioned  act  required  the  opposition  to  the  reg- 
istration of  a  trade-mark  to  be  verified  by  the  person  filing  the  same. 
It  could  not  be  verified  by  another  for  him.  (Martin  v.  MarHn- 
Bowne  Co.y  C.  D.;  1906,  642;  122  O.  G.,  784;  27  App.  D.  C,  59,  62.) 
As  it  sometimes  happened  that  illness  or  absence  of  the  oppoeer  ren- 
dered it  impossible  for  him  to  make  the  required  verificati<Hi  within 
the  thirty  days  required  by  the  act,  the  amendatory  act  of  1907  un- 
dertook to  remedy  this  hardship  by  providing  that  an  opposition  may 
be  filed  in  the  name  of  an  opponent  by  his  duly-authorized  attorney 
within  the  time,  but  the  same  ^all  be  null  and  void  unless  verified 
by  the  oppoaer  within  a  reasonable  time  thereafter. 

When  the  objection  was  raised  in  the  Office  that  the  attempted 
verification  was  invalid  because  made  before,  and  certified  to  by  a 
notary  who  was  at  the  same  time  the  attorney  of  the  opponent  for  the 
prosecution  of  the  opposition,  no  leave  was  applied  for  to  core  the 
defect  by  verifying  it  before  a  qualified  notary.  The  action  takoi, 
was  to  file  a  new  opposition,  entitled  an  amendment,  which  was  signed 
by  the  same  authorized  representative  officer  of  the  corporation  and 
verified  before  a  proper  notary.  This  was  practically  a  new  opposi- 
tion and  as  such  came  too  late.  It  is  unnecessary  to  consider  whether 
the  amendatory  act,  subsequently  passed,  can  be  given  a  retroactive 
effect,  for  the  reason  that  if  so  declared  it  fails  to  apply  to  the  con- 
ditions of  this  case.  The  mischief  sought  to  be  remedied  was,  as 
heretofore  pointed  out :  An  opposition  might  be  filed  in  the  name  of 
a  party  by  his  attorney,  the  verification  of  which  by  the  party,  him- 
self, could  not  be  obtained  within  the  thirty  days,  and  he  was  per- 
mitted to  make  it  within  a  reasonable  time  thereafter.  The  statute 
was  not  intended  to  apply  to  a  case  where  the  opposer  was  abl^  and 
ready  to  verify  but  failed  to  do  so  in  the  manner  provided  by  law. 
By  what  has  been  said  regarding  the  failure  of  the  opposer  to  ask 
leave  to  make  a  proper  affidavit  to  his  original  opposition  as  a  sub- 
stitute for  the  one  attempted  to  be  made  thereto,  we  are  not  to  be 
understood  as  holding  that  this  could  have  been  done.  The  question 
is  not  presented  in  this  case,  and  remains  an  open  one  for  the  decision 
of  the  Commissioner  of  Patents,  in  the  first  instance,  when  it  may  be 
presented. 

The  decision  will  be  affirmed.  It  is  so  ordered,  and  that  this  deci- 
sion be  certified  to  the  Commissioner  of  Patents.    Affhrmed. 
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[Coart  of  Appeals  of  the  District  of  Columbia.] 

Cass  Bbothess  v.  E.  W.  Mubphet  A  Co. 

Decided  AprH  14.  190B. 

I860.  G.,  228;  81  App.  D.G.,24& 

TKAjDB-MaBKS— PUOEITT. 

Awoming,  as  held  by  the  Commissioner  of  Patents*  thUt  the  word 
**  Bnreka  **  is  a  valid  trade-mark  for  press-boards  and  that  its  use  on  sam- 
ples of  snch  boards  was  a  trade-mark  use,  the  evidence  is  snfllcient  to 
Jnstiiy  the  holding  that  M.  k  Co.  were  entitled  to  register  this  mark. 

Mr.  B.  Hi.  Warner,  Jr.,  and  Mr.  Levi  Cooke  for  the  appellant 
Mr.  George  H.  Howard  and  Mr.  Philip  C.  Peek  for  the  appellee. 

This  is  an  interference  proceeding  between  rival  applicants  for  the 
registration  of  Eureka  as  a  trade-mark  for  press-boards.  These 
boards  are  sheets  of  heavy  paper  cardboard  used  by  knitting-mills  in 
pressing  and  finishing  their  goods.  A  book  is  made  by  placing  the 
goods  upon  a  board;  another  board  is  placed  thereon,  which  is 
covered  by  goods  again.  This  process  goes  on  until  a  book  of  proper 
fflze  is  made  up  to  go  between  the  plates  of  the  hot  press,  where  pres- 
sure and  heat  are  applied.  Where  there  is  a  high  degree  of  heat,  an 
extra  high  grade  of  board  is  necessary. 

Case  Brothers  were  manufacturers  of  press-boards  in  New  Jersey. 
Murphey  &  Co.  were  engaged  at  Hudson,  N.  Y.,  as  dealers  in  mill 
supplies,  including  press-boards,  and  ordered  their  boards  fnHn  Case 
Brothers.  In  many  instances,  the  orders  when  received  were  fol- 
lowed by  shipments  directly  to  the  customer.  The  bills  were  sent  to 
Murphey  &  Co.  who  paid  them.  The  sales  by  Case  Brothers  were  to 
them  and  not  to  their  customers.  Murphey  &  Co.  claim  to  have  re- 
quested the  manufacture  of  a  very  high  class  board,  to  which  they 
gave  the  name  Eureka.  The  name  could  not  be  affixed  to  the  boards 
because  the  ink  would  come  out  in  pressing  and  injure  the  pressed 
articles. 

Murphey  &  Co.  filed  their  application  for  registration  April  18, 
1906,  and  Case  Brothers  applied  May  22,  1906.  The  Examiner  of 
Interferences  denied  registration  to  each  party  on  the  ground  that 
Eureka  had  been  adopted  and  used  as  a  mark  of  grade  or  quality. 

On  appeal  by  both  parties  to  the  Commissioner,  the  latter  held 
that  Murphey  &  Co.  were  the  first  to  use  the  mark,  and  that  it  was 
not  a  grade-mark  merely,  but  a  valid  trade-mark. 

As  the  mark  could  not  be  affixed  to  the  goods  themselves,  there  was 
some  doubt  as  to  a  trade-mark  use,  but  by  reason  of  sample  cards 
sent  with  packages  by  Murphey  &  Co.,  showing  the  name,  the  Com- 
missioner was  of  the  opinion  that  the  acts  of  Murphev  &  ]&). 
amounted  to  a  trade-mark  use.  °^  "^'  by  WDQgl^ 
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Whether  the  mark  can  be  registered  as  a  valid  trade-mark,  because 
of  its  character  and  use,  is  a  question  that  is  not  before  us  on  this 
appeal.  Assuming,  as  found  by  the  Commissioner,  that  it  may  be 
registered  by  the  one  entitled  to  its  use,  the  sole  question  is  as  to  the 
rights  of  the  respective  claimants. 

The  evidence  in  support  of  the  claims  of  the  parties  has  been  fully 
and  fairly  reviewed  by  thie  Commissioner,  and,  agreeing  with  his 
conclusion,  we  see  no  occasion  for  its  discussion. 

If  the  mark  was  used  in  such  a  way  as  to  constitute  it  a  trade-mark, 
we  think  that  the  Commissioner  was  clearly  right  in  holding  that 
Murphey  &  Co.  had  the  superior  right  to  register  it 

The  decision  will  therefore  be  affirmed;  and  this  decision  will  be 
certified  to  the  Commissioner  of  Patents.    It  is  so  ordered.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

DURKEE,  Jr.,  v.  WiNQUIST  and  TURNSTROII. 

Decided  April  U,  1908. 

136  O.  a,  229;  31  App.  D.  C,  24& 

iNTEirEBENOK— TBSTIMONT    OF    lNVI»rTOB    UNCOBBOBORATED. 

It  is  well  settled  that  the  oncorroborated  testimony  of  the  Junior  party 
in  interference  is  insufficient  to  overcome  the  presumption  attaching  to  the 
prior  filing  date  of  the  senior  party. 

Mr.  L.  S.  Bacon  and  Mr.  J.  H.  MUans  for  the  appellant 

Van  Orsdel,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  of  invention  to  Win- 
quist  and  Tumstrom  for  a  toe-calk  for  horeshoes.  Durkee,  Jr.,  filed 
his  application  for  patent  on  January  30, 1905.  Victor  Winquist  and 
Alfred  Tumstrom  filed  their  application  October  14, 1904.  A  patent 
was  granted  to  Durkee,  Jr.,  on  August  8,  1905.  The  issue  in  inter- 
ference is  as  follows: 

1.  a  horseshoe-cnik  composed  of  n  V-shaped  outer  plate  of  iron  with  an  angn* 
lar  opening  extending  lengthwise  of  its  body  below  the  line  of  its  treb  ends,  and 
fl  steel  plate  fitting  within  the  opening,  the  steel  plate  being  provided  with  a 
pointed  lug  Integral  therewith  and  extending  outwardly  from  the  edges  of  the 
outer  plate. 

2.  A  horseshoe-calk  consisting  of  a  steel-plate  portion  having  a  pointed  log 
extending  from  its  edge  and  Integral  therewith,  having  a  plate  of  iron  folded 
upon  the  l^gthwise  edge  opposite  the  lug,  said  iron  portion  enveloping  one  edge 
and  entire  side  surfaces  of  the  steel-plate  portion. 

The  evidence  of  Durkee,  Jr.,  to  establish  his  claim  consisted  of  his 
own  deposition,  unsupported  by  any  other  evidence.    It  is  well  set- 
led  that  the  uncorroborated  testimony  of  a  junior  party  in  an  inter- 
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ference  is  insofficient  to  overcome  the  presumption  attaching  to  the 
prior  filing  date  of  the  senior  party.  Winquist  and  Tumstrom,  rely- 
ing on  their  senior  application,  offered  no  evidence,  the  burden  being 
on  Durkee,  Jr.  They  were  justified  in  resting  on  their  prior  appli- 
cation, until  he  had  discharged  the  burden  of  proof  resting  upon  him 
to  establish  a  conception  of  the  invention  in  question,  and  reduction 
of  the  same  to  practice,  at  a  date  prior  to  the  filing  date  of  the  senior 
applicants.  This  he  failed  to  do  by  his  own  uncorroborated  evidence. 
It  was  held  by  the  Commissioner  of  Patents  that — 

the  terma  of  the  claiina,  when  glyen  tbelr  ordinary  meaning,  clearly  read  upon 
the  atmctnre  of  both  parties. 

With  this  decision,  we  fully  agree.  Winquist  and  Tumstrom,  being 
the  senior  applicants,  are  entitled  to  the  priority. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 
A'firmed. 


[Court  of  Appeal*  of  the  District  of  ColambU.] 

In  se  Fabeb. 

Decided  Jvm  2,  190S. 

186  O.  G.,  228;  81  App.  D.  C  631. 

Patertabiutt — Combination — ^Anticipation. 

The  mere  combination  of  arttcles  disclosed  in  two  former  patents  will 
not  constitate  invention  unless  it  results  in  producing  a  new  and  useful 
article  not  applied  by  tbose  fiuniliar  with  the  state  of  the  art.  A  patent 
should  not  be  issued  when  the  alleged  invention  is  a  mere  modification  of 
the  principle  inyolved  in  former  inventions  or  discoveries. 

Mr.  H.  S.  Knight  and  Mr.  James  A.  Carr  for  Faber. 
Mr.  F.  A,  Tennant  for  the  Commissioner  of  Patents. 

Van  Obsdkl, /.; 

This  is  an  appeal  from  the  Commissioner  of  Patents  refusing  to 
grant  a  patent  to  the  appellant,  Herman  W.  Faber,  for  a  surgical 
dressing.  The  daims  upon  which  the  application  for  patent  is  based 
are  nine  in  number,  but  the  following  sufficiently  disclose  the  inven- 
tion: 

1.  A  sorgleal  dressing  comprising  a  binding  medium  oellularly  and  Inter- 
sUtially  Impregnated  and  superficially  coated  with  an  ointment  having  an 
olssginoas  base. 

4.  A  surgical  dressing  comprising  n  binding  material  cellularly  and  inter- 
lUtially  impregnated  and  siiperficinlly  coated  with  an  ointment  having  a  non- 
adhesive,  non-absorbent  base  and  containing  a  refrigerating  anesthetic  and  non- 
irritating  antiseptic. 
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The  daims  were  rejected  because  of  the  state  of  the  art  as  Aojm 
in  two  former  patents.  A  patent  issaed  June  28, 1881,  to  one  Boeen- 
wasser,  disdoees  an  antiseptic  dressing  closely  resembling  appel- 
lant's, except  that  it  had  no^  oleaginous  base.  This  base,  howeirer,  is 
disclosed  fully  in  a  patent  issued  to  one  Doppelmayer  on  October  7,' 
1890.  The  Ezaminer-in-Chief  referred  to  appellant's  allq^  inven- 
tion, and  to  these  patents,  as  follows: 

In  our  opinion  the  article  produced  is  obTioudy  lacking  in  inTcntion  in  Ti€fir 
of  matters  of  conunon  knowledge.  To  oae  a  bandage  or  dreering  impregnated 
witli  an  ointment  is  so  weU  known  and  in  such  common  use  tiiat  judicial  nodee 
may  be  taken  of  it  It  is  well  known  tiuit  such  dreaeing  prerents  drying  of  tiia 
wonnd  and  prerents  tlie  bandage  fhmi  adhering  to  the  parts.  The  patent  to 
Bosenwaeaer  discloses  an  antiseptic  dreniiig  and  except  for  the  abaenoe  of  the 
oleaginous  base  aubstantiaUy  anticipates  tlie  dreniiig  here  daimed.  We  agree 
with  tlie  Examiner  that  there  was  no  iuTentlon  in  adding  the  oleaginous  base. 
Hie  patent  to  Doppelmayer  discloses  a  liniment  having  an  oleagiiioua  baae  and 
while  tlie  patentee  states  ifa  his  spedflcation  that  he  prefers  to  use  it  without 
bandaging  the  wound  we  are  of  the  opinion  that  oue  wlio  prefers  to^  and  does 
in  ftict,  use  it  on  a  bandage  does  not  thereby  become  an  iUTentor.  This  patent 
shows  that  an  oleaginous  base  may  be  combined  with  the  ordinary  antlseptlei 
used  in  treating  a  wound  and  to  use  the  compound  produced  in  one  of  the 
<«dinary  ways  in  which  ointments  and  antiseptics  are  used  is  in  our  opiniOB 
an  obTioos  expedient 

It  was  held  by  all  of  the  tribunals  of  the  Patent  OiBce  that  there  is 
nothing  new  in  the  custom  of  applying  ointment  to  a  doth  which  is 
to  be  used  as  a  bandage,  as  described  in  the  daims  of  appellants  The 
mere  combination  of  the  article  disclosed  in  Uie  two  former  patents 
will  not  constitute  an  invention,  unless  it  result  in  producing  a  new 
and  useful  artide  not  applied  by  those  familiar  with  the  state  of  the 
art  A  patent  should  not  be  issued  where  the  alleged  invention  is  a 
mere  modification  of  the  principle  involved  in  former  inventicms  or 
discoveries.  It  is  well  settled  that  a  valid  patent  cannot  be  issued 
for  an  improvement  which  is  simply  a  new  application  of  knowledge 
already  familiar  to  those  skilled  in  the  art  {Ryan  v.  Bardj  C.  D^ 
1892,  428;  69  O.  O.,  1485;  145  U.  S.,  241;  (Sfrant  v.  WdUer,  C.  D^ 
1898,  817;  88  O.  O.,  910;  148  U.  S.,  547;  Market  Street  Cable  BaO- 
way  Co.  V.  Rowley,  C.  D.,  1895, 152;  70  O.  O.,  882;  155  T7.  a,  621.) 

The  record,  we  think,  disdoees  diat  appellant's  alleged  invention 
contains  nothing  new  to  those  skilled  in  the  art  The  application  of 
the  prindples  involved  in  the  issue  is  obvious  to  those  familiar  with 
the  use  of  such  bandages  in  connection  with  the  performance  of  sur- 
gical operations.  Where  this  is  apparent,  no  patent  should  issue.  As 
stoted  in  HoUister  v.  Benedict  dk  Bumham  Mfg.  Co.,  (118  XT.  S.,  59:) 

It  is  but  the  display  of  the  expected  iUU  of  tbe  calliiig,  and  iuTolrea  oaljr 
the  ezerciae  of  the  ordioarj  faculties  of  reaaooing  upon  tlie  materials  soppUed 
by  a  epedal  knowledn  ahd  the  facmty  of  manipulation  which  reaolts  ten  Hi 
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iMbitiial  atid  intelligent  practice;  and  is  in  no  aenae  the  creative  work  of  that 
inT«ntiye  faculty  which  it  la  the  pnrpoae  of  the  Gonatitntion  and  the  patent 
lawa  to  encourage  and  reward. 

We  fully  agree  with  the  conclusions  of  the  Commissioner  and  his 
decision  is  affirmed.  The  clerk  will  certify  these  proceedings  as 
required  by  law.    Affirmed. 


[Court  of  Appeal*  of  tho  Dlitrtct  of  Colambia.] 

CrTLER  V.  Lbonabd. 

Decided  May  5, 1908. 

196  O.  a,  438;  31  App.  D.  C,  207. 

L  Affxal — OorsT  OF  Appeals  of  the  Disteict  of  Columbia — Oonsidebation 
OF  Question  Not  Raised  Below. 
Assignnieiits  pf  error  by  the  Commissioner  of  Patents  raising  the  question 
of  the  sofflciency  of  disclosure  in  appellee's  applications  will  be  given  but 
passing  notice  by  the  court  of  appeals  where  such  question  was  not  raised 
before  the  tribunals  of  the  Patent  Office.    It  was  incumbent  upon  appellant 
to  "  raise  this  question  before  the  Primary  Examiner,  whose  skill  in  the 
particular  art  peculiarly  qualified  him  to  consider  it." 
2.  Intbbfebehcb— BuBDEN  OF  Pboof — Inadtebtentlt-Issued  Patent. 

Where  a  patent  is  inadvertently  issued,  while  an  application  by  another 
is  pending,  without  an  interference,  no  advantage  accrues  to  the  patentee 
on  the  question  of  burden  of  proof. 
3b  Renewal  of  Application — ^Abandonment — Section  4897,  Revised  Statutes, 

CONSTBUED. 

Under  section  4887,  Revised  Statutes,  relating  to  the  renewal  of  forfeited 
applications,  providing  that  "upon  the  hearing  of  renewed  applications 
preferred  under  this  section,  abandonm^it  shall  be  considered  as  a  question 
of  fact,"  the  question  of  abandonment  is  one  to  be  determined  upon  proof 
of  the  facts  and  circumstances  and  will  not  be  presumed  from  laches  in 
filtaig  the  renewal  application,  although  it  may  be  within  the  power  of  the 
Coounissioner,  whenever  he  entertains  a  doubt  as  to  whether  there  has 
been  abandonment,  to  require  an  explanation  of  the  delay. 

Mr.  J.  R.  Edson  and  Mr.  ^V.  Clyde  Jones  for  the  appellant. 
Mr.  C.  V.  Edwards  for  the  appellee. 

BoBB,  /.; 

This  is  an  interference  proceeding,  in  which  no  proofs  were  taken 
by  either  party,  and  involving  an  improvement  in  controllers  for 
electrical  vehides  as  stated  in  the  following  counts : 

1.  The  combination  with  a  suitable  controlling-circuit,  of  a  plurality  of  elec- 
tromagnetic windings  connected  in  parallel  between  the  opposite  mains  of  said 
circuit,  and  adapted  to  respectively  respond  to  variations  of  voltage,  and  a 
controller  for  varying  the  voltage  impressed  upon  said  controlling-circuit 
without  thereby  altering  the  resistance  of  said  controlling-circui|.  Qqqq|^ 
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2.  The  combination  with  a  suitable  controlling-circuit,  of  a  plurality  of  ele^ 
tromagnetic  windings  connected  therewith  in  inrallel  and  adapted  to  respond 
to  variations  of  voltage,  and  a  suitable  source  of  current-supply  having  means 
for  varying  at  will  the  voltage  impressed  thereby,  the  voltage  impressed  by  said 
source  being  substantially  unaffected  by  the  internal  resistance  of  said  circuit 

3.  The  combination  with  a  suitable  controlling-circuit,  of  a  plurality  of  elec- 
tromagnetic windings  connected  in  parallel  with  said  circuit  and 'adapted  to 
respond  to  variations  in  voltage,  a  generator  for  supplying  current  to  said  cir- 
cuit, and  means  for  varying  the  voltage  impressed  by  said  generator. 

The  interference  was  declared  between  a  patent  issued  to  Cutler 
November  29,  1904,  on  an  application  filed  by  him  April  15,  1903. 
In  his  preliminary  statement  Cutler  alleges  that  he  conceived  the 
invention  about  October,  1902. 

Leonard's  original  application  was  filed  January  24,  1901,  and  on 
March  22,  1902,  he  filed  a  divisional  application,  which  he  suffered 
to  become  forfeited  May  11,  1905,  and  which  on  July  6,  1906,  he  re- 
newed. 

Upon  the  allowance  of  the  patent  to  Cutler,  Leonard  petitioned 
the  Patent  Office  that  his  divisional  application,  which  was  copend- 
ing, be  withdrawn  from  issue  and  placed  in  interference  with  the 
patent  This  petition  was  refused  by  the  Primary  Examiner  upon 
the  ground  that  the  claims  meant  one  thing  when  applied  to  the 
patent  and  quite  another  when  applied  to  the  application,  and  that, 
therefore,  there  was  no  interference  in  fact  Leonard  thereupon 
suffered  his  application,  which  was  passed  to  issue  November  10, 1904, 
to  become  forfeited.,  and  fourteen  months  thereafter  renewed  said 
application  and  petitioned  the  Patent  Office  for  an  interference  with 
the  Cutler  patent  Thereupon  the  Examiner,  who  had  previously 
declined  to  declare  an  interference  between  Leonard's  application  of 
which  the  present  was  a  renewal,  granted  the  petition  on  the  author- 
ity of  ex  parte  Cutler,  (C.  D.,  1906,  247;  123  O.  G.,  655.)  In  that 
case,  which  was  decided  prior  to  the  filing  of  the  petition  for  renewal, 
the  Commissioner  said: 

In  this  Office  a  claim  which  is  broadly  drawn  will  be  broadly  read.  If  a  Dt^ 
row  meaning  is  desired,  it  must  be  secured  by  limitations  expressed  in  the 
claims. 

An  interference  having  been  declared,  the  Examiner  of  Interfer- 
ences gave  notice  to  Cutler  that,  inasmuch  as  his  date  of  concep- 
tion of  the  invention  was  subsequent  to  the  filing  date  of  Leonard, 
judgment  would  be  given  on  the  record  against  him  unless  he  could 
show  cause  why  such  action  should  not  be  taken.  In  answer  to  this 
notice  Cutler  filed  a  motion  to  shift  the  burden  of  proof,  basing  his 
motion  solely  upon  the  ground  of  Leonardos  delay  in  renewing  his 
application  which  Cutler  averred  Leonard  had  suffered  to  become 
forfeited  when  he — 
was  coginlaant  of  the  fact  that  CnUer'a  patent  had  i^«i£v^0^gl^ 
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It  will  be  noticed  that  no  motion  was  made  to  dissolve  the  inter* 
ference  on  the  gromid  that  Leonard  did  not  have  the  right  to  make 

the  ^^laiirifl. 

Cutler's  motion  came  before  the  Examiner  of  Interferences,  who 
denied  it  and  awarded  priority  to  the  senior  party,  Leonard.  The 
Examiner  in  his  decision  said: 

Tbere  is  no  contention  made  by  Gntler  that  the  invention  in  issue  is  not 
ftilly  discluied  in  Leonardos  applications 

An  appeal  was  prosecuted  to  the  Examiners-in-Chief ,  who  reversed 
the  decision  of  the  Examiner  of  Interferences  on  the  ground  that 
Leonard  had  failed  to  account  for  the  delay  of  fourteen  months  be- 
tween the  time  when  his  application  became  forfeited  and  the  date  of 
its  renewal,  and  that,  therefore,  abandonment  would  be  presumed. 
No  question  was  raised  before  the  Examiners-in-Chief  as  to  Leon- 
ard's right  to  make  the  claims. 

Upon  appeal  to  the  Commissioner,  the  decisicm  of  the  Examiners- 
in-Chief  was  reversed  and  priority  again  awarded  Leonard. 

It  is  now  contended  by  counsel  for  Cutler  in  several  differently- 
worded  assignments  of  error  that  neither  Leonard's  original  applica- 
tion nor  his  divisional  application  discloses  the  invention  in  issue, 
and  that,  therefore,  he  has  improperly  enlarged  his  said  applications. 
In  view  of  the  position  of  Cutler  before  the  Patent  Office  tribunals, 
and  in  view  of  Rule  122  of  the  Patent  Office  Rules,  we  do  not  deem  it 
necessary  to  give  these  assignments  of  error  more  than  passing  no- 
tice. Manifestly  it  was  incumbent  upon  Cutler  to  raise  this  question 
before  the  Primary  Examiner,  whose  skill  in  the  particular  art 
peculiarly  qualified  him  to  consider  it.  The  claims  being  of  a  highly 
technical  nature,  we  cannot  permit  Cutler  to  try  his  case  backward 
by  raising  this  question  at  this  stage  of  the  pro^edings.  It  may  be 
noted,  in  passing,  that  the  renewed  Leonard  application  contains 
exactly  the  same  drawings  and  disclosures  as  his  original  application. 

It  is  next  contended  that  the  Cutler  patent  was  regularly  and 
legally  granted,  and  that,  therefore,  the  Patent  Office  was  without 
power  to  impose  the  burden  of  proof  upon  Cutler  in  this  proceeding. 
This  contention  is  based  upon  a  misapprehension  of  the  decision  of 
this  court  in  Chriatensen  v.  Nayes,  (C.  D.,  1900,  201,  212;  90  O.  O., 
228, 227;  16  App.  D.  C,  94.)  In  that  case  the  decision  is  based  upon 
a  different  state  of  facts  than  exist  in  the  present  case.  It  there 
appeared  that  during  the  period  of  forfeiture  another  inventor  filed 
his  application  and  took  out  his  patent.  There  was,  therefore,  no 
application  concurrently  pending  in  the  Patent  Office  when  the 
patent  issued,  and  no  interference  could  have  been  declared.  In  this 
case,  on  the  contrary,  the  applications  were  concurrently  pending, 
and  but  for  the  erroneous  decision  bf  the  Examiner  an  interference 
would  have  been  declared  immediately  upon  the  issuance  of  the  patent 
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to  Cutler.  Leonard's  application  was  pending  when  the  patent  to 
Cutler  was  granted,  and,  in  view  of  the  subsequent  decision  of  the 
Patent  Office  that  an  interference  existed,  it  necessarily  follows  that 
the  patent  to  Cutler  was  inadvertently  issued. 

The  real  question  in  the  case  is  whether  the  inadvertence  of  the 
Patent  Office  in  granting  a  patent  to  Cutler  without  declaring  an 
interference  between  Cutler's  application  and  Leonard's  divisional 
application  and  subsequently  erroneously  declining  to  declare  an 
interference  between  the  Cutler  patent  and  Leonard's  divisional  ap- 
plication, shall  be  held  to  be  a  bar  to  the  renewal  of  Leonard's  divi- 
sional application.  To  state  the  proposition,  we  think,  is  to  answer  it 
Until  the  patent  to  Cutler  was  granted  Leonard  had  no  means  of 
knowing  what  claims  it  contained.  As  soon  as  he  learned  of  the 
patent  he  asked  for  the  declaration  of  an  interference,  which  it  was 
subsequently  determined  he  was  entitled  to  have.  Manifestly  the 
patent  to  Cutler  was  not  regularly  issued  as  contended  by  his  counsel, 
but  was  inadvertently  issued  at  a  time  when  an  interference  should 
have  been  declared.  Every  principle  of  justice  and  right,  therefore, 
demands  that  Leonard  be  not  permitted  to  suffer  because  of  the  mis- 
take or  inadvertence  of  the  Patent  Office. 

The  contention  that  Leonard's  delay  in  renewing  his  application 
constituted  an  abandonment  remains  to  be  noticed.  Under  section 
4897,  Revised  Statutes,  such  a  renewal  may  be  made  at  any  time 
within  two  years  after  the  allowance  of  the  original  application— 

and  upon  hearing  of  renewed  applications  preferred  under  this  section,  abaDdon- 
ment  shall  be  conHldcrcd  as  a  question  of  fact. 

In  this  case  each  party  stands  upon  his  record  proof;  consequently 
Leonard  has  offered  no  explanation  of  his  delay  in  filing  the  renewal 
of  his  forfeited  application.  In  Duryea  v.  Rice  (C.  D.,  1907, 443;  126 
O.  a,  1357;  28  App.  D.  C,  423)  Mr.  Chief  Justice  Shepard  in  deliv- 
ering the  opinion  of  the  court  said : 

This  court  has  heretofore  held  that  where  an  application  had  been  forfeited 
for  failure  to  pay  the  fee  on  allowance  of  the  claims,  and  the  applicant  had 
filed  a  new  application  within  the  prescribed  period  permitted  in  such  cases,  be 
was  entitled  to  the  benefit  of  his  original  application  as  a  constructive  reductioo 
to  practice  of  the  invention  set  forth  therein  and  afterward  embodied  in  the 
second  application.  {Cain  v.  Park,  C.  D.,  1809,  278;  86  O.  G.,  797;  14  App. 
D.  C,  42,  40.) 

In  the  present  case  the  renewal  application  was  filed  ten  months 
before  the  expiration  of  the  two  years  within  which  it  might  have 
been  filed.  The  statute,  it  will  be  observed,  confers  upon  the  appli- 
cant— 

a  right  to  make  an  application  for  a  patent  for  such  inyention  or  discovery  tbe 
Himic  us  in  the  case  of  an  original  application— 

within  two  years  after  the  allowance  of  the  original  application. 
This  right  can  be  taken  away  only  by  a  finding  of  abandonments. 
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which,  the  statute  ordains,  must  be  determined  as  a  question  of  fact. 
Where  an  affirmative  right  is  conferred  by  law,  we  think  a  finding 
of  abandonment  must  be  predicated  of  facts  and  circumstances  war- 
ranting such  a  finding  and  not  upon  mere  presumption.  There  is  no 
evidence  that  Leonard  had  abandoned  his  invention.  On  the  con- 
trary, the  circumstances  indicate  activity  and  watchfulness  on  his 
part.  Believing  himself  entitled  to  an  interference  with  Cutler  he 
tried  to  induce  the  Examiner  to  declare  one.  When  he  failed  in  that, 
rather  than  take  a  patent  with  the  question  of  priority  between  him 
and  Cutler  undetermined,  he  availed  himself  of  his  statutory  privi- 
lege and  suffered  his  application  to  lapse.  He  knew  he  could  have  a 
patent  for  the  asking  at  any  time  within  two  years.  Within  that 
time  the  ruling  in  ex  parte  Cutler^  supra^  was  made,  and  promptly 
thereafter  he  filed  his  renewal  application  and  was  granted  an  inter- 
ference. It  is  evident  that  he  was  carefully  watching  proceedings  in 
the  Patent  Office,  and  that  he  was  quick  to  avail  himself  of  the  first 
opportunity  to  obtain  an  interference  with  Cutler. 

We  do  not  wish  to  be  understood  to  rule  that  it  is  not  within  the 
power  of  the  Commissioner,  whenever  he  entertains  a  doubt  as  to 
whether  there  has  been  an  abandonment,  to  require  an  explanation 
of  the  delay  in  filing  the  renewal  application.  We  confine  our  ruling 
to  the  focts  in  this  case. 

The  decision  of  t^e  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 
Afirmed, 


[Court  of  Appeal*  of  the  District  of  Columbia.] 

Akdkew  McLean  Company  v.  Adams  Manufacturing  Company. 

Bedded  June  2,  1908. 
136  O.  O.,  440;  31  App.  D.  C,  609. 

1.  TXudb-Mabks — Opposition — ^"Viotobia"  Associated  with   Medallion  and 

''Vxctob"  ttfon  Pedestal  Bufposting  Figure  of  Mounted  Knight — 

DiSSXMILAB. 

Held  tbat  a  trnde-mark  consisting  of  the  word  "Victoria,"  associated 
with  a  medallion  bearing  the  representation  of  the  head  of  the  late  Queen 
Victoria  and  surmounted  by  a  crown  suspended  from  the  letter  "  t "  of  said 
word,  does  not  so  nearly  resemble  the  mnrk  of  the  opponent,  which  consists 
of  the  figure  of  a  knight  on  horseback  resting  upon  an  ornamental  pedestal 
bearing  the  inscription  "The  Victor,"  as  to  be  likely  to  cause  confusion  In 
the  mind  of  the  public. 

2.  Same — Same — Burden  of  Proof. 

Where  the  Patent  Office  has  decided  that  the  trnde-mark  of  each  party 
Is  registrable,  the  burden  Is  on  the  opponent  to  show  that  as  a  matter  of 
fact  there  Is  such  similarity  between  the  murks  as  to  be  likely  to^cause  oou- 
fuaioa  and  deceive  ordinary  purchasers.  igtizedbyV^OOglC 
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Mr.  A.  W.  Barber^  Mr.  J.  0.  Hedriek^  and  Mr.,  Lanier  McKee  for 
tlie  appellant 
Mr.  T.  E.  RoherUcn  and  Mr.  B.  B.  Johnson  for  the  appellee. 

Shepabd,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
dismissing  the  opposition  of  the  Andrew  McLean  Company  to  the 
registration  of  a  trade-mark  by  the  Adams  Manufacturing  Company. 

On  April  8, 1905,  the  Adams  Manufacturing  Company,  hereinafter 
referred  to  as  the  Adams  Company,  applied  for  the  registration  of  a 
trade-mark  used  upon  millinery  goods,  which  it  described  as  follows: 

The  trade-mark  consists  of  the  word  *'  Victoria  "  associated  with  a  medallion 
having  thereon  a  representation  of  the  head  of  the  late  Qoeen  Victoria  and 
surmounted  by  a  crown  suspended  from  the  letter  '*  t "  of  the  word. 

This  was  passed  for  publication.  Within  the  time  permitted  after 
publication  had  been  made,  the  Andrew  McLean  Company,  hereinaf- 
ter called  McLean  Company,  filed  opposition  to  the  registration  by 
the  Adams  Company  setting  up  the  following  grounds: 

First:  That  the  said  trade-mark  is  an  infringem^t  upon  the  trade-maric  of 
the  opponent  consisting  among  other  things  of  the  words  "The  Victor"  for 
-the  registration  of  which  an  application,  was  filed  in  the  United  States  Patent 
Oflice  on  the  24th  day  of  May,  1005,  under  the  number  6,535  for  linings  and 
foundations,  crinolines,  silk-flnish  linings,  buckrams  and  mulls  which  goods  are 
in  part  identical  with  the  goods  for  which  registration  .of  the  trade-mark  No. 
285  is  sought 

Second :  That  the  trade-mark  of  the  opponent  has  been  continuously  used  in 
the  business  of  the  opponent  or  its  predecessor,  under  whom  it  claims  title, 
since  the  third  day  of  October,  1881,  and  that  such  use  by  the  opponent  is 
prior  to  any  use  thereof  by  the  said  Adams  Manufacturing  Company. 

This  trade-mark  of  the  McLean  Company  was  registered  December 
5, 1905,  and  is  described  as  follows : 

The  said  trade-mark  consists  of  th^  figure  of  a  knight  on  horseback  wsTing 
aloft  a  standard,  the  figure  resting  upon  an  ornamental  pedestal  on  which  are 
inscribed  the  words  "The  Victor,*'  the  whole  being  surrounded  by  an  orna- 
mental border  in  oak-leaf  design,  all  as  shown  in  the  accompanying  drawing. 

The  mark  of  the  McLean  Company  appears  to  have  been  adopted 
in  1881,  and  that  of  the  Adams  Company  in  1895.  The  latter^s  trade- 
mark first  consisted  of  the  word  "  Victoria  "  alone;  later  the  repre- 
sentation of  a  crown  was  added;  and  later  still,  in  1901,  the  medallion 
showing  a  representation  of  the  head  of  the  late  Queen  Victoria.  It 
appears  that  since  1896  the  McLean  Company  has  been  aware  of  the 
use  of  the  name  ^^  Victoria ''  by  the  Adams  Company,  and  had  bought 
some  of  the  manufactures  of  the  Adams  Company  bearing  that  label 
at  various  times.  The  first  objection  to  that  use  began  after  the 
Adams  Company  applied  for  registration.  It  appears  that  while  the 
applications  of  both  parties  were  pending  in  the  Office,  the  McLean 
Company  asked  for  a  declaration  of  interference  which  was  denied. 
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Passing  by  some  minor  questions  raised  on  the  admission  and  ex- 
clusion of  certain  evidence  as  unimportant,  the  one  for  determination 
is:  whether  the  trade-mark  claimed  by  the  Adams  Company  is  iden- 
tical with,  or  so  nearly  resembles  the  trade-mark  owned  and  used  by 
the  McLean  Company,  and  appropriated  to  merchandise  of  the  same 
descriptive  properties,  as  to  be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public,  or  to  deceive  purchasers.  (See  Trade-Mark 
Act,  sec.  5.) 

It  is  urged  by  the  McLean  Company  that  its  goods  have  become 
known  to  the  trade  as  ^^  The  Victor ''  goods,  and  that  confusion  and 
mistake  in  the  mind  of  the  public  are  necessarily  caused  by  the  use 
of  the  word  "  Victoria  ^  under  which  the  goods  of  the  Adams  Company 
have  been  offered  to  the  trade.  Assuming  that  the  goods  of  the 
McLean  Company  are  thus  known,  and  that  if  the  words  ^^The 
Victor  "  had  been  used  by  the  Adams  Company,  it  would  be  a  viola- 
tion of  the  acquired  right  of  the  McLean  Company,  notwithstanding 
its  association  with  a  distinctly-different  symbol,  we  are  not  prepared 
to  say  that  the  use  of  the  word  "  Victoria  "  would  necessarily  consti- 
tute such  an  infringement  While  there  is  a  slight  similarity  in  the 
sound  of  the  two  words  when  spoken,  they  give,  especially  as  printed 
in  the  labels  exhibited,  a  distinctly-different  impression  to  the  eye. 
But  we  are  not  considering  a  case  of  that  kind,  nor  one  of  unfair 
competition  in  which  the  evidence  of  the  manner  of  wrapping  or  put- 
ting up  the  packages  of  goods  might  be  important.  Neither  party  is 
using  or  claiming  a  use  of  the  respective  words  alone.  Each  has  in- 
variably used  and  registered,  or  sought  to  register,  not  the  words, 
merely,  but  those  words  associated  with  a  figure.  The  McLean  Com- 
pany's figure  is  a  knight  on  horseback  waving  aloft  a  standard ;  that 
of  the  Adams  Company  is  a  medallion  showing  the  portrait  of  the 
late  Queen  Victoria,  surmounting  a  crown,  suspended  from  a  letter 
of  the  word  above  it    As  has  been  well  said  by  the  Commissioner : 

It  is  clear  from  the  description  of  the  marks  of  the  respective  parties  above 
given  that  they  are  not  identical.  From  a  mere  contemplation  of  the  marks  as 
they  are  shown  on  the  labels  submitted  by  the  parties,  which  accord  in  each 
case  with  the  description  contained  in  the  application,  and  in  the  opposer's 
registration,  it  must  be  concluded  that  there  is  no  conflict  between  them,  there 
being  but  one  feature  of  possible  conflict,  namely,  between  the  words  "The 
Victor,"  which  is  a  part  of  the  opposer's  mark,  and  the  word  "  Victoria,*'  which 
is  a  part  of  the  applicant's  mark.  The  pictorial  features  of  the  marks  are  very 
diiferent  and  are  each  very  prominent  in  the  respective  marks.  *  *  *  On 
the  whole,  the  marks  do  not,  prima  facie,  conflict  and  we  must  therefore  look 
to  the  evidence  in  the  case  to  determine  whether  there  has  been  an  actual  con- 
fusion, notwithstanding  the  different  appearances  of  the  two  marks.  The 
burden  Is  npoo  the  opposer  to  establish  the  existence  of  actual  confusion. 

The  appellant  contends  that  the  burden  of  proof  is  not  upon  it  to 
show  that  the  public  would  likely  be  deceived  by  the  use  of  the  ap- 


490      DECISIONS  OF  UNITED  STATBfS  C0UBT8  IN  PATENT  CASES. 

pellee^s  trade-mark,  but  upon  the  appellee  to  show  that  it  would  not. 
The  cases  cited  all  apply  to  a  case  where,  upon  the  face  of  the  marks 
claimed,  it  is  doubtful  whether  purchasers  would  likely  be  deceived. 
No  such  case  is  presented  here.  Prima  facie^  the  two  marks  do  not 
conflict  in  this  respect,  and  it  is  incumbent  .upon  the  appellant,  there- 
fore, to  overcome  this  prima  facie  case.  The  principle  governing  the 
burden  of  proof  is  the  same  in  all  cases.  It  is  for  this  reason,  as 
shown  in  the  cases  cited,  that  in  an  action  for  infringement  the  onus 
is  upon  the  plaintiff  to  show  that  the  defendant's  mark  is  in  fact 
likely  to  deceive  purchasers.  Here  the  Patent  Office  has  decided,  that 
the  trade-mark  of  each  party  is  registrable,  there  being  no  apparent 
conflict  between  them  as  described  in  the  several  applications.  We 
agree  that  there  is  no  such  apparent  conflict.  Hence,  the  opponent 
of  the  registration  of  the  other's  mark,  has  the  burden  of  sliowing 
that,  as  a  matter  of  fact,  the  latter  will  likely  cause  confusicHi  and 
deceive  ordinary  purchasers. 

The  evidence  on  this  point  has  been  carefully  reviewed  by  the  Ex- 
aminer  of  Interferences.  A  further  review  is  unnecessary.  Having 
examined  it,  we  are  satisfied  that  it  does  not  establish  a  case  of  actual 
confusion  or  deception  arising  from  the  use  of  appellee's  trade-mark. 

The  decision  will  therefore  be  affirmed.  It  is  so  ordered,  and  that 
this  decision  be  certified  to  the  Commissioner  of  Patents  as  required 
by  law.    Affirmed. 

[Court  of  Appe&ls  of  the  District  of  Columbia.] 

In  re  Mason. 

Decided  June  2,  1908, 

136  O.  G.,  441 ;  31  App.  D.  C,  589. 

Patentability— Double  Use. 

The  mere  combining  of  an  ordinary  calking  tool  or  blade  with  an  anto- 
matically-operatlng  pnenmntic  hammer  which  is  adapted  to  be  controlled 
and  adjusted  by  hand  amounts  to  nothing  more  than  an  obvious  doable  use 
that  would  naturally  occur  to  one  skilled  in  the  art  with  mind  directed  to 
cheapening  the  cost  of  ship-calking  and  does  not  rise  to  the  dignity  of 
invention. 

Mr.  F.  T.  Chambers  and  Mr.  J.  E.  HuhheU  for  the  appellant 
Mr.  ir.  S.  Rvckman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

Appellant  has  appealed  from  a  decision  of  the  Commissioner  of 
Patents  denying  the  claims  3  and  4  of  his  application  for  patent,  as 
follows: 

3.  A  hand-tool  for  calking  the  seams  of  ships  with  oakum  or  the  like,  coui- 
prising  a  hollow  handle,  a  calking-blade,  an  intermediate  portion  of  which  pro- 
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j€CtB  beyond  its  ends,  said  blade  haying  a  shank  sUdably  supported  in  the  handle, 
and  an  antomatlc  hammer  in  the  handle  for  operating  the  blade,  said  tool  being 
adapted  to  rock  freely  in  the  hands  of  the  operator  and,  in  its  longitudinal 
rocking  motion,  to  present  different  portions  of  its  calklng-face  to  a  seam  under 
treatment,  said  hammer  simultaneously  delivering  a  rapid  succession  of  blows 
to  the  blade. 

4.  A  hand-tool  for  calking  the  seams  of  ships  with  oakum  or  the  like,  com- 
prising a  hollow  handle,  a  calking-blade,  an  Intermediate  portion  of  which  pro- 
jects beyond  its  ends,  said  blade  having  a  shank  slidably  supported  in  the 
bandle  and  of  such  length  as  to  afford  a  hand-grip  between  the  handle  and 
blade,  and  an  automatic  hammer  in  the  handle  for  operating  the  blade,  said  tool 
being  adapted  to  rock  freely  in  the  hands  of  the  oi)erator,  nnd  in  its  longitudinal 
rocking  motion,  to  present  different  portions  of  its  calking-face  to  a  seam  under 
treatment,  said  hammer  simultaneously  delivering  a  rapid  succession  of  blows 
to  the  blade. 

Without  repeating  the  references  showing  the  previous  state  of  the 
art  which  are  recited  in  the  decisions  of  the  tribunals  of  the  Patent 
Office,  we  think  it  sufficient  to  say  that  the  claim  of  invention  con- 
sists in  putting  two  well-known  devices  together.  The  applicant  has 
combined  an  ordinary  tool  or  blade,  in  common  use  in  calking  the 
seams  of  ships  with  oakum,  with  an  automatically-operating  pneu- 
matic hammer  which  is  adapted  to  be  controlled  and  adjusted  by 
hand.  Automatic  hammers  of  the  same  general  character  have  long 
been  used  for  operating  tools  of  many  kinds.  They  have  been  used  in 
chipping  stone  and  metal,  and  in  calking  the  seams  of  metal  pipes. 
The  automatic  hammer  has  also  been  used  for  calking  the  decks  of 
ships,  operating  as  part  of  a  machine  and  not  by  hand.  The  combina- 
tion of  the  applicant  is  doubtless  more  effective  than  the  one  just 
mentioned,  especially  so  as  the  latter  can  be  made  to  operate  in  con- 
tracted spaces,  in  comers,  and  upon  inclined  surfaces.  But  the  same 
thing  is  true  of  the  automatic  hammers  used  in  chipping  stone  and 
metal,  and  in  calking  the  seams  of  metal  pipes  and  fittings,  although 
the  last  process  is  a  quite  different  kind  of  calking  from  that  of  calk- 
ing ships* 

What  the  applicant  has  done  is  nothing  more  than  an  obvious 
double  use  that  would  naturally  occur  to  one  skilled  in  the  art  with 
mind  directed  to  cheapening  the  cost  of  ehip-calking.  That  his  combi- 
nation will  doubtless  accomplish  this  desirable  result,  is  not  sufficient 
to  raise  it  to  the  dignity  of  invention.  It  is  only  when  the  question 
of  patentability  is  otherwise  in  doubt,  that  such  considerations  can 
have  weight. 

The  decision  was  right  and  will  be  affirmed.  The  clerk  will  certify 
this  decision  to  the  Commissioner  of  Patents.    Afjimied, 
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[Coort  of  Appeals  of  the  IMstriet  of  Colambia.] 

DuvF  V.  Latshaw. 

Decided  Aprtt  H,  190S. 

138  O.  G.,  668;  81  App.  D.  O,  285. 

1.  iNTBBnauEircB— Tbstimont— GncuMSTANCES  AiTD  Pbbsuhptxon. 

The  testimony  reylewed  and  Held^  in  yiew  of  the  unquestioned  facts  of 
the  case  and  the  circumstances  surrounding  the  transactions  between  L. 
and  D.  to  sustain  D.'s  claim  that  he  was  the  original  inventor. 

2.  Same — Same — Same. 

K^  who  succeeded  D.  as  superintendent  of  L.*s  factory,  filed  an  applica- 
tion for  the  invention  in  issue  at  Ii.*s  suggestion  and  for  his  benefit,  L.*8 
application  not  being  filed  until  after  the  interference  was  declared  between 
K.  and  D.    Held  that  this  strongly  discredits  L.'s  claim  to  inyentorshipi 
8.  Same— Abahdoiied  Bzpebiment. 

D.  constructed  a  model  pulley  embodying  the  invention  in  issue  in  188S, 
but  made  no  attempt  to  introduce  the  invention  into  conunerdal  use  or 
patent  it,  but  passed  it  over  in  favor  of  another  construction  until  1904. 
Had  that  this  model  was  nothing  more  than  an  abandoned  experiment, 
which  was  unavailing  as  against  a  later  conception  by  L. 

Mr.  O.  P.  Byrnes  and  Mr.  Oeorge  H.  Parmdee  for  the  appellant 
Mr.  F.  W.  Winter  and  Mr.  James  I.  Kay  for  the  appellee. 

Shepabd,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  an  improvement  in  pulleys  described  in  the  following  issue: 

1.  A*  sectional  metal  pulley  comprising  rim-sections  provided  with  spoke- 
receiving  holes  countersunk  on  the  outer  fbces,  angle-ears  riveted  (m  the  inner 
faces  at  the  ends  of  said  rim-sections,  means  for  connecting  together  the  angle- 
ears  of  adjacent  rim-sections»  hub-sections  formed  of  wrought  metal  having  body 
portions  semitubular  in  shape  and  provided  with  spoke-receiving  holes  extending 
therethrough  radially  to  the  axis  of  the  pulley  and  being  countersunk  on  the 
inner  face,  said  hub-sections  having  at  their  edges  radially-projecting  portions 
provided  with  bolt-receiving  holes,  and  spokes  having  straight  end  portions  pro- 
vided with  square  shoulders  and  tenons,  said  shoulders  bearing  against  the 
inner  face  of  the  rim  and  outer  face  of  the  hub-sections  and  tenons  being 
inserted  in  the  spoke-holes  of  the  rim  and  hub  and  upset  therein. 

2.  A  sectional  metal  pulley  comprising  rim-sections  provided  with  qpoke* 
receiving  holes  countersunk  on  the  outer  face,  hub-sections,  each  being  an 
integral  solid  member  provided  with  spoke-holes  extending  therethrough  radi- 
ally to  the  axis  of  the  pulley  and  liaving  flat  seats  surrounding  said  holes  and 
radially-projecting'  ears,  bolts  connecting  said  radially-projecting  ears,  spokei 
liaving  straight  end  portions  provided  with  square  shoulders  and  tenons*  tbe 
shoulders  bearing  against  the  inner  f^ce  of  the  rim,  and  against  the  seats  of 
the  hub  and  the  tenons  extending  through  the  holes  in  the  rim  and  hub  and 
being  upset  therein. 

The  invention  is  a  split  pulley,  in  which  the  hub  and  the  rim  are 
each  made  in  two  parts  and  bolted  together.  The  essential  feature 
consists  in  using  solid  arms  or  spokes  having  square  shoulders  and 
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straij^t  tenons  at  their  ends  which  enter  countersinks  formed  at  the 
outer  face  of  the  rim  and  the  inner  face  of  the  hub  and  are  riveted 
therein. 

The  first  application  for  this  invention  was  filed  by  Joseph  A. 
Kaplan  June  30,  1905.  This  application  was  filed  at  the  suggestion 
of  Latshaw,  who  had  an  assignment  from  Kaplan. 

John  T.  Duff  filed  July  11, 1905,  and  the  interference  was  first  de- 
clared between  him  and  Kaplan.  The  latter  failed  to  prosecute  his 
claim  and  dropped  out  of  the  proceeding. 

William  H.  Latshaw  filed  on  March  9, 1906. 

Duff  alleged  conception  in  1894,  disclosure  in  September,  1894,  and 
in  1895,  and  reduction  to  practice  in  February,  1905. 

liatshaw  alleged  conception  December  1, 1904,  disclosure  same  day, 
drawings  March  29,  1905,  model  constructed  March  5,  1905,  and 
reduction  to  practice  April  1,  1905. 

The  question  at  issue  between  the  parties  is  one  of  originality. 

Duff  was  a  mechanic  and  the  holder  of  several  inventions  relating 
to  pulleys  and  other  devices.  McNaugher  was  his  friend  who  had 
advanced  money  to  Duff  for  making  and  patenting  inventions,  and 
had  interest  in  the  same.  Latshaw  was  a  man  of  capital  who  had 
been  connected  with  various  manufacturing  enterprises.  He  was 
familiar  with  the  business  of  manufacturing  and  selling  pipes  and 
tubes. 

In  June,  1904,  Latshaw,  joined  by  Rhodes,  another  capitalist,  en- 
tered into  a  contract  with  Duff  and  McNaugher,  by  the  terms  of  which 
the  former  were  to  furnish  necessary  funds  to  undertake  the  manu- 
facture of  pulleys  and  belts  covered  by  patents  owned  by  the  latter; 
and  if,  after  construction  and  test^  the  inventions  were  found  satis- 
factory, a  corporation  was  to  be  organized  for  manufacture  and 
sale.  Forty  per  cent  of  the  capital  stock  was  to  be  given  Duff  and 
McNaugher  as  payment  for  the  patents  which  were  to  be  assigned  to 
the  corporation.  Latshaw  and  Rhodes,  thereafter,  purchased  the 
buildings  and  plant  of  the  Bradley  Co.,  then  about  to  suspend  busi- 
ness. ,  Duff  was  made  superintendent  of  the  work,  mechanics  were 
employed  and  experiments  begun.  McNaugher  had  a  desk  in  the 
office,  but  seems  not  to  have  been  specially  employed.  It  was  soon 
discovered  that  the  threaded-arm  pulley  of  Duff  was  not  a  commercial 
success.  The  threaded  ends  inserted  in  rim  and  hub  had  a  tendency 
to  become  loose,  and  were  thought  insufficient  to  bear  the  strain.  Two 
kinds  of  pipe-arm  construction  were  tried,  during  the  summer,  fall 
and  winter  of  1904.  The  first  of  these  had  arms  made  of  sections  of 
tubes  extended  from  hub  to  rim  and  were  united  thereto,  respectively, 
by  short  rivets  extending  through  holes  for  the  purpose.  The  ends 
of  the  rivets  projected  into  the  ends  of  the  tubular  arms.  They  were 
first  secured  by  shrinking.    This  was  found  impracticable,  and  the 
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tubular  end  was  next  secured  to  the  rivet  by  a  cross-rivet  passing 
through  both.  This  was  not  deemed  commercial,  and  a  long  rivet  was 
substituted  for  the  two  short  ones.  This  long  rivet  passed  through 
the  tube  from  hub  to  rim,  and  was  secured  in  each.  Some  forty  or 
fifty  pulleys  were  built  after  this  plan.  Some  preparations  were 
made  for  building  the  solid-arm  pulley,  but  before  they  were  com- 
pleted, the  relations  between  Duff  and  Latshaw  became  strained,  and 
about  the  middle  of  March,  1905,  Duff  was  disicharged.  The  plant 
was  closed  for  a  few  days,  but  opened  up  before  April  1,  1905,  with 
Kaplan  as  foreman  or  superintendent  of  construction.  Thereafter, 
the  solid-arm  pulley  was  manufactured  for  commercial  use.  For  a 
time,  a  beaded  rim  described  in  Duff's  patent  was  used  in  this  con- 
struction; but  it  was  abandoned  for  a  differently-made  rim.  After 
doing  this,  on  May  23, 1905,  Latshaw  addressed  a  letter  to  Duff  and 
McNaugher  as  follows: 

PUUburv,  Pa*.  Kay  $Sd.  1905. 
Deab  Sibs: 

This  is  to  notlf!y  you,  In  pursuance  of  the  articles  of  agreement  between  us^ 
dated  June  9,  1904,  that  the  result  of  the  demonstration,  provided  for  in  the 
articles  of  agreement  mentioned,  of  the  utility  of  patents  mentioned  and  referred 
to  in  said  agreement,  has  proved  unsatisfactory  to  as  and  we  hereby  ezpreos 
onr  desire  and  willingness  to  reassign  to  you  all  of  the  interest  in  the  said  pat- 
ents and  applications  for  patents  referred  to  in  the  said  agreement  now  held 
by  us,  and  to  discontinue  and  disclaim  any  interest  that  we  or  either  of  us 
might  or  could  claim  in  said  patents  or  application  for  patents,  and  do  hereby 
now  determine  and  declare  that  the  contract  al>oye  mentioned  and  all  the  pro- 
visions therein,  shall  from  this  date  be  null  and  void  and  not  binding  upon  any 
of  the  parties  thereto,  as  provided  therein. 

Yours  very  truly,  Joshua  Rhodkb, 

Wm.  H.  Latshaw. 

McNaugher  ceased  to  visit  the  premises  thereafter. 

Latshaw  claims  that  the  tube-arm  constructions  proving  unsatis- 
factory he  conceived  the  invention  of  the  issue  on  December  1, 1904, 
and  caused  it  to  be  constructed  by  Kaplan  on  or  about  April  1, 1905. 

Duff  claims  to  have  conceived  the  invention  long  before  this  and 
to  have  urged  its  construction  upon  Latshaw  as  early  as  September, 
1904;  but  that  the  latter  opposed  it  on  the  ground  of  greater  expense. 
Before  or  after  December  1,  1904,  a  model  was  made  in  the  factory 
under  the  direction  of  Duff.  This  consisted  of  a  solid  steel  bar  with 
tenons  and  shoulders  riveted  at  each  end  into  pieces  representing, 
respectively,  sections  of  hub  and  rim.  It  fully  illustrates  the  inven- 
tion of  the  issue.  The  question  of  originality  turned  chiefly  upon 
the  date  of  the  construction  of  this  model.  If  made,  as  alleged  by 
Duff,  in  September,  1904,  then  he  is  entitled  to  the  award  of  the 
invention,  as  Latshaw  does  not  claim  to  have  had  the  idea  before 
December  1, 1904. 
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DufTs  testimony  to  the  construction  of  this  model  in  December, 
1904,  was  corroborated  by  McNaugfaer,  his  son  Hngh  Duff,  and  by 
Cowen,  Ley  and  Heron,  who  were  mechanics  working  in  the  factory. 
The  Examiner  of  Interferences,  after  a  review  of  the  evidence,  was 
of  the  opinion  that  these  witnesses  were  mistaken  as  to  the  date  of  this 
constmction,  and  awarded  priority  to  Latshaw.  The  Eauiminers-in- 
Chief  aflSrmed  this  decision  but  stated  that  they  were  ^  somewhat 
at  a  loss  as  to  how  this  case  should  be  decided."  The  Commissioner 
concluded  his  review  of  the  testimony  by  saying  that  the  witnesses 
might  have  been  mistaken  as  to  the  time  when  the  model  was  made, 
and  added :  ^  However,  on  the  whole,  the  evidence  so  far  considered 
seems  to  be  in  favor  of  Duff.''  In  common  with  the  others  he  laid 
great  stress  upon  certain  circumstances  in  the  case  and  upon  certain 
conduct  of  Duff,  and  concluded  to  reject  the  evidence  of  the  certain 
date  of  the  construction  of  the  model  as  testified  to  by  Duff  and  his 
witnesses.  This  conclusion  was  based  largely  upon  certain  time- 
cards  of  the  factory  showing  work  by  Cowen  on  the  long-riveted 
tube-arms  late  in  November  and  early  in  December,  1904. 

Notwithstanding  the  great  weight  that  is  always  given  to  the  con- 
curring decisions  of  the  Patent  Office  tribunals  on  questions  of  fact, 
we  are  constrained,  after  a  careful  consideration  of  all  the  facts  and 
circumstances  in  evidence,  to  differ  with  them. 

We  think  that  sufficient  weight  has  not  been  given  to  some  of  the 
evidence  tending  to  show  that  Duff  had  a  conception  of  the  invention 
of  the  issue,  not  derived  from  Latshaw,  and  that  the  model  illustrat- 
bg  it  had  been  constructed  as  early  as  September,  1904.  As  before 
observed,  it  was  not  without  doubt  that  the  Ezaminers-in-Chief  and 
the  Commissioner  rejected  the  sufficiency  of  that  evidence.  There 
were  also  certain  well-established  facts  and  circumstances  in  the 
case,  to  some  of  which  great  weight  was  given  while  others  received 
little  or  no  consideration. 

It  is  to  be  borne  in  mind  that  the  burden  of  proof  was  upon  Lat- 
shaw as  the  junior  party,  and  that  in  respect  of  the  facts  of  concep- 
tion and  disclosure  of  the  invention,  his  own  testimony  is  not  suffi-  ' 
cient  for  the  purpose.  Again,  as  the  model  illustrating  the  invention 
was  undoubtedly  made  by  workmen  under  the  instructions  of  Duff 
and  not  of  Latshaw,  the  latter  had  to  overcome  the  presumption  aris- 
ing therefrom  in  favor  of  Duff,  by  showing  that  Duff  was  merely 
carrying  out  instructions  previously  given  to  him. 

Among  the  circumstances,  before  alluded  to  as  entitled  to  some 
weight  in  determining  the  contested  claim  of  invention,  are  these: 
Lat^aw,  though  a  manufacturer  of  experience  had  no  practical 
knowledge  of  pulley  construction,  and  was  not  a  practical  mechanic, 
and  had  not  invented  anything  before;  while  Duff  was  both  a 
mechanic  and  a  former  inventor  of  pulleys.    Duff's  evidence  tended 
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to  show  that  a  solid-ann-pulley  model  produced  by  him  in  evidence, 
had  been  constructed  by  him  in  the  year  1895.  The  Commissioner 
found  this  to  be  true,  and  that  this  model  contained  the  essential 
features  of  the  invention  of  the  issue.  There  seems  to  be  no  reason 
to  doubt  the  soundness  of  this  conclusion.  But  Duff  had  laid  this 
model  away  and  had  made  no  previous  attempt  to  introduce  it  into 
commercial  use  or  to  patent  it  He  evidently  passed  it  by  in  favor 
of  his  screwed-arm  construction,  and  the  pipe-arms  which  he  had 
interested  Latshaw  in.  The  Commissioner  rightly  held  that  this 
model  was  not  a  reduction  to  practice,  and  nothing  more  than  an 
abandoned  experiment,  which  was  unavailing  as  against  a  later  inde- 
pendent conception  of  Latshaw. 

The  importance  of  this  earlier  construction  as  a  circumstance  sup- 
porting Duff's  claim  to  the  revival  of  the  conception  in  September, 
1901,  as  claimed  by  him,  was,  however,  overlooked. 

Having  conceived  the  solid-arm  pulley  in  1895  and  embodied  that 
conception  in  a  model,  it  is  within  the  range  of  reasonable  proba- 
bility that  the  idea  may  have  recurred  to  him  after  the  failure  of 
later  conceptions,  especially  when,  und^  the  arrangement  with  Lat- 
shaw and  Rhodes,  he  had  a  considerable  pecuniary  interest  in  devis- 
ing a  successful  pulley.  It  was  more  natural,  therefore,  that  the  dis- 
appointment of  his  expectations  in  regard  to  his  other  construction 
should  have  brought  back  to  his  recollection  this  form^  invention 
than  that  it  should  have  occurred  to  Latshaw  as  an  entirely  original 
conception  of  his  own. 

Passing  by  the  evidence  of  Duff,  his  son  Hugh,  and  McNaugher  to 
the  construction  of  the  solid-arm  exhibit  September,  1904,  we  have 
the  testimony  of  three  mechanics  to  the  same  effect  Cowen,  ap- 
parently a  skilled  mechanic  and  a  fair  and  disinterested  witness,  tes- 
tified that  in  September,  1904,  he,  under  Duff's  directions,  made  the 
model,  with  which  Duff  said  he  wanted  to  demonstrate  the  idea  to 
Latshaw.  He  said  also  that  Duff  told  him  that  he  had  formerly 
made  a  pulley  with  solid  arms.  He  had  no  memorandum  by  whidi 
to  fix  the  date  of  this  construction,  but  was  positive  that  it  was  made 
in  September,  1904.  He  said  also  that  about  a  week  later  Latshaw 
and  Duff  talked  of  the  solid-arm  pulley  in  his  presence  in  the  shop, 
and  that  Latshaw  said  he  could  purchase  the  tubing  cheaper  than 
the  solid  stock  for  the  arms.  In  January,  1905,  he  turned  out  six 
solid  arms  for  a  pulley  under  the  direction  of  Duff,  and  saw  Hug^ 
Duff  rivet  them  in  a  pulley.  The  works  closed  on  March  18,  190B, 
and  witness  left  Ley  and  Heron,  two  subordinate  mechanics,  testi- 
fied to  the  construction  of  the  model  in  September,  1904,  and  to  the 
making  of  a  solid-arm  pulley  before  Duff  was  turned  away.  Ley 
also  said  that  after  Kaplan  took  charge  as  superintendent  or  fan- 
man  about  the  last  of  March,  1905,  he  explain^  to  Kaplan  how  the 
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The  dates  given  by  theee  witnesses  were  rejected  as  mistaken,  on 
the  strength  of  certain  time-cards  showing  that  work  had  been  done 
on  sample  long  rivets  for  tube-arms  late  in  November,  1904,  and  on 
the  evidence  that  work  on  long  rivets  preceded  the  constraction  of 
the  modeL  There  were  no  time-cards  in  September  showing  work 
cm  these  long  rivets.  Those  time-cards  showed  general  tool-work. 
During  August,  September  and  October,  no  pulleys  were  made  for 
market,  but  the  work  was  in  putting  machinery  in  order,  experi- 
menting, and  making  tools.  The  witnesses  testified  that  it  was  cus- 
tomary to  enter  general  tool- work  on  the  time-cards,  unless  there 
was  a  job  of  some  special  nature  requiring  some  length  of  time. 
They  stated  that  a  long-rivet  pulley  had  been  constructed,  about  that 
time,  and  that  its  construction  for  trade  was  at  last  contemplated. 
That  the  time-cards  of  November,  1904,  were  for  work  done  on  sam- 
ple rivets  which  were  to  be  sent  to  several  manufacturers  to  go  by  in 
filling  orders  therefor. 

Latshaw's  own  testimony  as  to  the  conception  of  the  solid-arm 
pulley  on  December  1, 1904,  and  the  construction  of  the  model  there- 
after has  some  support  in  these  time-cards  as  to  the  date  which  he 
claims.  But  he  has  no  other  witness  to  his  conception  and  disclosure 
at  that  time. 

Mrs.  Hite,  his  stenographer  and  confidential  derk,  testified  that 
Latshaw  talked  of  the  solid-arm  construction  the  latter  part  of  No- 
vember or  first  of  December,  1904,  when  he  paid  bills  for  the  long 
rivets  that  had  been  ordered.  She  also  said  that  she  had  heard  argu- 
ments and  discussions  between  Latshaw  and  Duff  in  which  Duff 
objected  to  the  solid  arms  because  of  the  additional  weight.  He 
wanted  the  pipe-arm  and  Latshaw  the  solid  arm.  In  her  cross- 
examination  she  stated  that  she  had  heard  these  discussions  ^^  along 
in  September  or  October.''  Instead  of  sustaining  Latshaw  this  evi- 
dence tends  to  corroborate  Duff's  witnesses  as  to  the  earlier  date  of 
the  construction  of  the  model,  although  it  shows  that  Duff  was  op- 
posed to  its  use  because  of  its  additional  weight.  The  important  fact 
is  that  she  heard  these  discussions  in  September  or  October,  1904,  at 
which  time,  according- to  Latshaw,  the  invention  had  not  been  thought 
of  by  him. 

Another  witness  for  Latshaw  was  one  Hough.  This  witness  was 
a  traveling  salesman  for  pulley  manufacturers,  now  selling  for  Lat- 
shaw. He  fixed  his  dates  of  visits  to  Latshaw's  works  by  means  of  a 
diary.  His  first  visit  was  November  9,  1904;  his  second  March  14, 
1905.  On  this  first  visit  Latshaw  asked  his  opinion  about  the  pipe- 
arm  construction,  and  Duff's  knowledge  of  the  pulley  business.  On 
the  second  visit,  Latshaw  asked  him  what  he  thought  of  a  pulley 
built  with  a  solid  arm,  and  witness  gave  it  his  approval,  when  Lat- 
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ahaw  described  it  On  May  27, 1905,  he  saw  a  solid-arm  pulley  oon- 
stnicted  in  acoordanoe  with  the  descripti<»L  This  date  of  disclosure 
to  Houg^9  March  16,  1905,  adds  no  weight  of  consequence  to  Lat- 
shaw's  claim  of  earlier  conception,  as  it  was  long  after  the  construc- 
tion of  the  model  and  the  turning  out  of  a  lot  of  solid  arms  for  the 
construction  of  a  pulley,  and  but  a  day  or  two  before  Duff's  discharge 
and  the  temporary  close  of  the  wo^s.  The  cross-examination  of 
Hou^  developed  the  fact  that  there  was  shown  him  on  his  first  visit 
November  9, 1901,  a  finished  pulley  having  the  pipe-arms  with  long 
rivets.  This  supports  the  statements  of  Cowen  and  others  in  regard 
to  the  construction  of  such  a  pulley  before  the  date  that  the  time- 
cards  showed  work  on  the  long-rivet  samples.  The  witness  did  not 
know,  of  course,  when  the  pulley  was  actually  constructed,  but  he  saw 
it  in  the  shop  at  least  ten  days  before  the  issue  of  the  time-cards  on 
which  such  reliance  has  been  placed.  He  was  not  mistaken  as  to  the 
date  because  he  kept  a  memorandum  showing  where  he  was  each  day. 
The  work  on  this  pulley  must,  therefore,  have  gone  on  the  time-cards 
of  earlier  date  under  the  head  of  general  work,  as  testified  to  by 
G>wen. 

There  is  another  circumstance  in  the  case,  apparently  ignored 
by  the  tribunals  of  the  Office,  which  we  think  tends  strongly  to  dis- 
credit the  claim  of  Latshaw  to  the  invention.  The  first  application 
for  patent  for  the  invention  was  filed  by  Jcim  A.  E[aplan  on  June  30, 
1905.  This  was  done  at  the  suggestion  of  Latshaw  and  throu|^  his 
patent  sdicitors,  and  for  his  benefit  as  he  took  an  assignment  from 
E[aplan  at  the  same  time.  This  action,  utterly  opposed  to  his  own 
claim  of  invention,  he  undertook  to  explain  by  saying  that  he  was 
ignorant  of  the  law  and  supposed  that  the  mechanic  who  constructed 
the  device  was  the  one  entitled  to  the  patent  for  its  invention.  It 
may  be  true  that  he  labored  under  this  erroneous  impresnon,  but  the 
statement  is  an  improbable  one  under  all  the  circumstances.  Lat- 
shaw was  a  shrewd  man  of  business  who  had  been  ccmnected  with 
manufactures  for  years,  and  must  have  known  the  important  part 
that  patent  rights  played  therein.  He  knew  that  E[aplan  had  d<Hie 
nothing  but  assemble  the  parts  of  a  device  that  had  been  completely 
planned  with  the  intention  to  manufacture  and  put  up<Mi  the  market 
He  thoroughly  appreciated 'the  importance  of  securing  the  patent, 
and  took  the  precaution  of  procuring  E[aplan's  assignment  of  it 
Kaplan  must  have  known  better,  as  he  stated  that  he  had  before  taken 
out  one  or  more  patents.  It  seems  strange,  m(««over,  that  all  the 
facts  were  not  communicated  to  the  solicitors  who  were  called  on  to 
prepare  the  application,  and  remained  undisclosed  until  the  inter- 
ference was  declared  with  the  application  of  Duff  filed  eleven  days 
later. 
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On  the  whole  we  think  that  Latshaw  has  not  only  failed  to  over* 
oome  the  burden  imposed  upon  him,  but  also  that  the  facts  and  cir- 
cumstanoes  in  evidence  sustain  the  claim  of  Duff. 

The  decisicHi  will  therefore  be  reversed.  It  is  so  ordered  and  the 
ckrk  will  certify  this  decision  to  the  Conmiissioner  of  Patents  as  re- 
quired by  law.    Reversed, 


[Court  of  Appeals  of  the  District  of  Colamblm.] 

McArthub  v.  Myoatt. 

Decided  June  2.  1908. 

186  O.  G.,  661;  31  App.  D.  C,  614. 

iBTHuntiuurcn— Bipucnow  to  Pbactxcb— Diuoencb. 

Where  tlie  appellant  established  conception  and  dtscloenre  of  the  in* 
▼cntkm  in  the  sommer  of  1903,  but  took  no  steps  toward  reducing  the 
invention  to  practice  until  April  21,  1904,  when  he  instructed  his  attorn^ 
to  preptLve  an  application  for  patent,  which  was  not,  however,  filed  until 
September  19, 1904,  while  his  opponents  entered  the  field  on  March  1, 1904, 
and  in  excuse  of  his  lack  of  dlligoice  urged  that  his  financial  condition 
was  soch  that  it  was  impossible  for  him  to  reduce  the  invention  to  practice 
earlier,  but  the  testimony  showed  that  in  the  meantime  he  had  enlarged  liis 
business  and  that  his  gross  income  amounted  to  about  two  hundred  dollars 
a  month.  Held  that  the  showing  is  insufficient  to  excuse  the  appellant's 
lack  of  diligence. 

Mr.  Vernon  M.  Doreey  and  Mr.  Thos.  Ewing^  Jr.^  for  the  appellant. 

Mr.  P.  B.  Brock  for  the  appellee. 
Yak  Qrsdel,/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  affirming  the  decision  of  the  Board  of 
Examiners-in^Chief,  which,  in  turn,  affirmed  the  decision  of  the  Ex- 
aminer of  Interferences,  awarding  priority  of  invention  to  appellee. 

The  invention  involved  in  this  controversy  is  a  combined  lamp- 
shade and  reflector,  and  is  embraced  in  the  following  counts : 

1.  A  shade  and  reflector  composed  of  a  single  piece  of  glass  and  having  a 
neck  for  engaging  the  walls  of  a  chimney  or  electric  bulb,  the  inside  of  said 
reflector  being  smootli,  the  outer  surface  of  said  reflector  being  substantially 
corered  with  series  of  integral  prisms  calculated  to  reflect  the  light-rays  back 
into  the  reflector  and  out  at  the  open  mouth  thereof,  those  of  one  series  being 
raised  in  step-like  formation  aboye  those  of  the  adjacent  series. 

2.  A  reflector  composed  of  a  single  piece  of  glass  having  a  smooth  inside, 
and  an  exterior  surface  covered  with  a  series  of  light-reflecting  prisms,  the 
different  series  being  superimposed  relatively  above  one  another  in  step-like 
formation. 

8.  A  reflector  having  series  of  reflecting-prisms  disposed  along  its  outer  sur- 
face, those  of  one  series  being  disposed  along  a  curved  surface  and  removed  a 
suitable  distance  from  the  surface  of  disix)sition  of  the  next  adjacent  serie% 

lOOgle 
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Appellee  is  the  senior  party,  having  filed  his  application  on  March 
24,  1904.  The  application  of  appellant  was  not  filed  until  Septem- 
ber 19,  1904,  but,  through  inadvertence,  was  allowed  to  eventuate 
into  a  patent  on  March  14,  1905.  Appellee  then  amended  his  ap- 
plication by  inserting  claims  (the  counts  of  the  issue)  corresponding 
to  certain  claims  in  appellant's  patent,  and  requested  that  an  inter- 
ference be  declared.  This  was  accordingly  done.  A  motion  was 
filed  by  appellant  to  dissolve  the  interference  on  the  ground  that 
appellee  had  no  right  to  make  the  claims,  and  this  motion  was 
granted  by  the  Primary  Examiner.  On  appeal,  the  Board  of  Ex- 
aminers-in-Chief  reversed  the  decision. 

Appellee  testified  that  he  conceived  the  invention  in  issue  and 
made  sketches  thereof  as  early  as  September  30, 1903,  but  this  is  not 
corroborated.  The  testimony  of  Bartlett,  attorney  for  appellee, 
however,  clearly  establishes  that  he  received  from  the  latter,  on 
March  1, 1904,  sketches  disclosing  the  invention  in  issue,  from  which 
his  application  drawings  and  papers  were  prepared. 

Appellant  testified  to  conception  in  February,  1902,  but  no  cor- 
roborating evidence  was  offered.  It  appears,  however,  that  in  July, 
1903,  he  discussed  with  one  linger  the  invention  in  controversy  and 
showed  him  a  wooden  pattern,  linger,  upon  being  shown  two 
sketches,  (Exhibits  Nos.  6  and  7,)  which  disclose  the  invention  in 
issue,  stated  that  he  recognized  Exhibit  No.  7  as  a  sketch  of  the 
wooden  pattern  and  that  he  saw  something  similar,  either  in  wood 
or  on  paper,  to  Exhibit  No.  6.  The  witness  Lopez  testified  that  ap- 
pellant ^owed  him  a  drawing  (Exhibit  No.  3)  and  a  wooden  model 
(Exhibit  No.  4),  which  show  the  construction  of  the  prisms  one 
above  the  other,  in  August,  1903.  Appellee  has  attempted  to  show 
by  the  testimony  of  the  witness  Lenshutz  that  the  wooden  model 
has  been  altered  since  the  declaration  of  interference.  It  appears 
that  this  witness  saw  this  model  in  February,  1903,  and  that  he  does 
not  believe  the  lower  cuts  were  on  it  at  that  time.  However,  even 
if  the  witness  was  correct  in  his  statement,  it  does  not  follow  that 
the  model  was  not  in  its  present  condition  when  Lopez  saw  it  in 
August,  1903.  There  is  also  another  set  of  prisms  on  this  model, 
which  are  not  referred  to  by  the  witness.  The  testimony  of  these 
two  witnesses  is  deemed  sufficient  to  establish  conception  and  dis- 
closure of  the  invention  by  appellant  as  early  as  the  sunmier  of  1903. 

Appellant  has,  however,  failed  to  establish  a  reduction  to  practice 
prior  to  the  filing  date  of  his  application.  Although  the  first  to  con- 
ceive, he  was  the  last  to  reduce  to  practice ;  and,  therefore,  it  is  incum- 
bent upon  him  to  show  diligence  just  before  and  subsequent  to  Mardi 
1, 1904,  the  date  on  which  appellee  entered  the  field,  unless  he  can  be 
excused  because  of  poverty  or  other  extenuating  circumstances.  Ap- 
pellant admits  taking  no  steps  in  this  direction  until  April  21,  1904) 
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when  he  gave  his  attorney  instructions  to  prepare  an  application, 
which  was  accordingly  done  and  the  papers  sent  him  a  few  days  after 
the  letter  was  written.  The  application,  however,  was  not  filed  until 
September  19, 1904. 

Appellant  attempts  to  excuse  his  lack  of  diligence  by  the  statement 
that  he  had  intended  to  make  molds  and  file  papers  at  or  about  the 
time  he  mad^  the  wooden  model  in  June,  1903,  but  his  financial  condi- 
tion was  such  that  it  was  impossible  for  him  to  reduce  the  invention 
to  practice  until,  in  September,  1904,  he  ^^  cleaned  up  in  gross  sales 
about  $1,000  in  cash."  It  seems,  however,  from  his  own  testimony, 
that  he  preferred  to  enlarge  his  old  business  rather  than  perfect  his 
new  invention.  His  gross  income  amounted  to  about  $200  a  month, 
and,  in  December,  1908,  he  acquired  a  second  office  at  a  monthly 
rental  of  $35.  He  also  sought  to  excuse  his  delay  by  the  fact  that  he 
was  seriously  embarrassed  by  the  defaulting  of  one  Wharton,  an  em- 
ployee, but  this  did  not  occur  until  the  summer  (the  month  is  not 
given)  of  1904.  This  was  after  appellee^s  filing  date.  It  must  be 
held  tiiat  this  evidence  does  not  excuse  appellant's  lack  of  diligence. 

It  is  contended  by  counsel  for  appellant  that  there  is  no  interfer- 
ence in  fact.  This  matter  has  been  determined  by  the  tribunals  of 
the  Patent  Office  and  with  this  conclusion  we  agree. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings,  as  by  law  required. 
Aifirmed. 


[Court  of  Appeals  of  the  District  of  ColiimbU.] 

Smith  v.  Foley.    SnrrH  v.  Foley.    SnrrH  v.  Anderson. 

Decided  June  2,  1908. 

186  O.  G.,  S50;  31  App.  D.  C,  (^18. 

In  immsH  ce— Puobity. 

The  testimony  considered  and  Held  to  afford  no  ground  tor  disturbing 
the  award  of  priority  to  Fol^  and  Anderson. 

Mr.  C.  M.  Nisaen  and  Mr.  F.  T.  Brown  for  Smith. 
Mr.  Alan  M.  Johnson  for  Foley. 
Mr.  Alan  M.  Johnson  for  Anderson. 

Van  Orsdel,  /.; 

These  are  appeals  from  decisions  of  the  Commissioner  of  Patents 
in  interference  proceedings.  {Ante^  210;  136  O.  G.,  847.)  The 
cases  were  argued  together,  and  will  be  so  considered  in  this  opinion. 
The  subject-matter  of  the  interference  is  a  safety  device  for  elevators. 
In  No.  484,  judgment  was  rendered  by  the  Commissioner  in  favor  of 
Foley  as  to  all  counts,  excepting  count  4,  which  was  found  to  be  cov- 
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ered  by  a  former  patent.  From  this  decision,  neither  B.  C.  Smith 
nor  Anderson  has  appealed.  Foley  has  not  appealed  from  the  re- 
jection of  the  claims  embraced  in  count  4.  Hence,  the  real  parties  in 
No.  494  are  Foley  and  E.  A.  Smith.  In  No.  495,  the  Commisdoner 
gaye  judgment  in  favor  of  Foley,  except  as  to  counts  6  and  7,  on 
which  judgment  was  rendered  in  fayor  of  E.  A*  Smith.  B.  C.  Smith 
has  not  perfected  any  appeal  iii  this  case.  Neither  has  Foley  ap- 
pealed from  the  judgment  rendered  in  favor  of  E.  A.  Smith  as  to 
counts  6  and  7.  Hence,  the  issue  in  this  case  is  narrowed  to  Foley 
and  Smith  as  to  all  counts  involved,  excepting  counts  6  and  7.  In 
No.  496,  the  Commissioner  gave  judgment  in  favor  of  Anderson,  and 
from  this  decision,  E.  A.  Smith  has  appealed. 

As  to  the  parties  involved  in  this  controverey,  E.  A.  Smith  filed  his 
application  on  February  6,  1905;  J.  N.  Anderson's  application  was 
filed  February  17, 1905,  and  P.  F.  Foley  filed  February  17, 1905. 

Originally  the  issue  in  case  No.  494  involved  seventeen  counts;  in 
No.  496  ten  counts;  and  in  No.  496  two  counts.  The  twenty-six 
counts  covered  in  different  phraseology  the  same  matter,  and  the 
issue  here  involved  is  embraced  in  the  following  counts: 

The  issue  in  No.  494: 

1.  An  elevator-car,  a  clamping  device  therefor,  and  a  differential  screw  havlni^ 
a  hi|^-pitch  thread  and  a  low-pitch  thread  for  actuating  the  clamping  device. 

2.  An  elevator-car,  a  clamping  device  therefor,  a  high-pitch  screw  and  a  low- 
pitch  screw,  said  screws  arranged  to  actuate  the  clamping  device. 

9.  In  a  safety  device  for  elevators,  the  combination  of  a  car,  guides  over 
which  the  car  is  adapted  to  run,  a  clamping  device  on  the  car,  a  higli-pitch 
screw  arranged  to  move  the  clamping  device  against  the  guides,  a  low-pit^ 
screw  arranged  to  tighten  the  clamping  device  on  the  guides,  and  means  for 
actuating  the  screws  by  the  motion  of  the  car. 

11.  The  combination  with  an  elevator-car,  guides  over  which  the  car  Is 
adapted  to  move,  a  clamping  device  on  the  car,  a  high-pitch  screw  arranged  to 
move  the  clamping  device  against  the  guides,  a  low-pitch  screw  arranged  to 
tighten  the  clamping  device  on  the  guides,  and  a  governor  connected  to  be  mn 
by  the  car,  and  arranged  to  actuate  the  screws  wlien  the  speed  of  the  car  reaches 
a  predetermined  limit 

17.  In  an  elevator  safety  device,  the  combination  of  a  car,  guides  therefor, 
clamplug  devices  adapted  to  engage  the  guides,  right  and  left  hand  screws  ar- 
ranged to  move  the  clamping  devices  quickly  against  the  guides,  right  and  left 
hand  screws  of  low  pitch  arranged  to  tighten  the  clamping  devices  oo  the 
guides,  and  means  for  actuating  the  screws  by  the  movemient  of  the  car. 

The  issue  in  No.  496: 

1.  In  an  elevator  safety  device,  the  combination  with  hoistway-raUa,  of  fric- 
tion meuibers  lulapteil  to  engage  ssiid  rails,  a  shaft  having  portions  provided 
with  threads  of  the  same  Icind  or  direction  but  of  different  pitch,  means  coo- 
necthig  said  threndtMl  iwrtions  to  said  friction  members,  and  means  for  auto- 
niatically  rotating  tlie  shaft. 

10.  In  an  elevator  safety  device,  the  combination  of  a  car,  guides  tbenior, 
clamplug  devices  adapted  to  engage  the  guides,  right  and  1^  hand  screws^  ai^ 
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raneed  to  move  the  clamping  devices  qnlckly  against  the  galdes,  right  and  left 
hand  screws  of  low  pitch  arranged  to  tighten  the  clamping  devices  on  the 
goidesi  a  governor  arranged  to  actuate  the  screws  when  the  speed  of  the  car 
reaches  a  predetermined  limit,  and  means  for  actuating  the  screws  by  hand* 

The  issue  in  No.  496: 

1.  A  saf^  device  for  elevators,  comprising  a  drum,  a  saf ety-rope  for  taming 
the  drum,  brakes  members  connected  with  the  drum,  rods  for  operating  the 
brakes,  said  rods  being  connected  with  the  members  to  move  endwise  and  means 
for  first  imparting  a  bodily  endwise  movement  to  the  members  and  rods  so  as 
to  apply  the  brakes  quickly  on  rotating  the  drum,  and,  subsequently,  rotating 
said  members  in  unison  with  the  drum  to  impart  endwise  movement  to  the  rods 
for  actuating  the  brakes  slowly  and  more  powerfully. 

2.  A  safety  device  for  elevators,  comprising  a  drum,  a  safety-rope,  the  ends 
of  which  are  secured  to  the  drum,  brake-levers,  members  on  which  the  drum  is 
Joamaled,  rods  having  heads  at  their  outer  ends  for  operating  the  brake-levers, 
said  rods  being  carried  by  the  members  and  connected  therewith  to  move  end- 
wise, and  means  for  first  imparting  a  bodily  endwise  movement  to  the  members 
and  rods  to  apply  the  brakes  quickly  on  rotating  the  drum  and  subsequently 
rotating  the  said  members  in  unison  with  the  drum  to  impart  endwise  movement 
to  the  rods  for  actuating  the  brake-levers  slowly  and  more  powerfully. 

The  invention  here  in  controyersy  is  described  in  the  opinion  of  the 
Commissioner  of  Patents  as  follows: 

The  subject-matter  of  the  interference  is  a  safety  device  for  elevators,  and 
while  the  devices  of  the  respective  parties  are  different,  each  is  designed  to 
overcome  certain  defects  alleged  to  exist  in  what  was  known  as  the  "  Ellithorpe 
safety."  In  this  device  there  are  mounted  on  the  car  clamping-jaws  in  position 
to  grasp  the  guide-rails  at  either  side  of  the  elevator-shaft  These  jaws  are 
located  on  the  outer  ends  of  levers  pivoted  intermediate  their  length  and  pro- 
vided on  their  inner  ends  with  means  adapted  to  engage  actuatlng-cams.  These 
cams  are  capable  of  movement  In  and  out  between  said  inner  ends  of  the  levers 
and  by  this  movement  swinging  the  levers  to  bring  the  jaws  into  engagement 
with  the  guide-rails.  In  order  to  effect  this  movement  of  the  cams,  they  are 
mounted  on  the  outer  ends  of  shafts  which  are  threaded  on  their  inner  ends. 
These  threads,  which  are  of  reverse  kind  for  the  opposite  sides  of  the  car, 
work  in  corresponding  threads  in  opposite  sides  of  a  drum  capable  of  being 
tamed  by  the  governor-rope.  This  rope  is  attached  to  the  drum  and  after  a 
number  of  turns  around  it,  passes  to  the  top  of  the  shaft,  over  a  pulley  geared 
to  the  governor,  and  then  to  the  bottom  of  the  shaft,  around  another  pulley  and 
back  to  the  car.  This  rope  normally  travels  as  the  car  does,  and  so  the  drum 
on  the  car  is  stationary ;  but  if  the  car  attains  too  high  a  velocity  the  governor 
acts  to  grasp  the  rope,  holding  it  stationary  and  thus  unwinding  it  from  the 
drum.  This  causes  the  drum  to  rotate,  moves  the  screw-shaft  and  its  attached 
cams  longitudinally,  and  imparts  movement  to  the  jaws  ^hlch  grasp  the  rail, 
thereby  stopping  the  movement  of  the  car. 

The  invention  of  each  of  the  parties  to  the  interference  is  designed  to  move 
the  jaws  quickly  until  they  come  into  contact  with  the  rails  and  then  move 
them  more  slowly,  but  more  powerfully,  to  force  them  tightly  against  the  rails, 
and  thus  bring  the  car  to  a  stop. 

The  issue  before  us  in  Nos.  4t9^  and  495  is  practically  narrowed  to 
a  controversy  between  the  applicants  Patrick  F.  Foley  And  E.tA« 
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Smith.  A  consideration  of  the  respective  claims  of  these  two  palsies, 
with  a  later  reference  toihe  claims  of  Anderson,  will  be  sufficient  for 
the  purposes  of  this  inquiry.  Foley  is  the  junior  applicant,  and  the 
burden  rests  upon  him  to  overcome  the  presumption  of  priority  that 
attaches  to  Smith  from  the  fact  of  his  earlier  filing  date.  There  is 
a  decided  conflict  in  the  evidence.  Foley  testifies  that  he  disclosed 
the  invention  to  Smith,  and  that,  on  the  strength  of  the  information 
so  derived,  Smith,  shortly  after  the  alleged  disclosure,  filed  his 
application  in  the  Patent  Office. .  Smith  in  turn  testifies  that  he 
disclosed  the  invention  to  Foley  which  resulted  in  Foley^s  applica- 
tion. As  to  this  evidence,  neither  of  the  parties  is  directly  corrobo- 
rated, and  if  we  were  confined  to  this  evidence  alone,  Foley,  being  the 
junior  applicant,  would  fail 

All  three  of  the  tribunals  of  the  Patent  Office  have  discredited 
Smith's  testimony,  and  have  found  upon  the  facts  in  favor  of  Foley* 
The  Examiner  of  Interferences  found  for  Smith  on  the  following 
ground: 

In  the  view  of  the  matter  taken,  it  is  held  that  Foley  is  the  first  and  original 
inventor  of  count  4  of  the  issue;  that  he  disclosed  the  invention  covered  by  this 
count  to  E.  A.  Smith  on  January  e,  1906;  that  Fol^  has  produced  no  evidence 
tending  to  show  that  prior  to  the  filing  of  B.  A.  Smith's  application  he  was  in 
possession  of  the  specific  invention  covered  by  the  remaining  counts  of  the  issue, 
and  that  therefore  his  evidence  is  insufllcient  to  prove  that  he  could  or  did 
disclose  this  more  specific  form  to  E.  A.  Smith ;  that  the  applications  of  Foley, 
Anderson,  and  B.  G.  Smith  disclose  no  mechanism  on  which  claims  correspond- 
ing to  counts  1  to  8  and  5  to  17,  inclusive,  of  the  issue  could  be  based,  and 
therefore  said  applications  do  not  constitute  a  constructive  reduction  to  practice 
of  said  counts  1  to  8  and  6  to  17,  inclusive. 

The  Examiners-in-Chief ,  in  reversing  the  Examiner  of  laterfsr- 
ences  on  the  technical  ground  above  stated,  said: 

If  B.  A.  Smith  desired  to  raise  this  question  of  the  lack  of  the  other  parties 
right  to  make  the  claim,  it  should  have  been  raised  by  motion  to  dissolve  at 
the  proper  time.  Had  it  been  so  raised  the  other  parties  to  this  interference 
would  have  been  enabled  to  so  amend  their  claims  as  to  bring  out  the  common 
patentable  subject-matter  in  the  applications  and  not  be  brought  together  only 
on  one  common  issue,  count  4,  which,  as  will  be  stated  later,  is  tai  our  opinion 
not  patentable. 

In  an  able  opinion,  the  Commissioner  of  Patents  affirmed  the  de- 
cision of  the  Examiners-in-Chief.  As  to  Smith's  failure  to  file  a 
motion  to  dissolve  the  interference,  the  Commissioner,  in  hb  opini(», 
said: 

B.  A.  Smith  did  not  bring  a  motion  to  dissolve  the  interference  on  the  ground 
that  the  other  parties  had  no  right  to  make  the  claims,  and  as  no  showing  was 
made  why  such  motion  was  not  brought  he  is  not  entitled  to  urge  this  ques- 
tion under  the  provisions  of  Rule  190.  The  fact  that  no  such  motion  has  l)een 
made  does  not  prevent  the  tribunals  of  the  Office  from  considering  the  question 
)f  their  own  motion  when  it  clearly  appears  that  one  or  mor?  of  the  parties 
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hAYe  no  ri^t  to  make  the  claims  corresponding  to  some  or  all  of  the  counts  of 
the  issne.  Where,  however,  no  such  motion  was  made  and  the  parties  have 
during  the  whole  procedure  of  the  case  acquiesced  in  the  position  taken  by  the 
Primary  Examiner  in  declaring  the  interference,  a  decision  should  be  rendered 
that  certain  of  the  parties  are  not  entitled  to  make  the  claims  only  in  a  clear 
case  where  there  can  be  no  doubt,  on  the  question.  No  such  case  exists  here. 
R.  C.  Smith*  Foley,  and  Anderson  each  shows  a  spiral  cam  which,  as  stated  by 
the  BSxaminers-in-Ohief,  is,  in  effect  a  mutilated  screw-thread. 

After  reviewing  the  facts  relative  to  the  alleged  disclosure  of  the 
invention  by  Smith  and  Foley,  each  to  the  other,  the  Commissioner 
admirably  reviews  the  evidence  as  follows: 

As  there  is  no  direct  corroboration  of  either  of  these  stories,  it  will  be  neces- 
sary to  consider  the  testimony  offered  to  show  that  the  parties  were  in  possession 
of  the  invention  prior  to  the  time  of  their  alleged  disclosures  and  the  conduct 
of  the  parties  and  the  surrounding  circumstances. 

Foley  claims  to  have  first  devised  a  means  for  moving  the  clamp  of  an 
elevator  safety  at  two  speeds  in  1888,  to  have  made  a  drawing  at  that  time,  and 
to  have  made  various  drawings  showing  different  forms  of  the  device  subse- 
quently to  that  time.  He  lias  placed  in  evidence  six  drawings,  which  are  desig- 
nated "  May  1888  Drawing,"  "  July  1893  Drawing,"  "  November  1896  Drawing," 
"March  14,  1899,  Drawing,"  "February  1903  Drawing,"  and  "Working  Draw- 
ings, Sheets  1,  2,  3,  4,  and  5."  The  Examiner  of  Interferences  has  fully  dis- 
cussed the  testimony  of  Foley  and  the  witnesses  to  whom  these  drawings  were 
shown  and  by  whom  they  were  signed,  and  It  is  not  deemed  necessary  to  repeat 
that  discussion  here.  It  is  sufficient  to  say  that  the  testimony  clearly  shows 
that  Foley  was  in  possession  of  the  invention  in  issue  as  early  as  1896.  The 
hand-operated  feature  which  appears  in  his  application  is  first  shown  in  the 
1903  drawing.  It  is  also  shown  in  the  working  drawings,  which  are  alleged  to 
have  been  made  in  1904.  As  to  these  dates  there  is  no  sufficient  corroborating 
evidence.  It  is  stipulated,  however,  that  the  working  drawings  were  taken  to 
Munn  &  Co.  by  Foley  on  January  27,  1905,  and  his  application  prepared  there- 
from. 

K  A.  Smith  claims  to  have  conceived  the  invention  in  issue  in  1897  and  to 
have  disclosed  it  at  that  time  to  Liudstrom  and  Mason,  superintendent  and 
chief  draftsman,  respectively,  of  the  A.  B.  See  Elevator  Company,  by  whom  he 
was  employed,  to  have  made  a  sketch  of  the  invention  in  1902,  and  to  have  at 
that  tiftie  explained  the  Invention  to  Miss  Constance  Wack  and  to  Frank  Zlttel, 
and  to  have  made  another  sketch  on  January  27, 1905,  which  he  used  In  explain- 
ing on  that  day  the  Invention  to  Marshall,  his  attorney,  by  whom  his  application 
was  prepared. 

Of  the  two  persons  to  whom  Smith  claims  to  have  disclosed  his  Invention  In 
1897.  only  Mason  is  called  as  a  witness.  He  testifies  that  In  1897,  which  date 
he  fixes  by  reference  to  the  time  when  he  and  E.  A.  Smith  were  employed  by 
the  A.  B.  See  Elevator  Company,  the  latter  explained  to  him  how  he  would  use 
a  high-pitch  and  a  low-pitch  screw  to  move  the  Jaws  of  an  Elllthorpe  safety, 
first  quickly  and  then  more  slowly,  but  more  powerfully.  Mason  admits,  how- 
ever, that  he  is  testifying  solely  from  memory  as  to  a  disclosure  alleged  to 
have  been  made  to  him  nine  years  previously.  His  account  of  what  Smith 
disclosed  to  him  is  given  in  very  general  terms,  for  he  states  that  he  cannot 
recall  the  details  of  the  Invention.  He  also  admits  that,  although  many  hii- 
provenients  In  elevator-safeties  were  called  to  his  attention  while  he  was 
employed  by  the  A«  B.  See  Elevator  Company,  the  only  one  that  he  can 
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remember  Is  this  one  of  B.  A.  SmUfa.  In  view  of  these  admiasions  his  testimony 
is  clearly  insufficient  to  corroborate  Smith's  claim  that  he  was  in  possession  of 
the  invention  at  this  time. 

Smith  has  introduced  in  evidence  the  dcetch  alleged  to  have  been  made  In 
1002.  It  bears  the  signature  " Edward  A.  Smith"  and  "  Frank  Zittel  **  and  is 
dated  September  29, 1902.  The  slcetch  is  badly  mutilated,  a  considerable  portion 
of  it  having  been  torn  away.  The  showing  of  the  remaining  part  Is  only 
diagrammatic  and  utterly  insufficient  by  itself  to  form  a  disclosure  of  the  Invoi- 
tion,  though  B.  A.  Smith  points  out  the  portion  thereof  which  was  intended  to 
show  two  screws.  The  condition  of  the  sketch  renders  it  suspicious  and  Smith's 
explanation  that  it  was  torn  because  some  grease  fell  on  it  while  he  was  com- 
paring it  with  an  Otis  safety  on  an  elevator-car  is  far  from  convincing,  both 
because  it  is  not  apparent  why  Smith,  who  was  thoroughly  familiar  with  the 
construction  of  the  Otis  safety  should  have  wanted  to  compare  the  sketch  with 
an  actual  safety  and  because  the  spots  on  the  remaining  parts  appear  to  have 
been  made  by  graphite  or  some  other  very  heavy  lubricant,  and  there  is  no 
indication  of  any  tendency  of  this  to  spread.  The  testimony  of  Zittel,  who 
signed  the  sketch,  is  not  sufficient  to  corroborate  Smith.  Zittel  admits  that  he 
cannot  read  mechanical  drawings  and  the  sketch  is  useful  to  him  only  in 
recalling  the  verbal  disclosure  made  to  him  by  Smith.  He  is  therefore  testify- 
ing solely  from  memory  as  to  the  disclosure  four  years  after  it  is  alleged  to 
have  been  made  and  after  he  had  frequently  discussed  the  matter  with  Smith. 
His  statement,  moreover,  of  what  Smith  disclosed  to  him  does  not  Include  all 
the  details  of  the  device. 

Marshall  fully  corroborates  Smith  as  to  the  disclosure  made  to  him  on 
January  27, 1905,  and  this  is  the  earliest  date  of  possession  of  the  hivention  that 
can  be  awarded  to  Smith. 

While,  as  pointed  out  above,  there  is  no  direct  testimony  corroborattaig  the 
testimony  of  either  Foley  or  Smith  as  to  his  alleged  disclosure  to  the  other,  there 
are  several  circumstances  which  tend  to  corroborate  Foley's  testimony. 

In  the  first  place  E.  A.  Smith's  testimony  is  discredited  not  only  by  reason  of 
the  1*902  sketch  and  his  explanation  with  respect  thereto,  but  by  reason  of  two 
other  exhibits.  The  first  of  these  is  Smith's  notebook,  in  which  appear  two 
entries  with  respect  to  the  present  controversy.  The  first  entry  relates  to 
Smith's  alleged  disclosure  to  Foley  on  January  24,  1906,  and  the  second  to  the 
date  when  Smith  says  Foley  told  him  that  he  had  applied  for  patent  These 
entries,  which  are  the  only  ones  relating  to  the  controversy  or  to  Smith's 
alleged  invention  that  appear  in  the  book,  are  not  placed  where  they  .would 
have  been  If  they  had  been  made  on  the  dates  in  question.  They  appear  neither 
in  the  space  allotted  to  the  days  on  which  they  are  alleged  to  have  occurred, 
nor  directly  l)elow  such  simce,  where  they  naturally  would  be  if  the  space  wti 
filled  by  other  matter,  but  are  entered  one  in  a  space  left  blank  by  Sunday  and 
the  other  on  the  margin. 

The  other  exhibit  is  a  printed  copy  of  the  regulation  alx>ve  referred  to,  which 
bears  in  Smith's  handwriting  the  following  entry: 

**  January  26,  1905. 
**  1st  information  received  from  Mr.  Boyhan  as  to  the  exact  operation  of  the 
Uiw. 

"  R  A.  Smith." 

Smith  testifies  ix>sitlve1y  that  the  entry  was  made  on  the  date  which  It  bears. 
In  rebuttal  Foley  cnlleil  oertnin  of  the  officials  of  the  building  deimrtment  and 
several  of  the  employees  of  the  Brown  Company,  by  whom>4he  regulation  was 

Jigitized  by  VjOO' 
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printed,  and  their  testimony  shows  that  it  was  impossible  for  Smith  to  have 
obtained  a  printed  copy  of  the  regulation  earlier  than  February  21,  1905. 

Boyhan,  who  was  chief  elevator-inspector,  testifies  that  Foley  disclosed  the 
invention  in  issue  to  him  in  the  latter  part  of  December,  1904,  or  early  part  of 
January,  1905,  and  that  the  day  after  the  test  at  the  Times  Building  on 
January  6,  1905,  Foley  told  htpa  that  he  (Foley)  had  explained  the  invention  to 
E.  A.  Smith  and  that  he  told  Foley  he  thought  he  was  making  a  mistake  in 
disclosing  his  invention  to  outsiders. 

The  conduct  of  Foley  and  E.  A.  Smith  was  in  marked  contrast.  Foley  made 
no  special  haste  in  filing  his  application  after  the  promulgation  of  the  building 
department  order.  Three  days  after  Smith's  alleged  disclosure  to  him  he  took 
to  his  attorney  several  sheets  of  well-worked-out  drawings.  He  told  Smith  of 
the  f^ct  that  he  filed  his  application  and  informed  him  of  the  progress  of  the 
prosecution  thereof. 

K  A.  Smith,  on  the  other  hand,  three  days  after  his  second  interview  with 
Foley  went  to  Marshall  with  a  crude  sketch  and  after  a  hasty  inten-iew  In- 
structed him  to  file  an  application  as  soon  as  ijossible,  since  he  believed  that 
Foley  intended  to  steal  his  invention.  Th^  only  reason  he  could  give  for  that 
belief  was  that  when  he  told  Foley  of  his  invention,  the  latter  seemed  surprised 
and  opened  his  eyes  very  wide.  Smith  said  nothing  to  Foley  about  having  filed 
an  application,  and  it  was  not  until  the  interference  was  declared  that  Foley 
learned  that  this  application  hnd  been  filed.  Foley  states  that  the  first  time  he 
met  Smith  after  receiving  the  notice  of  the  interference  was  at  a  test  at  the  store 
of  Stem  Brothers,  and  that  he  then  told  Smith  in  exceedingly  plain  language 
what  he  thought  of  him.  Miller,  the  engineer  at  Stern  Brothers,  states  that 
Foley  and  Smith  had  a  heated  interview  on  the  day  of  the  test,  and  while  he 
was  not  near  enough  to  them  to  hear  what  was  said  Foley  told  him  about  half 
an  hour  afterward  that  the  loud  conversation  was  due  to  the  fact  that  Smith 
"had  infringed  on  the  elevator  apparatus  which  he  hod  invented."  In  view  of 
the  testimony  and  the  surrounding  circumstances  of  the  case  and  the  conduct 
of  the  parties  it  is  held  that  ns  to  the  common  subject-matter  of  the  two  cases 
R  A.  Smith  was  not  an  original  inventor,  but  derived  his  knowledge  thereof 
from  Foley. 

As  to  No.  496,  E.  A.  Smith's  earliest  date  having  been  fixed  at 
January  27,  1905,  there  is  no  difficulty  in  disposing  of  this  contro- 
versy. The  record  clearly  discloses  that  Anderson,  on  January  30, 
1905,  took  his  drawings,  which  fully  disclose  the  invention  in  issue, 
to  Munn  &  Company,  and  that  his  application  was  prepared  there- 
from. Anderson  is  corroborated  as  to  a  disclosure  of  the  invention 
as  early  as  December,  1903,  but  discarding  this  evidence,  it  clearly 
appears  that  he  was  preparing  the  drawings  which  were  taken  to 
Munn  &  Company,  and  had  them  fully  completed,  prior  to  Janu- 
ary 27, 1905,  Smith's  earliest  date. 

The  record  in  this  case  is  a  voluminous  one.  We  have  examined 
the  evidence  called  to  our  attention  in  the  briefs  of  the  respective 
parties  with  care,  and  can  find  no  possible  reason  for  disturbing  the 
judgments  of  the  Commissioner  of  Patents. 

The  decisions  of  the  Commissioner  in  the  respective  cases  are 
affirmed,  and  the  clerk  is  directed  to  certify  these  proceedings,  as  by 
law  required.    Affirmed.  Digitized  by  Google 
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Kinsman  v.  Kintneh. 

Decided  May  S,  1908. 

186  O.  G^  1582;  81  App.  D>C.,  298. 

1.  iNTEBnBBHOK— Reduction  to  Pbacticv— Lack  of  Diuoencb. 

Where  It  appears  that  Kinsman  installed  mechanism  embracing  part  of 
the  issue  in  1800  which  was  experimental  in  its  nature  and  foand  to  be 
nnsnccessful,  and  immediately  thereafter  nnsnccessfully  tested  a  second  ex- 
perimental device,  and  in  1892  and  1808  installed  a  system  embodying  the 
invention  which  after  being  used  for  several  months  was  taken  ont  and 
discarded,  and  no  further  evidence  of  activity  on  the  part  of  Kinsman  was 
shown  prior  to  the  filing  of  his  application  in  December,  1003,  which  was 
subsequent  to  the  time  Kintner  entered  the  field  and  reduced  the  inven- 
tion to  practice,  and  during  this  time  Kinsman  was  active  in  experiment- 
ing with  other  forms  of  invention.  Held  that  he  was  lacking  in  diligence. 

2.  Same— Same — Same. 

The  object  of  the  patent  laws  is  to  foster  and  protect  invention  for  the 
universal  benefit  of  mankind,  and  while  every  presumption  will  be  resolved 
in  f^vor  of  the  inventor  who  delays  filing  an  application  until  he  has  p^- 
fected  his  invention  the  object  of  the  law  would  be  lost  to  view  should  we 
permit  the  displacement  of  an  inventor  who  has  given  the  world  the  benefit 
of  his  discovery  by  one  who  has  permitted  his  invention  to  lie  dormant  for 
a  decade. 

Mr.  Okas.  8.  Champion  and  Mr.  J.  F.  Hefferman  for  the  appellant 
Mr.  8.  T.  Fisher  and  Mr.  Ernest  Wilkinson  for  the  appellee. 

Robe,/.; 

This  is  an  interference  proceeding  involving  improvements  in  block- 
system  safety  appliances  for  railways,  in  which  an  automatic  power* 
controlling  device  carried  by  the  vehicle  is  adapted  to  be  actuated  by 
a  device  upon  a  line  of  way  when  the  track  is  obstructed  to  cut  off 
the  power  and  apply  the  brakes,  and  is  expressed  in  the  following 
counts: 

1.  The  combination  with  a  line  of  way  having  a  normally  closed  electrical 
controlling-circuit,  of  a  vehicle  movable  along  said  line  of  way,  an  automatic 
controller  governing  the  movement  of  said  vehicle,  a  trip  on  the  line  of  way 
and  movable  into  the  path  of  said  controller,  and  electrical  trip-operating  means 
on  said  line  of  way  and  included  in  said  controlling-circuit  and  operative  for 
normally  holding  said  trip  out  of  action. 

2.  The  combination  with  a  line  of  way  and  with  a  vehicle  movable  tbere- 
along,  of  an  automatic  controller  governing  the  movement  of  said  vdilde,  a 
trip  on  the  line  of  way  and  movable  into  the  path  of  said  controller,  and  a 
solenoid  connected  with  said  trip  and  electrically  operative  for  normal^  holding 
said  trip  out  of  action. 

8.  The  combination  with  a  line  of  way  and  with  a  vehicle  movable  there- 

along,  of  an  automatic  controller  governing  the  movement  of  said  vehicle,  a 

rip  on  the  line  of  way  and  movable  into  the  path  of  said  controller,  elec- 


DECIBIOKS  OF  UNITED  STATES  C0TTKT8  IN  PATENT  CASES.       509 

trical  trip-operating  means  on  said  line  of  way  and  operative  for  normally  hold- 
ing said  trip  out  of  action,  and  a  power  device  of  another  character  for  shifting 
Raid  trip  into  action. 

4.  The  combination  with  a  line  of  way  and  with  a  vehicle  movable  there- 
along,  of  an  electrical  controlling-circuit,  an  automatic  controller  governing  the 
movement  of  said  vehicle,  a  trip  on  the  line  of  way  and  movable  into  the  path 
of  said  controller,  a  signnl  device,  and  electrical  means  on  said  line  of  way  and 
governed  by  said  controlling-circuit  for  operating  said  trip  and  signal  device  in 
harmony. 

5.  In  a  pystem  for  controlling  the  movements  of  electrically-operated  railway- 
vehicles,  the  combination  with  the  power-circuit,  of  a  normally  closed  control- 
ling-circuit governed  by  the  power-circuit,  and  means  for  de^nergizing  said 
controlling-circuit  and  automatically  breaking  the  power-circuit  on  the  vehicle 
and  applying  a  brake. 

6.  In  a  system  for  controlling  the  movements  of  electrically-operated  railway- 
vehicles,  the  combination  with  the  power-circuit,  of  a  normally  closed  control- 
ling-circuit governed  by  the  power-circuit,  a  track-signal  governed  by  the  con- 
trolling-circuit, and  means  for  de^ergizing  said  controlling-circuit  and  auto- 
matically stopping  the  vehicle. 

The  Examiner  of  Interferences  and  a  majority  of  the  Examiners- 
in-Chief  and  the  Commissioner  in  their  decisions  awarded  priority  to 
Kinter,  the  senior  party,  who  relied  solely  upon  his  filing  date  as  his 
date  of  conception  and  reduction  to  practice. 

In  his  original  preliminary  statement  filed  April  25,  1905,  Kins- 
man, the  junior  party,  alleges  that  he  conceived  the  invention  of  the 
issue  in  the  summer  of  1890  and  that  he  made  drawings  and  disclosed 
the  invention  to  others  during  that  year  and  1893.  He  does  not 
claim  that  he  ever  made  a  model  of  the  invention.  His  preliminary 
statement  also  contains  the  admission — 

(hat  he  has  never  embodied  the  whole  of  the  invention  constituting  the  subject- 
matter  of  this  interference  in  a  full-sized  apparatus,  but  that  he  has  embodied 
parts  of  the  same  In  automatic  train-stopping  systems  which  have  been  success- 
fully reduced  to  practice  nnd  used  for  long  periods  of  time,  such  a  system  hav- 
ing been  installed  by  him  in  the  summer  of  the  year  1890  on  the  Fitchburg 
Railroad  in  Massachusetts  and  used  on  said  road  for  a  considerable  period  of 
time. 

It  appears  that  Kinsman  installed  mechanism  embracing  parts  of 
the  subject-matter  of  counts  1, 2,  and  3  of  the  issue  upon  the  Fitchburg 
Railroad  at  Ayer  Junction,  Mass.,  about  1890.  This  device,  which  was 
experimental  in  its  nature,  was  found  to  be  unsuccessful  and  was  dis- 
carded. Inmiediately  thereafter  a  second  device  was  installed  which 
embodied  the  subject-matter  of  counts  1,  2,  and  3  of  this  interference 
and  of  count  4  except  the  signaling  device.  This  second  device  was 
experimentally  tested  and  was  found  to  be  subject  to '  objections. 
Kinsman  testified  that  he  did  not  consider  it  a  good  type  of  auto- 
matic train-stopping  device  for  open  country  for  several  stated  rea- 
sons. This  device  followed  the  fate  of  the  first  and  was  superseded 
by  a  third  experimental  system,  which,  however,  did  not  involve  the 
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subject-matter  of  counts  1,  2,  3,  and  4  of  the  issue.  Kinsman  testified 
that  at  the  termination  of  his  experiments  on  the  Fitchburg  Bailroad 
at  Ayer  Junction  all  equipment  which  he  installed  in  connection  with 
those  experiments  '^  was  removed  and  the  larger  part  of  it  put  into 
junk/'  Nothing  further  was  ever  done  by  Kinsman  toward  installing 
either  the  first  or  the  second  experimental  equipments.  He  did,  how- 
ever, in  1892  and  1898  equip  a  few  miles  of  the  Chicago  &  Evanston 
division  of  the  Chicago,  Milwaukee  &  St.  Paul  Railroad  with  an  auto- 
matic stopping  system  of  the  fixed-contact  type  last  adopted  at  Ayer 
Junction,  which  system  was  used  in  regular  service  for  several  months 
when  it  was  taken  out  and  discarded.  The  next  evidence  of  activity 
on  the  part  of  Kinsman  was  the  filing  of  his  application  herein  on 
December  1,  1903,  which,  it  will  be  noted,  was  ten  years  after  the 
experiments  which  it  must  be  held  he  permitted  to  become  abandoned 
The  evidence  shows  that  during  this  time  he  was  active  in  experi- 
menting with  other  forms  of  inventions,  and  that  he  took  out  several 
patents  during  the  interval  between  1893  and  the  date  of  the  filing  of 
his  application  herein.  It  further  appears  that  many  thousands  of 
dollars  were  expended  during  this  period  in  exploiting  his  inventions. 
The  Examiner  of  Interferences  in  referring  to  his  lack  of  diligence 
said: 

It  however,  It  be  granted  tbat  Kinsman  had  conceived  the  invention  In  1883, 
which  it  is  not,  there  is  no  suificient  showing  of  diligence  in  reducing  soch  con- 
ception to  practice.  He  was  admittedly  active  in  experimenting  with  other 
forms  of  invention  along  the  same  line,  and  took  out  several  patents  in  the 
Interval  between  1883  and  December,  1803.  *  *  *  In  the  present  case  the 
delay  covers  a  period  of  more  than  ten  years,  during  which  time  several  pat- 
ents were  granted  to  Kinsman  upon  allied  Inventions  while  there  appears  to 
have  been  no  special  eifort  to  either  actually  or  constructively  reduce  the  inven- 
tion stated  in  counts  5  and  G  of  the  issue  to  practice.  He  was  not  active  at  the 
time  Kintner  entered  the  field,  April  14,  1803,  and  did  not  become  active  nntil 
abont  the  time  he  filed  his  application,  December  1,  1803.  It  must,  therefore,  be 
held  that  Kinsman  was  also  laclciug  in  diligence  in  reducing  to  practice  the 
invention  defined  in  counts  5  and  6. 

The  Examiners-in-Chief  in  their  opinion,  in  discussing  Kinsman's 
lack  of  diligence,  said : 

There  is  absolutely  no  evidence  upon  which  to  found  a  holding  that  Kinsman 
was  diligent  While  he  filed  his  application  less  than  eight  months  after 
Kintner  he  was  doing  nothing  with  this  invention  when  Kintner  filed,  and  had 
been  doing  nothing  for  ten  years. 

The  Commissioner  in  his  decision  also  finds  Kinsman  lacking  in 
diligence. 

It  is  alleged  that  the  state  of  Kisman^s  health  and  his  financial  condition  were 
such  as  to  excuse  his  delay.  It  does  not  appear  that  either  of  theae  was  the 
cause  of  his  failure  to  do  anything  with  this  invention  after  the  work  at  Ayer 
Junction.  He  was  very  busy  about  other  forms  of  his  invention  and  a  Bnall 
^ri  of  the  money  which  he  expended  thereon  would  have  enabled  him  to  have 
Bduced  the  invention  to  practice,  at  least  constructively.  ^ 
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As  has  many  times  been  said,  the  object  of  the  patent  laws  is  to 
foster  and  protect  invention  for  the  universal  benefit  of  mankind, 
and,  while  every  presumption  will  be  resolved  in  favor  of  the  in- 
ventor who  delays  filing  an  application  until  he  has  perfected  his 
invention,  the  object  of  the  law  would  be  lost  to  view  should  we 
permit  the  displacement  of  an  inventor  who  has  given  the  world  the 
benefit  of  his  discovery  by  one  who  has  permitted  his  invention  to 
lie  dormant  for  a  decade. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  of  the  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents,  as  required  by  law.  Af- 
frmed. 


( Court  of  Appeals  of  tbe  District  of  ColumlilA.] 

Ehbet  V.  Stab  Bbewery  Company. 

Decided  June  2, 1908. 

136  O.  G.,  1633;  31  App.  D.  O,  507. 

Tradb-Mark8~Intkbfebencb~Mark8  Including  Stab  as  PamciPAL  Fkatuu. 
Held  that  a  trade-mark  conslstiDg  of  a  slz-polnted  star  wtth  the  letters 
**  G  S  **  inscribed  in  monogram  in  the  center  so  nearly  resembles  tbe  trade- 
mark consisting  of  a  six-pointed  star  surronnded  by  two  circles,  having 
inscribed  between  the  inner  and  outer  circles  the  words  "  The  Celebrated 
Star  Lager  Beer,"  as  to  cause  confusion  in  the  mind  of  the  public  and 
deceive  purchasers. 

Mr.  Wallace  Green  and  Mr.  Melville  Church  for  the  appellant. 
Mr.  F.  B.  Brock  for  the  appellee. 

Van  Qrsdel, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  (C.  D.,  1907,  846;  131  O.  G.,  693)  in- 
volving the  light  of  appellant  to  register,  as  a  trade-mark,  "the 
representation  of  a  star  for  lager  beer.'^  It  appears  that  on  June  9, 
1896,  appellant  Ehret  registered  a  trade-mark  for  lager-beer  consist- 
ing of  a  six-pointed  star,  with  the  letters  "  G  E  "  inscribed  in  mono- 
gram in  the  center.  On  April  19, 1905,  he  applied  for  the  registration 
of  the  same  mark  under  the  present  law.  Appellee,  the  Star  Brewery 
Company,  on  September  5,  1893,  registered  a  trade-mark  consisting 
of  a  six-pointed  star  surrounded  by  two  circles  having  inscribed  be- 
tween the  inner  and  outer  circle  the  words,  "  The  Celebrated  Star 
Lager  Beer." 

It  was  held  by  the  Examiner  of  Interferences,  and.  affirmed  by  the 
Commissioner,  that  Ehret  was  not  entitled  to  reregistration,  for  the 
reason  that  his  mark  so  nearly  resembled  the  mark  of  appellee  as  to 
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be  likely  to  cause  confusion  in  the  mind  of  the  public.  Section  5  of 
the  act  of  Congress  approved  February  20, 1905,  among  other  things, 
provides — 

that  trade-marks  which  are  identical  with  a  registered  or  known  trade-mark 
owned  or  in  use  by  another,  and  appropriated  to  merchandise  of  the  same 
descriptiye  properties,  or  which  so  nearly  resemble  a  registered  or  known  trade 
mark,  owned  or  in  use  by  another  and  appropriated  to  merchandise  of  the  same 
descriptive  properties  ad  to  be  likely  to  cause  confusion  or  mistake  in  the  minds 
of  the  public  or  to  deceive  purchasers  shall  not  be  registered. 

The  mark  of  appellee  and  the  one  here  sought  to  be  registered  by 
Ehret  are  intended  to  be  used  on  merchandise  of  the  same  descriptive 
properties,  namely  lager-beer. 

The  dominant  feature  of  the  above  marks  is  the  six-pointed  star, 
and,  while  the  two  marks  show  a  difference  in  details,  we  are  of  the 
opinion  that  the  main  feature  of  each  is  such  as,  of  necessity,  to 
designate  the  goods  on  which  they  are  used  as  Star  Brand  lager-beer. 
This  being  true,  under  the  former  decisions  of  this  court,  we  will 
have  to  hold  that  the  use  of  the  mark  sought  to  be  registered  by 
Ehret  on  lager-beer  would  tend  to  confuse  the  mind  of  the  public 
with  that  of  the  registered  mark  of  the  appellee.  {In  re  Indian 
Portland  Cement  Co.^  ante^  861;  134  O.  G.,  518.) 

The  decision  of  the  Commissioner  of  Patents  is  afBrmed,  and  the 
clerk  will  certify  these  proceedings  as  required  by  law.    Affirmed. 


(Court  of  Appeals  of  the  District  of  Colambla.] 

Mell  V.  MnXSLEY. 

Decided  June  2,  J908. 

138  O.  G.,  1534;  31  App.  D.  C,  684. 

1.  Rules  of  Pbactice — Binding  Fobce  of. 

The  Rules  of  Practice  in  the  Patent  Office  when  not  in  conflict  with  law 
have  the  full  force  and  effect  of  statutes.  As  the  approval  of  soch  rules 
by  the  Secretary  of  the  Interior  is  necessary  to  the  adoption  and  establish- 
ment of  such  rules,  the  contrary  is  true  that  where  a  rule  of  procedure  in 
in  force  it  can  only  be  repealed,  modified,  or  suspended  by  the  Oommlssioner 
with  the  approval  of  the  Secretary  of  the  Interior. 

2.  INTEBFBBENCE— Appeal  to   Coxtbt   on   Priority — ^Patentabiuty  Not  Gbir- 

SIDEREO. 

The  question  of  the  patentability  of  an  invention  is  not  one  fbr  deter- 
mination by  the  court  of  appeals  upon  an  appeal  from  a  decision  on  priority. 
8.  Same — Same-— Regularity  of  Commissioner's  Action. 

After  an  adverse  decision  by  the  Primary  Elxamiher  upon  a  motion  to 
dissolve  decisions  on  priority  were  rendered  by  the  Examiner  of  Interfer- 
ences and  the  Rxaminers-in-Chief  and  appeal  was  taken  to  the  Commis^ 
sioner  of  Patents  from  the  latter  decision.    Pending  this  appeal  a  socccwor 

o 
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of  the  Primary  Kxa  miner  requested  Jariadiction  of  the  interference  for  the 
purpose  of  considering  the  patentability  of  the  issue.  Such  request  was 
granted,  and  the  Primary  Examiner  dissolved  the  interference  upon  the 
ground  that  the  issue  was  not  patentable.  Upon  petition  to  the  Ck)mmiH- 
sioner  the  decision  of  the  Primary  ESxaminer  was  set  aside  and  the  inter- 
fermce  was  restored  to  its  prior  condition  of  appeal  to  the  Ck>mmissioner 
on  priority.  On  appeal  to  the  court  of  appeals  from  the  decision  of  the 
Ckmimissioner,  Held  that  the  regularity  of  the  action  of  the  Ck>mmissioner 
in  setting  aside  the  decision  of  the  Primary  £2xaminer  dissolving  the  inter- 
ference is  not  a  question  for  the  consideration  of  the  court 

Mr.  William  E.  Dyre  for  the  appellant 
Mr,  W.  B,  Corwin  for  the  appellee. 

Yak  Obsdel,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  issue  is  involved  in  the  following 
counts: 

1.  In  a  vehicle-wheel,  the  combination  with  a  main  rim  member  and  a  remov- 
able side  flange,  said  main  rim  member  having  a  bead  or  rib  extending  toward 
the  center  of  the  wheel  and  a  removable  side  flange  having  a  similar  bead  or 
rib,  of  an  expanding  locking-ring  engaging  both  of  said  ribs  or  beads. 

2.  The  combination  with  a  wheel-rim,  of  a  ring  having  an  outwardly-extend- 
ing and  inwardly-turned  flange  at  one  edge  to  engage  the  tire,  and  extending 
across  and  secured  to  the  outer  surface  of  the  rim,  a  ring  having  an  outwardly- 
extending  and  inwardly-turned  flange  to  engage  the  tire  at  the  other  side, 
flanges  on  the  adjacent  edges  of  said  rings  extending  inward  therefrom  parallel 
with  one  side  of  the  rim,  and  a  severed  ring  engaging  said  flanges  to  secure  the 
rings  together. 

The  appellant,  Tod  J.  Mell,  filed  his  application  for  Letters  Patent 
on  December  19,  1905,  and  the  appellee,  Thomas  Midgley  filed  his 
application  on  April  29, 1905.  The  interference  was  declared  October 
23,  1906.  In  his  preliminary  statement,  MeH  alleged  dates  subse- 
quent to  the  filing  date  of  Midgley.  On  the  face  of  the  record, 
Midgley  was  entitled  to  a  judgment  of  priority.  Confronted  with 
this  embarrassing  situation,  Mell  filed  a  motion  to  dissolve  the  inter- 
ference on  the  ground  c^  the  non-patentability  of  the  invention  in 
view  of  certain  prior  patents.  This  motion  was  denied  by  the  Pri- 
mary Examiner.  The  interference  came  on  for  hearing  before  the 
Examiner  of  Interferences,  and  a  judgment  of  priority  was  rendered 
in  favor  of  Midgley.  Mell  appealed  to  the  Board  of  Examiners-in-^ 
Chief,  where  the  decision  of  the  Examiner  of  Interferences  was 
affirmed.  Mell  then  appealed  to  the  Commissioner  of  Patents,  where 
the  case  was  set  for  hearing  on  October  1, 1907. 

It  may  be  stated  that  on  each  appeal,  Mell  was  insisting  upon  the 
non-patentability  of  the  invention  in  issue,  in  view  of  the  prior  pat- 
ent to  one  Harris,  to  which  he  referred  specifically  in  his  motion  to 
dissolve  the  interference  before  the  Primary  Exami^u^t^^yQQQQl^ 
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On  August  80,  1907,  the  Primary  Examiner  of  Division  No.  41 
requested  that  further  proceedings  in  the  interference  be  suspended 
and  jurisdiction  be  restored  to  him  to  consider  the  patentability  of 
the  issue.  This  request  was  granted  by  the  Commissioner,  and,  on 
September  12,  1907,  the  Examiner  decided  the  invention  involved 
in  the  issue  unpatentable.  This  decision  was  based  entirely  upon  the 
Harris  patent,  which  had  been  considered  by  his  predecessor  on  the 
motion  to  dissolve  by  the  Examiner  of  Interferences  and  by  the 
Examiners-in-Chief,  and  which  was  suggested  by  Mell  in  the  appeal 
to  the  Commissioner. 

Midgley  then  filed  a  petition  on  September  24,  1907,  praying  the 
Commissioner — 

tbat  all  proceedings  in  the  above-entitled  case  subsequent  to  the  aiipeal  to  your 
honor  on  the  merits,  which  was  set  for  hearing  Oct  1,  1907,  be  set  aside,  and 
the  interfermce  restored  to  the  condition  it  was  in  on  the  15th  day  of  August, 
1907.  And  further  that  proceedings  in  the  interference  be  sospended  pending 
the  determination  of  this  petition. 

The  petition  was  granted  by  the  Commissioner,  and  the  case  on 
appeal  came  on  for  final  hearing.  On  December  6,  1907,  the  Com- 
missioner, affirmed  the  decision  of  the  Examiners-in-Chief.  Mell 
filed  a  motion  for  a  rehearing,  urging  that  the  Commissioner  had 
exceeded  his  jurisdiction  in  granting  the  petition  of  Midgley  and 
setting  aside  the  decision  of  the  Primary  Examiner  of  Division  41. 
This  motion  was  denied,  and,  thereupon,  this  appeal  was  taken. 

It  is  contended  by  counsel  for  appellant  that  the  case  is  not  prop- 
erly before  this  court,  and  should  be  remanded,  witl^  instructions  to 
the  Commissioner  to  proceed  with  the  case  in  accordance  with  the 
rules  regulating  procedure  in  the  Patent  Office.  The  interference 
wa3  suspended  by  the  Commissioner,  and  the  matter  referred  to  the 
Primary  Examiner,  under  Rule  128,  which  is  as  follows: 

If,  during  the  pendency  of  an  interference,  a  reference  be  found,  tiie  Inter- 
ference may  be  suspended  at  the  request  of  the  Primary  Bzaminer  untU  tbe 
final  determination  of  the  pertinency  and  effect  of  the  reference  and  hoiterference 
shall  then  be  dissolved,  or  continued,  as  the  result  of  such  det^mlnatioo.  Tbe 
consideration  of  such  reference  shall  be  inter  partes. 

It  is  insisted  that,  when  the  Primary  Examiner  declared  the  issue 
non-patentable,  there  was  but  one  course  of  procedure  left  for  ap- 
pellee, which  is  set  forth  in  Rule  124  as  follows: 

Where,  on  motion  for  dissolution,  the  Primary  Bzaminer  renders  an  adverK 
decision  upon  the  merits  of  a  party*s  case  as  when  he  holds  that  the  isme 
is  not  patentable  or  that  a  party  has  no  right  to  make  a  claim  or  that  the 
connts  of  the  issue  have  different  meanings  in  the  cases  of  different  parties,  be 
shall  at  once  reject  such  claims  as  may  be  affected  and  shall  set  a  time  for 
reconsideration ;  after  reconsideration,  if  he  adheres  to  his  original  concloston, 
he  wUl  make  the  previous  rejection  final  and  fix  a  Umit  of  appeal.  The  apptal 
must  go  to  the  Bzaminer«-in-Chtef  in  the  first  instance  and  wtU  be  heanl  Mer 

partes.  Jigitlzed  by  V^: 
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It  is  well  settled  that  the  rules  of  procedure  in  the  Patent  Office, 
when  not  in  conflict  with  any  provision  of  law,  have  the  full  force 
and  effect  of  statutes.  These  rules  are  made  and  promulgated  by  the 
Commissioner,  by  and  with  the  approval  of  the  Secretary  of  the 
Interior.  The  approval  of  the  Secretary  of  the  Interior  being  nec- 
essaiy  to  the  adoption  and  establishment  of  a  rule,  we  think  the  con- 
trary would  be  true,  that,  where  a  rule  of  procedure  is  in  force,  it  can 
only  be  repealed,  modified,  or  suspended  by  the  Commissioner  with 
the  approval  of  the  Secretary  of  the  Interior. 

The  real  question  before  us,  however,  is  not  the  effect  of  the  rules 
of  procedure  in  the  Patent  Office,  but  whether  appellant  is  in  a  posi- 
tion to  assail  the  action  of  the  Commissioner.  The  position  of  coun- 
sel for  appellant  is  an  anomalous  one.  After  invoking  the  jurisdic- 
tion of  this  court  on  appeal  from  a  judgment  of  priority  by  the  Com- 
missioner of  Patents,  it  is  now  insisted  that  that  question  is  not  prop- 
erly before  us  for  consideration.  Appellant,  after  pursuing  the  issue 
of  priority  to  defeat,  apparently  is  seeking  to  rob  his  adversary  of 
the  fruits  of  his  victory  by  having  the  invention  in  issue  declared 
unpatentable.  This  result  is  sought  to  be  obtained  by  here  attack- 
ing the  methods  employed  by  the  Commissioner  in  arriving  at  his 
decision. 

We  are  not  required  to  pass  upon  the  regularity  of  the  action 
of  the  Commissioner  in  this  proceeding.  That  question  is  not  before 
us  for  consideration.  The  patentability  of  an  invention  is  a  question 
to  be  determined  by  the  Patent  Office  and  not  by  this  court  upon 
appeal  in  an  interference  proceeding.  There  are  two  reasons  why 
Mell  cannot  be  heard  to  complain  of  the  order  of  the  Commissioner; 
first,  because  it  was  his  appeal  that  was  reinstated,  and  the  order 
reinstating  the  appeal  must  be  presumed  to  have  been  for  his  benefit, 
and,  second,  because  he  is  not  in  a  position  to  raise  the  question  here 
presented.  At  the  time  the  Commissioner  made  the  order  complained 
of,  Midgley  had  a  judgment  of  priority  in  his  favor.  Mell,  in  the 
face  of  that  judgment,  was  in  no  better  position  to  raise  the  question 
of  patentability  than  that  of  a  disinterested  party.  It  is  well  settled 
that  a  disinterested  party  is  never  in  a  position  to  raise  such  a  ques- 
tion. The  Commissioner  is  charged  with  the  duty  of  representing 
the  public  interests  in  the  issuance  of  a  patent,  and,  when  he  has 
declared  an  invention  patentable,  a  mere  disinterested  party  cannot 
question  his  judgment.  This  being  true,  the  reference  of  the  question 
of  patentability  to  the  Primary  Examiner,  so  far  as  Mell  is  con- 
cerned, amounted  to  nothing  more  than  a  discretionary  move  on  the 
part  of  the  Commissioner,  presumably  for  the  purpose  of  gaining 
further  information,  and,  when  he  again  took  up  the  matter  of  the 
appeal  from  the  Board  of  Examiner^-in-Chief,  whether  regular  or 
irregular,  a  question  upon  which  we  express  no  opinion,  he  simply 
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resumed  consideration  of  the  only  issue  before  him  in  which  Mell  was 
entitled  to  be  heard,  namely,  the  priority  of  invention.  Upon  that 
question  alone  he  passed,  and  that  is  the  only  matter  before  us  for 
consideration. 

All  the  tribunals  of  the  Patent  Office  found  in  favor  of  Midgley. 
Mell  failed  to  establish  any  date  prior  to  Midgley's  filing  date,  and 
there  is  no  hypothesis  upon  which  a  judgment  in  his  favor  could  be 
based.  We  find  no  reason  to  disturb  the  decision  of  the  Commis- 
sioner of  Patents.  The  judgment  is,  therefore,  affirmed,  and  the 
clerk  is  'directed  to  certify  these  proceedings,  as  by  law  required. 


[Court  of  Appeals  of  the  DlBtrict  of  Columbia.] 

Moore  v.  Hewitt. 

Bedded  June  9,  1908. 

186  O.  G.,  1535;  31  App.  D.  C,  577. 

iNTERFEREircE— Alleged  Reduction  to  Practice — ^Delat— Bvideitce  of  Aban- 
doned BZFBBIMBNT. 

A  delay  of  seven  years  by  an  inventor  after  an  aUeged  redactiou  to 
practice,  during  which  time  he  was  active  in  developing  a  large  number 
of  other  inventions,  constitutes  convincing  evidence  that  the  alleged  reduc- 
tion to  practice  amounted  only  to  an  abandoned  experiment 

Mr.  Joseph  R.  Edson  for  the  appellant 
Mr.  Charles  A.  Terry  for  the  appellee. 

BOBB,  /./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  case  awarding  priority  of  invention  to  Hewitt^ 
(C.  D.,  1906,  497;  125  O.  G.,  2047,)  the  senior  party.  The  issue  is 
defined  in  the  following  counts : 

1.  The  combination  with  an  electrical  translating  device  and  a  resistance 
device  in  series  therewith,  of  a  shunt  across  the  circuit  between  the  translating 
device  and  the  reactance  device,  and  a  snap  or  quick-break  switch  in  said 
shunt,  the  reactance  device  being  placed  in  oiieratlve  relation  to  the  Bwitcb,  so 
as  to  operate  the  same  when  the  main  circuit  is  closed. 

2.  The  combination  with  an  electric  gns-lauip,  of  an  electroinagnetlcally- 
actuated  circuit-interrupter  having  its  contacts  in  multiple  with  the  lamp  and 
its  magnet  or  coils  in  the  supply-circuit  with  the  lamp  and  adapted  to  hold  the 
interrupter-contacts  oi)eu  by  the  current  flowing  through  the  lamp  while  tlie 
lamp  is  in  action. 

3.  The  combination  with  an  electric  gas-lamp  connected  with  a  low-iioteiitltil 
source  of  energy  through  a  circuit  of  wlf- Induct  Ion  of  sufilcieut  value  to  fur- 
nlHli  a  hIgh-iK)tentlal  current  prn|ier  for  starting  Mild  lamp,  an  interrniiter  for 
said  circuit  of  induction  having  its  c<mtact  In  multiple  with  the  1am|i.  and  au 
electromagnet  for  actuating  said  interrupter,  mid  electromagnet  having  Ita 
coils  connectied  to  the  supply-circuit  and  adaivted  to  hold  the  int«ni|iter-con> 
tacts  open  by  the  current  flowing  through  the  lamp  while  the  lamp  la  In  i 
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The  Commissioner  thus  describes  the  invention: 

The  porpoee  of  the  Invention  is  to  afford  means  to  overcome  the  nesative- 
electrode  resistance  of  electric  gas-lampa.  These  lamps  consist  of  a  glass 
▼essel  containing  air  at  low  pressure  or  other  gases.  Within  the  glass  vessel 
are  two  electrodes  connected  to  the  source  of  electrical  current  Lamps  of  this 
character  oppose  a  high  resistance  to  the  passage  of  the  electrical  current 
The  famUlar  Gassier  tubes  are  operated  by  means  of  the  Intermittent  high- 
potential  discharge  obtained  by  placing  them  in  the  secondary  .circuit  of  an 
luductioa-coil,  the  primary  circuit  being  provided  with  the  asnal  interrupter. 
While  the  resistance  of  lamps  of  this  character  cannot  be  overcome  by  a  cur^ 
rent  of  low  potential,  it  has  been  found  that  such  a  current  will  form  an  arc 
between  the  electrodes  if  the  Initial  resistance  is  momentarily  broken  down  by 
a  discharge  of  high  potential. 

Eiach  of  the  three  tribunals  of  the  Patent  Office  has  carefully  re- 
viewed the  testimony  in  this  case,  and  each  has  reached  the  conclusion 
that  Hewitt  is  entitled  to  a  judgment  of  priority. 

The  Examiner  of  Interferences  after  reviewing  Moore's  testimony 
reached  the  following  conclusion : 

That  while  developing  his  system  pf  lighting  by  means  of  sparks  or  flashes 
produced  by  a  rapidly  Interrupted  current,  some  of  the  tubes  accidentally  arced. 
That  Moore  at  ilrst  regarded  this  as  a  detriment,  since  it  quickly  destroyed  the 
dectrodes,  and  he  proceeded  to  adjust  the  magnet  to  prevent  it  That  he  con- 
ceived the  possibility  and  desirability  of  producing  a  light  on  that  principle,  and 
later  made  experiments  in  that  direction.  That  he  met  wth  poor  success  and 
probably  had  little  faith  of  perfecting  such  a  system,  f6r  none  of  his  tubes  prior 
to  1902  were  much,  if  any,  more  successful  than  the  first  where  the  arcing  oc- 
curred accidentally.  That  Moore  met  with  much  better  success  along  other 
lines  of  electric  lighting,  and  beyond  a  few  desultory  experiments,  did  little  with 
this  system  until  after  he  became  aware  of  the  progress  made  by  Hewitt  in  this 
I1II&  *  *  *  If  it  be  assumed  that  Moore  had  a  conception  of  the  Invention 
prior  to  his  opponents,  in  the  absence  of  a  prior  reduction  to  practice  it  can 
avail  him  only  in  case  he  shows  due  diligence  at  and  subsequent  to  the  appear- 
ance of  his  opponents  in  the  field.  As  shown  by  the  analysis  of  the  testimony, 
heretofore  noted,  Moore  did  little  and  appears  to  have  made  no  advance  from 
tbe  time  of  his  1887  experiments  with  the  apparatus  introduced  in  evidence 
until  the  filing  of  his  application  in  1902,  after  he  had  become  aware  of  the 
efforts  of  Hewitt  along  the  same  line.  •  •  •  Moore  has  failed  to  show  the 
necessary  diligence^  and  in  ^ther  case  the  award  of  priority  mast  be  against 
htm. 

The  Ezaminers-in-Chief  found  that  there  was  sufficient  testimony 
to  prove  reduction  to  practice  by  Moore  in  1897  or  1898.  The  Board 
held,  however,  that  Moore  was  clearly  lacking  in  diligence,  and  that 
his  conduct — 

8iM>w8  a  deliberate  conceahnent  of  the  invention  of  such  a  character  as  to  pre- 
Tent  him  from  availing  himself  of  his  early  reduction  to  practica. 

The  Board  further  said : 

After  the  experiments  in  1897  and  1898  which  have  been  referred  to  Moore 
devoted  his  attention  to  other  forms  of  devices  and  did  nothing  further  with 
tills  invention  until  1902  when  he  filed  his  present  application  and  after  he  had 
some  of  Hewitt's  devices  in  operation.  <^ 
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The  Commissioner's  review  of  the  testimony  is  a  very  thorough 
and  impartial  one,  and  his  conclusions  are  adverse  to  Moore,  both  on 
the  question  of  reduction  to  practice  and  of  priority  of  invention* 
The  Commissioner  states: 

Daring  the  period  between  1805,  when  Moore  claimed  to  have  made  the  In- 
vention in  issue,  and  May  6, 1902,  when  he  filed  the  application  involved  In  this 
interference,  he  filed  forty-two  applications  which  matured  into  patents.  The 
invention  here  in  issue  is  not  described  in  any  of  these  patents — 

and  that  on  April  12, 1901,  Moore  witnessed  an  exhibition  by  Hewitt, 
the  appellee  herein,  of  lamps  of  the  character  involved  in  this  issue. 
The  Commissioner  finally  concludes: 

The  imperfect  operation  of  the  lamps  made  by  Moore  and  the  fact  that  he 
did  not  file  his  application  until  seven  years  after  the  date  when  he  claims  to 
have  made  the  invention,  during  which  period  he  was  active  in  developing  otiier 
inventions,  lead  to  the  conclusion  that  his  operations  amounted  to  nothing  more 
than  abandoned  experiments  and  that  he  is  entitled  to  no  date  of  InventioD 
prior  to  the  filing  of  his  application. 

We  do  not  deem  it  necessary  to  again  review  the  testimony  in  this 
case.  It  is  sufficient  to  say  that  we  have  examined  the  record  with 
care,  and  fully  concur  in  the  conclusion  reached  by  the  Cmnmissioner. 
If  Moore  reduced  this  invention  to  practice  in  1897,  as  he  now  con- 
tends, his  delay  until  May,  1902,  in  filing  his  application,  after  he 
had  seen  a  successful  exhibition  of  the  invention  by  his  oppcment,  is 
inexcusable.  {Paul  v.  Hess^  C.  D.,  1906,  610;  115  O.  G.,  251 ;  24  App. 
D.  C,  462;  Seeberger  v.  Dodge,  C.  D.,  1905,  608;  114  O-  G.,  2382;  24 
App.  D.  C,  476.)  The  fact  that  during  this  interval  he  filed  forty- 
two  applications  which  matured  into  patents  lends  itself  to  the  con- 
clusion reached  by  the  Commissioner  that  he  had  not  conceived  the 
invention  when  he  saw  it  publicly  exhibited  by  Hewitt. 

Th/e  decision  of  the  Commissioner  was  clearly  right,  and,  therefore, 
is  affirmed.  The  clerk  of  the  court  wUl  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  Commissioner  of  Patents^  in  accord- 
ance with  law. 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

In  re  Taylor. 

Decided  June  2,  1908. 

136  O.  G.,  1767;  31  App.  D.  C,  529. 

Patentabilitt^Printed  Matter — Non-Invention. 

A  claim  for  a  guarantee  credit  book  having  certain  designated  colonuia 
for  certain  entries.  Held  to  involve  no  invention  over  the  prior  art  which 
disclosed  the  general  scheme,  the  only  difference  being  the  addition  of  cer- 
tain columns  for  the  purpose  of  keeping  an  account  of  liquidated  damages 

JIgitized  by  >^ 
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Mr.  H.  E.  Bellows  for  the  appellant 

Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents. 

Shepabd,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
dmying  an  application  for  a  patent  having  the  following  claims: 

In  a  guarantee  credit  book,  two  pages,  one  of  which  has  a  colnmn  saltably 
designated  for  balances  due  Btores»  colomns  suitably  designated  for  entries 
pertaining  to  liquidated  damages  and  a  column  suitably  designated  for  balances 
due  as  liquidated  damages,  while  the  other  is  provided  with  columns  co5perat- 
faig  with  those  of  the  first-mentioned  page  and  suitably  designated  for  entries 
pertaining  to  gross  credit  balances  available  for  the  use  of  a  purchaser  and 
suitably  designated  for  entries  pertaining  to  net  credit  balances  for  which  a 
guarantor  Is  responsible,  respectively. 

The  references  in  the  decision  of  the  Patent  Office  tribunals  are, 
first,  a  patent  to  Taylor  February  4,  1902,  No.  692,384;  second,  a 
patent  to  Taylor  March  10,  1908,  No.  722,891.  The  first  of  these  is 
for  a  deposit  credit  book  having  complementary  pages,  one  of  which 
is  a  deposit-sheet,  the  other  an  account-sheet  provided  with  appro- 
priately-headed spaces  for  data  relating  to  commercial  transactions 
other  tiian  those  with  the  bank,  etc  The  second  relates  to  books 
employed  to  secure  safety  in  commercial  transactions,  and  has  for  its 
purpose  the  utilization  of  a  bank  account  or  other  credit  balance  to 
secure  credit  for  an  equal  or  lesser  sum  in  merchandise  elsewhere  than 
at  the  place  of  deposit  without  withdrawing  any  part  of  the  bank 
account  in  the  first  instance,  and  without  interrupting  the  accumula- 
tion of  interest  upon  the  balance.  The  claim  is  for  a  credit-book  with 
oppositely-disposed  sheets  divided  into  columns  appropriately  headed, 
in  which  are  to  be  made  different  entries  showing  the  amount  depos- 
ited, the  amount  withdrawn,  the  amount  of  purchases  at  certain 
stores,  and  balance  due  the  depositor.  The  general  scheme  of  the 
present  application  is  the  same  as  that  of  the  above-mentioned  pat- 
ents. It  adds  other  columns  for  the  purpose  of  keeping  an  account 
of  liquidated  damages,  that  is  the  amount  which  the  depositor  must 
pay  the  guarantor  for  the  failure  to  purchase  a  stipulated  amount  of 
merchandise. 

We  agree  with  the  Commissioner  that  it  involves  no  invention  to 
add  to  the  book  the  additional  columns  to  accomplish  this  purpose. 
(See  Mtmsan  v.  New  York  CUy,  C.  D.,  1888, 258 ;  42  O.  G.,  1061 ;  124 
U.  S.,  601,  604;  U.  S.  Credit  System  Co.  v.  American  Credit  Indem- 
nity Co.^  69  Fed.  Rep.,  189, 148.) 

The  decision  will  be  affirmed.  It  is  so  ordered,  and  that  this  deci- 
sion be  certified  to  the  Commissioner  of  Patents.    Aifirmed. 
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[Court  of  Appeals  of  the  District  of  Colombia.] 

Davis  v.  Hortok. 
Decided  June  9,  1908. 
138  O.  G..  1768;  31  App..  D.  C,  601. 
INTEBPSBENCB— PBIOBITT— DHJOENOB. 

Where  the  Jnnior  party  had  disclosed  the  inyeiijtion  to  several  persons  and 
had  ordered  tools  to  manufacture  the  same  prior  to  the  entry  of  the  senior 
party  into  the  field  and  In  a  few  months  thereafter  actually  sold  a  small 
number  which  was  followed  a  few  months  later  by  the  manufocture  and 
sale  of  large  numbers  of  such  devices,  Held  that  he  was  diligent  in  reducing 
his  invention  to  practice. 

Mr.  W.  O.  Carr  for  the  appellant. 

Mr.  L.  S.  Bacon,  Mr.  J.  H.  Milans,  and  Mr.  Sheldon  A.  Wood  for 
the  appellee. 

SOBB, /./ 

This  is  an  interference  proceeding,  and,  as  stated  by  one  of  the 
tribunals  of  the  Patent  Office,  involves  a  fuse-holder  of  an  inclosed 
type  upon  the  exterior  of  which  is  mounted  a  mechanical  indicator 
consisting  of  a  spring  attached  to  the  casing  or  cover  of  the  fuse,  to 
show  whether  or  not  the  fuse  has  been  blown.  The  issue  is  stated  in 
the  following  counts : 

1.  In  a  fuse-holder,  a  casing,  a  fuse  therein,  a  spring  secured  to  the  exterior 
of  the  casing,  and  a  transverse  connection  between  said  spring  and  the  fose  serv- 
ing to  hold  the  spring  in  contact  with  the  exterior  of  the  casing  while  tbe  fuse 
therein  is  unbroken. 

2.  The  combination  with  a  casing  having  end  terminals  and  a  fusible  strip 
within  the  casing  and  connected  to  the  end  terminals,  of  a  spring-actuated  indi- 
cator supported  exteriorly  upon  the  side  of  tbe  casing  and  u  wire  having  its  re- 
spective ends  so  attached  to  the  Indicator  and  to  an  intermediate  iK>int  in  the 
fusible  strip  as  to  exert  a  lateral  strain  thereon. 

8.  The  combination  with  a  casing  or  holder  having  end  terminals  and  an  in- 
closed fuse  having  its  ends  attached  to  the  casing  terminals,  of  a  spring-actuated 
indicator  upon  the  outside  of  the  casing  and  a  wire  that  projects  throuc^  tlie 
side  of  the  casing  and  has  its  respective  ends  attached  to  the  indicator  and  to 
an  Intermediate  portion  of  the  fuse. 

4.  lu'an  inclosed  fuse  or  cut-out,  a  casing  having  an  aiierture  through  its  side 
wall,  an  internal  fuse-wire  attached  at  its  ends  to  the  casing,  an  external  spring- 
acting  finger  attached  at  one  end  to  the  casing,  and  a  connection  between  tbe 
opposite  end  of  said  finger  and  fuse-wire,  passing  through  said  aperture,  for 
holding  said  finger  under  tension. 

6.  In  a  fuse-holder,  a  casing,  a  fuse  therein,  having  a  weakened  portion,  a 
movable  indicator  secured  to  the  exterior  of  the  casing,  and  a  connection  be- 
tween the  indicator  and  the  weakened  portion  of  the  fuse. 

G.  In  a  fuse-holder,  n  casing,  a  fuse  therein  having  a  wenkened  portion,  a 
spring-nctuated  indicator  secured  to  the  exterior  of  the  casing  and  a  transverse 
connection  between  the  spring-actuated  indicator  and  the  weakened  portion  of 

the  fuse.  Jigitlzed  by  Lri 
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Davis,  the  senior  party,  filed  January  20, 1904,  and  alleged  concep- 
tion and  disclosure  of  the  invention  August  1, 1903,  and  reduction  to 
practice  about  the  same  time.  These  averments  he  sustained  by  com- 
petent evidence. 

Horton,  the  junior  party,  filed  August  29, 1904,  and  alleged  concep- 
tion and  disclosure  in  the  spring  of  1901,  and  reduction  to  practice  in 
the  spring  of  1903.  Ounsel  for  Davis,  with  commendable  candor, 
states  that — 

both  parties  to  the  Interference  are  original  and  independent  inventors,  so  far 
as  the  records  show. 

Horton  is  an  electrical  engineer  and  skilled  in  the  art  to  which  this 
invention  relates.  In  May,  1901,  he  was  the  electrical  engineer  of  the 
Detroit  Copper  Mining  Ck>mpany  at  Morenci,  Ariz.  He  testifies  that 
along  the  last  of  that  month  he  had  a  great  deal  of  trouble  in  the 
blowing  out  of  fuses,  particularly  in  the  store  of  the  company,  and 
that  where  several  fuses  were  located  in  close  proximity  with  each 
other  it  was  difficult  to  ascertain  which  particular  fuse  or  fuses  had 
blown;  that  he  thereupon  sought  to  devise,  and  did  in  fact  devise  a 
device  which  he  thought  would  obviate  the  difficulty';  that  he  disclosed 
his  idea  to  the  company's  purchasing  agent,  a  Mr.  Puckett,  by  means 
of  sketches  which  he  then  made.    Mr.  Horton  says  of  these  sketches: 

I  explained  them  fully  to  Mr.  Puckett  and  showed  him  how  the  device  worked, 
and  how  by  attaching  a  spring  fastened  to  the  case  and  by  a  wire  running  from 
the  spring  to  a  cut-away  portion  of  the  fuse-strip,  that  the  fuse  would  always 
bum  in  two  where  this  weakened  portion  was,  and  that  when  the  fuse  had 
burned  in  two  at  this  weakened  portion  the  spring  would  be  released  and  would 
assume  its  normal  position  away  from  the  case  and  would  provide  mechanical 
means  by  which  I  could  readily  determine  whether  or  not  the  fuse  was  blown. 

In  November,  1901,  Horton  was  called  to  his  home  in  Michigan  by 
the  illness  of  his  father  who  died  late  in  December  of  that  year. 
Horton  administered  upon  the  estate  which  occupied  his  time  until 
the  middle  of  December,  1902,  when  he  went  to  Detroit,  Mich.,  and 
established  a  plant  for  the  manufacture  of  inclosed  fuses.  It  was 
February  before  he  got  the  factory  under  operation  and  made  his  first 
delivery  of  fuses.  Soon  after  establishing  his  plant  he  conducted  ex- 
periments on  inclosed  fuses  embodying  the  idea  which  he  had  dis- 
dosed  to  Puckett  at  Morenci  in  1901.  In  April  or  May  he  experi- 
mented with  a  device  which  embodied  the  dominating  idea  of  the 
issue  even  though  technically  it  differed  from  it.  This  device  con- 
sisted of  a  fine  wire  extending  through  a  fuse-tube  and  attached  to  the 
central  portion  of  the  fuse  element,  and  so  constructed  that  when  the 
fuse  was  ruptured  by  the  burning  in  two  of  the  fusible  elem^t,  the 
wire  would  be  released,  it  being  under  tension  during  the  operation 
of  the  device  by  a  small  rubber  band,  one  end  of  which  was  fastened 
to  the  wire  and  the  other  end  to  a  nail  driven  into  the  board  upon 
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which  the  fuse-block  was  mounted.  Several  specimen  devices  were 
tested  in  the  presence  of  witnesses,  and  the  practicability  of  such  in- 
dicators fully  demonstrated.  It  appears  that  the  National  Board  of 
Fire  Underwriters  were  contemplating  the  issuance  of  specifications 
for  standardizing  inclosed  fuses,  and  that  Horton  hesitated  about 
attempting  to  put  his  invention  upon  the  market  until  they  had  taken 
action.  He  did,  however,  explain  a  device  which  fully  embodied  the 
issue  to  one  Massnick  in  July,  1903,  and  employed  Massnick,  who  was 
a  skilled  mechanic,  to  work  upon  tools  for  cutting  the  fusible  element 
for  fuses  that  could  be  made  to  embody  the  invention.  These  tools 
were  completed  .some  time  in  September,  and  Massnick  on  October  1, 
1903,  became  superintendent  of  Horton's  company.  Immediately 
thereafter  steps  were  taken  to  embody  the  perfected  invention  in  con- 
crete form,  the  result  being  that  about  the  middle  of  October  fuses  of 
a  commercial  type  were  successfully  tested.  In  November  Horton 
actually  manufactured  and  sold  a  small  line  of  these  fuses,  and  in 
July,  1904,  after  the  Board  of  Fire  Underwriters  had  issued  their 
rules  he  manufactured  them  in  large  numbers.  Mr.  Puckett,  who  is 
an  absolutely  disinterested  witness,  fully  corroborates  Horton  as  to 
what  took  place  at  Morenci  in  1901,  and  his  testimony  is  definite  and 
convincing.  He  was  asked  on  cross-examination  whether  Horton 
requested  him  as  purchasing  agent  to  procure  any  fuses  like  those 
Horton  had  described,  and  ailswered : 

The  matter  was  discussed  and  we  wondered  if  there  was  anything  in  the 
market  like  it,  and  we  both  decided  that  there  was  nothing  on  the  market  like 
that,  and  that  if  we  secured  that  fuse  we  would  have  to  make  it  or  hare  it 
made. 

The  witness  also  explained  satisfactorily  why  nothing  was  then 
done  toward  making  such  a  fuse.  He  further  testifies  that  the 
sketches  Horton  made  at  the  time  remained  on  his  desk  for  several 
days. 

Several  other  witnesses  testified  in  corroboration  of  Horton,  but  we 
do  not  deem  it  necessary  to  devote  more  time  to  the  analysis  of 
testimony. 

The  only  question  involved  in  this  appeal  is  whether  Horton  was 
sufficiently  diligent.  In  a  case  like  this  where  it  conclusively  appears 
that  the  party,-  against  whom  the  rule  of  diligence  is  sought  to  be 
enforced,  was  in  fact  the  prior  inventor,  the  facts  and  circumstances 
surrounding  him  at  the  time  of  his  alleged  lack  of  diligence  will  be 
carefully  considered  before  he  will  be  deprived  of  the  fruits  of  his 
discovery.  {Woods  v.  Poor,  C.  D.,  1907,  651;  ISO  O.  G.,  1813;  29 
App.  D.  C,  387.)  As  above  stated,  Horton  soon  after  the  establish- 
ment of  his  plant  at  Detroit,  Mich.,  conducted  experiments  on  in- 
closed fuses  and  demonstrated  the  practicability  of  the  idea  which  he 
had  disclosed  to  Puckett  in  1901.    Everything  he  did  after  this 
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demonstration  indicates  a  desire  and  intention  on  his  part  to  give  to 
the  public  the  benefit  of  his  discovery  at  the  earliest  practicable 
moment.  We  do  not  regard  it  as  at  all  strange  or  unusual  that  he  did 
not  proceed  with  greater  haste.  Davis  did  not  enter  the  field  until 
August,  1903,  at  which  time  Horton  had  fully  disclosed  his  invention 
to  several  witnesses,  had  demonstrated  its  entire  practicability,  and 
being  skilled  in  the  art  was  fully  aware  of  its  value.  He  had  made 
arrangements  for  tools  with  which  to  manufacture  the  different  parts 
of  fuses  embodying  his  invention,  and,  as  evidence  that  he  was  acting 
in  good  faith,  we  find  that  immediately  upon  the  completion  of  these 
tools,  which  was  not  long  after  Davis  entered  the  field,  he  actually 
constructed  fuses  fully  embodying  the  issue.  All  this  occurred  at  a 
time  when,  so  far  as  the  record  discloses,  he  knew  absolutely  nothing 
of  Davis  or  his  invention. 

We  agree  with  the  tribunals  of  the  Patent  Office  that  Horton  was 
reasonably  diligent,  and  that  he  is  entitled  to  the  award  of  priority. 

The  decidon  of  the  Commissioner  is  affirmed^  and  the  clerk  of  the 
court  will  certify  this  opinion  and  the  proceedings  in  this  court  to  the 
Commissioner  of  Patents^  in  accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Kinsman  v.  Strohm. 

Decided  June  9,  1908, 

196  O.  G.,  1768;  81  App.  D.  C,  581. 

INTEBTEBENCE — ^PBIOBITY — APPEAL  TO  CJOUBT — STATUS  OP  REVIVED  APPUCATION. 

On  an  appeal  on  priority  the  court  will  not  review  the  findings  of  the 
Commisaioner  upon  the  sufficiency  of  a  showing  to  support  a  petition  for 
the  reinstatement  of  an  abandoned  application  where  there  appears  to  have 
been  no  abuse  of  power  on  the  part  of  the  Commissioner. 

Mr.  C.  S.  Champion^  Mr.  C,  J.  O^Necdy  and  Mr.  C  L.  Mooney  for 
the  appellant 
Mr.  T.  A.  Connolly  and  Mr.  J.  B.  Connolly  for  the  appellee. 

RoBB,  /.; 

In  this  case  Kinsman,  the  junior  party,  seeks  to  reverse  the  decision 
of  the  Commissioner  of  Patents  awarding  priority  of  invention  to 
Strohm,  the  senior  party.  The  issue  is  contained  in  the  following 
counts: 

L  The  combination,  substantially  as  described,  with  an  electrically-propelled 
vehicle  and  a  driving-motor  therefor,  of  a  manual  device  acting  on  a  controlling- 
switch  for  governing  the  siieed  or  ix)wer  of  such  electric  motor/lin  electric 
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fiwltcb  governing  the  action  of  said  motor  and  controlled  Indeiieudeutly  of  said 
manual  device  and  irrespective  of  the  position  of  the  latter,  an  electromagnet 
governing  said  switch,  and  means  upon  the  permanent  way  for  bringing  said 
magnet  into  operation  when  the  car  or  vehicle  passes  a  given  point. 

2.  The  ^combination,  substantially  as  described,  with  an  electrically-propelled 
vehicle  and  its  propelling  electric  motor,  of  a  manual  device  such  as  a  handle, 
acting  on  suitable  electric  controlling  apparatus  for  governing  the  speed  or 
movement  of  the  motor  at  will,  an  electric  switch  controlled  Independently  of 
snid  manual  device,  and  governing  the  circuit  of  said  motor,  an  electric  magnet 
carried  by  said  vehicle  and  governing  said  switch,  and  means  upon  the  road-bed 
or  permanent  way  for  governing  the  circuit  of  said  magnet 

3.  The  combination,  substantially  as  described,  with  an  electrically-propelled 
vehicle  and  its  propelling-motor,  of  a  manual  device  such  as  a  handle  acting 
on  an  electric  controller  for  governing  the  speed  or  power  of  said  motor,  an 
electric  switch  governing  a  circuit  of  said  motor  and  controllable  independently 
of  821  id  manual  device,  an  electromagnet  energized  from  the  road-bed  when  the 
vehicle  passes  a  certain  point  thereon  for  governing  said  switch,  and  a  braking 
appliance  brought  into  operation  simultaneously  with  the  action  of  said  inde- 
pendently-controllable switch,  as  and  for  the  purpose  described. 

The  subject-matter  of  this  interference  is  a  means  for  automatically 
stopping  electrically-propelled  vehicles.  Strohm  has  taken  no  testi- 
mony, and  is,  therefore,  restricted  to  his  filing  date,  August  29, 1891, 
as  his  date  of  conception  and  reduction  to  practice. 

In  Kinsman's  preliminary  statement  he  alleged  conception  of  the 
invention  in  1886  or  1887,  and  reduction  to  practice  of  certain  ele- 
ments of  the  invention  in  1890.  The  Patent  Office  thereupon  ob- 
jected to  this  preliminary  statement  on  the  ground  that  it  was  too 
indefinite.  An  opportunity  was  given  Kinsman  to  amend  but  he 
failed  to  embrace  it.  He  testifies  that  between  May,  1890,  and  No- 
vember, 1891,  he  experimtoted  with  different  forms  of  automatic 
stopping  devices  on  the  Fitchburg  Railroad  at  Ayer  Junction,  Mass. 
These  devices  were  all  used  in  connection  with  a  steam-locomotive. 
(See  Kinsman  v.  Kintner  ante^  508;  136  O.  G.,  1532.)  He  says, 
however,  that  he  then  had  a  spindle  or  wheel  made  for  use  in  elec- 
trical experiments,  and  was  thereby  enabled  to  determine  how  long  a 
contact  was  necessary  to  energize  a  magnet  designed  to  operate  the 
automatic  cut-off  of  the  power-circuit. 

The  Commissioner  says  of  this  testimony : 

Upon  the  questions  of  conception  and  disclosure  the  testimony  of  Kinsman  Is 
supported  by  two  witnesses,  a  brother,  A.  M.  Kinsman,  and  J.  B.  GoUtns,  the 
latter  tmving  been  the  one  selected  by  Kinsman  to  assist  him  in  carrying  out 
his  early  experimental  work.  Most  of  the  testimony  of  Collins  relates  to  Instal- 
lations of  signaling  systems  on  steam-roads  which  involTed  catting  off  the  steam 
and  the  application  of  brakes,  while  the  issue  specifically  calls  for  a  combination 
of  electrically-operated  devices  of  an  electrically-equipped  system.  He  states^ 
however,  that  Kinsman  had  the  Idea  of  adapting  the  same  devices  to  electrically- 
propelled  vehicles,  and  that  under  Kinsman*s  instruction  he  made  a  trolley 
wheel  and  harp  for  use  in  such  combination.    Bat  this  is  the  extent  of  the  dls- 
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doeare  made  to  Ck>lliD8,  according  to  his  testimony,  and  as  this  is  but  a  port  of 
the  combination  of  the  issue,  it  seems  too  clear  for  argument  that  it  cannot  be 
regarded  as  a  sufficient  disclosure  of  the  entire  combination.  The  sufficiency  of 
this  disclosure  Is  urged  on  the  ground  that  the  part  of  the  combination  actually 
disclosed  was  the  only  novel  element  and  that  the  remaining  parts  of  the  com- 
bination were  well-known  devices  operating  on  well-known  principles.  It  may 
be  true  that  the  elements  disclosed  were  the  only  novel  elements  and  that  Col- 
lins knew  the  result  which  Kinsman  desired  to  accomplish,  but  there  is  nothing 
to  prove  that  either  Kinsman  or  Ck>lllns  knew  what  old  elements  should  be  com- 
bined, or  how  they  should  be  combined,  with  these  novel  elements  to  accom- 
plish snch  result.  A.  M.  Kinsman  testifies  that  his  brother  disclosed  to  him  in 
1886  or  1887  an  invention  for  automatically  stopping  electrically-operated  trains, 
bat  he  is  unable  to  recall  any  details  except  that  he  was  shown  a  sketch  of  a 
trolley  wire  and  wheel  having  wires  coming  down  on  both  sides  or  on  one  side 
of  the  car.  For  the  reasons  above  stated  in  discussing  the  testimony  of  Collins 
this  testimony  is  clearly  insufficient  to  prove  a  disclosure  by  Kinsman  of  the 
speciflc  combination  of  the  issue.  It  is  clear  that  Kinsman's  record  fails  to 
prove  a  conception  of  the  invention  prior  to  Strohm's  filing  date.  But  even  if 
the  testimony  be  regarded  as  sufficient  for  this  purpose,  Kinsman  would  still 
not  be  entitled  to  prevail,  since  he  has  utterly  failed  to  show  diligence  thereafter 
in  the  filing  of  his  application. 

We  are  constrained  to  adopt  the  view  of  each  of  the  three  tribunals 
of  the  Patent  Office,  that  Kinsman's  testimony  falls  short  of  proving 
a  conception  of  the  invention  prior  to  Strohm's  filing  date.  More- 
over, as  stated  by  each  of  the  three  tribunals,  the  testimony  fails  to 
show  diligence  on  the  part  of  Kinsman  at  or  about  the  time  Strohm 
entered  the  field.  This  would  defeat  him  even  though  it  should  be 
held  that  he  was  the  first  to  conceive  and  reduce  to  practice. 

The  contention  is  made  on  behalf  of  Kinsman  that  the  Commis- 
sioner erred  in  not  striking  Strohm's  application  from  the  files.  It 
appears  that  during  its  pendency  in  the  Office  the  application  became 
abandoned  by  failure  to  prosecute,  and  that  upon  proper  showing  it 
was  subsequently  reinstated  by  the  Commissioner.  Kinsman  based 
his  motion  to  strike  Strdmi's  application  from  the  files  on  the  ground 
that  its  reinstatement  was  obtained  through  fraud.  The  testimony 
bearing  on  this  question  was  carefully  considered  by  the  Commis- 
sioner and  held  not  to  sustain  Kinsman's  contention.  We  are  satis- 
fied that  there  has  been  no  abuse  of  power  on  the  part  of  the  Com- 
missioner in  respect  to  this  motion,  and,  therefore,  decline  to  inter- 
fere with  the  exercise  of  his  discretion.  {In  re  Atkins  <&  Co.^  29  App. 
D.  C,  385;  Richards  v.  Meissner,  C.  D.,  1905,  596;  114  O.  G.,  1831; 
24  App.  D.  C,  309;  American  Stove  Co,  v.  Detroit  Stove  Works 
et  al.,  ante,  407;  134  O.  G.,  2246.) 

The  decision  of  the  Commissioner  awarding  priority  of  invention 
to  Strohm  is  a^rmed.  The  clerk  of  the  court  will  certify  this  opinion 
and  the  proceedings  in  this  court  to  the  Commissioner  of  Patents^  in 
accordance  with  law. 
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[Coart  of  Appeals  of  the  District  of  Colambla.] 

McKiUiOP  V.  Fetzeb. 

Decided  June  9,  1908, 

136  O.  a,  1770;  31  App.  D.  C,  586. 

iNTEBFiasNcv—OBiGiNALiTT— Delay  in  Filino  Appucation. 

Where  the  queBtion  Is  one  of  originality  and  the  relation  of  employer  and 
employee  existB  between  the  parties,  the  fiict  that  the  jnnior  party,  who 
was  the  employee,  did  not  file  his  application  till  nearly  a  year  after  he 
knew  of  the  issuance  of  the  senior  party's  patent  and  has  given  no  excuse 
for  such  delay  justifies  resolving  any  doubt  as  to  who  was  the  originator 
of  the  invention  against  him. 

Mr.  C.  F.  Burton  for  the  appellant. 

Mr.  L.  S.  Bacon  and  Mr.  J.  H.  MUans  for  the  appellee. 

BoBB,  J.: 

This  is  an  interference  proceeding  and  involves  an  alleged  im- 
provement for  grain-drills.  The  issue  is  stated  in  fifteen  counts,  but 
we  think  the  following  amply  sufficient  for  the  purposes  of  this 
opinion : 

1.  A  foot  for  hopper  ends  formed  of  sheet  metal  struck  up  to  provide  oppositely- 
disposed  overlying  fianges,  and  a  reinforced-filling  intermediate  said  flanges. 

3.  A  hoppw  of  the  character  described  formed  partially  of  wood  and  par- 
tially of  sheet  metal,  the  sheet-metal  part  having  struck-up  portions  forming 
receiving  portions  for  securing  and  bracing  the  wooden  parts  in  place. 

8.  A  single-piece  sheet-metal  hopper  end  having  an  integral  struck-up  per- 
forated ear  flanged  exteriorly. 

18.  A  single-piece  sheet-metal  hopper  end  having  integral  struck-up  side  and 
top  flanges,  and  a  struck-up  exteriorly-flanged  perforated  ear  intermediate 
said  top  and  one  of  the  side  flanges,  the  flange  of  said  ear  merging  into  said 
top  and  side  flanges. 

Fetzer,  the  senior  party,  filed  an  application  October  22,  1904, 
which  ripened  into  a  patent  on  January  31,  1905.  McEallop,  the 
junior  party,  filed  his  application  April  30,  1906,  which  was  a  year 
and  three  months  after  the  issuance  of  a  patent  to  Fetzer,  and  about 
eleven  months  after  actual  knowledge  of  such  issuance. 

Prior  to  and  during  the  year  1904  Fetzer  was  secretary  and  gen- 
eral manager  of  the  McSherry  Mfg.  Co.,  manufacturers  of  agricul- 
tural machinery  including  grain-drills.  These  drills  as  then  manu- 
factured contained  cast-iron  ends  which  had  given  the  company 
some  trouble  in  shipment  owing  to  their  liability  to  breakage.  Fetzer 
and  the  company's  draftsman,  one  Moehring,  saw  a  pressed-steel 
hopper  in  Kansas  City  in  1901,  at  which  time  Fetzer  suggested  the 
idea  of  manufacturing  the  ends  of  their  grain-drills  of  pressed  steeL 
Early  in  1904  McKillop,  who  was  prominently  connected  with  the 
Comstock  Sash  Lock  &  Novelty  Co.,  manufacturers  of  pressed-steel 
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articles,  wrote  the  McSherry  Mfg.  Co.  soliciting  orders.  This  re- 
sulted in  April,  of  the  same  year,  in  a  visit  by  McKillop  to  the  office 
of  the  McSherry  Mfg.  Co.,  where  he  had  an  interview  with  Fetzer 
who  represented  his  company.  It  is  clearly  established  that  Fetzer 
then  suggested  to  McKillop  the  idea  of  manufacturing  drill  ends 
out  of  pressed  steel  and  that  McKillop  pronounced  the  idea  feasible. 
The  testimony  as  to  just  what  was  said  during  the  interview  is 
neither  clear  nor  convincing.  Certain  it  is,  however,  that  McKillop 
was  shown  a  cast-iron  drill  and  requested  to  get  out  a  duplicate 
sample  in  pressed  steel.  It  is  also  certain  that  as  the  result  of  this 
interview  such  a  sample  was  made  and  late  in  July  shipped  to 
Fetzer's  company.  The  first  sample  was  not  satisfactory  in  detail 
and  several  others  followed  before  perfection  was  attained.  In  the 
meantime  McKillop  again  visited  Fetzer,  and  the  subject  was  again 
under  discussion.  The  testimony,  however,  as  to  what  was  said  at 
the  second  interview  is  as  indefinite  as  the  testimony  concerning  the 
first  interview.  The  correspondence  between  Fetzer  and  McKillop 
during  this  period  has  been  introduced,  but  it  throws  little  light  on 
the  subject  other  than  to  establish  Fetzer's  evident  desire  to  hasten 
the  construction  and  perfection  of  the  drill-end  sample  and  certain 
other  parts  which  McKillop  was  to  make  in  pressed  steel. 

It  is  contended  on  the  part  of  Fetzer  that  he  imparted  to  McKillop 
not  only  the  broad  idea  embraced  in  the  invention  but  suggested  to 
him  the  various  modifications  and  changes  incident  to  the  change  in 
material. 

McKillop,  on  the  other  hand,  contends  that  Fetzer  did  nothing 
more  than  furnish  him  a  sample  of  the  old  construction  and  request 
him  to  duplicate  it  in  pressed  steel,  and  that  the  modifications  and 
changes  Which  were*  made  and  which  really  constitute  the  patentable 
features  of  the  issue  were  the  product  of  his  own  mind. 

It  will  thus  be  seen  that  the  question  presented  is  one  of  originality 
rather  than  of  priority  of  invention.  Each  of  the  three  tribunals  of 
the  Patent  Office  has  ruled  that  Fetzer  was  the  originator  of  the 
invention,  and  while  the  question  is  not  free  from  doubt  we  are 
inclined  to  concur.  We  are  impelled  to  this  conclusion  because  of 
the  relation  of  the  parties,  which  imposes  a  heavy  burden  upon  Mc- 
Killop; because  of  McKillop's  long  delay  in  filing  his  application 
after  he  had  actual  knowledge  of  the  issuance  of  Fetzer's  patent; 
and  because  Fetzer  possessed  expert  knowledge  of  grain-drills  and 
was  in  a  position  to  know  what  changes  would  be  necessary.  The 
decision  in  Kreag  v.  Geen  (C.  D.,  1907,  502;  127  O.  G.,  1581 ;  28  App. 
D.  C,  437)  is  apposite  here.  In  that  case  the  court,  by  Mr.  Chief 
Justice  Shepard,  said : 

The  relation  of  employer  and  employee  once  established,  the  law  is  well  settled 
that  when  ooe  conceives  the  principle  or  plan  of  an  invention,  and  employs 
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another  to  perfect  the  details  and  realise  his  conception,  though  the  latter 
may  make  valuable  improvements  therein,  such  improved  result  belongs  to  tlie 
employer.  •  •  •  As  before  declared,  it  is  not  our  province,  under  the  limita- 
tion of  the  Jurisdiction  conferred  upon  us  in  such  cases  as  this,  to  say  that  the 
improvement  was  the  result  of  mere  mechanical  skill  rather  than  of  invention. 

In  the  present  case  the  relation  of  employer  and  employee  is  estab-. 
lished.  McKillop  has  failed  to  explain  his  long  delay  in  asserting  his 
claims,  and  has  likewise  failed  to  overcome  the  burden  that  was 
upon  him. 

The  decision  of  the  Commissioner  is  affirmed.  The  clerk  of  the 
court  will  certify  this  opinion  and  the  proceedings  in  this  court  to 
the  Commissioner  of  Patents^  in  accordance  with  law. 


[Court  of  Appeals  of  the  DlBtrlct  of  Columbia.] 

Inrb  Whitb. 

Decided  June  9,  1908. 
136  O.  G.,  1771 ;  31  App.  D.  C,  Wt. 

1.  Patbntability—Phocess. 

A  claim  for  a  process  of  forming  metal  rings  which  differs  from  the 
references  merely  by  the  statement  that  a  bead  is  formed  centrally  of  the 
blank  Held  unpatentable. 

2.  Same — Samb — Fuitction  of  Machine. 

A  claim  for  a  process  Held  unpatentable  when  it  does  not  appear  that 
said  process  can  be  carried  out  by  any  other  means  than  that  invented  for 
such  purpose  by  appellant  and  for  which  he  has  obtained  a  patent. 

Mr.  L.  P.  Whitaker  for  the  appellant. 

Mr.  F.  A.  Tennant  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  claims  4  and  5  of  an  application  for  a  patent  for  a  process 
of  making  metal  rings  for  pipe-couplings. 

The  application  contained  five  claims  as  follows: 

1.  The  herein-described  process  of  forming  metal  rings  provided  with  flared 
ends  and  an  internal  bead,  which  consists  in  forming  a  skelp  having  a  central 
longitudinal  bead  on  one  face,  and  lateral  edges  inclined  toward  the  beaded 
face,  severing  said  skelp  and  forming  a  blank  therefrom  having  its  aids  parallel 
and  inclined  to  the  faces  thereof,  bending  the  blank  into  circular  form  with 
the  bead  on  the  inner  side  and  welding  the  ends  together,  flaring  the  ends  of 
the  ring  so  formed  and  bringing  its  Inclined  edges  perijendlcular  to  the  axis 
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of  the  ring  and  expanding  the  portions  of  the  ring  between  said  flared  portions 
to  bring  1}  to  a  true  circle  of  required  diameter. 

2.  The  herein-described  process  of  forming  metal  rings  having  an  internal 
bead,  and  flared  ends,  which  consists  in  forming  a  blank  consisting  of  a  fiat 
plate  of  a  width  substantially  equal  to  the  length  of  the  desired  ring,  and  a 
length  greater  than  the  periphery  thereof,  said  plate  being  provided  with  a 
lemgltudinal  bead  on  one  face,  and  having  its  edges  inclined  toward  Its  beaded 
face,  forming  the  blank  into  a  ring  with  the  bead  Inside  and  welding  the  ends 
together  and  then  flaring  the  ends  of  the  ring  outwardly,  and  bringing  said 
inclined  edges  perpendicular  to  the  axis  of  the  ring. 

3.  The  herein-described  process  of  forming  metal  middle  rings  for  pipe- 
couplings  which  consists  In  bending  a  plate  or  blank  having  Its  edges  Inclined 
toward  one  of  its  faces,  into  ring  form,  welding  the  ends  of  the  blank  together 
and  then  bending  marginal  portions  at  each  end  of  the  ring  outwardly  to  bring 
the  inclined  faces  thereof  perpendicular  to  the  axis  of  the  ring,  substantially 
as  described. 

4.  The  herein-described  process  of  forming  metal  middle  rings  for  pipe-coup- 
lings provided  with  an  internally-projecting  stop,  and  having  a  packing-recess 
at  each  end,  which  consists  in  forming  a  blank  consisting  of  a  flat  plate  having 
a  longitudinal  bead  located  centrally  on  one  side  of  the  same,  bending  said 
blank  into  the  form  of  a  ring,  with  the  bead  on  the  inside,  welding  the  ends 
of  the  blank  together,  and  then  bending  the  marginal  portions  of  the  ring  at 
each  end  thereof  bodily  outwardly  to  form  the  packing-recesses,  substantially 
as  described. 

5.  The  herein-described  process  of  forming  metal  middle  rings  for  pipe-coup- 
lings, which  consists  in  bending  a  plate  or  blank  into  ring  form,  welding  the 
ends  together  and  then  bending  marginal  portions  only  of  the  ring  at  each  end 
thereof  bodily  outwardly  out  of  line  with  the  central  portions  of  the  ring  be- 
tween said  marginal  portions,  substantially  as  described. 

The  Examiner  rejects  claims  1,  2,  4,  and  5,  and  allowed  daim  8. 
His  allowance  of  claim  8  was  on  the  ground  that  it  included  the  bevel- 
ing of  the  edges  in  the  flat  blank  in  order  to  bring  the  said  edges  in  a 
plane  perpendicular  to  the  axis  of  the  ring  after  the  flaring  operation. 
On  appeal  to  the  Examiners-in-Chief  they  affirmed  the  rejection  of 
the  remaining  claims.  The  Ciommissioner,  on  appeal,  reversed  this 
decision  as  to  claims  1  and  2,  and  affirmed  the  rejection  of  claims  4 
and  5.      He  said  that: 

Claim  3  having  been  allowed  because  It  Includes  the  limitation  that  the 
beveled  edges  of  the  flat  blank  are  inclined  toward  one  of  its  faces,  it  is  not 
believed  that  claims  1  and  2,  which  Include  this  limitation  and  also  the  limi- 
tation of  forming  a  blank  with  a  bead  thereon,  that  is,  claims  which  state  the 
process  by  which  the  exact  article  shown  is  made,  should  be  rejected. 

The  appealed  claims  4  and  5  were  rejected  on  Hambay's  patent 
April  19,  1887,  and  Boyd's  of  August  12,  1002. 

The  invention  consists  in  an  improved  method  or  process  of  manu- 
facturing the  middle  ring  of  a  pipe-coupling  similar  to  the  middle 
ring  shown  in  a  prior  patent  to  S.  R.  Dresser,  dated  July  2,  1880. 
This  middle  ring  or  sleeve  is  slipped  over  the  meeting  ends  of  plain 
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or  unthreaded  pipes,  and  is  provided  with  a  central  stop  in  the  f  oim 
of  an  annular  inwardly-projecting  bead  to  center  it  with  respect  to 
the  joint,  and  having  a  recess  at  each  end  to  receive  the  packing-rings 
of  rubber.  Clamping-rings  engage  the  outer  faces  of  the  packing- 
rings  and  are  compressed  by  bolts  which  compress  the  packing-rings 
and  produce  a  tight  joint  These  middle  rings  were  of  cast-iron  to 
which  there  was  objection  on  account  of  sand  holes  which  required 
testing  before  use,  and  became  more  or  less  liable  to  crack  under 
strains  thereby  causing  leaks  in  the  joints.  To  avoid  these  difficulties, 
Dresser  proposed  to  make  the  rings  of  wrought  iron  or  steeL  The 
problem  which  appellant  undertook  to  solve  for  Dresser,  who  is  the 
assignee  of  his  application,  was  to  produce  a  process  of  making  these 
middle,  wrought-metal  rings,  at  or  near  the  cost  of  the  ones  made  of 
cast-iron. 

The  steps  in  his  process  are  described  in  appellant's  brief  as  fol- 
lows: 

1.  A  ''skelp'*  or  bar  of  steel  or  wroushMcon  is  rolled  or  formed  conslsUiig  of 
a  long  flat  plate^  of  a  width  equal  to  the  length  of  the  middle  ring,  and  having 
on  one  fiice  a  longitodinally-disposed  central  rib  or  bead,  which  is  to  form  the 
centering-stop  in  the  finished  article. 

2.  A  section  of  this  skelp  is  bait  into  ring  torauwith  the  central  head  inMe, 
and  the  ends  of  the  section  are  united  by  welding  to  form  a  ring,  having  the 
iniemtU  eenteHng-stop. 

8.  Margjlnal  portions  of  this  ring  at  each  end  are  bait  hodUy  outward,  to  pro- 
duce the  packing-recesses,  to  receive  the  packing-rings. 

They  are  specifically  stated  in  the  brief  for  the  Commissioner  as 
follows: 

First  Forming  by  rolling  a  "sktip**  having  a  central  lomgitodlnal  bead  on 
one  fiice  and  the  lateral  edges  inclined  toward  the  beaded  fiice. 

Second.  Severing  the  skelp  in  such  a  manner  that  a  blank  is  formed  having 
beveled  and  parallel  ends  by  means  of  which  an  overlapping  welded  joint  may 
be  formed. 

Third.  Bending  the  blank  into  drcolar  form  with  a  bead  on  the  Inside  and 
its  inclined  edges  overlapping  and  welding  the  ends  together. 

Fourth.  Flaring  the  ends  of  the  ring  so  formed  and  bringing  its  Inclined 
edges  perpendicular  to  the  axis  of  the  ring. 

Fifth.  BhLpandlng  the  interior  portion  of  the  ring  to  a  true  circle  of  the 
required  sise. 

The  appellant  contends  that  he  is  entitled  not  only  to  the  claims 
for  the  process  of  making  the  rings  with  beveled  edgsa^  but  also  for 
the  process  of  making  them  without  Claim  4  omits  the  beveled 
edges,  or  the  lateral  edges  inclined  toward  the  beaded  face,  described 
in  claims  1,  2,  and  3,  and  the  argument  in  ite  support  is  that  because 
of  the  inner  bead  pf  the  blank  it  cannot  be  b^t  and  welded  (m  a 
straight  or  tepered  mandrel  as  !n  other  processes.  It  is  c<nitended 
that  the  ordinary  mandrel  would  have  to  be  grooved  to  receive  the 
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bead,  which  would  be  locked  therein.  As  Hambay^s  patent  calls  for 
a  bead  or  rib  at  the  end,  or  near  the  edge  of  the  ring,  it  is  said  to  be 
obvious  that  a  mandrel  can  be  made  for  bending  and  welding,  with  a 
reduced  outer  end  from  which  its  removal  can  be  made;  and  it  is 
declared  that: 

As  a  matter  of  fttct  the  appellant  was  obliged  to  devise  a  special  welding 
device^  for  which  he  has  been  granted  a  patent 

The  process  of  making  the  rings  of  wrought  metal  and  then  bend- 
ing, welding  and  truing  them  was  well  known,  and  the  alleged  nov- 
elty of  appellant's  process  consists  in  doing  this  with  blanks  having 
an  inner  bead  or  rib,  which  could  not  be  carried  out  on  an  ordinary 
mandrel,  or  one  with  the  reduced  outer  end  that  could  be  used  to 
accommodate  the  bead  in  Hambay's  construction.  No  other  way  is 
suggested  by  which  the  welding  can  be  successfully  done  than  by 
means  of  the  apparatus  which  the  appellant  has  patented  for  the 
purpose.    And  counsel  for  appellant  say  in  their  brief: 

No  "similar  process'*  is  disclosed. in  the  prior  art  patents,  and  no  process 
or  apparatus  has  been  disclosed  therein  which  could  be  used  to  produce  the 
appellant's  ring. 

As  was  said  in  America  Lava  Co.  v.  Steward,  (155  Fed.  Bep., 
781,738:) 

No  donbt  it  is  competent,  when  the  circumstances  permit  it,  for  an  inventor 
In  describing  a  machine  or  apparatus  which  he  has  devised  to  make  a  claim 
for  a  process  which  his  patented  device  is  capable  of  carrying  out  But  to 
entitle  him  to  do  this  the  process  must  be  one  capable  of  being  carried  out  by 
other  means  than  by  the  operation  of  his  patented  machine,  and,  unless  such 
other  means  are  known  or  within  the  reach  of  ordinary  skill  and  Judgment,  the 
patentee  is  bound  to  point  them  out;  for  unless  the  public  are  informed  by 
what  other  means  the  process  can  be  carried  out,  the  process  is  to  them  nothing 
else  than  the  operation  of  the  machine,  in  other  words,  the  exercise  of  its 
functions. 

The  function  of  a  machine  is  not  patentable.  {Riadon  Locomotive 
Works  V.  Medart.  C.  D.,  1895,  880;  71  O.  G.,  767;  158  IT.  S.,  68,  7^; 
Westmghouse  v.  Boyden  Power  Brake  Co.,  C.  D.,  1898, 443;  88  O.  G., 
1067;170U.  S.,  585,  587.) 

Gaim  5  which  omits  the  beaded  inner  ring  is  obviously  not  patent- 
able.   As  said  by  the  Primary  Examiner  : 

Flanging  of  pipes  is  a  very  common  operation,  and  if  the  finished  article  is  to 
have  a  flanged  end,  as  in  this  case,  no  invention  was  required  to  flange  it  by 
an  ordinary  method. 

The  decision  wiU  therefore  be  affirmed.  It  is  so  ordered,  and  that 
this  decision  be  certified  to  the  Commissioner  of  Patents. 
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[Court  of  Appeals  of  the  District  of  Colombia.] 

Mead  v.  Davis  and  Vabnet. 
Decided  June  9,  1908. 

186  O.  6m  2001;  81  App.  D.  O,  SOa 

1.  Intebfebencb—Pbiobity— Diligence. 

Wbere  the  inventor  of  an  apparatns  for  supporting  insulating  OTerliead- 
troUey  conductors  wliich  are  utilised  for  supplying  liigli-voltage  energy  to 
liigh-speed  alternating-current  electric  railways  is  not  in  a  position  to  make 
an  actual  test  of  his  invention,  and  the  company  which  employs  him  is 
likewise  not  in  a  position  to  make  such  a  test,  he  cannot  be  held  lacking 
in  diligence  in  reducing  his  invention  to  practice  between  March,  1904, 
and  December  2,  1904,  where  he  approached  a  railway  company  in  March 
and  endeavored  to  have  his  inv^itlon  tried  out,  ordered  an  insulator  which 
was  one  of  the  essential  features  of  the  apparatus  and  received  the  same 
in  October,  procured  a  visit  from  the  officers  of  another  electric  railway 
company  in  September,  and  early  in  December  attached  a  crude  apparatas 
to  the  fence  in  the  fiictory-yard  to  see  how  it  would  appear  and  operate. 

2.  Samb— Sami>~Delat  in  Filing  Application  Pebmittkd. 

The  inventor  is  entitled  to  a  reasonable  time  to  perfect  his  invention 
before  applying  for  a  patent,  and  what  is  a  reasonable  time  is  d^wndent 
upon  the  circumstances  of  the  particular  case. 

Mr.  F.  T.  Brown  and  Mr.  F.  A.  Hopkins  for  the  appellant. 
Mr.  W.  O.  Carr  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  having  the  following  issue  in  seventeen 
counts: 

1.  In  an  overhead  structure  for  electric  railways,  the  combination  with  a  pole 
and  an  arm  projecting  laterally  therefrom,  an  inclined  brace-rod  between  said 
arm  and  said  pole,  insulators  adjustably  mounted  upon  the  laterally-projecting 
arm,  a  messenger-cable  8UiH>ended  from  one  of  said  insulators,  a  trolley-con- 
ductor suspended  from  said  messenger-cable  and  a  steadying-rod  extending 
l>etween  the  trolley-conductor  and  the  other  insulator. 

2.  In  an  overhead  structure  for  electric  railways,  a  troUej-condQCtor,  a 
messenger  wire  or  cable  from  which  the  trolley-conductor  is  suspended,  a 
supporting  structure  embodying  adjustable  insulators,  means  for  suspending 
the  messenger  wire  or  cable  from  one  of  said  insulators,  and  a  steadying-rod 
between  the  trolley-conductor  and  the  other  insulator. 

3.  The  combination  with  an  approximately  horizontal  rod  or  bar,  of  a  dr- 
cumferentially  grooved,  tubular  insulator  that  is  so  mounted  upon  said  am 
or  bar  as  to  be  longitudinally  adjusbible,  and  means  for  detachably  clamping 
the  insulator  in  any  position  to  which  it  may  be  adjusted. 

4.  The  combination  with  a  clrcumferentially  grooved  iBsnlator  having  a 
hole  extending  longitudinally  through  it,  of  a  supporting  member  of  leas 
diameter  than  said  hole  upon  which  the  insulator  is  mounted  and  means  for 
clamping  the  insulator  in  any  position  to  which  it  may  be  longitudinally 
adjusted. 
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6.  A  cylindrical  porcelain  insulator  for  an  electric  conductor  having  one  or 
more  circumferential  grooves  and  provided  witb  means  for  so  clamping  it  to 
an  internal  support  that  it  may  be  longitudinally  adjusted  thereon. 

fL  A  tubular  insulator  having  circumferential  ridges  and  means  for  so 
clamping  it  to  a  supporting  arm  or  bar  that  It  may  be  longitudinally  adjustable. 

7.  In  a  suspension  device  for  trolley  or  other  wires  or  conductors,  an  arm  or 
bracket,  an  insulator  sleeved  thereon,  a  trolley  or  other  wire  or  conductor 
supported  by  said  insulator,  and  an  Insulated  brace-rod  connected  to  said 
wire  or  conductor. 

8.  In  a  suspension  device  for  trolley  or  other  wires  or  conductors,  an  arm  or 
bracket,  an  insulator  sleeved  upon  said  arm  or  bracket,  a  trolley  or  other 
wire  or  conductor  supported  by  said  Insulator,  an  auxiliary  insulator,  and  a 
brace-rod  connected  to  said  auxiliary  insulator  aud  to  said  wire  or  conductor. 

9.  In  a  suspension  device  for  trolley  or  other  wires  or  conductors,  an  arm  or 
bracket,  an  insulator  sleeved  thereon,  an  auxiliary  insulator  also  sleeved  upon 
said  arm  or  bracket,  a  trolley  or  other  wire  or  conductor  supported  by  said 
flrst-mentloned  insulator,  and  a  brace-rod  conne^ed  respectively  to  said 
auxiliary  insulator  and  to  the  trolley  or  other  wire  or  conductor. 

10.  In  a  suspension  device  for  trolley  or  other  wires  or  conductors,  an  arm 
or  bracket,  an  insulator  sleeved  thereon,  a  messenger-wire  supported  by  said 
insulator,  a  trolley  or  other  wire  or  conductor  suspended  from  said  messenger- 
wire^  an  auxiliary  insulator,  and  a  brace-rod  respectively  connected  to  said 
auxiliary  insulator  and  said  trolley  or  other  wire  or  conductor. 

11.  In  a  suspension  device  for  trolley  or  other  wires  or  conductors,  an  arm 
or  bracket;  means  for  supporting  the  same,  an  insulator  carried  by  said  arm 
or  bracket,  a  messenger-wire  supported  by  said  insulator,  a  trolley  or  other 
wire  or  conductor  suspended  from  said  messenger-wire,  an  auxiliary  insulator 
also  mounted  on  said  arm  or  bracket,  and  a  brace-rod  respectively  connected 
to  said  auxiliary  insulator  and  to  said  trolley  or  other  wire  or  conductor. 

12.  The  combination  with  a  supporting-post,  an  arm  or  bracket  supijorted  at 
one  end  by  said  post  a  brace  connecting  said  arm  or  bracket  and  poet,  an 
Insulator  sleeved  upon  the  free  end  of  said  arm  or  bracket,  a  trolley  or  other 
wire  or  conductor  supported  from  said  insulator,  and  means  for  bracing  said 
trolly  or  other  wire. 

13.  Tlie  combination  with  a  8upportlng*poBt,  an  arm  or  bracket  supported  at 
one  end  upon  said  post,  a  brace  connecting  said  arm  or  bracket  and  said  post, 
an  insulator  sleeved  upon  said  arm  or  bracket  a  messenger-wire  supported  by 
said  insulator,  a  trolley  or  other  wire  or  conductor  suspended  from  said  mea- 
aenger-wire,  and  means  for  bracing  said  trolley  or  other  wire  or  conductor. 

14.  In  a  suspension  device  for  trolley- wires  or  other  conductors,  an  arm  or 
bracket  and  means  for  supporting  the  same,  in  combination  with  a  sleeve  com- 
posed of  insulating  material  into  which  said  bracket  passes,  means  passing 
around  said  sleeve  for  supporting  a  trolley-wire  or  conductor,  and  adjustable 
means  on  the  bracket  for  holding  the  sleeve  against  longitudinal  movement 
thereon. 

15.  In  a  suspension  device  for  trolley-wires  or  other  conductors,  an  arm  or 
bracket,  means  for  supporting  tlie  same,  In  combination  with  a  sleeve  composed 
of  insulating  material,  and  through  which  said  bracket  passes,  the  outer  or 
free  end  of  said  bracket  being  of  uniform  diameter,  whereby  the  sleeve  may 
be  adjusted  longitudinally  on  said  arm,  the  sleeve  having  means  for  support- 
ing a  trolley-wire  and  holding  the  wire  against  movement  longitudinally  of  the 
sleeve,  and  adjustable  means  for  lioldlng  the  sleeve  against  movement  longi- 
tudinally on  said  arm.  ^^  ^ 
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16.  In  a  Buspension  device  for  trolley-wireB  or  other  condiictora,  an  arm  or 
bracket,  and  means  for  supporting  the  same  In  substantially  a  horlsontal  posi- 
tion, in  combination  with  a  sleeve  composed  of  insulating  material,  through 
which  said  arm  passes,  the  outer  or  free  end  of  said  arm  being  of  smaller 
diameter  than  the  passage  through  the  sleeve,  whereby  the  sleeve  may  be 
slipped  over  the  outer  end  of  the  arm  after  the  arm  is  fixed  in  place,  or  may 
be  removed  therefrom,  and  means  for  holding  the  sleeve  against  longitudinal 
movement  on>  the  arm. 

17.  In  a  suspension  device  for  trolley-wires  the  combination  with  a  support- 
ing-post, of  a  bracket-support  at  one  end  of  said  post,  a  brace-rod  supporting 
said  bracket  on  the  post,  an  insulator  sleeved  upon  the  free  end  of  said 
bracket,  a  messenger-wire  supported  by  said  sleeve  nnd  a  trolley-wire  or  other 
conductor  suspended  from  said  messenger-wire. 

The  invention  of  the  issue  is  designed  for  supporting  insulating 
overhead-trolley  conductors  which  are  utilized  for  supplying  high- 
voltage  energy  to  high-speed  altwnating-current  electric  railways^ 
and  embodies  a  specific  arrangement  of  an  adjustable  insulator,  and 
supports  by  means  of  which  the  trolley-wire  is  held  in  a  position 
over  the  middle  of  and  substantially  parallel  with  the  track.  As 
stated  by  the  Examiners-in-Chief,  the  counts  may  be  arranged 
roughly  in  two  groups  or  divisions,  one  embracing  counts  3,  4,  5,  6, 
14,  15,  16,  and  17,  and  the  other  the  remaining  counts.  The  first- 
named  group  does  not  require  means  for  bracing  the  trolley-con- 
ductor, defined  in  some  of  the  counts  on  the  steadying  or  brace  rod, 
while  the  second  does. 

It  is  admitted  that  the  real  parties  in  interest,  as  the  owners  of  the 
invention,  claimed  respectively,  are  the  Ohio  Brass  Company  and 
the  Westinghouse  Electric  and  Manufacturing  Company.  Davis 
and  Varney  are  engineers  in  the  employ  of  the  Westinghouse  Com- 
pany, and  their  application  was  filed  October  19,  1904.  Mead  is  the 
engineer  of  the  Ohio  Brass  Company,  and  filed  December  2,  1901. 
In  their  preliminary  statement,  Davis  and  Varney  allege  the  con- 
ception of  count  1  and  disclosure  "  between  the  8th  day  of  April  and 
the  5th  day  of  August,  1904,"  and  reduction  to  practice  "between 
the  5th  day  of  August  and  the  1st  day  of  October,  1904."  They 
allege  that  counts  5  and  6  were  conceived  and  disclosed  "  between  the 
1st  day  of  March  and  the  6th  day  of  April,  1904,"  and  reduced  to 
practice  "  between  the  6th  and  30th  days  of  April,  1904."  The  con- 
ception and  disclosure  of  counts  2,  3,  4,  and  7  to  17  inclusive  are 
alleged  as  "  between  the  1st  day  of  March  and  the  20th  of  June, 
1904;"  reduction  to  practice  "  lietween  the  20th  day  of  June  and  the 
15th  day  of  July,  1904." 

Mead's  preliminary  statement  alleges  the  conception  of  the  inven- 
tion embraced  in  counts  1,  3,  4,  5,  6, 14,  15,  16,  and  17  "  in"  the  latter 
part  of  February,  1904,"  and  of  counts  2,  7,  8,  9,  10,  It,  12,  and  13 
'^in  March,  1904."    He  alleged  disclosure  of  the  first  group  with 
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sketches  *^on  or  before  the  second  day  of  March,  1904,"  and  the 
making  of  a  drawing  of  the  same  ^'  on  the  8d  day  of  March,  1904." 
He  alleged  the  disclosure  of  the  second  group  ''in  the  month  of 
March,  1904."  He  further  alleged  the  disclosure  of  the  entire  issue 
''to  Harry  P.  Davis  and  others  connected  with  the  Westinghouse 
Company  in  the  spring  or  early  summer  of  1904."  He  further  al- 
leged the  completion  of  a  full-sized  operating  device  capable  of  being 
used  for  the  purposes  intended,  in  December,  1904,  and  the  subse- 
quent manufacture  and  sale  of  several  hundred  of  the  devices  em- 
bodying the  counts  of  the  issue. 

The  Examiner  of  Interferences  found  that  Mead  had  the  drawing 
made  on  March  3,  1904,  which  illustrates  a  horizontal  arm  attached 
to  a  pole,  an  adjustable  insulator  thereon,  and  a  brace  for  the  arm ; 
and  tiiat  he  had  a  conception  of  all  the  counts  by  the  last  of  March, 
1904.  He  awarded  conception  to  Davis  and  Vamey  as  to  all  counts 
as  early,  at  least,  as  April  21,  1904.  He  then  held  that  Mead  had 
failed  to  show  disclosure  of  the  invention  to  Davis  and  Vamey  in 
April,  1904,  as  alleged ;  that  he  had  not  reduced  to  practice  prior  to 
his  filing  date  of  December  2,  1904 ;  and  that  he  was  not  diligent  in 
the  prosecution  of  his  invention  at  the  time  when  Davis  and  Vamey 
entered  the  field.    He,  therefore,  awarded  priority  to  the  latter. 

The  Examiners-in-Chief  held  that  Mead  was  the  first  to  conceive 
as  to  counts  3,  4,  6,  6,  14,  16,  16,  and  17.  That  Davis  and  Vamey 
conceived  as  to  all  counts,  save  No.  1,  as  early  as  April  21,  1904,  as 
to  count  1,  as  early  as  July  20,  1904.  They  found  that  the  evidence 
was  insuJKcient  to  show  that  Davis  and  Vamey  obtained  their  in- 
formation from  Mead,  and  also  that  Mead  was  lacking  in  diligence. 
They,  therefore,  affirmed  the  decision  of  the  Examiner  of  Interfer- 
ences. 

The  Commissioner  after  reviewing  the  previous  decisions  said : 

The  record  before  us  leaves  no  doubt  that  Mead  was  the  first  to  conceive 
the  Invention  but  the  last  to  reduce  the  same  to  practice,  and  this  seems  not 
to  be  questioned. 

He  found,  however,  that  Mead  was  lacking  in  diligence.  He 
found  it  unnecessary  to  determine  the  exact  date  of  conception  by 
Davis  and  Vamey  which  he  said  occurred  some  time  before  July  11, 
1904.  He  also  held  the  evidence  insufficient  to  show  communication 
by  Mead  to  Davis  and  Vamey,  and  affirmed  the  decision  in  their 
fcivor. 

Without  reviewing  the  evidence  on  the  point,  we  concur  in  the 
finding  that  Mead  was  the  first  to  conceive  the  invention  of  the  issue. 

Arthur  L.  Wilkinson,  the  secretary  of  the  Ohio  Brass  Company, 
testified  to  calling  upon  L.  A.  Osborne,  fourth  vice-president  of  the 
Westinghouse  Electric  and  Maniifacturing  Company,  on  April  5, 
1904;  that  they  conversed  in  regard  to  the  new  feature  of  high 
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voltage  then  beginning  to  attract  attention;  and  that  he  told  him 
of  Mead's  invention.  A  suggestion  was  made  that  there  should  be 
a  conference  between  their  respective  engineers.  Osborne  denied 
that  the  invention  was  communicated,  but  said  that  the  conversation 
had  relation  only  to  the  sale  by  the  Ohio  Brass  Company  of  certain 
of  its  overhead  constructions  as  shown  in  its  catalogue,  eta  On 
April  15,  1904,  Osborne  wrote  to  C.  K.  King,  vice-president  of  the 
Ohio  Brass  Company,  saying: 

Referring  to  our  conyersation  to-day  on  the  matter  of  overhead  troUey  ma- 
terial, and  to  your  suggestion  that  your  engineers  meet  with  our  engineer  to 
discuss  the  subject;  I  have  to  advise  that  our  Mr.  Davis  win  be  glad  to  see 
your  Mr.  Mead  here  one  week  from  to-4ay,  that  is,  the  22d  Inst 

This  meeting  was  held  as  arranged.  Mead  says  that  he  then 
showed  his  drawing  of  March  3,  1904,  to  Davis,  and  also  marked  on 
it  showing  the  additional  features,  the  drawing  for  which  had  not 
then  been  made,  though  in  the  hands  of  the  draftsman.  Davis  denied 
that  a  drawing  was  shown  him  or  any  explanation  made.  He  says 
that  the  conversation  related  to  low-voltage  currents,  and  to  Mead^s 
desire  to  influence  him  to  reconunend  that  the  two  companies  join  in 
the  development  of  material  for  high-voltage  currents.  That  Mead 
stated  he  would  like  to  submit  some  designs  for  high-tension  material, 
to  which  witness  agreed.  Mead  left,  '^  stating  that  as  soon  as  these 
plans  were  developed  he  would  advise  me  and  return  with  them.'' 
That  nothing  was  again  heard  from  Mead  until  June  or  July  when 
he  showed  some  sketches,  very  elementary  in  character,  showing  a 
sleeve  type  of  insulator.    This — 

resembled  so  closely  those  which  we  had  developed  I  felt  confident  that  some 
information  had  been  given  to  him  of  our  designs.  As  we  had  already  com- 
pleted designs,  manufactured  models,  and  had  a  complete  line  of  details  de- 
veloped and  in  process  of  manufacture,  and  had  had  a  sample  of  the  construc- 
tion erected  for  some  months,  I  felt  that  It  was  waste  of  time  on  both  his  part 
and  my  own  to  carry  the  matter  along  farther.  I,  therefore,  did  not  go  into 
details  with  him,  but  only  briefly  discussed  his  plans  and  brought  the  Interview 
to  a  close. 

There  was  no  third  person  present  at  any  of  these  interviews,  and 
the  burden  is  upon  Mead  to  show  what  occurred. 

In  this  conflict  of  statements  there  are  circumstances  which  tend  to 
corroborate  the  evidence  of  Wilkinson  and  Mead.  The  invention  was 
known  to  Wilkinson  when  he  visited  Osborne,  because  he  had  seen 
and  had  explained  to  him  the  completed  drawing  of  March  3, 1904. 
If  the  sole  object  of  his  interview  was  an  arrangement  for  supplying 
his  well-known  materials,  no  reason  appears  why  the  matter  should 
have  been  referred  to  the  engineer  for  investigation  and  considera- 
tion, instead  of  to  the  purchasing  agent.  Nor  does  it  appear  why 
Osborne  and  Wilkinson  were  not  competent  to  settle  such  a  matter 
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without  the  intervention  of  the  engineers.  On  the  other  hand,  it  was 
quite  natural  to  refer  to  the  engineers  any  matter  of  contemplated 
construction  and  introduction. 

Mead  was  in  full  possession  of  the  invention,  and  it  was  one  that 
his  company  was  not  prepared  to  put  in  actual  practice.  The  best 
that  it  could  do  was  to  have  the  matter  taken  up  by  some  one  operat- 
ing or  controlling  a  railway,  and  then  manufacture  and  furnish  the 
several  items  of  construction.  Mead  had,  in  March,  explained  his 
plans  to  parties  engaged  in  constructing  a  railway,  in  which  the 
Westinghouse  Company  was  in  some  way  concerned.  There  was 
every  reason,  therefore,  why  he  should  take  his  drawing  with  him 
for  exhibition  to  Davis,  and  none  why  he  should  have  concealed  it. 
And  if  the  purpose  was  to  secure  a  contract  for  making  new  mate- 
rial, there  is  no  reason  why  Davis  should  have  concealed  his  inven- 
tion, especially  on  July  11,  1904,  when,  as  he  said,  the  patterns  were 
being  made4  We  do  not  find  it  necessary,  however,  in  view  of  our 
conclusion  as  to  the  diligence  of  Mead,  to  determine  this  issue. 

We  cannot  agree  with  the  Commissioner  that  Mead,  having  been 
the  first  to  conceive  the  invention,  has  lost  his  right  to  a  patent  for  it 
by  reason  of  negligence.  The  question  of  what  is  due  diligence  is  a 
question  of  mixed  law  and  fact.  There  is  no  hard  and  fast  rule  by 
which  to  determine  its  existence  in  a  particular  case.  It  must  be 
determined  by  all  the  facts  and  surrounding  circumstances  in  the 
particular  case.  {O'ConneU  v.  Schmidt^  C.  D.,  1906,  662;  122  O.  G., 
2065;  27  App.  D.  C,  77,  82.)  The  Ohio  Brass  Company  was  in  no 
condition  to  make  a  practical  test  of  the  invention  under  conditions 
of  actual  use.  It  had  no  electrical  railway  plant  and  no  interest  in 
or  control  over  one.  The  most  it  could  do  was  to  obtain  its  trial  and 
adoption  by  some  one  constructing  or  controlling  an  electric  railway 
using,  or  proposing  to  use,  the  high-voltage  alternating  current.  In 
March,  after  his  drawing  had  been  made,  Mead  applied  to  the  par- 
ties constructing  the  Indianapolis  and  Cincinnati  Electric  Railway 
to  have  them  try  his  invention.  They  had  one  of  their  own  in  con- 
templation which  they  preferred  to  try,  and,  moreover,  told  Mead 
that  the  material  used  by  them  must  first  be  approved  by  the  West- 
inghouse Ccnnpany.  Passing  by  the  interview  with  the  Westing- 
house  people,  it  appears  that  an  attempt  was  made  to  find  some  others 
engaged  in  the  railway  business  who  would  use  the  invention;  but 
without  success.  The  Ohio  Brass  Company  was  not  engaged  in  man- 
ufacture of  porcelain,  and  in  July  concluded  to  have  the  adjustable 
insulators  made.  They  gave  an  order  to  the  Locke  Porcelain  Co. 
to  make  some,  which  were  delivered  in  October,  1904.  In  September, 
1904,  they  procured  a  visit  from  the  officers  of  an  electric  road  at 
Atlanta  and  tried  to  get  them  to  adopt  the  invention.    As  they  did 
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not  intend  to  use  more  than  1,000  or  2,000  volts,  they  thought  it  was 
unnecessary  as  it  was  more  expensive  than  the  old  form  for  low 
voltage.  Early  in  December  they  attached  arms  to  a  fence  in  the 
factory  and  put  on  their  adjustable  insulator  with  a  view  to  see  how 
it  would  appear  and  operate  in  that  way  without  wires  and  electric 
current.  Early  in  1905,  they  manufactured  and  sold  some  of  the 
appliances  to  the  West  Shore  Railway,  none  of  which  have  been  re- 
ported as  unsatisfactory.  That  it  was  no  easy  matter  to  manufacture 
and  put  the  new  invention  in  operation  appears  from  the  fact  that 
the  Westinghouse  people,  though  claiming  invention  early  in  April, 
did  not  put  it  to  actual  test  on  their  ^' interworks*  railway  "  until 
August  or  September.  They  first  put  it  up,  as  their  testimony 
tended  to  show,  in  a  building  without  using  a  current,  and  when  it 
was  used  on  the  interworks  railway,  two  sections  of  the  road  were 
equipped  with  other  devices,  one  of  which  was  that  devised  by  Jones 
for  use  on  the  Indianapolis  and  Cincimiati  Railway,  before  referred 
to.  The  conditions  presented  by  the  evidence  in  this  case  make  it 
quite  different  from  those  in  Laa»  <6  Spanenberg  v.  Scotty  (C.  D., 
1906,  621;  122  O.  G.,  352;  26  App.  D.  C,  354,  861,)  which  the  Com- 
missioner cited  in  support  of  his  conclusion.  In  that  case,  the  device 
was  a  comparatively  simple  one  that  could  have  been  quickly  made. 
Scott  had  sufficient  means  for  the  purpose,  and  was  engaged  in 
making  some  other  inventions.  From  May  12,  1902,  until  late  in 
the  fall  of  1903,  he  did  nothing.  For  more  than  a  year  before 
his  rival  entered  the  field,  he  had  done  nothing  but  attempt  to 
induce  Walker,  a  capitalist,  to  join  him  in  the  exploitation  of  the 
invention.  Walker  was  not  wiUing  to  undertake  it  before  October, 
1908,  when  he  agreed  to  a  plan  that  was  completed  in  December. 
Scott  had  sufficient  means  of  his  own  to  exploit  the  invention,  though 
not  on  the  large  scale  which  he,  perhaps,  contemplated  with  the  aid 
of  Walker.    For  this  reason,  he  was  held  wanting  in  due  diligence. 

It  is  true  that  Mead  might  have  gone  into  the  Patent  Office  and 
preserved  his  rights  by  constructive  reduction  to  practice.  As  the 
invention  was  intended  to  apply  in  a  business  then  beginning  to  de- 
velop,  he  was  entitled  to  a  reasonable  time  to  perfect  his  invention 
before  asking  for  a  patent.  The  case  of  Seeherger  v.  Dodgcy  (C.  D., 
1905,  603;  114  O.  G.,  2382;  24  App.  D.  C,  476,)  also  cited  by  the 
Commissioner,  holds  that  where  an  inventor  cannot  reasonably  reduce 
to  actual  practice,  he  should  show  diligence  by  applying  for  a  patent 
It  was  said  there : 

Granting:  the  contention,  thnt  actual  reduction  to  practice  is  preferable  to  that 
which  is  constructive,  merely,  as  more  to  the  Interest  of  the  public,  and  that 
reasonable  indulgence  ought  to  be  extended  to  one  pursuing  that  coarse  In  good 
faith,  yet  when  the  construction  of  an  experimental  device~4nvolT6B  so  great 
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cost  and  risk  that  an  inventor,  though  poaaeflaed  of  aufflclent  meana,  may  well 
hesitate  to  undertake  the  aame  at  hia  own  expense,  due  diligence  requires  that 
he  should  then  attempt  to  secure  his  right  and  promote  the  public  interest  by 
filing  an  application  for  a  patent. 

What  was  then  said  must  be  considered  in  connection  with  the  facts 
to  which  it  applied.  The  invention  was  of  a  very  expensive  device 
known  as  an  escalator.  Seeberger  was  a  man  of  means  and  might 
have  buiH  and  operated  one;  but  the  expense  was  so  great  that  it  was 
hardly  reasonable  to  do  so  imder  the  circumstances.  He  had  con- 
ceived the  invention  in  May,  1895,  and  shortly  thereafter  had  a  com- 
pleted drawing.  His  evidence  tended  to  show  that  he  had  tried  at 
various  times  to  have  his  escalator  constructed  and  put  in  public  use, 
but  without  success.  He  was  interested  in  other  patents,  two  of 
which  he  had  applied  for  himself,  one  in  December,  1895,  and  the 
other  May  19,  1896.  He  had  purchased  an  interest  in  Wheeler's 
patent.  In  this  instance  he  delayed  filing  until  October  22,  1901, 
while  his  rival  had  filed  on  January  22, 1898.  He  had  seen  Dodge's 
device  in  December,  1897,  and  had  some  talk  with  him  about  imiting 
their  interests.    In  conclusion,  the  Court  said : 

The  ftiilure  of  Seeberger  to  make  an  application  before,  and  especiaUy  after 
aeetaig  Dodge's  device  and  hearing  hia  statement,  can  only  be  attributed,  in  our 
opinion*  to  his  confidence  in  the  scope  of  the  Wheeler  patents.  He  owned  one- 
half  of  the  later  one  of  these  by  assignment  made  before  issue,  and  In  June,  1896, 
purchased  a  half  Interest  in  the  earlier  one.  He  made  the  last  purchase  because 
he  had  been  advised  that  it  was  "  necessary  in  order  to  control  the  field.'*  And 
so  essential  to  his  interests  did  he  regard  the  ownership  of  this  patent  that  on 
August  13,  1896,  he  secured  an  option  to  secure  Wheeler's  remaining  interest, 
which  was  finally  exercised  in  1897.  For  obvious  reasons,  his  confidence  in  the 
dominating  scope  of  the  Wheeler  patents  is  no  excuse  for  delay.  {Piatt  v. 
Shipley,  C.  D.,  1898,  307 ;  82  O.  G.,  461 ;  11  App.  D.  C,  576,  583.) 

In  the  case  at  bar  nine  months,  less  one  day,  elapsed  between  the 
date  of  the  first  drawing  on  March  3,  1904,  and  the  date  of  filing. 
The  second  drawing  c(»npleting  the  entire  invention  of  the  issue  was 
not  completed  until  April.  During  the  interval,  efforts  were  made 
to  secure  the  introduction  of  the  invention,  which,  under  all  the  cir- 
cumstances, we  think  constituted  sufficient  diligence  to  entitle  him  to 
the  benefit  of  his  earlier  conception.  The  facts  and  circumstances 
bring  the  case  more  nearly  within  the  ruling  made  in  O^Connell  v. 
Schmidt  (C.  D.,  1906,  662;  122  O.  G.,  2065;  27  App.  D.  C,  77,  82) 
than  that  in  the  other  cases  mentioned.  Probably,  had  Davis  inti- 
mated to  Mead,  at  their  last  meeting  in  July,  1904,  that  he  had  con- 
ceived the  invention,  the  latter  might  have  filed  an  earlier  application. 

We  think  it  was  error  to  award  priority  to  Davis  and  Vamey,  and 
the  decision  will  be  reversed,  and  priority  awarded  to  Mead.  It  is  so 
ordered,  and  that  the  clerk  certify  this  decision  to  the  Commissioner 
of  Patents.    Reversed.  Digitized  by  Google 
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[Orart  of  Appeals  of  the  District  of  Colnsibls.] 

LiNDMABK  V.  HODOKINSON. 

DeoUled  June  16,  1908. 

187  O.  G^i,  228.    31  App.  D.  C,  612. 

1.  Pbrhott— Right  of  ▲  Pabtt  to  Make  ▲  Claim. 

In  awarding  priority  of  invention  tbe  right  of  a  party  to  make  a  claim 
may  be  considered  as  an  ancillary  question ;  but  wbere  three  tribunals  of 
the  Patent  Office  have  concurred  in  answering  the  question  in  the  aflSrma- 
tive  the  court  will  follow  them  unless  a  maniftet  error  has  been  committed. 

2.  CoNSTBUcnoN  OF  Claiics. 

A  limited  construction  will  not  be  put  upon  the  terms  of  a  claim  where 
it  appears  that  the  art  is  comparatively  new  and  the  terms  used  have  not 
acquired  a  fixed  and  definite  meaning  therein. 

Mr.  George «/.  Harding  and  Mr.  Frank  S.  Busser  for  the  appellant. 
Mr.  Melville  Church  and  Mr.  Jonathan  S.  Green  for  the  appellee. 

BoBB,  J.: 

This  is  an  appeal  by  Lindmark  from  three  concurrent  and  adverse 
decisions  of  the  Patent  Office  tribunals  in  favor  of  Hodgkinson,  and 
involves  an  apparatus  or  device  for  governing  the  speed  and  powei 
of  compound  steam-turbines.    The  issue  is  thus  stated : 

1.  In  combination  with  an  elastic^fluid-turbine  wheel,  a  device  for  controlling 
the  admission  of  live  working  fluid  to  the  inlet  of  said  wheel,  a  device  for  con 
trolling  tlie  admission  of  live  working  fluid  to  the  outlet  of  said  wlieei  and 
means  controlled  by  said  wheel  for  operating  said  devices  to  vary  the  stetm- 
pressure  exerted  by  said  fluid  respectively  on  the  opiKwite  sides  of  said  wheel. 

2.  In  combination  with  an  elastic-fluid-turbine  wheel,  means  for  admitting 
live  working  fluid  simultaneously  to  both  sides  of  said  wheel,  and  a  device 
governed  by  the  speed  of  said  wheel  for  regulating  the  admission  of  said  fluid 
to  the  exhaust  side  of  imid  wheel. 

8.  In  combination  with  an  elastic-fluid-turbine  wheel  and  its  endortng  casing, 
a  valve  for  admitting  live  working  fluid  to  the  inlet  side  of  said  wheel,  a  valre 
for  admitting  live  working  fluid  to  the  exhaust  side  of  said  wheel  and  means 
controlled  by  said  wheel  for  governing  the  said  valves. 

4.  In  combination  with  an  elastic-fluid-turbine  wheel  and  its  oiclosing  casing. 
a  valve  for  admitting  fluid  to  the  inlet  of  said  wheel,  a  valve  for  admitting  fluid 
to  said  casing  on  the  exhaust  side  of  said  wheel,  and  means  controlled  by  said 
wheel  for  governing  said  valves,  the  said  means  being  constructed  and  amnge<I 
to  throttle  the  valve  communicating  with  the  exhaust  side  prior  to  tliroCtling 
said  inlet-valve. 

A  patent  was  granted  Lindmark,  who  is  a  foreigner,  May  17, 1904, 
on  an  application  filed  June  27,  1902.  On  October  4,  19M,  Hodg- 
kinson filed  jin  application  for  the  reissue  of  his  patent  granted  Feb- 
ruary 9, 1904,  on  an  application  filed  May  24, 1^02. 

It  is  earnestly  and  ably  contended  by  Lindmark^s  counsel  that 
Hodgkinson  is  not  an  inventor  of  the  subject-matter  of  the  issue,  and 


DECISIONS  OF  UNITED  STATES  GOTJBTS  IN  PATENT  CASES.       541 

that,  therefore,  he  has  no  right  to  make  the  claims  of  the  isste.  In 
Podlesak  v.  Mclnnemey^  (C.  D.,  1906,  558;  120  O-  G.,  2127;  26  App. 
D.  C.)  405)  the  rule  previously  adhered  to  in  this  court  was  modified, 
and  we  held  that,  in  awarding  priority  of  invention,  the  right  of  a 
party  to  make  a  claim  might  be  considered  as  an  ancillary  question. 
It  was  there  said,  however,  that  where  three  tribunals  of  the  Patent 
Office  have  concurred  in  answering  the  question  in  the  affirmative  this 
court  will  follow  them  unless  a  manifest  error  has  been  committed. 
(See  also  United  States  ex  rel,  Newcamh  Motor  Co.  v.  Moore^  Com- 
missioner  of  Patents,  ante,  382;  133  O.  G.,  1680;  86  W.  L.  R.,  150.) 
Especially  is  this  true  in  a  case  like  the  present  which  jnvolves  com- 
plicated construction  about  which  the  experts  of  the  Patent  Office 
are  less  liable  to  err  than  ourselves. 

In  Landmark's  specification  he  states  that  his  invention  is  not 
limited  to  any  specific  type  of  multiple  steam-turbines;  consequently 
his  apparatus  must  be  held  to  be  applicable  to  the  turbine  described 
by  Hodgkinson.    Lindmark  further  states  that  his  invention — 

conslgts  in  the  combination  with  an  elastic-fluid-turbine  wheel,  of  means  for 
admitting  live  working  fluid  from  a  source  of  supply  to  both  inlet  and  outlet 
of  said  wheel,  also  of  means  for  regulating  the  flow  of  live  working  fluid  so 
admitted,  also  of  means  for  eflSecting  this  regulation  automatically. 

In  Lindmark's  patent  there  are  three  or  more  valves  so  adjusted 
as  to  admit  steam  in  succession  to  successive  turbine  elements,  and, 
as  ^ted  in  his  specification,  if  all  the  valves  are  open — 

the  motor  fluid  passes  at  full  pressure  to  the  several  chambers;  but  as  it 
enters  on  both  sides  of  wheels  I II  III  there  will  be  no  flow  through  the  bucket- 
openings  of  said  wheels,  and  in  them  the  fluid  will  do  no  work ;  but  there  will 
be  a  flow  through  opening  to  wheel  IV,  and  this  will  be  the  first  working  wheel 
of  the  compound  turbine. 

In  a  turbine  of  this  type  the  outlet  of  one  so-called  wheel  consti- 
tutes the  inlet  of  the  next. 
Hodgkinson  in  his  original  specification  states  that  his  invention — 

relates  to  valves  and  valve-controlling  mechanism  for  regulating  or  controlling 
a  supply  of  fluid  to  a  steam-engine  or  other  machine  or  apparatus ;  and  it  has 
for  its  object  to  provide  a  device  of  this  character  which  shall  be  compara- 
tively simple  In  construction  and  effective  njid  certain  In  operation. 

When  this  question  was  before  Commissioner  Allen  on  Lindmark's 
motion  to  dissolve  he  said : 

Both  parties  disclose  turbines  having  a  number  of  successive  wheels  and 
In  both  the  steam  may  be  admitted  to  the  first  wheel  and  wlU  travel  through 
the  successive  wheels.  In  addition  to  the  inlet  to  the  first  wheel  both  parties 
disclose  an  inlet  for  supplying  steam  beyond  the  operative  point  of  the  first 
wheel.  The  stenni  from  this  second  Inlet  operates  the  second  wheel  and  passes 
through  the  succeeding  wheels,  but  has  no  operative  effect  upon  the  first.  Both 
parties  disclose  automatic  means  for  regulating  the  supply  of  these  Inlets. 
•   •    •    The  limitation  in  these  counts  which  is  supposed  to  inean  different 
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things  In  tbe  two  cases  is  that  steam  is  admitted  to  the  "  outlet "  or  "  exhaust 
side"  of  the  wheel.  In  devices  of  this  kind  the  inlet  of  the  second  wheel  is 
the  "outlet**  or  "exhaust**  of  the  first  and  therefore  it  would  seem  tliat  the 
terms  could  have  hut  one  meaning.  The  claims  of  hoth  parties  say  that  the 
steam  is  supplied  at  the  "  outlet  '*  and  the  Bxaminer  has  found  that  this  state- 
moit  is  Justified  in  both  cases.  *  *  *  It  is  not  clear  why  it  is  supposed 
that  a  different  operation  takes  place,  but  it  does  seem  clear  that  if  it  does 
take  place,  it  is  due  to  some  difference  in  structure  not  set  forth  in  the  claims. 
It  is  not  due  to  the  mere  fact  that  the  steam  is  supplied  to  the  outlet,  for  both 
parties  do  this.  The  steam  being  supplied  at  the  same  place,  its  back  pressure 
will  be  the  same  and  necessarily  the  operation  will  be  the  same  unless  there 
is  some  difference  in  the  construction  and  arrangement  of  the  wheel  or  of  its 
connections  which  produces  a  different  operation.  These  differences,  howeTer, 
if  they  exist,  afe  not  stated  in  the  claim. 

The  qaestion  was  again  pressed  when  the  case  was  before  the  Ex* 
aminer  of  Interferences,  who  in  deciding  it  said : 

It  Is  doubtless  true  that  there  are  certain  differences  in  the  constmctloQ 
and  operation  of  the  devices  of  the  two  parties,  but  these  differences  are  not 
set  forth  in  the  claims  in  issue.  The  first  stage  of  the  Hodgkinson  device  is  a 
"turbine-wheel."  Hodgkinson  shows  yalves  for  controlling  the  admission  of 
steam  to  the  inlet  and  the  outlet  of  this  wheel  and  means  controlled  by  the 
wheel  for  operating  these  valves.  In  the  Hodgkinson  device  the  primary  valve 
is  entirely  opened  before  the  secondary  valve  commences  to  open,  which  is  not 
true  in  the  Lindmark  device,  but  none  of  the  counts  of  the  issue  set  forth  the 
timing  of  the  opening  of  the  valves.  The  fourth  count  sets  forth  that  the 
means  for  governing  the  valves  is  "arranged  to  throttle  the  valve  communi- 
cating with  the  exhaust  side  prior  to  throttling  said  inlet-valve."  This  iy  cer- 
tainly true  of  the  Hodgkinson  device  for  the  primary  valve  does  not  commence 
to  close  till  the  secondary  valve  is  fully  closed.  Furthermore,  when  the  seeood- 
ary  valve  is  in  any  position  except  fully  closed  or  fully  opened  the  first  stage 
of  the  Hodgkinson  turbine  will  be  working  on  a  differential  of  pressure. 

Before  the  Examiners-in-Chief  it  was  again  contended  that  the 
Lindmark  invention  was  different  from  Hodgkinson^s,  but  the  Ex- 
aminers dismissed  the  contention  in  the  following  language: 

We  are  unable  to  agree  with  the  line  of  argument  advanced  on  behalf  of 
Lindmark  for  the  several  counts  of  the  issue  are  devoid  of  any  limitation  hi- 
volving  the  specific  timing  of  the  primary  and  the  secondary  valves  to  which 
counsel  for  Lindmark  refers.  The  sole  requirement  of  the  first  three  counts 
is  that  the  governor  shall  control  the  primary  and  secondary  valves  (counts 
1  and  3)  or  control  the  secondary  valve  so  as  to  regulate  the  admission  of  live 
working  fiuid  to  the  exhaust  side  of  the  wheel  (count  2.)  Count  4  is  somewhat 
more  specific  than  the  other  counts  for  it  states  that  the  governor  is  con 
structed  and  arranged  to  throttle  the  valve  communicating  with  the  exhaust 
side  of  the  wheel  prior  to  throttling  the  inlet-valve.  There  is  even  in  this 
count  no  language  which  may  reasonably  be  interpreted  as  referring  to  a  cod- 
struction  in  which  the  primary  and  secondary  valves  are  open  in  different 
degrees  so  as  to  admit  "  just  the  proper  amount  of  steam  at  the  proper  point** 
As  stated  by  the  Examiner  of  Interferences,  with  whose  conclusion  we  fully 
agree,  none  of  the  counts  of  the  issue  specifies  the  timing  of  the  opening  of  the 
valve. 
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The  question  was  again  raised  when  the  case  was  before  Commis- 
sioner Moore  on  the  merits.  We  quote  the  following  from  his 
opinion : 

On  this  appeal  Llndmark  also  raises  again  the  question  of  the  right  of 
Hodgklnson  to  make  claims  forming  the  issoe.  He  contends  that  the  claims 
should  be  constmed  in  the  light  of  his  specification  and  limited  in  view  of  the 
prior  art  and  that  when  so  construed  and  limited  they  do  not  read  on  Hodg- 
kinson's  disclosure.  The  answer  to  this  contention  is  that  if  Llndmark 
desired  the  claims  Interpreted  or  limited  otherwise  than  expressed  by  the 
plain  and  usual  meaning  of  the  words  employed  he  should  have  drawn  his 
claims  to  embody  the  meaning  Intended.  *  *  *  Ldndmark  contends  that 
his  Invention  is  for  a  new  system  of  turbine  regulation  and  that  Hodgkln- 
Bon's  device  is  merely  for  the  purpose  of  automatically  taking  care  of  an 
overload.  If  this  contention  be  true,  the  difference  in  function  of  the  devices 
of  the  respective  parties  is  accomplished  by  so  proportioning  the  tension  of 
the  springs  in  the  automatic  valves  that  the  secondary  valve  of  Hodgklnson 
opens  only  under  the  effect  of  a  greater  load  upon  the  turbine  than  that 
required  to  open  said  valves  in  Lindmark*s  turbine.  But  no  limitations  of 
this  character  are  found  in  the  counts  of  the  issue.  I  agree  with  the  con- 
clusions of  the  lower  tribunals  and  for  the  reasons  stated  by  them  that  Hodg- 
Unson  has  the  right  to  make  the  claims  forming  the  issue. 

It  will  thus  be  seen  that  former  Commissioner  Allen,  the  Ex- 
aminer of  Interferences,  the  Examiners-in-Chief,  and  Commissioner 
Moore,  have  all  lield  that,  so  far  as  the  record  discloses,  the  func- 
tions of  the  two  devices  are  the  same.  Lindmark's  counsel  in  their 
very  able  and  instructive  brief  contend  that,  because  Lindmark  in- 
troduces steam  into  both  sides  of  successive  units  of  the  turbine  at 
its  inlet  end,  he  effects  a  different  result  from  Hodgkinson  whose  by- 
pass or  secondary  valve  communicates  with  the  outlet  of  the  first 
series  of  units.  In  the  Parsons  type  of  turbine  there  are  several 
groups  of  these  units  which  progressively  increase  in  diameter  and 
constitute  the  high,  intermediate,  and  low  pressure  divisions  of  the 
turbine.  Lindmark  arbitrarily  designates  each  unit  a  '^  wheel,"  and 
takes  issue  with  the  Patent  Office  for  permitting  Hodgkinson  to  treat 
each  of  the  different  series  of  units  as  wheels.  This  being  a  com- 
paratively new  art,  and  it  not  appearing  that  the  term  "  wheel "  as 
applied  to  it  h^s  obtained  a  fixed  and  definite  meaning,  we  see  no 
reason  why  each  series  of  units  is  not  entitled  to  be  called  a  wheel  in 
construing  the  claims  of  the  issue.  The  passage  of  steam  from  the 
inlet  end  of  the  first  series  of  units  to  its  outlet  end  is  instantaneous ; 
hence  we  are  unable  to  understand  wherein  there  is  any  difference  in 
function  in  the  two  devices.  As  has  been  well  stated  by  the  tribunals 
of  the  Patent  Office,  if  Lindmark  desired  a  claim  based  upon  the 
timing  of  the  opening  of  the  valves,  he  should  have  inserted  it  in  his 
application.  Giving  the  counts  of  the  issue  the  interpretation  to 
which  they  are  fairly  entitled,  we  think  they  apply  to  both  structures. 
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All  the  tribunals  of  the  Patent  Office  conceded  to  Lindmaric  his 
claims  on  the  question  of  priority,  but  found  that  Hodgkinson  con- 
ceived the  invention  prior  to  March  31,  1902,  the  date  Lindmark^s 
invention  was  introduced  into  this  country,  and  reduced  to  practice 
a  year  prior  to  May  24, 1902,  Lindmark's  filing  date,  and  that,  there- 
fore,  Hodgkinson  was  entitled  to  the  award  of  priority.  We  do 
not  deem  it  necessary  to  analyze  the  testimony  on  this  question,  as, 
in  our  opinion,  there  is  no  doubt  as  to  the  correctness  of  the  con- 
clusions reached. 

The  decision  of  the  Conrniissioner  was  rights  and^  therefore^  is 
afjiTmed.  The  clerk  of  the  court  wiU  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  ConvnUssioner  of  Patents^  in  accord- 
ance wUh  law. 


(Court  of  Appeals  of  the  District  of  ColamUa.] 

Steinmetz  V,  Thomas. 

Decided  June  9, 19(^. 

196  O.  O.,  479. 

iNRimXNOB — ^Pbiobitt — ^EStdknci. 

Where  the  inventor  has  no  definite  recollection  of  the  time  he  conceived 
his  invention,  bat  can  only  estimate  the  date  by  the  filing  of  a  certain  docu- 
ment which  was  filed  five  days  after  the  filing  of  the  opposing  party's 
application,  and  in  answer  to  one  question  he  placed  his  conception  at  a 
few  weeks  prior  to  the  filing  of  the  document  and  later  admits  that  befdre 
testifying  he  fixed  the  time  In  the  affidavit  at  about  one  week,  ffeld  that  the 
evidence  is  too  uncertain  to  overcome  the  filing  date  of  the  opposing  party's 
application. 

Mr.  Albert  G.  Davis  and  Mr.  A.  D.  Lunt  for  the  appellant 
Mr.  George  C.  Dean  for  the  appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  f  i*om  a  decision  of  the  Commissioner  of  Patents 
awarding  judgment  of  priority  to  appellee  in  an  interference  pro- 
ceeding. The  decision  of  the  Commissioner  affirmed  the  decision  of 
the  Board  of  Examiners-in-Chief  reversing  ths[t  of  the  Examiner  of 
Interferences. 

The  invention  in  controversy  is  a  system  of  electrical  distributicm, 
whereby  a  direct-current-consumption  circuit  may  be  supplied  from 
an  alternating  source.    The  count  composing  the  issue  is  as  follows: 

The  combination  with  a  source  of  alternating  electric  currents,  of  a  three- 
wire  dlrect-current-consumptlon  circuit,  having  its  neutral  wire  connected  to  an 
intermediate  point  in  the  source,  and  having  its  main  conductors  connected  to 
the  outer  terminals  of  the  source,  current-rectifiers  interposed  In  the  last-named 
connections,  the  current-rectifiers  being  so  adjusted  as  to  permit  the  flow  of 
current  firom  the  terminals  to  the  mains  In  one  direction  and  to  oppose  to  tte 
flow  of  current  In  the  opposite  direction  a  prohibitive  resistance.       ^ 
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Appellee  is  the  senior  party,  having  filed  his  original  application 
on  January  21, 1903,  a  division  of  which,  the  application  here  in  inter- 
ference, being  filed  on  May  6,  1903.  Appellant  filed  his  application 
on  April  30,  1904,  which  is  a  division  of  an  application  filed  March 
23,  1903. 

Appellant  has  attempted  to  establish  a  disclosure  of  the  invention 
to  one  Dempster  on  December  24,  1902.  Dempster  testified  that, 
while  seeking  information  from  appellant  in  regard  to  some  problems 
which  had  arisen  in  connection  with  his  work  on  rectifiers,  appel- 
lant had  explained  to  him  the  invention  in  issue,  making  many 
sketches,  which,  however,  were  not  preserved.  There  has  been  intro- 
duced in  evidence'  a  sketch  made  by  the  witness  containing  the  ele- 
ments of  the  issue,  (Steinmetz  Exhibit  Dempster  Sketch,)  which 
witness  stated  was,  to  the  best  of  his  recollection,  a  facsimile  of  the 
sketch  made  by  appellant  in  explaining  the  invention  to  him.  He 
also  stated  that  he  requested  appellant  to  make  sketches  and  explana- 
tions of  the  invention,  and  that  ^'  some  time  in  January,  1903,"  he 
received  blueprints  of  the  general  subject-matter  of  the  discussion  on 
December  24,  1902.  It  seems  to  have  been  the  custom  of  witness  to 
consult  appellant,  as  occasion  required,  in  reference  to  obscure  points 
in  his  work.  The  witness  seeks  to  fix  the  date  of  this  particular  dis- 
closure by  the  fact  that  he  and  appellant  were  preparing  for  a  dinner 
in  appellant's  laboratory  on  the  following  day.  The  evidence  on 
this  point,  however,  tends  to  establish  that  preparations  for  such  a 
cel^ration  were  made,  rather  than  that  the  alleged  disclosure  was 
made  at  that  time.    In  regard  to  this,  the  Examiners-in-Chief  say : 

Dempster's  conversations  with  Stelnmets  seem  to  have  been  frequent  and 
the  dlBclocnires  by  Steinmetz  to  him  at  yarions  times  seem  to  have  included 
many  different  improvements  or  suggestions  relating  to  his  line  of  work. 
Dempster  does  say  that  Steinmetz  disclosed  the  present  Invention  to  him  on  the 
evening  of  December  24,  1902,  in  his  laboratory,  at  the  time  of  a  Christmas 
celebration,  but  in  this  he  is  not  even  corroborated  by  Steinmetz  himself  and 
In  view  of  the  nnmerons  suggestions  made  by  Steinmetz  to  him  at  various 
times  It  seems  more  than  probable  that  he  was  mistaken  as  to  the  disclosure 
of  the  present  Invention  at  that  time.  There  is  no  doubt  that  the  celebration 
took  place  as  stated  but  it  by  no  means  follows  that  the  disclosure  took  place 
at  that  celebration. 

All  of  the  tribunals  of  the  Patent  Office  held  that  this  evidence 
was  insufficient  to  establish  disclosure  of  the  invention  on  that  date, 
and  with  this  we  must  agree. 

Appellant  has  offered  in  evidence  an  exhibit  '^  Steinmetz  Docu- 
ment," which  fully  discloses  the  invention  in  controversy.  It  ap- 
pears that  this  exhibit  was  left  by  appellant  with  one  Davis  on 
January  26,  1903,  five  days  after  the  filing  of  appellee's  application. 
Appellant  seeks  to  show,  by  the  testimony  of  the  witness  Davis,  that 
he  (Davis)  had  knowledge  of  the  fnvention  disclosed  in  the/document 
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prior  to  January  26, 1908,  and  that  such  document  was  only  prepared 
by  appellant  after  repeated  requests  covering  several  weeks.  The 
witness  simply  states,  however,  that  he  called  appellant's  attention 
to  the  activity  which  then  existed  in  the  art  relating  to  rectifiers  and 
urged  upon  him  his  duty  of  writing  up  certain  inventions;  but  this 
evidence  totally  fails  to  establish  that  the  witness  had  any  knowledge 
of  the  specific  invention  here  under  discussion.  The  testimony  of 
appellant  himself  shows  that  he  has  no  recollection  of  the  time  he 
conceived  the  invention,  and  can  only  estimate  the  date  by  the  filing 
of  the  '^  Steinmetz  Document.''  In  answer  to  one  question,  he  places 
his  conception  at  a  few  weeks  prior  to  the  filing  of  the  document, 
but  later  he  admits  that,  before  testifying,  he  fixed  the  time  in  an 
affidavit  at  about  one  week.  It  must  be  held  that  this  evidence  is 
too  imcertain  to  overcome  the  presumption  attaching  to  the  prior 
filing  date  of  appellee. 

Appellant  having  failed  to  establish  conception  of  the  invention 
prior  to  January  21, 1903,  the  date  on  which  appellee  filed  his  appli- 
cation, it  is  unnecessary  to  consider  the  testimony  offered  on  behalf 
of  appellee. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

De    FeRRANTI    v.    LlNDBfABK. 

Decided  June  2,  1908. 

137  O.  O.,  738. 

Interferences — Ck>nRT   of   Appeals   of   the   District   or   Columbia-— Juris- 
diction OF. 
The  Court  of  Appeals  of  the  District  of  Colombia  has  no  original  Juris- 
diction to  direct  and  supervise  the  administration  of  the  affairs  of  the 
Patent  Office  and  a  petition  that  the  Commissioner  of  Patents  be  Instmcted 
to  allow  a  party  to  an  interference  to  take  testimony  denied. 

Messrs.  Spear^  Middleton^  Donaldson  <6  Spear  for  De  Ferranti. 
Messrs.  Harding  dk  Harding  for  Lindmark.    (Mr.  S.  T.  Fisher  and 
Mr.  G.  J.  Harding  of  counsel.) 

Van  Orsdel,  «/.; 

The  issue  in  controversy  between  the  above  parties  was  decided 
by  this  court  on  appeal  fr(»n  a  decision  of  the  Commissioner  of  Pat- 
ents on  February  11,  1908.  {Ante,  284;  184  O.  Q.,  515.)  Priority 
had  been  awarded  to  Lindmark  in  all  the  tribunals  of  the  Patent 
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Office  on  his  motion  for  judgment  on  the  record.  On  appeal,  the 
decision  of  the  Commissioner  was  reversed  by  this  court,  and  the 
proceedings  certified  to  the  Patent  Office,  as  by  law  required.  Lind- 
mark  now  comes  here  by  an  original  petition,  after  the  judgment 
of  reversal  has  become  final,  asking  us  to  instruct  the  Commissioner 
of  Patents  to  allow  him  to  proceed  with  the  taking  of  testimony  in 
order  to  establish  his  right  to  priority  over  De  Ferranti.  It  is  in- 
sisted that  the  judgment  of  reversal  was  not  a  final  judgment  award- 
ing priority  to  De  Ferranti ;  but  a  mere  denial  of  the  motion  of  Lind- 
mark  for  judgment  on  the  record,  and  that  the  case  should  be  now 
opened  and  the  parties  allowed  to  proceed  with  the  taking  of  testi- 
mony. This  court  has  jurisdiction  of  appeals  from  the  Commissioner 
of  Patents  in  certain  matters  defined  by  statute,  but  it  has  no  orig- 
inal jurisdiction  to  direct  and  supervise  the  administration  of  the 
affairs  of  the  Patent  Office.  The  allowance  of  this  petition^  and  the 
issuance  of  an  order,  such  as  prayed  for  therein,  would  be  an  assump- 
tion of  power  which  this  court  does  not  possess. 
The  petition  is  denied^  and  it  is  so  ordered. 


[Court  of  Appeals  of  the  DlBtrict  of  Columbia.] 

Howard  v.  Bowes. 

Decided  June  11, 1908. 
137  O.  Q.,  73a 

1.  iHTmrmENOB— Actual  Redugtioii  to  Praotick— I>evicb  Coicplete  Bxceft  as 

TO  A  Mechanical  Detail. 
A  device  for  supporting  hose  for  flre-protectfon  pur|x>8e8  embodying  a 
telescoping  arm  which  was  fully  operatlTe  to  carry  out  the  object  for  which 
it  was  designed  constitutes  an  actual  reduction  to  practice,  although  it  was 
found  desirable  to  add  a  set-screw  to  prevent  the  complete  withdrawal  of 
such  telescoping  arm.  *'Any  mechanic  skilled  in  the  art  would  have  added 
the  means  to  prevent  the  complete  withdrawal  of  the  telescoping  arm. 
Telescopes  and  spy-glasses  contahi  such  devices.  Moreover,  the  testimony 
shows  that  in  its  then  condition  the  device  was  an  improvement  over  the 
prior  art,  and  that  it  required  an  unusual  or  very  sudden  pull  to  entirely 
withdraw  the  telescoping  arm  from  its  socket.  It  was  the  idea  of  the 
telescoping  arm,  which  would  receive  the  links  as  the  hose  was  pulled 
from  the  rack,  that  constituted  the  invention.  No  patent  could  have  hem 
obtained  on  the  set-screw  because  that  was  old  in  the  art" 

2.  Saicb — Same — Concealment  ob  Suppression. 

Where  after  reduction  to  practice  an  Inventor  puts  aside  his  Invention 
for  more  than  a  year  until  he  discovers  that  his  rival  has  placed  the  in- 
vention upon  the  market.  Held  that  he  must  be  charged  with  concealm^t 
or  suppression  of  the  invention  and  as  not  entitled  to  an  award  of  priority 
over  his  more  diligent  rival.  ^  ^ 
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8.  Same — Evxdsnce — Fizinq  Dates. 

Where  a  party  attempts  to  fix  a  certain  date,  as  to  which  he  has  no 
independent  recollection,  by  reference  to  the  dates  in  a  cash-book  showing 
when  another  party  was  absent,  and  the  cash-book  also  shows  that  such 
party  was  absent  at  other  times  not  remote,  Held  that  the  evidence  is  not 
sufficient  to  fix  the  earlier  date  rather  than  the  later. 

Mr.  D.  P.'Wolhaupter  for  the  appellant. 
Mr.  George  P.  Fisher^  Jr.,  for  the  appeUee. 

RoBB,  J.: 

This  is  an  interference  proceeding  and  involves  an  improved  rack 
for  supporting  hose  for  fire-protection  purposes.  The  issue  is  stated 
in  eight  counts,  but  we  deem  the  following  sufficiently  iUustrative  of 
the  invention: 

8.  In  a  hose-rack,  the  combination  of  a  pair  of  side  supports,  and  hose-cany- 
ing  cross-supports  or  pins  slidably  mounted  upon  said  side  supports  and  detach- 
able from  the  outer  end  of  one  of  said  supports,  the  other  end  of  said  supports 
having  an  extension  for  holding  the  pins  as  the  hose  is  removed  from  the  rack, 
substantially  as  described. 

This  rack  differs  from  the  prior  art  in  that  the  links  are  retained 
on  one  arm  when  the  hose  is  removed  from  the  rack  instead  of  falling 
to  the  floor  or  ground  as  formerly. 

Bowes,  the  senior  party,  filed  February  8,  1905.  In  his  prelimi- 
nary statement  he  alleged  conception  in  May,  1904,  disclosure  in 
August  or  early  September,  model  the  early  part  of  September,  and 
reduction  to  practice  the  early  part  or  middle  of  September,  1904. 
It  is  clearly  established  that  he  conceived  the  invention  at  or  about 
the  time  claimed,  and  that  he  tested  his  first  device  early  in  Septem- 
ber,  1904.  This  device  differs  in  mechanical  construction  from  the 
Howard  device.  In  the  Howard  device  the  side  supports  or  bars  are 
of  unequal  length.  In  the  Bowes  construction  the  side  bars  are  of 
equal  length,  one  bar  being  provided  with  a  telescoping  catch  having 
an  extension  which  engages  the  other  bar.  When  the  hose  is  drawn 
from  the  rack  the  telescoping  section  is  drawn  out  and  fonos  an 
extension  to  one  of  the  bars,  and  thereby  supports  the  cross-pieces  or 
links  which,  of  course,  have  been  detached  from  the  other  and  shorter 
bar.  The  original  Bowes  device  was  not  provided  with  means  for 
preventing  the  telescoping  arm  from  being  completely  drawn  out  of 
its  socket,  and  it  was  found  that  when  the  hose  was  violently  pulled 
or  jerked  from  the  rack  the  telescoping  arm  would  sometimes  become 
disconnected  and  thus  defeat  the  real  purpose  of  the  invention. 
Bowes,  however,  immediately  suggested  that  he  would  put  a  headless 
set-screw  or  pin  in  the  supporting-arm  and  thus  hold  the  latch  perma- 
nently in  place.    This  rack  was  at  once  publicly  exposed  in  the  store 
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of  the  W.  D.  Allen  Mfg.  Co.,  of  Chicago,  and  was  thereafter  fre- 
qaently  subjected  to  tests.  Early  in  December,  1904,  steps  were  taken 
to  secure  a  patent  thereon,  and  in  February,  1905,  as  above  stated, 
an  application  was  filed.  Steps  were  immediately  taken  to  exploit 
the  invention,  and  shortly  thereafter  it  was  put  on  the  market  and 
eirtensively  advertised. 

The  Examiner  of  Interferences  found  that  Bowes  conceived  the 
invention  when  claimed,  and  that  a  test  of  a  device  embodying  his 
invention  was  made  in  the  early  part  of  September,  1904.  He  finds, 
however,  that  inasmuch  as  the  telescoping  arm  sometimes  became 
separated  from  the  socket,  the  original  device  did  not  constitute 
a  reduction  to  practice,  and  that,  therefore,  Bowes  was  limited  to 
his  filing  date  as  his  date  of  reduction  to  practice.  He,  however, 
restricted  Howard  to  his  filing  date,  and  awarded  priority  to  Bowes. 

The  Examiner-in-Chief  sustained  the  decision  of  the  Examiner 
of  Interferences,  but  placed  their  decision  on  their  findings  that 
Howard  was  spurred  into  activity  by  knowledge  of  the  fact  that 
Bowes  had  entered  the  field,  and  that  there  had  been  a  wilful  con- 
cealment of  the  invention  on  the  part  of  Howard.  They  did  not 
find  it  necessary  to  consider  whether  the  original  Bowes  device 
amounted  to  an  actual  reduction  to  practice. 

The  Commisioner  reached  the  same  conclusion  as  that  reached 
by  the  other  tribunals,  but  did  not  consider  whether  Bowes  was  en- 
titled to  an  earlier  date  for  reduction  to  practice  than  his  filing  date. 

We  think  Bowes's  original  device  constituted  a  reduction  to  prac- 
tice since  it  demonstrated  the  entire  practicability  of  the  idea  and 
left  nothing  more  for  invention.  Any  mechanic  skilled  in  the  art 
would  have  added  the- means  to  prevent  the  complete  withdrawal 
of  the  telescoping  arm.  Telescopes  and  spy-glasses  contain  such 
devices.  Moreover,  the  testimony  shows  that  in  its  then  condition 
the  device  was  an  improvement  over  the  prior  art,  and  that  it  required 
an  unusual  or  very  sudden  pull  to  entirely  withdraw  the  telescoping 
arm  from  its  socket.  It  was  the  idea  of  the  telescoping  arm,  which 
would  receive  the  links  as  the  hose  was  pulled  from  the  rack,  that 
constituted  the  invention.  No  patent  could  have  been  obtained  on 
the  set-screw  because  that  was  old  in  the  art.  We,  therefore,  hold 
that  this  set-screw  was  a  mere  mechanical  addition  to  the  device 
and  obvious  to  any  one  skilled  in  the  art,  and  that  its  absence  did 
not  prevent  the  original  test  from  constituting  a  reduction  to  practice. 

We  come  now  to  the  consideration  of  Howard's  case.  He  testifies 
that  during  the  period  covered  by  this  controversy  he  was  a  manu- 
facturer of  hose-racks  in  this  city.  In  his  preliminary  statement 
he  alleged  that  he  conceived  the  invention  during  the  month  of  De- 
cember, 1902;  that  during  the  latter  part  of  the  same  month  he 
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disclosed  the  invention  by  means  of  a  sketch;  and  that  he  reduced  to 
practice  by  constructing  and  successfully  testing  a  full-sized  rack 
^^  during  the  month  of  September,  1904."  His  application  was  filed 
November  6,  1905,  or  eight  months  after  Bowes  had  filed.  There 
are  many  inconsistencies  in  Howard's  testimony  and  that  of  his 
witnesses  on  the  question  as  to  when  Howard  conceived  and  dis- 
closed the  invention.  The  view  we  take  of  the  case  renders  it  im- 
material whether  he  conceived  the  invention  in  December,  1902,  as 
claimed,  or  at  a  later  date.  We,  therefore,  do  not  pause  to  analyze 
his  evidence  on  this  point. 

Howard  states  that  nothing  whatever  was  done  towards  a  reduc- 
tion to  practice  of  his  invention  imtil  some  time  in  August  or  Sep- 
tember, 1904,  and  he  is  enabled  to  fix  that  date  solely  from  the  fact 
that  his  brother-in-law,  Kelsey,  was  away  on  vacation,  and  that  be 
wrote  to  him  concerning  the  construction  and  tests  of  the  device.  He 
fixes  the  time  when  Kelsey  was  away  by  introducing  a  cash-book, 
and  admits  that  he  has  no  independent  recollection  of  the  date.  This 
cash-book  shows  that  Kelsey  was  away  from  July  23  until  September 
10,  1904,  but  it  also  shows  that  he  was  absent  from  November  19  to 
December  17,  1904,  and  also  in  1905.  Kelsey  testifies  that  Howard 
showed  him  a  sketch  of  the  rack  in  1902,  and  that  a  completed  rack 
was  shown  him  shortly  thereafter.  He  was  asked  how  he  remembered 
that  it  was  1902  when  he  first  saw  the  sketch  of  the  device,  and  an- 
swered that  they  issued  their  1902  catalogue  the  fore  part  of  the  year 
and  that  he  remembered  remarking  that  they  ought  to  have  shown 
the  new  rack  in  that  issue.  He  admitted,  however,  that  a  catalogue 
was  issued  in  1904,  and  that  it  might  have  been  with  reference  to  that 
catalogue  that  he  made  his  remark.  Howard  himself  does  not  con: 
tend  that  he  ever  constructed  a  device  until  August  or  September, 
1904.  The  1904  catalogue  contains  no  mention  of  the  new  device. 
Howard  was  in  Chicago  from  October  6  to  October  17,  1905,  and 
from  about  October  23  to  November  1,  of  the  same  year.  Soon  after 
reaching  Chicago  he  learned  that  another  and  cheaper  rack  was  on 
the  market.  He  not  only  learned  of  the  Bowes  rack  but  saw  one.  On 
October  14  he  wrote  his  son  in  Washington  relative  to  putting  in  an 
application  on  their  ^  cheap  device.''  It  does  not  definitely  appear 
when  Howard  first  saw  the  Bowes  rack,  but  it  is  establi^ed  that 
prior  to  going  to  Chicago  he  had  given  no  thought  to  bringing  out 
his  new  rack.  Considering,  therefore,  that  he  went  to  Chicago  to 
solicit  orders  for  the  rack  he  was  then  manufacturing;  that  the  Bowes 
rack  had  then  become  known  to  the  trade;  and  that  he  soon  learned 
all  about  it,  it  is  inconceivable  that  he  had  not  received  such  infor- 
mation when  he  wrote  his  son  on  October  14th.  We  find,  therefore, 
that  his  knowledge  of  the  Bowes  rack  induced  him  to  turn  to  his 
own  dumbering  invention.  Digitized  by  Google 
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It  will  be  noticed  that  in  his  preliminary  statement  he  fixed  his 
date  of  reduction  to  practice  as  ^^  during  the  month  of  September, 
1904."  In  his  testimony  he  seeks  to  overcome  Bowes's  date  of  reduc- 
tion to  practice  by  claiming  that  he  reduced  to  practice  some  time  in 
the  monlii  of  August.  Since  Kelsey  was  away  from  November  19 
to  December  17,  it  is  as  likely  that  Howard's  reduction  to  practice  did 
not  occur  until  during  that  time  as  that  it  occurred  earlier.  How- 
ard's testimony,  as  to  when  his  first  device  was  reduced  to  practice, 
is  not  at  all  satisfactory.  He  was  unable  to  recall  where  he  obtained 
the  various  parts  which  comprise  his  exhibit,  or  any  information 
from  which  the  credibility  of  his  testimony  could  have  been  tested. 

Having  in  mind  that  Howard  in  his  preliminary  statement  did  not 
daim  reduction  to  practice  earlier  than  "  during  the  month  of  Sep- 
tember, 1904;  "  that  he  and  his  witnesses  in  fixing  the  date  when  his 
rads  was  completed  and  tested  rely  solely  upon  the  absence  from 
Washington  of  Kelsey;  that  Kelsey  was  absent  from  about  the  middle 
of  November  until  about  the  middle  of  December,  1904;  that  Howard 
failed  to  furnish  any  data  from  which  his  statements  could  be  veri- 
fied ;  his  admission  that  nothing  whatever  had  been  done  toward  re- 
ducing his  invention  to  practice  from  December,  1902,  until  about  the 
time  Bowes  entered  the  field, — Shaving  in  mind  all  these  facts,  we 
unhesitatingly  conclude  that  Howard  has  failed  to  prove  that  he  re- 
duced to  practice  before  Bowes.  Assuming,  without  deciding,  that 
Howard  conceived  the  invention  in  December,  1902,  we  find  that  the 
idea  remained  dormant  in  his  mind  until  some  time  in  September, 
November,  or  December,  1904,  when,  according  to  his  testimony,  he 
constructed  and  tested  a  rack  embodying  his  invention.  Bowes, 
knowing  nothing  of  what  Howard  had  done,  had  then  conceived  and 
reduced  his  invention  to  practice.  After  constructing  and  testing 
his  device  Howard  placed  the  same  in  a  drawer  where  it  did  not 
again  see  the  light  of  day  until  after  his  visit  to  Chicago  in  October, 
1905,  about  a  year  later.  Nothing  whatever  was  done,  according  to 
his  own  testimony,  between  the  time  when  he  says  he  reduced  the 
invention  to  practice  and  the  time  when  he  visited  Chicago  toward 
giving  the  public  the  benefit  of  his  discovery.  On  the  contrary,  he 
secreted  it  from  the  public.  Moreover,  he  did  nothing  with  his  in- 
vention between  the  time  when  he  constructed  his  first  device  and  the 
date  upon  which  his  application  was  filed.  To  permit  him  to  dis- 
place an  inventor,  who  in  good  faith  has  given  the  public  the  benefit 
of  the  invention,  would  be  to  defeat  the  very  purpose  of  the  patent 
law,  which  is  to  stimulate  invention  that  the  public  may  be  benefited. 
He  has  failed  to  offer  a  single  valid  reason  or  excuse  for  his  delay. 
His  invention,  according  to  his  own  statement,  was  perfected  some- 
time in  the  fall  of  1904,  and  yet  he  did  nothing  toward  asserting  his 
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acting,  as  above  stated,  was  that  Bowes  had  placed  his  rack  upon 
the  market  Howard  was  under  no  obligation  to  give  the  public  the 
benefit  of  his  discovery,  but  by  failing  to  do  so  he  assumed  the  risk 
that  some  other  inventor  might  do  so  and  thus  in  the  eyes  of  the  law 
become  the  prior  inventor,  and  as  such  entitled  to  a  patent.  (Mason 
V.  Hepburn,  C.  D.,  1898,  610;  84  O.  G.,  147;  13  App.  D.  C,  86; 
Thomson  v.  Weston^  C.  D.,  1902,  621;  99  O.  G.,  864;  19  App.  D.  C, 
878 ;  Matthes  v.  Burt,  C.  D.,  1905,  574 ;  114  O.  G.,  764 ;  24  App.  D.  C, 
265 ;  Bliss  v.  McElroy,  C.  D.,  1907, 587 ;  128  O.  G.,  458 ;  29  App.  D.  C, 
120;  Richards  v.  Burkholder,  C.  D.,  1907,  568;  128  O.  G.,  2588;  29 
App.  D.  C,  485.) 

The  decision  of  the  Commissioner  was  clearly  right,  and  is  affirmed. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents  in  accordance  with  law. 
A^rmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Fbied.  Krupp  Aktienobsellschaft  0.  Cbozieb. 

DeMed  Odoher  7,  1908. 

1ST  O.  G.,  1238. 

1.  Patents — Bvn  to  Enjoin  Infringement  by  an  OmcEB  of  the  Unitep 

States. 
A  suit  against  an  officer  of  the  United  States  to  restrain  bim  from 
manufacturing  field-guns  and  gun-carriages  alleged  to  infringe  certain 
patents  owned  by  plaintiff  is  not  a  suit  against  the  United  States,  since  it 
is  not  sought  to  disturb  the  United  States  in  possession  and  use  of  guns 
already  manufactured,  but  the  court  is  merely  asked  to  restrain  an  officer 
of  the  United  States  for  invading  rights  granted  by  the  Government  itself. 

2.  Same — Same. 

Plaintiff  sued  to  restrain  defendant,  an  officer  of  the  United  States,  from 
infringing  certain  patents.  The  defendant  demurred  on  the  ground  that 
the  suit  was  in  reality  against  the  United  States.  Held  that  as  It  was  not 
sought  to  disturb  the  United  States  in  the  possession  of  the  alleged  infring- 
ing article  already  manufactured  the  decree  sustaining  the  demurrer  should 
oe  reversed. 

Mr.  Harry  G.  KimhaU  and  Mr.  F.  D.  S.  Bethune  for  the  appellant 
Mr.  Stuart  McNamara  for  the  appellee. 

BoBB,  J.: 

This  appeal  brings  into  review  a  decree  of  the  supreme  court  of  the 
District  dismissing  appellant's  bill  of  complaint. 

Appellant,  a  corporation  organized  under  the  laws  of  the  German 
Empire,  seeks  to  enjoin  William  Crozier,  chief  of  the  ordnance  of  the 
United  States  army,  his  agents  and  employees,  from  manufacturing 
field-guns  and  gun-carriages  in  infringement  of  certain  Letters  Patent 
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of  the  United  States  regularly  issued  to  Fried.  Erupp,  of  Germany, 
two  on  March  17,  1903,  and  one  on  May  30,  1905,  numbered  722,724, 
722,725  and  791,347,  respectively,  which  patents  were  subsequently 
assigned  to  appellant  and  the  assignments  duly  recorded  in  the  Patent 
Office  of  the  United  States. 

It  was  stipulated  below  that  no  pecuniary  benefit  has  accrued  to 
the  defendant  Crozier  by  reason  of  the  acts  set  forth  in  the  bill,  and 
plaintiff  waives  any  claim  for  accounting  or  damages.  It  was  further 
stipulated  that  the  Government  of  the  United  States  and  its  ordnance 
department  have  manufactured,  and  intend  to  continue  to  manu- 
facture and  use,  or  cause  to  be  manufactured  for  the  use  of  the 
Government,  field-guns  and  carriages  made  after  the  models  referred 
to  in  the  bill  (^^  the  claim  or  claims  of  complainant  being  in  no  wise 
admitted '') :  and  that  the  defendant  Crozier  is  the  officer  in  the 
sendee  of  the  United  States  who  directs  and  is  in  charge  of  such 
manufacture  of  said  field-guns  and  carriages  for  the  United  States. 

To  the  bill  as  thus  amended  by  stipulation  the  defendant  demurred, 
the  ground  of  the  demurrer  being  the  contention  that  the  suit  is  in 
effect  against  the' United  States.  This  appeal  followed  the  decree 
of  the  court  sustaining  the  defendant's  demurrer. 

That  the  United  States,  its  officers  and  agents,  have  no  right,  title,  or 
interest  in  the  patents  involved  in  this  suit  is  not  denied.  That  these 
patents  are  the  exclusive  property  of  appellant  is  not  denied,  and, 
indeed,  could  not  be  in  view  of  James  v.  Campbell  (C.  D.,  1882,  67; 
21  O.  G.,  337;  104  U.  S.,  356)  and  Belknap  v.  SchUd,  (C.  D.,  1896, 
210;  74  O.  G.,  1121;  161  U.  S.,  10.)  That  the  Patent  Office  of  the 
United  States  issued  these  patents  in  pursuance  of  law  and  therein 
purported  to  grant  to  the  patentee,  his  heirs  and  assigns,  for  a  stated 
period — 

the  exclusive  right  to  make,  use,  and  vend  the  Invention  or  discovery  through- 
out the  United  States- 
is  admitted ;  but,  it  is  contended,  in  behalf  of  appellee,  that  because 
this  inexcusable  encroachment  upon  the  rights  of  appellant  inures  to 
the  benefit  of  the  Government  the  courts  are  powerless  to  stay  the 
hands  of  the  wrongdoer.  If  such  be  the  case,  one  department  of  the 
Government  may  without  warrant  or  authority,  and  in  direct  viola- 
tion of  the  rights  of  third  parties  nullify  the  lawful  acts  of  another 
department  of  the  Government. 

We  cannot  believe  that  in  the  eyes  of  the  law  it  is  any  less  obnoxious 
for  an  officer,  of  the  Government  to  appropriate  property  for  the 
benefit  of  the  Government,  under  the  conditions  surrounding  this 
case,  than  it  would  be  to  appropriate  it  for  his  own  personal  benefit. 
Nor  do  we  find  anything  inconsistent  with  this  proposition  in  either 
Belknap  v.  SekUdj  supra,  or  International  Postal  Supply  Co.  v. 
Bruce.  (IM  U.  S..  601.^ 
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In  Belknap  v.  SchUd  it  was  sought  to  restrain  the  oommandant  of 
the  United  States  navy-yard  at  Mare  Island,  CaL,  and  certain  of  his 
subordinates,  from  using  a  caisson-gate  which  had  been  theretofore 
installed  at  that  place  in  violation  of  plaintiff^s  patent  and  also  to 
have  said  gate  destroyed  or  delivered  to  plaintiff.  In  denying  the 
relief  sought  the  Court  said : 

The  caisson-gate  was  a  part  of  the  dry-dock  In  a  navy-yard  of  the  United 
States,  was  constructed  and  put  in  place  by  the  United  States,  and  was  the 
property  of  the  United  States,  and  held  and  used  by  the  United  States  for  the 
public  benefit  If  the  gate  was  made  in  infringement  of  the  plalntlfTs  patent, 
that  did  not  prevent  the  title  in  the  gate  from  vesting  in  the  United  States. 
The  United  States,  then,  had  both  the  title  and  the  possession  of  the  property. 
The  United  States  could  not  hold  It  or  use  It,  except  through  officers  and  agenta. 
Although  this  suit  was  not  brought  against  the  United  States  by  name,  bnt 
against  their  officers  and  agents  only,  nevertheless,  so  far  as  the  bill  prayed  for 
an  injunction,  and  for  the  destruction  of  the  gate  in  question,  the  defendants 
had  no  individual  interest  In  the  controvert ;  the  entire  interest  adverse  to  the 
plaintiff  was  the  Interest  of  the  United  States  in  property  of  which  the  United 
States  had  both  the  title  and  the  possession ;  the  United  States  were  the  real 
party,  against  whom  alone  in  fact  the  relief  was  asked,  and  against  whom  the 
decree  would  effectively  operate ;  the  plaintiff  sought  to  control  the  defendants 
in  their  official  capacity,  and  in  the  exercise  of  their  official  functions,  as  repre- 
sentatives and  agents  of  the  United  States,  and  thereby  to  defeat  the  use  by 
the  United  States  of  property  owned  and  used  by  the  United  States  for  the 
common  defense  and  general  welfa^ ;  and  therefore  the  United  States  were  an 
indispensable  party  to  enable  the  Court,  according  to  the  rules  which  govern 
its  procedure,  to  grant  the  relief  sought;  and  the  suit  could  not  be  maintained 
without  violating  the  principles  affirmed  in  the  long  series  of  decisions  of  this 
Court,  above  cited. 

International  Postal  Supply  Co.  v.  Bruce  came  before  the  C!ourt  on 
a  certificate  for  instruction,  from  which  it  appeared  that  the  de- 
fendant was  postmaster  of  the  United  States  post-office  at  Syracuse, 
N.  Y.,  and  that  his  subordinates  were  using  two  stamp-canceling 
machines  which  infringed  plaintiff's  patent,  and  which  had  been  hired 
by  the  United  States  Post-Office  Department  for  an  unexpired  term 
of  years.  The  Court  held  the  case  to  be  governed  by  Belknap  v. 
Schild^  which  it  said,  turned  on  the  proposition — 

that  they  could  not  interfere  with  an  object  of  property  unless  it  had  before  it 
the  person  entitled  to  the  thing. 

The  Court  further  said : 

In  the  case  at  bar  the  United  States  is  not  the  owner  of  the  machines,  it  is 
true,  but  it  is  a  lessee  in  possession,  for  a  term  which  has  not  expired.  It  has 
a  property,  a  right  in  rem,,  in  the  machines,  which,  though  less  extensive  than 
absolute  ownership,  has  the  same  incident  of  a  right  to  use  them  while  it  lasts. 
This  right  cannot  be  interfered  with  behind  its  back  and,  as  it  cannot  be  made 
a  party,  tills  suit,  like  that  In  Belknap  v.  Schild,  must  fall.  •  •  •  Whether 
^r  not  a  renewal  of  the  lease  could  be  enjoined  is  not  before  the  Court 

It  will  thus  be  seen  that  in  the  Belknap  and  Bruce  cases  the  subject- 
atter  involved  was  proDertv  of  the  United  States,  and  that,  there- 
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fore,  the  United  States  was  necessarily  a  party.  In  the  present  case 
it  is  not  sought  to  disturb  the  United  States  in  the  possession  and  use 
of  the  guns  already  manufactured.  The  court  is  not  asked  to  deal 
with  property  of  the  United  States.  The  plaintiff  simply  asks  that 
an  officer  of  the  United  States  be  restrained  from  invading  rights 
granted  by  the  Government  itself.  The  acts  complained  of  are  not 
only  not  sanctioned  by  any  law,  but  are  inconsistent  with  the  patent 
laws  of  the  United  States. 

That  ^  no  man  is  so  high  that  he  is  above  the  law  '^  and  beyond  the 
coercive  process  of  the  courts  has  long  since  been  definitely  deter- 
mined. {Osbam  v.  U.  S.  Bank,  9  Wheat.,  738 ;  U.  S.  v.  Lee,  106  U.  S., 
196;  Pennoyer  v.  McConnaughy,  140  U.  S.,  1;  Tindal  v.  Wesley,  167 
U.  S.,  204;  Amer.  School  of  Magnetic  Healing  v.  McAnnuUy,  187  U. 
S.,  94.) 

We  cannot  see  that  this  case  differs  in  principle  from  the  case  last 
cited,  which  was  a  suit  against  the  United  States  postmaster  in  charge 
of  the  United  States  post-office  at  Nevada,  Mo.,  to  restrain  him  from 
carrying  out  liie  provisions  of  a  so-called  '^  fraud  order  "  issued  by 
the  Postmaster-General.  It  was  held  that  inasmuch  as  the  Post- 
master-Greneral  in  issuing  the  order  exceeded  his  authority  the 
plaintiff  was  entitled  to  relief.    The  Court  said : 

Tbe  acts  of  aU  its  (the  Qoyemment's)  officers  must  be  justified  by  some  law, 
and  in  case  an  official  violates  the  law  to  the  injury  of  one  individual  the  courts 
generally  have  jurisdiction  to  grant  relief. 

If  an  officer,  who  in  good  faith  is  attempting  to  execute  the  com- 
mand of  his  superiors,  a  command  issued  in  supposed  obedience  to 
express  statute,  is  subject  to  the  injunctive  process  of  the  courts,  much 
more  ought  an  officer  to  be  restrained  whose  only  excuse  for  violating 
private  rights  is  that  he  is  acting  for  the  benefit  of  the  Government. 

Assuming  for  the  purpose  of  this  opinion  the  truth  of  the  allega- 
tion of  infringement,  it  is  apparent  that  unless  the  relief  sought  is 
granted,  plaintiff^s  patents  will  be  valueless  in  the  United  States  since 
they  are  of  use  to  the  Government  alone. 

It  foUows  that  the  decree  must  be  reversed  with  costs,  and  the  cause 
remanded  for  further  proceedings  not  inconsistent  with  this  opinion. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
HORTOK  V.  ZiMMER. 

Decided  December  i,  1008. 
137  O.  G..  2223. 

1.  IWTEIiriUUnfCTD— BnDENCE— ClSCPMSTANCES  AND  PrESUICPTIONS. 

Where  tbe  testimony  as  to  the  testing  of  a  device  was  given  by  witnesses 
skiUed  In  tbe  art  and  is  clear  and  convincing,  tbe  fact  tbat  no  record  was 
kept  of  such  tests  does  not  discredit  this  testimony.  o 
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2.  Samb^Admisbiorb  at  Heabirob. 

An  admlsBion  made  at  a  bearing  before  a  tribunal  tbat  was  to  paBB  upon 
tbe  question  involved  in  the  case  binds  the  party  nuking  it 

Mr.  Melville  Church  and  Mr.  E.  B.  H.  Tower^  Jr.^  for  the  appel- 
lant 
Mr.  A.  G.  Davis  for  the  appellee. 

RoBB,  /.; 

This  is  an  appeal  from  three  concurrent  decisions  of  the  Patent 
Office  tribunals,  and  the  issues  are  stated  in  the  following  counts: 

1.  In  combination,  a  supply-circuit,  a  motor-armature  connected  to  said 
supply-circuit,  a  motor-field  connected  to  said  supply-circuit,  a  resistance  con- 
nected in  said  field-circuit,  a  second  resistance  connected  in  said  armature- 
circuit,  a  movable  member  for  controlling  said  field-circuit  and  a  second  movable 
member  for  controlling  said  armature^iircuit,  said  second  member  movable 
in  one  direction  to  remove  the  resistance  controlled  thereby  from  the  armature- 
circuit,  and  said  first  member  movable  in  an  opposite  direction  to  insert  the 
resistance  controlled  thereby  in  the  field-circuit 

2.  In  combination,  a  supply-circuit,  a  motor-armature  connected  in  said 
supply-circuit,  a  resistance  connected  in  said  field-circuit,  a  second  resistance 
connected  in  said  armature-circuit,  a  movable  member  for  controlling  said  field 
resistance  and  a  second  movable  member  for  controlling  armature  resistance,, 
said  second  member  movable  in  one  direction  to  remove  said  armature  resist- 
ance from  circuit  and  said  first  member  movable  in  an  opposite  direction  to 
Insert  said  field  resistance  in  circuit,  means  tending  to  keep  said  second  mem- 
ber in  its  initial  position,  and  a  magnet  for  retaining  said  second  member  In  a 
predetermined  position. 

8.  In  combination,  a  supply-circuit,  a  motor-armature  connected  in  said 
supply-circuit,  a  motor-field  connected  in  said  supply-circuit,  a  resistance  con- 
nected in  said  field-circuit,  a  second  resistance  connected  in  said  armature- 
circuit,  a  movable  member  for  controlling  said  field  resistance,  a  second  movable 
member  for  controlling  said  armature  resistance,  said  second  member  movable 
in  one  direction  to  remove  said  armature  resistance  from  circuit,  and  said  first 
member  movable  in  an  opposite  direction  to  insert  said  field  resistance  in  cir- 
cuit, a  spring  tending  to  keep  said  second  member  in  its  initial  position,  and  a 
magnet  for  retaining  said  second  member  in  a  predetermined  position. 

4.  In  combination,  a  movable  member,  a  resistance  controlled  thereby,  a  sec- 
ond movable  member,  a  resistance  controlled  thereby,  a  magnet  to  retain  said 
second  movable  member  in  a  predetermined  position,  means  for  causing  said 
members  to  move  together  until  said  second  member  is  grasped  by  said  magnet 
and  thereafter  permitting  said  first  member  to  move  independently  of  said  sec- 
ond member. 

0.  In  combination,  a  movable  element,  a  resistance  controlled  thereby,  a  sec- 
ond movable  element,  a  resistance  controlled  thereby,  means  tending  to  keep 
said  second  movable  member  in  its  initial  position,  a  magnet  for  retaining  said 
second  member  in  a  predetermined  position,  and  means  whereby  said  first  mem- 
ber will  move  said  second  member  to  a  position  to  be  grasped  by  said  magnet 
and  thereafter  operate  independently  of  said  second  member. 

Horton's  application  was  filed  November  2,  1904,  and  a  patent  was 
ssued  to  him  on  June  20.  1905.    On  August  22,  1904,  Emerson  and 
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Dorgeloh,  who  were  connected  with  the  General  Electric  Company, 
the  assignee  of  Zimmer,  filed  an  application  for  this  invention,  which 
was  subsequently  put  into  interference  with  the  Horton  patent.  The 
attorney  for  the  General  Electric  Company  subsequently  determined 
that  Zimmer  and  not  Emerson  and  Dorgeloh  was  entitled  to  make  the 
application,  and  on  November  16, 1905,  filed  an  application  for  Zim- 
mer,  and  he  was  made  the  third  party  to  the  interference.  Thereupon 
Emerson  and  Dorgeloh  conceded  priority  of  invention  to  Zimmer, 
and  the  case  proceeded  with  Horton  and  Zimmer  as  the  contending 
parties. 

A  patent  having  issued  to  Horton  before  Zimmer's  application  was 
filed,  the  burden  of  proof  is  heavily  upon  Zimmer.  All  the  tribunals 
of  the  Patent  Office,  however,  have  reached  the  conclusion  that  he 
has  overcome  that  burden  and  established  his  claim  to  priority.  We 
have  examined  the  record  with  great  care,  and  are  impelled  to  the 
same  conclusion  the  Patent  Office  tribunals  have  successively  reached. 
No  good  purpose  would  be  subserved  by  a  detailed  discussion  of  the 
evidence  in  the  case,  and  we,  therefore,  content  ourselves  with  a 
general  outline  of  the  facts  as  they  have  impressed  us. 

It  is  established  that  early  in  the  year  1903  Zimmer,  who  was  em- 
ployed by  the  General  Electric  Company  as  a  skilled  mechanic  and 
who  was  not  only  very  familiar  with  rheostats  for  electric  motors 
but  had  then  devised  other  improvements  thereon,  exhibited  sketches 
substantially  embodying  the  issue  to  other  employees.  It  is  estab- 
lished beyond  question  that  thereafter,  probably  early  in  1904,  Zim- 
mer personally  constructed  a  full-sized  rheostat  which  is  in  evidence 
as  "  Exhibit  C  "  in  the  case.  Several  witnesses  testified  to  having 
seen  this  device  while  it  was  being  tested  and  that  its  operation  was 
a  success.  Some  of  these  witnesses  are  highly  skilled  in  the  art  and 
their  testimony  is  clear  and  convincing.  The  point  is  made  by  Horton 
that  it  is  not  likely  that  the  test  of  this  device  was  satisfactory  be- 
cause no  record  appears  to  have  been  kept  of  such  test.  If  the  evi- 
dence of  the  test  was  conflicting  and  unsatisfactory,  this  point  would 
be  entitled  to  great  consideration.  The  evidence  shows  that  there  was 
some  little  friction  between  Zimmer  and  other  employees  and  it  is 
not  unlikely  that  the  value  of  his  discovery  was  minimized  at  that 
time. 

About  the  time  Zimmer  constructed  Exhibit  C,  Emei-son,  who  was 
connected  with  the  power  and  mining  department,  wrote  the  design- 
ing engineer  of  the  rheostat  department  that  a  demand  existed  for 
a  compound  starter  and  regulator  with  a  device  similar  to  a  sketch 
inclosed  with  his  letter  and  to  be  used  with  one-fourth  horse-power 
230-volt  motors  on  sensitive  drills.  This  design  was  passed  on  to 
Dorgeloh,  who  was  an  electrical  engineer  in  the  rheostat  department, 
with  instructions  to  design  a  rheostat  embodying  the  idea  shown  in 
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the  sketch.  Dorgeloh  thereupon  designed  a  rheostat  fully  embody- 
ing the  Zimmer  Exhibit  C.  The  drawings  were  passed  on  to  2Sminer 
who  built  Exhibits  D,  E  and  F,  all  of  which  embody  the  invention 
in  issue.  It  is  from  these  facts  that  Emerson  and  Dorgeloh  based 
their  original  claim  to  the  invention.  It  is  contended  on  behalf  of 
Zimmer  that  the  Emerson  sketches  did  not  fully  disclose  this  inven- 
tion, but  we  do  not  deem  the  point  of  great  importance  since  it  is 
very  satisfactorily  established  that  Zimmer's  Exhibit  C  had  been 
constructed  and  successfully  operated  before  he  saw  Dorgeloh^s  draw- 
ings. Dorgeloh,  who  satisfactorily  explains  why  he  originally 
claimed  to  have  had  a  part  in  the  invention,  says  he  had  seen  Zim- 
mer's  Exhibit  C  in  operation  and  discussed  its  features  with  Zimmer 
prior  to  receiving  the  Emerson  sketch.  Four  other  witnesses  testified 
to  having  seen  this  exhibit  tested  early  in  1901.  Moreover,  in  the 
opinion  of  the  Examiner  of  Interferences,  it  is  stated : 

It  was  admitted  by  Horton  at  the  bearing  tbat  tbe  making  and  testing  of 
tbia  starter  in  tbe  first  week  of  January,  1904,  constituted  a  reduction  to 
practice  of  tbe  issue. 

This  admission  having  been  made  at  a  hearing  before  a  tribunal 
that  was  to  pass  upon  the  question  involved  in  this  case  bound  the 
party  making  it.  But,  aside  from  this  admission,  we  think  the  record 
clearly  shows  that  Exhibit  C  did  constitute  a  reduction  to  practice. 
Zimmer  testifies  that  when  he  constructed  Exhibits  D,  E  and  F  he 
supposed  Dorgeloh  had  embodied  his  (Zimmer's)  invention  in  the 
designs. 

After  Zimmer's  Exhibit  C  was  tested  Zimmer  accompanied  by  the 
superintendent  of  his  department  took  it  to  the  patent  department 
and  left  it  near  the  desk  of  the  patent  solicitor  who  was  not  in  his 
office  at  the  time.  Nothing  appears  to  have  been  done  with  this 
exhibit  imtil  after  the  declaration  of  interference  between  Emerson 
and  Dorgeloh  and  Horton.  Zimmer  protested  that  he  was  the  in- 
ventor when  he  learned  of  the  Emerson  and  Dorgeloh  application. 
In  preparing  for  that  contest  the  counsel  for  the  General  Electric 
Company  discovered  the  facts  and  concluded  that  a  mistake  had  been 
made,  and  thereupon  filed  Zimmer^s  application.  It  appears  that  Zim- 
mer at  all  times  claimed  to  have  been  the  originator  of  the  invention. 
As  his  date  of  reduction  to  practice  is  earlier  than  the  earliest  date 
claimed  by  Horton,  he  is  entitled  to  priority  unless  it  affirmativdy 
appears  that  he  abandoned  the  invention  or  secreted  it  and  brought 
it  to  light  after  Horton  had  given  it  to  the  public.  Neither  of  these 
conditions  is  shown  to  have  existed.  Exhibit  C  was  for  a  period  of 
several  weeks  tested  in  a  room  to  which  the  public  had  access.  Ex- 
hibits D,  £  and  F  which,  it  must  be  held,  embody  Zimmer's  inven- 

Jigitized  by  VjOOQIC 
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tion,  were  also  operated  in  such  a  manner  as  to  relieve  Zimmer  and 
his  assignee  of  the  charge  of  suppressing  the  invention. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
derk  of  this  court  will  certify  this  opinion  and  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents^  as  required  hy  law. 


[Baprame  Court  of  the  United  States.] 

United  Dictionabt  CSohpant  v.  Q.  &  C.  Mbbkiam  Coicpant. 

Decided  February  5, 19CS. 

188  O.  O.,  61S. 

OdPTUaHT — PUBUCATIOH   ABBOAD   WITHOUT   NOTICB   OV   OOPTBIOBT— EmCT   ON 

Rights  in  this  Ck>UHTBT. 
The  requirement  of  the  act  of  June  18,  1874,  chapter  801,  section  1,  18 
Stat,  78,  (Rer.  Stat,  sec  4902,)  that  ''no  person  shall  maintain  an  action 
for  the  infringement  of  his  copyright "  unless  the  required  notice  shall  be 
inserted  "  in  the  several  copies  of  every  edition  published  *'  does  not  extend 
to  publications  abroad,  and  the  owner  of  a  work  copyrighted  in  this  country 
may  restrain  the  publication  thereof  by  another  who  has  imported  for  pur- 
poses of  reproduction  copies  published  by  such  owner  abroad  without  such 
notice. 

Mr.  James  H.  Peirce,  Mr.  Geo.  P.  Fisher,  Jr.,  and  Mr.  Wm.  Henry 
Dennis  for  the  appellant. 

Mr.  Wm.  B.  Hale,  Mr.  Chas.  N.  Judson,  and  Mr.  Frank  F.  Reed  for 
the  appellee. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court 

This  is  a  suit  brought  by  the  appellee  to  restrain  the  infringement 
of  copyright  in  a  book  entitled  "  Webster'*s  High  School  Dictionary.^ 
The  appellee,  a  Massachusetts  corporation,  took  out  copyrights  at  the 
same  time  in  England  and  here.  It  published  and  sold  the  book  in 
this  country  with  the  statutory  notice  of  copyright,  and  made  a  con- 
tract with  English  publishers,  under  which  it  furnished  them  with 
electrotype  plates  of  the  work,  and  they  published  it  in  England, 
omitting  notice  of  the  American  copyright.  The  English  work  has 
a  different  title,  "  Wehster'*s  Brief  International  Dictionary, ^^  and  has 
some  other  differences  on  the  first  three  and  last  thirty-four  pages, 
but  otherwise  is  the  same.  The  appellant,  an  Illinois  corporation, 
sent  for  the  English  book  with  intent  to  reprint  it,  and  was  about  to 
publish  it  when  restrained.  The  English  publishers  agreed  not  to 
import  any  copies  of  their  work  into  this  country,  and  also  to  use  all 
reasonable  means  to  prevent  an  importation  by  others,  so  that  the 
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appellee  cannot  be  said  to  have  assented  to  the  appellant's  act  So 
far  as  appears,  the  only  copies  that  have  been  brought  over  are  the 
one  above  mentioned  and  another,  purchased  for  use  but  not  for  sale, 
by  the  president  and  manager  of  the  appellant.  The  question  is 
whether  the  omission  of  notice  of  the  American  copjnright  from  the 
English  publication,  with  the  assent  of  the  appellee,  destroyed  its 
rights,  or,  in  other  words,  whether  the  requirement  of  the  act  of  June 
18,  1874,  chapter  301,  section  1,  18  Stat.,  78,  (Eev.  Stat.,  sec.  4962,) 
that  notice  shall  be  inserted  "  in  the  several  copies  of  every  edition 
published  "  extends  to  publications  abroad.  The  circuit  court  sus- 
tained the  defendant's  contention  and  dismissed  the  bill.  (140  Fed. 
Rep.  768.)  The  circuit  court  of  appeals  reversed  this  decision,  (146 
Fed.  Eep.,  354 ;  76  C.  C.  A.,  470,)  and  the  case  is  brought  to  this  Court 
by  appeal. 

Notwithstanding  the  elaborateness  of  the  arguments  addressed  to 
us  and  the  difference  of  opinion  in  the  courts  below,  there  is  not  a 
great  deal  to  be  said,  and  the  answer  seems  to  us  plain.  Of  course, 
Congress  could  attach  what  conditions  it  saw  fit  to  its  grant,  but  it  is 
unlikely  that  it  would  make  requirements  of  personal  action  beyond 
the  sphere  of  its  control.  Especially  is  it  unlikely  that  it  would 
require  a  warning  to  the  public  against  the  infraction  of  a  law  beyond 
the  jurisdiction  where  that  law  was  in  force.  The  reasons  for  doing 
so  have  not  grown  less,  yet  in  the  late  statute  giving  copyright  for 
foreign  publications  the  notice  is  necessary  only  in  ^'  all  copies  of  such 
books  sold  or  distributed  in  the  United  States."  (Act  of  March  3, 
1905,  c.  1432,  83  Stat.,  1000,  amending  Rev.  Stat,  sec.  4952.)  So  it 
is  decided  that  the  section  punishing  a  false  notice,  which  naturally 
would  be  coextensive  with  the  requirement  of  notice,  did  not  extend 
to  false  statements  affixed  abroad.  {McLoughlin  v.  Raphael  Tuck 
Co.^  191  U.  S.,  267.)  The  same  conclusion  would  follow  from  the 
form  prescribed  for  the  notice,  which  would  be  inapt  in  foreign  lands. 

It  is  said  that  the  act  of  1905  cannot  affect  the  construction  of  the 
law  under  which  the  parties'  rights  were  fixed,  and  it  cannot,  beyond 
illustrating  a  policy  that  has  not  changed.  But  the  age  of  the  con- 
dition affords  another  reason  for  confining  it  as  the  later  condition  is 
confined.  When  it  first  was  attached,  in  1802,  there  was  little  ground 
to  anticipate  the  publication  of  American  works  abroad.  As  late  as 
1820  Sydney  Smith,  in  the  Edinburgh  Review^  made  his  famous  ex- 
clamation, "  In  the  four  quarters  of  the  globe,  who  reads  an  American 
book?"  If,  however,  there  was  a  publication  abroad,  importation 
without  the  consent  of  the  owner  was  forbidden  in  general  terms,  a 
fact  giving  another  reason  for  the  narrower  construction  of  section 
4962.  If  that  was  the  true  construction  once,  it  is  the  construction 
stilL    Again,  when  the  present  act  was  passed,  there  was  no  foreign 
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copyright  for  an  American  author,  and  Congress  knew  and  he  knew, 
as  he  knows  now,  if  he  contents  himself  with  home  protection,  that  his 
work  might  be  reprinted  without  notice  of  any  sort.  Such  reprints 
rather  inconsistently  are  called  piracies  in  argument  But  whatever 
the  moral  aspects  may  be,  the  piracy  is  a  legal  right,  and  as  such  its 
exercise  must  be  contemplated  by  ihe  author.  It  does  not  matter 
whether  he  does  so  with  regret  at  the  loss  of  money  or  with  joy  at 
the  prospect  of  fame,  and  it  is  difficult  to  see  any  greater  difference 
between  giving  consent  to  the  foreign  publication  and  intentionally 
creating  the  opportunity,  the  inducement,  and  the  right.  But  it 
hardly  would  be  argued  that  because  no  copyright  had  been  taken  out 
in  England  and  therefore  the  reprint  there  was  lawful,  an  American 
copyright  could  be  defeated  by  importing  the  English  book  and  re- 
printing from  that.  {Thompson  v.  Hubbard^  131  U.  S.,  123,  150.) 
It  would  be  even  bolder  to  say  that  the  American  author  stood  worse 
if  in  the  days  before  he  could  get  a  copyright  in  England  he  had 
made  an  arrangement  with  English  publishers  to  secure  some  pay- 
ment from  them.    Yet  that  is  the  logic  of  the  appellant's  case. 

If  a  publication  without  notice  of  an  American  copyright  did  not 
affect  the  copyright  before  the  days  when  it  was  possible  to  get  an 
English  copyright  also,  it  is  not  to  be  supposed  that  Congress,  by 
arranging  with  England  for  that  possibility,  gave  a  new  meaning  to 
the  old  section  4962,  increasing  the  burden  of  American  authors,  and 
attempting  to  intrude  its  requirements  into  any  notice  that  might  be 
provided  by  the  English  law.  The  words  of  the  section  remained  un- 
changed, notwithstanding  the  grant  of  a  limited  liberty  of  importa- 
tion, while  other  sections  were  amended  where  there  was  reason  for 
a  change. 

It  may  be  that  in  most  cases  the  importation  of  a  pirated  English 
copy  of  an  American  book  would  be  unlawful,  whereas  it  is  argued 
thai  the  importation  was  lawful  in  the  case  at  bar.  The  appellee 
makes  a  strong  argument  that  the  appellant's  importation  was  wrong. 
But  it  is  hard  to  see  how  the  right  to  copy  a  book,  whether  lawfully 
or  unlawfully  imported,  can  be  affected  by  the  mode  in  which  it  got 
here.  The  analogies  of  the  law  are  the  other  way.  A  person  is  sub- 
ject to  the  jurisdiction,  even  if  he  was  brought  there  by  wrong.  {Pet- 
tibane  v.  Nichols^  203  U.  S.,  192.)  A  document  is  admissible  in 
evidence,  although  it  was  improperly  obtained.  {Commonwealth  v. 
Tucker^  189  Mass.,  457,  470;  3  Wigmore,  Evidence,  sec.  2183.)  The 
argimient  for  the  appellant  dwells  somewhat  fancifully  on  the  possi- 
bilities of  innocence  being  led  astray.  All  those  possibilities  might 
exist  if  a  pirated  volume  should  be  smuggled  into  the  United  States. 
Moreover  the  appellant  argues,  with  the  support  of  the  opinion  of 
an  Attorney  General  and  a  Solicitor  General,  that  under  section  4956 
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and  its  amendments  two  copies  of  an  unauthoiiased  edition  lawfully 
might  be  imported  for  use.  (21  Op.  Att.  Gen.,  159, 162.)  The  stat- 
utes cannot  be  expected  to  do  more  than  to  secure  the  author  and  the 
public  so  far  as  is  reasonably  practicable.  The  obvious  plan  is  not 
to  be  distorted  by  the  chance  that  ingenuity  may  find  some  way  to 
slip  through  the  law  uncaught 

As  we  are  satisfied  that  the  statute  does  not  require  notice  of  the 
American  copyright  on  books  published  abroad  and  sold  only  for 
use  there,  we  agree  with  the  parties  that  it  is  unnecessary  to  discuss 
nice  questions  as  to  when  a  foreign  reprint  may  or  may  not  be  im- 
ported into  the  United  States  under  the  present  provisions  of  our 
law.    Decree  affirmed. 


[Supreme  Court  of  the  United  States.] 

White-Smith  Music  Publishing  Company  v.  Apollo  Compaht. 

Decided  February  24,  1908, 

133  O.  G^  762. 

Ck>PTiuoHT'—lNFBiHOEiCENT— Musical  Composition. 

The  copyright  of  a  musical  composition  which  is  published  in  the  fonn 
of  sheet-music  is  not  infringed  by  n  perforated  roll  of  paper  designed  to 
be  used  in  connection  with  an  automatic  piano-player  in  reproducing  the 
music  recorded  in  the  copyrighted  sheets,  since  such  perforated  roU  is  not 
a  '*  copy  "  within  the  meaning  of  the  copyright  statntes. 

Mr.  Livingston  Gifford  for  the  appellant. 

Mr.  Charles  S.  Burton^  Mr.  John  J.  O^ConneU,  Mr.  John  W.  Mun- 
day^  and  Mr.  Charles  A.  Brodek  for  the  appellee. 

Mr.  Justice  Dat  delivered  the  opinion  of  the  Court 

These  cases  may  be  considered  together.  They  are  appeals  from 
the  judgment  of  the  Circuit  Court  of  Appeals  of  the  Second  Circuit 
(147  Fed.,  226,)  affirming  the  decree  of  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York,  rendered 
August  4,  1905  (139  Fed.,  427,)  dismissing  bills  of  the  ccxnplain- 
ant  (now  appellant)  for  want  of  equity.  Motions  have  been  made 
to  dismiss  the  appeals,  and  a  petition  for  writ  of  certicHrari  has  been 
filed  by  appellant.  In  view  of  the  nature  of  the  cases  the  writ  of  cer- 
tiorari is  granted,  the  record  on  the  appeals  to  stand  as  a  return  to 
the  writs.  (Montana  Mining  Co.  v.  St.  Louis  Mining  Co.^  204  U.  S., 
204.) 

The  actions  were  brought  to  restrain  infringement  of  the  copy- 
rights of  two  certain  musical  compositions,  published  in  the  form  of 
sheet-music,  entitled,  respectively,  "  Little  Cotton  Dolly  "  and  "  Ken- 
tucky Babe.''    The  appellee,  defendant  below,  is  engaged  in  the  sale 
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of  piano-players  and  player-pianos,  known  as  the  '^  Apollo,^'  and  of 
perforated  rolls  of  music  used  in  connection  therewith.  The  appel- 
lant, as  assignee  of  Adam  Gteibel,  the  composer,  alleged  compliance 
with  the  Copyright  Act,  and  that  a  copyright  was  duly  obtained  by 
it  on  or  about  March  17, 1897.  The  answer  was  general  in  its  nature, 
and  upon  the  testimony  adduced  a  decree  was  rendered,  as  stated,  in 
favor  of  the  Apollo  Company,  defendant  below,  appellee  here. 

The  action  was  brought  under  the  provisions  of  the  Copyright  Act, 
section  4962  (3  U.  S.  Comp.  Stat.,  Sup.  1907,  p.  1021,)  giving  to  the 
author,  inventor,  designer,  or  proprietor  6f  any  book,  map,  chart, 
dramatic,  or  musical  composition  the  sole  liberty  of  printing,  reprint- 
ing, publishing,  completing,  copying,  executing,  finishing,  and  vending 
the  same.  The  circuit  courts  of  the  United  States  are  given  jurisdic- 
tion under  section  4970  (8  U.  S.  Comp.  Stat.,  3416)  to  grant  injunc- 
tions according  to  the  course  and  principles  of  courts  of  equity  in 
copyright  case&  The  appellee  is  the  manufacturer  of  certain  musical 
instruments  adapted  to  be  used  with  perforated  rolls.  The  testimony 
discloses  that  certain  of  these  rolls,  used  in  connection  with  such  in- 
struments, and  being  connected  with  the  mechanism  to  which  they 
apply,  reproduce  in  sound  the  melody  recorded  in  the  two  pieces  of 
music  copyrighted  by  the  appellant. 

The  manufacture  of  such  instruments  and  the  use  of  such  musical 
rolls  has  developed  rapidly  in  recent  years  in  this  country  and  abroad. 
The  record  discloses  that  in  the  year  1902  from  seventy  to  seventy- 
five  thousand  of  such  instruments  were  in  use  in  the  United  States, 
and  that  from  one  million  to  one  million  and  a  half  of  such  perforated 
musical  rolls,  to  be  more  fully  described  hereafter,  were  made  in  this 
country  in  that  year. 

It  is  evident  that  the  question  involved  in  the  use  of  such  rolls  is 
one  of  very  considerable  importance,  involving  large  property  inter- 
ests, and  closely  touching  the  rights  of  composers  and  music  publish- 
ers. The  case  was  argued  with  force  and  ability,  orally  and  upon 
elaborate  briefs. 

Without  entering  into  a  detailed  discussion  of  the  mechanical 
construction  of  such  instruments  and  rolls,  it  is  enough  to  say  that 
they  are  what  has  become  familiar  to  the  public  in  the  form  of 
mechanical  attachments  to  pianos,  such  as  the  pianola,  and  the 
musical  rolls  consist  of  perforated  sheets,  which  are  passed  over 
ducts  connected  with  the  operating  parts  of  the  mechanism  in  such 
manner  that  the  same  are  kept  sealed  until,  by  means  of  perforations 
in  the  rolls,  air-pressure  is  admitted  to  the  ducts  which  operate  the 
pneumatic  devices  to  sound  the  notes.  This  is  done  with  the  aid 
of  an  operator,  upon  whose  skill  and  experience  the  success  of  the 
rendition  largely  depends.  As  the  roll  is  drawn  over  the  tracker- 
board  the  notes  are  sounded  as  the  perforations  admit  the  atmospheric 
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pressure,  the  perforations  having  been  so  arranged  that  the  effect 
is  to  produce  the  melody  or  tune  for  which  the  roll  has  been  cut. 

jSpeaking  in  a  general  way,  it  may  be  said  that  these  rolls  are 
made  in  three  ways.  First  With  the  score  or  staff  notation  before 
him  the  arranger,  with  the  aid  of  a  rule  or  guide  and  a  graduated 
schedule,  marks  the  position  and  size  of  the  perforations  on  a  sheet 
of  paper  to  correspond  to  the  order  of  notes  in  the  composition. 
The  marked  sheet  is  then  passed  into  the  hands  of  an  operator  who 
cuts  the  apertures,  by  hand,  in  the  paper.  This  perforated  sheet  is 
inspected  and  corrected,  and  when  corrected  is  called  ^  the  originaL'' 
This  original  is  used  as  a  stencil  and  by  passing  ink-rollers  over 
it  a  pattern  is  prepared.  The  stenciled  perforations  are  then  cut, 
producing  the  master  or  templet.  The  master  is  placed  in  the 
perforating-machine  and  reproductions  thereof  obtained,  which  are 
the  perforated  rolls  in  question.  Expression-marks  are  separately 
copied  on  the  perforated  music-sheets  by  means  of  rubber  stamps. 
Second.  A  perforated  music-roll  made  by  another  manufacturer  may 
be  used  from  which  to  make  a  new  record.  Third.  By  playing  upon 
a  piano  to  which  is  attached  an  automatic  recording  device  pro- 
ducing a  perforated  matrix  from  which  a  perforated  music-roll  may 
be  produced. 

It  is  evident,  therefore,  that  persons  skilled  in  the  art  can  take 
such  pieces  of  sheet-music  in  staff  notation,  and  by  means  of  the 
proper  instruments  make  drawings  indicating  the  perforations,  which 
are  afterwards  outlined  and  cut  upon  the  rolls  in  such  wise  as  to 
reproduce,  with  the  aid  of  the  other  mechanism,  the  music  which  is 
recorded  in  the  copyrighted  sheets. 

The  learned  counsel  for  the  parties  to  this  action  advance  opposing 
theories  as  to  the  nature  and  extent  of  the  copyright  given  by 
statutory  laws  enacted  by  Congress  for  the  protection  of  copyright, 
and  a  determination  of  which  is  the  true  one  will  go  far  to  decide 
the  rights  of  the  parties  iii  this  case.  On  behalf  of  the  appellant  it 
is  insisted  that  it  is  the  intention  of  the  Copyright  Act  to  protect 
the  intellectual  conception  which  has  resulted  in  the  compilation  of 
notes  which,  when  properly  played,  produces  the  melody  which  is  the 
real  invention  of  the  composer.  It  is  insisted  that  this  is  the  thing 
which  Congress  intended  to  protect,  and  that  the  protection  covers 
all  means  of  expression  of  the  order  of  notes  which  produce  the  air 
or  melody  which  the  composer  has  invented. 

Music,  it  is  argued,  is  intended  for  the  ear  as  writing  is  for  the 
eye,  and  that.it  is  the  intention  of  the  Cop3nri^t  Act  to  prevent 
the  multiplication  of  every  means  of  reproducing  the  music  of  the 
composer  to  the  ear. 

On  the  other  hand,  it  is  contended  that  while  it  is  true  that  copy- 
right statutes  are  intended  to  reward  mental  creations  or  conoeptioos, 
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that  the  extent  of  ihis  protection  is  a  matter  of  statutory  law,  and 
that  it  has  been  extended  only  to  the  tangible  results  of  mental  con- 
ception, and  that  only  the  tangible  thing  is  dealt  with  by  the  law, 
and  its  multiplication  or  reproduction  is  all  that  is  protected  by  the 
statute. 

Before  considering  the  construction  of  the  statute  as  an  independ- 
ent question  the  appellee  Invokes  the  doctrine  of  stare  decisis  in  its 
favor,  and  it  is  its  contention  that  in  all  the  cases  in  which  this  ques- 
tion has  been  up  for  judicial  consideration  it  has  been  held  that  such 
mechanical  producers  of  musical  tones  as  are  involved  in  this  case 
have  not  been  considered  to  be  within  the  protection  of  the  Copy- 
right Act;  and  that,  if  within  the  power  of  Congress  to  extend 
protection  to  such  subjects,  the  uniform  holdings  have  been  that 
it  is  not  intended  to  include  them  in  the  statutory  protection 
given.  While  it  may  be  that  the  decisions  have  not  been  of  that 
binding  character  that  would  enable  the  appellee  to  claim  the  pro- 
tection of  the  doctrine  of  stare  decisis  to  the  extent  of  precluding 
further  consideration  of  the  question,  it  must  be  admitted  that  the 
decisions  so  far  as  brought  to  our  attention  in  the  full  discussion  had 
at  the  bar  and  upon  the  briefe  have  been  uniformly  to  the  effect  that 
these  perforated  rolls  operated  in  connection  with  mechanical  devices 
for  the  production  of  music  are  not  within  the  Copyright  Act.  It 
was  so  held  in  Kennedy  v.  McTammany^  (33  Fed.,  584.)  The  deci- 
sion was  written  by  Judge  Colt  in  the  first  circuit ;  the  case  was  sub- 
sequently brought  to  this  Court,  where  it  was  dismissed  for  failure  to 
print  the  record.  (145  IT.  S.,  648.)  In  that  case  the  learned  Judge 
said: 

I  cannot  convince  myself  that  these  perforated  sheets  of  papers  are  copies  of 
sheet-music  within  the  meaning  of  the  copyright  law.  They  are  not  made  to  be 
addressed  to  the  eye  as  sheet-music,  but  they  form  a  part  of  a  machine.  They 
are  not  designed  to  be  used  for  snch  purposes  as  sheet-mnsic,  nor  do  they  in  any 
sense  occupy  the  same  field  as  sheet-music.  Th^  are  a  mechanical  invention 
made  for  the  sole  purpose  of  performing  tunes  mechanically  upon  a  musical 
Instrument. 

Again  the  matter  was  given  careful  consideration  in  the  Court  of 
Appeals  of  the  District  of  Columbia  in  an  opinion  by  Justice  Shep- 
ard,  (Stem  v.  Rosey^  17  App.  D.  C,  662,)  in  which  that  learned 
Justice,  speakitig  for  the  court,  said : 

We  cannot  regard  the  reproduction,  through  the  agency  of  a  phonograph,  of 
the  sounds  of  musical  instruments  playing  the  music  composed  and  published 
by  the  complainants,  as  the  copy  or  publication  of  the  same  within  the  meaning 
of  the  act  The  ordinary  signification  of  thA  words  "  copying,"  "  publishing," 
etc.*  cannot  be  stretched  to  include  it 

It  Is  not  pretended  that  the  marking  upon  waxed  cylinders  can  be  made  out 
by  the  eye  or  that  they  can  be  utilized  in  any  other  way  than  as  parts  of  the 
mechanism  of  the  phonograph. 
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Conyeying  no  meaning,  then,  to  the  eye  of  even  an  expert  mnslcian  and 
wholly  incapable  of  use  save  in  and  as  a  part  of  a  machine  specially  adapted  to 
make  them  give  up  the  records  which  they  contain,  these  prepared  waxed 
cylinders  can  neither  substitute  the  copyrighted  sheets  of  music  nor  serve  any 
purpose  which  is  within  their  scope.  In  these  respects  there  would  seon  to  be 
no  substantial  difference  between  them  and  the  metal  cylinder  of  the  old  and 
ftimiliar  music-box,  and  this,  though  in  use  at  and  before  the  passage  of  the 
Copyright  Act,  has  not  been  regarded  as  infringing  upon  the  copyrights  of 
authors  and  publishers. 

The  question  came  before  the  English  courts  in  Boosey  v.  Whight^ 
(1899, 1  Ch.,  836;  80  L.  T.  B.,  561,)  and  it  was  there  held  that  these 
perforated  rolls  did  not  infringe  the  English  Copyright  Act  protect- 
ing sheets  of  music  Upon  appeal  Lindley,  master  of  the  rolls,  used 
this  pertinent  language  (1900, 1  Ch.,  122;  81  L.  T.  B.,  265) : 

The  plaintiffs  are  entitled  to  copyright  in  three  sheets  of  music  What  does 
this  means?  It  means  that  they  have  the  exclusive  right  of  printing  or  others 
wise  multiplying  copies  of  those  sheets  of  music,  i,  e.,  of  the  bars,  notes,  and 
other  printed  words  and  signs  on  these  sheets.  But  the  plaintiffs  have  no 
exclusiTe  right  to  the  production  of  the  sounds  indicated  by  or  on  those  sheets 
of  music;  nor  to  the  performance  in  private  of  the  music  indicated  by  such 
sheets ;  nor  to  any  mechanism  for  the  production  of  such  sounds  or  music 

The  plaintiff's  rights  are  not  infringed  except  by  an  unauthorised  copy  of 
their  sheets  of  music.  We  need  not  trouble  ourselves  about  authority ;  no  ques- 
tion turning  on  the  meaning  of  that  expression  has  to  be  considered  in  this  case. 
The  only  question  we  have  to  consider  is  whether  the  defendants  have  copied 
the  plaintiff's  sheets  of  music 

TUb  defendants  have  taken  those  sheets  of  music  and  have  prepared  from 
them  sheets  of  paper  with  perforations  in  them,  and  these  perforated  sheets, 
when  put  into  and  used  with  properly-constructed  machines  or  instruments, 
will  produce  or  enable  the  machines  or  instruments  to  produce  the  music  indi- 
cated on  the  plaintiff's  sheets.  In  this  sense  the  defendant's  perforated  rolls 
have  been  copies  from  the  plaintiff's  sheets. 

But  is  this  the  kind  of  copying  which  is  prohibited  by  the  Gopyright  Act;  or 
rather  is  the  perforated  sheet  made  as  above  mentioned  a  copy  of  the  dieet  of 
music  from  which  it  is  made?  Is  it  a  copy  at  all?  Is  it  a  copjr  within  the 
meaning  of  the  Ck>pyright  Act?  A  sheet  of  music  is  treated  In  the  Oopyrl^t 
Act  as  if  it  were  a  book  or  sheet  of  letter-press.  Any  mode  of  copying  such  a 
thing,  whether  by  printing,  writing,  photography,  or  by  some  other  method  not 
yet  invented,  would  no  doubt  be  copying.  So,  perhaps,  might  a  perforated  sheet 
of  paper  to  be  sung  or  played  from  in  the  same  way  as  sheets  of  music  are 
sung  or  played  from.  But  to  play  an  instrument  from  a  sheet  of  music  whidi 
appears  to  the  eye  is  one  thing ;  to  play  an  instrument  with  a  perforated  sheet 
which  itself  forms  part  of  the  mechanism  which  produces  th^  music  is  quite 
another  thing. 

Since  these  cases  were  decided  Congress  has  repeatedly  had  occasion 
to  amend  the  copyright  law.  The  English  cases,  the- decision  of  the 
district  court  of  appeals,  and  Judge  Colt's  decision  must  have  been 
well  known  to  the  members  of  Congress ;  and  although  the  mantifac- 
ture  of  mechanical  musical  instruments  had  not  grown  to  the  propor- 
tion which  they  have  since  attained  they  were  wellz-k^^^jjuid  the 
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omission  of  Congress  to  specifically  legislate  concerning  them  might 
well  be  taken  to  be  an  acquiescence  in  the  judicial  construction  given 
to  the  copyright  laws. 
I  This  country  was  not  a  party  to  the  Berne  convention  of  1886,  con- 

I      oeming  international  copjrright,  in  which  it  was  specifically  provided : 

I  It  is  understood  that  tlie  manufacture  and  sale  of  instruments  serving  to 

I       reproduce  mechanically  the  airs  of  music  borrowed  from  the  private  domain 
are  not  considered  as  constituting  musical  Infringement. 

I  But  the  proceedings  of  this  convention  were  doubtless  well  known 

'      to  Congress.    After  the  Berne  convention  the  act  of  March  8,  1891, 

was  passed.    Section  13  of  that  act  provides  (8  U.  S«  Comp.  Stat, 

3417:) 

Sbction  13.  That  this  act  shall  only  apply  to  a  citizen  or  subject  of  a  foreign 
state  or  nation  when  such  foreign  state  or  nation  permits  to  citizens  of  the 
United  States  of  America  the  benefits  of  copyright  on  substantially  the  same 
iMisls  as  to  its  own  citizens;  and  when  such  foreign  state  or  nation  is  a  party 
to  an  international  agreement  which  provides  for  reciprocity  in  the  granting  of 
copjrrlght,  by  the  terms  of  which  agreement  the  United  States  of  America  may, 
at  is  pleasure,  become  a  party  to  such  agreement.  The  existence  of  either  of 
the  conditions  aforesaid  shall  be  determined  by  the  President  of  the  United 
States  by  proclamation  made  from  time  to  time  as  the  purposes  of  this  act  may 
require. 

By  proclamation  of  the  Pi-esident  July  1,  1891,  the  benefit  of  the 
act  was  given  to  the  citizens  of  Belgium,  France,  British  possessions 
and  Sweden,  which  countries  permitted  the  citizens  of  the  United 
States  to  have  the  benefit  of  copyright  on  the  same  basis  as  the  citi- 
zens of  those  countries.  On  April  30,  1892,  the  German  Empire  was 
included.  On  October  31,  1892,  a  similar  proclamation  was  made  as 
to  Italy.    These  countries  were  all  parties  to  the  Berne  convention. 

It  could  not  have  been  the  intention  of  Congress  to  give  to  foreign 
citizens  and  composers  advantages  in  our  country  which  according 
to  that  convention  were  to  be  denied  to  our  citizens  abroad. 

In  the  last  analysis  this  case  turns  upon  the  construction  of  a 
statute,  for  it  is  perfectly  well  settled  that  the  protection  given  to 
copyrights  in  this  country  is  wholly  statutory.  {Wkeaton  v.  Peters^ 
8  Pet,  591 ;  Banks  v.  Manchester^  128  U.  S.,  244,  253 ;  Thompson  v. 
Hubbard^  131  U.  S.,  123, 151 ;  American  Tobacco  Company  v.  Werck- 
m^ter,  post,  57;  133  O.  G.,  1433;  207  U.  S.,  284.) 

.Musical  compositions  have  been  the  subject  of  copyright  protection 
since  the  statute  of  February  3,  1831,  (4  Stat,  436,)  and  laws  have 
been  passed  including  them  since  that  time.  When  we  turn  to  the 
consideration  of  the  act  it  seems  evident  that  Congress  has  dealt  with 
the  tangible  thing,  a  copy  of  which  is  required  to  be  filed  with  the 
Librarian  of  Congress,  and  wherever  the  words  are  used  (copy  or 
copies)  they  seem  to  refer  to  the  term  in  its  ordinary  sense  of  indicat- 
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ing  reproduction  or  duplication  of  the  original.  Section  4956  (3  U.  S. 
Comp.  Stat.,  3407)  provides  that  two  copies  of  a  book,  map,  chart,  or 
musical  composition,  etc.,  shall  be  delivered  at  the  office  of  the  Libra- 
rian of  Congress.  Notice  of  copyright  must  be  inserted  in  the  several 
copies  of  every  edition  published,  if  a  book,  or  if  a  musical  composi- 
tion, etc.,  upon  some  visible  portion  therof.  (Sec.  4962,  Copyright 
Act,  3  U.  S.  Comp.  Stat,  3411.)  Section  4965  (3  U.  S.  Comp.  Stat., 
3414)  provides  in  part  that  the  infringer  '^  shall  forfeit  every  sheet 
(hereof,  and  one  dollar  for  every  sheet  of  the  same  found  in  his  pos- 
session," etc.,  evidently  referring  to  musical  compositions  in  sheets. 
Throughout  the  act  it  is  apparent  that  Congress  has  dealt  with  the 
concrete  and  not  with  an  abstract  right  of  property  in  ideas  or  mental 
conceptions. 

We  cannot  perceive  that  the  amendment  of  section  4966  by  the  act 
of  January  6,  1897,  (3  U.  S.  Comp.  Stat,  3415,)  providing  a  penalty 
for  any  person  publicly  performing  or  representing  any  dramatic  or 
musical  composition  for  which  a  copyright  has  been  obtained,  can 
have  the  effect  of  enlarging  the  meaning  of  the  previous  sections  of 
(he  act  M'hich  were  not  changed  by  the  amendment.  The  purpose  of 
the  nmendmeiit  evidently  was  to  put  musical  compositions  on  the 
footing  of  dramatic  compositions  so  as  to  prohibit  their  public  per- 
formance. There  is  no  complaint  in  this  case  of  the  public  perform- 
ance of  copyrighted  music ;  nor  is  the  question  involved  whether  the 
manufacturers  of  such  perforated  music-rolls  wljen  sold  for  use  in 
public  performance  might  be  held  as  contributing  infringers.  This 
amendment  was  evidently  passed  for  the  specific  purpose  referred  to, 
and  is  entitled  to  little  consideration  in  construing  the  meaning  of  the 
terms  of  the  act  theretofore  in  force. 

What  is  meant  by  a  copy?  We  have  already  referred  to  the  com- 
mon understanding  of  it  as  a  reproduction  or  duplication  of  a  thing. 
A  definition  was  given  by  Bailey,  J.,  in  West  v.  Francis^  (5  B.  &  A., 
743,)  quoted  with  approval  in  Boosey  v.  Wkiffht^ supra.    He  said: 

A  copy  tH  that  which  conies  so  near  to  the  original  as  to  give  to  every  pemon 
seeing  it  the  idea  created  by  the  original. 

Various  definitions  have  been  given  by  the  experts  called  in  the 
case.'  The  one  which  most  commends  itself  to  our  judgment  is  per- 
haps as  clear  as  can  be  made,  and  defines  a  copy  of  a  musical  compo- 
sition to  be  "a  written  or  printed  record  of  it  in  intelligible  nota- 
tion.'^ It  may  be  true  that  in  a  broad  sense  a  mechanical  instrument 
which  reproduces  a  tune  copies  it ;  but  this  is  a  strained  and  artificial 
meaning.  When  the  combination  of  musical  sounds  is  reproduced  to 
the  ear  it  is  flie  original  tune  as  conceived  by  the  author  which  is 
heard.  These  musical  tones  are  not  a  copy  which  appeals  to  the  eye. 
In  no  sense  can  musical  sounds  which  reach  us  through  the  sense  of 


DECISIONS  OF  UNITED  STATES  COXJBTS  IN  PATENT  CASES.       660 

hearing  be  said  to  be  copies  as  that  term  is  generally  understood,  and 
as  we  believe  it  was  intended  to  be  understood  in  the  statutes  under 
consideration.  A  musical  composition  is  an  intellectual  creation 
which  first  exists  in  the  mind  of  the  composer ;  he  may  play  it  for  the 
first  time  upon  an  instrument.  It  is  not  susceptible  of  being  copied 
until  it  has  been  put  in  a  form  which  others  can  see  and  read.  The 
statute  has  not  provided  for  the  protection  of  the  intellectual  con- 
ception apart  from  the  thing  produced,  however  meritorious  such 
conception  may  be,  but  has  provided  for  the  making  and  filing  of  a 
tangible  thing,  against  the  publication  and  duplication  of  which  it  is 
the  purpose  of  the  statute  to  protect  the  composer. 

Also  it  may  be  noted  in  this  connection  that  if  the  broad  construc- 
tion of  publishing  and  copying  contended  for  by  the  appellants  is  to 
be  given  to  this  statute  it  would  seem  equally  applicable  to  the  cylin- 
der of  a  music-box,  with  its  mechanical  arrangement  for  the  repro- 
duction of  melodious  sounds,  or  the  record  of  the  graphophone,  or 
to  the  pipe-organ  operated  by  devices  similar  to  those  i|i  use  in  the 
pianola.  All  these  instruments  were  well  known  when  these  various 
copyright  acts  were  passed.  Can  it  be  that  it  wad.  the  intention  of 
Congress  to  permit  them  to  be  held  as  infringements  and  suppressed 
by  injunctions? 

After  all,  what  is  the  perforated  roll?  The  fact  is  clearly  estab- 
lished in  the  testimony  in  this  case  that  even  those  skilled  in  the 
making  of  these  rolls  are  unable  to  read  them  as  musical  compositions, 
as  those  in  staff  notation  are  read  by  the  performer.  It  is  true  that 
there  is  some  testimony  to  the  effect  that  great  skill  and  patience 
might  enable  the  operator  to  read  this  record  as  he  could  a  piece  of 
music  written  in  staff  notation.  But  the  weight  of  the  testimony  is 
emphatically  the  other  way,  and  they  are  not  intended  to  be  read  as 
an  ordinary  piece  of  sheet-music,  which  to  those  skilled  in  the  art 
conveys,  by  reading,  in  playing  or  singing,  definite  impressions  of 
the  melody. 

These  perforated  rolls  are  parts  of  a  machine  which,  when  duly 
applied  and  properly  operated  in  connection  with  the  mechanism  to 
which  they  are  adapted,  produce  musical  tones  in  harmonious  combi- 
nation. But  we  cannot  think  that  they  are  copies  within  the  mean- 
ing of  the  Copyright  Act. 

It  may  be  true  that  the  use  of  these  perforated  rolls,  in  the  absence 
of  statutory  protection,  enables  the  manufacturers  thereof  to  enjoy 
the  use  of  musical  compositions  for  which  they  pay  no  value.  But 
such  considerations  properly  address  themselves  to  the  legislative  and 
not  to  the  judicial  branch  of  the  Government.  As  the  act  of  Con- 
gress now  stands  we  believe  it  does  not  include  these  records  as  copies 
or  publications  of  the  copyrighted  music  involved  in  these  cases. 
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Mr.  Justice  Holices,  concurring  specially. 

In  view  of  the  facts  and  opinions  in  this  country  and  abroad  to 
which  my  brother  Day  has  called  attention  I  do  not  feel  justified  in 
dissenting  from  the  judgment  of  the  C!ourt,  but  the  result  is  to  give 
to  copyright  less  scope  than  its  rational  significance  and  the  ground 
on  which  it  is  granted  seem  to  me  to  demand.  Therefore  I  desire 
to  add  a  few  words  to  what  he  has  said. 

The  notion  of  propert}r  starts,  I  suppose,  from  confirmed  posses- 
sion of  a  tangible  object  and  consists  in  the  right  to  exclude  others 
from  interference  with  the  more  or  less  free  doing  with  it  as  one 
wills.  But  in  copyright  property  has  reached  a  more  abstract  ex- 
pression. The  right  to  exclude  is  not  directed  to  an  object  in  pos- 
session or  owned,  but  is  in  vacuOy  so  to  speak.  It  restrains  the  sp9n- 
taneity  of  men  where  but  for  it  there  would  be  nothing  of  any  kind 
to  hinder  their  doing  as  they  saw  fit.  It  is  a  prohibition  of  conduct 
remote  from  the  persons  or  tangibles  of  the  party  having  the  right 
It  may  be  ii^fringed  a  thousand  miles  from  the  owner  and  without 
his  ever  becoming  aware  of  the  wrong.  It  is  a  right  which  could 
not  be  recognized  or  endured  for  more  than  a  limited  time,  and  there- 
fore, I  may  remark  in  passing,  it  is  one  which  hardly  can  be  con- 
ceived except  as  a  product  of  statute,  as  the  authorities  now  agree. 

The  ground  of  this  extraordinary  right  is  that  the  person  to  whom 
it  is  given  has  invented  some  new  collocation  of  visible  or  audible 
points,— of  lines,  qolors,  sounds,  or  words.  The  restraint  is  directed 
against  reproducing  this  collocation,  although  but  for  the  invention 
and  the  statute  any  one  would  be  free  to  combine  the  contents  of 
the  dictionary,  the  elements  of  the  spectrum,  or  the  notes  of  the 
gamut  in  any  way  that  he  had  the  wit  to  devise.  The  restriction  is 
confined  to  the  specific  form,  to  the  collocation  devised,  of  course,  but 
one  would  expect  that,  if  it  was  to  be  protected  at  all,  that  colloca- 
tion would  be  protected  according  to  what  was  its  essence.  One 
would  expect  the  protection  to  be  coextensive  not  only  with  the  in- 
vention, which,  though  free  to  all,  only  one  had  the  ability  to  achieve, 
but  with  the  possibility  of  reproducing  the  result  which  gives  to  the 
invention  its  meaning  and  worth.  A  musical  composition  is  a 
rational  collocation  of  sounds  apart  from  concepts,  reduced  to  a  tangi- 
ble expression  from  which  the  collocation  can  be  reproduced  either 
with  or  without  continuous  human  intervention.  On  principle  any- 
thing that  mechanically  reproduces  that  collocation  of  sounds  ought 
to  be  held  a  copy,  or  if  the  statute  is  too  narrow  ought  to  be  made 
so  by  a  further  act,  except  so  far  as  some  extraneous  consideration 
of  policy  may  oppose.  What  license  may  be  implied  from  a  sale  of 
the  copyrighted  article  is'  a  different  and  harder  question,  but  I  lea^-e 
it  untouched,  as  license  is  not  relied  upon  as  a  groim^  for  the  judg- 
ment of  the  Court.  JgitizedbyCjOOglC 
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(Bapreme  Court  of  the  United  States.] 
AlOSBICAN   TOBAOOO  COMFANY  V.  WbRGKMEISTEB. 

Decided  December  2,  1907, 
188  O.  O.,  1433. 

1.  COPTBIGHT— PBOPBITT  BiGHTS  IN,  CRBATUBB  OF  FEDBRAL  STATUTE. 

Property  In  copyri^t  Is  the  craiture  of  the  Federal  statute  passed  in 
the  exercise  of  the  power  vested  in  dongress  by  the  Federal  Constitution 
in  Article  I,  section  8,  *'  to  promote  the  progress  of  science  and  useful  arts 
by  securing  for  limited  times  to  authors  and  invehtors  the  exclusive  right 
to  their  respective  writings  and  discoveries."  '(See  Wheatcn  v.  Peters,  8 
Pet,  681,  806;  Holmes  v.  Hurst,  174  U.  S^  82;  Banks  v.  Manchester,  128 
U.  S.,  244,  252;  Thompson  v.  Hubbard,  181  U.  S.,  128,  161.) 

2.  Same — Section  4962  of  the  Revised  Statutes  Gonstbued — Where  Notice 

Should  be  Inscbibbd. 

Section  4062  of  the  Revised  Statutes  as  amended  by  act  of  June  18,  1874, 
ch.  801,  (18  Stat  L.,  78;  U.  S.  Gomp.  St  1901,  p.  3411,)  providing  ''that 
no  person  shall  maintain  an.  action  for  the  infringement  of  his  copyright 
unless  he  shall  give  notice  thereof  by  inserting  in  the  several  copies  of  every 
edition  published  *  *  *  by  inscribing  upon  some  visible  portion  thereof, 
or  of  the  substance  on  which  the  same  shall  be  mounted,"  the  notice  of 
copyright  has  not  for  its  object  to  require  the  inscription  upon  the  original 
painting;  map,  &c.,  but  only  upon  those  published  copies  concerning  which 
it  is  designed  to  convey  information  to  the  public  which  shall  limit  its 
use  and  circumscribe  the  rights  of  the  purchaser. 
8.  Same — Ck>NSTBucTioN  of  Statutes. 

In  construing  a  statute  the  court  is  not  always  confined  to  a  literal  read- 
ing thereof  and  may  consider  its  object  and  purpose,  the  things  with  which 
it  is  dealing,  and  the  conditions  of  affairs  which  led  to  its  enactment  so 
as  to  effectuate  rather  than  destroy  the  spirit  and  force  of  the  law  which 
the  legislature  intended  to  enact. 

4.  Same— Assignment  of  Cofybiohts. 

An  instrument  providing  that  "  I  hereby  transfer  the  copyright  in  my 
picture  *  Chorus '  to  the  Photogrnphische  Gesellschaft,  Berlin  (The  Berlin 
Photographic  Company)  for  the  sum  of  £200,  London,  April  2,  1894,"  signed 
by  the  author  of  the  painting,  Held  to  constitute  a  complete  transfer  of  the 
property  right  of  copyright  existing  in  the  picture,  there  being  no  evidence 
of  any  intention  on  the  part  of  the  author  to  retain  any  further  interest 
in  the  copyright. 

5.  Same— Same. 

An  author  may,  l)efore  publication,  assign  the  right  or  privilege  of  taking 
a  copyright  independent  of  the  transfer  of  the  copyrightable  thing  itself. 

6.  Same — Section  4052  as  Amended  March  8,  1891,  Ck>N8TBUED — ^Meaning  of 

'^Assigns.** 
The  word  "  assigns  *'  in  section  4952,  Rev.  Stats.,  as  amended  March  8, 
1891,  (26  Stat  L.,  1106,  c.  666;  U.  S.  Gomp.  St,  1901,  p.  3406,)  is  not  used 
as  descriptive  of  the  character  of  the  estate  which  the  "  author,  inventor, 
designer  or  proprietor"  may  acquire.  The  statute  was  intended  to  give 
to  the  assigns  of  the  original  owner  of  the  right  to  copyright  an  article 
the  right  to  take  out  the  copyright  secured  by  the  statute  independently 
of  tbe  ownership  of  the  article  Itself.  Digitized  by  GoOglc 
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7.  Same— Paintino — ^Loss  of  Riohts  bt  Pubuc  Exhibition. 

The  exhibition  of  a  painting  at  a  public  gallery  by  the  author  prior  to 
copyrighting  the  same  does  not  deprive  him  or  his  assigns  from  subse- 
quently securing  a  valid  copyright  where  the  same  was  expressly  eaiteted 
at  the  gallery  with  copyri^t  reserved. 

8.  Appeal  and  Ebbob — Objection  to  Fobm  of  Action. 

The  objection  to  the  form  of  an  action  embodied,  after  verdict,  in  a 
motion  for  a  new  trial,  comes  too  late  to  be  available  in  an  appellate  court. 

9.  CoNSTrrDTioNAL  Law — Seabches  anb  Sbuubes— Due  Pbogbss  of  Law. 

Ckmstitutlonal  rights  of  a  corporate  defendant  in  an  action  for  the  for- 
feiture of  infringing  copies  of  a  painting  protected  by  copyright  are  not 
violated  by  the  adniission  in  evidence  of  the  replevin  proceedings  under 
which  such  infringing  copies  were  seized  over  the  objection  that  by  such 
proceedings  rights  under  the  fourth  and  fifth  amendments  to  the  Fed^al 
Constitution  were  invaded. 

Mr.  William  A.  Jenner  for  plaintiff  in  error. 
Mr.  Antonio  Knauth  for  defendant  in  error. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  Appeals  for  the  Sec- 
ond Circuity  seeking  reversal  of  a  judgment  affirming  the  judgment 
of  the  United  States  Circuit  Court  for  the  Southern  District  of  New 
York  in  favor  of  the  defendant  in  error,  adjudging  him  to  be  entitled 
to  the  possession  of  1119  sheets,  each  containing  a  copy  of  a  certain 
picture  called  ^'  Chorus,"  the  same  representing  a  company  of  gentle- 
men with  filled  glasses,  singing  in  chorus.  The  painting  was  the 
work  of  an  English  .artist,  W.  Dendy  Sadler.  The  defendant  in 
error  claimed  to  be  the  owner  of  a  copyright  taken  out  under  the  law 
of  the  United  States. 

The  judgment  was  rendered  under  authority  of  section  4965,  as 
amended  March  2, 1905.     {V.  S.  Comp.  Stat.^  v.  S,  p.  8414.) 

In  January,  1894,  by  agreement  between  the  artist  and  Werck- 
meister,  the  defendant  in  error,  it  was  agreed  that  the  painting  should 
be  finished  by  March  1,  and  then  sent  to  Werckmeister  to  be  photo- 
graphed and  returned  to  Sadler  in  time  to  exhibit  at  the  Royal  Acad- 
emy in  1894.  The  painting  was  sent  Werckmeister  at  Berlin,  where 
it  was  received  on  March  8,  1894,  and  was  returned  to  Sadler  in 
London  on  March  22, 1894.  On  April  2, 1894,  the  artist  Sadler  exe- 
cuted and  delivered  the  following  instrument: 

I  hereby  transfer  the  copyright  in  my  picture  "Chorus**  to  the  Photo- 
graphische  Gesellscliaft,  Berlin  (Tlie  Berlin  Photographic  Company,)  f6r  the 
sum  of  £200.    London,  April  2, 1804. 

(Signed)  W.  DcHDT  Sadlkb. 

Werckmeister  was  a  citizen  of  the  German  Empire,  doing  business 
in  Berlin,  Germany,  under  the  trade  name  of  ^  Photographische 
Gesellschaft,"  and  did  business  in  New  York  city  under  the  name  of 
the  "  Berlin  Photographic  CJompany." 
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The  Photographische  Qesellschaft  of  Berlin,  by  letter  dated  March 
31,  1894,  received  on  April  16,  1894,  deposited  the  title  and  descrip- 
tion of  the  painting  and  a  photograph  of  the  same  in  the  office  of  the 
Librarian  of  Congress,  the  intention  being  to  obtain  a  copyright  un- 
der the  act  of  Congress.  {V.  S'.  Comp.  Statj  v.  8,  p.  8407.)  After 
the  painting  was  returned  to  London  it  was  exhibited  by  Sadler  at 
the  exhibition  of  the  Royal  Academy  at  London,  and  was  there  on  ex- 
hibition for  about  three  months;  the  exhibition  opening  the  first 
Monday  of  May  and  closing  the  first  Monday  of  August,  1894.  The 
exhibition  was  opened  to  the  public  on  week  days  from  eight  a.  m.  to 
7  p.  m.  upon  the  payment  of  the  admission  fee  of  one  shilling,  and 
during  the  last  week  was  open  evenings,  the  entrance  charge  being 
six  pence.  There  was  a  private  view  for  the  press  on  May  2,  and  on 
May  3  up  to  one  o'clock,  and  the  remainder  of  the  day  was  for  the 
Royal  private  view.  There  was  also  a  general  private  view  on  May 
4.  The  members  and  the  associate  members  of  the  Royal  Academy 
and  the  artists  exhibiting  at  the  exhibition  and  their  families  were 
entitled  at  all  times  to  free  admission,  and  they  as  well  as  the  public 
visited  the  exhibition  in  large  numbers. 

During  the  time  that  the  painting  was  shown  at  the  exhibition  it 
was  hot  inscribed  as  a  copyright,  nor  were  any  words  thereon  indi- 
cating a  copyright,  nor  on  the  substance  on  which  it  was  mounted, 
nor  on  the  frame,  as  required  by  the  copyright  act  ( U.  8.  Compiled 
Stat,  1.  3,  p.  3411,)  if  the  original  painting  is  within  the  require- 
ments of  the  law  in  this  respect. 

The  painting  while  on  exhibition  was  for  sale  at  the  Royal  Acad- 
emy, but  with  the  copyright  reserved,  which  reservation  was  entered 
in  the  gallery  sale  book.  The  by-laws  of  the  Royal  Academy  pro- 
vided "  that  no  permission  to  copy  works  on  exhibition  shall  on  any 
account  be  granted."  The  reasons  for  the  by-law,  as  it  appears  upon 
minutes  of  the  Academy,  are  as  follows: 

That  80  much  proi)erty  iir  copyright  being  entrusted  to  the  guardianship  of 
the  Royal  Academy,  the  council  feel  themselves  compelled  to  disallow*  in  future, 
all  copying  within  their  walls  from  pictures  sent  for  exhibition. 

The  photogravures  of  the  painting  were  placed  on  sale  in  June, 
18d4,  or  in  the  autumn  of  18&4;  those  photogravures  were  inscribed 
with  the  notice  of  copyright. 

Mr.  Sadler,  the  artist,  afterwards,  in  October,  1899,  sold  the  paint- 
ing to  a  Mr.  Cotterel,  residing  in  London,  England,  since  which  time, 
so  far  as  has  been  shown,  it  has  been  hanging  in  the  dining  room  of 
the  house  of  that  gentleman. 

On  June  20, 1902,  Werckmeister  commenced  an  action,  by  the  serv- 
ice of  a  summons,  against  the  American  Tobacco  Company,  plain- 
tiff in  error,  and  on  the  same  day  a  writ  of  replevin  was  issued  out  of 
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the  Circuit  Court  of  the  United  States  for  the  Southern  District  of 
New  York,  directed  to  the  marshal  of  the  same  district,  requiring  him 
to  replevin  the  chattels  described  in  an  annexed  affidavit  Under  the 
writ  the  marshal  seized  upon  the  premises  of  the  American  Tobacco 
Company  203  pictures.  On  July  28,  1902,  Werckmeister  caused 
another  writ  of  replevin  to  issue  out  of  the  same  court,  dii^ected  to  the 
marshal  of  the  Western  District  of  New  York,  under  which  writ  the 
marshal  seized  996  pictures. 

An  amendment  to  the  complaint  set  forth  the  seizure  of  the  pictures. 
The  copies  seized  were  adjudged  to  be  forfeited  to  the  plaintiff 
Werckmeister  and  to  be  of  the  value  of  $1,010. 

Hie  judgment  rendered  in  the  circuit  court  was  taken  upon  error 
to  the  United  States  Circuit  Court  of  Appeals  and  there  affirmed. 
(146  Fed.,  876.)  The  present  writ  of  error  is  prosecuted  to  reverse 
the  judgment  of  the  court  of  appeals. 

Mr.  Justice  Day  delivered  the  opinion  of  the  Court 

This  case  involves  important  questions  under  the  copyri^t  laws 
of  the  United  States,  upon  which  there  has  been  diversity  of  view  in 
the  Federal  courts. 

Before  taking  up  the  errors  assigned  it  may  aid  in  the  elucidation 
of  the  questions  involved  to  briefly  consider  the  nature  of  the  prop- 
erty in  copyright  which  it  is  the  object  of  the  statutes  of  the  United 
States  to  secure  and  protect.  A  copyright,  as  the  term  imports,  in- 
volves the  right  of  publication  and  reproduction  of  works  of  art  or 
literature.  A  copyright,  as  defined  by  Bouvier^s  Law  Dictionary^ 
(Bawles'  edition,  vol.  1,  p.  486,)  is: 

The  exclusive  privilege,  secured  according  to  certain  legal  forms,  of  printing, 
or  otherwise  multiplying,  pablishing,  and  vending  copies  of  certain  literary  or 
artistic  productions. 

And  further,  says  the  same  author, 

tbe  foundation  of  all  rights  of  this  description  is  the  natural  dominion  which 
every  one  has  over  his  own  ideas,  the  enjoyment  of  which,  although  they  are 
emlKxIied  in  visible  forms  or  characters,  he  may,  if  he  chooses,  confine  to  him- 
self or  impart  to  others. 

That  is,  the  law  recognizes  the  artistic  or  literary  productions  of  intel- 
lect or  genius,  not  only  to  the  extent  which  is  involved  in  dominion 
over  and  ownership  of  the  thing  created,  but  also  the  intangible 
estate  in  such  property  which  arises  from  the  privilege  of  publishing 
and  selling  to  others  copies  of  the  thing  produced. 

There  was  much  contention  in  England  as  to  whether  the  common 
law  recognized  this  property  in  copyright  before  the  Statute  of  Anne; 
the  controversy  resulting  in  the  decision  in  the  House  of  Lords  in 
the  case  of  DoneUon  v.  Beckett^  (4  Burr,  2408,)  the  result  of  the  de- 
cision being  that  a  majority  of  the  judges,  while  in  favor  of  the  com- 
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mon  law  right,  held  the  same  had  been  taken  away  by  the  statute. 
(See  Wheatan  v.  Peters,  8  Pet,  691-666;  Holmes  v.  Hurst,  174 
U.  S.,  82.) 

In  this  country  it  is  well  settled  that  property  in  copyright  is  the 
creation  of  the  Federal  statute  passed  in  the  exercise  of  the  power 
vested  in  Congress  by  the  Federal  Constitution  in  article  I,  section  8, 

to  promote  the  progreBs  of  science  and  nsefnl  arts  by  securing  for  limited  times 
to  anthors  and  inventors  the  exclnslTe  right  to  their  respectiye  writings  and 
discoveries.  (See  8  Pet.,  601,  supra.  Banks  v.  Manchester,  128  U.  8.,  244,  262; 
Thompson  v.  Hubhard,  131  U.  8.,  328,  161.) 

Under  this  grant  of  authority  a  series  of  statutes  have  been  passed, 
having  for  their  object  the  protection  of  the  property  which  the 
author  has  in  the  right  to  publish  his  production,  the  purpose  of  the 
statute  being  to  protect  this  right  in  such  manner  that  the  author 
may  have  the  benefit  of  this  property  for  a  limited  term  of  years. 
These  statutes  should  be  given  a  fair  and  reasonable  construction 
with  a  view  to  effecting  such  purpose. 

Tlie  first  question  presented  in  oral  argument  and  upon  the  briefs 
involves  the  construction  of  section  4962  as  amended,  (U.  S.  Com- 
piled Statut^  1901,  p.  8411,)  which  is  as  follows: 

That  no  person  shall  maintain  an  action  for  the  infringement  of  his  copy- 
right onlesB  he  shall  give  notice  thereof  by  inserting  in  the  several  copies  of 
eveiy  edition  published,  on  the  title  page  or  the  page  immediately  following, 
if  it  be  a  book ;  or  if  a  map,  chart,  musical  composition,  print,  cut,  engraving, 
photograph,  painting,  drawing,  chromo,  statue,  statuary,  or  model  or  design 
intended  to  be  perfected  and  completed  as  a  work  of  the  fine  arts,  by  inscribing 
upon  some  visible  portion  thereof,  or  of  the  substance  on  which  the  same  shall 
be  mounted,  the  following  words,  viz :  '*  Bantered  according  to  act  of  Congress, 
in  the  year ,  by  A.  B.  in  the  office  of  the  Librarian  of  Congress,  at  Wash- 
ington;" or,  at  his  option,  the  word  *' copyright,"  together  with  the  year  the 
copyright  was  entered  and  the  name  of  the  party  by  whom  it  was  taken  out, 
thus:  "  Copyright  18—,  by  A.  B." 

It  is  the  contention  of  the  plaintiff  in  error  that  the  original  paint- 
ing was  not  inscribed  as  required  by  the  act,  and  therefore  no  action 
can  be  maintained,  and  it  is  insisted  that  the  inscription  upon  the 
photogravures  offered  for  sale  is  not  sufficient. 

It  must  be  admitted  that  the  language  of  the  statute  is  not  so  clear 
as  it  might  be,  nor  have  the  decisions  of  the  courts  been  uniform  upon 
the  subject.  In  Werckmeister  v.  Purse  dk  Busknell  Manf.  Co.,  (63 
Fed.,*  445,)  Judge  Putnam  held  that  the  failure  to  inscribe  the  copy- 
right notice  upon  the  original'  painting  did  not  affect  the  copyright. 
That  judgment  was  reversed  by  the  Circuit  Court  of  Appeals  for  the 
First  Circuit  by  a  divided  court.    (72  Fed.,  64.) 

In  the  case  of  Werckmeister  v.  American  Lithographic  Co.,  (142 
Fed.,  827,)  Judge  Holt  reached  the  same  conclusion  as  Judge  Put- 
nam, and  in  the  case  at  bar  the  Circuit  Court  of  Appeals  for  the 
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Second  Circuit  approved  of  the  reaeoning  of  Judges  Putnam  and 
Holt  and  disagreed  with  the  majority  of  the  judges  of  the  Circuit 
Court  of  Appeals  for  the  First  Circuit. 

Looking  to  the  statute,  it  is  apparent  that  if  read  literally  the 
words  ^^  inscribed  on  some  visible  portion  thereof,'^  etc.,  apply  to  the 
antecedent  terms  ^'  maps,  charts,  musical  composition,  print,  cut,  en- 
graving, photograph,  painting,"  etc.,  and  the  words  of  the  first  part 
of  the  sentence  requiring  notice  to  be  inserted  in  the  several  copies 
of  every  edition  published  apply  literally  to  the  title  page  or  the 
page  immediately  following,  if  it  be  a  book. 

But  in  construing  a  statute  we  are  not  always  confined  to  a  literal 
reading,  and  may  consider  its  object  and  purpose,  the  things  with 
which  it  is  dealing,  and  the  condition  of  affairs  which  led  to  its  en- 
actment so  as  to  effectuate  rather  than  destroy  the  spirit  and  force 
of  the  law  which  the  legislature  intended  to  enact 

It  is  true,  and  the  plaintiff  in  error  cites  authorities  to  the  pit>po- 
sition,  that  where  the  words  of  an  act  are  clear  and  unambiguous 
they  will  control.  But  while  seeking  to  gain  the  legislative  intent 
primarily  from  the  language  used  we  must  remember  the  objects  and 
purposes  sought  to  be  attained. 

We  think  it  was  the  object  of  the  statute  to  require  this  inscrip- 
tion, not  upon  the  original  painting,  map,  photograph,  drawing,  etc., 
but  upon  those  published  copies  concerning  which  it  is  designed  to 
convey  information  to  the  public  which  shall  limit  the  use  and  cir- 
cumscribe the  rights  of  the  purchaser. 

As  we  have  seen,  the  purpose  of  the  copyright  law  is  not  so  much 
the  protection  of  the  possession  and  control  of  the  visible  thing,  as 
to  secure  a  monopoly  having  a  limited  time,  of  the  right  to  publish 
the  production  which  is  the  result  of  the  inventor's  thought 

We  have  been  cited  to  no  case,  nor  can  we  find  any  direct  authority 
in  this  court  upon  the  question.  But  the  opinion  of  Mr.  Justice  Miller 
in  Lithographic  Company  v.  Sarony  (C.  D.,  1884,  186,  27  O.  G., 
418;  111  U.  S.,  58,)  is  pertinent  The  court  there  considered  whether 
Congress  had  the  constitutional  right  to  protect  photographs  and 
negatives  by  copyright,  and  the  second  assignment  of  error  relates  to 
the  sufiiciency  of  the  words  "Copyrighted  1892  by  N.  Sarony ,*• 
when  the  copyright  was  the  property  of  Napoleon  Sarony.  In  treating 
this  question  the  learned  Judge  used  this  very  suggestive  language: 

With  regard  to  this  latter  question,  it  is  enough  to  say  that  the  object  of  the 
statute  is  to  give  notice  of  the  copyright  to  the  public,  by  placing  ufion  each  copy^ 
in  some  visible  shape,  the  name  of  the  author,  the  ezistaice  of  the  claim  of  ex- 
elusive  right,  and  the  date  at  which  this  right  was  obtained. 

If  the  contention  of  the  plaintiff  in.  error  be  sustained  the  statute 
is  satisfied  only  when  the  original  map,  chart,  etc.,  or  painting  are 
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inscribed  with  the  notice,  and  this  is  requisite  whether  the  original 
painting  is  ever  published  or  not.  We  think  this  construction  ignores 
the  purpose  and  object  of  the  act,  which  Mr.  Justice  Miller  has  said 
in  the  language  just  quoted,  is  to  give  notice  of  the  copyright  to  the 
public — ^that  is,  to  the  persons  who  buy  or  deal  with  the  published 
thing. 

It  is  insisted  that  there  is  reason  for  the  distinction  in  the  statute 
between  books,  and  maps,  charts,  paintings,  etc.,  in  that  a  book  can 
only  be  published  in  print  and  becomes  known  by  reading,  while 
paintings,  drawings,  etc.,  are  published  by  inspection  and  observation. 

It  may  be  true  that  paintings  are  published  in  this  way,  but  they 
are  often  sold  to  private  individuals  and  go  into  private  collections, 
while  the  copies,  photographs,  or  photogravures,  may  have  a  wide 
and  extended  sale. 

It  would  seem  clear  that  the  real  object  of  the  statute  is  not  to  give 
notice  to  the  artist  or  proprietor  of  the  painting  or  the  person  to 
whose  collection  it  may  go,  who  need  no  information,  but  to  notify 
the  public  who  purchase  the  circulated  copies  of  the  existing  copy- 
right in  order  that  their  ownership  may  be  restricted. 

There  does  not  seem  to  be  any  purpose  in  requiring  that  an  original 
map,  chart  or  painting  shall  be  thus  inscribed,  while  there  is  every 
reason  for  requiring  the  copies  of  editions  published  to  bear  upon 
their  face  the  notice  of  the  limited  property  which  a  purchaser  may 
acquire  therein. 

This  construction  of  the  statute  which  requires  the  inscription  upon 
the  published  copies  is  much  strengthened  by  the  review  of  the  history 
of  copyright  legislation  which  is  contained  in  Judge  Putnam's 
opinion  in  Werckmeister  v.  Pierce  <&  Buaknell  Co.  (63  Fed.,  445;) 
that  legislation  before  the  statute  of  1874,  in  which  paintings  were 
for  the  first  time  introduced,  shows  the  uniform  requirement  of  notice 
upon  copies.  The  apparent  incongruities  in  the  statue,  in  the  light 
of  its  history,  have  grown  up  from  enlarging  the  scope  of  the  law 
from  time  to  time  by  the  introduction  of  new  subjects  of  copyright 
and  engrafting  them  on  the  previous  statues.  The  same  argument 
which  requires  original  paintings  to  be  inscribed  would  apply  to 
all  other  articles  in  the  same  class  in  the  present  law,  as  maps,  charts, 
etc.,  which  were  formerly  classed  with  books,  so  far  as  requiring 
notice  upon  copies  is  concerned. 

Such  original  maps  and  charts,  etc.,  may  and  usually  do  remain  in 
the  possession  of  the  original  makers,  and  there  is  no  necessity  of  any 
notice  upon  them,  but  the  copyright  is  invalid,  as  the  plaintiff  in 
error  insists,  unless  the  original  is  itself  inscribed  with  the  notice  of 
copyright. 
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For  the  learned  counsel  for  plaintiff  in  error  says : 

If  the  painting  or  like  article  is  ripe  for  copyright,  it  is  ripe  for  the  in- 
scription of  the  notice.  The  statute  requires  the  inserting  of  notice  in  published 
things  only  in  respect  to  published  editions  of  boolcs.  The  term  "published** 
is  not  used  in  connection  with  paintings,  statues,  and  the  like. 

But  the  sense  and  purpose  of  the  law  was  not  changed  by  this  lack 
of  verbal  accuracy,  and  we  think  while  the  construction  contended 
for  may  adhere  with  literal  accuracy  and  grammatical  exactness  to 
the  language  used,  it  does  violence  to  the  intent  of  Congress  in  pass- 
ing the  law,  and  that  the  requirement  of  ^^  inscription  upon  some 
visible  portion  thereof ''  should  be  read  in  connection  with  the  first 
part  of  the  sentence,  which  requires  notice  to  be  inserted  in  the  several 
copies  of  every  edition  published,  on  the  title  page  if  it  be  a  book, 
upon  some  visible  portion  of  the  copy  if  it  be  a  map,  chart,  painting, 
etc. 

As  we  have  said  in  the  beginning,  the  statute  is  not  clear.  But  read 
in  the  light  of  the  purpose  intended  to  be  effected  by  the  legislation, 
we  think  its  ambiguities  are  best  solved  by  the  constructions  here 
given,  and  that  the  circuit  court  of  appeals  made  no  error  in  this 
respect 

Again,  it  is  contended  that  under  the  facts  stated  Werckmeister 
was  but  the  licensee  of  Sadler,  and  as  such  not  within  the  terms  of 
the  statute  (section  4952  as  amended  1891,  V.  S.  Compiled  Statutes^ 
vol.  8,  p.  3460,)  which  is  as  follows : 

The  author,  inyentor,  designer  or  proprietor  of  any  book,  map,  chart,  dra- 
matic or  musical  composition,  engraving,  cut,  print  or  photograph  or  negative 
thereof,  or  of  a  painting,  drawing,  chromo,  statue,  statuary,  and  of  models  or 
designs  intended  to  be  perfected  as  works  of  the  fine  arts,  and  the  executors,  ad- 
ministrators or  assigns  of  any  such  person  shall,  upon  complying  with  the  pro- 
visions of  this  chapter,  have  the  sole  liberty  of  printing,  reprinting,  publlshhig, 
completing,  copying,  executing,  finishing  and  vending  the  same,  and,  in  the 
case  of  dramatic  composition,  of  public  performing  or  representing  it  or  caus- 
ing it  to  be  performed  or  represented  by  others,  and  authors  or  their  assigns 
shall  have  the  exclusive  right  to  dramatize  and  translate  any  of  their  works 
for  which  copyright  shall  have  been  obtained  under  the  laws  of  the  United 
States. 

But  we  think  the  transfer  in  this  case  accomplished  what  it  was 
evidently  intended  to  do,  a  complete  transfer  of  the  property  ri^t 
of  copyright  existing  in  the  picture.  There  is  no  evidence  of  any 
intention  on  the  part  of  Sadler  to  retain  any  interest  in  this  copy- 
right after  the  sale  to  Werckmeister;  and  when  the  painting  was 
offered  for  sale  at  the  Royal  Academy  it  was  with  a  reservation  of 
the  copyright. 

It  would  be  giving  an  entirely  too  narrow  construction  to  this  in- 
strument to  construe  it  to  be  a  mere  license  or  personal  privilege, 
leaving  all  other  rights  in  the  assignor.    That  it  was  the  purpose  of 
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the  parties  to  make  a  complete  transfer  is  shown  by  the  instrument 
executed  when  read  in  the  light  of  the  attendant  circumstances. 

Li  this  connection  it  is  argued  that  under  the  statute  above  quoted 
(section  4952  as  amended  March  3,  1891)  an  author  cannot,  before 
publication,  assign  the  right  or  privilege  of  taking  a  copyright  inde- 
pendent of  the  transfer  of  the  cop}rrightable  thing  itself,  and  it  is 
<x>ntended  that  the  terms  author,  inventor,  designer,  refer  to  the  orig- 
inator of  the  book,  map,  chart,  painting,  etc.,  and  that  the  term 
"proprietor"  refers  to  the  person  who  has  a  copyrightable  thing 
made  for  him  under  such  circumstances  as  to  become  the  proprietor, 
as,  for  instance,  one  who  causes  a  digest  to  be  compiled  or  a  picture 
to  be  painted. 

But  we  think  this  statute  must  be  construed  in  view  of  the  character 
of  the  property  intended  to  be  protected.  That  it  was  intended  to 
give  the  right  of  copyri^t  to  others  than  the  author,  inventor  or 
designer  is  conclusively  shown  in  the  use  of  the  terms  "  proprietor " 
and  ^  assigns  "  in  the  statute. 

It  seems  clear  that  the  word  "  assigns "  in  this  section  is  not  used 
as  descriptive  of  the  character  of  the  estate  which  the  "author,  in- 
ventor, designer  or  proprietor''  may  acquire  under  the  statute,  for 
the  "  assigns  "  of  any  such  person,  as  well  as  the  persons  themselves, 
may,  '*  upon  complying  with  the  provisions  of  this  chapter,"  have  the 
sole  liberty  of  printing,  publishing,  and  vending  the  same.  This 
would  seem  to  demonstrate  the  intention  of  Congress  to  vest  in 
"assigns,"  before  copyright,  the  same  privilege  of  subsequently 
acquiring  complete  statutory  copyright  as  the  original  author, 
inventor,  designer,  or  proprietor  has.  Nor  do  we  think  this  result 
is  qualified  because  the  statute  gives  to  assigns,  together  with  the 
ri^t  of  publishing,  vending,  etc.,  the  right  of  "  completing,  executing 
and  finishing  "  the  subject  matter  of  copyright. 

And  a  strong  consideration  in  construing  this  statute  has  reference 
to  the  character  of  the  property  sought  to  be  protected.  It  is  not  the 
physical  thing  created,  but  the  right  of  printing,  publishing,  copying, 
etc.,  which  is  within  the  statutory  protection.  While  not  in  all 
respects  analogous  this  proposition  finds  illustration  in  Stephens  v. 
Cadtf  (14  How.,  528,)  in  which  it  was  held,  where  the  copyright  or 
map  had  been  taken  out  under  the  act  of  Congress,  a  sale  upon  execu- 
tion of  the  copperplate  engraving  from  which  it  was  made  did  not 
pass  the  right  to  print  and  sell  copies  of  the  map.  Mr.  Justice  Nelson, 
delivering  the  opinion  of  the  Court  said: 

But  from  the  consideration  we  have  given  to  the  case»  we  are  satisfied  that 
the  property  acquired  by  the  sale  In  tlie  enjfraved  plate,  and  the  copyright  of 
the  map  secured  to  the  author  under  the  act  of  Concresii,  are  altogether  different 
and  independent  of  each  other  and  have  no  necessary  connection.  The  copy- 
right is  an  exclusive  right  to  the  multiplication  of  the  copies,  for  the  benefit  of 
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the  author  or  his  assigns,  disconnected  from  the  plate,  or  any  other  phystcal 
existence.  It  is  an  incorporeal  right  to  print  and  publish  the  map,  or^  as  said 
by  Lord  Mansfield  in  Millar  v.  Taylor  (4  Burr  2396,)  "a  property  in  notion, 
and  has  no  corporeal  tangible  substance." 

And  the  same  doctrine  was  thus  stated  by  Mr.  Justice  Curtis  in 
Stevens  v.  Gladding  (17  How.,  447) : 

And  upon  this  question  of  the  annexation  of  the  copyright  to  the  plate  It  Is  to 
be  observed,  first,  that  there  is  no  necessary  connection  between  them.  They 
are  distinct  subjects  of  property,  each  capable  of  existing,  and  being  owned  and 
transferred,  independent  of  the  other. 

While  it  is  true  that  the  property  in  copjrright  in  this  country  is 
the  creation  of  statute,  the  nature  and  character  of  the  property 
grows  out  of  the  recognition  of  the  separate  ownership  of  the  right  of 
copying  from  that  which  inheres  in  the  mere  physical  control  of  the 
thing  itself,  and  the  statute  must  be  read  in  the  light  of  the  intention 
of  Congress  to  protect  this  intangible  right  as  a  reward  of  the  invent- 
ive genius  that  has  produced  the  work.  We  think  every  considera- 
tion of  the  nature  of  the  property  and  the  things  to  be  accomplished 
supports  the  conclusion  that  this  statute  means  to  give  to  the  assigns 
of  the  original  owner  of  the  right  to  copyright  an  article  the  right  to 
take  out  the  co[^right  secured  by  the  statute,  independently  of  the 
ownership  of  the  article  itself. 

It  is  further  contended  that  the  exhibition  in  the  Royal  Gallery 
was  such  a  publication  of  the  painting  as  prevents  the  defendant  in 
error  from  having  the  benefit  of  the  copyright  act.  This  question 
has  been  dealt  with  in  a  number  of  cases,  and  the  result  of  the  authori- 
ties establishes,  we  think,  that  it  is  only  in  cases  where  what  is  known 
as  a  general  publication  is  shown,  as  distinguished  from  a  limited 
publication  under  conditions  which  exclude  the  presumption  that  it 
was  intended  to  be  dedicated  to  the  public,  that  the  owner  of  the  right 
of  copyright  is  deprived  of  the  benefit  of  the  statutory  provision. 

Considering  this  feature  of  the  case,  it  is  well  to  remember  that 
the  property  of  the  author  or  painter  in  his  intellectual  creation  is 
absolute  until  he  voluntarily  parts  with  the  same.  One  or  many  per- 
sons may  be  permitted  to  an  examination  under  circumstances  which 
show  no  intention  to  part  with  the  property  right,  and  it  will  remain 
unimpaired. 

The  subject  was  considered  and  the  cases  reviewed  in  the  analogous 
case  of  Werckmeister  v.  The  Arrierican  Lithographic  Company  (134 
Fed.,  321)  in  a  full  and  comprehensive  opinion  by  the  late  Circuit 
Judge  Townsend,  which  leaves  little  to  be  added  to  the  discussion. 

The  rule  is  thus  stated  in  Slater  on  the  Law  of  .Copyright  and 
Trade-Mark  (p.  02:) 

It  Is  a  fundamental  rule  that  to  constitute  publication  there  must  be  such  a 
dtraemination  of  the  work  of  art  itself  among  the  public  as  to  Justly  the  beUef 
that  it  took  place  with  the  Intention  of  rendering  such  work  common  property. 
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And  that  author  instances  as  one  of  the  occasions  that  does  not 
amount  to  a  general  publication  the  exhibition  of  a  work  of  art  at  a 
public  exhibition  where  there  are  by-laws  against  copies,  or  where  it 
is  tacitly  understood  that  no  copying  shall  take  place,  and  the  public 
are  admitted  to  view  the  painting  on  the  implied  understanding  that 
no  improper  advantage  will  be  taken  of  the  privilege. 

We  think  this  doctrine  is  sound  and  the  result  of  the  best  consid- 
ered cases.  In  this  case  it  appears  that  paintings  are  expressly  entered 
at  the  gallery  with  copyrights  reserved.  There  is  no  permission  to 
copy;  on  the  other  hand,  officers  are  present  who  rigidly  enforce  the 
requirements  of  the  society  that  no  copying  shall  take  place. 

Starting  with  the  presumption  that  it  is  the  author's  right  to  with- 
hold his  property,  or  only  yield  to  a  qualified  and  special  inspection 
which  shall  not  permit  the  public  to  acquire  rights  in  it,  we  think  the 
circumstances  of  this  exhibition  conclusively  show  that  it  was  the 
purpose  of  the  owner,  entirely  consistent  with  the  acts  done,  not  to 
permit  such  an  inspection  of  his  picture  as  would  throw  its  use  open 
to  the  public  We  do  not  mean  to  say  that  the  public  exhibition  of  a 
painting  or  statue,  where  all  might  see  and  freely  copy  it,  might  not 
amount  to  publication  within  the  statute,  regardless  of  the  artist's 
purpose  or  notice  of  reservation  of  rights  which  he  takes  no  measure 
to  protect.  But  such  is  not  the  present  case,  where  the  greatest  care 
was  taken  to  prevent  copying. 

It  is  next  objected  that  the  form  of  action  in  this  case  was  the  ordi- 
nary action  for  replevin  under  the  New  York  Code,  and  as  the 
plaintiff  did  not  have  the  right  of  property  or  possession  before  the 
beginning  of  this  action,  no  such  action  would  lie.  AVhether  thi.s 
action  was  the  one  in  the  nature  of  replevin  for  the  seizures  of  the 
plates  and  copies  indicated  in  the  case  of  Bolles  v.  Oxiting  Company 
(175  U.  S.,  266)  we  do  not  find  it  necessary  to  determine.  After 
verdict,  and  upon  motion  for  a  new  trial,  plaintiff  in  error,  defendant 
below,  moved  to  set  aside  the  verdict 

on  the  ground  that  replevin  under  tbe  statutes  of  the  State  of  New  York  is  not 
an  appropriate  remedy  or  a  lawful  and  legal  remedy  for  taking  possession  of 
tbe  alleged  incriminating  sheets  or  pictures,  and  that  the  proceedings  taken  in 
that  behalf  by  the  plaintiff  were  illegal  and  invalid,  and  that  the  plaintiff 
cannot  avail  of  any  benefit  of  that  proceeding,  and  the  introduction  of  evidence 
of  the  rei)levin  preceedings  was  an  error. 

The  motion  was  denied  and  exception  duly  taken. 

The  learned  counsel  for  the  plaintiff  in  error  admits  that  this  ques- 
tion was  not  formally  raised  until  the  defendant's  motion  for  a  new 
trial,  but  maintains  that  the  same  question  was  raised  by  the  objection 
to  admission  in  evidence  of  the  replevin  proceedings  by  the  marshal 
for  the  Western  and  Southern  Districts  of  New  York  respectively. 

Examining  this  i-ecord,  it  is  perfectly  apparent  that  v^  ol)jection 
was  made  to  the  fonn  of  the  action  until  it  was  einbodied  after 
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verdict,  in  the  motion  for  a  new  trial.  Upon  the  admission  of  the 
writ  of  replevin,  addressed  to  the  marshal  of  the  Western  District 
of  New  York,  and  affidavit,  the  objection  stated  was 

on  the  ground  that  the  process  of  replevin  that  was  executed  by  the  marshal 
In  Buffalo  was  an  invasion  of  defendant's  constitutional  right,  was  an  unwar- 
rantable search,  and  illegal  act,  and  nothing  done  under  it,  or  information 
obtained  by  virtue  of  it,  can  be  used  in  evidence  against  defendant  under  the 
Fourth  and  Fifth  Amendments  of  the  Uiiited  States  Constitution. 

The  same  objection  was  made  when  the  writs  of  replevin,  affidavit 
and  return  were  offered  in  evidence  concerning  the  Southern  District 
of  New  York,  and  it  was  said: 

Defendant's  counsel  objects  on  the  same  grounds  as  stated  to  the  introduction 
of  the  stipulation,  namely,  that  the  papers  constitute  an  illegal  proceeding,  an 
invasion  of  the  defendant's  constitutional  right,  as  provided  by  the  Fourth  and 
Fifth  Amendments,  and  plaintiff  cannot  avail  of  them  as  evidence  in  this  case, 
on  account  of  their  illegality. 

The  argument  which  followed,  could  it  be  assumed  to  broaden 
the  objection,  was  far  from  complaining  of  the  form  of  action  as 
such,  but  rested  upon  the  Constitution  and  the  character  of  the  seiz- 
ure of  the  goods  of  which  it  was  maintained  the  plaintiff  was  not 
entitled  to  possession  until  after  a  judgment  of  forfeiture. 

The  record  shows  that  the  objection  to  the  form  of  the  remedy 
was  first  taken  in  any  adequate  way  upon  the  motion  for  a  new  trial 
when  it  was  too  late. 

In  conclusion,  it  was  suggested  rather  than  argued  that  the  constitu- 
tional rights  of  the  plaintiff  in  error  were  violated  by  the  seizure  of 
the  goods,  and  reference  was  made  to  the  Fourth  and  Fifth  Amend- 
ments. We  think  we  need  only  refer  in  this  connection  to  Adams  v. 
New  York  (192  U.  S.,  586-697)  and  Hale  v.  Henkel  (201  U.  S.,  48>. 

Finding  no  error  in  the  judgment  of  the  Circuit  Court  of  Appeals j 
the  same  is  affirmed. 

[Supreme  Coart  of  the  United  States.] 

Werckmeister  V,  American  Tobacco  Compakt. 

Decided  December  16,  1907. 

133  O.  O.,  2179. 

GOPTBIOHT— action — SECTION  4965,  REVISED  STATUTES — SUIT  TO  REOOWE  PEN- 
ALTY ArTEB  Judgment  or  Fobfeitubb. 
After  jadgment  of  forfeiture  of  infringing  copies  of  a  copyrighted  paint- 
ing under  section  4965  of  the  Revised  Statutes  (U.  S.  Comp.  St  1901«  p^ 
3414)  a  separate  action  cannot  be  maintained  to  recover  the  poialty  pre- 
scribed in  said  section  for  every  infringing  copy  of  the  copyrighted  paint- 
ing found  in  the  infringer's  possession  or  sold  by  him,  since  such  section 
contemplates  but  a  single  action  in  the  nature  of  replevin,  in  which  may  be 
had  both  a  forfeiture  and  a  recovery  of  penalties.  o 
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Mr.  Antonio  Knauth  for  the  plaintiff  in  error. 
Mr.  William  A.  Jenner  for  the  defendant  in  error. 

Mr.  Justice  Day  delivered  the  opinion  of  the  Court. 

This  case  was  argued  and  submitted  with  American  Tobacco  Com- 
pany V.  Werckmeiater^  ante^  671 ;  133  O.  G.,  1433. 

The  present  action  was  brought  to  recover,  under  section  4965  of 
the  Copyright  Act  (3  U.  S.  Compiled  Stat.,  3414,)  the  penalties  of 
$10  each,  for  1,196  sheets  of  the  alleged  infringing  publications 
claimed  to  have  been  found  in  the  defendant's  possession  and  seized 
by  the  United  States  marshals,  under  the  two  writs  of  replevin 
described  in  that  suit. 

Plaintiff  in  error,  Werckmeister,  offered  in  evidence  the  judgment 
roll  in  the  former  suit,  with  the  pleadings  and  judgment,  and  also 
offered  in  evidence  the  writs  and  returns  of  the  marshals  for  the 
Southern  and  Western  Districts  of  New  York,  respectively,  showing 
seizures  of  203  copies  and  993  copies;  the  court  excluded  these  writs 
as  immaterial.  No  other  evidence  being  offered,  the  court  instructed 
the  jury  to  render  a  verdict  for  the  defendant,  and  judgment  was 
afterwards  rendered  accordingly  upon  the  verdict.  (138  Fed.,  162.) 
On  writ  of  error  to  the  circuit  court  of  appeals  the  judgment  below 
was  affirmed,  (148  Fed.,  1022,)  and  this  writ  of  error  is  prosecuted 
to  reverse  the  judgment  of  the  circuit  court  of  appeals. 

This  action  requires  the  construction  of  section  4965,  Revised  Stat- 
utes as  amended  (U.  S.  Compiled  Stat.,  v.  3,  p.  3414),  which  is  as 
follows : 

Sec.  4965.  If  any  person,  after  the  recording  of  the  title  of  any  map,  chart, 
dramatic  or  musical  composition,  print,  cut,  engraving,  or  photograph,  or 
chromo,  or  of  the  description  of  any  painting,  drawing,  statue,  statuary,  or 
model  or  design  intended  to  be  perfected  and  executed  as  a  work  of  the  fine 
artSyOiS  provided  by  this  act,  shall,  within  the  term  limited,  contrary  to  the  pro- 
▼Istons  of  this  act,  and  without  the  consent  of  the  proprietor  of  the  copyright 
first  obtained  in  writing,  signed  in  presence  of  two  or  more  witnesses,  engrave, 
etch*  work,  copy,  print,  publish,  dramatize,  translate  or  import,  either  in  whole 
or  in  part,  or  by  varying  the  main  design,  with  Intent  to  evade  the  law,  or, 
knowing  the  same  to  be  so  printed,  published,  dramatized,  translated,  or  im- 
ported, shall  sell  or  expose  to  sale  any  copy  of  such  map  or  other  article,  as 
aforesaid,  he  shall  forfeit  to  the  proprietor  all  the  plates  on  which  the  same 
shall  be  copied,  and  every  sheet  thereof,  either  copied  or  printed,  iind  shiill 
further /forfeit  one  dollar  for  every  sheet  of  the  same  found  in  his  possession, 
either  printing,  printed,  copied,  published,  imported,  or  exposed  for  sale;  and 
in  case  of  a  painting,  statue  or  statuary,  he  shall  forfeit  ten  dollars  for  every 
copy  of  the  same  In  his  possession,  or  by  him  sold  or  exposed  for  sale:  Pro- 
vided, however,  That  In  case  of  any  such  infringement  of  the  copyright  of  a 
photograph  made  from  any  object  not  a  work  of  fine  arts,  the  sum  to  be  re- 
covered In  any  action  brought  under  the  provisions  of  this  section  shall  be 
not  less  than  one  hundred  dollars,  nor  n^ore  than  five  thousand  dollars:  And, 
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provided  further.  That  In  case  of  any  sacli  infringement  of  the  copyright  of  a 
lia luting,  drawing,  statue,  engraving,  etching,  print  or  model  or  design  for  a 
woris  of  the  fine  arts  or  of  a  photograph  of  a  worlc  of  the  fine  arts,  the  sum  to 
be  recovered  in  any  action  brought  through  the  provisions  of  this  section  shall 
be  not  less  than  two  hundred  and  fifty  dollars,  and  not  more  than  ten  thousand 
dollars.  One  half  of  all  the  foregoing  p^ialties  shall  go  to  the  proprietors  of 
the  copyright  and  the  other  half  to  the  use  of  the  United  States. 

As  with  the  sections  of  the  Copyright  Act  under  consideration  in 
Tobacco  Company  v.  Werckmeiater^  supra^  this  section  has  been  the 
subject  of  consideration  in  the  Federal  courts,  with  different  conclu- 
sions as  to  its  purport  and  meaning.  While  the  statute  provides  for 
the  forfeiture  of  the  plates  and  sheets  and  for  the  sum  of  $10  in  case 
of  a  painting,  for  every  copy  found  .in  the  offending  person's  pos- 
session or  sold  by  him,  it  is  silent  as  to  the  kind  of  action  to  be 
brought,  and  we  are  left  to  discover  the  meaning  of  the  act  in  this 
respect  from  a  consideration  of  the  language  used,  read  in  the  light 
of  the  objects  and  purposes  to  be  effected. 

Obviously  the  statute  does  not  provide  a  proceeding  in  rem^  as  is 
"Sometimes  done  in  the  revenue  laws,  for  the  act  is  leveled. against  any 
person  who  shall,  contrary  to  its  provisions,  without  consent,  etc-, 
engrave,  work,  copy,  print,  etc.,  forfeit  to  the  proprietor  the  plates 
and  sheets  and  a  sum  of  money  for  each  sheet,  etc.,  found  in  his  pos- 
session. This  section  of  the  statute  is  penal,  and  there  should  be 
especial  care  to  work  no  extension  of  its  provisions  by  construction. 
Statutory  provisions  similar  to  those  above  cited  have  been  the  sub- 
ject of  consideration  in  a  number  of  cases  in  this  Court.  In  Backus 
V.  Gould^  (7  How.,  798,)  if  was  held  that  there  could  be  no  recovery 
for  publishing  sheets,  copyright  matter,  etc.,  unless  the  same  were 
found  in  the  possession  of  the  defendant.  In  Stevens  v.  Cady^  (2 
Curtis,  200 ;  Fed.  Cases  No.  13,395,)  Mr.  Justice  Curtis,  sitting  at  the 
circuit,  held  there  could  be  no  accounting  for  the  penalties  in  an 
action  in  equity,  and  that  the  proprietor  of  the  copyright  was  left  by 
the  act  to  his  remedy  at  law  by  trover  or  replevin.  In  Thornton  v. 
Schreiher,  (C.  D.,  1888,  261;  42  O.  G.,  1165;  124  U.  S.,  612,)  it  was 
held  that  action  would  not  lie  against  Thornton,  who  was  the  business 
manager  of  Sharpless  &  Son,  of  Philadelphia,  in  whose  store  the 
prints-  in  question  in  that  case  were  found,  and  in  speaking  for  the 
Court  Mr.  Justice  Miller,  who  delivered  the  opinion  in  that  case, 
said: 

Counsel  for  defendants  in  error,  Schreiber  &  Sons,  Insist  that  the  words 
"  found  in  his  possession  ''  are  to  be  construed  as  referring  to  the  finding  of  the 
Jury ;  that  the  expression  means  simply  that  where  the  sheets  are  ascertained 
by  the  finding  of  the  Jury  to  have  been  at  any  time  in  the  possession  of  the 
I)erson  who  committed  the  wrongful  act,  such  person  shall  forfeit  one  dollar 
for  each  sheet  so  ascertained  to  have  been  in  his  possession.  We,  however, 
thinlc  that  the  word  **  found  "  means  that  there  must  be  n  time  before  the  cause 
of  action  accrues  nt  which  they  are  found  in  the  possession  of  the  defendants. 
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This  language  was  held  in  Falk  v.  Curtis  Pith.  Co,^  (102  Fed., 
907,  971,)  affirmed  by  the  Circuit  Court  of  Appeals  for  the  Third 
Circuit  in  Folk  v.  Curtis  Pub.  Co.^  (107  Fed.,  128,)  to  mean  that 
before  the  action  for  the- penalty  would  lie  there  must  be  a  finding 
of  the  articles  in  the  possession  of  the  defendant  by  means  of  a 
proceeding  instituted  for  the  express  purpose  of  condemnation  and 
forfeiture,  and  that  an  action  of  assumpsit  brought  at  the  same 
time  with  the  action  of  replevin  was  premature. 

In  the  case  of  Bollea  v.  The  Outing  Co.,  (77  Fed.,  966,)  Judge 
Wallace,  who  spoke  for  the  court  of  appeals  in  that  case,  said  (p.  968 :) 

The  statute  Is  apparently  framed  to  give  the  party  whose  copyright  has 
been  Inraded  complete  relief  by  an  action  In  which  he  can  procure  a  con- 
demnation of  the  Infringing  sheets,  and  at  the  same  time  recover,  by  way 
of  compensation,  a  penalty  for  every  sheet  which  he  is  entitled  to  condemn. 
The  words  "  found  in  his  i^ossession  "  aptly  refer  to  a  finding  for  the  purix>8es 
of  forfeiture  and  condemnation.  The  remedy  by  coudcnmatlon  and  forfeiture  is 
only  appropriate  in  a  case  where  the  property  can  be  seized  upon  process ;  and 
where,  as  here,  the  forfeiture  declared  is  against  property  of  the  "  offender," 
it  is  only  appropriate  when  it  caif  be  seized  in  his  hands.  The  section  con- 
templates two  remedies,  enforceable  in  a  single  suit,  each  of  which  depends 
upon  the  saine  state  of  facts.  The  aggrieved  party  may,  at  his  election, 
pursue  either  one  or  both  remedies.  But  it  docs  not  contemplate  a  recovery 
of  penalties,  except  in  respect  to  the  sheets  which  can  be  condemned. 

And  in  Bolles  v.  The  Outing  Co.,  (175  U.  S.,  262,  266,)  this  Court, 
speaking  by  Mr.  Justice  Brown,  observed : 

No  remedy  is  provided  by  the  act,  although  by  section  4970  a  bill  in  equity 
will  lie  for  an  injunction,  but  the  provision  for  a  forfeiture  of  the  plates  and  of 
the  copies  seems  to  contemplate  an  action  in  the  nature  of  replevin  for  their 
seizure,  and  In  addition  to  the  confiscation  of  the  copies,  for  a  recovery  of  one 
dollar  for.  every  copy  so  seized  or  found  in  the  possession  of  the  defendant. 

And  in  that  case  the  view  expressed  in  the  Circuit  Court  of 
Appeals  for  the  Second  Circuit  was  approved,  (175  U.  S.,  268,) 
and  while  the  point  was  not  necessarily  involved,  we  think  the 
indication,  in  Bollea  v.  The  Outing  Company,  that  a  single  action  in 
the  nature  of  replevin  for  the  recovery  of  plates  and  copies  and  a 
penalty  for  copies  found,  is  correct. 

We  agree  with  the  Circuit  Court  of  Appeals  for  the  Second  Cir- 
cuit that  the  language  in  Thornton  v.  Schrieher,  above  quoted,  was 
not  intended  to  indicate  that  an  action  declaring  the  forfeiture  was 
required  by  the  statute  before  the  adjudication  of  the  articles  to  the 
plaintiff,  as  is  generally  necessary  in  actions  of  forfeiture,  {Cooley'^a 
Constitutional  Limitations,  518,)  but  that  the  true  construction  of 
the  statute,  and  the  one  intended  to  be  indicated  by  Mr.  Justice 
Miller,  is  that  before  the  penalty  can  be  recovered  it  is  necessary  that 
Ihe  sheets  be  actually  found  in  the  possession  of  the  defendant.  As 
we  have  said,  this  section  of  the  statute  is  highly  i^ii^AABoUeax. 
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The  Outing  Co.^  supra^)  and  there  is  nothing  in  its  terms  to  indicate 
that  the  offender  is  to  be  subjected  to  more  than  one  action ;  on  the 
contrary,  the  provisions  of  the  section  seem  to  point  clearly  to  the 
conclusion  that  when  the  offender  is  brought  into  court,  under  this 
section,  he  shall  forfeit  to  the  proprietor  the  plates  on  which  the 
articles  shall  be  copied  and  every  sheet  thereof,  whether  copied  or 
printed,  ^^  and  shall  further  forfeit  one  dollar  for  every  sheet  of  the 
same  found  in  his  possession,  etc,  and  in  case  of  a  painting,  etc,**  he 
shall  forfeit  ten  dollars  for  every  copy  of  the  same  in  his  possession, 
or  by  him  sold  or  exposed  for  sale. 

There  is  nothing  in  this  section  which  seems  to  contemplate  the 
method  of  procedure  pursued  in  this  case,  namely,  a  separate  acticMi 
for  the  money  penalty,  upon  the  theory  that  it  arose  only  in  case  of 
actual  finding  and  judgment  of  condemnation,  but  the  statute  con- 
templates the  bringing  of  the  offender  into  court  in  one  suit,  in 
which  the  plates  and  sheets  shall  be  seized  and  forfeited  and  the 
penalty  recovered. 

If  it  had  been  the  intention  of  Congress  to  provide  two  actions,  one 
for  the  forfeiture  of  the  plates,  sheets,  etc.,  and  another  for  the  re- 
covery  of  the  money  penalty,  it  would  have  been  easy  to  have  said  so. 
Likewise,  had  it  been  the  intention  of  Congress  to  permit  a  recovery 
for  the  money  penalty  only  after  judgment  of  forfeiture  had  gone 
in  favor  of  the  plaintiff,  it  would  have  been  equally  as  easy  to  have 
made  such  provision. 

Until  Congress  shall  provide  otherwise,  and  this  section  might  well 
be  made  more  specific  as  to  the  nature  and  character  of  the  remedy 
given,  we  think  this  section  intended  to  provide,  in  a  single  action, 
all  the  remedy  which  is  within  its  scope,  and  that  to  construe  it  as  re- 
quiring two  actions  would  be  extending  a  penal  act  beyond  the  pro- 
visions incorporated  in  its  terms. 

In  reaching  this  conclusion  we  have  not  overlooked  the  fact  that 
one-half  of  the  penalties  go  to  the  proprietors  of  the  copyright  and 
one-half  to  the  United  States.  There  is  no  requirement  that  the 
United  States  shall  be  a  party  to  the  action,  and  we  think  the  purpose 
of  the  statute  was  to  make  the  proprietor  of  the  copyright  account- 
able to  the  United  States  for  one-half  of  the  money  penalty  recovered. 

Upon  this  construction  of  the  statute  the  plaintiff  in  error  had  ex- 
hausted his  remedy  in  the  judgment  rendered  in  the  first  suit,  and  as 
the  action  is  wholly  statutory  and  no  second  action  is  given  as  we 
construe  the  act,  the  court  was  without  power  to  award  the  second 
judgment  in  the  separate  action  for  the  money  penalty,  and  the  cir- 
cuit court  properly  directed  the  verdict  for  the  defendant  below. 

The  judgment  of  the  United  States  Circuit  Court  of  Appeals  for 
the  Second  Circuit  is  affirmed. 
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[Supreme  Court  of  the  United  States.] 

DoNNELL  V.  Hebring-Hall-Marvin  Safe  Comfakt  and  Hall  Safe 

AND  Lock  Company. 

Decided  Fehrwiry  3,  1908. 

134  O.  Q.,  1061. 

TBADB-MaBKB — ^iNntlNGEHKNT — NaME  OF  INDIYIDUAL. 

Where  the  Hall's  Safe  aud  Lock  Ompany,  a  corporation,  the  stock  of 
which  was  larg^y  owned  by  Joseph  L.  Hall,  the  founder  of  the  business, 
and  his  sons,  sold  all  its  property  including  trade-marks,  trade-rights,  good- 
will, and  its  business  as  a  going  concern  to  another  company,  which  subse- 
quently conv^ed  such  rights  to  the  Herring-Hall-Marrin  Safe  Ck>mpany 
and  agreed  to  go  out  of  business,  which  it  did  with  the  assent  of  all  its 
stockholders,  such  transfer  did  not  preclude  the  sons  of  Joseph  L.  Hall 
from  subsequently  engaging  in  the  same  business  and  using  the  name  of 
Hall  as  a  part  of  the  corporate,  name,  particularly  where  it  is  shown  that 
the  purchasing  company  had  before  its  mind  the  possibility  of  competition 
by  the  Halls  and  gave  the  measure  of  its  expectations  and  demands  by  per- 
sonal contracts  that  it  required,  which  were  limited  in  time  and  scope  and 
were  discharged  before  the  new  company  was  formed ;  but  such  name  must 
not  be  used  by  the  new  company  in  such  a  way  as  to  represent  that  it  is 
the  successor  of  the  original  company,  or  that  its  goods  are  the  product 
of  that  company  or  its  successors,  or  interfere  with  the  good-will  bought 
from  it. 

Afr^  S.  S.  Gregory  and  Mr.  George  Peck  Merrick  for  the  petitioner. 
Mr.  Lawrence  Maxwell j  Jr.^  and  Mr.  Charles  H.  Aldrich  for  the 
respondent. 

ytr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

This  suit  was  brought  in  the  superior  court  of  Cook  County,  Illi- 
nois, by  the  Hall  Safe  and  Lock  Company  against  the  Herring-Hall- 
Marvin  Safe  Company,  and  was  removed  by  the  latter  to  the  United 
States  Circuit  Court.  The  bill  sought  to  enjoin  the  defendant  from 
representing  itself  to  be  the  successor  of  the  Hall  Safe  and  Lock 
Company  and  otherwise,  as  need  not  be  stated  in  detail.  The  defend- 
ant answered,  denying  the  plaintiff's  right  and  setting  up  its  own. 
At  the  same  time  it  filed  a  cross-bill  to  which  it  made  the  petitioner 
Donnell,  the  president  of  the  plaintiff  company,  a  party,  and  by 
which  it  sought  to  enjoin  the  plaintiff  and  Donnell  from  carrying  on 
the  safe  business  uifder  any  name  of  which  the  word  Hall  is  a  part, 
or  marking  or  advertising  their  safes  with  any  such  name,  etc.,  unless 
made  by  the  defendant  or  its  named  predecessors  in  business.  The 
bill  was  dismissed  by  the  circuit  court,  no  appeal  was  taken  and  it  is 
not  in  question  here.  On  the  cross-bill  an  injunction  was  issued  as 
prayed  and  an  account  of  profits  ordered.  This  decree  was  affirmed 
by  the  Circuit  Court  of  Appeals.    (143  Fed.  Kep.,  231;  74  C.  C.  A,, 


588      DECISIONS  OF  UNITED  STATES  C0T7BTS  IN  PATENT  GASSS. 

«361.)  Subsequently  an  injunction  was  granted  by  the  Circuit  Court 
of  Appeals  for  the  Sixth  Circuit,  but  in  much  more  limited  fomii 
after  a  consideration  of  the  present  case.  (146  Fed.  Bep.,  37;  76 
C.  C.  A.,  495.)    Later  still  a  certiorari  was  issued  by  this  Court. 

The  facts  are  as  follows:  About  sixty  years  ago  Joseph  L.  Hall 
started  a  business  of  constructing  safes,  and  in  time  attached  a  repu- 
tation to  his  name.  In  1867  he  and  his  partners  organized  an  Ohio 
corporation  by  the  name  of  HalPs  Safe  and  Lock  Company,  which 
went  on  with  the  business.  (This  was  not  the  plaintiff,  which  is  an 
Illinois  corporation  of  much  later  date.)  Hall  was  the  president,  a 
part  or  the  whole  of  the  time,  until  he  died  in  1889.  He  owned  the 
greater  part  of  the  stock  and  his  children  the  rest.  In  1892  the  Ohio 
company  sold  all  its  property,  including  trade-marks,  trade-rights 
and  good-will,  and  its  business  a3  a  going  concern  to  parties  who  con- 
veyed on  the  same  day  to  the  Herring-Hall-Marvin  Company.  Sub- 
sequently this  company's  property  was  sold  to  the  Herring-Hall-Mar- 
vin Safe  Company,  the  party  to  this  suit.  In  its  conveyance  the  Ohio 
company  agreed  to  go  out  of  business  and  get  wound  up,  which  it 
did  with  the  assent,  it  may  be  assumed,  of  all  the  stockholders.  The 
stock  belonged  to  the  Hall  family  and  connections,  and  they,  of 
course,  ultimately  received  the  consideration  of  the  sale.  A  part  con- 
sisted of  stock  in  the  new  company,  which  was  distributed  to  them 
at  once,  and  a  part  was  money  paid  to  the  selling  company  about  to 
be  dissolved.  By  election  and  under  a  contract  made  on  the  day  of 
the  sale  Edward  C.  Hall,  a  son  of  the  founder,  became  president  of 
the  purchasing  corporation,  the  contract  reciting  that  it  was  made  as 
part  of  the  inducement  to  the  purchase,  and  he  agreeing  in  it  to  hold 
the  office  until  May  2,  1897,  to  devote  all  his  time  to  the  interests  of 
the  corporation,  and,  so  long  as  it  might  desire  to  retain  his  services 
as  stipulated,  not  to  engage  in  any  competing  business  east  of  the 
Mississippi  River.  Another  son  became  treasurer  under  a  nearly  sim- 
ilar contract,  and  a  son-in-law  secretary. 

Both  sons  resigned  and  left  the  service  of  the  corporation  August 
1,  1896,  and  both  were  released,  in  writing,  from  their  obligations 
under  their  contract.  The  next  month  the  sons  organized  an  Ohio 
corporation,  under  the  name  of  HalPs  Safe  Company,  which  is  party 
to  the  litigation  in  the  sixth  circuit,  but  is  not  a  party  hare.  The 
petitioner  Donnell  had  been  a  selling  agent  of  the  original  company, 
and  afterwards  of  the  company  that  bought  it  out,  having  a  place  in 
Chicago,  with  a  large  sign,  ^^  Hall's  Safes,"  on  the  front.  In  1898  he, 
with  others,  organized  the  plaintiff.  Hall  Safe  and  Lock  Company, 
the  name  differing  from  that  of  the  original  corporation  only  by  not 
using  the  possessive  case.  This  company  does  business  in  the  peti- 
tioner's old  place,  with  the  old  sign,  and  selb  the  safes  of  the  present 
Ohio  corporation  as  HalPs  safes.    It  has  accepted  a  decree  forbid- 
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ding  it  to  go  on  under  the  above  name.  The  question  before  us  is 
upon  the  scope  of  the  injunction  finally  issued,  as  we  have  stated, 
upon  the  cross-bill.  That  the  petitioner  contends  is  too  broad,  while 
the  Herring-Hall-Marvin  Safe  Company  contends  that  as  against 
the  Hall- family  and  any  one  selling  their  safes  or  standing  in  their 
shoes  it  has  the  sole  right  to  the  very  valuable  name  Hall  upon  or 
for  the  sale  of  safes. 

It  no  longer  is  disputed  that  the  Herring-Hall-Marvin  Safe  Com- 
pany is  the  successor  of  the  original  Hall's  Safe  and  Lock  Company, 
or  tiiat  it  has  the  right  to  use  the  word  "  Hall."  But  it  is  denied 
that  it  has  the  exclusive  right.  The  name  does  not  designate  a  specific 
kind  of  safe,  and  yet  may  be  assiuned  to  have  commercial  value  as  an 
advertisement  even  when  divorced  from  the  notion  of  succession  in 
business, — a  sort  of  general  good-will,  owing  to  its  long  association 
with  superior  work.  So  far  as  it  may  be  used  to  convey  the  fact  of  suc- 
cession it  belongs,  of  course,  to  the  Herring-Hall-Marvin  Safe  Com- 
pany, and  the  narrower  decree,  made  in  the  sixth  circuit,  was  in- 
tended to  prevent  the  present  Ohio  company  from  using  any  name  or 
mark  indicating  that  it  is  the  successor  of  the  original  company,  or 
that  its  goods  are  the  product  of  that  company  or  its  successor,  or 
interfering  with  the  good-will  bought  from  it.  But,  as  we  have  said, 
we  presume  that  the  word  may  have  value,  even  when  that'  idea  is 
excluded,  and  when  there  is  no  interference  with  the  good-will  or 
the  trade-name  sold. 

The  good-will  sold  was  that  of  Hall's  Safe  and  Lock  Company. 
There  is  nothing  to  show  that  while  that  company  was  going  the 
sons  of  Joseph  L.  Hall  could  not  have  set  up  in  business  as  safe- 
makers  under  their  own  name  and  could  not  have  called  their  safes 
by  their  own  name,  subject  only  to  the  duty  not  to  mislead  the  public 
into  supposing  when  it  bought  from  them  that  it  was  buying  their 
father's  safes.  Therefore  it  could  not  be  contended  that  merely  by  a 
sale  the  father's  company  could  confer  greater  rights  than  it  had. 
But  it  was  said  that  if  a  partnership  had  sold  out  by  a  conveyance  in 
like  terms  the  members  would  have  given  up  the  right  to  use  their 
own  names  if  they  appeared  in  the  firm-name,  that  in  this  case  the 
Halls  received  the  consideration  for  the  good-will  they  had  attached 
to  their  name,  that  they  ratified  the  sale  and  necessarily  assented  to 
it,  since  otherwise  the  corporation  could  not  have  sold  its  property 
or  have  carried  out  its  agreement  to  dissolve,  and  that  under  sucli 
circumstances  a  court  ought  to  look  through  the  corporation  to  the 
men  behind  it. 

Philosophy  may  have  gained  by  the  attempts  in  recent  years  to 
look  through  the  fiction  to  the  fact  and  to  generalize  corporations, 
partnerships  and  other  groups  into  a  single  conception.   JRut  to,gen- 
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eralize  is  to  omit,  and  in  this  instance  to  omit  oae  characteristic  of 
the  complete  corporation,  as  called  into  being  under  modern  statutes, 
that  is  most  important  in  business  and  law.  A  leading  purpose  of 
such  statutes  and  of  those  who  act  under  them  is  to  interpose  a  non- 
conductor, through  which  in  matters  of  contract  it  is  impossible  to 
see  the  men  behind.  However  it  might  be  with  a  partnership, 
{Russia  Cement  Co.  v.  Le  Page,  147  Mass.,  206,  211,)  when  this  cor- 
poration sold  its  rights  everybody  had  notice  and  knew  in  fact  that 
it  was  not  selling  the  rights  personal  to  its  members,  even  if,  as 
always,  they  really  received  the  consideration,  or,  as  usual,  they  all 
assented  to  its  act.  That  it  contracted  for  such  assent,  if  it  did,  by  its 
undertaking  to  dissolve,  does  not  make  the  contract  theirs.  But 
the  case  does  not  stop  there.  The  purchasing  company  had  the 
possibility  of  competition  from  the  Halls  before  its  mind  and  gave 
the  measure  of  its  expectations  and  demands  by  the  personal  con- 
tracts that  it  required.  Those  contracts  were  limited  in  time  and 
scope  and  have  been  discharged. 

A  further  argument  was  based  on  the  confusion  produced  by  the 
petitioner  through  his  use  of  signs  and  advertisements  calculated  to 
make  the  public  think  that  his  concern  was  the  successor  of  the  first 
corporation  and  otherwise  to  mislead.  This  confusion  must  be 
stopped,  so  far  as  it  has  not  been  by  the  decree  in  force,  and  it  will 
be.  But  it  is  no  sufficient  reason  for  taking  from  the  Halls  the  right 
to  continue  the  business  to  which  they  were  bred  and  to  use  their  own 
name  in  doing  so.  An  injunction  against  using  any  name,  mark  or 
advertisement  indicating  that  the  plaintiff  is  the  successor  of  the 
original  company,  or  that  its  goods  are  the  product  of  that  company 
or  its  successors,  or  interfering  with  the  good-will  bought  from  it, 
will  protect  the  right  of  the  Herring-Hall-Marvin  Safe  Company, 
and  is  all  that  it  is  entitled  to  demand.  (See^  Howe  Scale  Co.  v. 
Wyckof,  Seamans  dk  Benedict,  C.  D.,  1905,  717;  116  O.  G.,  299;  198 
U.  S.,  118;  Singer  Manufacturing  Co.  v.  June  Manufacturing  Co.<i 
C.  D.,  1896, 687;  75  O.  G.,  1703;  163  U.  S.,  169.) 

Decree  reversed. 


[Sapreme  Coart  of  the  United  8Ut«c] 

Herhino-Hall-Marvin  Safe  Go.  v.  Hall's  Safb  Co. 

Decided  February  tk,  190S. 

134  O.  Q.,  1068. 

T^ADB-MABKB — iNraiNGEMKNT — VaUK  OF   INDITDITAL. 

The  HaU'8  Safe  and  Lock  Oompany,  a  corporation,  tbe  stock  of  whldi 
was  largely  owned  by  Joseph  L.  Hall,  the  founder  of  the  buatneai^  and  hii 
Bona,  sold  all  its  property  incVuding  trade-marks,  trade-rights,  good-will, 
and  its  business  as  a  going  concern  to  another  company,  which  subsequently 
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conveyed  such  rights  to  the  Herriag-Hall-Marrin  Safe  Oompany  and  agreed 
to  go  out  of  buBhiesB,  which  it  did  with  the  assent  of  all  its  stockholders 
Thereafter  the  sons  formed  another  corporation  under  the  name  "Hairs 
Safe  Oo:*^  and  began  the  manufacture  of  the  same  class  of  goods.  Held 
that  while  the  Halls  had  a  right  to  engage  in  the  same  business  after  such 
transfer,  the  use  of  the  name  selected  would  of  itself  deceive  unless  ex- 
plained, and  that  the  company  purchasing  the  rights  of  the  original  com- 
pany was  entitled  to  an  injunction  forbidding  the  use  of  the  name  Hall, 
either  alone  or  in  combination,  in  corporate  name,  on  safes,  or  in  adver- 
tisements, unless  accompanied  by  information  that  the  defendant  is  not 
the  original  Hairs  Safe  and  Lock  Oompany  or  its  successor,  or,  as  the  case 
may  be,  that  the  article  is  not  the  product  of  the  last-named  company  or 
Its  successors. 

Mr.  Lawrence  MawweUy  Jr.^  and  Mr.  Charles  H.  Aldrich  iov  the 
petitioner. 
Mr.  Jttdson  Harmon  and  Mr.  W.  C.  Cochran  for  the  respondents. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court 

This  is  the  suit  referred  to  in  Donnell  v.  Herring-HaU-Marvin  Safe 
Company^  ante^  587;  134  O.  G.,  1050.  It  was  brought  by  the  peti- 
tioner against  the  respondents  to  enjoin  them  from  carrying  on  their 
business  under  their  present  name  or  any  name  calculated  to  make 
purchasers  believe  that  they  are  dealing  with  the  establishment 
founded  by  Joseph  L.  Hall,  or  with  the  plaintiff,  and  also  to  enjoin 
them  from  advertising  or  marking  their  product  as  Hall's  Safes.  The 
facts  are  stated  in  the  case  referred  to.  In  brief,  the  petitioner  is  the 
successor  by  purchase  to  the  business  of  Hall's  Safe  and  Lock  Com- 
pany, an  Ohio  corporation  founded  by  Joseph  L.  Hall,  a  safe-maker 
of  repute,,  the  stock  of  which  belonged  to  his  estate  and  his  children. 
The  respondents  are  sons  of  Joseph  L.  Hall  and  an  Ohio  corporation 
formed  by  them  in  September,  1896,  immediately  after  they  were 
discharged  from  their  contracts  with  the  purchasing  company.  It 
has  been  decided  that  the  Halls  did  not  give  up  the  right  to  do  busi- 
ness in  their  own  name  by  the  part  they  took  when  the  original  com- 
pany sold  out,  and  that  the  petitioner  has  the  right,  but  not  the  ex- 
clusive right,  to  use  the  name  Hall.  Its  rights  arise  by  way  of 
succession,  out  of  the  priority  of  the  original  company,  not  out  of 
contract  This  case  requires  us  to  discuss  a  little  further  what  the 
respective  rights  of  the  parties  are.  The  decision  below  is  to  be 
found  in  146  Fed.  Rep.,  87,  and  76  C.  C.  A.,  495. 

We  think  it  clear,  as  was  conceded  in  the  other  case,  that  the 
plaintiff  got  all  the  grantable  rights  of  the  original  company,  includ- 
ing; that  of  using  the  name  Hall.  It  is  true  that  trade-names  were 
not  mentioned  in  the  deed,  but  its  language  was  broad  enough  to  in- 
clude them.  The  deed,  along  with  the  plant,  patterns,  stock  of  safes, 
accounts,    papers,    etc.,    conveys    all    ^^trade-marks,    patent-rights, 
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trade-rights,  good- will,  and  all  its  property  and  assets  of  every  name 
and  nature,"  and  agrees  that  the  business  is  "taken  over  in  all 
respects  as  a  going  concern."  If  a  particular  phrase  is  needed  in 
addition  to  the  general  language  and  the  nature  of  the  transaction, 
"  trade  rights  "  will  do  well  enough.  The  name  Hall  was  used  and 
was  expected  to  be  used  as  a  part  of  the  name  of  the  first  purchas- 
ing company,  the  Herring-Hall-Marvin  Company.  There  was  a 
stipulation  in  the  deed  that  the  seller  should  be  wound  up,  but  that, 
far  from  being,  as  was  argued,  a  provision  in  favor  of  the  seller  to 
avoid  the  use  of  its  name  by  the  purchaser,  was  a  covenant  to  the 
purchaser  in  aid  of  the  seller's  undertaking  not  to  engage  in  any 
business  thereafter.  The  Hall  Safe  and  Lock  (Company  expressly 
and  in  reiterated  terms  sold  all  its  property  and  a^ets  of  every 
description  as  a  going  concern,  agreed  to  disappear  and  disappeared. 
It  had  no  reason  for  retaining  any  right  and  retained  none,  except 
the  right  to  be  paid.  The  circumstances  of  the  case  raise  none  of 
the  nice  questions  that  sometimes  have  arisen  as  to  when  the  name 
is  sold  along  with  the  other  assets.  It  may  be  that,  although  the  deed 
conveyed  all  that  it  could  convey,  the  plaintiff  could  not  use  the  cor- 
porate name  proper  of  the  original  corporation,  because  that  is  a 
charter  right,  and  could  not  be  exercised  without  the  consent  of  the 
legislature.  {Montreal  Lithographing  Co.  v.  Sabiston^  [1899]  A.  C, 
610.)  But  that  is  not  what  it  wants  to  do.  It  only  wants  so  far  as 
it  may  to  appropriate  the  name  Hall  for  its  safes. 

The  original  company,  from  1867  to  1892,  was  attaching  to  Hall's 
safes  the  reputation  that  made  the  name  famous  and  desired.  Who- 
ever achieved  it  did  so  through  the  medium  of  the  company.  The 
good-will  thus  gained  belonged  to  the  company,  and  was  sold  by  it, 
with  all  its  rights,  when  it  sold  out.  (See  Le  Page  Co.  v.  Rttssia 
Cement  Co,^  51  Fed.  Rep.,  941,  943.)  So  that  the  question  is  nar- 
rowed to  what  its  rights  would  have  been  at  the  present  day  if  it 
had  kept  on.  The  advantage  which  it  would  have  had,  and  to  which 
the  petitioner  has  succeeded,  is  that  of  having  been  first  and  alone  for 
so  long  in  the  field.  Some  of  the  Halls  might  have  left  it  and  set  up 
for  themselves.  They  might  have  competed  with  it,  they  might  have 
called  attention  to  the  fact  that  they  were  the  sons  of  the  man  who 
started  the  business,  they  might  have  claimed  their  due  share,  if  any, 
of  the  merit  in  making  Hall's  safes  what  they  were.  {White  v. 
Trowbridge^  210  Penn.  Stat.,  11,  18,  22.)  But  they  would  have  been 
at  the  disadvantage  that  some  names  and  phrases,  otherwise  truth- 
ful and  natural  to  use,  would  convey  to  the  public  the  notion  that 
they  were  continuing  the  business  done  by  the  company,  or  that  they 
were  in  some  privity  with  the  establishecT  manufacture  of  safes  which 
the  public  already  knew  and  liked.  To  convey  that  notion  would  be 
a  fraud,  and  would  have  to  be  stopped.    Therefore  such  names  and 
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phrases  could  be  used  only  if  so  explained  that  they  would  not 
deceive. 

The  principle  of  the  du^y  to  explain  is  recognized  in  Howe  Scale 
Co.  V.  Wyckoff,  Seamans  dk  Benedict,  (C.  D.,  1905,  717;  116  O.  G., 
299;  198  U.  S.,  118.)  It  is  not  confined  to  words  that  can  be  made  a 
trade-mark  in  a  full  sense.  The  name  of  a  person  or  a  town  may 
have  become  so  associated  with  a  particular  product  that  the  mere 
attaching  of  that  name  to  a  similar  product  without  more  would 
have  all  effect  of  a  falsehood.  {Walter  Baker  <&  Co.  v.  Shick^  130 
Fed.  Rep.,  514.)  An  absolute  prohibition  against  using  the  name 
would  carry  trade-marks  too  far.  Therefore  the  rights  of  the  two 
parties  have  been  reconciled  by  allowing  the  use,  provided  that  an 
explanation  is  attached.  {Singer  Manufacturing  Co.  v.  June  Manu- 
facturing Co.,  C.  D.,  1896, 687 ;  75  O*  G.,  1703 ;  163  U.  S.,  169, 200, 204 ; 
Brinsmead  v.  Brinsmead,  13  Times  L,  R.,  3 ;  Reddaway  v.  Banham, 
[1896,]  A.  C,  199,  210,222;  American  WaltKam  Watch  Co.  v.  United 
Stales  Watch  Co.,  178  Mass.,  85,  87 ;  Dodge  Stationery  Co.  v.  Dodge, 
145  Cal.,  380.)  Of  course  the  explanation  must  accompany  the 
use,  so  as  to  give  the  antidote  with  the  bane. 

We  must  assume  that  the  name  Hall  in  connection  with  safes  has 
acquired  this  kind  of  significance.  This,  or  very  nearly  this,  is  al- 
leged by  the  answer  and  must  have  been  the  finding  of  the  courts  be- 
low. It  was  suggested  that  really  the  value  of  the  name  was  due 
to  the  use  of  patents  that  have  run  out.  But  we  think  it  appears 
that  the  meaning  of  the  name  is  not  confined  to  the  use  of  HalPs 
patents,  and  further,  has  had  a  particular  succession  of  makers  so 
associated  with  it  that  the  principle  of  the  injunction  granted  is 
right.  The  defendants  say  that  they  have  corrected  advertisements, 
and  so  forth,  that  might  be  deemed  fraudulent,  when  called  to  their 
attention.  But  the  name  of  the  defendant  company  of  itself  would 
deceive  unless  explained.  It  may  have  repented  but  it  has  trans- 
gressed, and  it  even  now  asserts  rights  greater  than  we  think  it  has. 
Therefore  the  injunction  must  stand. 

We  are  not  disposed  to  make  a  decree  against  the  Halls  personally. 
That  against  the  company  should  be  more  specific.  It  should  forbid 
the  use  of  the  name  Hall,  either  alone  or  in  combination,  in  corporate 
names,  on  safes,  or  in  advertisements,  unless  accompanied  by  infor- 
mation that  the  defendant  is  not  the  original  HalPs  Safe  and  Liock 
Company  or  its  successor,  or,  as  the  case  may  be,  that  the  article  is 
not  the  product  of  the  last-named  company  or  its  successors.  With 
such  explanations  the  defendants  may  use  the  Halls  name,  and  if  it 
likes  may  show  that  they  are  sons  of  the  first  Hall  and  brought  up 
in  their  business  by  him,  and  otherwise  may  state  the  facts. 

There  is  a  cross-bill  seeking  to  prevent  the  plaintiff  from  making 
use  of  the  names  Hall's  Safe  and  Lock  Company,  Hall's  safe,  etc., 
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but  it  does  not  need  separate  consideration.    The  defendant  shows 
nothing  of  which  it  can  complain  or  which  should  bar  the  plaintiff 
from  its  relief.    The  portion  of  the  decree  dismissing  the  cross-bill 
is  affirmed. 
Decree  modified  and  affirmed. 


•  [Supreme  Court  of  the  United  Stated 

Continental  Paper  Bag  Company  v.  Eastern  Paper  Bag  Coicpant. 

Bedded  June  i,  IBOS. 
136  O.  G..  1297. 

1.  INFBINOEMENT — EQUIVALENTS — RaKQE  DEPENDS   UPON  NaTUBE  OF 'INTENTION. 

The  rauge  of  equivalents  depends  upon  the  extent  and  nature  of  tbe  in- 
vention. If  the  invention  is  broad  and  primary  in  its  cliaracter,  the  range 
of  equivalents  will  be  correspondingly  broad  under  the  liberal  constructioD 
which  the  courts  give  to  such  inventions. 

2.  CoNSTBUcnoN  OF  Claims — ^Limitation  by  Descbiption. 

An  inventor  must  describe  what  he  conceives  to  be  the  best  DM>de  of 
constructing  his  invention ;  but  he  is  not  confined  to  that  if  his  claims  are 
broad,  particularly  where  he  states  in  his  specification  that  means  other 
than  the  means  shown  may  be  employed. 

3.  Same — "  Means  '*  fob  Peefobming  Cebtain  Functions. 

The  following  claim :  "  In  a  paper-bag  machine,  the  combination  of  a 
rotating  cylinder  provided  with  one  or  more  pairs  of  side-forming  fingers 
adapted  to  be  moved  toward  or  from  each  other,  a  forming-plate  also 
provided  with  side-forming  fingers  adapted  to  be  moved  toward  or  from 
each  other,  means  for  operating  said  fingers  at  definite  times  during  the 
formative  action  upon  the  bag-tube,  operating  means  for  the  forming-plate 
adapted  to  cause  the  said  plate  to  oscillate  about  its  rear  edge  upon  the 
surface  of  the  cylinder  during  the  rotary  movement  of  said  cylinder,  the 
whole  operating  for  the  purpose  of  opening  and  forming  the  bottom  of 
the  bag-tube,  and  means  to  move  the  bag-tube  with  the  cylinder,**  Held  not 
merely  for  the  function  of  the  machine,  but  for  mechanical  means  to  bring 
into  working  relation  the  folding-plate  and  cylinder. 

4.  Injunction — Effect  of  Non-Use  of  Patented  Invention. 

The  non-use  of  a  patented  invention  by  the  owner  of  the  patent  occa- 
sioned by  a  desire  to  save  the  expense  incident  to  changing  from  an  old 
type  of  machine  to  the  patented  device  is  not  so  unreasonable  as  to  warrant 
a  court  in  refusing  injunctive  relief  during  the  latter  part  of  tbe  term  of 
tbe  patent,  there  being  no  question  of  a  diminished  supply  of  the  product 
of  such  machine  or  of  an  increase  of  prices. 
6.  Cebtiobari — Review  of  Facts. 

Tbe  concurrent  finding  of  a  circuit  court  and  circuit  court  of  appeals 
on  questions  of  fact  will  not  be  disturbed  by  the  Federal  Supreme  Court 
on  certiorari  unless  clearly  erroneous. 


On  Writ  of  Certiorari  to  the  United  States  Circuit  Court  of  Ap- 
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Mr.  Albert  H.  Walker  for  the  petitioner. 

Mr.  Samuel  R.  Betts  and  Mr.  Francis  T.  Chambers  for  the  re- 
spondent. 

STATEMENT  OF  THE  CASE. 

This  is  a  bill  iii  equity  to  restrain  the  infringement  of  Letters 
Patent  No.  558,969,  April  28, 1896,  issued  to  William  Liddell  for  an 
improvement  in  paper-bag  machines  for  making  what  are  designated 
in  the  trade  as  self -opening  square  bags.  The  claims  in  suit  do  not 
include  mechanism  for  making  a  complete  bag,  but  only  mechanism 
for  distending  one  end  of  a  tucked  or  bellows- folded  paper  tube  made 
by  other  mechanism,  and  folding  it  down  into  a  form  known  in  the 
art  as  the  ^^  diamond  fold."  This  fold  is  flattened  and  pasted  by 
other  mechanism  and  forms  a  square  bottom  to  the  bag. 

The  bill  is  in  the  usual  form  and  alleges  infringement  of  the  claims 
by  the  Continental  Paper  Bag  Company,  hereafter  called  the  Conti- 
nental Company,  and  prays  for  an  accounting  and  an  injunction. 

The  answer  interposed  the  defense  of  non-jurisdiction  of  a  court 
of  equity,  non-infringement  of  the  Liddell  patent  by  defendant  (Con- 
tinental Company)  and  want  of  invention. 

The  allegation  of  the  answer  as  to  the  jurisdiction  of  the  court 
is  as  follows: 

The  defendant  says,  on  information,  advice  and  belief,  that  a  court  of  equity 
has  no  jurisdiction  to  grant  any  prayer  of  the  bill  of  complaint,  even  if  the 
said  Liddell  patent,  No.  568,960,  were  valid,  and  even  if  the  defendant's  papet^ 
bag  machines  were  to  be  held  to  infringe  that  patent,  because  the  said  patent. 
No.  568,960,  is  a  mere  paper  proposition  which  the  complainant  has  never  pot 
into  effect  or  use,  and  because  it  is  contrary  to  equity  to  suppress  a  useful 
and  established  business,  like  that  which  the  defendant  is  prosecuting  with  its 
paper-bag  machines,  at  the  request  of  a  complainant  which  simply  owns  one 
paper-bag  machine  patent  that  has  never  been  employed  by  that  complainant 
in  any  way  in  any  paper-bag  machinery,  and  because  the  complainant  in  this 
case  has  a  plain,  adequate,  and  complete  remedy  at  law  for  any  infringement 
which  may  have  been  done  upon  Liddell  Letters  Patent,  No.  658,969. 

The  circuit  court  adjudged  the  patent  valid  as  to  the  first,  second 
and  seventh  claims  thereof;  that  the  Eastern  Paper  Bag  Company 
was  the  owner  of  the  Letters  Patent;  that  Liddell  was  the  original 
and  first  inventor  of  the  improvements  described  in  the  claims,  and 
that  the  Continental  Company  had  infringed  the  same.  It  was  also 
adjudged  that  the  Eastern  Company  recover  of  the  Continental  Com- 
pany the  profit  the  latter  had  made  or  received  by  the  infringement. 
An  account  was  ordered  and  a  perpetual  injunction  decreed.  (142 
Fed.,  479.)  The  decree  was  affirmed  by  the  circuit  court  of  appeals. 
(150  Fed.,  741.)     This  certiorari  was  then  granted. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

The  defense  of  want  of  invention  in  the  Liddell  machine  is  not 
urged  here,  because  it  is  said  that  the  decision  of  that  question  de- 
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pends  upon  mechanical  comparisons,  too  nmnerous  and  complicated 
to  be  conveniently  made  by  a  bench  of  judges,  and  because,  though 
the  liddell  patent  approaches  closely  the  prior  art,  it  "perhaps 
covers  a  margin  of  differentiation  sufficient,  tiiough  barely  sufficient, 
to  constitute  invention/' 

The  two  questions,  therefore,  which  remain  for  decision  are  the 
jurisdiction  of  the  court  and  the  question  of  infringement.  We  will 
consider  the  latter  questicm  first  It  does  not  depend,  counsel  for  the 
Continental  Company  says — 

upon  any  issue  of  fact,  bat  does  depoid,  as  questiODB  of  Infrlngoment — 

sometimes  do,  upon  a  "point  of  law."  This  point  of  law,  it  is 
further  said,  has  been  formulated  in  a  decision  of  this  Court  as 
follows: 

Where  the  patent  does  not  embody  a  primary  invention,  but  only  an  improve- 
ment on  the  prior  art,  and  defendant's  machines  can  be  differentiated,  the 
charge  of  infringement  is  not  sustained. 

Counsel  for  respondent  do  not  contend  that  the  liddell  invention 
is  primary  within  the  definition  given  of  that  term  by  petitioner. 
Their  concession  is  that  it 


not  basic  in  the  sense  of  covering  the  first  machine  ever  prodaced  to  make 
self-opening  square  bags  by  machinery. 

They  do  contend,  however,  that  it  is  one  of  high  rank,  and  if  it  be 
given  a — 

fair  construction  and  scope,  no  matter  whether  we  call  it  basic,  primary  or 
broad,  or  even  merely  entitled  to  be  construed  as  covering  obvioas  mechanical 
equivalents,  the  question  of  infringement  of  the  claims  in  suit  by  petttion^s 
machine  becomes  mechanically,  and  from  a  patent-law  standl^oint,  a  simple 
one,  in  spite  of  slight  differences  of  operation,  and  of  reversal  of  some  of  the 
moving  parts. 

The  lower  courts  did  not  designate  the  invention  as  either  primary 
or  secondary.  They  did,  however,  as  we  shall  presently  see,  decide 
that  it  was  one  of  high  rank  and  entitled  to  a  broad  range  of  equiv- 
alents. It  becomes  necessary,  therefore,  to  consider  the  point  of 
law  upon  which  petitioner  contends  the  question  of  infringement 
depends. 

The  citation  is  from  Cimiotti  Vnhairing  Company  v.  American 
Fur  Refining  Company  (C.  D.,  1906,  729;  116  O.  Q.,  1462;  198  U.S., 
399)  and  Kokomo  Fence  Machine  Company  (C.  D.,  1908,  666;  108 
O.  O.,  1417;  189  U.  S.,  8)  was  adduced  to.  sustain  the  proportion. 
But  the  whole  opinion  must  be  considered,  and  it  will  be  seen  from 
the  language  which  we  shall  presently  quote  that  it  was  not  intended 
to  say  that  the  doctrine  of  equivalents  applied  only  to  primary 
patents. 

We  do  not  think  it  is  necessary  to  follow  counsel  for  i)etitioner  in 
his  review  of  other  cases  which,  he  urges,  sustain  his  contention* 
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The  right  view  is  expressed  in  MiUer  v.  Eagle  Manufacturing  Com- 
pany,  (C.  D.,  18W,  147;  66  O.  G.,  845;  161  U.  S.,  186, 207,)  as  follows: 

The  range  of  equiTalents  depends  upon  the  extent  and  nature  of  the  inven- 
tion. If  the  invention  is  broad  and  primary  in  its  cliaracter,  the  range  of 
equivalents  will  be  correspondingly  broad,  under  the  liberal  construction  which 
the  courts  give  to  such  inventions. 

And  this  was  what  was  decided  in  Kokomo  Fence  Machine  Com- 
pani/y  Cimiotti  Vnkairing  Company  v.  American  Fur  Refining  Com- 
pany^ and  Computing  Scale  Company  v.  Automatic  Scale  Company^ 
(204  U.  S.,  609.)  It  is  from  the  second  of  those  cases,  as  we  have 
seen,  that  the  citation  is  made  which  petitioner  contends  the  point 
of  law  upon  which  infringement  depends  is  formulated ;  but  it  was 
said  in  that  case: 

It  is  well  settled  that  a  greater  degree  of  liberality  and  a  wider  range  of 
equivalents  are  permitted  where  the  patent  is  of  a  pioneer  character  than  when 
the  invention  is  simply  an  improvement,  may  be  the  last  and  successful  step,  in 
the  art  theretofore  partially  developed  by  other  inventors  in  the  same  field. 

It  is  manifest,  therefore,  that  it  was  not  meant  to  decide  that  only 
pioneer  patents  are  entitled  to  invoke  the  doctrine  of  equivalents, 
but  that  it  was  decided  that  the  range  of  equivalents  depends  upon 
and  varies  with  the  degree  of  invention.  (See  Ives  et  al,  v.  Hamilton^ 
cwcutor,  C.  D.,  1876, 459 ;  10  O.  G.,  886 ;  92  U.  S.,  426 ;  Hoyt  v.  Home, 
C.  D.,  1892,  486;  69  O.  G„  1764;  146  U.  S.,  802;  Deering  v.  Winona 
Harvester  Works,  166  U.  S.,  286;  Walker  on  Patents,  sec,  862;  Roh- 
inson  on  Patents,  sec.  268.) 

We  start,  then,  with  the  proposition  that  the  Eastern  Company 
may  invoke  for  the  Liddell  patent  the  doctrine  of  equivalents,  but 
without  deciding  now  how  broadly  we  proceed  to  the  consideration 
of  the  question  of  infringement.  Invention  is  conceded  to  the  Liddell 
machine,  as  we  have  seen,  by  the  Continental  Company.  The  con- 
cession, however,  is  qualified  by  the  assertion  that  it  covers  only  a 
'^  margin  of  differentiation ''  from  the  prior  art.  The  circuit  court 
and  the  circuit  court  of  appeals  had  a  higher  estimate  of  it.  The 
circuit  court  said  that  the  nature  of  its  invention — 

was  clear  •  •  •  was  disconnected  from  what  precedes  it  by  such  a  hiatus, 
that,  if  the  claims  are  as  extensive  as  the  invention,  there  Is  no  difficulty  so 
for  as  concerns  the  application  to  the  case  of  the  rules  with  reference  to 
eqnivaloita. 

And  answering  the  contention  that  is  was  the  twentieth  in  the  line 
of  patents  in  its  branch  of  the  arts,  and  that  it  should  be  limited  to 
the  details  described  in  its  specifications,  it  was  said  that  there  was — 

such  n  hiatus  between  them  and  what  api)ears  on  the  face  of  the  Liddell  i)atent, 
thnt  they  have  no  effect  either  in  narrowing  or  broadening  the  alleged  Liddell 
invention. 
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The  circuit  court  of  appeals  afSrmed  the  decree  of  the  circuit  court 
It  was  less  circumstantial  than  the  circuit  court  in  describing  the 
invention.  It  said,  however,  after  stating  the  claims,  that  their 
breadth — 

would  imperil  the  patent,  were  tlie  real  {Mention  less  broad ;  but  the  defendant 
(the  Continoital  Ck>mpany)  has  not  pointed  out,  and  we  have  been  nnable  to 
find,  any  operative  combination  of  a  rotary  cylinder  an<Wonnlng-p]ate  oecil- 
latlng  thereon  earlier  than  the  patent  in  suit.  If,  therefor^the  patent  is  valid, 
it  has  a  wide  scope,  and  the  mechanical  arrangement  used  by  the  defendant  \b 
fairly  within  its  terms. 

The  lower  courts,  therefore,  found  that  the  invention  was  a  broad 
one  and  that  the  machine  used  by  the  Continental  Company  was  an 
infringement.  And  these  were  questions  of  fact  upon  which,  both 
of  the  courts  concurring,  their  findings  will  not  be  disturbed,  unless 
clearly  wrong.  {Deslions  v.  La  Compagnie  Oenerale  Transatlan- 
tzque.)  To  decide  the  question  of  invention  an  examination  of  the 
prior  art  was  necessary  and  a  consideration  of  what  step  in  advance 
of  that  art,  if  any,  the  Liddell  patent  was.  To  decide  the  question 
of  infringement  a  comparison  of  the  Liddell  machine  with  the  machine 
used  by  the  Continental  Company  was  necessary  and  a  determination 
of  their  similarity  or  difference.  What  was  involved  in  these 
inquiries  of  fact  and  the  conclusions  from  them  is  indicated  by  a 
record  of  inaOty  hundred  pages  of  expert  testimony  and  exhibits. 

We  shall  proceed,  then,  to  consider  upon  what  grounds  the  circuit 
court  and  circuit  court  of  appeals  proceeded  and  their  sufficiency  to 
sustain  the  judgments  rendered  within  the  rule  announced. 

The  bill  alleges  the  infringement  of  claims  1,  2  and  7.  The  courts 
below  selected  claim  1  for  consideration,  as  determinative  of  the 
questions  arising,  as  well  on  the  other  two  claims  as  on  it.  In  this 
counsel  for  the  Continental  Company  acquiesced.  Claim  1  is  as 
follows: 

In  a  paper-bag  machine,  the  combination  of  n  rotating  cylinder  proTlded  with 
one  or  more  pairs  of  side-forming  fingers  adapted  to  be  moved  toward  or  from 
each  other,  a  forming-plate  also  provided  with  side-forming  fingers  adapted  to 
be  moved  toward  or  from  each  other,  means  for  operating  said  fingers  at  definite 
times  during  the  formative  action  upon  the  bag-tube,  operating  means  for  the 
forming-plate  adapted  to  cause  the  said  plate  to  oscillate  about  its  rear  edge 
upon  the  surface  of  the  cylinder  during  the  rotary  movement  of  said  cylinder, 
the  whole  oiierating  for  the  ])uri>ose  of  oiieniug  and  forming  the  bottom  of  the 
bag-tube,  and  means  to  move  the  bag-tube  with  the  cylinder.* 

*  2.  In  a  imper-bng  machine,  the  combination  of  the  rotating  cylinder  i>rovideil 
with  one  or  more  imirs  of  side-folding  fingers  adai»ted  to  be  moved  toward  or 
from  etich  other,  a  formiug-iilate  also  provided  with  side-forming  fingers  adapted 
to  be  moved  toward  or  from  each  other,  means  for  oi)erating  said  fingers  nt 
definite  times  during  the  formative  action  upon  thfe  bag-tube,  operating  mejins 
for  the  forming-plate  adapted  to  cause  the  said  plate  to  oscmate  about  ita  rear 
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"The  pith  of  the  invention,"  the  Circuit  Court  said — 

is  the  combination  of  the  rotary  cylinder  with  means  of  operating  the  forming- 
plate  in  connection  therewith,  limited,  however,  to  means  which  causes  the  plate 
to  oscillate  about  its  rear  edge. 

The  Court  expressed  the  opinion  that  the  invention  extended  to 
every  means  by  which  that  result  could  be  attained,  and  rejected  the 
contention  of  the  Continental  Company  that  the  invention  was  no 
broader  than  the  details  described  in  the  specification.  The  Court 
said  that  it  was  unable  to  see  upon  what  the  proposition  could  be 
based.  And  further  said  that  there  was  nothing  in  the  prior  art 
which  either  broadened  or  narrowed  the  Liddell  invention. 

If  any  of  the  nineteen  patents  which  had  been  put  In  evidence — 

the  Court  added — 

pointed  out  any  form  of  combining  the  forming-plate  with  a  rotating  cylinder, 
they  would  of  course  narrow  what  Liddell  could  claim ;  but  they  have  nothing 
of  that  ktaid. 

And  speaking  of  the  claims  and  their  limitation  by  the  description, 
it  was  said : 

Nothing  in  the  manner  in  which  the  claims  are  expressed  adopts  as  the  ele- 
ments the  detailed  description  contained  in  the  specification.  So  far  as  the  de- 
tails of  the  description  are  concerned,  they  come  within  the  ordinary  rule  of 
preferable  method. 

We  think  it  is  clear  that  the  court  considered  that  Liddell  sought 
to  comply  with  section  4888  of  the  Revised  Statutes. f    In  other  words, 


edge  upon  the  surface  of  the  cylinder  during  the  rotary  movement  of  said  cyltai- 
der  for  the  purpose  of  opening  and  forming  the  bottom  of  the  bag-tube,  a  finger 
moving  with  the  forming-plate  for  receiving  the  upper  sheet  of  the  tube  and 
lifting  it  during  the  formative  action,  power  devices  for  returning  the  forming- 
plate  to  its  original  position  to  receive  a  new  bag-tube,  and  means  to  move 
the  bag-tube  with  the  cylinder. 

7.  In  a  paper-bag  machine,  the  combination  of  the  rotating  cylinder  for  the 
bag-tube  provided  with  one  or  more  pairs  of  foldlng-€ngers  adapted  to  be  moved 
toward  or  from  each  other,  a  forming  plate  also  provided  with  forming-fingers 
adapted  to  be  moved  toward  or  from  each  other,  means  for  operating  said  fin- 
gers, at  definite  times  during  the  formative  action  upon  the  bag-tube,  operating 
means  for  the  forming-plate  adapted  to  cause  the  said  plate  to  oscillate  about 
its  rear  edge  upon  the  surface  of  the  cylinder  during  the  rotary  movement  of 
said  cylinder  for  the  purpose  of  opening  and  forming  the  bottom  of  the  bag- 
tube,  and  connecting  mechanism  for  timing  the  movements  of  the  rotating  cylin- 
der and  the  forming  plate. 

tSec.  4888.  Before  any  inventor  or  discoverer  shall  receive  a  patent  for  his 
invention  or  discovery,  he  shall  make  application  therefor,  in  writing,  to  the 
Couiiuissioner  of  Patents,  and  shall  file  in  the  Patent  Office  a  written  descrip- 
tion of  the  wiuie,  and  of  the  manner  and  process  of  making,  constructing,  com- 
jiomiding.  and  using  it,  in  such  full,  clear,  concise,  and  exsict  terms  as  to  enable 
niiy  i»erson  skilled  in  the  art  or  scfence  to  which  it  appertains,  or  with  which 
it  is  most  nearly  connected,  to  make,  construct,  compound,  and  use  the  same; 
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he  filed  a  description  of  his  invention,  explained  its  principle  and  the 
best  mode  in  which  he  ^  contemplated  applying  that  principle,''  and 
did  not  intend  to  give  up  all  other  modes  of  application.  An  inventor 
must  describe  what  he  conceives  to  be  the  best  mode,  but  he  is  not 
confined  to  that  If  this  were  not  so  most  patents  would  be  of  little 
worth. 

The  principle  of  the  invention  is  a  unit,  and  inyariably  the  modes  of  its  em- 
bodiment in  a  concrete  invention  may  be  numerous  and  in  appearaoe  very  dif- 
ferent from  each  other.    {Rohinsotk  on  Patents,  sec.  486.) 

The  invention,  of  course,  must  be  described  and  the  mode  of  putting 
it  to  practical  use,  but  the  claims  measure  the  invention.  They  may 
be  explained  and  illustrated  by  the  descripticm.  They  cannot  be  en- 
larged by  it.  {Yale  Lock  Co.  v.  GreerUeaf^  C.  D.,  1886, 169;  85  O.  G., 
386;  117  U.  S.,  564.)  Snow  v.  Lake  Shore  etc.  Railway  Co.  (C.  D., 
1887,  354;  39  O.  G.,  1081;  121  U.  S.,  617,)  is  a  case  where  a  claim 
was  limited  by  a  description  of  the  device,  with  reference  to  draw- 
ings. The  court,  in  rejecting  the  contention  that  the  description  of 
the  particular  device  was  to  be  taken  as  a  mere  recommendation  of 
the  patentee  of  the  manner  in  which  he  contemplated  to  arrange  the 
parts  of  his  machine,  said  there  was  nothing  in  the  context  to  indi- 
cate that  the  patentee  contemplated  any  alternative  for  the  arrange- 
ment of  the  parts  of  the  device.  Therein  the  description  is  distin- 
guished from  the  description  in  the  Liddell  patent.  Liddell  was  ex- 
plicit in  the  declaration  that  there  might  be  alternatives  for  the  de- 
vice described  and  illustrated  by  him.  He  was  explicit  in  saying 
that  in  place  of  the  device  for  controlling  the  movement  of  the  form- 
ing-plate relatively  to  the  cylinder  that  the  plate  might  ^^be  moved 
or  operated  by  any  other  suitable  means." 

This  Court  said  in  Cimiotti  Vnhairing  Company  v.  American  Fur 
Refining  Company^  supra: 

In  making  his  claim  the  inventor  is  at  liberty  to  choose  his  own  farm  of 
expression,  and  while  the  courts  may  construe  the  same  in  view  of  the  wpeMcM- 
tions  and  the  state  of  the  art,  they  may  not  add  to  or  detract  from  the  claim. 

See  also  Howe  Machine  Co.  v.  National  Needle  Co.y  (C.  D.,  1890, 
281 ;  51  O.  G.,  475 ;  134  U.  S.,  888,  894.) 

The  discussion  thus  far  brings  us  to  two  propositions:  that  in- 
fringement is  not  averted  merely  because  the  machine  alleged  to 
infringe  may  be  differentiated  from  the  patented  machine,  even 

and  in  case  of  a  machine,  he  shall  explain  the  principle  thereof,  and  the  best 
mode  in  which  he  has  contemplated  applying  that  principle,  so  as  to  distinguish 
It  from  other  inventions;  and  he  shall  particularly  point  out  and  distinctly 
claim  the  part,  improvement,  or  combination  which  he  claims  as  his  invention 
or  discovery.  The  specification  and  claim  shall  be  signed  by  the  inventor  and 
attested  by  two  witnesses.  C^r\r^n]o 
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though  the  invention  embodied  in  the  latter  be  not  primary;  and, 
second,  that  the  description  does  not  necessarily  limit  the  claims.  It 
is  probably  not  contended  abstractly  by  the  Continental  Company 
that  the  description  necessarily  limits  the  claims,  but  only  in  the 
case  at  bar  as  following  from  the  first  proposition,  that  is,  as  result- 
ing from  the  alleged  narrow  character  of  the  Ldddell  invention.  A  few 
words  more  may  be  necessary  to  develop  fully  the  contention.  Counsel 
separates  the  claims  of  the  Ldddell  machine  into  divisions,  and  says 
that  the  fourth  division  of  the  claimed  mechanism  in  each  of  the 
three  claims  alleged  to  be  infringed  is  in  exactly  the  same  words, 
which  words  are: 

Operating  means  for  the  forming-plate,  adapted  to  caase  the  said  plate  to 
oscillate  about  its  rear  edge  upon  the  surface  of  the  cylinder  during  the  rotary 
movement  of  said  cylinder. 

And  it  is  argued  that  neither  claim  designates  ^*  operating  means,'^ 
either  by  names  or  by  reference  letters  or  numerals,  and  recourse 
must  therefore  be  had  to  the  xlescriptive  part  of  the  specification  to 
ascertain  what  *^  operating  means  "  are  meant,  and  then  construe  the 
claim  as  calling  for  those  ^^  operating  means  "  or  their  equivalent& 
The  other  way,  it  is  said,  is  to  ignore  the  descriptive  part  of  the 
specification — 

and  to  construe  the  claim  as  being  satisfied  by  any  "  operating  means "  which 
can  perform  the  particular  function  designated  in  the  claim. 

Under  the  second  method,  it  is  insisted,  identity  of  function 
constitutes  infringement.  Under  the  first  method  identity  of  func- 
tion must  be  accompanied  by  substantial  identity  of  character  and 
substantial  identity  of  mode  of  operation  in  order  to  constitute  that 
result  The  second  method  was  adopted,  it  is  urged,  by  the  circuit 
court,  and  led  it  into  the  error  of  deciding  that — 

LiddelVs  alleged  invention  covers  every  method  of  combining  the  rotary  cylin- 
der with  the  forming-plate  to  oscillate  about  its  rear  edge  on  the  surface  of 
the  cylinder,  and  the  claims  are  as  broad  as  the  invention. 

It  may  be  well  before  considering  these  contentions  to  refer  again 
to  the  view  which  the  circuit  court  and  the  circuit  court  of  appeals 
had  of  Liddell's  patent  The  Circuit  Court  said  that  the  "  pith  *'  of 
the  invention — 

is  the  combination  of  the  rotary  cylinder  with  means  for  operating  the  forming- 
plate  in  connection  therewith,  limited,  however,  to  means  which  cause  the 
plate  to  oscillate  about  its  rear  edge  on  the  surface  thereof— 

and  distinguish  the  invention  from  the  prior  art,  as  follows: 

Aside  from  the  cylinder  and  the  forming-plate  oscillating  about  its  rear  edge 
everything  in  these  claims  [the  claims  of  the  patent]  is  necessarily  old  iu 
the  arts.  ^  , 
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It  was  this  peculiar  feature  of  novelty,  it  was  said,  which  clearly- 
distinguished  it  from  all  that  went  before  it  This  conclusion  was 
in  effect  affirmed  by  the  circuit  court  of  appeals.  The  latter  C!ourt 
said  that  the  folding  of  the  bottoms  of  S.  O.  S.  paper  bags  had 
been  accomplished  in  the  prior  art — 

both  by  a  folding-plate  reciprocating  upon  a  plane,  and  67  the  opeiatloQ  of 
fingers  upon  a  cylinder.  The  folding-plate  and  the  cylinder  had  nev^  been 
combined.  The  complainant  urges  with  much  probabiUty  Uiat  the  reason  why 
they  had  not  been  combined  lay  in  the  difficulty  of  operating  a  pivoted  folding- 
form  upon  the  surface  of  a  cylinder.  Two  circles  external  to  each  can  be 
in  contact  at  but  one  point,  while,  in  order  tliat  the  folding-plate  may  operate, 
its  end,  as  it  moves  upon  a  pivot,  must  remain  for  some  distance  in  contact 
with  the  surface  of  the  revolving  cylinder.  The  problem  may  be  solved  by 
causing  the  pivot  or  axis  of  the  folding-plate  to  yield  away  from  the  cylinder, 
or  by  causing  the  surface  of  the  cylinder  to  be  depressed  away  from  the  fold- 
ing-plate. The  patent  in  suit  adopts  the  first  device,  the  defendant's  machine  the 
second,  and  the  crucial  question  before  the  court  is  this :  Under  all  the  circum- 
stances of  the  case,  is  the  second  method,  as  compared  with  the  first,  within 
tlie  doctrine  of  equivalents? 

The  court,  as  we  have  seen,  concluded,  from  the  character  of  the 
Liddell  patent,  that  "  the  second  method,"  that  is,  the  method  of  the 
Continental  Company's  machine,  was  "  within  the  doctrine  of  equiva- 
lents." 

Counsel,  however,  contends  that  the  circuit  court,  in  its  decision, 
virtually  gave  Liddell  a  patent  for  a  function  by  holding  that  he 
was  entitled  to  every  means  to  cause  the  forming-plate  to  oscillate 
about  its  rear  edge. 

The  distinction  between  a  practically  operative  mechanism  and 
its  function  is  said  to  be  difficult  to  define.  {Robinson  on  Patents^ 
sec.  144,  et  aeq.)  It  becomes  more  difficult  when  a  definition  is  at- 
tempted of  a  function  of  an  element  of  a  combination  which  are 
the  means  by  which  other  elements  are  connected  and  by  which 
they  coact  and  make  complete  and  efficient  the  invention.  But  ab- 
stractions need  not  engage  us.  The  claim  is  not  for  a  function,  but 
for  mechanical  means  to  bring  into  working  relation  the  folding- 
plate  and  the  cylinder.  This  relation  is  the  very  essence  of  the  inven- 
tion, and  marks  the  advance  upon  the  prior  art.  It  is  the  thing  that 
never  had  been  done  before,  and  both  the  lower  courts  found  that  the 
machines  of  the  Continental  Company  were  infringements  of  it  It 
is  not  possible  to  say  that  the  findings  of  those  courts  on  that  fact  ar 
on  the  fact  of  invention  were  clearly  wrong,  notwithstanding  the 
great  ability  of  the  argument  submitted  against  them. 

2.  The  next  contention  of  the  petitioner  is  that  a  court  of  equity 
has  no  jurisdiction  to  restrain  the — 

infringement  of  Letters  Patent  the  invention  covered  by  which  has  long  and 
always  and  unreasonably  been  held  in  non-ose  •  •  •  instead  of  being  made 
beneficial  to  the  art  to  which  it  belonga  Digitized  ^ 
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It  will  be  observed  that  it  is  not  urged  that  non-use  merely  of  the 
patent  takes  jurisdiction  from  equity  but  an  unreasonable  non-use. 
And  counsel  concedes  indulgence  to  a  non-use  which  is  ^^  non-charge- 
able to  the  owner  of  the  patent,"  as  lack  of  means,  or  lack  of  ability 
or  opportunity  to  induce  others  to  put  the  patent  to  use.  In  other 
words,  a  question  is  presented,  not  of  the  construction  of  the  law 
simply  but  of  the  conduct  of  the  patentee  as  contravening  the  sup- 
posed public  policy  of  the  law. 

The  foundation  of  the  argument  of  the  petitioner  is,  as  we  have 
intimated,  the  policy  of  the  patent  laws  executing  the  purpose  of  the 
Constitution  of  the  United  States  to  promote  the  progress  of  science 
and  useful  arts  by  securing  for  limited  times  to  inventors  the  ex- 
clusive right  to  their  respective  discoveries.  (Art.  I,  sec.  8.)  And  it 
is  urged  that  the  non-use  of  an  invention  for  seventeen  years  (of 
course,  the  whole  term  of  the  patent  may  be  selected  to  test  the  argu- 
ment) is  not  to  promote  the  progress  of  the  useful  arts,  and  the  con- 
tention is  that  equity  should  not  give  its  aid  to  defeat  the  policy  of 
the  statute,  but  remit  the  derelict  patentee  to  his  legal  remedy.  The 
penalty  does  not  seem  to  fit  the  case.  It  is  conceded  that  the  patent 
is  not  defeated ;  only  that  a  particular  remedy  is  taken  away.  It  is 
conceded  that  the  remedy  at  law  remains.  It  is  conceded,  therefore, 
that  a  right  has  been  conferred,  but  it  is  said  that  it  may  be  infringed, 
though  the  policy  of  the  law  is  violated.  The  petitioner,  further  to 
sustain  its  side  of  the  question,  refers  to  the  provision  in  section  4921, 
giving  power  to  the  courts  to  grant  injunctions.    The  provision  is : 

Tbe  several  courts  vested  with  jurisdiction  of  cases  arising  under  the  patent 
law  sball  bave  power  to  grant  injunctions  according  to  the  course  and  principles 
of  equity*  to  prevent  the  violation  of  any  right  secured  by  the  patent,    *    *    • 

and  the  petitioner  cites  Root  v.  Railway  Company  (C.  D.,  1882, 167; 
21  O.  G.,  1112;  105  U.  S.,  183,  216)  for  the  contention  that  the  statute 
does  not  confer  power  to  grant  the  injunction,  except  as  incidental  to 
some  other  equity. 

It  may  be  well,  however,  before  considering  what  remedies  a 
patentee  is  entitled  to,  to  consider  what  rights  are  conferred  upon 
him.  The  source  of  the  rights  is,  of  course,  the  law,  and  we  are 
admonished  at  the  outset  that  we  must  look  for  the  policy  of  a  statute, 
not  in  matters  outside  of  it — ^not  to  circumstances  of  expediency  and 
to  supposed  purposes  not  expressed  by  the  words.  The  patent  law  is 
the  execution  of  a  policy  having  its  first  expression  in  the  Constitu- 
tion, and  it  may  be  supposed  that  all  that  was  deemed  necessary  to 
accomplish  and  safeguard  it  must  have  been  studied  and  provided  for. 
It  is  worthy  of  note  that  all  that  has  been  deemed  necessary  for  that 
purpose,  through  the  experience  of  years,  has  been  to  provide  for  an 
exclusive  right  to  inventors  to  make,  use  and  vend  their  inventions. 
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In  other  words,  the  language  of  complete  monopoly  has  been  em- 
ployed, and  though  at  first  only  a  remedy  at  law  was  given  for  a 
violation  of  the  right,  a  remedy  in  equity  was  given  as  early  as  1819. 
There  has  been  no  qualification,  however,  of  the  right,  except  as  here- 
inafter stated.  An  exception  which,  we  may  now  say,  shows  the 
extent  of  the  right — a  right  so  explicitly  given  and  so  complete  that 
it  would  seem  to  need  no  further  explanation  than  the  word  of  the 
statute.  It  has,  however,  received  explanation  in  a  number  of  cases 
which  bring  out  clearly  the  services  rendered  by  an  inventor  to  the 
arts  and  sciences  and  to  the  public.  Those  cases  declare  that  he 
receives  nothing  from  the  law  that  he  did  not  have  before,  and  that 
the  only  effect  of  the  patent  is  to  restrain  others  from  manufacturing 
and  using  that  which  he  has  invented.  {United  States  v.  Bell  Tele- 
phone  Company,  C.  D.,  1897, 442 ;  79  O.  G.,  1362 ;  167  U.  S.,  224, 249.) 
And  it  was  further  said  in  that  case  that  the  inventor  could  have 
kept  his  discovery  to  himself,  but  to  induce  a  disclosure  of  it  Congress 
has,  by  its  legislation,  made  in  pursuance  of  the  Constituti<m,  guar- 
anteed to  him  an  exclusive  right  to  it  for  ci  limited  time,  and  the 
purpose  of  the  patent  is  to  protect  him  in  this  monopoly — ^not  to  give 
him  a  use  which  he  did  not  have  before,  ^  but  only  to  separate  to  him 
an  exclusive  use."  And  it  was  pointed  out  that  the  monopoly  which 
he  receives  is  only  for  a  few  years.    The  Court  further  said : 

Oounsel  seem  to  argue  tbat  one  who  has  made  an  invention  and  thereupon 
applies  for  a  patent  therefor  occupies,  as  It  were,  the  position  of  a  qoasl 
trustee  for  the  public;  that  he  is  under  a  sort  of  moral  obligation  to  see  that 
the  public  acqnlres  the  right  to  the  free  use  of  that-  inyention  as  soon  as  li 
conveniently  possible.  We  dissent  entirely  from  the  thought  thus  urged.  The 
inventor  is  one  who  has  discovered  something  of  value.  It  is  his  abeolate 
property.  He  may  withhold  a  knowledge  of  It  from  the  public,  and  he  may 
insist  npon  all  the  advantages  and  benefits  which  the  statute  promises  to  him 
who  discloses  to  the  public  his  Invention. 

And  the  same  relative  rights  of  the  patentee  and  the  public  were 
expressed  in  prior  cases,  and  we  cite  them  because  there  is  something 
more  than  the  repetition  of  the  same  thought  by  doing  so.  It  shows 
(hat  whenever  this  Court  has  had  occasion  to  speak  it  has  decided 
that  an  inventor  receives  from  a  patent  the  right  to  exclude  others 
from  its  use  for  the  time  prescribed  in  the  statute. 

And  for  his  exclusive  enjoyment  of  it  during  that  time  the  public  faith  is 
forever  pledged.  (Chief  Justice  Marshall  in  Orant  v.  Raymond^  6  Pet  243, 
p.  242.) 

And,  in  Bloomer  v.  MeQuewan,  (15  How.,  859,)  Chief  Justice 
Taney  said: 

The  franchise  which  the  patent  grants  consists  altogether  in  the  riglit  to 
exclude  every  one  from  making  use  or  vending  the  thing  patented  witiioot 
permission  of  the  patentee.    This  is  all  he  obtains  by  the  patoit. 
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In  Patterson  v.  Kentucky^  (97  U.  S.,  501,)  it  was  said  that  an 
inventor's  own  right  to  the  use  was  not  enlarged  or  affected  by  a 
patent  See  also  Willson  v.  Rouaeau^  (4  How.,  646,  674;)  Seymour 
V.  Oehomcy  (11  Wall.,  516,  588;)  Cammeyer  v.  Newton^  (C.  D.,  1887, 
182;  11  O.  G.,  287;  94  U.  S.,  225;)  Denamare  v.  Scofield,  (102  U.  S., 
375.) 

It  may  be  said  that  these  cases  deal  only  with  the  right  of  a 
patentee,  and  not  with  the  remedy,  whether  at  law  or  equity,  that  he 
may,  at  any  time,  or  in  all  his  situations,  be  entitled  to.  And  there  is 
no  case  in  this  Court  that  explicitly  does  so.  However,  in  the  three 
last  cases  cited  it  was  decided  that  patents  are  property,  and  entitled 
to  the  same  rights  and  sanctions  as  other  property. 

In  Bement  v.  National  Harrow-  Company ^  (186  U.  S.,  70,  90,) 
adopting  the  language  of  the  Circuit  Court  of  Appeals  for  the  Sixth 
Circuit  in  Heaton-Peninsular  Company  v.  Eureka  Specialty  Comr 
pany,  (C.  D.,  1897,  216;  78  O.  Q.,  171;  77  Fed.,  294,)  it  was  said: 

If  he  [a  patentee]  sees  fit,  he  may  reserve  to  himself  the  exduslye  use  of 
the  Invention  or  discovery.  If  he  will  neither  use  his  device  nor  permit  others 
to  use  It,  he  has  but  suppressed  his  own.  •  •  •  His  title  Is  exclusive  and  so 
clearly  within  the  constitutional  provisions  In  respect  to  private  property  that 
he.ls  neither  bound  to  use  his  discovery  himself  or  permit  others  to  use  it  The 
dictum  found  in  Hoe  v.  Knap,  (C.  D.,  1886,  889;  36  O.  G.,  1244;  27  Fed.  Rep., 
204,)  is  not  supported  by  reason  or  authority. 

In  Hoe  v.  Knap^  Judge  Blodgett  refused  an  injunction  against 

the  infringer,  holding  that — 

♦ 
nnder  a  patent  which  gives  a  patentee  a  monopoly,  he  is  bound  to  either  use 
the  patent  himself  or  allow  others  to  use  it  on  reasonable  terms. 

In  a  number  of  the  circuit  courts  of  appeals  it  has  been  decided  that 
as  a  consequence  of  the  exclusive  right  of  the  patentee  he  is  entitled 
to  an  injunction  against  an  infringer,  even  though  he  (the  patentee) 
does  not  use  the  patented  device.  The  cases  are  inserted  in  the 
margin,'^  also  decisions  of  the  circuit  courts,^  some  of  which  define 

«  Edison  V.  Mt.  Morris  Co.,  67  F.  R.,  842,  644  (2d  Gir.) ;  Heaton-Peninsular  v. 
Eureka,  C.  D.,  1897,  210;  78  O.  G.,  171;  77  F.  R..  294  (Bth  Cir.)  ;  Crown  Cork  & 
Seal  Co.  V,  Aluminum  Stopper  Co.,  108  F.  R.,  845,  868  (4th  Cir.) ;  Fuller  v. 
Berger,  120  F.  li.,  274,  277  (7th  Cir.) ;  Lamaon  Consolidated  Store  Service  Co.  v. 
Hillman,  128  F.  R.,  416,  422  (7th  Cir.) ;  Victor  Talking  Machine  Co.,  v.  Fair, 
123  F.  R.,  425  (7th  Cir.) ;  U.  S.  Seeded  Raisin  Co.  v.  Griffin,  126  F.  R.,  364,  308 
(9tb  Cir.) ;  Rupp  v,  Blliott,  131  F.  R.,  730  (6th  Cir.) ;  Munroe  v.  Railway 
Appliance  Co.,  145  F.  R..  646,  648  (7th  Cir.) ;  Filter  Co,  v,  Jackson,  140  F.  R., 
840,  343  (8th  Cir.) ;  U.  S.  Fastener  Co.  v,  Bradley,  149  F.  R..  222  (2d  Cir.) ; 
Rubber  Tire  Co.  v,  Milwaukee,  154  F.  R.,  358,  301  (7th  Cir.) ;  Indiana  Mfg.  Co. 
V.  J.  I.  Case  Co.,  154  F.  R.,  365  (7th  Cir.). 

»Carr  v.  Rice,  1  Fish.,  108,  200  (N.  Y.) ;  Wintermute  v.  Redington,  1  Fish., 
243  (Ohio) ;  Ransom  v.  Mayor,  1  Fish.,  255  (N.  T.) ;  Pitts  v,  Wemple,  2  Fish., 
15  (111.) ;  Whitney  v.  Emmett,  1  Bald.,  304;  Broadnax  v.  Central  Stock  Yard,  4 
F.  R.,  214,  216  (N.  J.) ;  in  re  Brosnahan,  jr.,  18  F.  R.,  62  (Justice  Miller)  (Mo.)  ; 
Consolidated  Roller  Mill  Co.  v.  Coombs,  30  F.  R.,  803  (Mich.) ;  Wirt  v.  Hicks, 
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the  ri^t  of  a  patentee  and  others  holding  that  as  incident  to  the 
right  he  is  entitled  to  an  injunction,  though  he  had  not  used  his 
invention. 

Counsel  for  petitioner  cites  counter  cases,  which  he  contends  are 
more  direct  authority.^  He  also  reviews  the  cases  cited  by  respond- 
ent, and  contends  that  they  are  not  relevant  to  the  question  in  the 
case  at  bar,  which  is  not  that  of  the  simple  non-use  of  a  patent,  but 
a  long  and  unreasonable  non-use  of  it  Judge  Aldrich,  in  his 
dissenting  opinion  in  the  court  of  appeals,  excluded  the  cases  as 
authoritative  for  a  different  reason  than  counsel  expresses.  The 
learned  Judge  said : 

Simple  non-ase  Is  one  thing.  Standing  alone,  non-use  is  no  efficient  reason 
for  withholding  injunction.  There  are  many  reasons  for  non-ase  which*  upon 
explanation,  are  cogent,  bat  when  acqairing,  holding  and  non-ase  are  only 
explainable  apon  the  hypothesis  of  a  parpose  to  abnormally  force  trade  into 
annataral  channels— a  hypothesis  involving  an  attitade  which  offoids  public 
policy,  the  conscience  of  equity,  and  the  very  spirit  and  intention  of  the  law 
upon  which  the  legal  right  is  founded — ^it  is  quite  another  thing.  This  is  an 
aspect  which  has  not  been  considered  in  a  case  lilce  the  one  here. 

Bespondent  attacks  the  conclusion  of  Judge  Aldrich  and  that 
of  petitioner,  and  insists  that  there  is  nothing  in  the  record  to  show 
that  the  non-use  of  the  patent  was  either  unreasonable  or  sinister. 
A  very  strong  argument  is  presented  by  respondent.  Its  counsel 
pointedly  say  that  ^  there  is  no  record  evidence  at  all  on  the  subject 
or  character  of  complainants'  [respondents']  use  or  non-use,''  and 
points  out  that  neither  the  assignments  of  error  on  appeal  to  the 
circuit  court  of  appeals  nor  the  petition  for  rehearing  in  that  court 
presented  the  question  that  the  injunction  should  be  denied  on  the 
ground  of  mere  non-use  or  unreasonable  non-use.  Let  us  see  what 
the  Courts  say  and  what  petitioner  says.    The  Circuit  Court  says : 

We  have  stated  that  no  machine  for  practical  manufticturlng  purposes  was 
ever  constructed  under  the  Liddell  patent    The  record  also  shows  that  the 

C.  D.,  ISei,  896 ;  66  O.  G.,  Ser ;  46  F.  R.,  71  (N.  T.) ;  CampbeU  v.  ICanhatUn  Rail- 
way. C.  D^  1S02,  492;  SO  O.  O.,  S94 ;  40  F.  R.,  990  (N.  T.) ;  Edison  «.  Mt  Motrla, 
67  F.  R.,  642,  644  (N.  T.) ;  Masseth  v.  Johnston,  C.  D.,  1894,  233;  67  O.  O.,  143; 
69  F.  R.,  612  (Pa.) ;  Bonsack  v.  Smith,  C.  D.,  1896,  613;  73  O.  O.,  968;  70  F.  R^ 
888  (N.  a) ;  Oolumbla  v.  Freeman,  71  F.  R.,  302,  806  (Mo.)  ;  Wyckoff  v.  Wagner, 
88  F.  R.,  616  (N.  Y.) ;  White  v.  Peerless,  111  F.  R.,  190  (Pa.) ;  Brodrlcit  v. 
Mayhew,  181  F.  R.,  92  (Wis.) ;  National  Co.  v.  Daah,  186  F.  R.,  891,  886  (N.  J.)  ; 
Hoe  V.  Midile,  141  F.  R.,  116  (N.  T.) ;  Hartman  v.  Park  &  Son,  146  F.  R., 
868  (Ky.). 

t  Isaacs  V.  Holland,  4  Wash.,  64;  Ogle  v.  Hge,  4  Wash.,  684;  Mott  «.  BenneCt. 
2  Fisher,  642;  Sullivan  v.  Redfield,  1  Paine,  441 ;  Magic  Ruffle  0>.  i^.  Danghlaa, 
2  Fisher,  888;  Hoe  v.  Knap,  G.  D.,  1886,  389;  36  O.  G.,  1248;  27  Fed.,  204; 
Oeramin  v,  Wilgus,  67  Fed.,  600,  C.  a  A.  Ninth  Circuit ;  CampbeU  Printing  Prase 
Co.  9.  Duplex  Printing  Press  Co.,  C.  D.,  1808,  349;  82  O.  G.,  1060;  88  Fed^  831; 
Robinson  on  Patents,  vol.  1,  sec.  43;  Curtis  on  Patents,  sec.  820  of  the  two 
first  editions  and  sec.  406  of  the  third  and  fourth  editions.  ^ 
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complainant,  so  to  speak,  locked  up  its  patent  It  has  never  attempted  to 
make  any  practical  use  of  It,  either  itself  or  through  licenses^  and,  apparently, 
its  proposed  policy  has  been  to  avoid  this.  In  this  respect  it  has  not  the 
common  excuse  of  a  lack  of  means,  as  it  is  unquestioned  that  the  complainant 
Is  a  powerful  and  wealthy  corporation.  We  have  no  doubt  that  the  complain- 
ant stands  in  the  common  class  of  manufacturers  who  accumulate  patents 
merely  for  the  purpose  of  protecting  their  general  industries  and  shutting  out 
competitors. 

The  comment  of  the  Circuit  Court  of  Appeals  is: 

The  machine  of  the  patent  in  suit  is  mechanically  operative,  as  was  shown 
experimentally  for  the  purposes  of  this  suit,  but  it  has  not  been  put  into 
commercial  use.  No  reason  for  the  non-user  appears  in  the  evidence,  so  tax 
as  we  can  discover.  The  defendant's  machine  has  been  an  assured  commercial 
success  for  some  years.  It  was  suggested  at  the  oral  argument  that  an  unused 
patent  is  not  entitled  to  the  protection  given  by  the  extraordinary  remedy  of 
an  injunction.  This  contention  was  not  made  in  the  defendant's  printed  brief. 
While  this  question  has  not  been  directly  passed  upon,  so  far  as  we  are  informed, 
In  any  considered  decision  of  the  Supreme  Court,  yet  the  weight  of  authority 
is  in  favor  of  the  complainant 

The  cases  were  cited. 

If  these  statements  are  to  be  reconciled  it  can  only  be  by  supposing 
that  the  circuit  court  inferred  the  motive  of  the  respondents  from  the 
unexplained  non-use  of  the  patent.  But  petitioner  has  given  its 
explanation  of  the  purpose  of  respondent.  Quoting  Judge  Aldrich, 
that  the  patent  in  suit  has  been  '^  deliberately  held  in  non-use  for  a 
wrongful  purpose,"  petitioner  asks: 

What  was  that  wrongful  purpose?  It  was  the  purpose  to  make  more  money 
with  the  existing  old  reciprocating  Lorenz  &  Honiss  machines  and  the  existing 
old  complicated  Stilwell  machines  than  could  be  made  with  new  Liddell  ma- 
chines, when  the  cost  of  building  the  latter  was  taken  into  account  And  this 
I>nrix)8e  was  effective  to  cause  the  long  and  Invariable  non-use  of  the  Liddell 
invention,  notwithstanding  that  new  Liddell  machines  might  have  produced 
better  paper  bags  than  the  old  Ix>renz  &  Honiss  machines  or  the  old  StUwell 
machines  ware  producing. 

But,  granting  all  this,  it  is  certainly  disputable  that  the  non-use 
was  unreasonable  or  that  the  rights  of  the  public  were  involved. 
There  was  no  question  of  a  diminished  supply  or  of  increase  of  prices, 
and  can  it  be  said,  as  a  matter  of  law,  that  a  non-use  was  unreason- 
able which  had  for  its  motive  the  saving  of  the  expense  that  would 
have  been  involved  by  changing  the  equipment  of  a  factory  from  one 
set  of  machines  to  another  ?  And  even  if  the  old  machines  could  have 
been  altered,  the  expense  would  have  been  considerable.  As  to  the 
suggestion  that  competitors  were  excluded  from  the  use  of  the  pew 
patent,  we  answer  that  such  exclusion  may  be  said  to  have  been  of 
the  very  essence  of  the  right  conferred  by  the  patent,  as  it  is  the  privi- 
lege of  any  owner  of  property  to  use  or  not  to  use  it,  without  question 
of  motive.     {Connolly  v.  Union  Sewer  Pipe  Co.,  184  U.  S.,  646.) 
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The  right  which  a  patentee  receives  does  not  need  much  further 
explanation.  We  have  seen  that  it  has  been  the  judgment  of  Con- 
gress from  the  beginning  that  the  sciences  and  the  useful  arts  could 
be  best  advanced  by  giving  an  exclusive  right  to  an  inventor.  The 
only  qualification  ever  made  was  against  aliens  in  the  act  of  1832. 
That  act  extended  the  privilege  of  the  patent  law  to  aliens,  but  re- 
quired them — 

to  Introduce  into  public  use  In  tbe  United  States  the  Invention  or  improyemeot 
within  one  year  ttom  the  issuing  thereof— 

and  indulged  no  intermission  of  the  public  use  for  any  period  longer 
than  six  months.  A  violation  of  the  law  rendered  the  patent  void. 
The  act  was  repealed  in  1836.  It  is  manifest,  as  is  said  in  Walker 
on  Patents,  section  106,  that  Congress  has  not  "  overlooked  the  sub- 
ject of  non-user  of  patented  inventions." 

And  another  fact  may  be  mentioned.  In  some  foreign  countries 
the  right  granted  to  an  inventor  is  affected  by  non-use.  This  policy, 
we  must  assume,  Congress  has  not  been  ignorant  of  nor  of  its  effects. 
It  has,  nevertheless,  selected  another  policy;  it  has  continued  that 
policy  through  many  years.  We  may  assume  that  experience  has 
demonstrated  its  wisdom  and  beneficial  effect  upon  the  arts  and 
sciences. 

From  the  character  of  the  right  of  the  patentee  we  may  judge  of 
his  remedies.  It  hardly  needs  to  be  pointed  out  that  the  right  can 
only  retain  its  attribute  of  exclusiveness  by  a  prevention  of  its  viola- 
tion. Anything  but  prevention  takes  away  the  privilege  which  the 
law  confers  upon  the  patentee.  If  the  conception  of  the  law  that  a 
judgment  in  an  action  at  law  is  reparation  for  the  trespass,  it  is  only 
for  the  particular  trespass  that  is  the  ground  of  the  action.  There 
may  be  other  trespasses  and  continuing  wrongs  and  the  vexation  of 
many  actions.  These  are  well-recognized  grounds  of  equity  jurisdic- 
tion, especially  in  patent  cases,  and  a  citation  of  cases  is  unnecessary. 
Whether,  however,  a  case  cannot  arise  where,  regarding  the  situation 
of  the  parties  in  view  of  the  public  interest,  a  court  of  equity  might 
be  justified  in  withholding  relief  by  injunction  we  do  not  decide. 
Decree  affirmed. 

Mr.  Justice  Harij^n  thinks  that  the  original  bill  should  have  been 
dismissed.  He  thinks  the  facts  are  such  that  the  court  should  have 
declined,  upon  grounds  of  public  policy,  to  give  any  relief  to  the 
plaintiff  by  injunction,  and  he  dissents  from  the  opinion  and  judg- 
m^ent. 
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[Supreme  Court  of  the  United  States.] 

Frasch  V,  Moore. 

Decided  Ocioher  19,  1908. 

187  O.  G.,  230. 

DECI8I0H  or  OouBT  or  Appeals  op  Distbigt  or  Columbia  in  Intebterencb 
Gabbs — Not  Finai^-No  Appeal  to  Sttpbbmb  Ooubt  or  the  Ukiteo 
States. 
A  decision  of  the  Court  of  Appeals  of  the  District  of  Colombia  on  an 
appeal  from  the  Commissioner  of  Patents  is  not  **  final  **  within  the  mean- 
ing of  section  8  of  the  act  of  Febmary  9,  1808,  (27  Stat,  434,  436,  c.  74.) 
and  therefore  Is  not  appealable  to  the  Supreme  Court  of  the  United  States. 

Appeal  from  and  in  error  to  the  Court  of  Appeals  of  the  District 
of  Columbia. 
Mr.  Charles  J.  Hedriek  for  the  appellant  and  plaintiff  in  error. 
Solicitor  General  Hoyt  for  the  appellee  and  defendant  in  error. 

STATEMENT  OF  THE  CASE. 

Frasch  applied  for  a  patent  for  an  invention  of  a  new  and  useful 
improvement  in  the  art  of  making  salt  by  evaporation  of  brine.  He 
expressed  his  alleged  invention  in  six  claims,  three  of  which  were  for 
the  process  of  removing  incrustation  of  calcium  sulfate  from  brine- 
heating  surfaces,  and  three  of  them  were  for  an  apparatus  for  use 
in  the  process. 

At  the  time  when  the  application  was  filed,  Rule  41  of  the  Patent 
Office  did  not  permit  the  joinder  of  claims  for  process  and  claims 
for  apparatus  in  one  and  the  same  application.  The  Examiner  re- 
quired division  between  the  process  and  apparatus  claims,  and  refused 
to  act  upon  the  merits.  An  appeal  was  taken  to  the  Examiners-in- 
Chief,  but  the  Examiner  refused  to  forward  it  A  petition  was  then 
filed,  asking  the  Commissioner  of  Patents  to  direct  that  the  appeal  be 
heard.  The  Commissioner  held  that  the  Examiner  was  right  in 
refusing  to  forward  the  appeal.  (C.  D.,  1902,  65;  98  O.  G.,  1967.) 
From  that  decision  appeal  was  taken  to  the  court  of  appeals  of  the 
District,  which  held  that  it  did  not  have  jurisdiction  to  entertain  it. 
(C.  D.,  1902,  660;  100  O.  G.,  1977.)  Frasch  then  filed  a  petition  in 
this  Court  for  a  mandamus,  directing  the  court  of  appeals  to  hear 
and  determine  the  appeal,  which  petition  was  dismissed.  (Ex  parte 
Frasch,  C.  D.,  1904,  716;  109  O.  G.,  554;  192  U.  S.,  566.) 

But  in  United  States  ex.  rel.  Steinmetz  v.  Allen,  (C.  D.,  1904,  703; 
109  O.  a,  549;  192  U.  S.,  543,)  it  was  held  that  Rule  41,  as  applied 
by  the  Commissioner,  was  invalid,  and  that  the  remedy  for  liis  action 
was  by  mandamus  in  the  supreme  jcourt  of  the  District  to  x'ompel  the 
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Commissioner  to  act  Accordingly  the  proceedings  in  the  present 
case  were  resumed  in  the  Patent  Office,  and  the  applicant  asked  the 
Commissioner  to  direct  that  the  appeal  theretofore  taken  to  the 
Examiners-in-Chief  be  heard  by  them.  The  Commissioner  granted 
this  petition.  The  Primary  Examiner  furnished  the  required  state- 
ment and  a  supplementary  statement  of  the  grounds*  of  his  decision 
requiring  division.  The  Examiners-in-Chief  affirmed  the  decision 
of  the  Primary  Examiner — 

requiring  a  division  of  these  claims  for  an  art  and  for  an  independent  machine 
used  to  perform  the  art; 

one  Examiner-in-Chief,  dissenting,  held  that  division  should  not  be 
required.  On  appeal  to  the  Commissioner,  he  affirmed  the  Exam- 
iners-in-Chief in  part  only ;  that  is  to  say,  he  held  that  process  claim 
No.  1  must  be  divided  from  the  other  process  claims  and  the  apparatus 
claims,  but  that  process  claims  Nos.  2  and  8  and  the  apparatus  claims 
Nos.  4,  5  and  6  might  be  joined  in  one  application.  (C.  D.,  1905, 2C4 ; 
117  O.  G.,  1166.)  Rehearing  was  denied,  and  an  appeal  was  taken 
to  the  court  of  appeals  for  the  District  of  Columbia  (C.  D.,  1906, 648; 
122  O.  6.,  1048)  which  affirmed  the  decision  of  the  Commissioner  of 
Patents,  for  reasons  given  at  large  in  an  opinion,  and  directed  the 
clerk  of  the  court  to — 

certify  this  opinion  and  proceedings  in  this  court  In  the  premises  to  the  Com- 
misdoner  of  Patents,  according  to  law. 

An  appeal  and  a  writ  of  error  were  allowed,  the  court  stating 
through  Mr.  Chief  Justice  Shepard : 

We  are  inclined  to  the  view  that  this  case  is  not  appealable  to  the  Supreme 
Court  of  the  United  States,  but  as  the  question  has  never  been  directly  decided, 
so  far  ns  we  are  advised,  we  will  grant  the  petition  in  order  that  the  question 
of  the  right  to  appeal  in  such  a  case  may  be  directly  presented  for  the  deter- 
mination of  the  court  of  last  resort. 

The  record  was  filed  January  25, 1907,  and  on  February  4  a  petition 
for  certiorari. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court 

Section  8  of  the  act  of  February  9, 1893,  (27  Stat,  434, 436,  c.  74,) 
provides  : 

That  any  final  judgment  or  decree  of  the  said  court  of  appeals  may  be  re- 
examined and  affirmed,  reversed,  or  modified  by  the  Supreme  Oonrt  of  the 
United  States,  upon  writ  of  error  or  appeal,  In  nil  causes  In  which  the  matter 
in  dispute,  exclusive  of  costs,  shall  exceed  the  sum  of  five  thousand  dollars,  in 
the  same  manner  and  under  the  same  regulations  ns  heretofore  provided  for 
in  cases  of  writs  of  error  on  judgment  or  appeals  from  decrees  rendered  in  the 
Supreme  Court  of  the  District  of  Columbia ;  and  also  In  cases,  without  HMWinl 
to  the  sum  or  value  of  the  matter  in  dispute,  wherein  is  involved  the  validity 
of  any  patent  or  copyright,  or  in  which  is  drawn  in  question  the  validity  of  a 
treaty  or  statute  of  or  an  authority  exercised  under  the  United  States. 
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The  decision  of  the  court  of  appeals  sought  to  be  reviewed  in  the 
present  case  is  not  final,  but  merely  ended  an  interlocutory  stage  of 
the  controversy  and  sent  the  applicant  back  to  the  Patent  Office  to 
conform  to  the  meaning  and  effect  of  the  rule  on  division  of  claims 
as  construed  by  the  Commissioner  of  Patents,  and  to  pursue  the  ap- 
plication in  the  form  required  to  allowance  or  rejection. 

Section  780  of  the  Revised  Statutes  of  the  District  of  Columbia 
reads  thus: 

The  Supreme  Court,  sitting  in  banc,.  sbaU  bave  jurisdiction  of  and  sball  hear 
and  determine  all  appeals  from  the  decisionfl  of  the  Ck>mmlB8loner  of  Patents, 
in  accordance  with  the  provisions  of  sections  forty-nine  hundred  and  eleven  to 
forty-nine  hundred  and  fifteen,  inclusive,  of  Chapter  one,  Title  LX,  of  the  Re- 
vised Statutes,  "Patents,  Trade-marks,  and  Copyrights." 

Section  9  of  the  "  Act  to  establish  a  Court  of  Appeals  for  the 
District  of  Columbia,  and  for  other  purposes,"  approved  February 
9, 1893,  (27  Stat,  434,  436,  c.  74,)  is: 

Sec  9.  Ttiat  the  determination  of  appeals  from  the  decision  of  the  Commis- 
sioner of  Patents,  now  vested  in  the  general  term  of  the  Supreme  Court  of  the 
District  of  Columbia,  in  pursuance  of  the  provisions  of  section  seven  hundred 
and  eighty  of  the  Revised  Statutes  of  the  United  States,  relating  to  the  District 
of  Columbia,  shall  hereafter  be  and  the  same  is  hereby  vested  in  the  court  of 
appeals  created  by  this  act ;  and  in  addition,  any  party  aggrieved  by  a  decision 
of  the  Commissioner  of  Patents  in  any  interference  case  may  appeal  therefrom 
to  said  court  of  appeals. 

Thus  the  special  jurisdiction  of  the  District  supreme  court  in 
patent  appeals  was  transferred  to  and  vested  in  the  court  of  appeals, 
and  decisicms  in  interference  cases  were  also  made  appealable,  which 
had  not  been  previously  the  case.  (Rev.  Stat.,  sec.  4911.)  The  law 
applicable  is  section  4914,  Revised  Statutes,  which  provides : 

The  court,  on  petition,  shall  hear  and  determine  such  appeal,  and  revise  the 
decision  appealed  from  in  a  summary  way,  on  the  evidence  produced  before  the 
Commissioner,  at  such  early  and  convenient  time  as  the  court  may  appoint; 
and  the  revision  shall  be  /confined  to  the  points  set  forth  in  the  reasons  of 
appeal.  After  hearing  the  case  the  court  shall  return  to  the  Commissioner  a 
certificate  of  its  proceedings  and  decision,  which  shall  be  entered  of  record  in 
the  Patent  Office,  and  shall  govern  the  further  proceedings  in  the  case.  But  no 
opinion  or  decision  of  the  court  in  any  such  case  shall  preclude  any  person  in- 
terested from  the  right  to  contest  the  validity  of  such  patent  in  any  court 
wherein  the  same  may  be  called  in  question. 

By  section  4915  a  remedy  by  bill  in  equity  is  given  where  a  patent 
is  refused,  and  reads  as  follows: 

Sec.  4915.  Whenever  a  patent  on  application  is  refused,  either  by  the  Commis- 
sioner of  Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon 
appeal  fix>m  the  Commissioner,  the  applicant  may  have  remedy  by  bill  in  equity ; 
and  the  court  having  cognisance  thereof,  on  notice  to  adverse  parties  and  other 
due  proceedings  had,  may  adjudge  that  such  applicant  is  entitled,  accord in&r  to 
law,  to  receive  a  iiatent  for  his  invention,  as  specified  in  his  c]aim,^or  f cry  any 
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part  thereof,  as  the  facts  in  the  case  may  appear.  And  such  adjudication,  if  it 
be  In  favor  of  the  right  of  the  applicant,  shall  authoVize  the  Ck)mmiSBion^ 
to  issue  such  patent  on  the  applicant  filing  in  the  Patent  Ofilce  a  copy  of  the 
adjudication,  and  otherwise  complying  with  the  requirements  of  law.  In  all 
cases,  where  there  is  no  opposing  party,  a  copy  of  the  bill  shall  be  served  on  the 
Ck)mmissioner;  and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the 
applicant,  whether  the  final  decision  is  in  his  favor  or  not. 

The  final  decision  referred  to  is  obviously  the  judicial  decision  on 
the  bill  in  equity,  while  in  interference  cases  and  in  all  others  going 
up  from  the  Commissioner  to  the  court  of  appeals  there  is  no  final 
judgment  in  the  cause,  but  one  interlocutory  in  its  nature  and  bind- 
ing only  upon  the  Commissioner  ^'  to  govern  the  further  proceedings 
in  the  case."  The  opinion  or  decision  of  the  court  reviewing  the 
Commissioner's  decision  is  not  final,  because  it  does  not  preclude  any 
person  interested  from  contesting  the  validity  of  the  patent  in  court, 
and  if  the  decision  of  the  Commissioner  grants  the  patent  that  is  the 
end  of  the  matter  as  between  the  Government  and  the  applicant;  and 
if  he  refuses  it  and  the  court  of  appeals  sustains  him,  that  is  merely 
a  qualified  finality,  for,  as  we  have  seen,  the  decision  of  that  court 
may  be  challenged  generally  and  a  refusal  of  patent  may  be  reviewed 
and  contested  by  bill  as  provided. 

The  appeal  given  to  the  court  of  appeals  of  the  District  from  the 
decision  of  the  Commissioner  is  not,  as  Mr.  Justice  Matthews  said  in 
Butterworth  v.  Hoe^ 

the  exercise  of  ordinary  jurisdiction  at  law  or  in  equity  on  the  part  of  that 
court,  but  is  one  in  the  statutory  proceeding  under  the  patent  laws  whereby 
that  tribunal  is  interposed  in  aid  of  the  Patent  Office,  though  not  subject  to  it 
Its  adjudication,  though  not  binding  upon  any  who  choose  by  litigation  In 
courts  of  general  jurisdiction  to  question  the  vaUdity  of  a  patent  thus  a¥rarded, 
is  nevertheless  conclusive  upon  the  Patent  Office  itself;  for,  as  the  statute  de- 
clares, (Rev.  Stat.  4914,)  "it  shall  govern  the  further  proceedings  in  the  case.'* 
(C.  D.,  1884,  429;  29  O.  G.,  615;  112  U.  8.,  60.) 

In  Rousseau  v.  Brown^  (C.  D.,  1903,  692;  104  O.  G.,  1122;  21  App. 
D.  C,  73,  80)  which  was  an  appeal  from  the  Patent  Office  in  the 
matter  of  an  interferenee  between  two  Applications,  the  court  affirmed 
the  decision  of  the  Commissioner  of  Patents,  ruling  against  one  of 
the  claims  on  the  ground  that  priority  of  invention  must  be  awarded 
to  the  other  claimant,  declined  to  allow  a  writ  of  error  or  appeal,  and 
said,  through  Chief  Justice  Alvey : 

There  is  no  final  Judgment  of  this  court  rendered  in  such  cases,  nor  is  there 
any  such  judgment  required  or  authorised  to  be  rendered,  not  even  for  costs  of 
the  appeal.  This  court  is  simply  required  in  such  cases,  after  hearing  and 
deciding  the  imints  as  presented,  instead  of  entering  Judgment  here,  to  return 
to  the  Couiniissloner  of  Patents  a  certificate  of  the  proceedings  and  declsloo  of 
this  court,  to  be  entered  of  record  in  the  Patent  Office,  to  govern  the  farther 
proceedings  in  the  case.  But  it  is  declared  by  the  statute  that  no  opinion  of 
this  court  in  any  such  case  shaU  preclude  any  person  hiteres^  from  the  right 
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to  contest  the  validity  of  any  patent  tbat  may  be  granted  by  the  Commissioner 
of  Patents.    (Rev.  Stat  U.  S.,  sees.  780,  4914.) 

There  Is  no  provlslim  of  any  statute,  within  our  knowledge,  that  authorizes 
a  writ  of  error  or  an  appeal  to  the  Supreme  Court  of  the  United  States  in  such 
case  as  the  present.  It  would  seem  clear  that  the  case  Is  not  within  the  pur- 
view of  section  8  of  the  act  of  Congress  of  February  0, 1803,  providing  for  the 
establislmient  of  this  court  That  section  only  applies  to  cases  where  final 
jodgments  by  this  court  have  been  entered,  and  not  to  decisions  to  be  made  and 
certified  to  the  Patent  Ofllce,  under  the  special  directions  of  the  statute. 

We  consider  these  observations  as  applicable  to  the  present  case, 
and  the  result  is  appeal  and  writ  of  error  dismiaa^,  and  certiorari 
denied. 

Mr.  Justice  White  and  Mr.  Justice  McKenna  dissent 
Mr.  Justice  Moody  did  not  sit. 
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[DedmoDfl  of  ihe  Court  of  AppeaU  of  the  District  of  Columbia  are  ipdicated  by  a 
star  (*),  of  the  Supreme  Court  of  the  United  States  by  two  stars  (**),  and  of  the 
Secretary  of  the  Interior  by  a  dagger  (t).] 

I    ABANDONED  APPUCATIONS. 

1.  iMTIBnBRBNCB — ^PUOBIIT— -APPBAL  TO  COUBT— STATUS  OF  RXYIYXD  AfPLI- 

OATioN. — On  an  appeal  on  priority  the  court  will  not  review  the  findings  o^ 
the  Commissioner  upon  the  sufficiency  of  a  showing  to  support  a  petition  for 
the  reinstatement  of  an  abandoned  application  where  there  appears  to  have 
been  no  abuse  of  power  on  the  part  of  the  Commissioner.  *Kin9man  v. 
Strohm,  623. 

2.  DsLAT  NOT  Unavoidablb.— The  fact  that  an  applicant  who  has  allowed  an 

application  to  lapse  by  failure  to  prosecute  becomes  involved  in  an  interfer- 
ence on  a  subsequently  filed  application  in  no  way  shows  that  the  delay  in 
prosecuting  the  earlier  application  was  unavoidable.    Ex  parte  Davis,  208. 

ABANDONED  EXPERIMENTS.    See  Interference,  40»  44;  TesHnumy,  11. 

Intbbpbbbncb — Pbiobitt.— Where  a  device  was  tested  by  the  assignee  of  the 
inventor  for  half  a  day  in  regular  work,  after  which  no  further  interest  was 
taken  in  it,  and  it  was  discarded  until  after  the  opposing  party  filed  his 
application,  and  another  device  for  doing  the  same  work,  invented  by  another 
party,  who  was  the  employee  of  the  assignee,  was  made  and  tested,  and  a 
number  of  such  devices  were  built  and  put  on  the  market,  and  no  application 
was  filed  until  knowledge  was  gained  of  the  invention  of  the  opposing  party, 
Heid  that  such  device  was  merely  an  abandoned  experiment.  *Gordon  v. 
Weniworih,  463. 

ABANDONMENT  OF  APPLICATIONS.    See  Abandoned  AppHeatione;  Canstruc- 
tUm  o/StatuUi,  9, 10;  Interference,  13,  57. 

1.  Dblat  not  U^avoidablb.>— Where  an  applicant  delays  action  on  an  applica- 

tion beyond  the  statutory  period  in  order  to  prevent  another  party  from 
securing  access  thereto  by  reason  of  its  being  the  parent  case  of  an  application 
involved  in  interference  with  such  party,  HeldthBt  the  failure  to  act  was  not 
unavoidable  within  the  meaning  of  section  4894  of  the  Revised  Statutes  and 
that  the  application  is  abandoned.    Ex  parte  Dilg  and  Fowler,  jr. ,  68. 

2.  RBSPONsnrBNBss  of  Action — Rbinsbbtion  of  Claims  aptbb  Elbction. — 

An  amendment  which  is  otherwise  responsive  to  an  action  by  the  ofllce  is 
not  rendered  unresponsive  by  reason  of  the  fact  that  it  includes  a  claim  to 
an  independent  invention,  claims  for  which  were  previously  canceled  upon 
requirement  for  division.  In  such  cases  the  Examiner  should  require  the 
cancelation  of  such  claim  on  the  ground  that  it  covers  an  invention  different 
from  that  originally  elected,  and  the  amendment  should  otherwise  receive 
action  as  though  such  claim  were  not  present.    Ex  parte  Oally,  80. 

3.  Practicb— Amendiibnt— Rbinsebtino  Claims  to  an  Indbpbndbnt  Inven- 

tion AVTBB  EiiBcnoN . — Where  an  applicant  cancels  claims  to  an  independent 
invention  upon  requirement  for  division  and  just  within  the  year  allowed  by 
law  for  action  responds  to  a  rejection  by  amending  the  rejected  claims  and 
adding  a  series  of  new  claims,  one  of  which  is  drawn  to  the  independent 
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invention,  the  amendment  should  be  entered  and  a  requirement  should  be 
made  that  the  reinserted  claim  be  canceled  on  the  ground  that  applicant  was 
bound  by  his  original  election,  and  at  the  same  time  action  should  be  given 
on  the  merits  of  the  claims  of  the  invention  elected.    Id. 

4.  Sufficiency  of  Applicant's  AcnoN. — Where  the  claims  of  an  applicaticm 

have  been  rejected  and  within  the  year  allowed  for  action  the  applicant,  in 
lieu  of  an  oath  under  Rule  75,  files  a  paper  calling  attention  to  certain  testi- 
mony taken  in  an  interference  involving  the  application  of  which  the  appli- 
cation  containing  the  rejected  claims  was  a  division,  upon  which  reliance  is 
placed  to  show  prior  invention,  and  the  Examiner  does  not  object  to  the 
cempetency  of  the  testimony,  but  regards  it  as  insufficient,  the  application 
is  not  abandoned  through  lack  of  proper  prosecution.  The  sufficiency  of 
the  testimony  is  a  question  of  merits,  on  which  the  applicant  has  a  ri^t  to 
the  opinions  of  the  various  appellate  tribunals.    Ex  parte  Newnum^  177. 

5.  Intbbfbhbncb — Rulb  125. — ^A  declaration  of  abandonment  accompanied  by 

a  statement  that  applicant  abandons  certain  counts  because  they  are  either 
limited  or  anticipated  or  are  not  applicable  to  the  structure  will  not  be 
accepted  under  Rule  125.    Corrington  v.  TurMr,  219. 

6.  Samb — Strikino  from  Filbs. — ^A  declaration  of  abandonment  accompanied 

by  reasons  for  filing  the  same  will  not  be  made  the  basis  for  judgment  under 
Rule  125,  but  it  should  not  be  stricken  from  the  files.    I<L 

7.  Prbvxoub  Action  Not  Taken  Till  End  of  Statutobt  Pbhiod— Srowino 

Rbqui&bd. — ^Where  it  appears  that  for  several  years  action  upon  the  case 
has  been  intentionally  delayed  until  the  latter  part  of  the  pmod  allowed  by 
law  within  which  to  take  such  action,  failure  to  file  an  amendment  within 
the  statutory  period  after  the  last  Office  action  can  be  considoed  unavoidable 
only  in  view  of  circumstances  of  a  compelling  nature  which  prevented  such 
action.    Ex  parU  Ciolfi,  251. 

ABANDONMENT  OF  INVENTION.    See  IrUerference,  13. 

ACCESS  TO  PENDING  APPLICATIONS.    See  InUrference,  55;  Trade^Markt,  58. 

1.  Pebuission  to  Inbpbct. — ^A  corpKxution  which  held  an  exclusive  license  to 

make  and  use  an  article  disclosed  in  certain  applications  went  into  bank- 
ruptcy, and  the  trustee  in  bankruptcy  included  this  license  in  the  assets  of 
the  company.  EM  that  the  purchaser  of  said  assets  at  the  trustee's  sale 
did  not  acquire  such  a  title  to  the  license  as  will  entitle  him  to  be  permitted 
to  inspect  these  applications.    In  re  Boyle,  jr,,  79. 

2.  Showing  of  Intbbbst.— Access  will  not  be  granted  to  a  pending  application 

referred  to  in  a  patent  purporting  to  be  a  division  of  such  application  merely 
upon  an  affidavit  by  an  attorney  that  suit  has  been  brought  on  such  patent 
against  one  of  petitioner's  customars,  that  petitioner  is  desiroua  of  defending 
such  suit,  and  that  access  to  the  prior  application  is  deemed  necessary  in 
order  that  a  proper  defense  may  be  made.  The  practice  requires  that  access 
to  pending  applications  will  be  refused  except  to  parties  showing  proper 
interest  therein,  and  the  mere  allegation  of  an  attorney  that  the  company 
for  which  he  is  counsel  desires  to  defend  a  suit  brought  on  a  patent  divided 
out  of  such  application  is  not  a  sufficient  showing  of  interest.  In  rt  Miami 
Cycle  dc  Mfg,  Company,  217. 

ACQUIESCENCE.    See  Trade-Marks,  55,  91. 

ACT  OF  1870.    See  Trade-Marke,  18,  76. 

ADMISSION  OF  EVIDENCE.    See  Interference,  28. 

ADMISSIONS  AT  HEARING. 

1.  Intbhfebbnce — PiuoBmr. — ^^liere  an  admission  is  made  before  one  of  the 
tribunals  of  this  Office,  the  party  making  such  admission  should  not  there- 
after be  allowed  to  repudiate  it.    Zimmer  v.  Hcrton,  290.  qqqT^ 
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2.  Samb — Same. — ^An  admission  made  at  a  hearing  before  a  tribunal  that  was  to 

pass  upon  the  question  involved  in  the  case  binds  the  party  making  it. 

*Horton  v.  ZinmuTt  655. 
ADOPTION  AND  USB.    See  Trade-Marks,  11,  12,  16,  42,  137. 
AFFIDAVITS  OF  ATTORNEY.    See  Access  to  Pending  Applications,  2. 
AGENT.    See  Payment  of  Final  Fees,  2,  3;  Reduction  to  Practice,  6. 
ALLEGATIONS.    See  Interference,  1,  4;  Motion  to  Amend  Preliminary  Statement,  6; 

Prelimmary  Statement,  6;  Reduction  to  Practice,  1,  2;  Trade-Marks,,  26, 46,  50, 

62,63. 
ALTERNATIVE.    See  Claims;  Interference,  I;  Trade-Marks,  133. 
AMENDMENTS.    See  Abandonment  of  Applications,  2,  3,  7;  Motion  to  Dissolve 

Interference,  2,  3;  Priority  of  Invention,  8;  Signature  to  Amendments',  Sped- 

ficatums,  3;  Trade-Marks,  46,  67. 

1.  Right  to  WrrHDRAW.— Where  an  applicant  filed  an  amendment  directing  the 

cancelation  of  the  finally  rejected  claims  of  his  application  and  requesting 
that  the  case  be  passed  to  issue,  but  on  the  same  day  filed  an  appeal  from  the 
Examiner's  final  rejection,  in  which  appeal  papers  he  asked  that  the  amend- 
ment be  withdrawn,  although  the  request  for  the  withdrawal  of  the  amend- 
ment was  informal,  in  that  it  was  embodied  in  the  appeal  papers  instead  of 
in  a  separate  paper,  the  Examiner  should  not  have  entered  the  amendment 
and  passed  the  case  to  issue  without  giving  the  applicant  an  opportunity  to 
elect  the  course  he  desired  to  pursue.    Ex  parte  Ktuh,  65. 

2.  Adding  Claiiis  Covbbing  Matter  Originally  Disclosed. — An  applicant 

has  a  right  to  add  claims  by  amendment  to  cover  matter  which  is  disclosed 
in  his  drawings,  but  not  originally  claimed,  where  the  original  specifications 
refer  to  such  matter  as  an  essential  part  of  the  construction  sought  to  be 
patented.    *PMUips  v.  Sensenick,  391. 

3.  Rule  68 — Delay. — An  amendment  touching  the  merits  of  the  case  will  not 

be  admitted  under  the  provisions  of  Rule  68  unless  accompanied  by  a  verified 
showing  of  good  and  sufficient  reasons  why  it  was  not  earlier  presented.  Ex 
parte  Brown  and  Sprink,  194. 

AMENDMENT  TO  OPPOSITION.    See  Trade-Marks,  28,  50,  60, 109. 

AMENDMENT  TO  PRELIMINARY  STATEMENT.  See  Motion  to  Amend  Pre- 
liminary Statement,  6,  6;  Preliminary  Statement,  1,  5,  6,  7. 
Intbrferbncb. — ^A  motion  to  amend  a  preliminary  statement  will  not  be  granted 
in  the  absence  of  a  valid  ground  therefor,  even  though  the  proposed  amend- 
ment does  not  seek  to  change  the  sequence  of  dates  set  up  originally  by  the 
respective  parties.    Ridgtoay  v.  Tilyou,  246. 

ANALOGOUS  USE.    Bee  Patentability,  Z. 

ANCILLARY   QUESTIONS.    See  Interference,  21;  Priority  of  Invention,  10. 

ANTICIPATION.  See  Invention,  1,  4;  Patentability,  3;  Trade-Marks,  48,  65,  68, 
71,  76,  96. 

APPEAL.    See  Interference,  22,  30,  32;  Jurisdiction  of  the  Commissioner  of  Patents; 
Preliminary  Statement,  8;  Trade- Marks,  64,  73,  80. 
Objection  to  Form  of  Action. — The  objection  to  the  form  of  an  action  embodied, 
after  verdict,  in  a  motion  for  a  new  trial  comes  too  late  to  be  available  in  an 
appellate  coiurt.    **  American  Tobacco  Company  v.  Werckmeister,  571. 

APPEAL  FROM  THE  EXAMINER  OF  INTERFERENCES.  See  Appeal  to 
the  Examiners-in-Chief;  Interference,  6,  15,  47;  Motion  to  Suppress  Testimony; 
Trade-Marks,  22,  27,  101, 125. 

APPEAL  FROM  FAVORABLE  DECISIONS.  See  Interference,  7,  8, 15,  18,  27; 
Motion  to  Dissolve  IrUerference,  7;  Public  Use,  2. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.    See  Interference,  43,  48,  51. 
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APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  OOLUM- 
BIA.  See  Ahandonsd  AppUoaUont,  6,  6;  Court  of  AppeaU  of  ike  DiBtriet  <^ 
Columbia;  Tntefference,  21,  42,  43;  Motion  to  8uppru$  TetHmoH^t  1;  Re- 
opening of  Decided  Caeee. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF. 

Intsrfebbnce— PuoBrnr— AasioNiiBNT  or  EsBOBfl.^On  appeal  to  the  Exam- 
ine»-in-Chief  from  a  decirion  of  the  Examiner  of  Interferencee  an  awrignment 
of  error  which  asBails  the  decision  of  the  Examiner  of  Interferences  in  award- 
ing priority  on  the  whole  case  to  the  opponng  party  is  sufficient  to  preserve 
appellant's  ri^t  to  aigue  the  question  of  re»  adjudicata  by  reason  of  a  judgment 
in  a  prior  interference.    *  Carroll  v.  Hallwood,  444. 

APPEAL  TO  THE  SECRETARY  OF  THE  INTERIOR.  See  Eenewal  of  For- 
feited Applications,  3. 

APPEAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES.  See 
Deeitione  qfthe  Court  of  AppeaU  qf  the  Diitrici  qf  Columbia, 

APPLICANT  AND  PATENTEE.    SeeBtmfeno/Proo/. 

APPLICANT  AND  REGISTRANT.    See  Trade-Marke,  15. 

APPLICATIONS.  See  Abandoned  AppUoaHone;  Abandonment  of  AppUeationt; 
AecesB  to  Pending  Applications;  Amendmente;  CUrime;  ConetrucHon  </ 
Statutes,  56;  Date  of  Filing  AppHoaOan;  Delay  in  Claiming  Invention;  Delag 
in  Filing  Application;  Divisional  Application;  Division  qf  AppUeatiom; 
Drawings:  Examination  of  Applications;  Motion  to  Amend  AppUoations; 
New  Application;  Payment  of  Final  Fees;  Reissue  Applications;  Renewal 
of  Forfeited  Applications;  Two  AppliMtions  by  Same  Inventor. 

APPOINTMENT  OF  REPRESENTATIVE  IN  UNITED  STATES.  See  Trade- 
Marks,  7. 

ASSIGNEES.  See  Construction  of  Statutes,  10;  Interference,  54,  57;  Motion  to  Dis- 
solve Interference,  17;  Preliminary  Statement,  3;  Priority  qf  Invention,  6. 

ASSIGNMENT  OF  ERROR.    See  Appeal  to  the  Examiners^inrChirf, 

ASSIGNMENTS.  See  Construction  of  Statutes,  2;  Construction  qf  Trade-Mark  Stat- 
utes, 1;  Copyright,  5,  6;  Grant  ofPatenU;  Trade-Marks,  59. 
Rbsbrvation— LiCBNBB.— An  instrument  purporting  to  convey  '*an  undivided 
one-sixth  of  all  right,  title  and  interest "  in  an  invention,  but  reserving  to  the 
assignor  the  sole  right  to  manufacture  and  sell  the  invention  and  providing 
that  the  assignee  "shall  not  so  manufacture  and  sell"  except  by  asrignor's 
consent,  conveys  nothing  more  than  a  right  to  use  the  invention.  It  is  a  mere 
license  and  not  an  assignment  and  is  not  such  an  interest  as  would  wanant 
the  issuance  of  the  patent  to  the  grantee,  notwithstanding  the  request  in  such 
instrument  that  the  patent  so  issue.    Ex  parte  Taliqferro,  222. 

ATTORNEY.  See  Construction  of  Statutes,  8;  Signature  to  Am/endments;  Testimony, 
4;  Trade-Marks,  7,  100,  106,  100. 

AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.  See  Date  qf  FOisig 
Application, 

BANKRUPTCY.    See  Access  to  Pending  Applications,  1. 

BAR  TO  PATENT.  See  Interference,  4, 24;  Jurisdietion  of  ihe  Oommisnonsr^ Patents; 
Ttoo  Applications  by  Same  Inventor, 

BAR  TO  REGISTRATION.    See  Trade-Marks,  18,  82. 

BURDEN  OF  PROOF.  See  Employer  and  Employee,  2;  Interference,  29;  Motson  to 
Dissolve  Interference,  15;  Trade-Marks,  120. 
iNTBBrBBBNCE— Inadvbbtentlt-Issubd  Patbnt.— Where  a  patent  is  inad- 
vertently  issued,  while  an  application  by  another  is  pending,-  without  an 
interference,  no  advantage  accrues  to  the  patentee  on  the  question  of  burden 
of  proof.    *Cutler  v.  Leonard,  483. 
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CANCELATION  OF  TRADE-MARK  CERTIFICATES.  See  Tmde-Marki,  3, 4,  5, 
6,  31,  32,  38,  41,  42,  43, 102, 103, 104, 113,  114, 115,  116, 118, 122. 

CERTIFICATE  OF  COURT.    See  Tnie-Markg,  68. 

CERTIORARI. 

Rbvibw  of  Facts.— The  concurrent  finding  (d  a  circiiit  court  and  dicuit  court 
of  appeals  on  questions  of  fact  will  not  be  disturbed  by  the  Federal  Supreme 
Court  on  certiorari  unless  clearly  erroneous.  **Continental  Paper  Bag  Com- 
pamf  V.  EoMUm  Paper  Bag  Compamf^  694. 

CLAIMS.  See  Ahandfrnment  of  Applicatione,  2,  3;  AmendmenU^  12;  ConetrwHon  of 
damn;  Rmmu  Applieaiione. 

1.  Altsrnatxvb  Ezpbbssions.— Alternative  expressions  in  claims  are  not  gen- 

erally permitted ;  but  where  two  terms  are  employed  to  designate  a  particular 
element,  both  of  which  terms  describe  the  element  correctly,  the  claim  is  not 
objectionable,  as  the  altemativeness  is  of  language  rather  than  of  structure. 
Ex  parU  EoUkr,  C.  D.,  1903,  442;  107  O.  G.,  833;  PhOHpe  v.  Seneenkh,  14. 

2.  "Asbestos  or  Its  Equiyalbnt"— AxTSBNAnvB.— The  expression  "asbestos 

or  its  equivalent"  occurring  in  a  claim  renders  the  claim  objectionable  as 
being  alternative  in  form.    Ex  parte  PhiUipe,  196. 

CLASSIFICATION. 

Rbqubst  vob  Transvbb  from  Onb  Division  to  Anothbr.— The  filing  of  peti- 
tions requesting  that  an  applidttu^  be  transferred  from  one  division  toanother, 
which  are  in  the  nature  of  complaints,  condemned .    Ex  parte  Magrutrdf  279. 

CLASS  OF  GOODS.  See  Trade-Marke,  26,  48,  64,  61,  63,  68,  69,  70,  71,  73,  74,  76, 
'77,  113. 

COAT-OF-ARMS.    See  Trade- Marki,  I2i,  12S, 

COMBINATION.    See  JnwfOum,  4,  6. 

COMITY  BETWEEN  COURTS.    See  Infringemeni,  1. 

COMMISSIONER  OF  PATENTS.  See  Ahandaned  ApplimHone,  1;  ConMtruetUm  of 
StaJbuUe,  3,  9;  Court  qf  AppeaU  of  the  Dietriet  of  Columbia,  3;  Date  qf  Filing 
AppUeatian;  Interferenee,  6, 13,  18,  23,  43;  Juritdiction  of  the  Commieeioner 
of  PatenU;  Juriadietiion  of  the  Court  of  AppeaU  of  the  District  of  Columbia 
Over  Practice  in  the  Patent  Office;  New  Application;  Public  Uee;  Renewal 
of  Forfeited  ApplicalionSy  3,  4;  Rulee  qf  Practice  qf  the  United  Statee  Patent 
Office;  Trade-Marke,  31, 117, 122. 

CONCEALMENT  OF  INVENTION.  See  Interference,  34,  63,  67;  Reduction  to 
Practice,  10. 
Intbrfbrbmgx— PRiORnr.—The  concealment  and  suppression  of  an  invention 
after  a  reduction  to  practice  for  a  period  of  more  than  two  years,  until  definite 
knowledge  was  obtained  of  the  invention  of  another  party,  who  in  the  mean- 
time had  made  the  invention  and  placed  it  upon  the  market,  is  sufficient  to 
defeat  the  right  to  a  patent.  (Matthce  v.  Burt,  C.  D.,  1906,  674;  114  O.  G., 
764;  24  App.  D.  C,  266.)    *Gordon  v.  Wentworth,  463. 

CONCEPTION  OP  INVENTION.    See  Preliminary  Statement,  9,  10. 

CONCESSION  OF  PRIORITY.    See  Priority  of  Invention,  6. 

CONSTITUTION  AL  RIGHTS.    See  Proceee  of  Law. 

CONSTRUCTION  OF  CLAIMS. 

1.  LufrrATioN  bt  Dbscription.— An  inventor  must  describe  what  he  conceives 

to  be  the  best  mode  of  constructing  his  invention;  but  he  is  not  confined  to 
that  if  his  claims  are  broad,  particularly  where  he  states  in  his  specification 
that  means  other  than  the  means  shown  may  be  employed.  ** Continental 
Paper  Bag  Company  v.  Eastern  Paper  Bag  Company,  694. 

2.  "Mbans"  for  Pbrformino  Certain  Functions. — The  following  claim:  ''In 

a  paper-bag  machine,  the  combination  of  a  rotating  cylinder  provided  with 
(me  or  more  pairs  of  side-forming  fingers  adapted  to  be  moved  toward  or  from 
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each  other,  a  forming-plate  also  provided  with  fiide-forming  fingen  adapted 
to  be  moved  toward  or  from  each  other,  means  for  operating  said  fingen  at 
definite  times  during  the  formative  action  upon  the  hag-tube,  operatiDg 
means  for  the  forming-plate  adapted  to  cause  the  said  plate  to  oscillate  about 
its  rear  edge  upon  the  surface  of  the  cylinder  during  the  rotary  movement  of 
said  cylinder,  the  whole  operating  for  the  purpose  of  opening  and  forming  the 
bottom  of  the  bag-tube,  and  means  to  move  the  bag-tutfe  with  the  cylinder," 
Held  not  merely  for  the  function  of  the  machine,  but  for  mechanical  means 
to  bring  into  working  relation  the  folding-plate  and  cylinder.  **Id, 
3.  State  of  thb  Art. — A  limited  construction  will  not  be  put  upon  the  tenns  of 
a  claim  where  it  appears  that  the  art  is  comparatively  new  and  the  terms  used 
have  not  acquired  a  fixed  and  definite  meaning  therein.  *Lindmark  v. 
Hodghinsonj  540. 

CONSTRUCTION  OF  RULES.  See  Abandonment  of  ApplieatUmt,  5,  6;  Amende 
menu,  3;  Examination- of  Applications,  5,  6;  Interference,  7, 8, 10, 14, 16, 19,  20, 
37;  Motion  to  Amend  ApplioaXionB,  1,  2;  Motion  to  Dissolve  Interference,  1,  7, 
10, 14;  Preliminary  Statement,  3;  Testimony,  1,  5. 

CONSTRUCTION  OF  STATUTES.  See  Abandonment  of  Applieations,  1;  Construc- 
tion of  Trade- Mark  Statutes;  Copyright;  Decisions  of  the  Court  of  Appeals  of 
the  District  of  Columbia;  Examination  of  Applications,  6;  Interference,  18; 
Payment  of  Pinal  Fees;  Renewal  of  Forfeited  Applieations,  1;  Trade- Marks, 
81, 132. 

1 .  CopTRiOHT. — In  construing  a  statute  the  court  is  not  always  confined  to  a  literal 

reading  thereof,  and  may  consider  its  object  and  purpose,  the  things  with 
which  it  is  dealing,  and  the  conditions  of  affairs  which  led  to  its  enactment 
BO  as  to  effectuate  rather  than  destroy  the  spirit  and  force  of  the  law  which  the 
legislature  intended  to  enact.  ** American  Tobacco  Company  v.  Werdbmeister, 
671. 

2.  SBcnoN  4952  as  Amended  March  3,   1891,  Construed  —  Meaning  or 

''As8ioN8.''~The  word  ''assigns''  in  section  4952,  Revised  Statutes,  as 
amended  March  3,  1891,  (26  Stat.  L.,  1106,  c.  565;  U.  S.  Comp.  St.,  1901,  p. 
3406,)  is  not  used  as  descriptive  of  the  character  of  the  estate  which  the 
"author,  inventor,  designer  or  proprietor"  may  acquire.  The  statute  was 
intended  to  give  to  the  assigns  of  the  original  owner  of  the  right  to  copyright 
an  article  the  right  to  take  out  the  copyright  secured  by  the  statute  inde- 
pendently of  the  ownership  of  the  article  itself.    **Id. 

3.  Section  4904,  Revised  Statctes— €oiiiii88IONBr  Mat  Dblboatb  Author- 

rrr. — ^Although  section  4904,  Revised  Statutes,  provides  that  whenever  '*in 
the  opinion  of  the  Commissioner"  an  interference  exists  notice  shall  be  given 
to  the  parties,  etc.,  the  Commissioner  is  not  obliged  penonally  to  detnmine 
in  the  first  instance  whether  an  interference  in  ^t  exists,  but  may  delegate 
this  duty  to  the  Primary  Examiner.  The  demands  of  the  statute  are  fully 
met  when  it  is  provided  that  at  some  stage  in  the  proceedings  the  personal 
opinion  of  the  Commissioner  may  be  invoked  by  either  party.  *Umled 
States  of  America,  ex  rel.  The  Newoomb  Motor  Company,  v.  Moore,  Cbmimt- 
sUmer  ofPatenU,  332. 

4.  Right  to  Have  Claims  Twice  Rejected— Inter  Partes  Case. — ^The  pro- 

visions of  the  statutes  giving  an  applicant  the  right  to  have  his  claim  twice 
rejected  (sees.  4903  and  4909,  R.  S.)  does  not  apply  in  inter  partes  cases.    *Id, 

5.  Section  4887,  Revised  Statutes.— The  second  clause  of  section  4887,  Revised 

Statutes,  as  amended  March  3, 1903,  construed  and  Held  not  to  be  retroactive 
and  not  to  apply  to  applications  pending  at  the  time  of  its  passage.  *2>e  Per- 
ranti  v.  Lindmarh,  353. 
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6.  Foreign  Appucation.-— Under  the  provisions  of  this  section  an  applicant  who 

filed  an  application  in  this  country  after  the  passage  of  the  act  is  entitled  to 
the  benefit  of  a  foreign  application  for  the  same  invention  filed  less  than 
twelve  months  prior  to  the  domestic  application,  although  such  foreign  appli- 
cation was  filed  prior  to  the  passage  of  the  act.    *Id. 

7.  Act  of  Mabch  3, 1903.— The  act  of  March,  1903,  by  which  the  limitation  within 

which  an  application  must  be  filed  in  this  country  after  the  filing  of  a  foreign 
application  for  the  same  invention  was  extended  ^m  seven  months  to  twelve 
months  construed  and  Eeld  not  to  apply  to  applications  pending  at  the  date 
of  its  passage.    *Oueniff€tf  Benoit,  and  NieauU  v.  Wictonohn,  367. 

8.  NoTASiBS— Mat  Not  Takb  Acxnowlbdoxbnts,  xtc.,  of  Cubnts  in  Gasbs 

Beforb  thb  Defabtmbnts  of  the  Unitbd  States  GovBRNiiBNT->SBcnoN 
$58,  OoDB  OF  DisTBiCT  OF  COLUMBIA,  GoNBTBOBD.— JSIsltf  that  the  provirions 
of  section  558  of  the  Code  of  the  District  of  Columbia,  which  provides  that  no 
notary  public  shall  be  authorized  to  take  acknowledgments,  administer  oaths, 
certify  papers,  or  perform  any  oflScial  acts  in  connection  with  matters  in  which 
he  is  employed  as  counsel,  attorney,  or  agent,  or  in  which  he  may  be  in  any 
way  interested,  for  any  of  the  Departments  of  the  United  States  Government 
in  the  District  of  Columbia  or  elsewhere,  applies  to  all  notaries,  whether 
within  or  without  the  District  of  Columbia.  *The  HaiVi  Safe  Company  v. 
Heninq-HtM-McBTvinSc/e  Company,  473. 

9.  Renbwal  of  Application-— Abandonment— SBcnoM'-4897,  Revised  Stat^ 

UTBS. — ^Under  section  4897,  Revised  Statutes,  relating  to  the  renewal  of 
forfeited  applications,  providing  that  ''upon  the  hearing  of  renewed  applica- 
tions preferred  under  this  section,  abandonment  shall  be  considered  as  a 
question  of  fact,''  the  question  of  abandonment  is  one  to  be  determined  upon 
proof  of  the  facts  and  circumstances  and  will  not  be  presumed  from  laches  in 
filing  the  renewal  application,  although  it  may  be  within  the  power  of  the 
Commissioner,  whenever  he  entertains  a  doubt  as  to  whether  there  has  been 
abandonment,  to  require  an  explanation  of  the  delay.  ^CuiUr  v.  Leonard, 
483. 
10.  Revival-~Ca8b  Formally  Abandoned. — Section  4894,  Revised  Statutes, 
^  does  not  authorize  the  Commissioner  to  set  aside  a  formal  abandonment  of 

the  application  filed  by  the  applicant  with  the  concunence  of  his  assignee. 
Ex  parU  Hirth,  240. 

CONSTRUCTION  OF  TRADE-MARK  RULES.    See  Trodt-Marks,  73, 121, 131. 

CONSTRUCTION  OF  TRADE-MARK  STATUTES.  See  Tnd^MarU,  3,  4,  6,  7, 
16, 17, 18, 19, 21, 23, 31, 32, 33, 36, 38, 40, 43, 59, 66, 76, 80, 85, 100, 102, 103, 104, 
106, 114, 121,  122, 126, 128, 135. 

1.  Assignments  of  Terbitobial  Riohts— Not  Recordable. — Section  2  and 

section  10  of  the  Trade-Mark  Act  construed  and  Held  not  to  provide  for  the 
recording  of  a  paper  purporting  to  grant  a  mere  territorial  right  to  the  use  of 
a  trade-mark.    In  re  National  Chemical  Company,  138. 

2.  Registrabiuty— Discretion    of    Commissioner.— The  purpose  of  the  act 

of  1905  is  to  prevent  and  not  to  promote  confusion,  to  protect  and  not  to 
deceive  the  public.  The  language  used  empowers  the  Commissioner  to 
exercise  his  discretion  as  to  whether  a  proposed  mark  should  be  registered. 
If  in  his  opinion  its  registration  will  "be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public"  or  * 'deceive  purchasers,"  he  is  bound  to  reject  it. 
*In  re  S.  C.  Herbst  Importing  Company,  383. 
CONTINUOUS  APPLICATION. 

1.  Subject-Matter  Disclosed  in  Prior  Patent. — An  application  filed  within 
one  year  after  the  grant  of  a  patent  disclosing  the  subject-matter  of  such 
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application  is  not  a  continuation  of  the  application  on  iivliich  rach  patent 
mm  granted  and  is  not  entitled  to  the  benefit  of  the  date  of  roch  prior  applica- 
tion. Although  the  claims  of  the  second  application  were  made  in  the  prior 
application,  on  which  the  patent  was  granted,  and  could  have  been  divided 
out  therefrom,  and  the  date  of  the  prior  application  could  have  been  thus 
secured,  when  the  patent  was  granted  the  application  was  merged  in  the 
patent,  the  proceeding  was  closed,  and  there  was  nothing  to  be  continued. 
*In  re  SpUUler  and  KrtKhe,  374. 
2.  DocTBiNB  ov  Not  to  bb  Eztbndbd.— The  rule  whidi  permits  a  divisional 
application  to  relate  back  to  the  filing  date  of  the  original,  which  also  dis- 
closes its  subject-matter,  as  long  as  it  remains  open  in  the  Patent  Office  is  a 
very  liberal  one,  that  sometimes  works  hardship  upon  intermediate  inventors, 
and  it  ought  not  to  b^  extended  to  cases  not  clearly  within  it.    * /</. 

CONTRACTS.    See  PaUni  RighU, 

COPIES  OF  PENDING  APPLICATIONS.    See  Trad^-MarU,  58. 

COPYRIGHT.    See  OmttrwiiUm  of  Statutes,  I,  2;  Prooetf  o/Xoto. 

1.  Pubucation  Abroad  Without  Noticb  of  Coptbiobt— Effbct  on  Rights 

IN  This  Countrt.— The  requirement  of  the  act  of  June  18,  1874,  diapter 
301,  section  1,  18  Statutes,  78  (Rev.  Stat.,  sec.  4982,)  that  "no  person  shall 
maintain  an  action  for  the  infringement  of  his  copyri^t "  unless  the  required 
notice  shall  be  inserted  in  the  several  copies  of  every  edition  published 
does  not  extend  to  publications  abroad,  and  the  owner  of  a  work  copyri^ted 
in  this  country  may  restrain  the  publication  thereof  by  another  who  has 
imported  for  purposes  of  reproduction  copies  published  by  such  owner  abroad 
without  such  notice.  **  United  Dictionary  Company  v.  G,  dt  C.  Meniam 
Company f  659. 

2.  Intrinobmbnt— Musical  CoMP08inoN.-—The  copyri^t  of  a  musical  compo- 

sition which  is  published  in  the  form  of  sheet-music  is  not  infringed  by  a 
perforated  roll  of  paper  designed  to  be  used  in  connection  with  an  automatic 
piano-player  in  reproducing  the  music  recorded  in  the  copyri^ted  sheets, 
since  such  perforated  roll  is  not  a  ''copy"  within  the  meaning  of  the  copy- 
ri^t  statutes.  **  WkUe-^nUth  Munc  PubliMng  Company  v.  ApoUo  Company, 
682. 

3.  Propbrtt    Rights    in,    Crbatvrb    of    Fbdbral    Statutb. — Property  in 

copyright  is  the  creature  of  the  Federal  statute  passed  in  the  exercise  of  the 
power  vested  in  Congress  by  the  Federal  Constitution  in  Article  I,  section  8, 
''to'  promote  the  progress  of  science  and  useful  arts  by  securing  for  limited 
'  times  to  authors  and  inventors  the  exclusive  right  to  their  respective  writ- 
ings and  discoveries.''  (See  Wheaton  v.  Peten,  8  Pet.,  591,  656;  Bolma  v. 
Hunty  174  U.  S.,  82;  Banks  v.  Manchester,  128  U.  S.,  244,  252;  Thompson  v. 
Eubbard,  131  U.  S.,  123,  151.)  **Amcrican  Tobacco  Company  v.  Werdt- 
meister,  571. 

4.  Sbgtion  4962  of  thb  Rbvised  Statutes  Con8trubi>— Whbrb  Noticb  Should 

BE  Inscribed. — Section  4962  of  the  Revised  Statutes  as  amended  by  act  of 
June  18,  1874,  chapter  301,  (18  Stet.  L.,  78;  U.  S.  Comp.  St.,  1901,  p.  3411.) 
providing  "that  no  person  shall  maintain  an  action  for  the  infringement  of 
his  copyright  unless  he  shall  give  notice  thereof  by  inserting  in  the  several 
copies  of  every  edition  published  «  *  ♦  by  inscribing  upon  some  visible 
portion  thereof,  or  of  the  substance  on  which  tho  same  shall  be  mounted,  "the 
notice  of  copyright,  has  not  for  its  object  to  require  the  inscription  upon  the 
original  painting,  map,  etc.,  but  only  upon  those  published  copies  concern- 
ing which  it  is  designed  to  convey  information  to  the  public  which  shall 
limit  its  use  and  circumscribe  the  rights  of  the  purchaser.    **Id. 
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5.  AsazoNMBKT.— An  inatniment  providing  that  "I  hereby  transfer  the  copy- 

right in  my  picture  'Ghonu'  to  the  FhotQgraphiBche  Gesellschaft,  Berlin 
(The  Berlin  Photographic  Company)  for  the  sum  of  £200,  London,  April  2, 
1894/'  signed  by  the  author  of  the  painting,  Held  to  constitute  a  complete 
transfer  of  the  property  rigjit  of  copyright  existing  in  the  picture,  there  being 
no  evidence  of  any  intention  on  the  part  of  the  author  to  retain  any  further 
interest  in  the  copyright.    **Id, 

6.  Samb, — ^An  author  may,  befwe  publication,  assign  the  rigjit  or  privilege  of 

taking  a  copjrright  independent  of  the  transfer  of  the  copyrightable  thing 
itself.    **Id. 

7.  Paintino — ^LoB8  OF  Rights  bt  Public  ExHiBinoN.— The  exhibition  of  a 

painting  at  a  public  gallery  by  the  author  prior  to  copyrighting  the  same  does 
not  deprive  him  or  his  assigns  from  subsequently  securing  a  valid  copyright 
where  the  same  was  expressly  entered  at  the  gallery  with  copyright  reserved. 

8.  Action— Section  4965,  Rxvisbd  Statutes— Surr  to  Recover  Pbnaltt 

ArrxB  Judgment  of  FoRFErruRE.— After  judgment  of  forfeiture  of  infringing 
copies  of  a  copyrighted  painting  under  section  4966  of  the  Revised  Statutes 
(U.  S.  Comp.  St.,  1901,  p.  3414)  a  separate  action  cannot  be  maintained  to 
recover  the  penalty  prescribed  in  said  section  for  every  infringing  copy  of  the 
copyrighted  painting  found  in  the  infringer's  possession  or  sold  by  him,  since 
such  section  contemplates  but  a  single  action  in  the  nature  of  replevin,  in 
which  may  be  had  both  a  forfeiture  and  a  recovery  of  penalties.  **Werch- 
meiMUr  v.  American  Tobacco  Company,  582. 

CORPORATIONS.  See  Acceis  to  Pending  Applications,  1;  Proceu  of  Law;  Tradt^ 
Marks,  56,  57. 

COURT  OP  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.  See  Jurisdiction 
of  the  Court  of  Appeals  of  the  District  of  Columbia  Over  Practice  in  the  Patent 
Office, 

1.  Review  bt  Court  of  Concurrent  Decisions  of  Patent  Office  Tribu- 

nals.— ^To  justify  the  court  of  appeals  in  reversing  the  concurrent  decisions 
of  the  Patent  Office  tribunals  on  a  conclusion  of  facts,  plain  error  must  be 
shown.    *Ries  v.  Kiriegaard  and  Jebsen,  312. 

2.  Same. — ^To  justify  the  Court  of  Appeals  in  reversing  the  unanimous  decisions 

of  the  Patent  Office  tribunals  error  therein  must  be  made  to  clearly  appear. 
*Onderdonk  v.  Partes,  438. 

3.  CoNsinBRATioN  OF  QUESTION  NoT  RAISED  Below.— Assignments  of  error  by 

the  Commissioner  of  Patents  raising  the  question  of  the  sufficiency  of  dis- 
closure in  appellee's  applications  will  be  given  but  passing  notice  by  the 
court  of  appeals  where  such  question  was  not  raised  before  the  tribunals  of 
the  Patent  Office.  It  was  incumbent  upon  appellant  to  ''raise  this  question 
before  the  Primary  Examiner,  whose  skill  in  the  particular  art  peculiarly 
qualified  him  to  consider  it."    *  Cutler  v.  Leonard,  483. 

CROSS-EXAMINATION.    See  Interference,  5;  TesHmony,  6. 

DATE  OF  FILING  APPLICATION.  See  Continuous  Applieatum;  Divisional  Ap- 
plication. 
AuTHORmr  of  Commissioner.— Where  by  reason  of  a  foreign  patent  it  was 
necessary  that  the  applicant  file  his  application  in  the  United  States  Patent 
Office  not  later  than  March  15,  1908,  and  application  papers  were  deposited 
in  the  mail  at  Paterson,  N.  J.,  on  Friday,  March  13, 1908,  at  ^ve  o'clock,  but 
did  not  reach  the  Patent  Office  until  Monday,  March  16,  Held  that  the  Com- 
missioner is  without  authority  to  give  the  application  the  date  of  March  14, 
1908,  as  requested.    Ex  parte  Tdeier,  207. 

DECEPTION.    Bee  TradcUarU/m.  Digitized  by  GoOglc 
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DECISIONS  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OP  COLUM- 
BIA. See  Juriadictum  of  the  Ccmmiuioner  of  Patenta. 
Interfebbnce  Cases— Not  Finai^— No  Appeal  to  Supexxe  Coubt  of  thb 
United  States.— A  decision  of  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia on  an  appeal  from  the  Commissioner  of  Patents  is  not  "final"  within 
the  meaning  of  sections  8  of  the  act  of  February  9,  1893;  (27  Stat.,  434,  436, 
c.  74)  and  therefore  is  not  appealable  to  the  Supreme  Court  of  the  United 
States.    **Frasch  v.  Moore,  609. 

DECISIONS  OF  THE  EXAMINERS.    See  Mandamu$, 

DECISIONS  OF  THE  LOWER  COURTS  AFFIRMED.    See  Infnnffement,  1. 

DECISIONS  OF  THE  PATENT  OFFICE  TRIBUNALS.  See  Court  of  AppeaU 
of  the  Dittrici  of  Columbia;  Prwrity  of  InvenHon^  10;  Reopening  of  Deadei 
Caeee, 

DELAY.  See  Delay  in  Claiming  Intention;  Delay  in  Filing  Application;  hUaferenee^ 
44,  45;  Reduction  to  Practice^  7. 

DELAY  IN  BRINGING  MOTIONS.  See  Interference,  bO;  Motion  to  Amend  AppU. 
cations,  2;  Motion  to  Amend  Preliminary  Statement,  1,6;  Motion  to  Diseolxe 
Interference,  4,  5,  6,  16. 

DELAY  IN  CLAIMING  INVENTION. 

Interference— Divisional  Appucations.— Applicant  does  not  lose  his  rigjit 
to  claim  an  invention  disclosed  in  his  application  by  the  faurt  that  he  makes  no 
specific  claim  thereto  until  after  another  party  files  his  application  for  the 
same  invention.    *Lot2,y.  Kenny,  4f^^, 

DELAY  IN  FILING  AMENDMENTS.    See  AmendmenU,  3. 

DELAY  IN  FILING  APPLICATION.  SeeConitructvonofStaJtuUM,9\  Interference, 
40,  41,  43,  45. 

1.  Interference — ^Prioritt — ^Reduction  to  Practice. — After  reduction  to 

practice  of  an  invention  a  mere  delay  of  the  inventor  in  applying  for  a  patent, 
in  the  absence  of  concealment,  abandonment,  or  suppression,  will  not  prevent 
the  inventor  from  getting  a  patent  based  upon  priority  of  invention.  *  Rose  v. 
Clifford  and  Newell  et  aL,  457. 

2.  Same — Same — Diuoence. — ^The  inventor  is  entitled  to  a  reasonable  time  to 

perfect  his  invention  before  applying  for  a  patent,  and  what  is  a  reasonable 
time  is  dependent  upon  the  circumstances  of  the  particular  case.  ^Mead  v. 
Davis  and  Vamey,  532. 

DELAY  IN  FILING  PETITION  FOR  REHEARING.    See  Rehearing. 

DELAY  IN  FILING  PRELIMINARY  STATEMENT.  See  Preliminary  State- 
ment, 1,  4. 

DELAY  IN  FILING  TESTIMONY.    See  Interference,  47. 

DELAY  IN  PROSECUTING  APPLICATION.  See  Abandoned  Applications,  2; 
Abandonment  of  Applications,  7. 

DEMURRER.    See  IVade-Marks,  31,  60,  63. 

DESCRIPTION.    See  Construction  of  Claims,  1;  Specifications,  1. 

DESCRIPTIVE  TERMS.  See  Trade-Marks,  1,  2,  6, 13, 14,  22,  23,  24,  35,  37, 38, 89, 
44,  45,  52,  54,  61,  72,  84,  87,  93,  99,  107,  126,  129. 

DEPOSITION.    See  Testimony,  1. 

DILIGENCE.  See  Delay  in  Piling  Application;  Interference,  11, 12, 40, 41, 43, 44, 46; 
Preliminary  Statement,  1;  Priority  of  Invention,  3,  4;  Reduction  to  PracHee^ 
6,  7,  8. 

DISCLOSURE  OF  INVENTION .  See  AmendmenU,  2;  Cowt  qf  Appeals  of  the  Dis- 
trict of  Columbia,  3;  Interference,  31,  33,  38,  49,  52;  Preliminary  Statement^ 
5,  6,  9, 10;  Reduction  to  Practice,  6,  7,  8;  Reissue  Applications,  3. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS.  See  OmetructMm  ^ 
Trade-Mark  Statutes,  2;  Interference,  32;  Trade-Marks,  60. 
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DISCRETION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Interference, 
29;  Preliminary 8talUment,^\  Suapensian  of  Interference;  Trade- Marks,  10 ,  51. 

DIVISIONAL  APPLICATION.  See  Acce$9  to  Pending  Applications,  2;  Continu- 
ous Application,  2;  Motion  to  Dissolve  Interference,  15. 
Intsrfbbbncb— Entttlsd  to  Date  of  Original  a»  CoNSTRXTcnyE  Reduction 
TO  Practice. — ^A  divisional  application  dates  back  to  the  original  one  and 
secures  to  the  applicant  the  benefit  of  a  constructive  reduction  to  practice, 
whether  the  claims  of  the  divisional  application  were  in  the  original  when 
filed  or  not.    *Lotz  v.  Kenny,  467. 

DIVISION  OF  APPLICATIONS.    See  Abandonment  of  Applications,  2,  3. 

1.  Requirement  of — Cursory  Examination. — ^Where  a  requirement  of  division 

is  made,  the  most  pertinent  references  readily  available  should  be  cited  in 
order  that  the  applicant  may  be  able  to  intelligibly  divide  his  application. 
Ex  parte  Moorluxui,  48. 

2.  Affeal^Res  Adjudicata.— Where  a  requirement  for  division  between  proc- 

ess, article,  and  apparatus  claims,  made  by  the  Primary  Examiner  and 
affirmed  by  the  Examiners-in-Chief  and  Commissioner,  has  been  complied 
with,  the  Examiner  is  not  precluded  from  requiring  division  between  the 
claims  presented  in  one  of  the  divisional  applications  relating  to  the  article 
upon  the  ground  that  they  cover  different  species.  The  question  of  division 
as  between  different  species  of  the  article  is  not  res  adjudkaJUi  in  the  divisional 
application,  as  it  was  not  one  of  the  questions  passed  upon  by  the  Examiners- 
in-Chief.    Ex  parU  McHale,  185. 

DOUBLE  USE.    See  Invention  5. 

DRAWINGS.    See  AmendmenU,  2;  Testimony,  7. 

1.  Apfucation.— The  conclusion  of  the  chief  draftsman  as  to  whether  or  not 

drawings  forming  a  part  of  the  application  for  patent  shall  be  accepted  will 
not  be  disturbed  unless  there  is  such  palpable  abuse  of  discretion  on  his  part 
as  would  warrant  the  exercise  of  the  supervisory  authority  of  the  Commis- 
sioner.  Ex  parte  Meatus,  206. 

2.  Mutilated  Drawino  Not  Accepted. — ^Mutilated  drawings  will  not  be  ac- 

cepted by  the  Office  as  a  part  of  the  permanent  records.  This  rule  is  founded 
upon  the  necessity  of  preserving  the  records  of  the  Office  for  an  indefinite 
period  and  must  be  enforced.   Ex  parte  Franhman,  226. 

3.  Sheet  Containing  Only  One  Figure. — ^A  sheet  of  drawings  containing 

only  one  figure,  occupying  only  a  small  portion  of  one  side  thereof,  is  ob- 
jectionable.   Ex  parte  Chaffee,  281. 

EARLIER  APPLICATIONS.  See  Interference,  34;  Motion  to  Dissolve  Interference, 
14;  Two  Applications  by  Same  Inventor. 

EARLIER  DATES.    See  Reduction  to  Praetice,  1;  Testimony,  2. 

EMPLOYER  AND  EMPLOYEE.    See  Interference,  45;  Tesixmony,  3. 

1.  Interference— Principal  and  Assistant.— It  is  well  settled  that  in  the 

relation  of  employer  and  employee  where  the  employer  conceived  the 
principle  or  plan  of  an  invention  and  the  employee  is  directed  to  perfect  the 
details,  though  the  employee  may  make  valuable  improvements  thereon, 
the  improved  result  belongs  to  the  employer.  The  same  rule  of  law  applies 
to  principal  and  assistant,  though  they  may  be  fellow  employees.  *Braun- 
stein  V.  Holmes,  341. 

2.  Same — Same — Presumption. — B.  was  assigned  to  assist  H.  in  making  investi- 

gation and  actually  did  the  work  which  resulted  in  reducing  the  invention 
to  practice.  Held  that  the  presumption  is  that  what  he  accomplished  was 
done  under  H.'s  direction,  and  the  burden  is  on  him  to  overcome  that  pre- 
sumption.  ^Id, 
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3.  Saxe — ^Pbiohitt— RsDucnoN  tq  Practice.— It  ia  well  settled  that  if  one 
conveys  to  his  employees  infonnation  and  instructions  to  proceed  and  manu- 
iacture  a  piece  of  mechanism  which,  with  the  in8tructi<m  imparted,  can  he 
constructed  by  the  application  of  ordinary  mechanical  ddll,  such  employer 
is  entitled  to  the  benefit  of  the  sldU  and  ingenuity  of  the  employee  in  success- 
fuUy  completing  the  device.  (Sparkman  y.  Biggins,  1  Blatchf .,  206;  Yoder  v. 
MUU,  G.  D.,  1886, 116;  34  O.  G.,  1048;  25  Fed.  Rep.,  821;  Huebd\.  Bernard, 
0.  D.;  1900,  223;  90  O.  G.,  751;  15  App.  D.  C,  510;  Agaunm  v.  Jordom,  7 
Wall.,  583.)    *Neth  cmd  Tamplin  v.  Ohmer,  and  Ohnur  v.  Ok/Mr,  431. 

EQUIVALENTS.    See  CIomm,  2;  Infringemtni,  2. 

EVIDENCE.  See  Interference,  5,  32, 33,  34,  35,  36,  44,  49,  52,  56;  PaymetU  of  Final 
Fee,  5, 6;  Priority  of  Invention,  1, 2,  3, 11;  Proceee  of  Law;  PuhUc  Uee;  Reduc- 
tion  to  Practice,  1, 3;  Teetimony,  3,  5,  6, 7, 12;  Trade-Markt,  10, 11, 12, 15, 79, 
90,  121. 

1.  iNTBRFBaBNCB — Oral  Tbstimont.— Where  witnesses  have  an  independent 

recollection  of  events  and  the  dates  of  their  occuzrence,  the  records  of  which 
are  accessible  to  opposing  counsel,  it  is  unnecessary  that  documentary  evi- 
dence be  produced  as  a  means  of  refreshing  their  recollection.  Eher9oU  v. 
Durhin,  29. 

2.  Sajkb— FiziNo  Dates.— Where  a  party  attempts  to  fix  a  certain  date,  as  to 

which  he  has  no  independent  recollection,  by  reference  to  the  dates  in  a  cadi- 
book  showing  when  another  party  waa  absent,  and  the  cuh-book  also  shows 
that  such  party  was  absent  at  other  times  not  remote,  HM  that  the  evidence 
is  not  sufScient  to  fix  the  earlier  date  rather  than  the  lat^.  *Homard  v. 
Bowee,  547. 
EXAMINATION  OF  APPLICATIONS.  See  AmendmenU;  CZovnu/  Dioimum  of 
Applications;  Drawinge;  Reopening  of  Rejected  Casee;  SpecifieatUme, 

1.  Final  Rejection — Premature. — ^Where  an  Examiner  finds  it  necessary  to 

give  reasons  explaining  the  applicability  of  a  reference,  a  final  rejection  should 
not  be  entered  in  the  letter  in  which  these  reasons  are  stated  for  the  fint  time* 
Ex  parte  Jackeon,  43. 

2.  Rejection— Explanation  op  Reperbnces.— The  statement  by  the  Examiner 

that  the  first  three  claims  were  clearly  met  in  either  one  of  three  references 
cited  and  that  the  last  three  claims  were  met  in  the  same  in  view  of  either  of 
the  last  two  references  cited,  Held  in  view  of  the  character  of  the  invention- 
to  be  a  sufficient  compliance  with  applicant's  request  for  a  specific  application 
of  the  references.    Ex  parte  Sametag,  93. 

3.  Same— RECON8iDERATioN.>>After  the  Examiner  has  properly  applied  the 

references  the  applicant  is  not  entitled  to  further  reconsidenttioii  unless  he 
points  out  why  the  references  did  not  meet  the  claims.    Id. 

4.  Practice— ExAXiNER  Bound  bt  the  Decisions  op  the  Higher  Tsibumaus.-* 

It  is  self-evident  that  an  examiner  should  follow  the  decisions  d  the  hi^er 
tribunals  whether  he  agrees  with  them  or  not;  but  where  the  examiner  holds 
that  a  decision  is  not  applicable  to  a  given  case  the  proper  manner  in  which 
to  have  his  decision  reviewed  is  by  appeal  to  the  £xaminers-in-Chief  in  the 
first  instance  and  not  by  a  petition  to  the  Commissioner.    Ex  paarU  KoiriM,  107. 

5.  Rule  69— Practicb.— A  request  that  a  rejection  be  made  final  was  properly 

refused  by  the  Examiner  when  the  applicant  made  no  attempt  to  show  that 
there  was  any  error  in  that  rejection.    Ex  parte  Reiae,  272. 

6.  Saue^Not  Inconsistent  wrrH  Section  4903,  Revised  STA!ruraa.-<-Rule  09, 

which  provides  that  an  ap^  licant  in  order  to  be  entitled  to  reconsideration 
of  his  claims  after  fhty  n&ve  been  rejected  must  distinctly  point  out  the 
supposed  errors  of  the  examiner's  action,  is  not  inconsiatent  with  section 
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49CMI  of  the  Beviaed  Statutoe,  which  provides  for  a  refixaminatioii  of  an 
application.  Id. 
7.  EzPLA^NATioN  OF  Rbfbsbncx6— FxNAL  RxiBCHON  .—Where  the  pertiikeDcy  of 
the  referencee  had  been  sufficiently  explained  and  claims  were  presented 
without  aigument,  but  with  a  request  for  further  explanation  of  the  references, 
a  final  rejection  of  the  claims  was  jMroper.    Ex  parte  AtiU,  282. 

EXAinNBR  OF  INTERFERENCES.  QeelnUrferenee,  IS,  27, 47;  Motionto  Aniend 
PreHminary  Statement,  3, 4;  Motum  to  Suppreee  TssftmoiHr;  Prdiminary  State-' 
ment,  7;  Trade-Marke,  27,  84, 101;  Tnaumieewn  of  ifoeiont. 

EXAMINER  OF  TRADE-MARKS.    See  Trade^Marke,  64,  87, 80, 81, 82. 

EXCLUSIVE  USE.    See  Trade^Marke,  3, 4, 16, 23, 24, 36, 46, 83, 66, 85, 112, 121. 

EX  PARTE  QUESTIONS.    See  Inter/erenee,  22, 24;  Supplemental  Oath. 

EXPERIMENTAL  PROSECUTION.    See  Motum  to  Dieeolve  Interferene$,  3. 

FALSE  REPRESENTATION  ON  LABEL.    See  Trade-Marki,  105. 

FINAL  FEES.    See  Payment  of  Final  Feee. 

FINAL  HEARING.    See  IntaferenM,  15, 16, 10. 

FIRST  AND  ORIGINAL  INVENTOR.  See  /nter/vmof,  0, 31,  33, 35, 40, 52, 53; 
/Secfueeum  to  Praetiee,  10;  Tettimony,  0, 10, 12. 

FOREIGN  APPLICATIONS.    See  CanetnuHum  ofStatatee,  5,  6,  7. 

FOREIGN  INVENTION.    See  hUefferenee,  26. 

FOREIGN  PATENTS.  See  DaU  of  FUmg  AppHeaium;  Interference,  24;  /tirMic- 
tum  of  the  Commieeioner  of  Patents. 

FOREIGN  PUBLICATION.    See  Copyright,  1. 

FOREIGN  REGISTRATION  OP  TRADE-MARKS.    See  Trade-Marke,  121. 

FORFEITED  APPLICATIONS.  See  Payment  of  Final  Feee,  I,  3,  4;  Reneund  of 
Forfeited  ApplieatUme 

FORMER  DECISIONS  CITED.  See  CUnmt,  1;  Concealment  of  Invention;  Copy- 
right, 3;  Employer  and  Employee,  3;  Orant  of  Patent;  Interference,  4,  34; 
Renewal  of  Forfeited  Applieatumt,  3;  Trade-Marie,  10,  12,  55,  63,  86,  04,  05, 
115, 116,  126, 138. 

FORMER  DECISIONS  DISTINGUISHED.    See  Reduction  to  Practice,  5. 

FORMER  DECISIONS  EXTENDED.    See  Motion  to  Dieeolve  Interference,  10. 

FORMER  DECISIONS  MODIFIED.    See  Motion  to  Dieeolve  Interference,  10. 

FUNCTION.    See  Conetruction  of  Claime,  2;  Invention,  8. 

GENERIC  MARK.    See  Trade- Marke,  47. 

GEOGRAPHICAL  TERMS.    See  Trade- Marke,  10,  20,  21,  84,  87,  00. 

GRADE-MARKS.    See  Tnde-Marke,  111. 

GRANT  OF  PATENTS.    See  Aeeignmente. 

Patent  Should  Not  Issue  to  a  Mere  LiCENSBE.—^The  Patent  Office  should 
not  issue  a  patent  to  an  alleged  assignee  where  the  inventor  has  reserved  to 
himself  the  exclusive  right  to  make  or  use  or  sell  the  invention  covered  by 
his  application  or  any  combination  of  these  elements  which  limits  the  interests 
of  the  alleged  assignee  to  an  interest  in  the  invention  less  than  that  defined 
as  an  assignment  by  the  Supreme  Court  of  the  United  States  in  the  decision 
Watermcofi  v.  McKenne,  (C.  D.,  1801,  320;  54  O.  G.,  1662;  138  U.  S.,  252,) 
which  defined  an  assignment  to  be  either  (1)  the  whole  patent,  comprising 
the  exclusive  right  to  make,  use,  and  vend  the  invention  throughout  the 
United  States,  or  (2)  an  undivided  part  or  share  of  that  exclusive  right,  or 
(3)  the  exclusive  right  under  the  patent  within  and  throughout  a  specified 
part  of  the  United  States.    Ex  parte  Taliaferro,  2S2. 

HARDSHIP.    See  Motion  to  Dieeolve  Interference,  4. 

HEARING.    See  Admieeione  at  Hearing, 

INOOlfPLETE  APPLICATIONS.    See  OofA. 
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INFRINGEMENT.  See  Certwran;  Copyrighi,  2, 4,  8;  8uiU$/6r  li^rtn^femmU  AgnnU 
an  Officer  of  the  United  SUUee;  Trade-Marhg,  56,  57. 

1.  Patbnt8--€oic]tt.— In  a  suit  in  equity  to  enjoin  the  infringement  of  certain 

patents  wheie  it  appeared  that  the  question  of  their  validity  had  been  de- 
cided adversely  by  the  United  States  Circuit  Court  of  Appeaia  for  the  Third 
Circuit  and  that  that  decision  had  been  followed  by  two  other  courts  in  ceses 
where  the  real  parties  in  interest  jwere  the  same.  Held  that  the  court  below 
jMoperly  applied  the  doctrine  of  comity  in  the  absoice  of  some  new  and 
material  defense,  and  its  decree  dismissing  the  bill  of  complaint  afltened. 
*Bna  el  oi,  v.  The  Waakkngton  RaUway  and  Electric  Co.,  S77. 

2.  EamvALBim— ^Rangb  Depbnimi  Upon  Natotui  op  Invention.— The  range 

of  equivalents  depends  upon  the  extent  and  nature  of  the  invention.  If 
the  invention  is  broad  and  primary  in  its  character,  the  range  of  equivalentB 
will  be  correspondingly  broad  under  the  liberal  construction  which  the  courts 
give  to  such  inventions.  **ConimenUU  Paper  Bag  Oompang  v.  Battem 
Paper  Bag  Company ,  594. 

INJUNCTION.    Qee  Ii^ringement. 

Eppbct  op  Noh-Usb  op  Patbntnd  Invention.— The  non-use  of  a  patentsd 
invention  by  the  owner  of  the  patent  occasioned  by  a  desire  to  save  the 
expense  incident  to  changing  from  an  old  type  of  machine  to  the  patented 
device  is  not  so  unreasonable  as  to  warrant  a  court  in  refusing  injunctive 
relief  during  the  latter  part  of  the  term  of  the  patent,  there  being  no  ques- 
tion of  a  diminished  supply  of  the  product  of  such  machine  or  of  an  increase 
of  prices.  **Contmental  Paper  Bag  Company  v.  Eaetem  Paper  Bag  Com- 
pany ^  594. 

INTERFERENCE.  See  Abandoned  ApjOioatione;  Abandoned  ExpertmenU;  Abai^ 
donment  of  AppUeattane:  Admuawne  at  Bearing:  Amendment  to  Prdminary 
Statement;  Appeal  to  the  Eatminere^n-Ghief;  Burden  of  Proof;  Coeieeabnent 
of  Inversion;  Conetruetion  of  Staiuteej  S;  Court  of  Appeale  ^  the  IHHriet  of 
Columbia;  Divieional  AppUeaOan;  Diviman  of  AppUeatione;  Employer  and 
Employee;  Evidenee;  hwentian;  Joint  Inventore;  Juriedietion  of  the  Cbm- 
miteioner  of  Patente;  Juriedietion  of  the  Court  of  Appeale  of  the  Ihatriet  of 
CfAumJbiia  over  Praetiee  m  the  Patent  Office;  Mandamue;  Motion  to  Amend 
AppUoatione;  Motion  to  Amend  Preliminary  Statement;  MoHon  to  Dieeolve 
Interference;  Motion  to  Suppreu  Teetimony;  Preliminary  Statement;  Priority 
of  Invention;  Public  Uee;  Reduction  to  Praetiee;  Eehearing;  Reopening  of 
Interference;  Reopening  of  Rejected  Caere;  Ree  Adjudicata;  Suite  for  Infrtnge- 
ment  Againet  an  Officer  of  the  United  Statee;  Supplemental  Oath;  Suepeneion 
of  Interference;  Teetimony;  TradeMarki,  S,  10, 15,  34,  73,  74,  97,  123,  127, 
131,  132, 134;  Dranemieeion  of  MoHone. 

1.  DisaoLtmoN— Motion  Altbenativb— Indbpinitb.— A  motion  to  diasolve 

alleging  that  each  of  the  counts  of  the  issue  is  anticipated  or  necesarily 
limited,  so  as  to  prevent  them  from  being  read  upon  the  devices  of  both 
of  the  parties  in  view  of  seven  enumerated  patents,  is  indeOnite,  because 
the  allegation  that  the  counts  are  anticipated  or  limited  is  in  the  altema* 
tive  and  the  motion  does  not  state  which  counts  are  to  be  urged  as  antici- 
pated and  which  limited,  nor  does  it  state  which  of  the  patents  are  relied 
upon  for  anticipation  and  which  for  restriction.    Murphy  v.  Borland^  I. 

2.  Rbdeolabbd— Motion  to  Dissolve  Relatino  to  Old  and  New  Counts. — 

A  motion  to  dissolve  filed  after  the  redeclaration  of  an  interference  with 
additional  counts  directed  to  the  old  as  well  as  the  new  counts,  Held  to  have 
been  properly  refused  transmission  so  far  as  it  related  to  the  old  counta* 
no  showing  being  made  why  this  part  of  the  motion  was  not  broni^t  in 
the  proper  time.    Id.  ^  i 
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8.  DiuoLimoN— Motion  Cotbbino  TRAnrsiossiBu  akd  Non-Tbansmissibli 

GBomnw.— The  fact  that  a  statement  of  a  ground  lor  disBolution  of  an  inter- 
ference coveiB  two  sets  of  counts,  as  to  one  set  of  which  it  is  proper  to  transmit 
the  motion  and  fm  to  the  other  of  which  transmission  is  improper,  is  not 
a  sufficient  reason  for  refusing  transmission  of  the  motion  as  a  whole.  The 
motion  should  be  transmitted  as  to  the  set  of  counts  which  would  be  other- 
wise transmitted.    Id. 

4.  Samb— Motion  Allxgino  3ab  of  Puor  Knowlbdgb  and  Usb.— A  motion 

to  dissolve  alleging  the  bar  of  prior  knowledge  and  use  should  not  be  trans- 
mitted. (Thonmn  and  UnbAend  v.  Hisley,  0.  D.,  1894,  43;  66  O.  G., 
1596;  Davii  y.  Swift,  G.  D.,  1901,  134;  96  O.  G.,  2409;  Shrum  v.  Baumffor- 
ten,  C.  D.,  1903,  160;  104  O.  G.,  577;  Cory  et  oi.  v.  Blaiey,  C.  D.,  1905, 116; 
115  O.  G.,  1328.)    Id. 

5.  EviDBNOB— Cboss-Ezaionation  of  Pabtt  to  PBOCBBDiNa — Banob  Allow- 

▲blb.— Where  a  party  to  an  interference,  relying  upon  certain  specified 
installations  as  a  reduction  to  practice,  is  asked  upon  cross-examination 
whether  any  other  installations  had  been  made,  the  question  should  be 
answered,  as  a  wider  range  is  allowable  in  the  cross-examination  of  a  party 
to  the  proceeding;  but  if  such  general  questions  were  foUo^r^  up  by  further 
questions  clearly  showing  an  intention  to  elicit  information  relating  to 
the  business  of  such  party  irrelevant  to  the  questions  at  issue  the  witness 
might  well  refuse  to  answer  under  the  advice  of  counsel.  ^Jannon  v.  Lan» 
•091,307. 

6.  Afpbal  on  PmoRirr— ^ufbrvisobt  At^THORirr  of  Oommusionbr.— A  peti- 

tion to  dismiss  an  appeal  from  a  decision  of  the  Examiner  of  Interferences  on 
priority  rendered  on  the  record  will  not  be  considered  by  the  Commissioner 
in  the  exercise  of  his  supervisory  authority,  since  petitioner  has  adequate 
remedies  provided  by  the  rules.    Brawn  v.  Oammeter,  19. 

7.  Pkacticb— RuLB  109.— No  apptel  lies  from  a  favorable  decision  rendered 

on  a  motion  to  amend  under  Rule  109  whether  rendered  by  the  Examiner 
or  the  Examiners-in-Ghief .  Jo%Uyn  v.  Huhe,  34. 
S.  Samb— RuLB  130.— The  fact  that  a  party  cannot  under  the  provisions  of 
Rule  109  bring  a  motion  to  dissolve  as  to  counts  added  to  the  issue  of  the 
interference  will  not  of  itself  prevent  him  from  urging  under  the  provi- 
sions of  Rule  130  the  right  of  his  opponent  to  make  the  claims.    Id. 

9.  Obioinautt— Acts  Inconsistent  with  Ciaix  to  Origination. — Where  R., 

who  was  a  patent  solicitor,  familiar  with  the  patent  law,  both  as  inventor 
and  solicitor,  entered  into  a  contract  with  K.  and  J.,  joint  claimants  of  the 
invention  in  issue,  according  to  the  terms  of  which  he  was  to  attempt  the 
sale  of  the  invention  and  if  he  was  successful  he  was  to  have  one-third  of 
the  proceeds.  Held  to  constitute  a  substantial  acknowledgment  that  the 
invention  was  made  by  K.  and  J.    *Rie9  v.  Kirkegaard  and  Jebun,  312. 

10.  RuLB  109— Appbal.— Where  an  Examiner  rejects  claims  presented  by  a 

party  icx  interference  under  Rule  109,  he  should  set  a  limit  of  appeal  from 
his  decision  whether  the  claims  had  been  allowed  to  the  other  party  or  had 
been  made  for  the  first  time  by  the  moving  party.    MaUice  v.  LangworOny,  17. 

11.  PRiORiTT — DiuoBNCB. — Where  McA.  conceived  the  invention  in  the  sum- 

mer of  1903,  but  did  practically  nothing  toward  reduction  to  practice  until 
April  21,  1904,  when  he  wrote  to  his  patent  attorney  instructing  him  to 
file  an  application,  which  was  prepared  promptly  and  sent  to  McA.,  but 
was  not  filed  until  September  19,  1904,  Held  that  he  was  not  diligent  as 
against  M.,  who  entered  the  field  on  Maroh  1, 1904.    McArthur  v.  MygaU,  44. 

12.  Samb— Samb— AiXBGBD  PovBRTT.— A  claim   by  McA.  of  poverty  as  an 

excuse  for  failure  to  reduce  to  practice  is  not  sustained  by  evidence  show* 
0902&-H.  Doc.  1349,  60^2 II  <^ 


680  DIQB8T  OF  DSCI8I0N8. 

ing  that  it  was  not  until  biz  months  after  his  busineaB  was  otablished  that 
he  could  afford  to  move  from  a  place  for  which  the  rental  was  eleven  doi- 
larB  per  month  to  a  place  for  which  the  rental  was  thirty-five  doUais  pet 
month,  where  it  appeared  that  the  old  place  was  retained  and  busineBB 
earned  on  at  both  places  for  about  three  months  before  his  opponent  en- 
tered the  field;  nor  does  the  fact  that  he  suatained  a  financial  Iobb  by  the 
peculation  of  an  employee  affect  the  question  where  such  Iobb  occuired 
some  months  after  the  beginning  of  the  period  to  be  covered  by  the  ahow- 
ing.    Id. 

13.  Abandonxsnt  op  Invbntion — Not  Considbbbd  ok  PBrmoN.— A  petition 

that  a  rule  be  iasued  against  an  opposing  party  to  show  cause  why  it  ahould 
not  be  held  that  he  has  abandoned  his  invention  and  that  petitioner  be 
peimitted  to  offer  testimony  upon  such  queation  will  not  be  entertained 
under  the  CommisBioner'B  supervisory  authority  where  petitioner  has  other 
remedies  and  is,  in  fact,  pursuing  another  remedy  before  the  Examiner  of 
Interferences.    Barber  v.  Wood,  62. 

14.  Motion  to  Ambkd  Issub  TJndbr  Rulb  KMK— Tbansmzbsion.— A  modem  to 

amend  the  isaue  of  an  interference  under  Rule  100  was  pn^ierly  refused 
transmisBion  where  it  contained  a  proviso  that  the  claims  shall  be  added 
"without  prejudice  to  the  right  to  contest  such  claims  under  the  provisions 
of  Rule  122.''    Wheeler  v.  Palmroe,  69. 

15.  Sbtting   Asn>B   Rbcord  Judgmbnt— Appbal.— No  appeal  will  be  enters 

tained  from  a  decision  of  the  Examiner  of  Interferences  setting  aside  a  rec- 
ord judgment  and  fixing  a  time  for  final  hearing.  0*Brien  v.  OaU  v.  Zimmer 
V.  CaldertDood,  74. 

16.  Rulb  130.*-The  fact  that  on  appeal  from  a  decision  on  a  motion  to  disaolve 

the*ExamineiB-in-€hief  have  held  that  a  party  has  a  right  to  make  the  daams 
does  not  prevent  the  question  being  raiaed  before  the  Examiner  of  Inter- 
ferences at  final  hearing  under  Rule  130.    Id, 

17.  TBBnMOHT— Surrbbuttal.— The  junior  party  took  teatimony  as  to  priority* 

but  did  not  attack  the  operativeneaa  of  the  aenior  .party's  device.  The  senior 
party  took  the  teatimony  of  two  witnesBea  to  show  that  the  device  Bhown  in 
Figure  3  of  lua  application  was  operative,  and  certain  exhibita  were  intro* 
duced,  which  one  of  the  witnemea  testified  were  tested  by  him.  In  r^uttal 
the  junior  party  offered  expert  testimony  to  show  certain  structuial  differences 
between  the  exhibits  and  the  invention  diKlosed  in  the  senior  party 'a  appli- 
cation. Held  that  such  teatimony  afforded  no  ground  lor  allowing  Uie  senior 
party  to  take  surrebuttal  testimony.    Oold  v.  Oold,  86. 

li.  Motion  to  Dissolvb— Favorablb  Dboibion  Non-Appbamrm.— A  party  to 
an  interference  has  no  right  to  a  review  by  the  CommiaBioner  of  a  favorablo 
decirion  by  the  Primary  Examiner  on  a  motion  to  diaBolve  alleging  non- 
patimtability  of  the  isBue  either  on  direct  appeal  or  upon  petition  lor  the 
exercise  ol  his  aupervisory  authority.  While  secAion  4904,  Revised  Stalntea, 
gives  the  Gomminioner  Uie  right  to  detennioe  when  an  interference  exiBtB^ 
this  authority  ia  delegable,  and  when  it  ia  delegated  to  the  Primary  Examiner 
and  he  makes  a  favorable  decision  thereon  such  dedsion  will  be  reviewed 
only  in  an  extraordinary  case.    Hawkine  v.  Coleman  v.  TkkUen^  90. 

19.  Rbnbwal  op  Motion— NoncB.^Rule  153  provides  that  reasonable  notice  of 
all  motions  must  be  given  and  that  a  motion  will  not  be  entertained  in  the 
absence  of  proof  of  service  of  such  notice.  The  same  reaaon  exiata  lor  requir- 
ing notice  of  the  renewal  of  a  motion  as  of  the  motion  itself,  and  the : 
requeat  at  the  final  hearing  and  in  a  brief  filed  at  final  hearii^  la  not  i 
notice.    Dyeon  v.  Land  v.  Dtmbar  v.  frotone,  99. 
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20.  MonoN  TO  DissoLyE  — Irrbgularity  in  Declaration. -—The  Examiner 

suggested  to  M.  two  claims  which  were  the  same  as  two  of  K.  's  claims,  except 
that  the  term  ''supporting  member  "  was  substituted  for  ''attaching-bracket/' 
but  did  not  suggest  them  to  K.  After  M.  made  the  claims  the  interference 
was  declared  with  these  claims  as  two  counts  of  the  issue.  Held  that  this 
was  an  irregularity  in  the  declaration  of  the  interference,  as  Rule  96  clearly 
contemplates  that  the  issue  shall  be  in  terms  of  the  claims  actually  made  by 
both  parties  or  which  they  have  had  an  opportunity  to  make.  McBride  v. 
Kroder,  101. 

21.  Right  to  Make  Claims  a  Question  of  Priortft—Afpeal  to  Court.— The 

right  of  a  party  to  make  a  claim  goes  to  the  foundation  of  an  interference,  and 
a  judgment  of  a  Primary  Examiner  denying  that  right  may  be  appealed  to 
the  Court  of  Appeals  of  the  District  of  Columbia,  and  that  court  will  take 
jurisdiction  to  determine  that  question  ''as  an  ancillary  question  to  be  con- 
sidered in  awarding  priority  of  invention.  *  *  *  United  SUUe»  of  America,  ex  rel. 
The  Newctmb  Motor  Company  v.  Moore,  Commissioner  of  Patents,  332. 

22.  Motion  to  Dibsolve — Exaioner's  DEasioN  Final  Unless  Appeal  Prose- 

cuted.—Where  a  Primary  Examiner  on  a  motion  to  dissolve  decides  that  one 
of  the  parties  has  no  right  to  make  the  claims  of  an  interierence  issue  and  such 
party,  after  filing  an  appeal  from  such  decision,  fails  to  prosecute  the  same 
and  abandons  it,  such  decision  becomes  final  and  binding  upon  the  parties 
and  precludes  the  subsequent  ex  parte  consideration  of  the  same  question. 
*Id. 

23.  Same — Same — Supbrvi8ort  AuTRORiry  op  Commissioner. — Upon  a  motion 

to  dissolve  it  was  held  that  one  of  the  parties  had  no  right  to  make  the  claims 
in  issue,  and  the  appeal  from  that  decision  w^  abandoned;  but  subsequently 
in  the  ex  parte  prosecution  of  that  party's  case  it  was  held  by  the  Examiners- 
in-Chief  that  said  party  had  a  right  to  make  the  identical  claims,  and  the 
interference  was  redeclared.  The  Commissioner  thereupon  set  aside  the  ex 
parte  decisions  and  directed  a  rehearing  of  the  case  before  the  Examiners-in- 
Chief  inter  partes.  Held  that  the  decision  in  the  interierence  was  res  adjur 
dieata  and  that  the  Commissioner  was  without  authority  to  direct  the  read- 
jttdication  in  such  ex  parte  application  of  the  question  whether  said  party  had 
a  right  to  make  the  identical  claims  of  the  issue  of  the  interierence.  *ld. 
2  Statutory  Bar  to  One  Party  an  Ex  parte  Question.— The  question 
whether  one  of  the  parties  to  an  interference  proceeding  is  debarred  from 
receiving  a  patent  by  reason  of  his  having  secured  a  foreign  patent  for  the 
same  invention  is  a  question  for  ex  parte  consideration  after  the  termination 
of  the  interierence.    Oueniffet,  Benoit,  and  Nicault  v.  Wietorsohn,  108. 

25.  Priority — Right  to  Make  the  Claims.— The  issue- as  interpreted  in  the 

light  of  the  specification  of  the  party  first  making  the  same  is  limited  to  an 
improved  means  for  protecting  the  necessary  joints  in  conductors  for  high- 
tension  currents  of  electricity.  The  invention  of  the  other  party  is  an 
improvement  in  insulating-conductors,  his  plan  of  insulation  at  the  joints 
being  the  same  as  along  the  entire  length  of  the  conductor.  Held  that  the 
latter  has  no  right  to  make  the  claim,  the  resemblance  of  the  two  devices 
being  accidental  rather  than  real.    *  Viele  v.  Cummings,  362. 

26.  Knowledge  op  the  Invention  in  a  Foreign  Country— Introduction 

into  the  United  States.- Appellants  built  in  a  foreign  country  a  machine 
embodying  the  invention  in  issue,  which  was  explained  to  an  agent  who 
came  to  this  country.  Held  that  even  if  this  agent  remembered  what  was 
explained  to  him  such  knowledge  on  his  part,  in  the  absence  of  disclosure  to 
others  or  reduction  to  practice  by  himself  within  a  reasonable  time,  would 
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not  be  equivalent  to  an  introduction  of  the  invention  into  this  ooontry. 
*Queniffet,  Benoit,  and  NieauU  v.  Widonokn,  367. 

27.  Afpbait— Motion  to  Taeb  TBsnifONT— Showino.— No  ^>peal  lies  from  a 

favorable  decision  of  the  Examiner  of  Interferencea  upon  the  sufficiency  of 
the  showing  in  support  of  a  motion  to  take  testimony  on  the  question  of  the 
operatiyenesB  of  another  party's  device.  MarHn  v.  Ooodrum  v.  Difmm  v. 
LatHg  and  Ooodrum,  135. 

28.  TEanMONT—ADMissiBiLiTTOF  TB0II1IONT  GivsN  imPkiobIktbbfbrekcb.— 

In  an  interference  between  H.  and  T.  a  witness  testified  to  certain  facts. 
Later,  in  an  interference  between  H.  and  W.,  he  denied  any  knowledge  of 
these  facts.  Held  that  T.  and  W.,  not  being  privies,  the  testimony  in  the 
former  interference  cannot  be  admitted  in  the  latter  except  for  the  purpose 
of  discrediting  the  witness.    Hewitt  v.  Weintraub,  140. 

29.  BUBDBN  OP  PeOOF— DiSOEBTEON  OF  THE  EXAMINEE  OF  InTBEFEEENCES.— It 

is  well  settled  that  the  question  of  placing  the  burden  of  proof  rests  in  the 
discretion  of  the  Examiner  of  Interferences,  and  his  decision  on  a  motion  to 
shift  the  burden  of  proof  will  be  reviewed  only  in  a  clear  case  of  an  abuse  of 
that  discretion.     Young  v.  Toumund  v.  TkuUen,  147. 

30.  Appeal  Filbd  Aftee  Expieation  of  Limit  of  Appeal— When   Entbe- 

TAiNBD.— An  appeal  filed  after  the  expiration  of  the  limit  of  appeal  will  be 
entertained  only  in  very  unusual  and  extraordinary  circumstances.  McKten 
V.  Jerdone,  148. 

31.  OEiaiNALrrr— DiscLosuEB  Must  Include  Idea  of  Means.— Tlie  communi- 

cation of  an  idea  of  the  desirability  of  accomplishing  a  certain  result,  without 
a  disclosure  of  the  means  to  be  employed,  cannot  be  regarded  as  a  communica- 
tion of  an  invention.    *Fenner  v.  Blake,  404. 

32.  Rehbaeino    to    Admit    Newlt-Discoveeed    Evidence — Appeal.— The 

reopening  of  a  case  for  the  introduction  of  newly-discovered  evidence  is  always 
a  matter  for  the  trial  court  and  in  its  discretion,  and  the  Court  of  Appeals  oi 
the  District  of  Columbia  will  not  review  the  decision  of  the  Commissioner  of 
Patents  upon  this  point,  except  where  it  appears  that  there  has  been  an  abuse 
of  discretion.    ^American  Stove  Company  v.  Detroit  Stove  Worke  et  ol.,  407. 

33.  Obiginautt— Evidence.— W.,  who  was  a  manufacturer  el  dnsteraockets, 

entered  into  a  contract  with  D.,  whereby  he  was  to  furnish  such  sockets  to* 
D.  and  to  no  other  manufacturer,  and  D.  was  to  push  the  ade  of  the  same. 
There  was  a  demand  for  an  improved  form  of  socket,  and  W.  coostiucted 
such  a  device  embodying  the  issue  in  August,  1902,  which  he  testified  he 
showed  to  D.  HeM  that  this  testimony  in  view  of  the  relation  between  the 
parties  and  in  the  absence  of  an  unequivocal  denial  by  D.  is  suffid«it  to 
establish  such  disclosure.    *  Weeke  v.  Dale,  412. 

34.  Rbopening  to  Include  Eaeube  Appucation6— Res  Adiudicata. — ^Whece 

an  interference  had  been  decided  adversely  to  C.  upon  the  ground  that 
although  first  to  conceive  he  had  concealed  the  invention  and  had  thereby 
lost  his  rights  to  a  patent  under  the  doctrine  stated  i^  Jtoon  v.  Bepkum 
(C.  D.,  1808,  610;  84  0.  6.,  147,)  and  it  is  alleged  that  it  was  found  after  the 
termination  of  the  interference  that  an  earlier  application  by  C.  diacloeed 
the  invention  in  issue.  Held  that  such  circumstances  do  not  justify  the 
reopening  of  the  interference  to  include  said  earlier  application^  since  the 
alleged  newly-discovered  evidence  is  such  as  might  have  beefi  utilised  in 
the  original  interference,  and  that  for  this  reason  the  case  is  res  o^rmKosfa 
under  the  doctrine  stated  in  Blaekfard  v.  Wilder  (C.  D.,  1907,  401;  127  O.  G., 
1255,)  and  Honne  v.  Wende  (C.  D.,  1907,  615;  129  O.  O.,  28SB.)  CuOer  v. 
Hail,  157. 
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35.  OuonrAuiT— Admission  of  Pbior  iKVBNnoN  bt  Anothxr.— The  testimony 

of  a  party  to  an  interference  that  he  devised  a  removable  metallic  plate  for  a 
specified  purpose  after  he  had  received  the  suggestion  of  a  third  party  through 
the  opposing  party  of  a  removable  plate  covered  with  cloth  for  the  same  pur- 
pose is  equivalent  to  an  admission  that  the  opposing  party  was  first  in  posses- 
sion of  the  invention  in  issue  covering  a  removable  surface  or  plate  broadly 
and  also  a  metallic  removable  plate  for  such  purpose.    *Bauart  v.  PM,  428. 

36.  Testimont — Lbttxrs  Rooatort. — ^The  fftct  that  a  witness  is  not  an  employee 

of  the  party  calling  him  and  cannot  leave  his  employment  for  a  sufficient 
time  to  come  to  the  United  States  to  testify  is  sufficient  to  warrant  the  issuance 
of  the  letters  rogatory  to  take  his  testimony  in  a  foreign  country.  Lowry  v. 
Ruping,  165. 

37.  Right  to  Make  Claocs— Rulb  130. — Where  a  party  to  an  interference  does 

not  bring  a  motion  to  dissolve  on  the  ground  that  his  opponents  have  no  right 
to  make  the  claims  and  no  showing  is  made  why  such  a  motion  was  not  brought, 
he  is  not  entitled  to  urge  the  question  under  the  provision  of  Rule  130;  but 
the  fatct  that  such  a  motion  was  not  brought  does  not  prevent  the  tribunals  of 
the  Office  from  considering  the  question  of  their  own  motion  when  it  appears 
that  one  or  more  of  the  parties  have  no  rigjht  to  make  certain  of  the  claims. 
Smith  V.  Foley  v.  Andenon  v.  Smithy  210. 

38.  TxsTiMOMT. — Where  a  witness,  testifying  as  to  disclosure  of  the  invention 

admits  tiiat  he  is  testifying  solely  from  memory  as  to  a  disclosure  alleged  to 
have  been  made  inany  years  previously  and  that  he  cannot  recall  the  details 
of  the  invention  nor  remember  any  disclosure  except  this  one,  though  many 
were  called  to  his  attention  about  the  same  time,  his  testimony  is  insufficient 
to  establish  that  such  disclosure  was  made.    Id, 

39.  PuoRrrr.—The  testimony  considered  and  Edd  to  afford  no  ground  for  dis- 

turbing the  award  of  priority  to  Foley  and  Anderson.  *Sfnith  v.  Foley 
et  al.,  501. 

40.  RxDUcnoN   TO  Practicb — Lack  of   Diugbnck.— Where  it  appears   that 

Kinsman  installed  mechanism  embracing  part  of  the  issue  in  1890  which  was 
experimental  in  its  nature  and  found  to  be  unsuccessful,  and  immediately 
thereafter  unsuccessfully  tested  a  second  experimental  device,  and  in  1802 
and  1803  installed  a  system  embodying  the  invention  which  after  being  used 
for  several  months  was  taken  out  and  discarded,  and  no  further  evidence  of 
activity  on  the  part  of  Kinsman  was  shown  prior  to  the  filing  of  his  application 
in  December,  1903,  which  was  subsequent  to  the  time  Kintner  entered  the 
field  and  reduced  the  invention  to  practice,  and  during  this  time  Kinsman 
was  active  in  experimenting  with  other  forms  of  invention,  JTeM  that  he  was 
lacking  in  diligence.    ^KintToan  v.  Kintner,  508. 

41.  Same— Same.— The  object  of  the  patent  laws  is  to  foster  and  protect  invention 

for  the  universal  benefit  of  mankind,  and  while  every  presumption  will  be 
resolved  in  favor  of  the  inventor  who  delays  filing  an  application  until  he 
has  perfected  his  invention,  the  object  of  the  law  would  be  lost  to  view  should 
we  permit  the  displacement  of  an  inventor  who  has  given  the  world  the  benefit 
of  his  discovery  by  one  who  has  permitted  his  invention  to  lie  dormant  for  a 
decade.    *Id. 

42.  Appeal  to  Court  on   Priority — Patentability  Not  Consioered. — The 

question  of  the  patentability  of  an  invention  is  not  one  for  determination  by 
the  court  of  appeals  upon  an  appeal  from  a  decision  on  priority.  *Mcll  v. 
Midgky,  512. 

43.  Same— Regularity  op  Commissioner's  Action. — After  an  adverse  decision 

by  the  Primary  Examiner  upon  a  inotion  to  dis.«»olve  decisions  on  priority 
were  rendered  by  the  Examiner  of  Interference)  and  the  Examiners-iq-Chief 
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and  appeal  was  taken  to  the  CommisBioner  of  Patents  from  the  latter  decisum. 
Pending  this  appeal  a  successor  of  the  Primary  Examiner  requested  jurisdic- 
tion of  the  interference  for  the  purpose  of  considering  the  patentability  of  the 
issue.  Such  request  was  granted,  and  the  Primary  Examiner  dissolved  the 
interference  upon  the  ground  that  the  issue  was  not  patentable.  Upon  peti- 
tion to  the  Commissioner  the  decision  of  the  Primary  Examiner  was  set  aside 
and  the  interference  was  restored  to  its  prior  condition  of  ^>peal  to  the  Com- 
missioner on  priority.  On  appeal  to  the  court  of  appeals  from  the  decision 
of  the  Commissioner  Held  that  the  regularity  of  the  action  of  the  Commissioner 
in  setting  aside  the  decision  of  the  Primary  Examiner  dissolving  the  inter- 
ference is  not  a  question  for  the  consideration  of  the  court.    *Id, 

44.  Alleged  Reduction  to  Practice— Dblat — Evidence  of  Abandoned 
ExPERiUENT.—A  delay  of  seven  years  by  an  inventor  after  an  aU^ged  reduc- 
tion to  practice,  during  which  time  he  was  active  in  developing  a  laige  num- 
ber of  other  inventions,  constitutes  convincing  evidence  that  the  aUe^ged 
reduction  to  practice  amounted  only  to  an  abandoned  experiment.  *  Moore 
V.  Hemttj  616. 

45:  ORiGiNALmr — Delay  in  Filino  Application. — ^Where  the  question  is  one  of 
originality  and  the  relation  of  employer  and  employee  exists  between  the 
parties,  the  fact  that  the  junior  party,  who  was  the  employee,  did  not  file  his 
application  till  nearly  a  year  after  he  knew  of  the  issuance  of  the  eenior 
party's  patent  and  has  given  no  excuse  for  such  delay  justifies  resolving  any 
doubt  as  to  who  was  the  origina|;or  of  the  invention  against  him.  ^MeKtUop. 
V.  Fetur,  526. 

46.  PRioRrrT — Diligence. — ^Where  the  inventor  of  an  apparatus  for  supporting 

insulating  overhead-trolley  conductors  which  are  utilised  for  supplying 
high- voltage  eneigy  to  high-speed  alternating-current  electric  railways  is  not 
in  a  position  to  make  an  actual  test  of  his  invention,  and  the  company  idiich 
employs  him  is  likewise  not  in  a  position  to  make  such  a  test,  he  cannot  be 
held  lacking  in  diligence  in  reducing  his  invention,  to  practice  between 
March,  1904,  and  December  2, 1904,  where  he  approached  a  railway  company 
in  March  and  endeavored  to  have  his  invention  tried  out,  ordered  an  instt- 
lator  which  was  one  of  the  essential  features  of  the  apparatua  and  received 
the  same  in  October,  procured  a  visit  from  the  officers  of  another  electric 
railway  company  in  September,  and  early  in  December  attached  a  crude  appa- 
ratus to  the  fence  in  the  factory  yard  to  see  how  it  would  appear  and  openta. 
*Mead  v.  Davis  arid  Vamey,  532. 

47.  Admission  of  Testixony  Filed  Late— Appeal.— No  appeal  will  be  enter- 

tained from  a  decision  of  the  Examiner  of  Interferences  granting  a  motioa  to 
admit  testimony  the  printed  copies  of  which  were  not  filed  within  the  time 
required  by  the  rule.    Blaekmore  v.  Hall,  248. 

48.  Appeal  on  PRioRrrr — Patentabilitt  op  Issue. — Where  in  an  interference 

in  which  the  junior  party  is  defeated  on  the  record  the  Primary  Examiner 
held  the  issue  patentable  and  the  Examiners-in-Chief  refused  to  make  a 
recommendation  that  the  same  is  not  patentable,  there  is  no  such  manifest 
error  as  will  warrant  the  consideration  of  this  question  upon  appeal  on  priority 
under  the  Commissioner's  superviswy  authority     MofaU  v.  Weiu,  252 

49.  Orioinauty— Evidence— Alleged    Disclosure    to   Opposino    Pajett 

Through  Agent.- Where  the  junbr  party  testified  that  he  discloeed  the 
invention  to  the  senior  party,  through  the  latter's  agent,  which  is  denied  by 
the  senior  party,  the  failure  of  the  senior  party  to  call  the  agent  to  corrob- 
orate his  testimony  does  not  raise  a  presumption  in  favor  of  the  junior  party 
.  ,of  sufficient  force  to  dispense  with  proof  to  corrob<»ate  his  ail^gationa. 
t  V.  Fes$enden,  255.  ^  t 

Digitized  by  VjOOQ  IC 


DIGEST  OF  DECISIONS.  635 

50.  Redeclaration— MonoN  to  Dissolve  bt  Original  PARTT.--The  redeclara- 

tion of  an  interference  for  the  purpose  of  adding  another  party  thereto  does 
not  give  the  right  to  one  of  the  original  parties  to  hring  a  motion  to  dissolve 
within  thirty  days  after  such  redeclaration,  raising  questions  which  might 
have  been  raised  in  the  interference  as  originally  declared.  The  time  for 
bringing  such  motions  expired  at  the  end  of  the  thirty-day  period  following 
the  original  declaration.     Tovmsend  v.  Ehret  v.  Young  v.  Struble,  261. 

51.  Appeal  on  PRioRrrr— Merits  of  Judgment  Not  Contested. — ^^llere  an 

appeal  from  a  decision  on  priority  does  not  question  the  propriety  of  such 
decision,  but  merely  seeks  a  ruling  on  questions  previously  considered  by 
the  CommiBslbner  on  interlocutory  appeals,  relief  will  be  refused.  Smith  v. 
JrioTM/,  266.  . 

52.  Originautt. — ^Evidence  considered  and  Held  sufficient  to  show  that  the 

junior  party  originated  the  invention  in  issue  and  disclosed  the  same  to' the 
senior  party.     Weston  v.  Benecke,  266. 

53.  Same — Doctrine  op  Concealment  Inapplicable. — ^Where  it  is  found  that 

one  of  two  interfering  parties  originated  the  invention  in  issue  and  dis- 
closed the  same  to  the  other,  the  doctrine  of  forfeiture  of  the  right  to  a  patent 
by  concealment  does  not  apply.    Id. 

54.  Redeclaration — ^Motion  bt  Assignee  of  One  of  the  Original  Par- 

ties— ^Transmission  Refused.— The  interference  was  originally  declared 
between  A.  and  B.  and  was  afterward  redeclared  to  include  the  application 
of  C,  the  assignee  of  A.  Held  that  a  motion  to  dissolve  brought  by  C.  on  the 
grounds  that  the  issue  is  not  patentable  and  that  B.  has  no  right  to  make  the 
claims  will  not  be  transmitted,  since  C.  had  an  opportunity  to  bring  such  a 
motion  as  A.'s  assignee.     Totmsend  v.  Thullen  and  TkuJlen  v.  Youngs  269. 

55.  Access  to  Application.— A  party  to  an  interference  is  not  entitled  to  see 

the  parent  application  of  a  patent  of  the  opposing  party  referred  to  in  his 
preliminary  statement  when  it  does  not  appear  that  the  opposing  party  is 
relying  on  such  parent  application  to  establish  a  date  of  constructive  reduc- 
tion to  practice.    Babeock  v.  Pickard  v.  AshUm  and  Cwrlit,  284. 

56.  Priority. — The  evidence  considered  and  Held  to  show  that  Z.  reduced  the 

invention  to  practice  prior  to  the  earliest  date  claimed  by  H.,  and  therefore 
priority  was  properly  awarded  to  Z.    Zimmer  v.  Horton,  2%. 

57.  Same — Concealment. — An  application  was  filed  by  £.  and  D.,  and  an  inter- 

ference was  declared  between  it  and  a  patent  to  H.  Thereafter  an  appli- 
cation was  filed  by  Z.,  which  was  added  to  the  interference.  E.  and  D.'s 
and  Z.'s  applications  were  assigned  to  the  same  party,  and  £.  and  D.  con- 
ceded priority  to  Z.  It  appeared  Z.'s  application  was  filed  more  than  two 
yean  after  his  device  was  built  and  tested.  Held  that  these  facts  do  not 
bring  the  case  within  the  doctrine  of  Mason  v.  Hepburn,  as  Z.'s  device  was 
tested  in  shops  open  to  the  public,  and  the  filing  of  the  application  of  £. 
and  D.  negatived  any  intention  on  the  part  of  the  assignee  to  abandon  the 
invention.  Id. 
INVENTION.  See  Concealment  of  Invention;  Construction  of  Claims,  1,  2;  Delay 
in  Claiming  Invention;  Employer  and  Employee;  Infringement;  Patentability; 
Priority  of  Invention;  Substitution  of  Material, 
1.  PATENTABiLrrv— Novelty— Anticipation.— ^«W  that  a  method  of  covering 
playing-balls  consisting  of  knitting  separately  a  wrapper  leaving  a  slit  therein, 
inserting  a  deflated  rubber  ball  through  said  slit,  closing  the  slit  by  meshes 
of  the  same  material  as  that  forming  the  cover,  and  finally  inflating  the  ball  is 
anticipated  by  certain  patents  showing  the  idea  of  covering  inflated  rubber 
balls  with  a  crocheted  or  knitted  cover  and  another  patent  which  contains 
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the  idea  of  inserting  a  deflated  ball  in  a  cover,  inflating  the  ball,  and  then 
closing  the  aperture.    ^In  re  Droop,  323. 

2.  Samb— PROcxse—PHiNTiNa  Aniun-Black.— Where  it  is  old  in  the  art  of 

dyeing  to  fix  anilin-black  upon  vegetable  textile  fabrics  by  a  two-step  process 
consisting  in  treating  the  fabric  with  salt  of  anilin  alone  and  with  an  oxidizing 
salt  mixed  with  a  compound  containing  a  catalytic  agent  and  it  was  old  to 
print  textile  fabrics  in  two-step  processes.  HM  that  to  apply  to  the  two-step 
printing  process  the  selection  of  ingredients  theretofore  used  in  dyeing  did 
not  arise  to  the  dignity  of  invention.    *In  re  ChoMe  and  McKetme,  441. 

3.  Samb— Double  Spots  for  Bowuno-Allbts.— Where  it  was  old  to  provide 

spots  in  a  bowling-alley  to  insure  the  accurate  setting  <rf  the  pins,  claims  cov- 
ering two  series  of  spots,  one  within  the  other,  thereby  to  insure  the  correct 
setting  of  different  kinds  of  pins  having  different-sixed  bases,  not  limited  to 
any  mechanical  construction,  set  forth  nothing  which  involves  the  exercise 
of  the  inventive  faculty.    *In  re  MUane^  179. 

4.  Samb-— Combination— Anticipation  .—The  mere  combination  of  articles  dis- 

closed in  two  former  patents  will  not  constitute  invention  unless  it  results  in 
producing  a  new  and  useful  article  not  applied  by  those  familiar  with  the  state 
of  the  art.  A  patent  should  not  be  issued  when  the  alleged  invention  is  a 
mere  modification  of  the  principle  involved  in  former  inventions  or  discov- 
eries.   *In  re  Faber,  481. 

5.  Same — Double  Use. — ^The  mere  combining  of  an  ordinary  caUdng  to<d  or 

blade  with  an  automatically-operating  pneumatic  hammer  which  .is  adapted 
to  be  controlled  and  adjusted  by  hand  amounts  to  nothing  more  than  an 
obvious  double  use  that  would  naturally  occur  to  one  skilled  in  the  art  with 
mind  directed  to  cheapening  the  cost  of  ship-calking  and  does  not  rise  to  the 
dignity  of  invention.    *In  re  Mown,  490. 

6.  Same — Pbintbd  Matter — Non-Invention. — A  claim  for  a  guaranty  credit 

book  having  certain  designated  columns  for  certain  entries  Held  to  involve 
no  invention  over  the  prior  art  which  disclosed  the  general  scheme,  the  only 
di£ference  being  the  addition  of  certain  columns  for  the  purpose  of  keeping  an 
account  of  liquidated  damages.    */n  re  Taylor,  518. 

7.  Same — Process.— A  claim  for  a  process  of  forming  metal  rings  which  diffen 

from  the  references  merely  by  the  statement  that  a  bead  is  formed  centrally  of 
the  blank  Held  unpatentable.    */n  re  WkUe,  528. 

8.  Same — Same— Function  op  Machine. — A  claim  for  a  process  Hdd  unpatent- 

able when  it  does  not  appear  that  said  process  can  be  carried  out  by  any  other 
means  than  that  invented  for  such  purpose  by  appellant  and  for  which  he  has 
obtained  a  patent.    *Id. 

IRREGULARITY  IN  DECLARATION  OF  INTERFERENCE.    See  InUrfererux, 
20;  Motion  to  Dissolve  Interference,  13. 

JOINT  INVENTORS. 

Intbrperence — Priortty. — ^The  question  of  the  joint  inventorship  of  one  of  the 
parties  to  an  interference  is  not  one  that  can  be  considered  in  an  interference 
proceeding  and  a  motion  to  take  testimony  on  the  question  will  not  be  granted. 
Pickard  v.  Ashton  and  Curtis,  238. 

JUDGMENT  ON  THE  RECORD.    See  Interference,  15,  16;  Prelvminmy  Staiement, 
9,  10;  Reopening  of  Interference, 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS. 

Appeal  and  Error — Decision  by  Court  op  Appeals. — ^A  decision  by  the 
Court  of  Appeals  of  the  District  of  Columbia  in  an  interference  proceeding 
which  leaves  no  question  open  for  further  consideration  relating  to  priority  of 
invention  terminates  the  interference  proceeding,  and  the  Comnussioner  of 
Patents  is  without  jurisdiction  thereafter  to  entertain  a  motion  by  the  losing 
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party  to  diBBolve  the  interference  on  the  ground  that  the  court  held  that  the 
opposing  party  was  not  entitled  to  a  patent  by  reason  of  his  having  secured 
a  f oreigir  patent  for  the  ssme  invention  on  an  application  filed  more  than  the 
statutory  period  prior  to  the  filing  of  the  application  in  this  country.  Oue- 
niffety  BenoUf  and  Nicault  v.  Widonohny  108. 

JURISDICTION  OP  THE  COURT  OP  APPEALS  OF  THE  DISTRICT  OP 
COLUMBIA.    See  Interference,  21. 

JURISDICTION  OF  THE  COURT  OP  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  OVER  PRACTICE  IN  THE  PATENT  OFFICE. 
Intbsfbrxncbs.— The  Court  of  Appeals  of  the  District  of  Columbia  has  no  origi- 
nal jurisdiction  to  direct  and  supervise  the  administration  of  the  affairs  of  the 
Pfeitent  Office  and  a  petition  that  the  Comminioner  of  Patents  be  instructed 
to  allow  a  party  to  an  interference  to  take  testimony  denied.  *De  Ferranti  v. 
Lindmark,  546. 

JURISDICTION  OF  THE  EXAMINER  OF  INTERFERENCES.    See   Trade- 
Marks,  34,  61. 

JURISDICTION  OFTHEEXAMINEROFTRADE-MARKS.    See  TnuU-Matke,  34. 

JURISDICTION  OP  THE  EXAMINERS-IN-CHIEP.    See   MotUm  to  Suppress 
Testimony  f  2. 

JURISDICTION  OF  THE  SECRETARY  OF  THE  INTERIOR  OVER  THE  COM- 
MISSIONER  OP  PATENTS.    See  Renewal  of  Forfeited  ApplicaiionSy  4. 

LABELS.    See  Trade- Marks,  SI,  1(^. 

Rbfusbd  Reoi8tration--Lbobnd  "Guabantebd  Undbbthb  Food  and  Dbuqs 
Act,  Junb  30, 1906,"  Unqualifibd.— Br<(f  that  a  label  should  be  refused  reg- 
istration where  the  legend  "  Guaranteed  under  the  Food  and  Drugs  Act,  June 
30,  1906,"  is*  so  used  as  to  be  likely  to  indicate  that  the  merchandise  upon 
which  the  label  is  used  is  guaranteed  by  the  Government.  Ex  parte  Tennessee 
Brewing  Company,  227. 

LACHES.    See  Construction  of  Statutes,  9;  Trade-Marks,  91. 

LETTERS  ROGATORY.    See  Interference,  36. 

LICENSES.    See  Access  to  Pending  Applications,  1;  Assignments:  Grant  of  Patent, 

LIMITATION  OF  CLAIMS.    See  Construction  of  CUrims,  3. 

LIMIT  OF  APPEAL.    See  Interference,  10,  30;  Motion  to  Amend  Preliminary  State- 
ment, 3;  Motion  to  Dissolve  Interference,  2;  Trade- Marks,  51. 

LIMIT  OF  TIME.    See  Motion  to  Amend  Applications,  1 ;  Motion  to  Dissolve  InUrfer- 
ence,  1,  14;  Preliminary  Statement,  2,  4;  Trade-Marks,  40. 

MANDAMUS. 

Pbopbrlt  Invoked  for  Emforcbment  of  Dbcision  op  Prdcart  Examinbr.— 
Where  a  Primary  Examiner  on  a  motion  to  dissolve  decides  that  one  of  the 
parties  has  no  ri^t  to  make  the  claims  of  an  interference  issue  and  such 
party,  after  filing  an  appeal  from  such  decision,  fails  to  prosecute  the  same 
and  abandons  it,  such  judgment  becomes  final  and  binding  upon  the  parties, 
and  mandamus  is  the  proper  proceeding  to  secure  the  enforcement  of  such 
judgment  and  a  vacation  of  any  subsequent  ex  parte  or  inter  partes  proceedings 
adjudicating  the  same  question  or  based  upon  such  an  adjudication.  *  United 
States  of  America,  ex  reL  The  Newcomh  Motor  Company  v.  Moore,  Commis- 
sioner of  Patents,  332. 

MERITS  OF  THE  CASE.    See  Abandonment  of  Applications,  3;  AmendmenU,  3. 

MISREPRESENTATION.    See  Trade-Marks,  69,  70,  71. 

MOTION  TO  AMEND  APPLICATIONS.    See  Interference,  7,  8, 14. 

1.  Interfbrencb— Motions  Under  Rulb  109— Pbacticb.— Where  a  motion  to 
amend  under  Rule  109  by  the  addition  oi  two  claims  was  transmitted,  the  Pri- 
mary Examiner  properly  refused  to  consider  two  other  claims  presented  for 
the  first  time  at  the  hearing  of  the  motion.    Matties  v.  Lsengwortky^  17. 
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2.  Samb— Same— Dblat  in  Brinoing.— A  motion  to  amend  under  Rule  109 

brought  after  the  thirty  days  allowed  by  the  rules  and  accompanied  by  no 
excuse  for  the  delay  is  entitled  to  no  consideration  and  should  not  be  trans- 
mitted.   Id. 

3.  Same — ^Transmission. — A  motion  to  amend  the  specification  of  an  application 

involved  in  an  interference  for  the  purpose  of  curing  an  alleged  etror  therein 
should  not  be  transmitted.     Wheeler  v.  PalmroSj  69. 
MOTION   TO   AMEND   PRELIMINARY   STATEMENTS.    See  Amendment   to 
PreliTrvinary  Statement;  Preliminary  Statement. 

1.  Delay  in  Brinoino. — ^A  motion  to  amend  a  preliminary  statement  should 

be  brought  promptly  after  the  discovery  of  the  facts  on  which  the  motion 
is  based,  and  delay  in  bringing  the  motion  is  a  sufficient  ground  for  denying 
it.    Fhyd  v.  Rohlfingy  82. 

2.  Based  on  Testimont — DsFiNrrENESs. — ^Where  a  motion  to  amend  a  pre- 

liminary statement  is  based  upon  testimony  taken  in  the  case,  it  is  indefinite 
if  it  faiils  to  point  out  the  particular  parts  of  the  testimony  upon  which  reliance 
is  placed.    Id, 

3.  Appeals. — Since  the  granting  of  a  motion  to  amend  a  preliminary  statement 

will  injure  the  opposing  party  only  so  far  as  his  case  will  be  prejudiced  by 
evidence  showing  the  true  state  of  facts,  a  limit  of  appeal  should  be  set  by 
the  Examiner  of  Interferences  in  his  decision  on  such  motions  only  when  he 
denies  the  motion.    Smith  and  Wickea  v.  Emenon  v.  Sanderi^  97. 

4.  Reconsideration  After  DsasiON  bt  the  Commissioner. — Where  a  motion 

to  amend  a  preliminary  statement  has  been  denied  by  the  Examiner  of 
Interferences  and  his  decision  aflSrmed  on  appeal,  it  should  not  be  recon- 
sidered in  the  absence  of  any  additional  showing  as  to  the  grounds  on  which 
it  was  denied.    Dywn  v.  Land  v.  Dunbar  v.  Browne^  99. 

5.  After  Testimony.— Where  during  the  taking  of  testimony  notice  was  given 

by  counsel  for  W.,  in  connection  with  an  answer  of  a  witness  as  to  the  date  of 
disclosure,  of  an  intention  to  present  a  motion  for  leave  to  amend  W.'s  pre- 
liminary statement.  Held  that  such  notice  is  insufficient  to  warrant  amend- 
ment of  the  statement  to  change  the  allegation  of  making  a  model  to  an  allega- 
tion of  reduction  to  practice  at  such  date.  Kent  v.  WiUon  v.  Jeffery  and 
Jeffery,  288. 

6.  Same— Delay  in  Bringing  Motion. — Where  counsel  for  W.  was  apprised 

of  the  facts  which  W.  expected  to  prove  as  early  as  September  23, 1908,  and  the 
testimony  in  behalf  of  W.  was  filed  in  the  Patent  Office  on  October  9,  1908, 
but  the  motion  to  amend  the  preliminary  statement  was  not  filed  until 
October  30,  Held  that  in  the  absence  of  sufficient  excuse  the  delay  in  filing 
the  motion  warrants  the  denial  of  the  motion.  Id. 
MOTION  TO  DISSOLVE  INTERFERENCE.  See  Interference,  1,  2,  3, 4,  8,  18, 20, 
22,  23,  37,  43,  50,  64;  Jwriidktion  of  the  Commissichter  ofPatenta;  Marukanue: 
Trade-Marks,  9,  34,  131, 132;  Tranemission  of  Motions. 

1.  Time  for  Bringing.— A  party  may  under  Rule  122  wait  till  the  thirtieth  day 

after  the  approval  of  the  preliminary  statements  to  bring  a  motion  to  dissolve: 
but  if  he  brings  it  before  the  thirtietli  day  he  waives  his  right  to  the  remainder 
of  the  period.    Rockstroh  v.  Wamock,  10. 

2.  Amended  Motion— Transmission.— Where  a  party  acting  in  good  Eaith  files 

a  motion  which  is  held  to  be  indefinite  and  an  amended  motion  curing  the 
informalities  is  promptly  filed  within  the  limit  of  appeal  set  from  the  previous 
decision,  the  amended  motion  should  be  transmitted.    Id. 

3.  Same — Experimental  Prosecution.— A  party  cannot  be  permitted  to  prose- 

cute a  case  experimentally,  and  where  the  amended  motion  does  not  cure 
the  informalities  pointed  out  in  the  first  decision  a  third  motion  is  entitled  to 
no  connderation.    Id.  -  o 
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4.  Dblat  in  Filing — ^Tban8XI88ion;~A  delay  of  Beven  weeks  in  the  filing  of  a 

motion  to  dissolve  will  not  be  excused  on  a  showing  that  counsel  called 
applicant's  attention  to  the  advisability  of  filing  the  motion,  that  it  was  appli- 
cant's intention  to  visit  Washington  for  the  purpose  of  consulting  his  attorney 
regarding  the  motion,  but  that  before  a  meeting  could  be  arranged  business 
of  great  importance  called  him  to  other  places,  especially  in  view  of  a  vigorous 
protest  by  the  opposing  party  against  delay  and  a  showing  that  such  delay 
would  result  in  hardship  to  him.    Blaekmore  v.  Hall,  60. 

5.  Same — Same.— The  fact  that  an  appeal  had  been  taken  from  a  decision  refusing 

to  transmit  a  former  motion  to  dissolve  and  that  applicant  was  awaiting  a 
decision  thereon,  Held  insufficient  to  excuse  delay  in  bringing  a  second 
motion.    Papendell  v.  Bunnell  v.  ReizensUin  v.  Gaitnian  v.  Gillette^  57. 

6.  Delay  in  Brinqinq. — ^The  pendency  of  a  motion  to  shift  the  burden  of  proof 

is  no  excuse  for  the  delay  in  bringing  a  motion  to  dissolve.  Price  v.  Black- 
more,  72. 

7.  Res  Adjudicata. — A  decision  refusing  to  dissolve  an  interference  on  the 

ground  of  res  adjudicata  is  a  favorable  decision  on  the  merits  and  will  not  be 
reviewed  on  appeal.    (Rule  124.)    Degen  v.  Pfadi,  73. 

8.  Transmission. — ^A  motion  to  dissolve  based  on  the  defectiveness  pf  the  oath 

filed  by  the  opposing  party  should  not  be  transmitted,  as  it  is  well  settled  that 
the  matter  of  a  proper  oath  is  an  er  parte  one  and  furnishes  no  ground  for 
dissolution.    Rowe  v.  Bririkmann,  75. 

9.  Same. — A  motion  alleging  that  the  opposing  party  has  no  right  to  make  the 

claims  on  account  of  informality  of  his  specification  is  too  indefinite  to  be 
transmitted.    Id. 

10.  Party's  Right  to  Question  His  Own  Right  to  Make  Claims. — \Mieie  an 

applicant  adopted  claims  suggested  under  Rule  96  from  another  application, 
a  motion  to  disslove  filed  by  him  alleging  that  he  has  no  right  to  make  such 
claims  is  proper,  and  the  same  should  be  transmitted  to  the  Primary  Exam- 
iner. (Miller  v.  Perham,  C.  D.,  1906,  157;  121  0.  G.,  2667,  and  Martin  v. 
Mullin,  C.  D.,  1907,  119;  127  0.  G.,  3216,  modified;  doctrine  of  Eichelberger 
vnd  HUmer  v.  DUlim,  C.  D.,  1907,  230;  129  O.  G.,  3161,  extended.)  Herms- 
dofrfw,  Drigge  v.  Sdmeider,  94. 

11.  Transmission. — A  motion  to  dissolve  filed  late  and  based  on  alleged  admis- 

sions in  a  motion  filed  by  the  opposing  party  will  not  be  transmitted.  Ellis 
V.  Schroeder  v.  Allen,  146. 

12.  Same.— A  motion  to  dissolve  on  the  ground  of  non-patentability  based  on 

patents  granted  on  applications  filed  subsequently  to  the  date  of  invention 
alleged  by  one  of  the  parties  to  the  interference  in  his  preliminary  statement 
should  not  be  transmitted.  Raymond  v.  Kitselman  v.  Sommer  et  al.  v.  Clau- 
din,  153. 

13.  Same. — ^A  motion  to  dissolve  on  the  ground  of  irregularity  in  declaration  will 

not  be  transmitted  where  it  appears  that  the  basis  of  this  ground  is  that  the 
other  party  has  no  right  to  make  the  claims  corresponding  to  the  issue.  Skin- 
ner V.  Carpenter,  164.  ^ 

14.  After  Notice  Under  Rule  114 — ^Transmission. — Where  in  answer  to  an 

order  issued  under  Rule  114  against  a  junior  party  to  an  interference  to  show 
cause  why  judgment  should  not  be  rendered  against  him  such  party  presents 
a  motion  for  dissolution  alleging  non-patentability  of  the  issue,  it  is  incum- 
bent upon  him  to  comply  strictly  with  the  provisions  of  Rule  122,  and  such  a 
motion  filed  after  the  expiration  of  the  thirty  days  allowed  by  the  rule  should 
not  be  transmitted  in  the  absence  of  a  very  satiFfactory  showing  of  reasons* 
why  it  was  not  earlier  presented.     liifder  v.  Brown  v.  Tripp  and  Mr  Means  v. 

White.  233.  C^r^nin]^ 
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15.  Transmission.— A  motion  to  dissolve  an  interference  on  the  ground  that  one 

of  the  parties  thereto  had  no  right  to  make  the  claims  of  the  issue  in  an  earlier 
application  of  which  the  application  in  issue  was  stated  in  the  declaration 
to  be  a  division  raises  a  question  relating  to  the  burden  of  proof  and  should 
not  be  transmitted.     Toumsendy.  Ehret  v.  Young  v.  StrubUj  261. 

16.  Delay-— Excuse  Insufficient.— The  fact  that  the  Primary  Examiner  dis- 

covers a  reference  and  brings  it  forward  of  his  own  motion  in  a  companion 
interference  is  no  excuse  for  the  delay  of  a  party  in  bringing  a  motion  to  dis- 
solve based  on  such  reference  where  it  does  not  appear  that  the  same  could 
,  not  have  been  discovered  in  time  had  diligence  been  exercised .    Id. 

17.  Prior  Motion — Res  AdfUDiCATA.— Where  a  motion  to  dissolve  an  inter- 

ference is  brought  in  the  name  of  an  assignee  and  such  assignee  afterward 
files  an  application  for  the  invention  and  is  included  in  the  same  interfer- 
encO)  he  is  precluded  from  bringing  a  motion  in  his  name  to  dissolve  such 
interference  which  alleges  either  the  same  ground  that  was  previously  raised 
or  any  groimd  which  might  have  been  raised  in  the  previous  motion. 
Tovontend  v.  Ehret  v.  Young  v.  StruhU,  263. 

MOTION  TO  SHIFT  BURDEN  OF  PROOF.  See  Interference,  29;  Motion  to  Di^ 
9olve  Interference  y  6. 

MOTION  TO  STRIKE  OUT  TESTIMONY.    See  TeHtmony,  6. 

MOTION  TO  SUPPRESS  TESTIMONY.    See  Trade-Marks,  10. 

1.  Appeal  from  Decision  of  the  Examiner  of  Interferences.-— Where  the 

Examiner  of  Interferences  in  his  decision  on  priority  decided  a  motion  to 
suppress  testimony,  Held  that  an  appeal  from  that  decision  will  not  be  con- 
sidered until  the  case  comes  before  the  Commissioner  on  appeal  on  priority. 
Dywn  V.  Land  v.  Dunbar  v.  Brovone,  99. 

2.  Same— Jurisdiction  of  the  Examiners-in-Chief.— The  Examiners-in-Chief 

have  jurisdiction  to  pass  upon  the  correctness  of  the  action  of  the  Examiner 
of  Interferences  in  suppressing  testimony  and  to  consider  the  same  if  in  their 
opinion  it  should  not  have  been  suppressed.    Id. 

MUSICAL  COMPOSITIONS.    See  Copyright,  2. 

NAME  OF  APPLICANT.    See  Trade- Marks,  25,  83,  88. 

NEGLIGENCE.    See  Preliminary  Statement,  4,  5. 

NEW  APPLICATION. 

Patentabiuty — Second  Application — Res  Adjudicata. — Wliere  an  applicant 
after  having  been  refused  a  patent  by  the  Commissioner  on  appeal  presented 
a  new  application  containing  claims  differing  from  those  of  the  earlier  appli- 
cation in  phraseology  rather  than  in  meaning,  Held  that  such  differences  or 
any  changes  merely  broadening  claims  that  have  been  once  determined  do 
not  affect  the  conclusiveness  of  the  former  adjudication  and  that  the  subject- 
matter  was  res  adjudicata.    *In  re  Edison,  327. 

NEW  MATTER.    See  Reissue  Applications,  2. 

NEWLY  DISCOVERED  EVIDENCE.    See  Interference,  32. 

NOTARY  PUBLIC.    See  Construction  of  Statutes,  8;  Trade-Marks,  108,  100. 

NOTICE  OF  MOTION.    See  Interference,  19. 

OATH.    See  Motion  to  Dissolve  Interference,  8;  Supplemental  Oath. 

Delay  in  Completing  Application — New  Oath  Requirfd. — ^WTiere  a  petition, 
oath,  specification,  and  drawing  were  filed  in  the  Office  on  a  certain  date, 
but  the  fee  was  not  paid  until  over  four  months  later,  a  new  oath  was  properly 
lequired.    Ex  parte  Miller,  286. 

OLD  DEVICES.    See  Reduction  to  Practice,  9. 

OPERATIVENESS.    See  Interference,  17,  27;  l^reliminary  Statement,  11. 
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OPPOSITION  TO  REGISTRATION.  See  Trade- Maria,  16,  17,  18,  23,  24,  25,  26, 
27,  28,  29,  SO,  34, 40, 43, 50,  51,  62,  63,  65,  60,  61,  62,  63, 69,  70,  71, 89, 90, 91, 
100, 101, 108, 109,  119, 120,  125,  134,  136,  138,  139. 

OPINION  OF  THE  ATTORNEY-GENERAL.  See  Renewal  of  Forfeiud  Applica- 
tiom,  4. 

ORAL  TESTIMONY.    See  Evidence,  1;  Trade-Marks,  79. 

ORDER  TO  SHOW  CAUSE.    See  PreKminarff  Statement,  9,  10. 

ORIGINALITY.    See  Interference,  46. 

ORIGINATOR.    See  Trade-Marks,  89. 

OWNERSHIP.    See  Trade-Marks,  11,  76,  89, 135. 

PARTIES  IN  INTEREST.    See  Aeeeu  to  Pending  Applieatwns, 

PATENTABILITY.  See  Interference,  42, 43, 48;  Invention;  Motion  to  Dissolve  Inter- 
ference, 12, 14;  New  AppHoation;  Substitution  of  Material. 

1.  Invkntion— Boz-LiNBR.— A  claim  for  a  removable  box-liner  conflisting  of  a 

sheet  of  paper  cut  in  the  shape  of  a  croes,  creased  at  the  junction  of  the  arms, 
and  having  lacework  ornamentation  attached  to  the  arms  is  lacking  in  pat- 
entable novelty  in  view  of  the  prior  art,  which  discloses  the  use  of  one-piece 
removable  liners  and  the  use  of  non-removable  liners  bordered  with  lace- 
work.   *In  re  Warren,  361. 

2.  CoNNBCTiNO  Parts  bt  Castino.— Where  a  claim  coven  a  lathe  structure 

comprising  a  pair  of  uprights  and  a  bed  consisting  of  two  sections  of  shafting 
arranged  one  above  the  other,  said  sections  having  their  ends  cast  or  embedded 
in  the  uprights.  Eeld  that  there  is  nothing  patentable  in  the  idea  of  casting 
the  ends  of  the  cross-bars  into  the  uprights.    *In  re  Sheldon,  465. 

3.  Anticipation — Non-Analoqous  Akts.— A  lathe  having  a  bed  consiBting 

of  two  horizontal  bars  arranged  one  above  the  other  is  not  anticipated  by  a 
drill-frame  having  two  vertically-arranged  bare,  the  two  devices  having 
different  functions  and  belonging  to  remote  arts.    *Id. 

4.  Appbal  to  Court  on  PiuoRiTY.—The  question  of  the  patentability  of  an 

invention  is  not  one  for  determination  by  the  court  of  appeals  upon  an 
appeal  from  a  decision  on  priority.    ^Mellir,  Midgley,  512. 

PATENTEE  AND  APPLICANT.    Bee  Burden  of  Proof 

PATENT  INADVERTENTLY  GRANTED.    See  Burden  of  Proof;  Patent  Rights,  2. 

PATENT  RIGHTS. 

1.  Vbstbd  Rights.— a  patent  constitutes  a  contract,  but  no  vested  right  of 

which  the  appl^nt  for  patent  cannot  be  deprived  is  acquired  under  the 
preliminary  proceedings  leading  to  its  issuance,  and  a  statute  passed  while 
an  application  is  pending  will  apply  to  such  a  case  as  well  as  to  cases  filed 
after  its  passage  unless  it  especially  provider  for  the  protection  of  pending 
cases.    *De  Ferranti  v.  Lindmark,  363. 

2.  Inadvbrtbntlt-Granted  Paten-t—Rioht  of  Patentee.— A  patentee  whose 

patent  issues  while  the  application  of  another  party  for  the  same  invention 
is  pending  in  the  Patent  Office  acquires  as  against  that  other  party  no  rights 
by  the  issuance  of  the  patent.    *Id, 
PAYMENT  OF  FINAL  FEES. 

1.  Final  Fbe— Delay  in  Filing — Not  Accepted.— A  final  fee  which  was 
inclosed  in  a  letter  registered  at  a  substation  of  the  post-office  of  Washington, 
D.  p.,  at  about  half-past  ten  o'clock  of  the  last  day  for  payment,  but  which 
was  not  delivered  to  the  Office  until  the  second  day  thereafter  because  of 
an  intervening  holiday,  will  not  bo  accepted  and  applied,  as  it  was  filed 
outside  of  the  period  fixed  by  law.    Ex  parte  Dempsey,  39. 
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2.  Postal  Authorities  Agents  of  Sender.-— The  postal  authorities  are  the 

agents  of  the  sender  and  not  of  the  Patent  Office,  and  a  delay  by  them  must 
be  chaiged  to  the  principal.    Id. 

3.  Final  Fee  Received  Late — Conbidbration  of  Methods  of  Dkuysbino 

Mail. — A  final  fee  which  is  filed  too  late  cannot  be  received  on  the  ground 
that  if  the  poet-office  instead  of  an  agent  of  the  Patent  Office  had  delivered 
the  sam.e  or  if  the  agent  of  the  Patent  Office  had  called  at  the  poet-office  late 
in  the  day  instead  of  the  middle  thereof  the  fee  would  have  reached  the 
Patent  Office  in  time.  The  Patent  Office  is  required  to  send  for  its  mail, 
and  it  cannot  control  this  matter,  and  experience  has  shown  that  it  is  neces- 
sary to  the  security  of  those  having  business  ?rith  the  Office  and  is  most  con- 
venient to  the  Office  and  the  public  to  collect  the  r^:iBtered  mail  shortly 
after  midday,  and  no  good  reason  is  seen  for  departing  from  the  practice.    Id, 

4.  Same — Delay  in  Filing — Not  Accepted. — ^A  final  fee  which  was  inclosed 

in  a  letter  r^;istered  at  a  substation  of  the  post-office  of  Washington,  D.  €., 
on  the  last  day  allowed  for  payment  thereof  and  which-  reached  the  city 
post-office  at  about  2.30  p.  m.  of  said  day,  but  was  not  delivered  to  the  Patent 
Office  until  the  second  day  thereafter  because  of  an  intervening  holiday, 
should  not  be  accepted  and  applied,  as  it  was  filed  outside  of  the  period  fixed 
by  law.    ^In  re  Dempaey,  301. 

5.  Same — Constructive  Deuvery  to  Patent  Office— Evidsnge.— The  con- 

tention that  a  final  fee  which  was  placed  in  a  receptacle  set  apart  for  the 
Patent  Office  by  the  city  post-office  on  the  last  day  allowed  for  payment 
is  constructively  ^  delivery  to  the  Patent  Office  has  no  basis  in  the  absence 
of  proof  that  the  fee  was  so  set  apart.    ^Id. 

6.  Evidence — Record  of  Post-Ofpice  Conclusive. — The  records  of  the  city 

post-office  as  to  the  time  when  a  registered  package  was  placed  in  a  receptacle 
set  apart  for  the  use  of  the  Patent  Office  will  be  accepted  as  conclusive,    t-^^'- 

PETITION  TO  THE  COMMISSIONER  OF  PATENTS.  See  ExaminatUm  o/AppH- 
ccUionSf  4;  Interference^  6,  13;  Jurisdicium  of  the  Court  of  Appeali  of  the  Du^ 
trict  of  Columbia  Over  Practice  in  the  Patent  Office, 

POVERTY.    See  Interference,  12;  Preliminary  Statement,  5;  ReducHon  to  PraeOee,  7. 

PRACTICE  IN  THE  PATENT  OFFICE.    See  Examination  of  Application*. 

PRELIMINARY  STATEMENT.  See  Amendment  to  Preliminary  Statement;  Inter- 
ference, 55;  Motion  to  Amend  Preliminary  Statement;  Reduction  to  Prodioe,  1, 
2;  Testimony,  2. 

1.  Amendment  After  Testimony  Taken.— Where  a  party  gave  notice  at  the 

conclusion  of  tho  taking  of  his  testimony  that  he  proposed  to  bring  a  motion 
to  amend  his  preliminary  statement  to  conform  to  his  proofs,  but  failed  to  bring 
the  motion  until  after  the  testimony  of  the  opposing  party  was  taken  and 
filed,  although  the  error  to  be  corrected  by  such  amendment  was  known  to 
him  at  least  two  months  before  notice  of  the  proposed  amendment  was  given. 
Held  that  amendment  will  not  be  permitted,  as  no  excuse  is  ofifered  for  the 
delay,  aiid  it  docs  not  appear  that  the  evidence  on  which  the  motiim  was 
based  was  not  accessible  or  would  not  have  been  discovered  before  preparing 
the  original  statement  had  proper  care  and  diligence  been  exercised.  Green 
y.  Farley,  12. 

2.  Extending  Time  for  Fiung. — Where  the  time  for  filing  preliminary  state- 

ments had  been  extended  several  months  in  view  of  the  mental  condition  of 
one  of  the  parties,  Held  that  a  motion  for  further  extension  was  pioperiy  denied 
where  the  only  showing  in  support  of  the  motion  is  the  affidavit  of  a  phymcian 
stating  that  in  his  opinion  the  applicant  will  in  a  few  months  be  sufficiently 
recovered  to  be  reliable  as  to  his  recollection  of  past  occurrences.  CkurMU 
\.Ooodmn,eO.  r^^^r^T^ 
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3.  Samk— Equitable  Assignee.— An  order  pennitting  an  alleged  equitable 

assignee  to  file  a  preliminary  statement  will  not  be  entered  where  the  assign- 
ment is  not  of  record  and  ample  opportunity  has  been  given  to  file  a  state- 
ment in  accordance  with  Rule  131  and  the  failure  to  do  so  is  not  sufficiently 
excused.    Id. 

4.  Deiat  in  Filing — Excuse  Insufficient.— Permission  to  file  a  preliminary 

statement  will  not  be  granted  when  filed  nearly  four  months  after  the  expira- 
tion of  the  period  allowed  for  such  action  and  after  the  granting  of  two  exten- 
sions of  time  for  the  taking  of  testimony  where  it  appears  that  applicant's 
counsel  notified  the  assignee  of  an  undivided  half  interest  of  the  interference 
and  asked  him  to  secure  from  the  applicant  the  information  necessary  to  make 
a  preliminary  statement  and  that  said  counsel  addressed  a  letter  to  applicant 
advising  him  about  the  preliminary  statement,  which  presumably  was  deliv- 
ered, as  it  was  not  returned.  Whether  applicant  had  actual  notice  or  not, 
the  failure  to  obtain  the  necessary  data  by  counsel  or  by  the  assignee  was 
negligence  with  which  applicant  is  chargeable.    Anderson  v.  Peck^  66. 

5.  Amendment  After  Testimony  Taken.— Where  a  party  in  preparing  a  pre- 

liminary statement  recollects  having  had  a  conversation  in  which  the  inven- 
tion in  issue  was  discussed  and  writes  a  letter  addressed  to  the  party  with 
whom  the  conversation  was  had  to  find  out  whether  the  invention  was  dis- 
closed to  him  at  that  time,  but  gets  no  reply,  and  does  nothing  further  with 
respect  thereto,  and  it  does  not  appear  whether  the  letter  was  returned  or 
whether  it  even  had  a  return  card  on  it,  or  that  applicant  endeavored  to  find 
out  through  mutual  friends  of  such  party's  whereabouts.  Held  that  such  party 
was  n^ligent  and  that  he  was  not  entitled  to  amend  his  preliminary  statement 
after  testimony  was  taken  carrying  his  date  of  disclosure  back  to  the  date 
of  such  conversation  on  the  plea  of  poverty,  applicant  having  failed  to 
take  the  steps  within  his  means  to  secure  the  information  sought.  Floyd  v. 
Rohlfing  82. 

6.  Amendment  to  Garry  Back  Date  of  Disclosure. — Since  the  rule  r^ard- 

ing  the  allegations  of  preliminary  statements  requires  a  specific  statement  as 
to  disclosure  as  well  as  to  conception  of  the  invention,  a  party  may  not  amend 
his  statement  by  carrying  back  the  date  alleged  for  disclosure  to  the  date 
alleged  for  conception  on  the  theory  that  disclosure  is  merely  evidence  of 
conception.    Id. 

7.  Motion  to  Amend. — ^The  practice  in  permitting  amendments  to  preliminary 

statements  has  been  well  defined  in  many  consistent  decisions,  and  the  appli- 
cability of  the  principles  announced  therein  to  the  facts  in  any  paiticiilar 
case  should  ordinarily  be  left  to  the  discretion  of  the  Examiner  of  Interfer- 
ences.   Smith  and  Wickes  v.  Emerson  v.  Sanders,  97. 

8.  Extending  Time  for   Filing. — The  question  of  the  extension  of  times  for 

filing  preliminary  statements  will  be  left  wholly  within  the  discretion  of  the 
Examiner  of  Interferences,  and  no  appeal  will  lie  from  his  decisions  thereon. 
Lukaezewshe  v.  Cole,  130. 

9.  Failure  to  Overcome  tbb  Fiung  Date  of  Senior  Party — Order  to 

Show  Cause. — In  cases  where  the  junior  party  to  an  interference  alleges  in 
his  preliminary  statement  a  date  of  conception  ^rior  to  the  senior  party's 
filing  date,  but  the  other  dates  alleged  are  subsequent  thereto,  the  Examiner 
of  Interferences  should  issue  an  order  to  show  cause  why  judgment  on  the 
record  should  not  be  rendered  against  such  junior  party,  as  experience  shows 
it  is  rarely,  if  ever,  that  conception  is  proven  by  means  other  than  disclosure. 
Hopbine  v.  Peters  v.  Dement,  131. 
10.  Same. — If  in  response  to  the  order  to  show  cause  such  junior  party  or  his 
attorney  shall  file  an  affidavit  stating  that  it  is  proposed  to  establish  concep- 
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tion  by  means  other  than  diacloeure,  the  Examiner  of  Interferences  ohoald 
not  render  judgment,  but  should  set  times  for  taking  testimony.  Id. 
11.  Intkrfkbkncb— Sevbral  Pabtibs— Jvniob  Pabtt  Fahikg  to  Ovbboomb 
FiUNo  Datbs  of  All  Pabtib»— Riobt  to  Takb  TBflmMONT.— Where  in  an 
interference  between  several  parties  the  preliminary  statement  of  the  junior 
party  fails  to  overcome  the  filing  date  of  the  senior  party,  but  does  overcome 
the  filing  date  of  an  intermediate  party,  and  such  junior  party  raises  the  ques- 
tion of  the  operativeness  of  the  senior  party's  device  and  is  entitled  to  aigue 
such  question  at  final  hearing.  Held  that  it  is  proper  to  assign  such  junior 
party  time  to  take  testimony  on  the  question  of  priority  and  also,  upon  suffi- 
cient showing,  upon  the  question  of  the  operativeness  of  the  senior  party's 
device.  All  questions  relating  to  priority  should  be  tried  out  in  one  proceed- 
ing and  not  piecemeal.  Martin  v.  Ooodrum  v.  Dymm  v.  LaUig  and Ooodnan^ 
135. 

PRESUMPTION.    See  Employer  and  Bmplayee,  2;  TetUmany,  9, 10, 12. 

PRIMA  FACIE  EVIDENCE.    See  Trade-Marks,  135. 

PRIORITY  OF  ADOPTION  AND  USE.    See  IVwfe- Jfortt,  16, 110, 112, 117, 127. 

PRIORITY  OF  INVENTION.  See  Ahandcmed  Applusatums:  Abandoned  Etperi- 
menie;  Abandonrnenio/ Applieatione;  Appeal  to  the  Sxamiher$4n'Ckief;  Delay 
in  Filing  Applications;  InUr/erenee,  6, 11, 12, 21, 25, 35, 39, 42, 43, 46, 48, 49, 51, 
56,  57;  Motion  to  Suppress  Testimony,  1;  Reduction  to  Practice,  7,  8, 10;  Res 
Adjudieata;  Supplemental  Oath, 

1.  Dbcuion  on— TBSTDfONT  AS  TO  PublIo  Usb.— Where  after  a  decisioa  on 

priority  in  favor  of  G.  has  become  final  public-use  proceedings  are  instituted 
in  view  of  a  protest  of  W.  and  O.,  the  decision  on  priority  will  not  be  set  aside 
in  view  of  the  testimony  taken  in  that  proceeding.  Ex  parte  Wentelmann 
and(hferhoU,4, 

2.  Intbbfbbbncb  and  Pubuo-Usb  Pbocbbdinob— Maitbbb  AT  IsBiTB  Ddvbb- 

BNT.— The  matters  at  issue  in  an  interference  and  in  public-use  proceedings 
are  different,  and  the  testimony  taken  in  the  latter  cannot  be  held  conclusive 
of  the  question  of  priority  of  invention.    Id, 

3.  Lack  of  Diuobncb.— Evidence  held  to  show  that  B.,  while  the  first  to  con- 

ceive the  invention  in  issue,  was  the  last  to  reduce  to  practice  and  was  not 
exercising  dilligence  at  the  time  H.  entered  the  field  and  subsequently 
thereto  and  priority  properly  awarded  to  H.    Hamm  v.  Bladt,  25. 

4.  Samb— Wobk  on  othbb  Invbntioms.— Where  an  inventor  has  a  conception 

of  a  device  which  can  be  put  to  practical  use  upon  devices  existing  in  the  art, 
delay  in  reducing  the  invention  to  practice  for  the  purpose  of  perfecting  other 
inventions  to  be  used  in  connection  therewith  cannot  be  considered  as  an 
exercise  of  due  diligence  where  another  has  in  the  meantime  entered  the 
field  and  reduced  the  invention  to  practice.    Id. 

5.  Invbntion  bt  TmBn  Pabtt.— The  question  whether  a  third  party  not  involved 

in  an  interference  is  the  real  inventor  of  the  subject-matter  in  israe  is  not 
pertinent  to  the  question  of  priority  of  invention.    Id, 

6.  Concession— Sign ATX7BB  of  Appucant  Nbcbssabt.— A  concesrion  of  priority 

should  be  signed  by  the  applicant,  if  living,  or,  if  not,  by  his  executor  or 
administrator,  even  though  both  the  applications  involved  in  the  inter- 
feroice  are  assigned  to  the  same  party.    Alt  v.  Carpenter,  49. 

7.  Intbbfbbbncb.— W.  obtained  a  French  patent  on  September  25, 1900.    The 

earliest  foreign  filing  date  of  the  opposing  party  was  subsequent  to  this  date, 
and  the  evidence  did  not  establish  an  introduction  into  this  country  by  said 
party  prior  thereto.  Held  that  priority  of  invention  was  property  ainuded 
to  W.    *Ouenifet,  BenoU,  and  NicuuU  v.  Wietorsohn,  867. 
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8.  RxoHT  TO  Makb  Gladia— NBCBsanrr  ros  Supplbmbntal  Oath. — Where  one 

of  the  parties  to  an  interference  added  the  claims  in  iasue  by  amendment 
without  a  supplemental  oath,  the  court  of  appeals  would  not  be  justified  in 
awarding  priority  to  the  opposing  party  because  of  such  failure.  The  most 
that  the  court  could  do  under  the  circumstances  would  be  to  remand  the 
proceeding,  in  order  that  a  supplemental  oath  may  be  made  and  the  matter 
renewed.    *PkUHpi  v.  Semenidit  891. 

9.  Same — Samb. — ^The  original  specification  of  N.'s  application  relating  to  com- 

bined type-writing  and  adding-machines  did  not  describe  the  adding- 
machinee,  but  stated  that  the  invention  was  illustrated  ''in  connection  with 
an  adding-machine  of  the  class  known  as  'registering  accountants,'"  and 
only  the  case  and  a  few  minor  elements  thereof  were  shown  in  the  drawings. 
Held  that  in  view  of  the  evidence  showing  that  such  term  refened  to  a  well- 
known  construction  and  that  such  construction  was  the  only  one  on  the 
market  which  had  the  distinctive  appearance  illustrated  in  the  drawing, 
N.  had  the  right  to  make  claims  to  a  combination  including  specific  elements 
of  such  adding  machine.    *Hopkini  v.  Newman,  895. 

10.  Same.— In  awarding  priority  of  invention  the  right  of  a  party  to  make  a  claim 

may  be  considered  as  an  ancillary  question;  but  where  three  tribunals  of  the 
Patent  Office  have  concurred  in  answering  the  question  in  the  affirmative  the 
court  will  follow  them  unless  a  manifest  error  has  been  committed.  *Xtn<f- 
mark  v.  Hodghiruan,  540. 

11.  Intbbfebbncb — EviDBNCB.— Where  the  inventor  has  no  definite  recollection 

of  the  time  he  conceived  his  invention,  but  can  only  estimate  the  date  by  the 
filing  of  a  certain  document  which  was  filed  five  days  after  the  filing  of  the 
opposing  party's  application,  and  in  answer  to  one  question  he  placed  his 
conception  at  a  few  weeks  prior  to  the  filing  of  the  document  and  later  admits 
that  before  testifying  he  fixed  the  time  in  the  affidavit  at  about  one  week, 
Held  that  the  evidence  is  too  uncertain  to  overcome  the  filing  date  of  the 
opposing  party's  application.    *Steinmetz  v.  Thomai,  544. 

PRIOR  PATENTS.    See  CanHnuoui  Application,  1. 

PRIOR  REGISTRATION.    See  Trade-Jiarke,  116. 

PRIOR  USE.    See  InUrferenee,  4. 

PROCESS.    See  Invention,  2,  7,  8. 

PROCESS  OF  LAW. 

Constitutional  Law— Sbabchba  and  Sbizuebs.— Constitutional  rights  of  a 
corporate  defendant  in  an  action  for  the  forfeiture  of  infringing  copies  of  a 
painting  protected  by  copyright  are  not  violated  by  the  admission  in  evidence 
of  the  replevin  proceedings  under  which  such  infringing  copies  were  seized 
over  the  objection  that  by  such  proceedings  rights  under  the  fourth  and  fifth 
amendments  to  the  Federal  Constitution  were  invaded.  **AfMncan  Tobacco 
Company  v.  WerekmeUter,  571. 

PROOF.    See  RedwOUm  to  JPractiee,  1,  2. 

PROPERTY  RIGHTS.    See  Copyright,  3,4,  5,  6,  7. 

PROSECUTION  OF  APPLICATION.    See  Reopening  of  R^ecUd  Casa. 

PUBLICATION  OF  TRADE-MARKS.    See  Trade^Markt,  67,  82. 

PUBLIC  USE. 

1.  EviDBNCB — Commissioner's  Decision  Institutino  Pbocbbdinos  Not 
CoNOLUsrvB. — ^The  fact  that  the  Commissioner  holds  certain  ex  parte  affidavits 
filed  in  support  of  a  petition  for  the  institution  of  public-use  proceedings  to 
be  sufficient  to  make  out  a  prima  facie  case  of  public  use  such  as  to  warrant  the 
taking  of  testimony  does  not  preclude  the  Primary  Examiner  from  ruling  that 
69025— H.  Doc.  1349,  60-2 42 
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the  evidence  taken  in  such  proceedingB  is  not  sufficient  to  wvnnt  the  rejec- 
tion of  the  claims.  Ex  parte  HarUeyt  224. 
2.  Appeal  not  Allowed  from  Pbimaet  Examimbb's  Favorable  Dbcibion  on 
Public  Usb. — The  action  of  the  exanuner  holding  that  testimony  in  public- 
use  proceedings  is  insufficient  to  wanant  the  rejection  of  the  applicant's 
claipas  ?rill  be  reviewed  only  where  such  obvious  error  appears  as  will  wamnt 
the  supervisory  action  of  the  Commissioner.    Id. 

PUBLIC-USE  PROCEEDINGS.    See  Prionty  of  Invention,  1,  2;  Public  Urn,  2. 

REBUTTAL  TESTIMONY.    See  Teetmmy,  2;  Trade-Morke,  6. 

RECONSIDERATION.  See  EmminiasUm  of  AppHoatiione,  2,  3;  Motion  to  Amend 
Preliminary  Statement,  4. 

RECORDS  OF  THE  PATENT  OFFICE.    See  l>rawing$,  2. 

REDECI^ARATION  OF  INTERFERENCE.    See  InUrfirenee,  60»  64. 

REDUCTION  TO  PRACTICE.  See  Delay  in  FUing  AppUcaiione,  1;  Divieionai 
Applieatione;  Employer  and  Employee,  3;  Evidence,  1;  Inierferenee,  b,  11,  26, 
40,  41,  44,  65,  56;  Motion  to  Amend  Preliminary  StaUment,  5,  6;  Priority  of 
Inveniwn,  3,  4,  9. 

1.  Imtbrfbrbncb— Proofs   Rbstbictbd   bt  Allbgationb  of  PREiotiMART 

Statbmbnt.— Where  the  preliminary  statement  of  a  party  alleges  reduction 
to  practice  in  January,  1905,  evidence  showing  the  construction  of  an  alleged 
model  in  1895  cannot  be  accepted  as  proving  an  earlier  date  of  reduction  to 
practice.    Phillipe  v.  Senunkh,  14. 

2.  Same— Issue— CoNBTBUonoN.— The  tenns  of  an  interference  issue  will  not 

be  given  a  stnined  or  unnatural  meaning  or  be  construed  to  refer  to  somethiqg 
not  disclosed  by  either  party  in  order  to  include  within  the  issue  an  early 
device  made  by  one  of  the  parties.    Id, 

3.  Same— EviDENCB.— The  statement  of  witnesses  idio  were  thoroughly  funiliar 

with  the  construction  of  a  device  that  it  operated  successfully  Eeld  sufficient 
to  establish  a  successful  test  where  the  operation  of  the  device  is  easily 
understood  and  the  device  itself  is  in  evidence  and  found  to  satishctorily 
perform  the  intended  functions.    EbereoU  v.  Durkin,  29. 

4.  Same— Character  of  Tests. — Where  devices  of  the  kind  involved  wete  well 

understood  and  the  only  point  to  be  determined  by  a  test  was  idiether  upon 
the  operation  of  the  controller-handle  the  dog  which  W^  attached  thelMo 
would  move  in  the  way  stated.  Held  that  it  was  not  necessary  that  a  tsst 
be  perfonned  under  conditions  of  actual  service  in  order  to  estaUish  a  reduc- 
tion to  practice.    Id. 

5.  Same— Agent.-— An  inventor  conceived  an  invention  and  embodied  it  in  a 

model  which  was  submitted  to  the  company  that  controlled  the  sale  of  the 
machine  for  which  the  improvement  was  designed,  but  the  company  rafussd 
to  purchase  the  invention  and  returned  the  model  to  the  inventor.  An 
officer  of  such  company  disclosed  it  to  the  foreman  of  the  factory  of  a  sub- 
sidiary corporation,  who  set  about  adapting  it  to  the  machine  made  by 
them  for  the  parent  company,  and  a  completed  machine  was  built  embody- 
ing such  invention.  Held  that  such  reduction  to  practice  does  not  inure  to 
the  inventor,  as  such  companies  were  not  acting  as  the  invisntor's  agents, 
and  the  fact  that  they  subsequently  purchased  and  procured  an  assignment 
of  the  invention  does  not  affect  the  question.  {Hunter  v.  Stikewum,  C.  D., 
1898,  5G4;  85  O.  G.,  610;  13  App.  D.  C,  214,  226;  Rolrinmm  v.  MeCdrmidt, 
C.  D.,  1907,  574;  128  O.  G.,  3289;  29  App.  D.  C,  98,  111;  Skuman  v.  BeaU, 
C.  D.,  1906,  710;  123  0.  G.,  1664;  27  App.  D.  C,  324,  328,  distingukhed.) 
*Hotuell,  jr.,  v.  //cm,  315. 
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6.  DnjoBNCB. — ^Where  it  appeared  that  W.  I.  Ohmer  had  a  conception  of  the 

invention  which  he  disclosed  to  Neth  and  Tamplin  in  1902  and  prior  to 
January,  1903,  had  caused  an  embodiment  of  this  invention  in  working 
plans  and  drawings,  but  did  not  reduce  the  invention  to  practice  until 
February,  1903,  and  it  is  shown  that  John  F.  Ohmer  reduced  the  invention 
to  practice  in  January,  1903,  Held  that  it  cannot  be  successfully  held  that 
W.  I.  Ohmer  was  lacking  in  reasonable  diligence  in  reducing  his  invention 
to  practice,  when  it  is  considered  that  a  complicated  and  difficult  piece  of 
mechanism  was  constructed  in  four  months.  ^Neth  OTid  Tamplin  v.  Ohmar^ 
and  Ohmer  v.  Ohmer,  431. 

7.  Same. — ^Where  the  appellant  established  conception  and  disclosure  of  the 

invention  in  the  siimmer  of  1903,  but  took  no  steps  toward  reducing  the 
invention  to  practice  until  April  21,  1904,  when  he  instructed  his  attorney 
to  prepare  an  application  for  patent,  which  was  not,  however,  filed  until 
September  19,  1904,  while  his  opponents  entered  the  field  on  March  1,  1904, 
and  in  excuse  of  his  lack  of  diligence  urged  that  his  financial  condition  was 
such  that  it  was  impossible  for  him  to  reduce  the  invention  to  practice 
earlier,  but  the  testimony  showed  that  in  the  meantime  he  had  enlarged  his 
business  and  that  his  gross  income  amounted  to  about  two  hundred  dollars 
a  month.  Held  that  the  showing  is  insufficient  to  excuse  the  appellant's  lack 
of  diligence.    *McArtkwr  v.  MygaU,  499. 

8.  Same — Pbiority. — ^Where  the  junior  party  had  disclosed  the  invention  to 

several  persons  and  had  ordered  tools  to  manufacture  the  same  prior  to  the 
entry  of  the  senior  party  into  the  field  and  in  a  few  months  thereafter  actu- 
ally sold  a  small  number  which  was  followed  a  few  months  later  by  the 
manufacture  and  sale  of  large  numbers  of  such  devices,  Held  that  he  was 
diligent  in  reducing  his  invention  to  practice.    *Davi8  v.  HorUm,  520. 

9.  Device  Complete  except  as  to  a  Mechanical  Detail. — A  device  for  sup- 

porting hose  for  fire-protection  purposes  embodying  a  telescoping  arm  which 
was  fully  operative  to  carry  out  the  object  for  which  it  was  designed  con- 
stitutes an  actual  reduction  to  practice,  although  it  was  found  desirable  to 
add  a  set-screw  to  prevent  the  complete  withdrawal  of  such  telescoping 
arm.  '*Any  mechanic  skilled  in  the  art  would  have  added  the  means  to 
prevent  the  complete  withdrawal  of  the  telescoping  arm.  Telescopes  and 
^Py'^ls^BB^  contain  such  devices.  Moreover,  the  testimony  shows  that  in 
its  then  condition  the  device  was  an  improvement  over  the  prior  art,  and 
that  it  required  an  unusual  or  very  sudden  pull  to  entirely  withdraw  the 
telescoping  arm  from  its  socket.  It  was  the  idea  of  the  telescoping  arm, 
which  would  receive  the  links  as  the  hose  was  pulled  from  the  rack,  that 
constituted  the  invention.  No  patent  could  have  been  obtained  on  the  set- 
screw  because  that  was  old  in  the  art."  *  Howard  v.  Bowes,  547. 
10.  Concealment  or  Suppression. — ^Where  after  reduction  to  practice  an 
inventor  puts  aside  his  invention  for  more  than  a  year  until  he  discovers 
that  his  rival  has  placed  the  invention  upon  the  market.  Held  that  he  must 
be  charged  with  concealment  or  suppression  of  the  invention  and  as  not 
entitled  to  an  award  of  priority  over  his  more  diligent  rival.    */(/. 

REFERENCES.  See  Diviswn of  Applicaiions,  1 ;  Examination  o/Application$,  1, 2, 3, 
7;  Motion  to  Dissolve  Interference,  16. 

REGISTRATION.  See  Qonstniction  of  Trade-Mark  Statutes,  2;  Trade-Marks,  1,  2, 
6, 13,  14,  17,  18,  19,  20,  21,  22,  33,  35,  37,  38,  39,  43,  45,  48,  49,  50, 52.  53,  55, 
58,  61,  62,  64,  65,  66,  70,  71,  72,  74,  76,  77,  80,  81,  82,  83,  84,  85,  86,  87,  88, 92, 
93, 94,  95,  98,  99,  102,  103,  104,  105,  107, 120, 124,  130,  136,  137,  138. 
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REHEARING.    See  InUrferenoe,  49. 

Sufficiency  of  Showing.— A  rehearing  ol  a  deciBioD  upon  the  patentakbflity  of 
the  claimB  of  an  invention  will  not  be  gianted  on  the  bare  statement  that 
information  which  it  is  sought  to  present  upon  rehearing  ''could  not  have 
been  obtained  at  an  earlier  date"  where  there  was  a  delay  of  eleven  months 
after  the  decision  before  the  petition  for  rehearing  was  filed  and  there  is  no 
excuse  for  this  delay  nor  any  showing  that  if  proper  diligence  had  been 
exercised  the  information  referred  tp  could  not  have  been  obtained  at  an 
earlier  date.    Ex  parte  Bartholomew,  280. 

REISSUE  APPLICATIONS. 

1.  Patentabiuty  of  Claims  Cancblbd  fbom  Osioinal.— The  deliberate  can- 

celation of  claims  from  an  application  in  response  to  an  official  objection 
precludes  the  assertion  of  such  claims  in  an  application  for  the  reissue  of  a 
patent  granted  thereon  notwithstanding  the  fact  that  applicant  had  another 
application  pending  in  which  such  claims  could  have  been  made  which 
had  not  matured  into  a  patent  when  the  application  for  reissue  was  filed. 
*Tn  re  Lacnm,  345. 

2.  New  Mattbb. — In  an  application  for  the  reissue  of  a  patent  for  a  cigar-bunch- 

shaping  machine  disclosing  no  means  for  transporting  the  bunch  after  it  is 
formed  except  the  hand  of  the  operator  claims  cannot  properly  be  allowed 
which  include  as  an  element  means  for  ''transferring"  or  "transporting'' 
the  bunches.    */</. 

3.  Same — Changes  Alleged  to  bb  Immatbeial. — Claims  will  not  be  allowed 

in  a  reissue  application  which  are  not  clearly  readable  upon  the  disclosure 
of  the  patent,  and  the  contention  that  they  cover  an  "adaptation  of  means" 
involving  "immaterial  changes"  is  of  no  avail  where  the  patent  does  not 
disclose  the  nature  of  the  changes  or  how  the  adaptation  can  be  accomplished. 
♦/</. 

REJECTION  OF  CLAIMS.  See  AmendmenU,  1 ;  CanHrudiUm  of  StaHUes,  4;  JSmmi- 
naiion  of  Applications:  i*ublic  U»e. 

RENEWAL  OF  FORFEITED  APPLICATIONS.    See  Comiruetion  of8tatute$,  9. 

1.  Second  Renewal  Valid — Section  4897,  Revised  Statutes,  Construed. — 

The  provision  of  section  4897,  Revised  Statutes,  relating  to  the  renewal  of 
forfeited  applications  that  "such  second  application  must  be  made  ?rithin 
two  years  after  the  allowance  of  the  original  application"  construed  and 
Held  not  to  prohibit  the  filing  of  a  second  renewal  application  within  two 
years  after  the  allowance  of  the  original  application.    J^  parte  Lavtbert,  187. 

2.  Same— Not  Retroactive.-- The  practice  which  prevailed  prior  to  1894  of 

allowing  more  than  one  renewal  of  a  forfeited  application,  providing  it  was 
made  within  two  years  following  the  date  of  allowance  of  the  original  appli- 
cation, is  restored,  but  it  is  not  to  be  construed  as  in  any  way  retroactive.    Id. 

3.  Same — No  Appeal  to  Secretart  of  thb  Interior  from  Refusal  to 

Accept.— No  appeal  lies  to  the  Secretary  of  the  Interior  from  a  refusal  of 
the  Commiasioner  of  Patents  to  accept  a  second  renewal  application.  The 
question  raised  being  one  of  a  judicial  or  quasi-judicial  character,  the  remedy, 
if  there  be  one,  lies  in  appeal  to  the  courts.  (ButUrtoorth,  Commieeioner 
of  Patents  v.  U,  S,  ex  rel.  Hoe  et  al,  C.  D.,  1884,  429;  29  O.  G.,  616;  112  U.  S., 
501;  PooU  V.  Avery,  C.  D.,  1899,  256;  87  O.  G.,  367;  14  Asst.  Atty.  Generars 
Opinion,  601.)    ^In  re  Lambert,  303. 

4.  Opinion  of  the  Assistant  Attornet-Genebal— Not  Binding  Upon  Com- 

missioner OF  Patents.— An  opinion  of  an  Assistant  Attorney-General  for 
the  Interior  Department  relating  to  the  right  to  file  a  second  renewal  appli- 
cation rendered  upon  request  of  the  Commissioner  of  Patents  Held  to  be 
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merely  adviaory  in  nature,  and  the  Commisedoner  mig^t  properly  have 
diaregarded  the  same  had  he  deaired,  and  should  now  diaregard  the  same  if 
in  hiB  opinion  it  was  in  error.    ^Id, 

REOPENING  OF  DECIDED  GASES. 

AfTEB  Appeal  to  Gouri^— Unusual  Oibcuxstanoss.— After  an  appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia  refusing  the  allowance  of  certain 
claims,  a  case  will  not  be  reopened  for  the  consideration  of  additional  claims 
except  under  unusual  ciicimistances,  and  the  allegation  that  the  interpre- 
tation put  upon  a  certain  term  in  the  appealed  claims  by  the  tribunals  of 
the  Patent  Ofllce  and  by  the  court  was  not  contemplated  by  applicant  when 
the  claims  were  made,  is  not  such  an  unusual  circumstance  as  is  contemplated 
by  the  prfctice.    Ex  parU  MUant,  179. 

REOPENING  OF  INTERFERENCE.    See  Inier/erenoe,  34. 

TssmfONT  Aptbr  Appbal  to  Cousr.— Where  a  party  to  an  interference,  in 
which  times  for  taking  testimony  had  been  set,  files  a  motion  for  judgment 
on  the  record,  together  with  a  stipulation  signed  by  the  parties  setting  forth 
that  the  parties  involved  in  the  interference  are  the  same  parties  who  filed 
certain  applications  for  foreign  patents  specified  in  the  oaths  attached  to 
their  respective  applications  and  in  their  preliminary  statements,  and  judg- 
ment is  rendered  on  the  record  so  made  by  the  several  tribunals  of  the  Patent 
Office  and  by  the  Court  of  Appeals  of  the  District  of  Columbia,  permission 
will  not  be  granted  thereafter  to  such  party  to  take  testimony  upon  the 
question  of  priority  of  invention.  A  submission  of  the  case  upon,  the  stipu- 
lation after  an  opportunity  was  given  to  take  testimony  amounted  to  a  waiver 
of  the  right  to  take  testimony.    De  Ferranti  v.  Lmdmarkf  234. 

REOPENING  OF  REJECTED  GASES. 

Rbopening  Appucation  pob  Fubthbb  Pbosbouhok  Aitbb  Final  RBnecnoN.— 
Where  the  claims  in  an  application  are  finally  rejected  after  a  full  prosecution 
by  the  applicant  and  a  clear  issue  has  been  reached  between  the  applicant 
and  the  Primary  Examiner,  the  case  will  not  be  reopened  for  further  prose- 
cution.   Ex  parte  lAUhfield,  285. 

RES  ADJUDICATA.  See  Appeal  to  the  Eeamineri^n-Chief;  Diviiion  of  Applica- 
tiovu,  2;  Interference,  23, 34;  Motion  to  Diseolve  Interference^  7, 17;  New  Appli- 
eoHon;  Trade-Marka,  134. 

1.  When  Question  Mat  be  Raised.— Whether  or  not  the  question  of  priority 

of  invention  is  ree  adjudieata  by  reason  of  a  judgment  in  a  prior  interference 
is  a  question  which  may  be  raised  at  any  stage  of  the  interference  proceedings, 
and  it  is  not  only  proper,  but  is  the  duty  of  the  tribunal  before  whom  the  case 
is  tried  to  take  up  and  consider  this  question  of  its  own  motion  where  it  is 
not  raised  by  the  parties.    ^Carroll  v.  Hallwoody  444. 

2.  Second  Intebfebence. — ^Where,  in  an  interference  proceeding,  after  bringing 

a  motion  to  dissolve  the  interference,  alleging  non-patentability  and  non- 
interference in  ^t,  and  unsuccessfully  contesting  the  same,  the  senior 
party  abandoned  the  invention  of  the  issue  and  the  Patent  Office  rendered 
judgment  of  priority  in  favor  of  the  junior  party,  the  senior  party  can  not 
thereafter  file  an  amendment  to  his  application  claiming  Uie  invention 
which  is  comprehended  in  the  prior  issue  and  have  the  question  of  priority 
between  the  same  parties  readjudicated;  the  decision  in  the  first  interference 
renders  the  question  of  priority  of  the  more  limited  issue  of  the  second  inter- 
ference ru  adjudieata,    *Id, 

RESPONSIVE  ACTION  BY  APPLICANT.  See  Abandonment  of  Application, 
2,  3,  4. 

RETROSPECTIVE  LAW.  See  Conitruction  of  Statutes,  5,  7;  Renewal  of  Forfeited 
AppHeatione,  2. 
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REVIVAL  OF  ABANDONED  APPLICATIONS.    See  Ahmuhned  AppHeaihna,  1. 

RIGHT  TO  MAKE  CLAIM.  See  AmendmenU,  2;  Ddaif  in  (Maiming  InvenHon; 
Interference,  16,  21, 22, 23,  25, 37;  Motwn  to  Diuolve  InUr/erence,  9, 10, 13, 15; 
Priority  of  Invention,  8,  9, 10. 

RIGHT  TO  PATENT.    See  AMtignment;  Conoeahnent  of  Invention. 

RUBBER  STAMP.    See  SignaJture  to  Amendmenii. 

RULES  OF  EVIDENCE.    See  TMmony,  4. 

RULES  OF  PRACTICE  OF  THE  UNITED  STATES  PATENT  OFFICE. 
Binding  Force  of.— The  Rules  of  Practice  in  the  Patent  Oflke  when  not  in  con- 
flict ?rith  btw  have  the  full  iotce  and  effect  of  statates.  Ab  the  approval  oi 
such  rules  by  the  Secretary  of  the  Interior  is  necessary  to  the  adoption  and 
establishment  of  such  rules,  the  contrary  is  true  that  wh^  a  rule  of  proce- 
dure is  in  force  it  can  only  be  repealed,  modified,  or  suspended  by  the 
Commissioner  with  the  apiwoval  of  the  Secretary  of  the  Interior.  *MeU  v. 
Midgley,  512. 

SIGNATURE  TO  AMENDMENTS. 

Ambnomknt-^Rubbbr  Stamp.— ^Amendments  to  an  application  should  be 
actually  signed  by  an  applicant  or  his  attorney  with  pen  and  ink  or  equivalent 
writing  material.  Amendments  signed  by  means  of  a  rubber  stamp  will  not 
be  accepted.    JEx  parte  JftncAon,  137. 

SIMILARITY  OF  MARKS.  See  Troie-MaHtt,  8, 29, 80, 41, 42, 48, 49, 65, 88, 71, 75, 
85, 115, 116, 119,  120, 123, 137, 138, 189. 

SPECIFICATIONS.  See  AmtndmenU;  ConttnuHgm  (^  Clatms,  1;  Motion  to  Amend 
AppUaUume;  Motion  to  Dieeohe  Interfereneet  9;  Signature  to  Amendment. 

1.  PRAcncB—DKSCRipnoN.— Where  the  meaning  of  a  phrase  used  by  an  appli- 

cant is  clear,  no  reason  exists  for  delaying  the  jMOsecution  of  the  case  by 
lUHisting  upon  merely  formal  changes  in  the  )«iguage  used.  Ex  parte 
F%tle,  150. 

2.  ftTATBMBNT  OF  Invbntion.— A  Statement  of  invention  foimiiig  a  part  of  the 

specification  which  amounts  practically  to  a  mere  repetition  of  tiie  dauns 
in  different  language  is  objectianable  and  should  be  canceled.  Ex  parte 
Edwarde,  271. 
8.  Ambndmbnt— Addino  Ddvbbbnt  Spbcibs.— The  statement  in  the  original 
specification  that  "I  am  aware  of  several  modified  forms  of  my  invention, 
but  deem  it  unnecessary  to  illustrate  and  describe  the  same  in  detail "  does 
not  warrant  the  insertion  by  amendment  of  descriptions  and  illustrations  of 
species  different  from  that  originally  disclosed.    Ez  parte  Ckafee,  281. 

STATE  OF  THE  ART.  See  Conetruttumif  Claime,  3;  Invention,  4, 6;  PatentabiUtg, 
1,  3;  Reduction  to  Practice,  9. 

STATUTORY  BAR.    See  Trade-Marke,  82. 

STIPULATION.    See  Reopening  of  Interference. 

SUBSEQUENT  PATENTS.    See  Motion  to  Dieeolve  Interference,  12. 

SUBSTITUTION  OF  MATERIAL. 

Patbntabdjtt.— The  substitution  of  a  rubber-covered  roller  for  a  metal-covered 
roller  in  a  machine  for  winding  wire*  or  thread  onto  a  spool,  Hdd  to  involve 
merely  the  substitution  of  one  well-known  material  for  another.  Ez  parte 
Loveridge,  244, 

SUITS  FOR  INFRINGEMENT  AGAINST  AN  OFFICER  OF  THE  UNITED 
STATES. 
1.  Patbnts— Infrinobmbnt.— A  suit  against  an  officer  of  the  United  States  to 
restrain  him  from  manufacturing  field-guns  and  gun-carriages  alleged  to 
infringe  certain  patents  owned  by  plaintiff  is  not  a  suit  against  the  United 
States,  since  it  is  not  sought  to  disturb  the  United  States  in  possession  and 
use  of  guns  already  manufactured,  but  the  court  is  merely  asked  to  rsstrain 
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an  ofllcar  of  the  United  States  for  inyading  rightB  granted  by  the  Qovemment 
ilMll.  •Fried,  Krupp  AktimgrnOtduifi  v.  CwtUr,  652. 
2.  Samb— Same.— Plaintiff  sued  to  lestnin  defendant,  an  officer  of  the  United 
States,  from  infringing  certain  patents.  The  defendant  demurred  on  the 
ground  that  the  suit  was  in  reality  against  the  United  States.  Hdd  that  as 
it  was  not  sought  to  disturb  the  Unitod  States  in  the  possession  of  the  alleged 
infringing  article  already  manufactured  the  decree  sustaining  the  demurrer 
should  be  reversed.    •Md, 

SUITS  FOR  INFRINGEMENT  AGAINST  THE  UNITED  STATES.  See  8uit» 
for  Ir^ringemerU  Agamtt  on  OJficer  of  (he  UMtedStata. 

SUITS  IN  EQUITY.    See  Itrfirtngemmi,  1. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.  See 
ConHntHion  ofStatute$;  ItUerfereneet,  6, 13, 18, 23;  Drawings,  1, 9;  PubUeUee, 
2;  Sutpennon  of  Interference;  Trade- Jiarhef  9, 10. 

SUPPLEMENTAL  OATH.    SeeiVtori^o/Invsnlicm,  8. 

Ex  Pabtb  MA.Tn».— The  question  whether  or  not  a  supplemental  oath  should 
be  required  has  been  unilormly  held  by  the  Office  to  be  an  es  parte  matter 
upon  which  the  proper  determinstion  of  priority  is  not  dependent,  and  the 
absence  of  such  an  oath  furnishes  no  ground  for  holding  that  the  issue  is  not 
patentable  to  the  party  in  whose  case  the  same  is  required.  PMUipe  v. 
osiMfniCA,  14. 

SURREBUTTAL  TESTIMONY.    See /nlfc^««iee,  17. 

SUSPENSION  OF  INTERFERENCE. 

DiaoBSTioN  OF  TBB  ExAMiNKB  OF  iMTBBFBBBNCBe.— The  Commissioner  will 
exercise  hu  superviscry  authority  to  review  the  decision  of  the  Examiner  of 
Interferences,  refusing  to  suspend  an  interference  proceeding  <mly  where  it 
clearly  appears  that  there  has  been  an  abuse  of  discretion  operating  to  the 
injury  of  one  of  the  parties.    Brovm  v.  Inwood  and  Lavenberg,  178. 

TECHNICAL  MARK.    See  Trade^Marte,  35,  36,  37,  42,  46,  62,  61,  72,  83. 

TEN-YEARS  CLAUSE.    See  TVade-Marke,  36,  46,  53,  66,  85, 103, 104, 114, 121. 

TESTIMONY.  See  Abandonmeni  of  Applieatume,  4;  Bvidenee;  Interference,  17,  27, 
28,33,35,38,39,40,47;  Joint  Inventore;  Moiim  to  Amend  Preliminary  State- 
ment, 2,  5,  6;  MoHon  to  Suppreee  Tutiman^:  PnUminary  Statement,  5, 11; 
Prynriiif  of  hi/veniion,  I,  2;  Public  Uee,  2;  Reopening  of  InUrferenct;  Trade- 
Marie,  5, 24,  78, 79, 127, 132. 

1.  SuFPBUsiON.— Teetamony  should  not  be  suppressed  on  account  of  the  failure 

of  a  witness  to  read  his  deposition  before  signing  the  same  where  it  does  not 
appear  that  such  notice  was  given  to  the  opposite  party,  as  is  required  by 
Rule  159.    Rhodeey.Rhodee,22. 

2.  Rbbuttal.— When  G.,  the  junior  party,  alleges  in  his  preliminary  statement 

disclosure  to  others  in  1904  and  neither  he  nor  his  witness,  M.,  in  his  testi- 
mony-in-chief, refers  to  an  earlier  disclosure.  Held  that  the  testimony  of  M. 
in  rebuttal  that  G.  disclosed  the  invention  to  him  in  1903  is  not  to  be  given 
credence.    Qotitd  v.  Barnard,  36. 

3.  OniODiALmr— EifPiiOTXB  and  Emflotxb.— Evidence  considered  and  Held  to 

show  that  B.  originated  the  invention  and  that  no  such  relation  of  employer 
and  employee  was  shown  to  exist  as  would  cause  the  invention  to  inure  to 
the  benefit  of  G.    Id, 

4.  AnoBNBTs — ^Lbaddio  QuBsnoNs. — ''We  have  observed  a  tendency  on  the 

part  of  patent  attorneys  to  disregard  the  rules  of  evidence  by  askhig  ques- 
tions grossly  leading  and  suggestive,  and  it  may  not  be  amias  to  state  that 
where  timely  objection  is  noted  in  the  record  this  court  will  be  disposed  to 
apply  the  rule  and  entirely  disregard  such  testimony.''  *  American  Stove 
Oampan„  v.  Detnrit  Slote  Wert,.  H  ol.  407.  ^^^^  byGoOglc 


652  DIGEST  OF  DECISIOKb. 

5.  SuppRBSsioN  or  0ro88-Intbrrooatorie8  Filed  Under  Rule  1^.— Where 

it  clearly  appeared  that  croflB-interrogatories  filed  under  the  provisioiiB  of 
Rule  158  are  improper  croee-examination,  a  motion  to  strike  them  out  was 
properly  granted.  AciimgtseUuhaft  Paulanerbrau  Salvatorbrauerei  v.  Conrad 
Seipp  Brewing  Company,  175. 

6.  Evidence— Books  Showing  Dates.— The  production  of  a  book  purporting 

to  show  the  date  of  a  sale  to  which  a  witness  has  testified  adds  nothing  by 
way  of  corroboration  of  a  witness's  oral  testimony  where  the  person  who  kept 
the  book  is  not  called  to  identify  it.    Id, 

7.  Same— Identfty  of  Dra wings  and  Prior  Construction- Weight.— The 

testimony  of  a  witness  that  photographic  copies  of  application  drawings  are 
''practically  the  same  thing"  as  a  prior  construction  is  very  materially 
weakened  by  the  admission  under  cross-examination  that  he  did  not  under- 
stand such  drawings,  because  he  did  not  understand  mechanical  drafting.    Id. 

8.  Inventor  Uncorroborated. — It  is  well  settled  that  the  uncorroborated 

testimony  of  the  junior  party  in  interference  is  insufficient  to  overcome  the 
presumption  attaching  to  the  prior  filing  date  of  the  senior  party.  *Durke€, 
jr,,  V,  WinqwUt  and  Tumstrom,  480. 

9.  Circumstances  and  Presumption. — The  testimony  reviewed  and  Held,  in 

view  of  the  unquestioned  facts  of  the  case  and  the  circumstances  surrounding 
the  transactions  between  L.  and  D.,  to  sustain  D.'s  claim  that  he  was  the 
original  inventor.    *Duffy.  LaUhaw,  492. 

10.  Same. — K.,  who  succeeded  D.  as  superintendent  of  L.'s  factory,  filed  an 

application  for  the  invention  in  issue  at  L.'s  suggestion  and  for  his  benefit, 
L.'s  application  not  being  filed  until  after  the  interference  was  declared 
between  K.  and  D.  Held  that  this  strongly  discredits  L.'s  claim  to  invent- 
orship.    *Id. 

11.  Abandoned  Experiment. — ^D.  constructed  a  model  puUey  embodying  the 

invention  in  issue  in  1895,  but  made  no  attempt  to  introduce  the  invention 
into  commercial  use  or  patent  it,  but  passed  it  over  in  iavot  of  another  con- 
struction until  1904.  Held  that  this  model  was  nothing  more  than  an  aban- 
doned experiment,  which  was  unavailing  as  against  a  later  conception  by 
L.    *Id. 

12.  Evn>BNC»--CiRCUM8TANCE8  AND  PRESUMPTIONS. — ^Where  the  testimony  as 

to  the  testing  of  a  device  was  given  by  witnesses  skilled  in  the  art  and  is 
clear  and  convincing,  the  fact  that  no  record  was  kept  of  such  tests  does  not 
discredit  this  testimony.    *Horton  v.  Zimmer,  555. 

TESTS.    See  Abandoned  ExpenmenU;  Reduction  to  Practice^  3,  4. 

TRADE-MARKS.    Qee  Interference,  Z2\  Teetimany,^, 

1.  Descriptive — ^Not  Registrable. — ^A  word  or  phrase  which  is  not  descriptive 

of  the  ingredients  or  characteristics  of  an  article  of  merchandise  to  which  it 
is  applied  is  not  registrable  if  it  is  descriptive  of  the  uses  to  which  the  same 
may  be  put.    Ex  parte  The  Cobb  Manufacturing  Company,  6. 

2.  "Silver  Dip."— Descripttte.- The  words  *' Silver  Dip*'  as  a  trade-mark  for 

a  preparation  in  which  silver  articles  may  be  dipped  or  immersed  for  the 
purpose  of  cleaning  them  is  descriptive,  and.  hence  not  registrable.    Id. 

3.  Cancelation— Showing  That  Registrant  was  Not  the  Sole  User  Insuf- 

nciENT.— Where  a  mark  was  registered  under  the  "ten-yean"  clause  of  sec- 
tion 5  of  the  Trade-Mark  Act  of  1905,  a  showing  that  the  registrant  was  not 
the  sole  user  of  the  mark  during  the  ten  years  next  preceding  the  passage  of 
that  act  is  not  sufficient  to  justify  the  cancelation  of  the  marie.  WkiUemore 
Broi,  ds  Co,  V.  C.  L.  Hauthaway  de  Sone,  Incorporated,  8. 

4.  Same— ''Exclusive  Use."— The  i^irase  "exclusive  use"  in  the  "ten-yean" 

clause  of  section  5  of  the  act  of  1905  does  not  mean  "sole  use,"  but  the  rig^t 
to  exclude  othen  from  using.    Id,  o 
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5.  Sams— Tkstimont  Impbopkb  Rbbuttal.— Testimony  tendiDg  to  show  use  of 

the  mark  in  issue  by  parties  other  than  the  parties  to  the  controversy  Held  to 
be  improper  rebuttal.    Id. 

6.  Same—Usb  of  Dbscbiftive  Tbbm.— Where  the  r^strant  has  shown  exclu- 

sive use  of  the  word  ''Hauthaway*s  '*  for  ten  years  next  preceding  the  passage 
of  the  act  of  1905,  Held  that  it  is  entitled  to  register  the  mark  ''Hauthaway's 
Lynn  Burnishing  Ink  "  even  if  the  term  "  Ljmn  Burnishing  Ink  "  has  become 
the  name  of  an  article  of  commerce.    Id. 

7.  AppoiNTicBNT  OF  Repbbsentative  IN  Unitbd  Statbs. — ^Tho  appointment  of 

a  representative  in  the  United  States  required  by  section  3  of  the  Trade-Mark 
Act  of  1905  must  be  made  by  the  applicant  for  registration.  Authority  to 
appoint  such  representative  may  not  be  delegated  to  an  attorney.  Ex  parte 
E,  Wertheimer  dc  Cie.,  19. 

8.  Intbbfebbnce  in  Fact. — ^An  interference  in  fact  exists  between  the  words 

''Boraxine''  and  ''Boraxaid,"  since  they  look  alike  and  sound  alike.  Lar- 
hin  Company  v.  Pacific  Coast  Borax  Company,  20. 

9.  MonoN  TO  D168OLVB — Pbacticb. — Questions  cannot  be  urged  on  appeal 

which  have  not  been  raised  in  the  motion  and  passed  on  below  except  under 
circumstances  which  would  warrant  supervisory  action  being  taken.    Id, 

10.  Interfbbbnce — ^MonoN  to   Suppbess  Evidencb — Appeal  Not  Entbb- 

tainbd  Bbfobb  Final  Hbabinq. — ^Where  upon  motion  to  suppress  evidence 
on  the  ground  that  it  is  irrelevant  the  Examiner  of  Interferences  postpones 
consideration  of  the  question  until  final  hearing,  his  decision  will  not  be 
reviewed  and  reversed  upon  appeal  prior  to  final  hearing  except  in  a  clear 
case  of  abuse  of  discretion.  (Royce  v.  Kempshally  G.  D.,  1905, 461;  119  0. 0., 
338.)    Greene,  Tweed  de  Co,  v.  Manttfacturen*  Belt  Hook  Co.,  23. 

11.  Tbade-Mabe  Use — ^Evidence. — ^That  a  particular  brand  of  cards  was  known 

to  the  trade  as  ''Stage''  cards  does  not  prove  use  of  the  name  ''Stage"  ad  a 
trade-mark  to  indicate  origin  and  ownership.  *  United  Stales  Playing  Card 
Co.  V.  C.  M.  Clark  Publisking  Co.,  309. 

12.  AnnrnoNAL  Mabe  Used  as  a  Tbade-Mabk. — ^Evidence  considered  and  held 

to  show  that  the  ace  of  spades  bearing  a  conventional  ^guie  of  Columbia  was 
adopted,  used,  and  advertised  as  a  trade-mark  for  playing^ards  and  that  the 
word*  "Stage"  was  used  in  addition  thereto  merely  for  the  purpose  of  indi- 
cating style,  class,  and  grade.  {Manvfactvxing  Co.  v.  Trainer,  C.  D.,  1880, 
464;  17  0.  G.,  1217;  101  U.  S.,  51,  54;  Columbia  MUl  Co.  v.  Akom,  C.  D., 
1893,  672;  65  O.  6.,  1916;  150  U.  S.,  460,  463;  Burton  v.  StraUon,  12  Fed. 
Rep.,  676,  700.)    *J<f. 

13.  "  N  E  VEBFAiL ' ' — Descbiptive  . — ^The  word ' '  Neverfail "  as  a  trade-mark  for  stock 

and  poultry  food  properly  refused  registration,  since  it  is  descriptive  of  the 
character  of  quality  of  the  goods  to  which  it  is  applied.  Ex  parte  Empire 
Grain  dc  Elevator  Co.,  33. 

14.  "Nuttt  Gobn  "—Descbiptive.— The  words  "Nutty  Com  "  held  to  be descrip- 

-tive  of  a  mixture  of  candied  nuts,  com,  and  cocoanut  and  registration  of  the 
same  properly  refused.    Ex  parte  C.  Shenkberg  Co.,  42. 

15.  Intebfbbence— Appucant  and   Reoistbant.- Where   in  an  interference 

between  an  applicafit  and  a  registrant  the  latter  takes  no  testimony  and  the 
former  establishes  a  date  of  adoption  and  use  prior  to  the  date  of  registration, 
it  is  unnecessary  to  consider  whether  there  is  an  interference  in  f^t  or  whether 
the  testimony  shows  actual  conflict  in  trade.  Dunlevy  de  Brother  v.  Nelson 
Morris  de  Co.,  53. 

16.  OpPOSmON— 43UFFICIENCT   OF   PboOF  TO  NEGATIVE  EXCLUSIVE  UsE.— In   a 

trade-mark  opposition  proceeding  opposing  registration  of  a  mark  under  the 
"ten-year"  proviso  of  section  5  of  the  Trade-Mark  Act  proof  of  contempora- 
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neous  lue  by  the  appq&at  after  the  peiwige  of  the  act  is  not  sufBcient  to  ii^g»- 
tive  the  ''exduaive"  lue  required  by  the  statute.  In  order  to  negative 
exclusive  use,  contemporaneous  use  within  the  ten  years  next  preceding 
the  passage  of  the  act  must  be  shown.  Onoego  Mmse  ProdueU  CompoMf/  v. 
NaUonal  Starch  Companiff  M. 

17.  8amb— Gbounds   pob   RxrusiNO   RBOiarmATioN.-— While  the  statute  pro- 

vides that  any  one  who  believes  he  would  be  damaged  by  the  r^gistntion  of 
a  mark  may  oppose  registration  of  the  same,  registration  cannot  be  refused 
by  the  Office  unless  the  oppoeer  shows  that  the  mark  does  not  come  within  the 
registrable  marks  specified  in  section  5  of  the  Trade-Mark  Act.    Id, 

18.  PiLicncx— Rboistrations  Under  thb  Invalid  Act  of  1870  Wnx  bb  Dis- 

BBOABDBD.— In  viow  of  the  fact  that  notice  of  the  application  for  registration 
of  a  trade-mark  is  published  in  the  Omouh  Gasbttb  and  since  the  act  of 
1906  provides  that  any  person  who  believes  he  will  be  damaged  may  file  an 
oppositicm,  HM  that  the  burden  should  not  be  placed  upon  an  applicant  for 
registration  to  show  the  abandonment  or  n<m-use  of  a  mark  regiatered  under 
the  act  of  1870,  and  that  registration  under  the  Invalid  Act  of  1870  should  no 
longer  be  held  a  bar  to  the  registration  of  a  trade-mark.  Bk  parU  Eammth 
American  Companijf,  61. 

19.  Rbozbtbation  of  Gboobaphioal  Mabkb  Pbohditbd.— Section  5  of  the 

Trade-Mark  Act  of  1906  is  broad  enough  to  prohibit  the  registration  of  any 
word  that  has  an  exclusive  geographical  significance  or  that  would  suggest 
any  particular  geographical  location.  *In  re  Oesomt  TVfMurilir  Suppiif 
Co.,  318. 

20.  "ORiBNT"—GBOOBAFmoAL.— 'The  word ''Orient"  is  generally  understood  to 

refer  to  certain  Eastern  countries,  and,  as  applied  to  ink-ribbons  and  carbon- 
paper.  Held  to  be  geographical  and  not  registrable.    ^Id, 

21.  Saxb--8amb.-~A  mark  for  ink-ribbons  and  carbon-paper  oondsting  of  the 

word  ''Orient"  inclosed  in*a  wreath,  the  letters  E  and  I  of  the  word  being 
printed  as  a  monogram.  Held  not  registrable  under  section  5  of  the  Trad^ 
Mark  Act  of  1905,  as  the  wofd  "Orient "  is  geographical.    •Id. 

22.  "Shbbddbd  Wholb  Whbat"— DB8CBiFnvB.--The  words  "Shradded  Whole 

Wheat"  as  applied  to  certain  food  preparations  Held  to  be  descriptive,  and 
therefore  incapable  of  appropriation  as  a  trade-mark.  •The  Natural  Food 
Company  v.  WiUigme,  320. 

23.  OrFosmoN— EzcLuaxvB  Usb— Chabactbb  of  Usb  bt  OrroaBB.— In  deter- 

mining If  applicant's  use  of  a  mark  has  been  "exduaive  "  within  the  meaning 
of  section  5  of  the  Trade-Mark  Act  it  is  immaterial  whether  the  oppoamt  need 
the  mark  as  a  trade-mark  or  merely  in  a  descriptive  sense.    *Id. 

24.  Samb-— TBflmMONT.— The  fact  that  the  opposer  built  machinwi  to  produce 

shredded  whole  wheat  and  actually  produced  and  sold  such  an  article  is 
sufficient  corroboration  of  his  testimony  that  the  boxes  in  which  the  product 
was  packed  were  marked  "Shredded  Whole  Wheat."    •Id. 

26.  Samb— Namb  of  Afpucant.— The  applicant,  Woodbury,  having  given  op- 
poser  the  exclusive  right  to  use  certain  trade-names  and  a  tiade-mark  which 
had  been  associated  f<tf  many  years  with  applicant's  name.  Held  that  he  ia 
notentitied  to  register  a  mark  of  which  the  name  "Woodbury"  conatitatesa 
prominent  feature  for  goods  of  the  same  descriptive  properties.  The  Andfom 
Jergene  Co.  v.  Woodbury,  70. 

26.  8amb— Allboations— NonoB  OF.^Where  an  application  for  legiaUation  ol 
a  trade-mark  alleges  that  the  mark  had  been  used  on  "perfumery,  toilet  pow- 
der, and  talcum  powder,"  a  notice  of  opposition  which  alleges  that  the 
opposer  used  the  same  mark  on  perfumeries  is  sufikicnt  to  wanaat  the 
acceptance  of  proof.    OakUy  de  Company  v.  Babcodt,  77.     ,QQQle 
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27.  Samb—Appbal  fbom  Dbci8IOn  Dbntino  MoffioN  TO  DniOBS.— An  appeal 

from  a  decision  of  the  Examiner  of  Interferences'denying  a  motion  to  difflnias 
a  notice  of  opposition  will  not  be  allowed.    Id. 

28.  Samb— Ambndmbnt  to  NoncB  or.— An  amendment  to  a  notice  of  opposition 

setting  forth  that  the  opposer  believes  he  would  be  damaged  by  the  r^gistza- 
tion  of  the  mark  HM  to  have  been  properly  admitted.    Id, 

29.  Samb— Rbsbmblancb  of  Marks.— Applicant's  mark  consists  of  the  repre- 

sentation of  two  hands  above  the  figure  ''5"  and  the  woids  ''To  One"  aaso- 
ciated  therewith.  The  mark  of  the  opposer  consists  of  the  numeral  ''1/' 
with  the  numeral  ''3"  and  the  word  "In"  contained  within  the  numeral  '4  " 
and  the  words  ''Three  in  One  "  associated  therewith.  Held  that  these  marks 
do  not  BO  resemble  each  other  that  purchasera  would  be  likely  to  be  deceived 
thereby.    Q.  W,  CoU  Co,  v.  Marahall  Oil  Co,,  88. 

30.  Samb— Actual  Gonfusiok.— Where  the  marks  of  the  opposer  and  the  appli- 

cant do  not  BO  nearly  resemble  each  other  that  it  is  apparent  that  confusion 
in  trade  would  be  likely  to  arise  from  their  use,  registration  of  applicant's 
mark  will  not  be  refused  in  the  absence  of  proof  that  confusion  has  taken 
place.    Id. 

31.  Cancblation— Plbadzng — Sxtfticibnot  of  PBimoN.— As  the  statute  pro- 

viding for  the  cancelation  of  registered  trade-marks  (act  of  Feb.  20, 1905,  sec. 
26, 33  Stat.  L.)  does  not  contemplate  that  any  one  may  petition  the  Commis- 
sioner to  cancel  a  trade-mark  regularly  registered,  but  it  does  provide  that 
any  one  who  "shall  deem  himself  injured  "  may  do  bo,  the  petition  for  can- 
celation must  contain  a  statement  of  fact  on  this  jurisdictional  question  suffi- 
ciently full  to  show  that  the  petitioner  has  been  injured  by  the  registration, 
and  this  fact  must  not  be  left  to  conjecture,  but  must  affirmatively  appear, 
and  where  such  a  statement  of  fact  is  lacking  the  petition  is  demuirable.  *E, 
McIlhennifU  Son  v.  New  Iberia  Extract  of  Tabatoo  Pepper  Company ^  Lmited^ 
325. 

32.  Samb — Samb. — ^An  averment  in  a  petition  for  the  cancelation  of  the  registered 

trade-mark  "Tabasco"  for  pepper-sauce  that  petitioner  has  used  such  trade- 
mark is  not  sufficient,  for  the  reason  that  unless  the  word  has  been  used  in 
the  same  business  no  injury  contemplated  by  the  statute  would  have  fol- 
lowed.   *Id. 

33.  Samb — Samb.— In  a  petition  for  the  cancelation  of  a  registered  trade-mark  a 

general  averment  that  the  registration  "has  been  much  to  the  prejudice, 
damage,  and  loss"  of  the  petitioner  unsupported  by  averments  of  facts  is 
merely  the  conclusion  of  the  pleader  and  is  not  a  sufficient  averment  of  dam- 
age to  give  petitioner  a  standing  in  a  cancelation  proceeding.    *Id. 

34.  Intbrfbrbncb — ^Motion  to  Dissolvb — ^Tbansmission  Rbfusbd. — ^The  ques- 

tion of  the  right  of  an  applicant  for  registration  of  a  trade-mark  to  demand 
an  interference  with  another  party  because  of  his  failure  for  more  than  two 
years  to  file  a  notice  of  opposition  to  the  registration  of  the  mark  of  such 
party  is  a  question  for  the  determination  of  the  Examiner  of  Interferences  at 
final  hearing  after  opportunity  has  been  had  for  the  presentation  of  testimony 
and  is  not  a  proper  question  for  transmission  to  the  Examiner  of  Trade-Marki 
on  a  motion  to  dissolve.    Graham  Paper  Co.  v.  National  Blank  Booh  Co.,  90. 

35.  DEScRimvE — "Sterung." — The  word  "Sterling"  as  a  trade-mark  for  ale 

or  for  any  other  kind  of  goods  is  descriptive  of  the  quality  of  the  articles  on 
which  it  is  used,  as  it  denotes  that  the  article  is  genuine,  pure,  and  of  superior 
quality,  and  it  is  therefore  ineligible  for  registration  as  a  technical  mark. 
*  Worcester  Brewing  Corporation  v.  Rueter  de  Company^  329. 

36.  Non-Technical  Marks— Ten-Yeah    Proviso —Exclurive  Use.— A  non- 

technical mark  is  not  entitled  to  registration  under  the  ton-year  proviso  of 
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section  5  of  the  Trade-Mark  Act  of  February  20, 1905,  unless  it  is  shown  that 
the  applicant  possessed  and  enjoyed  an  actual  use  of  the  mark  for  the  speci- 
fied period  to  the  sole  exclusion  of  all  otheis,  and  if  it  appeara  that  during 
such  period  another  was  using  the  same  word  as  a  trade-mark  upon  the  same 
character  of  goods  the  use  cannot  be  considered  ^'exclusive"  within  the 
meaning  of  the  statute.    *Id, 

37.  '*Frr8-U"— Deschiptive.— The  word  "Fits-U"  as  a  trade-mark  for  eye 
glasses  and  spectacle  frames  and  mountings  is  a  mere  misspelling  of  the 
descriptive  words  ''fits  you "  and  is  not  registrable  as  a  technical  trade-mark. 
Ex  parte  American  Optical  Company,  102. 

88.  *'Mbrslt  Descriptive" — Si^pnoN  5  of  the  Act  of  1906  Construbd.— 
The  registration  of  words  or  devices  which  are  ''merely  descriptive"  being 
prohibited  by  section  5  of  the  act  of  1905,  an  arrangement  of  the  letters  of 
such  a  word  in  a  particular  way  or  a  ikiere  misspelling  thereof  does  not  avoid 
the  prohibition.    Id. 

39.  "Hold  On"— Descriptive.— The  words  "Hold  On"  as  a  trade-mark  for 

clutches  for  scarf-pins  and  hat-pins  properly  refused  registration,  since  it  is 
descriptive  of  the  character  or  quality  of  llie  goods  to  which  it  is  applied. 
Ex  pwrU  C.  P.  Goldsmith  df  Company,  104. 

40.  OpposmoN— TncB   for  Fiuno.— The  thirty  days  allowed  by  statute  for 

filing  a  notice  of  opposition  include  Sundays  and  holidays.  Robert  A. 
Keashey  Company  v.  Portland  Cementfahrik  Hemmoor,  106. 

41.  Cancelation — Marks   not  Identical.— The  registration  of  a  trade-mark 

consisting  of  a  comet  having  the  representation  of  a  star  at  its  head  instead 
of  the  usual  nebulous  mass  and  associated  therewith  the  words  "The  Comet" 
will  not  be  canceled  upon  the  application  of  the  owner  of  the  registered 
mark  "Star"  for  the  same  class  of  goods,  aa  there  is  no  such  near  resem- 
blance between  the  marks  as  to  cause  confusion  in  trade.  Hutddnsouy 
Pierce  <fr  Co.  v.  Loevoy,  112. 

42.  Same — Right  to  Prevent  Use  of  Mark  by  Another  in  Combination 

WITH  Other  Features. — ^The  owner  of  a  technical  trade-mark  consisting 
of  the  representation  of  a  star  and  the  word  "Star  "  has  no  such  right  therein 
as  would  warrant  the  cancelation  by  the  Patent  Office  of  a  registered  mark 
for  the  same  class  of  goods  adopted  at  a  later  date  consisting  of  a  star  and 
other  features  forming  a  part  thereof  which  clearly  distinguishes  as  a  whole 
from  the  prior  mark.    Id, 

43.  OpPOsmoN-— Use  of  Accessories  bt  Another. — Section  5  of  the  Trade- 

Mark  Act  permits  the  registration  of  a  mark  the  controlling  and  distinguish- 
ing feature  of  which  is  an  arbitrary  symbol,  although  such  symbol  is  accom- 
panied by  accessories  which  in  themselves  are  not  registrable,  and  the  use 
by  the  oppoeer  of  such  non-r^strable  accessories  prior  to  applicant's  use 
of  his  mark  does  not  defeat  the  latter*s  right  of  registration.  Joknmm  v. 
Brandau,  114. 

44.  "Asbestos"— Descriptive.— ^The   word  "Asbestos"  as  applied    to   shoes 

made  of  leather  and  asbestos  is  clearly  descriptive.    Id. 

45.  "Mountain    Dew"— Dbscriptivb.- The    words   "Mountain   Dew"   as    a 

trade-mark  for  whisky  Held  to  be  descriptive  in  character,  and  therefore 
not  registrable,  fhese  words  as  commonly  used  meaning  whisky  or  a  par- 
ticular kind  of  whisky.  Rohertmm,  Sanderson  A  Company ,  Ltd.^  v.  Charles 
Dennehy  de  Company,  117. 

46.  Appucation— Allegation  of  Ezclusivb  Use— Considbration  as  Tbch* 

NicAL  Mark.— The  amendment  of  a  trade-mark  application  by  the  addition 
of  a  statement  that  the  mark  has  been  in  exclusive  use  by  the  applicant  for 
ten  years  next  preceding  the  passage  of  the  Trade-Mark  Act  after  refusal  to 
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fegister  the  mark  as  a  technical  mark  will  not  preclude  consideration  on 
appeal. on  priority  of  the  question  whether  the  mark  is  in  fact  a  technical 
mark.  Id. 
Al.  "Excelsior"— Ubb  on  Article  Goverbd  by  Patents— Effect  of  Expi- 
ration OF  Patents. — ^Where  a  manufacturer  sold  several  types  of  step- 
ladders  embodying  features  covered  by  several  patents  owned  by  him,  to 
each  of  which  tyx)es  a  different  trade-mark  was  applied,  one  of  such  marks 
does  not  become  public  property  upon  the  expiration  of  the  patents  where 
it  appears  that  it  was  never  used  as  a  generic  and  identifying  name  of  step- 
ladders  of  his  manufacture.  Udell-Predock  Mant^acturing  Company  v.  The 
Udell  Works,  120. 

48.  Anticipation. — ^A  trade-mark  the  distinguishing  feature  of  which  consif.d 

of  an  Indian's  head  showing  profile  with  the  conventional  feather  head- 
dress, within  a  circle,  was  properly  refused  registration  in  view  of  the  prior 
use  on  the  same  class  of  goods  of  a  mark  showing  a  front  view  of  an  Indian's 
head  with  a  feathered  head-dress.  */n  re  The  Indian  Portland  Cement  Co., 
361. 

49.  Same. — ^Where  the  mark  of  an  applicant  so  resembles  a  prior  registered  mark 

that  the  goods  of  each  would  be  likely  to  be  known  to  the  public  by  the 
same  name,  the  registration  of  the  former  should  be  refused.  *Id. 
60.  OpposmoN — NoncB  of  Amendments. — Where  the  allegations  of  a  notice 
of  opposition  were  sufficient,  if  true,  to  defeat  the  application  for  registrar 
tion,  an  amendment  which  set  forth  that  the  opposer  believed  he  would  be 
damaged  by  the  registration  was  properly  allowed.  Hansen  v.  Inland  Type 
Foundry,  122. 

51.  Same — ^Jurisdiction  of  Examiner  of  Interferbnceb. — A  judgment  was 

rendered  against  the  opposer  for  failure  to  file  a  replication  within  the  time 
Bet,  and  within  the  limit  of  appeal  from  such  decision  a  replication  and  a 
motion  to  set  the  judgment  aside  were  filed.  Held  that  the  case  was  in  the 
jurisdiction  of  the  Examiner  of  Interferences  until  the  expiration  of  the 
limit  of  appeal,  and  it  was  within  his  discretion  to  reopen  the  case.    Id. 

52.  Same — ** Standard  Line"   Descriptive.— The  words  ''Standard  Line"  as 

applied  to  type  made  according  to  the  ''lining  system"  are  descriptive  and 
cannot  be  registered  as  a  technical  trade-mark.    Id. 

53.  Same—Registration   Under  the   "Ten-Year"  Proviso. — ^The  evidence 

considered  and  Held  to  show  that  applicant  did  not  possess  and  enjoy  the 
actual  use  of  the  mark  "to  the  sole  exclusion  of  all  others"  during  tbe  ten- 
year  period  necessary  to  entitle  him  to  registration  under  the  ten-year  pro- 
viso.   Id. 

54.  Class  of  Goods — Paste  Paints  and  Ready-Mixed  Paints. — Ready -mixed 

paints  and  paste  paints  Held  to  be  goods  of  the  same  descriptive  properties. 
John  T.  Lewis  &  Bros.  Company  v.  Phoenix  Paint  <t*  Varnish  Company,  12S, 

55.  Apparent  Acquiescence  No  Ground  for  Refusing  Registration. — ^The 

fact  that  the  owner  of  a  trade-mark  knowingly  permits  the  use  thereof  by 
another  upon  goods  and  in  advertisements  for  years  without  protest  fur- 
nishes no  sufficient  ground  for  refusing  registration,  as  it  is  well  settled  that 
mere  delay  in  asserting:  a  trade-mark  right  does  not  work  a  forfeiture  thereof. 
(Menendez  v.  JIoll,  C.  D.,  1889,  344;  46  0.  G.,  971;  128  U.  S.,  514;  McLean 
V.  Fleming,  C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245,  253.)    Id. 

56.  Infringement— Name   of  Individual.— Where   the  Hall's  Safe  and  Lock 

Company,  a  corporation,  the  stock  of  which  was  laigely  owned  by  Joseph  L. 
Hall,  the  founder  of  the  business,  and  his  sons,  sold  all  its  property,  including 
trade-marks,  trade-rights,  good-YfiW,  and  its  business  as  a  going  conc^,  to 
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aiiotlier  compwiy,  which  subflequently  conveyed  sudi  ri^tB  to  the  Hening- 
Hall-Marvin  Safe  Company  and  agreed  to  go  out  of  bunneoB,  whidi  it  did 
with  the  asBent  of  all  its  stockholden,  such  transfer  did  not  preclude  the  bodb 
of  JoBoph  L.  Hall  from  subaequently  engaging  in  the  same  buaineBB  and  using 
the  name  of  Hall  as  a  part  of  the  corporate  name,  particularly  where  it  is  shown 
that  the  purchasing  company  had  before  its  mind  the  possibility  of  competi- 
tion by  the  Halls  and  gave  the  measure  of  its  expectations  and  demands  by 
personal  contracts  that  it  required,  which  were  limited  in  time  and  scope  and 
were  discharged  before  the  new  company  was  formed;  but  such  name  must 
not  be  used  by  the  new  company  in  such  a  way  as  to  represent  that  it  is  the 
successor  of  the  original  company,  or  that  its  goods  are  the  product  of  that  com- 
pany or  its  successors,  or  interfere  with  thegqod-will  boug^tfrom  it.  **DaimeU 
V.  Herring'HaU^Mcarvm  Sqfe  Company  and  BaU  8qfe  and  Lock  Compan^^  587. 

57.  Same— Samb.— The  Hall's  Safe  and  Lock  Company,  a  corporation,  the  stock 

of  which  was  largely  owned  by  Joseph  L.  Hall,  the  founder  of  the  business, 
and  his  sons,  sold  all  its  property,  including  trade-marks,  trade-rights,  good- 
will, and  its  business  as  a  going  concern,  to  another  company,  which  subse- 
quently conveyed  such  rights  to  the  Herring-Hall-lfarvin  Safe  Company  and 
agreed  tc  go  out  of  business,  which  it  did  with  the  assent  of  all  its  stockholders. 
Therafter  the  sons  formed  another  corporation  under  the  name  "Hall's  Safe 
Co."  and  began  the  manufacture  of  the  same  class  of  goods.  Held  that  while 
the  Halls  had  a  rig^t  to  engage  jn  the  same  business  after  such  transfer,  the 
use  of  the  name  selected  would  o<  itself  deceive  unless  explained,  and  that  the 
company  purchasing  the  rights  of  the  original  company  was  entitled  to  an 
injunction  forbidding  the  use  of  the  name  Hall,  either  alone  or  in  combination, 
in  corporate  name,  on  safes,  or  in  advertisements,  unless  accompanied  by 
information  that  the  defendant  is  not  the  original  Hall 's  Safe  and  Lock  Com- 
pany or  its  successor,  or,  as  the  case  may  be,  that  the  article  is  not  the  product 
of  the  last-named  company  or  its  successors.  **Hemng'HaUr  Marvin  Sa/e  Cb. 
y,  HaWMSqfe  Co.,  590. 

58.  Copt  of  Application— Whbn  Qbantbd.— A  petition  for  a  copy  of  an  applica> 

tion  for  registration  of  a  trade-mark  for  use  in  a  suit  between  the  applicant 
and  petitioner  will  be  denied  when  not  accompanied  by  a  certificate  of  the 
judge  before  whom  the  suit  is  pending.    In  re  John  C.  Dowd  A  Company,  134. 

59.  ASSIONMBNTS'NOT  CONVBTINO  THB   GoOD-WiLL  OF  BUSINBSB— NOT  Rbo01U>> 

ABLB.— Section  10  of  the  Trade-Mark  Act  provides  that  a  registered  trade- 
mark or  a  mark  for  the  registration  of  which  application  has  been  made  shall 
be  assignable  in  connection  with  the  good-will  of  the  business  in  which  the 
mark  is  used,  and  it  is  only  such  assignments  which  are  recordable  in  this 
Office.    In  re  National  Chemical  Company,  138. 

60.  OpposmoN— Lbavb  to  Ambnd.— A  demurrer  to  a  notice  of  opposition  having 

been  sustained  by  the  Examiner  of  Interferences  on  the  ground  that  the  oppo- 
nent did  not  allege  that  it  had  used  the  mark  on  goods  of  substantially  the 
same  descriptive  properties  as  applicant's,  the  appropriate  time  to  ask  leave 
to  amend  was  when  the  demurrer  was  sustained,  and  when  the  case  came  before 
the  Commissioner  on  appeal  it  was  discretionary  with  him  to  allow  or  to  refuee 
the  leave  to  amend.  *Balttle  Creek  SaniUaium  Company,  LimiUd,  v.  /VUer, 
370. 

61.  Sakb— ''Hbalth  Food"  Dbscbiptivb.— The  words  ''Health  Food"  as apfrfied 

to  bread,  crackers,  etc.,  are  clearly  descriptive  of  the  goods  with  idiich  they 
are  used  and  cannot  be  approinriated  and  registered  as  a  technical  tmde-mark. 

62.  Same — Nbcbssart  Allboations. — It  is  not  sufficient  for  an  opponent  to  say 

that  he  believes  he  would  be  damaged  by  the  registration  of  applicant's  i 
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He  muflt  all^g;e  some  hct  showing  an  intereBt  in  the  subject-matter  from  which 
damage  might  be  inferred.    *Id. 

63.  8am»-^amb.— A  party  who  haa  not  used  a  mark  as  a  trade-mark  upon  goods 

of  a  like  description  to  applicant's  can  suffer  no  damage  from  its  registration 
by  the  latter  (Mellhermy*$  San  v.  New  Iberia  Extract  of  Tabasco  Pepper  Co,, 
ante,  325;  133  O.  Q.,  995,)  and  a  notice  of  opposition  which  alleges  merely  that 
the  opponent  used  the  mark  in  its  advertising  matter  is  demurrable.    *Id, 

64.  AcnoN  OF  Ezaminbr  Rbfubino  to  Rboiotbr  a  IIark  Not  Rbvibwable  on 

PBTinoN.— The  action  of  the  Examiner  of  Trade-Marks  objecting  to  the  speci- 
mens filed,  upon  the  ground  that  they  do  not  show  the  use  of  the  mark  claimed 
as  a  trade-mark,  constitutes  a  refusal  to  register  the  mark,  which  is  reviewable 
upon  appeal  and  not  upon  petition.    Ex  parte  Barday  and  Barclay,  142. 

65.  Anticipation— ''Chancbllor  Club"  and  ''Club.''— iTclcf  that  mark  "Chan- 

cellor Club  "  for  cocktails  so  nearly  resembles  the  prior  registered  mark  ''Club 
Cocktails"  for  the  same  goods  as  to  be  likely  to  cause  confusion  in  the  mind 
of  the  public,  and  is  therefore  not  registrable.  *In  re  S.  C  HerhU  Importing 
Company,  dSS. 

66.  Rboistration— EzcLUsivB  Use.— Where  the  appellant  applied  under  the 

ten-year  proviso  of  the  act  of  February  20,  1905,  for  the  registration  of  the 
wwds  "Old  Tucker"  as  a  trade-mark  for  whisky  and  it  was  shown  that  the 
appellee  had  used  the  words  "J.  C.  Tucker"  as  a  trade-mark  for  whisky  since 
January  15, 1902,  Held  that  the  appellant  is  not  entitled  to  register  the  mark, 
since  it  had  not  had  exclusive  use  of  its  trade-mark  for  the  statutory  period. 
*Brown-Fonnan  Company  v.  Beech  Hill  Distilling  Company,  384. 

67.  Publication. — ^The  question  whether  any  substantial  change  has  been  made 

by  amendment  after  publication  in  the  class  of  goods  stated  in  an  application 
for  registration  which  warrants  a  republication  of  the  mark  is  one  which  should 
be  left  to  the  discretion  of  the  Examiner  of  Trade-Marks.  Ex  parte  The  Amerir 
can  Wringer  Company,  145. 

68.  "Edblwbiss-Maltinb  Anhcipatbd  bt  "Maltine." — ^A  trade-mark  consiBt- 

ing  of  the  compound  word  "Edelweiss-Maltine"  was  properly  refused  regis- 
tration in  view  of  the  prior  use  of  the  word  "Maltine  "  as  a  trade-mark  for  goods 
of  the  same  descriptive  properties.  *  The  Peter  Schoenho/en  Brewing  Company 
V.  The  MaUine  Company,  386. 

69.  Ofposition — Class  of  Goods. — For  the  purpose  of  registration  a  fermented 

malt  liquor  which  is  advertised  as  a  "pleasing  tasteful  invigorating  tonic  as 
well  as  a  pleasant  beverage,  for  strengthening  and  building  up  the  system 
recommended  for  convalescents  and  nursing  mothers  by  all  leading  physi- 
cians," must  be  considered  as  goods  of  the  same  descriptive  properties  as  a 
non-alcoholic  viscous  syrup  sold  as  a  medicine  and  tonic,  notwithstanding 
the  ^t  that  in  the  application  for  registration  the  former  is  designated  as 
lager-beer.  *  The  Peter  Schoenho/en  Brewing  Company  v.  The  Maltine  Com- 
pany, 387. 

70.  Samb— MiSRBPRBSBNTATioN  IN  Advbrtisino.— The  fact  that  a  fermented 

malt  liquor  to  which  applicant  applied  its  mark  was  advertised  as  a  tonic 
and  as  a  product  entirely  different  from  that  described  in  the  application  is 
sufficient  ground  for  the  refusal  of  registration.    *  Id. 

71.  Samb— "Edblwbiss-Maltinb"  Sbtin  an  Elaborate  Design  Anticipatbd 

BT  "Maltine." — ^A  trade-mark  consisting  of  the  compound  word  "Edelweiss- 
Maltine"  set  in  an  elaborate  picture  or  design  was  properly  refused  registra- 
tion in  view  of  the  prior  use  of  the  word  "Maltine  "  as  a  trade-mark  for  goods 
of  the  same  descriptive  properties.    *  Id, 

72.  "Self-Loading"— Descriptive.— The  words  "Self-Loading"  as  applied  to 

a  cartridge  adapted  for  use  with  an  automatic  gun  are  descriptive  and  not 
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regifltrable  as  a  technical  trade-mark.  *  The  Winckater  Repeating  Arms  Com- 
pany V.  The  Peters  Cartridge  Company,  401. 
73  interference—Identitt  of  Goods— The  Qveotion  Should  Not  Bb 
Raised  for  the  First  Time  on  Appeal. — ^The  question  of  interference  in 
fact  should  be  raised  before  the  Examiner  of  Interferences  in  accordance  with 
the  requirements  of  Rule  49  of  the  Trade-Mark  Rules  within  the  time  stated 
therein.  It  will  not  be  determined  on  appeal  when  not  properly  raised 
below.    */.  C,  Somers  6c  Co,  v.  JVieufium,  execuJtar  of  J.  F.  Horn,  403. 

74.  Same — Class  of  Merchandise. — Held  that  an  application  for  registration  of 

a  trade-mark  for  whisky  is  not  restricted  to  com  whisky.    *Id. 

75.  Anticipation. — A  trade-mark   comprising  the  representation  of  an  eagle 

standing  on  a  rock  and  having  on  its  breast  a  panel  with  "14  K  "  thereon  is 
not  registrable  over  the  prior  registration  for  goods  of  the  same  descriptive 
properties  of  two  marks  the  essential  feature  of  each  of  which  is  the  repre- 
sentation of  an  eagle.    Ex  parte  Satzman  &  Forman,  151. 

76.  Registration  Under  Invalid  Act  of  1870 — Evidence  of  Claim  of  Owner- 

ship.—Although  the  Trade-Mark  Act  of  1870  was  held  unconstitutional,  the 
registration  of  a  mark  under  that  act  is  evidence  of  a  claim  to  the  mark  by 
the  registrant  as  of  the  date  of  the  registration.  *  American  Stove  Company  v. 
Detroit  Stove  Works  et  al.,  407 

77.  Vapor-Stoves  and  Coal-Stoves  Goods  of  Same  Descriptive  Proper- 

ties.— Gasolene  and  vapor  stoves  are  used  for  the  same  purpose  as  coal  and 
wood  stoves  and  belong  to  the  same  genus.  One  who  adopts  the  word 
''Jewel''  as  a  trade-mark  for  gasolene  and  vapor  stoves  with  full  knowledge 
of  the  use  at  that  time  of  the  same  word  for  coal  and  wood  stoves  is  not  entitled 
to  registration .    *  Id, 

78.  Same — Testimony    Showing    Manufacture    of    Articles — Sales    As- 

sumed.— In  a  trade-mark  interference  involving  the  w(»d  ''Jewel "  for  stoves 
the  court  observed  that,  had  the  testimony  established  with  certainty  the 
manufacture  of  stoves  bearing  the  mark  in  question,  the  sales  of  such  stoves 
would  have  been  assumed.    *Id, 

79.  Same— Weight  of  Oral  Evidence  Where  Record  Evidence  Ezistb.— The 

indefinite  oral  testimony  of  witnesses  aS  to  the  sale  of  goods  bearing  a  given 
trade-mark  given  more  than  thirty  years  after  the  events  to  which  the  testi- 
mony relates,  will  not  be  accepted  as  sufficient  where  it  appears  that  records 
were  in  existence  which  would  have  proved  the. facts  desired  to  be  proved 
beyond  perad venture,  had  they  been  consulted.    *  Jrf. 

80.  Refusal  to  Register — Not  Reviewable  on  PETmoN. — ^An  action  by  the 

Examiner  of  Trade-Marks  which  constitutes  a  rejection  of  an  application  is 
appealable  under  section  8  of  the  act  of  1905  and  is  not  therefore  a  matter 
which  is  entitled  to  consideration  on  petition.  iSr  parte  Barclay  dc  Barelay, 
154. 

81.  SAME-r"FooD  AND  Druos  Act."— It  is  incumbeut  upon  the  Patent  Office 

in  considering  the  registration  of  trade-marks  to  codperate  with  the  other 
departments  of  the  Government  in  the  observance  of  theprovisionsof  the  Food 
and  Drugs  Act  of  June  30, 1906,  and  to  that  end  it  is  the  duty  of  the  Examiner 
of  Trade-Marks  to  refuse  to  register  a  mark  when  in  his  opinion  statements  are 
contained  in  the  labels  presented  which  fall  under  the  category  defined  as 
"misbranded  "  in  that  act.    Id. 

82.  Rejection  After  Pubucation — P^cncE.— The  fact  that  a  mark  has  been 

published  in  the  Official  Gazette  and  thereafter  opposition  proceedings 
succoBHfully  defended  docs  not  preclude  the  Examiner  of  Trade-Marks  from 
refusing  to  register  the  mark  where  a  statutory  bar  is  found  or  where  by  reason 
of  the  inC^&rpretation  of  the  statutes  relating  to  trade-marks  in  decisions  ren- 
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dered  by  the  court  and  by  the  CommiaBioner  Bubeequent  to  the  publication 
of  ihe  mark  he  is  of  the  opinion  that  registration  of  the  mark  should 
be  refused.    Id. 

83.  Namb  of  Appucant. — Where  the  applicant  is  a  corporation  a  trade-name 

which  is  substantially  a  reproduction  of  the  corporate  name  cannot  be  reg- 
istered as  a  technical  trade-mark.  *  Kentucky  DistUlerieB  dc  Warehouse  Com- 
pany V.  Old  Lexington  Club  Distillinff  Company,  417. 

84.  COHBINATION     OF    DeSCRIFTIVB    AND     GEOGRAPHICAL    TSBMB     NoT    ReGIB- 

TRABLB. — ^The  word  ''Club ''  as  applied  to  liquors  having  become  descriptive 
and  the  word  "Lexington''  being  geographical,  the  term  ''Old  Lexington 
Club ''  as  applied  to  whisky  is  not  registrable  as  a  technical  trade-mark.   *Id. 

85.  EzcLUSivB  Use. — A  mark  cannot  be  registered  under  the  "ten-years'  ''clause 

of  the  act  of  February  20,  1905,  where  a  mark  so  nearly  identical  thereto  as 
to  be  likely  to  confuse  and  mislead  the  public  has  been  used  by  another 
during  the  ten  years  next  preceding  the  passage  of  the  act.    *Id. 

86.  Rbgistbation — Controlling  Features. — A  mark  is  not  registrable  unless 

its  controlling  features  are  registrable.  {In  re  Hopkins^  C.  D.,  1907,  549;  128 
O.  G.,  980;  29  App.  D.  C,  118;  in  re  Crescent  Typewriter  Supply  Company, 
ante,  318;  133  O.  G.,  231.)    Ex  parte  Union  Carbide  Company,  100. 

87.  "Union  Carbide  "—Descriptive  and  Geographical.— The  words  "Union 

Carbide"  are  not  registrable  as  a  trade-mark  for  calcium  carbid,  as  the  word 
* '  Union  "  is  geographical  and  the  word  * '  Carbide  "  is  descriptive.    Id. 

88.  "Union  Carbide"  Merely  the  Name  op  Appucant. — ^The  words  "Union 

Carbide "  Held  not  registrable  by  the  Union  Carbide  Company  as  a  trade- 
mark for  calcium  carbid,  as  these  words  substantially  constitute  the  name 
of  the  applicant.    Id. 

89.  Opposftion — Mark   Originating   wfth   Consumer   Used   by   Manufac- 

turer.— Where  a  customer  orders  a  manufacturer  to  put  up  goods  under  a 
certain  brand,  which  originated  with  the  customer,  the  brand  belongs  to 
him  and  not  to  the  manufacturer.  ^Michigan  Condensed  Milk  Company  v. 
The  Kenneweg  Company,  423. 

90.  Same — Evidence  Considered. — ^The  evidence  considered  and  held  not  to 

establish  that  Kenneweg  &  Company,  the  predecessor  in  business  of  the  appli- 
cant, with  whom  the  mark  in  iusue  originated  had  only  an  exclusive  license 
to  use  the  mark  in  a  limited  territory.    *Id. 

91.  Same — Laches. — ^Thefact  that  after  discovering  that  the  opponent  was  using 

the  mark  in  issue  applicant  took  no  steps  to  prevent  this  use  does  not  consti- 
tute such  laches  as  will  defeat  its  right  of  registration.    *Id. 

92.  Use  as  a  Trade-Mark  a  Prerequisfte  to  Registration. — Where  the 

specimens  filed  with  the  application  for  registration  show  that  the  words 
alleged  to  constitute  the  (rade-mark  have  not  been  used  as  a  trade-mark, 
registration  should  be  refused.  Ex  parte  The  Magazine  and  Book  Company 
of  New  Fort,  163. 

93.  "Library  Sup"  Descriptive— The  words  "Library  Slips"  are  descriptive 

of  trading-coupons  to  be  used  in  the  purchase  of  books,  libraries,  etc.,  and 
cannot  be  registered  as  a  technical  trade-mark.    Id. 

94.  REGisTRABiLmr— Name  of  Patented  Article.— Applicant  adopted  as  a 

trade-mark  for  injectors  the  word  "Monitor."  These  injectors  were  of  the 
type  shown  in  the  Greeham  patent,  which  had  expired  prior  to  that  time, 
and  also  embodied  the  features  of  the  Wohlers  patent,  which  was  of  limited 
scope.  I^ter  other  styles  of  injectors  were  made  and  designated  by  various 
names,  of  which  "Monitor"  was  a  part.  None  of  these  injectors  embodied 
the  features  of  the  Wohlers  patent.  Held  that  these  facts  do  not  bring  the 
case  within  the  ruling  of  Singer  Mfg.  Co.  v.  June  (C.  D.,  1896,  687;  75  O.  G., 
69025— H.  Dm-.  1349,  60-2 43  *^ 
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1703;  163  U.  8.,  1(19),  ftnd  afH^^lksiMit  10  entitled  to  legiater  the  muk.  *The 
Edna  Smdting  A  ReJMng  Companjf  v.  Nathan  Mantrfdetwring  Qo.^  436. 

95.  Sam»— Sam^.— Wh^re  a  tiade-mark  had  heen  applied  to  an  article  j^or  to 

the  adoption  of  features  covered  by  a  patent,  the  ezpiiatioii  of  the  patent 
does  not  tenninate  the  exclueive  ri^t  to  the  use  of  the  marie.  (BediMer  v. 
Thomam,  93  F.  R.,  660.)    *Id. 

96.  Anticipation— "Old  Dutch  Blbnd"— ''Botal  DincH."— The  woids  "Old 

Dutch  Blend  "  as  a  ttade-mark  for  coffee  Held  to  be  anticipated  by  Ihe  woids 
"Royal  Dutch"  for  the  same  claas  of  goods.  Ex  fforte  The  Doj/Um  8pUx 
MiXU,  167. 

97.  "F  F  F"  "F  F  F  G "— iMTSRniBBNcs  in  Fact.— An  interference  in  fact 

exists  between  the  marks ' 'F  F  F  *' and  "F  F  F  G,"  since  there  ie  not  enough 
difference  between  the  two  marks  to  prevent  the  ordinary  buyer  from  being 
deceived.    *The  YTittiom  Lea  <fr  Stme  CtMnpany v.  H,  C.  CoU  <fr  Companf^  168. 

98.  GoHBiNATioN  OF  Non-Rboisteablb  Mabks.— A  registrable  trade-mariE  can- 

not be  made  by  combining  two  non-registrable  words.  Ex  parte  Meaet  Broth- 
ere  Coffee  and  Spice  Company^  169. 

99.  "Ambrica'8  SruNOTH^—NoN-RBOunLABLB.—" America's  Strength'*  is  not 

registrable  as  a  trade-mark  for  coffee,  the  word  "America's"  being  geograph- 
ical and  the  word  * '  Strength  "  being  descriptive  of  a  quality  of  the  goods.    Id. 

100.  Opposition— VBsmcATiON.— Section  6  of  the  Trade-Mark  Act  as  amended 

March  2,  1907,  construed  and  held  not  to  require  that  a  notice  of  opposition 
filed  by  an  attorney  shall  be  verified  by  him.    Welleome  v.  Baum^  170. 

101.  AppBAii— Rbfubal  to  Dismiss  Opposition— Non-Appbalablb.— No  appeal 

lies  from  a  decision  of  the  Examiner  of  Interferences  refusing  to  dismiss  a 
notice  of  opposition  on  the  ground  that  the  notice  was  not  signed  in  conform- 
ity with  the  law.    George  Woetenholm  dr  Son,  Limited^  v.  Crowleg^  174. 

102.  Gancblation— SBcnoN   13  of  thb  Tbadb-Mabk  Act  Construbd.— The 

term  "entitled  to  use  "  in  section  13  of  the  Trade-Mark  Act  means  esudusive 
use,  and  where  it  appears  that  the  registrant  wss  not  the  first  to  adopt  and 
use  a  mark  the  registration  should  [be  canceled.  FamUton  v.  The  AUmwo  O, 
Bliu  Medkal  Company y  180. 

103.  Samb— Rboistbation  Undbr   thb  "Ten-Ybab"  Clausb.— Where  a  non- 

technical mark  is  registered  under  the  ''ten-years"  chouse  and  it  appears 
that  the  registrant  did  not  during  the  ten  years  next  preceding  the  passsgo 
of  the  act  have  sole  use  of  the  mark,  the  registration  should  be  canceled.    Id. 

104.  Samb — Usb  op  Mark  by  Appucant.— The  &ct  that  a  mark  which  is  reg^ 

istered  under  the  ''ten-years"  clause  is  descriptive  and  that  therefore  the 
applicant  for  cancelation  can  acquire  no  property  rights  therein  is  of  no 
moment  so  far  as  the  rights  of  the  registrant  are  concerned.    Id. 

105.  Falsb  Reprbsbntation  on  Labbls— MIrks  Not  Rboistrablb.— The  use 

of  the  words  "  Pure  Old  Rye  Whiskey  '*  in  connection  with  a  trade-mark  on 
labels  placed  on  bottles  containing  whisky  which  is  part  rye  and  part  bour- 
bon and  contains  neutral  spirits  and  coloring-matter  is  such  false  re|»esenta- 
tion  as  will  disentitle  the  user  of  the  mark  to  register  the  same.  *£€vy  it  Co. 
v.  Uri,  (N.  M.  Uri  dt  Co.,  Subetituted,)  461. 

106.  PuRPOSB  OP  THB  Tradb-Marx  Acr.-~It  was  the  purpose  of  the  Trade-Mark 

Act  to  protect  manufacturers  and  dealers,  because  in  so  doing  the  public 
would  in  turn  be  protected.  It  was  not  the  purpose  of  the  act  to  recognise 
the  right  of  any  person,  firm,  or  corporataon  to  deofive  the  public  by  the  use 
of  a  deceptive  mark.    */d. 

107.  Reoistrabiutt— DBscRipnvB  Marx— "Nb»obshi."— A  trade-mark  con- 

sisting of  the  word  "  Nextobeer  "  with  a  paraph  thereunder.for  a  **  non-intoxi- 
cating malt  beverage  "  Held  merely  descriptive  and  not  registrable.  Ex  parU 
Central  Coneumere  Company^  186.  o 
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106.  OppootnoN — Vebitibd  Before  Opponent's  Attorneys  Inyaud. — Held 
that  an  opposition  which  was  verified  before  a  notary  who  was  at  the  oame 
time  attorney  for  the  opponent  is  invalid.  *  The  HaU*it  S^e  Company  v.  Her- 
rinff-HaU-Mannn  Sttfe  Company,  473. 

100.  Sams— Same — Nor  Cubed  bt  Amended  GpposnioN  Filed  LATE.—Where 
an  objection  was  raised  in  the  Office  that  the  attempted  verification  was 
invalid  because  made  before  and  certified  to  by  a  notary  who  was  at  the 
stme  time  the  attorney  of  the  opponent  for  the  prosecution  of  the  opposition 
and  no  leave  was  applied  for  to  cure  the  defect  by  verifying  it  before  a  quali- 
fied notary,  but  the  action  taken  was  to  file  a  new  opposition,  entitled  an 
amendment,  which  was  signed  by  the  same  authorized  representative  officer 
of  the  corporation  and  verified  before  a  proper  notary,  Held  that  this  was 
practically  a  new  opposition  and  as  such  came  too  late.    *Id. 

110.  PntORiTT.^The  evidence  reviewed  and  Held  to  establish  that  M.  A  Co. 

were  the  first  to  adopt  and  use  the  word  ''  Eureka"  as  trade-mark  for  press- 
boards.    Caae  Brothers  v.  B.  W.  Murphey  de  Company,  196. 

111.  Grade-Mark. — ^Where  it  was  impossible  from  the  nature  of  the  goods  to 

put  the  trade-mark  thereon,  the  hct  that  the  mark  was  not  placed  on  the 
cases  in  which  the  goods  were  shipped  and  that  M.  A  Co.  sent  out  a  circular 
describing  four  grades  of  press-boards,  of  which  ''Eureka"  was  one,  Held 
insufficient  to  establish  that  this  mark  was  used  merely  to  indicate  grade  or 
quality.    Id. 

112.  Use  op  the  Marx  on  Samples  a  Trade-Mark  Use.— M.  A  Co.  placed  the 

mark  "Eureka"  on  samples  of  press-boards  which  were  distributed  to  the 
trade  and  which  were  identical  with  the  boards  furnished  to  customers  in  all 
respects  except  as  to  size.  Held  that  this  was  such  an  association  of  the 
mark  with  the  goods  as  to  confer  upon  M.  A  Co.  the  exclusive  right  to  the 
use  thereof.    Id. 

113.  Cancelation— Use  op  Mark  on  Goods  op  Dipperent  Descriptive  Prop- 

erties.—The  use  by  the  applicant  for  cancelation  of  a  mark  on  a  dyspepsia 
remedy  furnishes  no  ground  for  canceling  the  registration  of  substantially  the 
same  mark  for  tooth-powder,  since  these  articles  are  manifestly  of  different 
descriptive  properties.    Chraves  v.  Oundtr,  201. 

114.  Same — Registration    Under    the    ''Ten-Years"   Clause— Applicant's 

Use  Subsequent  to  the  Passage  op  the  Trade-Mark  Act.— Where  a 
mark  was  registered  under  the  '*  ten-years  "  clauso  of  the  Trade-Mark  Act,  the 
use  of  that  mark  by  the  applicant  for  cancelation  after  the  passsge  of  that 
act  is  no  ground  for  canceling  the  registration .    Id. 

115.  Same— Mark  Used  Not  Same  as  Mark  Registered— Unessential  Fsa- 

TURBs.- The  mark  registered  was  '* Graves  Tooth  Powder."  Held  that  no 
ground  for  canceling  said  mark  would  be  established  by  showing  that  the 
mark  actually  used  was  '*  Dr.  E.  L.  Graves  Tooth  Powder. "  {Standard  Under- 
ground  CahU  Co.,  C.  D.,  1906,  687]  123  O.  G.,  656;  27  App.  D.  C,  320.)    Id. 

116.  Same— Prior  Registration  by  Same  Party.— The  hct  that  a  party  regis- 

tered the  words  '*Dr.  E.  L.  Graves  Tooth  Powder"  and  ''Dr.  E.  L.  Graves 
Unequalled  Tooth  Powder''  does  not  constitute  a  ground  for  canceling  his 
rsgistration  of  the  words  "  Graves  Tooth  Powder. ' '  (Anhetiuer-BuKh  Brewing 
AeeoeiaiUm  v.  D.  O.  Yiungling  et  al.,  C.  D.,  1907,  282;  129  O.  G.,  3501.)    Id. 

117.  Priority.— Assuming,  as  held  by  the  Commissioner  of  Patents,  that  the 

word  *' Eureka''  is  a  valid  trade-mark  for  press-boards  and  that  its  use  on 
samples  of  such  boards  was  a  trade-mark  use,  the  evidence  is  sufficient  to 
justify  the  holding  that  M.  A  Co.  were  entitied  to  register  this  mark.  *Ca9e 
Brothers  \.  B.  W,  Murphey  A  Co.,  479. 

118.  Cancelation— WrrHDRAWAL  op  Appucation  The rbpor.— After  pleadings 

have  been  Aled,  proofs  taken,  and  the  case  ready  for  Anal  hearing  an  appli- 
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cant  for  cancelation  will  not  be  permitted  to  withdraw  his  application  with- 
out prejudice  to  his  right  to  file  a  new  application.  Outeault  v.  The  New  York 
Herald  Company,  204. 

119.  Opposition— ** Victoria"  Assooiatbd   with    Mbdaluon   and   "Victor" 

UPON  Pbdbstal  Sufpobtino  Fiourb  op  Mountbd  Knioht— DnaiKILAR.— 
Held  that  a  trade-mark  conmsting  of  the  word  "Victoria,"  aaoociated  with- a 
medallion  bearing  the  representation  of  the  head  of  the  late  Queen  Victoria 
and  surmounted  by  a  crown  suspended  from  the  letter  "  t "  of  said  word,  does 
not  so  nearly  resemble  the  mark  of  the  opponent,  which  consists  of  the  figure 
of  a  knight  on  horseback  zesting  upon  an  ornamental  pedestal  bearing  the 
inscription  "The  Victor,"  as  to  be  likely  to  cause  confusion  in  the  mind  of 
the  public.  *Andrew  McLean  Company  v.  Atkam  Mani/acturing  Company, 
487. 

120.  Samb— Burdbn  op  Proof.— Where  the  Patent  Office  has  decided  that  the 

trade-mark  of  each  party  is  registrable,  the  burden  is  on  the  opponent  to 
show  that  as  a  matter  of  fact  there  is  such  similarity  between  the  marks  as  to 
be  likely  to  cause  confusion  and  deceive  ordinary  purchasers.    *Id. 

121.  Appucation — Dbclaration. — ^The  requirements  of  the  sworn  declaration 

prescribed  by  Rule  32  of  the  Trade-Mark  Rules  for  marks  sought  to  be  regis- 
tered under  the  ten-years  proviso  of  section  5  of  the  act  of  1905  must  be  com- 
plied with.  The  filing  of  a  certified  copy  of  registration  in  a  foreign  country 
for  a  stated  period  does  not  constitute  evidence  of  exclusive  use  of  the  mark 
for  ten  years  next  preceding  February  20,  1905,  and  is  not  the  equivalent  of 
the  sworn  statement  of  the  applicant  as  to  the  exclusive  use  during  that  period. 
Ex  parU  Bedutein,  209. 

122.  Cancelation — Section  13  of  tbb  Trade-Mark  Act. — ^The  Commissioner 

has  no  authority  to  cancel  a  certificate  of  registration  of  a  trade-mark  except 
in  accordance  with  the  provisions  of  section  13  of  the  Trade-Mark  Act  of  Feb- 
ruary 20, 1905.    Caee  v.  Quirk,  221. 

123.  Intbrference— Marks  Including  Star  as  Principal  Fbaturb. — Held  that 

a  trade-mark  consisting  of  a  six-pointed  star  with  the  letters  "G  £  "  inscribed 
in  monogram  in  the  center  so  nearly  resembles  the  trade-maric  consisting  of 
a  six-pointed  star  surrounded  by  two  circles,  having  inscribed  between  the 
inner  and  outer  circles  the  words  '*  The  Celebrated  Star  Lager  Beer, "  as  to 
cause  confusion  in  the  mind  of  the  public  and  deceive  purchasers.  *Ekr€t  v. 
Star  Brewery  Company,  511. 

124.  Reoistrabilitt — ^Thb  Lettbrs  "U.  S."  on  a  Convbnuonal  Shield. — 

A  mark  consisting  of  the  letters  "U.S. "  on  a  conventional  representation  of  a 
shield  Held  not  registrable  on  the  ground  that  the  letters  "U.  S. "  by  reason 
of  their  common  usage  by  the  Government  on  army  accouterments  and  upon 
other  articles  of  merchandise,  particularly  when  placed  upon  a  simulation  of 
the  United  States  shield,  should  be  regarded  as  public  insignia,  which  can 
never  become  the  exclusive  property  of  the  applicant,  and  on  the  further 
ground  that  the  use  of  such  a  mark  would  tend  to  induce  the  public  to  believe 
that  the  goods  bearing  the  same  were  made  by  or  had  the  official  approval  of 
the  United  States  Government.  Ex  parte  United  Stales  Sanitary  Maniac- 
turiny  Company,  230. 

125.  Oppo8rn«N — Appeal  from  Dbcision  op  Examiner  of  Intbrfbrbncbb. — 

An  appeal  will  not  be  allowed  from  a  decision  of  the  Examiner  of  Interferences 
granting  a  motion  to  amend  a  notice  of  opposition  nor  from  a  decision  denying 
a  motion  to  disMiiss  a  notice  of  opposition.  Peerlea  Rubber  Manirfaeturing 
Company  v.  Gorham  Rubber  Company,  239. 

126.  Desoriptive  Words  Printed  in  Fanciful  Lbtters— Exclusive  Usb.— 

The  fact  that  the  mark  used  by  applicant  for  registration  is  printed  in 
fanciful  letters  Jleld  insufficient  to  justify  the  registration  of  the  same  under 
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the  ''ten-yevB"  clause  of  the  Tnde-Mark  Act  of  Febniary  20,  1905,  where 
said  mark  is  not  so  unlike  a  word  used  on  its  goods  by  the  opposer  as  to  prevent 
confusion  in  the  mind  of  the  public,  citing  The  Natvral  Food  Comparty  \ . 
Willvms  (anU,  320;  133  O.  G.,  232)  and  Kentudcy  DiHUleries  A  Warehmue 
Company  v.  OldLexingUm  Club  DiUilling  Company  (anU,  417;  135  0.  G.,  220.) 
American  Steam  Packing  Company  v.  H.  W.  Jokne-Mamnlle  Company,  242. 

127.  Intbrferbncb—Pbiobitt.— In  a.  timde-mark  interference  which  involves 

only  applications  for  registration  if  no  testimony  is  taken  priority  of  adoption 
and  use  will  be  rendered  in  favor  of  the  senior  party.  Lowden  v.  Allen  Broth- 
ere  Company,  247. 

128.  GoAT-or-ARM8  of  a  Forbion  Nation.— a  trade-mark  comprising  the  coat- 

of-arms  of  a  foreign  country  is  not  registrable  under  the  provisions  of  section 
5  of  the  Trade-Mark  Act  of  1905,  even  though  registration  of  said  mark  has  been 
allowed  in  such  foreign  country.  Ex  parte  Sociiti  pour  le  Commerce  de  The 
KAC  Popoff  Frhree,  249. 

129.  Dbscbiptivb— *'Bbstok."— The  word  "Bestok"  HM  descriptive,  being  a 

mere  misspelling  of  the  words  ' '  best  stock. "  Ex  parte  SooU  Paper  Company, 
254. 

130.  Samb—Samb— Addition  of  ARBrrRARv  Fbaturbs.— The  word   ''Beetok" 

being  descriptive  and  not  registrable  alone,  is  not  rendered  registrable  by 
the  association  therewith  of  the  minor  details  of  an  ornamental  border  and 
a  seal.    Id. 

131.  Motion  to  Dissolve  Imfropbrlt  Filbd  Undbb  Rulb  48. — Ride  48  of  the 

Trade-Mark  Rules  of  Practice  does  not  provide  for  the  filing  of  motions,  and  a 
motion  purporting  to  be  filed  thereunder  submitting  a  motion  to  dissolve  the 
interference  and  requesting  its  transmission  to  the  Examiner  of  Trade-Marks 
may  properly  be  dismissed.  The  William  Lea  <&  Sons  Company  v.  H.  C.  Cole 
ds  Company,  276. 

132.  Motion  to  Dissolve  Based  on  Testimony  Improper.— The  facts  adduced 

during  the  taking  of  testimony  in  a  trade-mark  interference  tending  to  show 
a  misbranding  under  the  Food  and  Drugs  Act  by  the  opposing  party  does  not 
form  a  proper  basis  for  a  motion  to  dissolve.    Id. 

133.  Alternatives. — ^The  words  "Old  Judge"  and  a  so-called  pictorial  representa- 

tion of  an  old  judge  are  not  alternatives,  since  the  picture  does  not  have  any 
such  characteristics  as  would  cause  the  same  to  be  designated  by  the  name 
''Old  Judge"  unless  associated  with  the  words '"^Old  Judge. "  Herbst  v.  The 
Rothenherg  Co.,  277. 

134.  Opposition— Prior   Interference — Res  Adjudicata. — A  decision  in  an 

interference  involving  a  trade-mark  consisting  of  the  words  ''Old  Judge" 
does  not  render  the  question  of  registration  of  the  picture  of  an  old  man  ree 
adjudicata,  although  the  exhibits  in  the  interference  showed  that  the  words 
"Old  Judge  "  were  used  by  one  of  the  parties  in  connection  with  the  picture. 
Id. 

135.  Application — Not   Prima   Facie   Evidence  of  Ownership. — Under  the 

Trade-Mark  Act  of  1905  an  application  for  registration  does  not  constitute 
evidence  of  adoption  and  use  of  the  mark  claimed  as  of  the  date  of  the  applica- 
tion, as  the  application  is  not  prima  fade  evidence  of  ownership.  Greene, 
Tweed  de  Co.\.  Manufadurere'  Belt  Hook  Company,  294. 

136.  Opposition — Opposer  Need  Not  be  Entttlbd  to  Registration. — In  order 

that  an  opposition  shall  be  sustained,  it  b  not  necessary  that  the  opposer  him- 
self shall  be  entitled  to  registration.    Id. 

137.  Similaritt  op  Marks — "Blake's  Belt  Studs.'' — A  mark  comprising  the 

words  "Genuine  Blake's  Bolt  Fasteners,"  the  word  "Genuine"  being  printed 
with  a  large  "G"  which  almost  completely  iacleses  the  remainder  of  the 
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word,  and  acrosB  which  there  is  vertkftlly  arranged  the  lepresentation  of  a 
belt-iutener,  Ekld  not  entitled  to  registration  in  view  of  the  prior  adoption 
and  1190  by  another  of  the  words  ''Blake's  Belt  Stnds."    Id. 

138.  Opposition— SnoLASirT   op  Mabka— P&oop  op  Actual  Oonfubion.— In 

an  opposition  proceeding  where  marics  are  so  alike  that  it  is  evident  that  con- 
fusion is  likely  to  arise  it  is  not  necesnry  for  the  opposer  to  prove  actual  con- 
fusion in  order  to  prevent  registration,  (citing  O.  W.  CoU  Co.  v.  Manhall 
Oil  Co,,  ante,  88;  133  O.  G.,  994.)  The  Northwe$Um  Con$oHdaUd  MUling 
Companif  v.  WUKam  CaUam  de  San,  297. 

139.  Samk— "Cbbtosa''  akd  "GxnB80TA."~The  word  "Certosa"  as  a  trade- 

mark for  flour  so  nearly  resembles  the  word  "Ceresota"  used  for  the  same 
ckas  of  goods  as  to  be  likely  to  cause  confuskm  in  trade.    Id. 

TRANSMISSION  OF  MOTIONS.  See  hUerferenee,  2,  3,  4,  14,  54;  MoiUm  to 
Amend  AppUcaHom;  MoHon  to  Diiaolve  InUrfermoe,  2,  4,  5,  8,  9,  10,  11,  12, 
13, 14, 15;  Trade-Marhi,  131. 
Intbbpbbbncb — ^Intbblooutobt  Appbal.— The  question  of  transmitting  motions 
to  dissolve  should  be  left  largely  to  the  discretion  of  the  Examiner  of  Inter- 
ferences, and  where  he  grants  a  motion  to  transmit  his  decirion  will  not  be 
disturbed  unless  it  be  clearly  shown  that  such  discretion  has  been  abased. 
Piekardy.  AdUan  and  CWtiv,  241. 

TWO  APPLICATIONS  BY  SAME  INVENTOR. 

DouBLB  PATBNTiNa — Onlt  Onb  Patbmt  Issubd. — ^P.  filed  an  application  and 
assigned  it  to  V.  Later  he  filed  a  second  application  for  the  same  invention 
and  assigned  it  to  W.  A  patent  was  issued  on  the  latter  application.  HeU 
that  this  patent  is  a  bar  to  the  iMuance  of  a  patent  on  the  earlier  application. 
*/n  rt  PeanaU,  420. 

USE  OF  PATENTED  MACHINES.    See  InjunOion. 

WAIVER.    See  Reopening  of  IrUerferenee. 

WITHDRAWAL  OF  AMENDMENT.    See  AmendmenU,  1. 

WITHDRAWAL  OF  APPLICATION  FOR  CANCELATION.    See  TVod^JfaHb, 
118. 

WITNESSES.    See  InUiferenei,  5, 17,  28,  36,  38;  TtOimang,  1,  2,  6,  7, 12. 
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